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PREFACE. 


EXTBACT  PKOM  TBDE  PEEFACE  TO  THE  FIRST 
EDITION. 

This  is  essentially  a  book  of  reference.  Its  object  is  to  supply 
a  reliable  and  exhaustive  summary  of  the  reported  Patent  Law 
cases  decided  in  English  Courts  of  Law  and  Equity.  No  opinion 
is  expressed  upon  the  cases  digested,  and  no  attempt  is  made  to 
reconcile  conflicting  decisions.  All  that  the  book  contains  rests 
upon  the  authority  of  the  Judges.  .  •  •  llie  chronological  arrange- 
ment of  the  cases  gives  a  complete  history  of  legal  decision  on 
the  several  points  of  Law  and  Practice  under  which  they  are 
arranged.  This  is  the  Author's  justification  for  retaining  some 
few  overruled  cases,  and  for  introducing  several  decisions  upon  the 
same  point  where  they  are  of  different  dates. 

Clemekt  Higgins. 
JuKB  1875. 


PREFACE  TO  THE  SECOND  EDITION. 

The  bearing  of  the  sections  of  the  Patents,  Designs  and  Trade 
Marks  Act,  1883,  on  most  questions  concerning  Patents  is  so 
immediate  and  important  that  it  has  seemed  to  us  right  to  state 
the  existing  provisions  of  the  Statute  Law  so  as  to  be  easily 
referred  to  in  connection  with  the  cases  relating  to  similar 
portions  of  the  subject. 

Further,  the  Act  having  precluded  the  possibility  of  any  logical 
division  of  the  subject  other  than  that  adopted  by  the  Act  itself, 
it  has  seemed  advisable  to  put  the  various  divisions  in  their 
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vi  Prefaoe  to  Second  Edition, 

alphabetioal  order,  and  thereby  to  avoid  the  neoessity  of  a  double 
index  with  the  aooompanying  trouble  to  the  reader  of  a  double 
search. 

The  title  has  been  altered  to  indicate  the  more  extended  scope 
of  the  work,  but  subject  to  the  above  exceptions  the  old  form  of 
the  book  has  been  reti^ined,  including  the  arrangement  of  cases  in 
chronological  orders  €tnd  all  new  decisions  up  to  date  have  been, 
with  such  completeness  as  we  could  attain,  incorporated  under 
their  respective  headings. 

In  giving  the  sections  of  the  Patents  Act,  1883,  the  words  of 
the  amending  Acts  have  been  inserted  in  italics  where  it  has 
appeared  possible  to  do  so  without  leading  to  confusion. 

Clement  Hiogins, 

5,  Faper  Buildings^ 
Temple, 

G.  Edwabdes  Jones, 

11,  Kingi'a  Bench  Walk, 

Temple. 
Nov.  5, 1890. 
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1  Web.  P.  C.  438 ;  8  CI.  &  F.  437  .. 
1  S.,  M.  ft  p.,  769 ;  M.  Dig.  344     .. 


at.  3  Swan.  264 

2  Griff.  1     ..      .. 

3  0.  R.  212..      .. 


6  0.  R.  135..      .. 
1  Carp.  P.  C.  405 


4  B.  &  Aid.  541 ;  1  Carp.  P.  C.  405 


7D.&R.  103     

3  0.R.  390 

4  Bing.  N.  C.  127 ;  6  Dowl.  215;  1 
Web.  P.O.  260;  5  Scott,  419 

45L.  T.  743       

See  Manceanx's  Patent,  In  re . . 

3  T.  L.  Rep.  666:  4  O.  R.  278; 
W.  N.  1887.  p.  123 

Macrory's  P.  C.  152 ;  23  L.  J.,  Exch. 
257 

Macrory's  P.  C.  166 ;  23  L.  J.,  Exch. 
257 

5  H.  L.  Gas.  707 ;  2  Jnr.,  N.  8. 1029 ; 
25  L.  J.,  Exch.  251;  Macrory's 
P.  C.  178 


7  0.  R.  250 

9  Hare,  415  ;  16  Jnr.  115 ;  21  L.  J., 
Ch.  97 

John,  34       ..      ..      

6  T.  R.  363 ;  Dav.  P.  C.  220    ..      .. 
22L.  T.  Rep.  93        

3B.  &B.  5;  6B.  Mo.71 

L.  R.,  5  H.  L.  205 ;  40  L.  J.,  Ch.  739 


6  Moo.  P.  C.  C.  207;  12  Jnr.  507 ; 
M.  Dig.  75 ;  2  Web.  P.  C.  161 
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Gardwell'B  Patent,  In  re.. 
1856 

Carets  Application  .. 

Caipenter  V.  Smith   .. 

(N.  P.)  1841 

r.— -—   ..1842 


.  V.  Walker 


Carpenter's  Patent,  In  re 
1854 

Carr's  Patent,  In  re  ..  1873 

Cartsbom  Gompy.  v.  Sharp 
1884 

Gartwright  v.  Amatt . .  1799 

Cartwright  V.  Earner  1800 

Ghallender V.Boyle  (G.  A.) 


Ghambers  v.  Grichley  1864 
Chandler's  Patent  ..  .. 
Chanter  V.  Dewhnrst  1844 


■     V.  Johnson  ..  1845 

v.  Leese       ..1838 

V.  — 

(Ex.  Gh.)  1839 

Chatwood's  Patent    ..      .. 

Cheavin  v.  Walker   ..      .. 
(V,-G.  B.)  1876 

(G.  A.)  1877 

Cbeeseborough's  Patent  .. 
1884 

Gheetham  v.  Oldham 

Chevasse  v.  Stevens  . . 
Child's  Patent   ..      ..1883 
Cholkt  0.  Hoffman  ..  1857 


Church's  Patent       ..      .. 

Church  Engineering  Cora- 
pauy  V.  Wilson         188G 


Beferenoe. 


lOMoo.  P.  C.  G.  488. 


6  0.  B.  552..      .. 
1  Web.  P.  G.  530 


9  M.  &  W.  800 :  1  Web.  P.  G.  540; 
11  L.  J.,  Exoh.  213 

1  Web.  P.  0.  268  (n.)        

2  Moo.  P.  G.  G.,  N.  S.  191  (n.) 

L.  B.,  4  P.  G.  539 ;  9  Moo.  P.  G.  C., 

N.  S.  379 

lO.B.  181         

2  B.  &  P.  43;  Dav.  P.  G.  240  ..      .. 

Cited  14  Vesey,  131, 136 

36  Gh.  D.  425;  4  O.  B.  363;  3 
T.  L.  Bep.  790 ;  56  L.  J.,  Gh.  995 ; 
57  L.  T.  734 ;  36  W.  B.  357 

33Beav.  374       

Griff.  270 

12  M.  &  W.  823;  18  L.  J.,  Exch. 
198 

14  L.  J.,  Exch.  289;  14  M.  &  W. 
408 

4  M.  &  W.  295 ;  1  H.  &  H.  224      .. 

5  M.  &  W.  698 ;  9  L.  J.,  Exch.  327 

L.B.5P.  G.  88(n.) 

L.  B.,  5  Gh.  D.  850 ;  46  L.  J.,  Gh. 
265;  35L.  T.  Rep.,  N.  S.757 

L.  B.,  5  Gh.  D.  861    ..      ..      ..      .. 


Griff  303 

5  0.  B.  617,624;  7O.B.II6. 


W.N.  1874, 193        

John,  214 

7  Ell.  &  Bl.  686;  26  L.  J.,  Q.  B. 
249;  3  Jur..  N.  S.  935;  5  W.  R. 
573;  29  L.  T.  Bep.  158 

3  0.  B.  95;  Griff.  256       

3  0.  B.  123;  Griff.  236     
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66  ((2) 
422  (p) 
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91(3) 
53(a) 
212  (r) 

212  (tr) 

211  (tt);  287 
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211  (tt);  287 
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126  («) 
277(a) 

277  (a) 

26  (b) 

242  (6);  261 
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(3);330(m) 

70  (it) 

126  (a*) 

302  ((2);  399 
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104  (y) 

299  (p);  550 
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Glaridge»8Bitent      ..1851 
Clark  V.  Adie  (V.-C.)  1873 

«. (Firstappeal) 

(L.  JJ.)  1875 

V. (H.L.)1877 


V. . .  (Second 

appeal)  (V.-C.  B.)  1876 
V. (C.  A.)  1876 


9, (H.  L.)  1877 

■  V.  Fergnsson      1859 

-^—  o.  Eenriok     ..1843 
Clark's  Patent,  In  re  1870 


Clayton  v,  Percy 
Clifford's  Patent 


..1854 


Clippens  Cil  Company  v. 

Henderson  (H.  L  ) 

ClothworkeiB   of    Ipswich 

Case  1615 

Cobley's  Patent        ..     .. 

Cochrane  v.  Braithwaite  . . 

(N.  P.)  1830 

— V.  Smethuist 

1816 
Cochrane's  Patent  . .  1885 
Cooking's  Patent 
Coddv.  Bratby  ..  ..1884 
Codd's  Patent  ..  ..1884 
Coles  V.  Bay  lis,  Lewis  &  Co. 

V.  Saqui  and  Law- 
rence 

""'  (C.  A.) 
CoUard  9.  Allison  ..1839 
Colleyv.  Hart 

Combined  Weighinfif  and 
Adyertising  Maohinn 
Company  v.  Automatic 
Weighing  Company 


7  Moore,  P.  C.  C.  394       

.21W.  R.456      

L.  R.,  10  Ch.  App.  667;  21  W.  R. 

764;    45    L.    J.,    Ch.    228;    33 

L.  T.  Rep.,  N.  S.  295 

L.  R.,  2  App.  Oas.  315 ;  46  L.  J.,  Ch. 

585 ;  36  L.  T.  Rep.,  N.  S.  923 ;  26 

W.  R.  45 

L.  R.,  3  Ch.  D.  134 ;  24  W.  R.  1007 

L.  R.,  3  Ch.  D.  141 ;  35  L.  T.  Rep., 

N.  S.  349. 
L.  R.,  2  App.  Cas,  423;  46  L.  J., 

Ch.  598;  37  L.  T.  Rep.,  N.  8. 1; 

26  W.  R.  47 
IGif.  184 

1  Dow.  &  Low.  392 ;  13  L.  J.,  Exoh. 

6;  12M.  &W.  219 
L.  R.,  3  P.  C.  421 ;  7  Moo.  P.  C.  C, 

N.  S.  255. 

48Leg.  O.  150 

Cited  L.  R.,  1  P.  C.  402 ;  Qood,  P.  C. 

560 

8  App.  C.  873;.  20  Scot.  L.  R.  428  .. 

Gtodbolt,  252;  1  Roll.  R.  4       .... 

See  Copley's  Patent 

3  Lond.  Jonr.,  C.  S.  42 ;  1  Carp.  P.  C. 
493. 

1  Stark.  205 ;  Dav.  P.  C.  354  ..     .. 

Griff.  304     

2  O.  R.  151 ;  Griff.  258     

10.  R.  209;  Griff.  56      

Griff.  305 

3  0.  R.  178;  Griff.  58       

5  0.  R.  489 

40  Ch.  D.  132 ;  58  L.  J.,  Ch.  237 ;  59 

L.T.877;  37 W. R.  109 ;  6 O. R. 41 

4My.  &Cr.  487 

6  O.  R.  17;  7  O.  R  101 ;  42  L,  T. 
424;  44  Ch.  D.  179;  59  L.  J.,  Ch. 
308;  38W.R.501 

See  Automatic  Weighing  Machine 
C)ompAny  v.  Combined  Company. 
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ConnifTs  Application.  1872 

Cook     and    Wheatstone's 
Patent,  In  re  1851 

V.  Pearoe  ..     ..1843 


(Ex.  Oh.)  1844 
Cooper  and  Ford's  Patent 
Copeland  v.  ,Webb    . .  1862 
Copley's  Patent        ••     .. 

Cornish  t7.  Eeene      ..     .. 
(N.  P.)  1835 


(C.  P.)  1837 

Conohman  v.  Greener    '  .. 
Crai^  and  Macfarlane's  Ap- 


Crampton  v.  The  Patents 
Inyestment  Company 


(C.A.) 

V.  Swete  .. 

Crane  r.  Price   ..     ..1842 


Crofts  V.  Peach  . .      . .  1836 
CroUv.  Edge     ..      ..1850 

Crompton  v.  Ibbotson  1828 


— — ^—  V.  Anglo- Amen- 
can  Brush  Electric  Light 
Company  (C.  A.) 

Cropper  v.  Bmith  (1 ) 


—  V. (C.A.) 

-t,. (H.L.) 

_„. (2)        .. 


John,  165    ..      .. 
38  Lend.  Joor.  223 


12  L.  J.,  Q.  B.  187;  8  Q.  B.  1044;  7 
Jur.  764 

8  Q.  B.  1054;  8  Jur.  499;  13  L.  J., 
Q.  B.  189 

Griff.  275 

11  W.  B.  184;  IN.  R.  119      ..      .. 

81  L.  J.  Ch.  333 ;   8  Jnr.  N.  S.  106 ; 
5  L.  T.,  N.  S.  387 

1  Web.  P.  C.  501 ;  2  Carp.  P.  C.  314 


3  Bing.  N.  C.  570;  4  Scott,  837;  2 
Hodges,  281;  6  L.  J.,  C  P-  225; 
1  Web.  P.  C.  513;  2  Carp.  P.  C. 
371 ;  6  Rep.  Arte,  4th  Series,  102 

10.  B.  197;  Griff.  58       

John.  165 ...     -..     .. 

5  0.R.882 

6  0.B.  287         .. 

58L.  T.516       

4  M.  &  G.  580;  1  Web.  P.  C.  393;  5 
Scott,  N.  R.  338  ;  12  L.  J.,  C.  P. 
81 ;  2  Carp.  P.  C.  669 ;  18  Rep. 
Arts,  4th  Series,  102 

2  Hodg.  110 ;  1  Web.  P.  C.  268 

9  C.  B.  479;  14  Jur.  553;  19  L.  J., 
C.  P.  261 

Dan.  &  Lloyd,  33 ;  1  Web.  P.  C  83; 
1  Carp.  P.  C.  460 

35  Ch.  D.  283;  4  O.  R.  197;  35 
W.  K.  789;  56  L.  J,  Ch.  802 

24  Ch.  D.  305;  33  W.  R.  60,  753; 
W.  N.  1885,  p.  Ill 

26  Ch.  D.  700;  1  O.  R.  81 ;  2.0.  R. 
61 ;  53  L.  J.,  Ch.  891 ;  51  L.  T.  729 

10  App,  Cas.  240 ;  2  O.  R.  17 ;  55 
L.  J.,  Ch.  12 

28  Oil.  D.  148 ;  33  W.  R.  338 ;  .•)4  L.  J., 
Ch.  287 ;  52  L.  T.  94 ;  1  O.  R.  254 
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10  L.  T.  Eep.  459      

3  G.  &  P.  513;  Mo.  &  Mai.  283;  1 
.  W^b.  P.  0. 106 

9  B.  &  O.  68 ;  1  Web.  P.  C.  112      ,. 

I  Web.  P.  0. 119 ;  1  Bimb.  k  My.  166 

4  L.  J.,  Ch.  25;  1  Web.  P.  C.  119  .. 
8  My.  &  Or.  428 ..      .. 

10  H.  L.  Gas.  293;  9  Jur.,  N.  & 
607;  32  L.  J.,  Ch.  617;  11  W.  R. 
716;  8  L.  T.  Bep.,  N.  B.  260;  1 
N.  B.  540 

Maor.  P.  G.  240 

1N.B.426 

L.  R.,  2  Gh.  D.  533 ;  34  L.  T.  Bep., 

N.  S.  476 

5  0.  R.  220 

6  0.  B.  190 

39L.  0.443;  M.  Dig.  194      ..      .. 
10.  R.  17;  Griff.  73        

Griff.  277 

8  L.  J.,  Ch.  184 ;  2  Coop.  C.  C.  60  (n.) 

19  Newt  liond.  Jour.,  N.  S.  44;  8 
L.  T.  Rep.,  N.  S.  657;  3  Ch.  D. 
136  (n.);  2  Griff.  53 

33  L.  J.,  C.  P.  255;  10  Jur.,  N.  S. 
k23;  10  L.  T.  Rep.,  N.  S.  383; 
4  N.  R.  152 

11  L.  T.  Rep..  N.  S.  245 

35  L.  J.,  Ch.  852 ;  L.  R.,  1  H.L.  337 

II  Q.  B.  978 ;  12  Jur.  721 ;  17  L.  J., 
Q.  B.  217 

4  My.  &  Cr.  510 ;  1  Web.  P.  C.  418 


26  L.  J.,  Gh.  298 ;  4  W.  R.  455 
Cited  L.  R.  13  Eq.  358      ..      .. 
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CroBBkill «.  Evory    ..1848 

Orosaley  o.  Beverley . .     . . 
(N.  P.).  1829 

(K.B.)1826 


(Gh.).1829 

«.  Derby  Ghia  Com- 

paDy  (L.  G.)1884 

V. -' ^ 

(L.  G.)  1838 

V.  Dixon*     ..     .. 

(H.  L.)  1863 


-«.Potter     ..     .. 
(N.  P.)  1853 


r.  Stewart  :;1863 

— —  «.  Tomey    .. 

(V.-G.  M.)  1876 

Crossthwaite  v.  Steel 

(Gh.  D.) 

""'IqTb.dV) 

Growl  V.  Edge  ..     ..1850 
Groysdale  v.  Fisher  ..     .. 

CnmmiDgB*  Patent    .. 
Cnrtis  o.  Gntts  ..      ..1839 
r.  Piatt  (V.-G.)  1863 


«. (G.  P.)  1864 

^, (L.  G.)  186i 

V, (H.  L.)  1866 

Cotler  V.  Bower . .     . .  1848 
Cutler's  Pfeitent,  In  re  1839 


Daine*0  Patent,  In  re  1856 

Dalzie]  v.  Railway  Carriage 
and  Steamboat  Company 
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Dangerfield  V.  Janes   1865 

Daniel's  Applioation 
Daioyv.  Allin  ..     «.1602 

Darrah «.  Puner      ..     .. 

Dart'B  Patent 

Davenport  v,  Jepeon . .  1862 


r.  Goldberg  and 

PhUips  1865 

V.  BichardB     . . 

1860 

r.  Bylandfl  1865 


David  and  Woodley's  Ap- 
plication 

DavlB  V.  Feldtman  (0.  A.) 
Daw  «.  Ely  ..  (V.-C.)  1865 

V. —  ..  (V.-O.)  1865 

V. —  ..  (V.-C.)  1865 

V. —  ..  (V.-C.)  1867 

Day  v.  Foster    ..     ..1890 

Deacon's  Patent        ••     .. 

De  la  Bne  v,  Dickinson   .. 
1857 


(V.-C.)  1857 

Denl%  V.  Blore 

(N.  P.)  Ib51 

Dering's  Patent 

(L.  C.)  1880 

Derosne  V.  Fairie 

(N.  P.)  1835 

«.  -^—     . . 

(Exch.)  1835 

Derosne's  Patent,  In  re    .. 
1835 


13  L.  T.  Bep.,  N.  6. 142 


5  0.  B.  413. 


Noy.  B.  173;  1  Web.  P.  C.  1;  11 
Co.  Bep.  84 


6  0.B.365..  .. 
Grifl:307  ..  . 
1  N.  B.  173,  307 


5  N.  B.  484 ;  2  Hem.  &  M.  282      •. 
3  L.  T.  Bep.,  N.  8.  503 


L.  B.  1  Eq.  302 ;  35  L.  J.,  Cb.  204; 

14  L.  T.  Bep.,  N.  S.  53 ;  14  W.  B. 
243 ;  12  Jur.,  N.  8.  71 

2  Griff.  26 

10.B.13, 193;  Griff.  75        ..     .. 

L.  B.,  1  Eq.  38 ;  13  L.  T.  Bep.,  N.  8. 
399 ;  14  W.  B.  48 

L.  B.,  3  Eq.  500  (n.);  14  W.  B.  126; 
13  L.  T.  Bep.,  N.  8.  399 

2H.&M.725 

L.  B.,  3  Eq.  496 ;  36  L.  J.,  Ch.  482 ; 

15  L.  T.  Bep.,  N.  8.  559 

43  Ch.  D.  435;  88  W.  B.  862;  7 
O.  B.54 

3T.  L.  B.349;  4  O.  B.  119    ..      .. 

7  E.  &  B.  738;  8  Jur.,  N.  8.  841;  5 
W.B.704;  29  L.  T.  Bep.  194 

3K.&J.  888      

38  Lond.  Jonr.  224 

13Ch.  D.  393 

1  Mo.  &  Bob.  457 ;  1  Web.  P.  C.  154 

5  Tyr.  393 ;  2  Cr.,  M.  &  B.  476;  1 
Web.  P.  C.  158;  1  Gale,  109 

1  Carp.  P.  C.  698       
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6  0.B.297..      .. 
2  Vee.  Jun.  486  .. 
26  Lond.  Jour.  268 
18  Beav.  538       .. 
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Company 

Eadie's  Patent  ..      ..      .. 
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(C.A.) 
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(0.  A,) 
«. (2) 


Reference. 
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(C.  A.) 


Electric    Telegraph    Com- 
pany's Patent 


lOB.  &C.  826 
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4  0.B.  471 

33  Ch.  D.  497 ;  3  O.  B.  395 ;  5  O.  B. 
459 :  4  T.  L.  B.  686 ;  55  L.  J..  Ch. 
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41  Ch.  D.  28;  5  O.  B.  213;  6  O.  B. 
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245 

86  L.  T.  Rep..  N.  S.  444 
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Cliit  Prerog.  Cr.  182 ;  1  Web.  P.  C. 
97 ;  1  Carp.  P.  C.  401 
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Fnsee  Vesta  Company   v. 
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(No.  2) 


Galloway  v,  Bleaden . .     . . 
(N.  P.)  1839 


. a. ..1839 

Galloway's  Patent,  In  re  . . 
1843 

Gamble  v.  Kurtz       . .  1846 

Gandy  v.  Beddaway . .     . . 

(Gardner  v.  Bioadbent  1856 

Gares'  Patent,  In  re     1884 
Ganard  v.  Edge  (G.  A.)  .. 


Garth waite's  Patent . .     . . 
Ganlard  v.  Lindsay  .. 
Geaxy  V.  Norton        ..1846 
George  v.  Beaomont..  1815 

Germ  Milling  Company  v. 
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(C.  A.) 
Gething's  Patent,  In  re  1874 

Gibeon  v.  Brand 

(,N.  P.)  1841 


(0.  P.)  1842 


Reference. 


L.  B.,  9  Ch.  D.  48 ;  27  W.  B.  183  *. 


Griff.  260;  2  O.  B.  175 

34  Ch.  D.  458;  37  Ch.  D.  120  (n.); 

3  T.  L.  B.  285 ;  56  L.  J.  Ch.  187 ; 

56L.T.110;  40.B.71;  35W.B. 
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56  L.  T.  136;  3  T.  L.  B.  408;  4 

O.  B.  191 

lWeb.P.  C.  521       

1  Web.  P.  C.  268  (n.)       

1  Web.  P.  C.  724 ;  7  Jnr.  453  ..     .. 

3C.B.425 

Griff.  101 ;  2  O.  B.  49      
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W.B.194;2T.L.B.785;  1  O.  K. 
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,  Gillett  V.  Greeq , .     . .  1841 

«.  WQby 

(N.  P.)  1839 

Gittlns  V.  Symes-       ; .  1 854 

Glo88op*8  Patent       ..      .. 
GoBoell  V.  Bishop      ..     .. 

Gk>uoher  V.  Clayton  .. 

(V.-C.)  1865 


(V.-O.)  1865 

Goncher's  Patent,  In  re    .. 
1865 

Goulard  &  Gibbfi's  Patent 


(C.A.) 

Goulard  and  Gibbe  Patent 
(Aff.  in  H.  L.) 

Goulard  and  Gibbs  v. 
Lindsay 

"■         (C.A.) 

Gozney*8  Application 

Granger,  Ex  parte     i,  1 812 

Greaves  v.  Eastern  Ck)untie8 
Railway  1859 

Green's  Patent,  In  re   1857 

..      ..1886 

Greer  o.  Bristol  Tanning 
Company 

Griffin  V.  Feaver       ..     .. 

Griffin's  Application 

Griffitha's  Patent,  In  rel846 

Gmver  and  Baker  Sewing 
Machine  Company  v. 
Millard 1862 

1;.  Wilson 

Guest  and  Barrow's  Patent 

Guilbert  Martin  v.  Kerr  .. 

Owynne  v.  Drysdale  . .      . . 


7  M.  &  W,  347 ;  9  Dowl.  219 ;  1  Web. 
P.  C.  271 ;  10  L.  J.,  Exch.  124 

9  C.  &  P.  334  ;  1  Web.  P.  C.  270    .. 

3  C.  L.  Rep.  251 ;  15  C.  B.  362  ;  24 
L.  J.,  C.  P.  48 

Griff.  285 

4T.  L.  R.  397;  5  O.  R.  41, 151      .. 

llJur.,N;8.107;  34L. J.,Ch.239;  13 
W.  R.  336 ;  11  L.  T.  Rep.,  N.  S.  732 

11  Jur.,  N.  8.  462 ;  13  L.  T.  Rep., 
N.  8.  115 ;  34  L.  J..  Ch.  239;  13 
W.  R.  336 

2  Moore,  P.  C.  C,  N.  8.  532    ..      .. 

34  Ch.  D.  396;  W.  N.  1887,  211; 
W.  N..  1888.  168 ;  56  L.  J.,  Ch. 
606;  5  O.  R.  189,  525 ;  Griff.  320 

57  L.  J.,  Ch.  209;  W.  N.,  1889,  60; 
6  O.  R.  215 

7  0.  R.  367 

38  Ch.  D.  38 ;  56  L.  T.  506 ;  4  O.  R. 
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5  0.  R.  192;  57  L.  J.,  Ch.  687 

6  0.R.  597 

Godson  on  Patents,  2nd  ed.  p;  225  .. 

1  EU.  &  Ell.  961 ;  28  L.  J.,  Q.  B. 
290 ;  5  Jur.,  N.  8.  733 

24BeaY.  145       

Griff.  286 

2  0.  R.268 

6  0.  R.  396 

6  0.R.296 

Cit  Hind,  on  Pat.  534      

8  Jnr.,  N.  S.  713 

W.  N.  1870,  p.  78      

5  0.  R.  312 .. 

3T.  L.  R.  87;  4  0.  R.  18        ..      .. 

2  0.  R.  160;  3  0.  R.65 


Page  in  Dig^t 
wbere  cited. 


388  (m) 

172  (d);  301 
(tt);383(fc) 

331  (o) 

32 (y);  48  (ft) 

200  (Z);  227 
(r);  500  («) 

91(8) 

160  (o);  214 
(«) 

106  (0;   129 
(r) 

21  (/);    317 
(m);  544(0 

404  (J);  421 
(fc) 

Reported 
since  going 
to  Press 

22  (&);    551 

22(A) 

51(0) 

66(/);73(fc) 
316(/);  384 
(0 

399  (v) 
48  (y) 
348  (r) 

317  (p) 

47(«) 

40 

90  (m):   382 

311  (to») 
50  (m) 
241  (x);   391 
(t^) 
171  (6) 
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Haddan*B  Patent       ..1885 
. 1884-^ 


Hadden  «.  Smith      ..1847 

Hall  V.  Boot  and  Jarvis    . . 
(N.  P.)  1822 

V.  Condor  (C.  P.)  1857 


(Ex.  Ch.)  1857 
Hall,  In  re 

HaU  and  Hall's  Patent    .. 
Halsey  o.  Brotherhood     .. 


(O.A.) 

Hampton  and  Facet's  Pa- 
tent 
Hancock  V.  Bewley   ..I860 
V.  Monlton  ..1852 


«.  Somenrell 

(N.  P.)  1851 

Hardy's  Patent/ In  i«  1849 

Harmar  v.  Flayne      ..     «« 
(K.  B.)  1809 

Harmer  «. 

(OhO  1807 
Harris  «.  Bothwell    .. 


(0.  A.) 


Harris's  Patent,  In  re  1855 

Harrison's  Patent,  In  re  .. 
1853 

1874 

Harrison  v.  Spire      . .  1853 

V.  The  Anderston 

Foundry  Company 

V. 


(H.  L.)  1876 


2  Griff.  12 ..      .•      .. 

54  L.  J.  Ch.  126;  51  L.  T.  190;  33 
W.  R.  96;  W.  N.,  1884,  192;  2 
O.  R.  218 

17L.  J,Ch.43 

1  Web.  P.  C.  100;  1  Carp.  P.  C.  423 

2  0.  B.,  N.  8.  22;  3  Jur.,  N.  8.  366  ; 
26  L.  J.,  C.  P.  138  ;  5  W.  R.  491 

3  Jur.,  N.  8.  963;  5  W.  R.  742;  2 
0.  B.,  N.  S.  53  ;  26  L.  J.,  C.  P.  288 

21  Q.  B.  D.  137;  5  O.  R.  307;  57 
L.  J.  Q.  B.  494 ;  59  L.  T.  37;  36 
W.  R.  892 

5  0.  R.  283 

15  Ch.  D.  514 ;  49  L.  J.  Ch.  786  ;  43 
L.  T.  366;  29  W.  R.  9 

19  Ch.  D.  386;  51  L.  J.  Ch.  233;  45 
L.  T.  640  ;  30  W.  R.  279 

2  Griff.  13 .. 


John.  601 

Johnson's  Patentees'  Manual,  3rd  ed. 
p.  208;  M.  Dig.  506 

39  Newton's  Lond.  Jour.  158  ..     .. 


6  M60.  P.  C.  C.  441 ;  13  Jur.  177 
11  East,  101;  Dav.  P.  C.  811  .. 
14Ves.  130 .. 


W.  N.,  1886, 166 ;  3  O.  R.  243,  388 ; 
3T.L.  R.553;  Griff.  109 

35  Ch.  D.  416;  56  L.  T.  5,  62;  35 
W.  R.  581;  W.  N.,  1887,  82;  4 
O.  R.  225;  56L.J.Ch.459 

25L.  T.Rep.90        

Macr.  P.  C.31 

L.R.,9Ch.631 


22L.T.Rep.  92        

2  Sc  L.  R.,  4th  Series,  857      .. 


L.  R.,  1  App.  Cas.  574 


11(9) 

323  (A:);  403 
(/) 

367(A) 
365(c);  512 
(b) 
68  (n) 

68(«) 

HC/) 

48(c) 
547  (i) 

547  (fc) 

14(6) 

207(0 
341(/);  347 

(0;  188(A) 
236  (n);  266 

(0 
101  0');  122 

0);  137(ir) 
422(g);  446 

(m) 

335  (eO 
313  (v) 
259  («) 


59  0);   558 

19  (X) 

56  (o) 

326  (y*) 
180  (d) 

180  (d) ;  450 
ig);  473  (O 
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Hartley's  G&se  ..     ..     .. 

fiarvie  v.  Boss 

Harwood  v.  Great  Northern 
Railway  Co.  (Q.B.)  1860 

— ^—  V. . . 

(Ex.  Ch.)  18C2 


(H.  L.)  ises 

Haslam  Foundry  and  En- 
gineering Co.  V.  Hall 


(C.  A.) 
V.  Good/ellow 


Hassall  V.  Wright     ..1870 

Hastings  v.  Brown    . .  1853 

Hastings'  Patent       . .  1567 

Hatfield's  Patent      ..     .. 
Haworth  v  Hardoastle  1884 

Hay  dock  V.  Bradbury 

Hayne  V.  Maltby       ..1789 

Haythomthwaite's    Appli- 
cation 

Hay  ward  v.  Hamilton 

V.  The  Pavement 

Light  Company 

Healey's  Application 

Heap  V.  Hartley        ..     .. 

Hearson's  Patent       ..     .. 

..1884 

Heath  and  Frost's  Patent 

1886 
Heath  V.  Smith  (Q.  B.)1854 


■V.  Unwin 

(Exch.)  1842 


2  H.  Bl.  493 ;  1  Web.  P.  0.  54 

4  0.  B.234 

29  L.  J.,  Q.  B.  193;  6  Jur.,  N.S.  993 

81  L.  J.,  Q.  B.  198;  8  Jur.,  N.  S. 
1126 ;  6  L.  T.  Eep.,  N.  S.  190;  10 
W.R.  422 

11  H.  L.  Cas.  654;  85  L.  J.,  Q.  B. 
27 ;  12  L.  T.  Rep.,  N.  8.  771 ;  14 
W.R.  1 

5  O. R.  1 ;  4  O.  R.  203;  36 W. R.407 

20  Q.  B.  D.  491 ;  57  L.  J.  Q.  B.  352 ; 
5  O.  R.  144 :  59  L.  T.  102 

37  Ch.  D.  118;  5  0.  R.  28;  57 
L.  J.  Ch.  245;  57  L.  T.  788;  36 
W.  R.  391 

L.  R.,  10  Eq.  509 ;  18  W.  R.  821 ;  40 
L.  J.,  Ch.  145 

1  E.  &  B.  450  ;  22  L.  J.,  Q.  B.  161 ; 
17  Jur.  647 

Noy.  R.  182 ;  1  Web.  P.  C  6  ..     .. 

Griff.  288 

1  Web.  P.  C.  480 ;  4  M.  &So.  720;  1 
Ring.  N.  0. 182;  3  L.  J.,  C.  P. 311 

4  0.R.74 

3  T.  R.  438  ;  Dav.  P.  C.  156  ..      .. 
7O.R.70 


Griff.  121     

lO.R.  207;  Griff.  124 


John,  165 

42  Ch.  D.  461 :  58  L.  J.,  Ch.  790 ;  5 
T.  L.  R.  710;  38  W.  R.  136;  41 
L.T.  538;  5  O.  R.  603; 60.R. 495 

Griff.  266 

Griff.  309;  1  O.  R.  213 

Griff.  288 

Griff.  811 

3  Ell.  &  Bl.  256 ;  2  C.  L.  R.  1584 ;  18 
Jur.  601 ;  23  L.  J.,  Q.  B.  166 ;  2 
Web.  P.  C.  268 

10  M.  &.  W.  684 ;  2  D.,  N.  S.  482 ;  6 
Jur.  1068 ;  12  L.  J.,  Exch.  46 ;  1 
Web.  P.  C.  551 


522  (0 
333  (s) 
498(9);  238 
(r) 
238  (r) 

238  (r);  534 
(») 

823  (n) 
893(g) 
21  (e*) 


215(A);  288 

(y);  400(f) 

467(/);  486 

0) 
144  (d);  222 

(«) 
56(9) 
460  0');  578 

391  (u) 

87(a) 

53(/) 

508  (0 
197  (y) 

43(d) 

218(f);  401 
ie) 

271  ie) 
20  (y) 
42(17) 
17(0 

54  (0;    237 
(o) 

308  (f) ;  314 


Digitized  by  VjOOQ  IC 


Table  of  Cases. 


xzxiu 


Name  of  Case. 

Heath  «.  Unwia 

(N.  P.)  1843 

*'  ^CExoh.)  1845 

'        (V.-oo'isi? 

'        (Ex!  Ch.)  1852 

'  (H.L01855 

Heath'8  Patent,  In  re  1853 


Heathom's  Patent,  In  re . . 
1864 

Helliwell  v.  Dearman  1842 

HendeiBon  v.  Clippens  Oil 
Company     (H.L.)1883 

Henderson  v.  Rnnoom  Soap 
und  Alkali  Gomp.     1868 

— — —  V,  Moatyn  Copper 
Company,  Limited   1868 

Henry,  Ex  parte       . .  1872 

Henjcm,  Ex  parte     ..  1832 

Herbert's  Patent,  In  re    . . 
1867 

Herbnrger    Sohwander    & 
Cie.  V.  Squire 

Hersee  and  Smyth,  In  re . . 
1866 

Hene  v.  Steyenaon    . .  1803 

Heogh  «.  Chamberlain 

(M.  R.)  1877 

v.Magill       ..      .. 

(M.  R.)  1877 

Henrteloup's  Patent,  In  re 
1836 

Hicks  V.  Raincock    . .  1783 

Higgs  «.  Goodwin     . .  1858 

Hill's  Application    ..     .. 
HUl0.  Mount     ..      ..1856 


Reference. 


2  Web.  P.  C.  216 


2  Web.  P.  C.  221 ;  14  L.  J.,  Exch. 
153;  13M.  &W.  583 

16  L.  J.,  Ch.  283 :  15  Sim.  552       . . 


22  L.  J.,  C.  P.  7;  2  Web.  P.  C.286; 
12  C.  B.  522 

5  H.  L.  Cas.  505;  16  O.  B.  713 ;  25 
L.J.,C.P.  8;  3W.R.  625 

8  Moo.  P.  C.  C.  217 ;  2  Web.  P.  C. 
247;  M.  Dig.  114 


10  Jnr.,  N.  S.  810;  10  L.  T.  Rep., 
N.  8.  802;  12  W.  R.  1068;  4  N.  K. 
489 


Baee  In  Digest 
where  cited. 


1  Web.  P.  C.  401  (n.)   

20  Scot  Law  Rep.  423,  8  App.  C. 
873 

19  L.  T.  Rep.,  N.  S.  277 

L.  R.,  3  C.  P.  202   


L.  R.,  8  Ch.  167 ;  42  L.  J.,  Ch.  363 ; 
21  W.  R  233 

1  Web.  P.  0.  432;  2  Lend.  Jour., 
C.  S.  32 

L.  R.,  1  P.  C.  399;  4  Moo.  P.  C  C. 
N.  S.  300 

5  0.  R.  581;  6  0.  R.  194 

L.  R.,  1  Ch.  518 ;  14  L.  T.  Rep., 
N.  S.  842 

3  B.  &  P.  565;  Day.  P.  C.  244   .. 

25W.  R.742   

W.  N.  1877,  p.  62   

IWeb.  P.  C.  553   


2  Dick.  647 

27  L.  J.,  Q.  B.  421 ;  5  Jur.,  N.  S.  97 ; 
Ell.,  Bl.  &  Ell.  529 

5  0.  R.  599 

18  C.  B.  72;  25  L.  J.,  C.  P.  190;  4 
W.  R.  563 


496  (Z) 
186  (o) 
202  (r);  338 

428  (n);  442 

(6) 
202(0;  481 

(n);  482 (r) 

110  0');  118 
(o);122(Z); 
131  (y);  134 
(0 

41  (p) 

514(g) 
182  (e) 

356  («) 

214  (/) 

40;  56  (n) 

40  (g);  43 
(a);  56(0 

118(0;  138 
(/) 

259  (a?):  521 
(0;  654(d) 

69  (m) 

66  (e);  73 
(9) 
92  (tt) 

331(0 

78;  244  (fc) 

334  (a) 
163  (n);  515 
(») 
51(p);Gl(r) 
68  (w) 


V 
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Hill  V.  Thompson     ..      .. 
(L.  C.)  1817 


(L.  C.)  1817 


(C.  P.)  1818 


V,  Tomba 

V.  WilkiiiBon     . .  1817 

HillB  o.  ETans 

(L.  0.)  1862 


V.  Laming  ..     ..1853 

V,  Liverpool  Gaa  Light 

Company  1862 

V,  London  Gaa  Light 

Company  1857 

V,  — 

(after  new  trial)       1860 


Hills' Patent,  In  re  ..1863 


Hinde  r.  Osburn  • 

Hinks  T.  Safety  Lighting 
Company     (M.  R.)  1876 


Hkiocng  &  Co.  t>.  Hocking 


(H.L.) 

Hooking  V.  Fraser    ..      .. 

Hoffmann  v.  Postill  . .     . . 
(V.-C.)  1868 

'     (L.  J.)  1869 

Hoffman's  Application 

Holland  r.  Fox 

(Q.  B.)  1853 


3  Mer.  622;    1  Web.  P.  C.  229;  1 
Carp.  P.  C.  377 

3  Mer.  626 ;  1  Web.  P.  C.  235 ..      .. 


2  B.  Moo.  424 ;  8  Taunt  375 ;  1  Web. 
P.  C.  239 


John,  82      

2  Coop.  57  (n.) 

31  L.  J.,  Ch.  457 ;  8  Jnr.,  N.  S.  525 ; 

6  L.  T.  Eep.,  N.  S.  90 ;  4  De  G., 
F.  &  J.  288 

9  Exch.  256 ;  23  L.  J.,  Exoh.  60    .. 

9  Jur.,  N.  S,  140 :  32  L.  J.,  Oh.  28 ; 

7  L.  T.  Rep.,  N.  S.  537 

27L.  J.,  Ex.60 

5  H.  &  N.  312 ;  29  L.  J.,  Ex.  409  .. 


1  Moo.  P.  C.  C,  N.  S.  2.58;  9  Jnr., 
N.  8.  1209;  12  W.  R.  25;  9  L.  T. 
Rep.,  N.  S.  101 

Griff.  125;  10.R.221;  20.  R. 45, 64 

L.  R.,  4  Ch.  D.  607;  46  L.  J.,  Ch. 
185 ;  36  L.  T.  Rep..  N.  S.  391 


3  O.  R.  291 ;  4  O.  R.  255,  434  ;  Griff. 
129 

6  0.  R.  69 

8  0.  R.  3;  Griff.  129 

19  L.  T.  Rep..  N.  S.  276 

L.  R.,  4  Ch.  673;  17  W.  R.  901 ;  20 

L.  T.  Rep.,  N.  S.  893 

7  0.  R.  92 

1  W.  R.  448;  I  C.  L.  Rep.  440       .. 


335(0:345 
(y);358a); 

501  («) 

335(/);  423 
(«);455(r); 
580  (d) 

171(c);  183 
(n);  224(6); 
228(1?);  244 
(0;  447(g): 
566  (6);  572 
W 

538  (0 

358  (A:) 

249  (z);  342 
(fc);369(n): 
470  (p);  490 
(») 

89  07) 

159  (a) 

468  0) 

243(/);  248 
{X)'.  2630'); 
429 (r);  469 
(0;488(r): 
498  (r^;  516 
(o);561(n») 

115(6);  123 
(g);  132(a); 
142  (0 

379  (z);   381 
(6) 
431  (y);  473 

(y);  483(0; 

507(g);  577 

(«) 
199(A);   478 

0) 
183(&);  478 

0) 

391  («) 
356  (y) 

321  (e) 
309  0') 
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Holland  V.  Fox  ..     ..     .. 

(Q.  B.)  1854 

HoUiday  v.  Heppeiistall  . . 
(C.  A.) 

HollinB  17.  Capper  &  Go.  .. 

Holmes  v.  London  and 
North  Western  Railway 
Company  1852 

HoUto  V.  Robertson  ..      .. 
(C.  A.)  1876 

Homan's  Application 

Honiball  «.  Bloomer . . 

(N.  P.)  1854 

, V. ..1854 


Honibairs  Patent,  In  re  .. 
1855 


Hookham's  Application   .. 

Hofip,  Ex  parte..      ..1802 

Homblower  v.  Bonlton     .. 
1799 


Hornby's  Patent.  In  re  1853 

Horrocks  V.  Stnbbs  .. 

Horeey's  Patent 

Horsley     and    Knighton's 
Patent,  In  re 

(M.  R.)  1869 


(L.  J.)  1869 

Horton  V.  Mabon 

<0.  P.)_1862 


(Ex.  Cb.)  1864 

Hoskin's  Patent        ..      .. 

Hooghton's  Patent,  In  re 
1871 

Honaehill  Iroo  Company  v. 
Keilaon        (N.  P.)  1842 


2  C.  L.  R.  157fi ;  3  EU.  &  Bl.  977 :  1 
Jur.,  N.  B.  13;  23  L.  J.,  Q.  B.  357 

41Ch.D.109;  .S7W.R.662;  60. R. 
320 ;  61  L.  T.  313 ;  58  L.  J.,  Ch.  829 

5  0.  R.  289 


Macrory's  P.  C.  13 ; 
67;  12C.  B.  831  * 


L.  J.,  C.  P. 


L.  R.,  4  Cb.  D.  9;  46  L.  J.,  Ch.  1 ; 
35  L.  T.  Rep.,  N.  S.  457;  25 
W.  R.  35 

6  0.  R.  104 

2Web.  P.  C.  199       


10  Exch.  538 ;  1  Jur.,  N.  8. 188  ;  24 
L.  J.,  Exch.  11;  3  W.  R.71;  3 
C.  L.  Rep.  167 ;  M.  Dig.  46 

9  Moo.  P.  C.  C.  378 ;  2  Web.  P.  C. 
201 ;  3  Eq.  Rep.  225 ;  M.  Dig.  164 


2Griflf.  32 

6VeB.598 

8  T.  R.  95 ;  Dav.  P.  C.  221 ; 
P.  C.  156 


1  Carp. 


7  Moo.  P.  C.  C.  503 ;  1  C.  L.  Rep. 
519 

3  0.  R.  221 

lO.R.  225;  Griff.  261     


L.  R.  8  Eq.  475:  17  W.  R  1054  ;  21 
L.  T.  Rep.,  N.  S.  345;  39  L.  J., 
Ch.  157 

L.  R.,  4  Cn.  784 ;  17  W.  R.  1000    .. 

12  C.  B.,  N.  8.  437 ;  31  L.  J.,  C.  P. 
255 ;  10  W.  R.  582 ;  6  L.  T.  Rep., 

N.  S.  289 

16  C.  B.,  N.  8.  141 ;  12  W.  R.  491 ; 
9  L.  T.  Rep.,  N.  S.  815 ;  4  N.  R.  66 

Griff.  291 

L.  R.,  3  P.  C.  4<^1 ;  7  Moo.  P.  C.  C, 
N.  a  309 

1  Web.  P.  C.  676   


368  (k) 
313  (a) 

267  (w) 

429  (p) ;  448 
(r);  467(d) 

291(0 

46  (m) 
266  (r) 

315  (c) 


78;  106  (i): 
111  (Z);  135 
(0;141(y): 
151(6);  276 

(y) 

48(«?);  50(&) 

60  (p) 

422  (o);  445 
(Z);493Cc): 
511(d);  519 
(z);  560  (fc) 

141  (i;) 

418  (/) 
127(6) 
400  (y) 


400  (y) 
583  (k) 


533  (jk) 


44(c) 

112  (0;  125 

w 

l(r);  427(0: 
462(#);  541 
i  (6);  500(0 

c  2 
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Househill  Iron  Compflny  v, 
Neilson        (H.  L.)  1848 

Honsehold  and  Rosher  o. 
Fairburn  und  Hall 

How  V.  M^Keriian     . .  1862 

Huddfeirt  V.  Grimshaw 

(N.  P.)  1803 


Hughes's  Patent,  In  re    .. 
(P.  C.)  1879 

Hull  V.  Bollard         ..1856 

Hullett  V.  Hague      . .  1831 

Humpherson  v.  Syer . . 

(C.  A.) 

Humphrey's  Patent  .. 

Hutchinson's  Patent,  In  re 
1861 


Hutchison  v.  Pattullo 

Huth's  Patent 

Hyde  «.  Palmer        ..1863 
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Abandoned  Invention. 

Patents  Act,  1883,  sect.  8.  (1)  If  the  applicant  does  not  leave  a  complete 
specification  with  his  application,  he  may  leave  it  at  any  subsequent  time 
within  nine  months  from  the  date  of  application. 

(2)  Unless  a  complete  specification  is  left  within  that  time  the  application 
shall  be  deemed  ta  be  abandoned. 

(This  period  of  nine  months  may  now  be  extended  by  one  month  under 
Patents  Act,  1885,  sect  3,  ir^rth  P-  35.) 

By  Patents  Act,  1885,  sect.  4,  where  an  application  for  a  patent  bas  been 
abandoned,  or  become  void,  the  specification  or  specifications  and  drawings  (if 
aay)  accompanying  or  left  in  connection  with  such  application,  i^iall  not  at 
any  time  be  open  to  public  inspection  or  be  published  by  the  comptroller. 

(a)  Lewis  v.  Marling.    [1829] 

The  abandonment  of  a  part  of  the  invention  not  suggested  as 
essential  will  not  vitiate  the  patent.     (1  Web,  P.  (7.  490.) 

(ft)  Jones  v.  Pearce.    [1832] 

An  experiment  abandoned  as  useless  on  aooonnt  of  defects  is  not 
an  anticipation  of  a  similar  invention  in  which  the  defects  are 
remedied.    (1  Fe6.  P.  C.  122.) 

(e)  HousEHiLL  CoiiPANT  V.  Neilson.    [1843] 

An  invention  which  has  been  pnblicly  used  and  subsequently 
abandoned  will  invalidate  a  subsequent  patent  for  a  similar 
invention.    (1  Web.  P.  C.  710.) 

(d)  In  re  Card's  Patent.    [1848] 

A  general  knowledge  of  an  invention,  if  it  is  abandoned  and  not 
carried  out,  will  not  invalidate  the  patent  which  has  perfected  it. 
(6  Moo.  P.  a  a  212.) 

(e)  OXLBY  V.  HOLDEN.      [1860] 

A  provisional  specification  abandoned  did  not  become  public  by 
abandonment.     (30  L.  J.  C.  P.  68 ;  8  C.  JB.,  N.  8.,  666.) 

B 

Digitized  by  VjOOQ  IC 


2  ABRIDGMENTS. 

Abridgments. 

Patents  Act,  1883,  sect  40  (3).  The  comptroller  shall  continue,  in  such 
form  as  he  may  deem  expedient,  the  indexes  and  abrid^nnents  of  specifications 
hitherto  published,  and  shall  from  time  to  time  prepare  and  publish  such  other 
indexes,  abridgments  of  specifications,  catalogues,  and  other  works  relating  to 
inventions,  as  ne  may  see  fit. 

Acceptance. 

Pateiitb  Act,  1883,  sect.  7  (4),  amended  by  Patents  Act,  1888,  sect.  2  (4). 
The  comptroller  shall,  when  an  application  has  been  accepted,  give  notice 
thereof  to  the  applicant. 

Sect.  10.  On  the  acceptance  of  the  complete  speci^cation  the  comptroller 
shall  advertise  the  acceptance ;  and  the  application  and  specification  or  speci- 
fications with  the  drawings  (if  any)  shall  be  open  to  public  inspection. 

Sect.  15.  After  the  acceptance  of  a  complete  specification  and  until  the 
date  of  sealing  a  patent  in  respect  thereof,  or  the  expiration  of  the  time  for 
sealing,  the  applicant  shall  have  the  like  privileges  and  rights  as  if  a  patent  for 
the  invention  bad  been  sealed  on  the  date  of  the  acceptance  of  the  complete 
specification:  Provided  that  an  applicant  shall  not  be  entitled  to  institute 
any  proceeding  for  infringement  unless  and  until  a  patent  for  the  invention 
has  been  granted  to  him. 

See  also  under  Application,  p.  33 ;  and  under  Specification,  p.  408. 

Account  of  profits.    See  under  Practice  Account,  pp.  367  to  372. 

Accounts  of  petitioner  for  prolongation  of  patent.    See  under  Extension  of 
Term,  pp.  95,  seq. 

Acquiescence.    See  under  Practice  Injunction,  Delay,  and  Acquiescence, 
pp.  346  to  349. 

Action.    See  under  Practice. 

Addition  to  a  known  machine  or  process.    See  under  Subject  Matter, 
pp.  518  to  522. 

Address. 

Patbnt  Bulsb,  1890,  9.  The  application  shall  be  accompanied  by  a  state- 
ment of  an  address  to  which  all  notices,  requisitions,  and  communications  of 
every  kind  may  be  made  by  the  comptroller  or  by  the  Board  of  Tra^e,  and  such 
statement  shall  thereafter  be  binding  upon  the  applicant  unless  and  until  a 
substituted  statement  of  address  shall  be  furnished  by  him  to  the  comptroller. 
He  may  in  any  particular  case  require  that  the  address  mentioned  in  this 
Rule  be  in  the  Onited  Kingdom. 

Administrator  of  inventor  may  obtain  patent,  Patents  Act,  1883,  sects. 
12  and  34,  p.  81. 

Advertisements  on  Petition  for  Extension.     See  under  Extension  of 
Term  Petition,  p.  98. 

of  acceptance  of  complete  specification,  p.  2. 

of  amendment  when  proposed   and    when    accepted.       See  under 
Amendment  of  Specification,  p.  11. 

threatening  legal  proceedings.    See  under  Threats,  p.  545. 

in  derogation  of  grant,  216,  (k). 
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AfficUlvliB.     See  Practice— Affidavits,  p.  358. 
Agents. 

RegUter  of  Patent  Agents — 

esiablitfhed  by  51  '&  52  Vict.,  c.  50,  p.  3 

Kules  made  by  Board  of  Trade  as  to  Register,  pp.  3  to  6. 

AyenU  generally — 

Rules  of  1890  as  to,  rules  8  and  69,  p.  6 

negligence  of,  p.  7  {j) 

may  petition  tor  extension,  p.  7  (t) 

infringement  by,  pp.  6  («),  7  (A),  8  (J)  (m) 

testing  of  invention  by,  is  no  publication,  p.  6  (/) 

merely  for  sale  cannot  brint;  action  for  infrin (icemen t,  p.  7  (k) 

may  sign  notice  of  appeal  if  authorised,  p.  8  (n). 

Register  of  Patent  Agents, 

Patbntb  Act,  1888,  sect  1.  (1)  After  the  Istday  of  July,  1889,  a  person 
shall  not  be  entitled  to  describe  himself  as  a  patent  agent,  whether  by  adver- 
tisement, by  description  on  his  place  of  business,  by  any  document  issued  by 
him,  or  otherwise,  unless  he  is  registered  as  a  patent  agent  in  pursuance  of 
this  Act. 

(2)  llie  Board  of  Trade  shall,  as  soon  as  may  be  after  the  passing  of  this 
Act,  and  may  from  time  to  time,  make  such  general  rules  as  are  in  the  opinion 
of  the  Board  required  for  giving  effect  to  this  section,  and  the  provisionsof  section 
101  of  the  principal  Act  shall  apply  to  all  Rules  so  made,  as  if  they  were 
made  in  pursuance  of  that  section. 

(3)  Provided  that  every  person  who  proves  to  the  satisfaction  of  the  Board 
of  Trade  that  prior  to  the  passing  of  this  Act  he  had  been  bonft  fide  practising 
as  a  iiatent  agent  shall  be  entitled  to  be  registered  as  a  patent  agent  in 
pursuance  of  this  Act. 

(4)  If  any  person  knowingiv  describes  himself  as  a  patent  agent  in  contra- 
Tention  of  this  section  he  shall  be  liable  on  summary  conviction  to  a  fine  not 
exceeding  twenty  pounds. 

•    (5)  In  this  section  "  patent  agent"  means  exclusively  an  agent  for  obtain- 
ing patents  in  the  United  Kingdom. 

TnK  Rules  made  in  pursuance  of  this  section,  dated  11th  June,  1889,  are 
published  in  the  Gazette  of  June  14th,  1889.  The  most  important  portions 
of  these  are  as  follows : — 

.    [Note. — Rules  5  to  7  and  10  to  18  inclusive  are  given  verbatim,  but  of  the 
remaining  rules  the  effect  only  is  given.l 

Rule  1.  A  Register  shall  be  kept  by  the  Institute  of  Patent  Agents  for  the 
registratian  of  patent  agents  in  pursuance  of  the  Act. 

2.  Such  Register  shall  contain  in  one  list  all  patent  agents  who  are  regis- 
tered under  the  Act  and  these  Rules ;  such  list  to  be  alphabetical  and  to 
contain  the  full  name  and  address,  date  of  r^Lstration,  and  such  honours, 
memberships,  or  other  additions  as  the  Council  of  the  Institute  may  think 
wortJiy  of  mention. 

3.  A  copy  of  the  Register  is  to  be  published  by  the  Institute  on  every 
3i8t  of  January,  and  is  to  be  admissible  as  evidence  of  all  matters  stated 
therein,  and  the  absence  of  the  name  of  any  person  from  the  Register  is  to  be 
evidence,  until  the  contrary  is  made  to  appear,  that  such  person  is  not  regis- 
tered in  pursuance  of  the  Act. 

4.  The  Institute  is  to  appoint  a  Registrar  who  shall  keep  the  Register  in 
accordance  with  the  provisions  of  the  Act  and  Rules,  and  subject  thereto  shall 
act  under  the  directions  of  the  Institute  and  the  Board  of  Trade. 

B  2 
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5.  A  person  who  is  desirous  of  being  registered  in  pursuance  of  the  Aci» 
on  the  ground  that  prior  to  the  passing  of  the  Act  he  had  been  bonft  fide 
practising  as  a  patent  agent,  shall  produce  or  transmit  to  the  Board  of  Trade 
a  statutory  declaration  in  the  Form  2  in  Appendix  A ;  provided  that  the 
Board  of  IVade  may  in  any  case  in  which  they  shall  think  fit,  require  further 
or  other  proof  that  the  person  had  prior  to  the  passing  of  the  Act  been  bonH 
fide  practising  as  a  patent  agent.  Upon  the  receipt  of  such  statutory  decla- 
ration or  of  such  further  or  other  proof  to  their  satis^Eiction  as  the  case  may 
be,  the  Board  of  Trflde  shall  transmit  to  the  R«'gistrar  a  certificate  that  the 
person  therein  named  is  entitled  to  be  registered  in  pursuance  of  the  Act,  and 
the  Registrar  shall  on  the  receipt  of  such  certificate  cause  the  name  of  such 
person  to  be  entered  in  the  Keuister. 

6.  Subject  to  the  provisions  of  the  Act  in  favour  of  every  person  who 
proves  to  the  satisfaction  of  the  Board  of  Trade  that  prior  to  the  passing  of 
the  Act  he  had  been  bonft  fide  practising  as  a  patent  agent,  no  person  shall 
be  entitled  to  be  registered  as  a  patent  agent  unless  he  has  passed,  and  pro- 
duces or  transmits  to  the  Registrar  a  certificate  under  the  seal  of  the  Institute 
that  he  has  passed,  such  final  examination  as  to  his  knowledge  of  patent  law 
And  practice  and  of  the  duties  of  a  patent  agent  as  the  Institute  shall  from 
time  to  time  prescribe. 

7.  Any  person  who  has  been  for  at  least  seven  consecutive  years  continu- 
ously engaged  as  a  pupil  or  assistant  to  one  or  more  registered  patent  agentH, 
and  any  person  for  the  time  being  entitled  to  practise  as  a  Solicitor  of  the 
Supreme  Court  of  Judicature  in  England  or  Ireland,  or  as  a  Law  Agent 
before  the  Court  of  Session  in  Scotland,  shall  be  entitled  to  be  registered 
without  passing  any  examination  other  than  the  final  examination  provided 
for  in  the  last  preceding  hule.  The  Registrar  shall  before  registering  the 
name  of  any  such  person  as  a  patent  agent  (in  addition  to  the  final  examina- 
tion certificate)  require  proof  satisfactory  to  the  Registrar  that  such  person 
has  been  for  at  least  seven  consecutive  years  continuously  engaged  as  such 
pupil  or  assistant,  or  is  entitled  to  practise  as  such  Solicitor  or  Law  Anient. 

8.  Any  person  who  is  not  qualified  under  Rule  7  must,  iu  order  to  be  entitled 
to  present  nimself  for  the  final  qualifying  examination,  be  a  person  who  has 
passed  one  of  the  following  examinations,  or  such  other  examination  as  the 
institute  shall  with  the  approval  of  the  Board  of  Trade  prescribe : 

(1.)  The  Matriculation  Examination  at  any  University  in  England,  Scotland, 
or  Ireland. 

(2.^  The  Oxford  or  Cambridge  Middle  Class  Senior  Local  Examinations. 

(3.)  The  Examinations  of  the  Civil  Service  Commissioners  for  admission  to 
the  Civil  Service. 

19.  The  Institute  shall  hold  at  least  once  in  the  year,  commencing  July  Ist, 
1889,  and  in  every  other  succeeding  year,  a  final  qualifying  examination, 
which  shall  be  the  final  qualifying  examination  under  Rules  6  and  7 ;  and 
the  Institute  shall  subject  to  these  Rules  have  the  entire  management  and 
control  of  all  such  examinations. 

10.  The  Registrar  shall  from  time  to  time  insert  in  the  Register  any 
alteration  which  may  come  to  his  knowledge  in  the  name  or  address  of  any 
person  registered. 

11.  The  Registrar  shall  erase  from  the  Register  the  name  of  any  registered 
person  who  is  dead. 

12.  The  Registrar  may  erase  from  the  Register  the  name  of  any  registered 
person  who  has  ceased  to  practise  as  a  patent  agent,  but  not  (save  as  herein- 
after provided)  without  the  consent  of  that  person.  For  the  purposes  of  this 
Rule  the  Registrar  may  send  by  post  to  a  registered  pervon  to  his  registered 
address  a  notice  inquiring  whether  or  not  he  has  ceased  to  practise  or  has 
changed  his  residence,  and  if  the  Registrar  does  not  within  three  months  after 
sending  the  notice  receive  an  answer  thereto  from  the  said  person,  he  may, 
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within  fourteen  days  after  the  expiration  of  the  three  months,  send  him  by 
pust  to  his  roistered  address  another  notice  referring  to  the  first  notice,  and 
stating  that  no  answer  has  been  received  by  the  R^istrar;  and  if  the 
Registrar  either  before  the  second  notice  is  sent  receives  the  first  notice  back 
from  the  Dead  Letter  Office  of  the  Postmaster-General,  or  receives  the  second 
notice  back  from  that  office,  or  Hoes  not  within  three  months  after  sending 
the  second  notice  receive  any  answer  thereto  from  the  said  person,  that 
person  shall,  fDr  the  purposes  of  this  Rule,  be  deemed  to  have  ceased  to 
practise,  and  his  name  may  be  erased  accordingly. 

13.  If  any  registered  person  shall  not,  within'one  month  from  the  day  on 
which  his  annual  registration  fee  becomes  payable,  pay  such  fee,  the  Registrar 
may  send  to  such  registered  person  to  his  registered  address  a  notice  requiring 
him,  on  or  before  a  day  to  be  named  in  the  notice,  to  pay  his  annual  registra- 
tion fee;  and  if  such  registered  intent  agent  shall  not  within  one  month 
irom  the  day  named  in  such  notice  pay  the  r^istration  fee  so  due  from  him, 
the  Registrar  may  erase  his  name  from  the  Register :  Provided  that  the  name 
of  a  person  erased  from  the  Register  under  this  rule  may  be  restored  to  the 
Register  by  direction  of  the  Institute  or  the  Ik)ard  of  Trade  on  payment  by 
such  person  of  the  fee  or  fees  due  from  him,  together  with  such  further  sum 
of  money,  not  exceeding  in  amount  the  annual  re^stration  fee,  as  the  Institute 
or  the  Board  of  Trade  (as  the  case  miiy  be)  may  in  each  particular  case  direct. 

14.  In  the  execution  of  his  duties  the"Regii«trar  shall,  subject  to  these 
Rules,  in  each  case  act  on  such  evidence  as  appears  to  him  sufficient. 

15.  The  Board  of  Trade  may  order  the  Registrar  to  erase  from  the  Register 
any  entry  therein  which  is  proved  to  their  satisfaction  to  have  been  in- 
correctly or  fraudulently  inserted. ' 

16.  If  any  registered  person  shall  be  convicted  in  Her  Majesty's  dominions 
cfr  elsewhere  of  an  offence  which,  if  committed  in  England,  would  be  a  felony 
or  misdemeanour,  or  after  due  inquiry,  is  proved  to  the  satisfaction  of  the 
Board  of  Trade  to  have  been  guilty  of  disgraceful  professional  conduct,  or 
having  been  entitled  to  practise  as  a  Solicitor  or  Law  Agent  shall  have 
eeased  to  be  so  entitled,  the  Board  of  Trade  may  order  the  Registrar  to  erase 
from  the  Register  the  name  of  such  person.  Provided  that  no  person  shall 
be  adjudged  by  the  Board  of  Trade  to  have  been  guilty  of  disgraceful 
professioiuil  conduct  unless  such  person  has  received  notice  of,  and  had  an 
opportunity  of  defending  himself  from,  any  charge  brought  against  him. 

17. — (1.)  Where  the  Board  of  Trade  direct  the  erasure  from  the  Regist^ 
of  a  name  of  any  person,  or  of  any  other  entry,  the  name  of  the  person  or  the 
entry  shall  not  be  again  entered  in  the  Register,  except  by  order  of  the  Board 
of  I'rade.. 

(2.)  The  Board  of  Trade  may  in  any  case  in  which  they  think  fit  restore  to 
the  Register  any  name  or  entry  erased  therefrom  either  without  fee,  or  on 
pajrment  of  such  fee,  not  exceeding  the  registration  fee,  as  the  Board  of 
Trade  may  from  time  to  time  fix,  and  the  Registrar  shall  restore  the  name 
accordingly. 

(3.)  The  name  of  any  person  erased  from  the  Register  at  the  request  br 
with  the  consent  of  such  {lerson  shall,  unless  it  might,  if  not  so  erased,  have, 
been  erased  by  order  of  the  Board  of  Trade,  be  restored  to  the  Register  by  the 
Registrar  on  his  application  and  on  payment  of  such  fee,  not  exceeding  the 
registration  fee,  as  the  Institute  shall  from  time  to  time  fix. 

18.  For  the  purpose  of  exercising  in  any  case  the  powers  of  erasing  from 
and  of  restoring  to  the  Register  the  name  of  a  person,  or  an  entry,  the  Board' 
of  Trade  may  appoint  a  committee  consisting  of  such  persons  as  they  shall 
think  fit.  Every  application  to  the  Board  of  Trade  for  the  erasure  from,  or 
restoration  to,  the  Register  of  the  name  of  any  patent  agent  shall  be  referred 
for  hearing  and  inquiry  to  the  committee,  who  shall  report  thereon  to  the 
Board  of  Trade,  and  a  report  of  the  committee  shall  be  conclusiye  as  to  the 


Digitized  by  VjOOQ  IC 


6  agents: 

facts  for  the  purpose  of  the  exercise  of  the  said  powers  by  the  Board  of 
Trade. 

19.  Any  person  aggrieved  by  any  order,  direction,  or  refusal  of  the  Institute 
or  Kegistrar,  may  appeal  to  the  Board  of  Trade. 

-  20.  Such  person  shall,  within  fourteen  days  from  the  date  of  making  or 
giving  of  the  order,  direction,  or  refusal  complained  of,  leave  at  the  office  of 
the  Institute,  a  notice  in  writing,  signed  by  him,  of  his  intention  to  appeaL 

21.  Such  notice  is  to  be  accompanied  by  a  statement  in  writing  of  the 
grounds  of  the  appeal,  and  of  the  case  of  the  appellant  in  support  thereof. 

22.  The  appellant  shall,  immediately  after  leaving  such  notice,  send  by  post 
a  copy  of  such  notice,  with  a  copy  of  the  case  in  support  thereof,  to  the 
Secretary  of  the  Board  of  Trade,  7,  Whitehall  Gardens,  London. 

23.  The  Board  of  Trade  may  thereupon  give  such  directions.  If  any,  as  they 
may  think  fit  as  to  hearing  the  appeal. 

24.  Seven  days'  notice,  or  such  shorter  notice  as  the  Board  may  direct, 
shall  be  given  to  the  appellant,  and  the  Institute,  and  the  Registrar,  of  the 
time  and  place  of  the  hearing. 

25.  The  appeal  may  be  heard  by  the  President,  or  Secretary,  or  an  Assistant 
Secretary  of  the  Boanl  of  Trade. 

26.  The  following  fees  are  to  be  paid  to  the  Registrar : — 

For  registration  of  name £5    5    0 

Annual  fee  to  be  paid  by  every  registered  patent 
agent  on  or  before  November  30th  of  each  year  in 
respect  of   the   year  commencing   January  1st 

following £3    3    0 

On  entry  of  candidate  for  final  qualifying  ex- 
amination  £2    2    0 

Agents  generally. 

Patent  Rules,  1890.  Rule  8.  An  application  for  a  patent  must  be  signed 
by  the  applicant,  but  all  other  communications  between  the  applicant  and 
the  comptroller  and  all  attendances  by  the  applicant  upon  the  comptroller 
may  be  made  by  or  through  an  agent  duly  authorised  to  the  satisfaction  of 
the  comptroller,  and,  if  he  so  require  resident  in  the  United  Kingdom. 

Rule  69.  (A  request  for  entry  of  subsequent  proprietorship  in  the  Register) 
shall  in  the  case  of  individuals  be  made  and  signed  by  the  person  requiring  to 
be  registered  as  proprietor,  or  by  his  agent  duly  authorised  to  the  satisfaction 
of  the  comptroller,  and  in  the  case  of  a  body  corporate  by  their  agent, 
authorised  in  like  manner. 

(e)  Gibson  v.  Brand.    [1842] 

He  who  causes  and  procures  to  be  made  articles  which  are 
infringements  is  himself  gnilty  of  infringement.  (1  TFe6. 
P.  a  631.) 

(/)  Bbntlby  v.  Fleming.    [1844] 

The  testing  of  an  invention  by  an  agent  is  no  publication. 
(1  a  d  K.  687.) 

(g)  Steedman  v.  Mabsh.    [1856] 

rSee  MiUigan  v.  Marsh,  2  Jur.  N.  8.  1088).  Wood,  V.-C. :  If  the 
defendant  had  been  Milligan's  agent,  and  had  availed  himself  of 
that  capacity  to  wrong  Milligan,  the  Court  would  probably  have 
held  him  a  trustee  for  any  use  ho  chose  to  make  for  his  own 


Digitized  by  VjOOQ  IC 


AGENTS.     .  7. 

bonefii  of  the  property  bo  entmated  to  him  as  general  agent. 
(2  Jur.,  N.  S,,  391.) 

(h)  Wheatsttone  v.  Wild.     [1861]  ) 

Wood,  V.-C. :  A  person  who  endeavours  to  place  himself  in  the 
position  of  an  agent  to  a  patentee,  and  afterwards  infringes  his: 
patent,  is  in  a  different  position  from  a  mere  ordinary  mann-^ 
facturer  who  says,  "  !•  have  a  right,  as  a  rival  manufacturer,  to 
avail  myself  of  a  ilaw  in  your  patent,  or  of  a  distinction  between^ 
my  patent  and  yours."  The  position  of  an  agent  is  different,  for 
whatever  information  he  has  gained  is  acquired  confidentially,  and 
there  is  a  primd  facie  presumption  against  his  coming  into  the 
field  as  a  fair  competitor  against  the  person  who  originally 
obtained  the  patent.     (Oriff.  247.) 

(t)  In  re  Newton's  Patent.    [1861] 

Extension  granted  to  a  petitioner  wlio  had  obtained  the  letters 
patent  as  agent  and  trustee  for  a  foreign  inventor.  '(14  Moo: 

P.  a  a  156.) 

0')  Lee  v.  Walker.    [1872] 

On  the  28th  of  April,  1870,  the  plaintiffs  retained  the  defendant^ 
a  patent  agent,  to  obtain  fur  them  letters  patent  for  ''a  new 
automatic  vase  or  dSpdt  for  holding  coals,"  and  on  the  30th  a 
provisional  specification  was  filed.  Nothing  more  was  done  by 
the  defendant  until  the  end  of  August,  when  he  gave  notice  of  his 
intention  to  proceed  with  the  patent,  pursuant  to  sect.  12  of 
15  &  16  Yict  c.  83 ;  and  in  October  he  applied  for  the  £at  of  the 
Attorney-General  for  sealing  the  patent.  > 

In  the  meantime,  viz.,  on  the  15th  of  June,  1870,  one  P.  had, 
as  the  defendant  was  aware,  filed  a  provisional  specification  for 
^improvements  in  coal  vases,"  substantially  the  same  as  the 
plaintiff's  invention,  and  had,  on  the  10th  of  September,  obtained 
a  grant. 

The  Attorney-General  rejected  the  plaintiffs'  application,  upon 
the  authority  of  the  decision  in  Ex  parte  Bates,  of  which,  though 
pronounced  in  May,  1869,  the  defendant  was  ignorant: — Held, 
that  there  was  evidence  of  negligence  on  the  part  of  the  defendant. 
(L.  -B.,  7  a  P.  121.) 

(i)  Adams  v.  North  British  Railway  Company.    [1873] 

To  a  bill  stating  an  agreement  made  between  a  general  agent  of 
the  patentees  of  an  American  invention  to  introduce  and  sell  the 
invention  in  Great  Britain  and  the  plaintiff,  whereby  the  plaintiff 
was  to  have  the  sole  agency  and  control  of  the  working  of  the 
patent  in  England  upon  certain  terms,  including  a  share  of 
royalties  and  profits,  praying  for  an  account  for  damages,  and  an 
injunction  to  restrain  future  infringements,  the  defendants,  who 
were  alleged  to  be  using  the  invention,  demurred : — Held,  that  the 
plaintiff  was  a  mere  agent  for  the  sale  of  the  invention,  and  was  in 
no  such  position  as  gave  him  the  right  to  file  such  a  bill,  which 
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VTBB  in  ihe  form  of  a  patentee's  bill  for  infringement.    (29  L.  T. 
Bcp.,  N.  &,  367.) 

(I)  TowNSEND  V.  Hjlworth.    [1876] 

A.  does  not  infringe  a  patent  for  the  nse  of  well-known  cbemical 
sabstanoes  in  a  specified  manner  by  selling  the  known  chemical 
sabstances  to  B.  with  knowledge  that  B.  intends  to  use  them  in 
infringement  of  the  patent,  the  validity  of  which  he  disputes. 
(L.  B.y  12  Oh.  D.  831  (n.),  and  v.  inf.,  p.  165  («).) 

(to)  Baillib  »•  Goodwin  &  Co.    [1886] 

An  action  was  instituted  against  the  defendants,  who  were 
resident  in  Scotland,  for  infringement  of  a  patent  for  improvements 
in  stamping  corrugated  plates.  The  defendants  employed  one  Mac- 
phail,who  had  ofiSces  at  20,  Bucklursbury,  as  their  agent,  and,  as 
they  alleged  for  convenience,  the  defendants'  firm's  name  was  afiSzed 
to  these  offices,  and  the  firm's  letter  paper  was  headed  **  London 
Office,  20,  Bucklersbury,  Mansion  House,  £.C."  The  writ  was  served 
on  Macphail,  and  the  defendants  moved  to  set  aside  service  on  the 
ground  that  Macphail  had  no  authority  to  take  orders  for  the 
defendants,  and  that  the  defendants  did  not  manufacture,  sell,  or 
exhibit  goods  at  Macphail's  offices,  and  that  their  business  was  not 
managed  or  directed  by  him : — Heldj  that  Macphail  was  only  an 
agent  and  not  a  servant  of  the.  defendants,  and  that  the  service 
must  be  set  aside.    (3  0.  B.  283.) 

(n)  Anderson  and  McKinnell's  Appucation.    [1887] 

An  agent  duly  authorised  may  sign  a  notice  of  appeal  from  the 
comptroller  to  the  law  officer.    (2  Oriff,  23.) 

Alteration.    See  Amendment. 

Ambignity  in  Specification.    See  Specification,  Complete,  Ambiguity  in, 
pp.  436  to  445. 

(o)  Camhon  r.  Benton.    [1821] 

If  there  be  any  ambiguity,  either  in  the  patent  itself  or  in  the 
specification  in  any  material  point,  it  is  of  itself  a  ground  for 
rendering  the  patent  absolutely  void.     (6  B.  Mo,  71 ;  SB.dB.b.y 

(p)  Neelson  v.  Harford.    [1841] 

Where  the  title  was  ambiguous,  but  was  sufficiently  explained 
by  the  specification,  and  was  not  at  variance  with  it,  held  that 
such  ambiguity  was  not  fatal  (8  JIf.  d  W.  806;  1  TFe&. 
P.  O.  331.) 

Amendment. 

Amendment  generally — 

Patents  Act,  1883.    Sects.  7,  9, 18, 19,  20,  21.    Rules  52  to  59,  pp.  9 

toll 
conditions  annexed  to,  p.  12  (r) 

should  not  include  knowledge  acquired  subsequently,  12  («) 
under  Act  of  1883  will  date  from  Jan.  let,  1884, 11  (7),  12  (r). 
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Amendment  hy  Disclaimer — 

patentt^  who  has  assigoed  may  enter  disclaimer^  p.  1 2  (f) 

ameodment  by  disclaimer  asked  for  before  the  grant,  p.  13  {y) 

wbat^  a  pending  action  within  sect.  18,  sub-sect.  10,  pp.  12  (i^;),  13  (a) 

W,14(0(/) 

amendment  not  in  accordance  with  advertisement,  p.  14  (g) 

cannot  be  opposed  by  one  of  the  public  on  ground  of  prior  patent,  p.  14  (d) 

must  not  unjustifiably  impute  want  of  novelty  to  prior  patent,  p.  14  (e). 
Ameitidment  hy  Diedaimer,  when  cbUowed^  a/nd  on  whai  terma — 

invalidity  of  patent,  15  (t)  (f) 

want  of  novelty  in  part,  15  (m) 

materiality  in  part,  15  (I)  (m) 

extension  of  exclusive  right,  pp.  15  (k)  (Q,  17  (r),  24  (i) 

creation  of  a  new  liability,  p.  15  (m) 

reasons  for  entering,  pp.  16  (o),  24  (v) 

removal  of  all  claiming  clauses,  p.  17  (s) 

verbal  alterations,  p.  17  (si) 

should  appear  on  face  of  specification,  p.  16  (n) 

amendments  which  would  make  the  invention  substantially  different  not 
allowed,  pp.  16  (g),  17  (r)  (0, 18  («)  (w\  19  (k) 

but  should  b«  allowed  when  there  is  a  doubt,  pp.  16  (n),  18  (t»). 
Terms  imposed — 

discretion  of  judge  as  to,  is  unfettered,  pp.  21  ((Q,  22  (%) 

when  leave  given  pending  action,  pp.  20  (y)  (a)  (6),  21  (c)  (e*)  (/), 
22  (g)  (h)  (f) 

when  no  action  is  pending,  pp.  19  (a?)  (u),  21  (c)  (eQ,  23  (g). 
Operation  of— 

becomes  part  of  patent,  pp.  22  (Z)  (m),  23  (o) 

does  not  import  invalidity  of  patent,  p.  23  (n) 

on  infringements  prior  to,  pp.  22  (Q,  23  (n)  (o)  {p) 

not  explanatory  of  specification,  p.  23  (r) 


introdnctoiy  sentences,  p.  24  (v) 

reasons  for  entering,  p.  16  (o\  24 

is  an  irrevocable  surrender  of  the  part  disclaimed,  p.  25  (2) 


is  a  nullity  if  it  makes  the  patent  substantially  larger,  p.  27  (/) 

effect  of  terms  imposed  as  condition  for  allowing  amendment  on  stock 
in  hand,  p.  26  (o)  (6)  (c). 
Practice — 

ComptroUer-Ghneral  as  a  rule  should  neither  give  nor  receive  costs,  p.  28  (Q. 
Amendment  qf  clerical  errors — 

Patents  Act,  1883,  sect  91 :  Bules  16  and  59,  p.  28. 
Amendment  of  Particulars  of  Breaches^  p.  319  (w) 

PaHicalars  of  Objections,  pp.  305  (5)  (0»  306  (v)  (t»)  (x) 

Petition  for  Extension,  p.  104  (o). 

Amendment  generally* 

Patsht  Act,  1883,  sect  7,  amended  by  Patents  Act,  1888,  sect  2. 
For  sect.  7  of  the  principal  Act  the  following  section  shall  be  substituted : 
7. — (1.)  If  the  examiner  reports  that  the  nature  of  the  invention  is  not 
fairly  described,  or  that  the  application,  specification,  or  drawings  has  not,  or 
have  not,  been  prepared  in  the  prescribed  manner,  or  thai  the  title  does  not 
sufficiently  indicate  the  subject  matter  of  the  invention,  the  comptroller  may 
rrfuee  to  accept  the  application^  or  require  that  the  application,  specification, 
or  drawings  be  amended  before  he  proceeds  with  the  application ;  and  in  the 
latter  case  the  application  shall,  if  the  comptroller  so  directs,  hear  dots  as 
from  the  time  when  the  requirement  is  complied  with. 
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(2.)  Where  the  comptroller  refuses  to  cuxept  an  applioation  or  requires 
an  amendment/ the  ap^nlicant  may  appeal  from  his  decision  to  the  law 
officer. 

(3.)  The  law  officer  shnll,  if  Fequired,  bear  the  applicant  and  the 
comptroller,  and  may  make  an  order  determining  whether,  and  subject  to 
what  conditions  (if  any)  the  application  shall  be  accepted. 

[For  sub-sects.  (4)  (5),  see  p.  35.] 

By  Patents  Act,  1883,  sect.-  9,  (1)  amended  by  Patents  Act,  1885, 
sectii.  3,  4.  Where  a  complete  specification  is  left  after  a  pruyisional 
specification,  the  comptroller  shall  refer  both  specifications  to  an  examiner 
for  the  purpose  of  ascertaining  whether  the  complete  specification  has  been 
prepared  in  the  prescribed  manner,  Hiid  whether  the  invention  particularly 
described  in  the  complete  .specification  is  substantially  the  same  as  ihat 
which  is  described  in  the  provisional  specification. 

(2  )  If  the  examiner  reports  that  the  conditions  hereinbefore  contained 
have  not  been  complied  with,  the  comptroller  may  refuse  to  accept  the 
complete  specification  u'jless  and  uniil  the  same  shall  have  been  amended  to 
his  satisfiaction ;  but  any  such  refusal  shall  he  subject  to  appeal  to  the  law 
officer. 

(3.)  The  law  officer  shall,  if  required,  hear  the  applicant  and  the  comptroller, 
and  may  make  an  order  determining  whether  and  subject  to  what  conditions, 
if  any,  the  complete  specification  shall  be  accepted. 

[For  sub-sects.  (4)  and  (5),  see  p.  35.] 

"Patents  Acrr,  1883,  sect.  18,  amended  by  51  &  52  Vict.  c.  50,  sect.  5. 
(1.)  An  applicant  or  a  patentee  may,  (rooi  time  to  time,  by  request  in  writing 
left  at  the  Patent  Office,  seek  leave  to  amend  his  specification,  including  draw- 
ings forming  part  thereof,  by  way  of  disclaimer,  correction,  or  explanation, 
stating  the  nature  of  such  amendment  and  his  reasons  for  the  same. 

(2.)  The  request  and  the  nature  of  such  proposed  amendment  shall  be 
advertised  in  the  prescribed  manner,  and  at  any  time  within  one  month  from 
its  first  advertisement  any  person  may  give  notice  at  the  Patent  Office  of 
opposition  to  the  amendment. 

(3.)  Where  »<uch  notice  is  given  the  comptroller  shall  give  notice  of  the 
opposition  to  the  person  making  the  request,  and  shall  hear  and  decide  the 
case  subject  to  an  appeal  to  the  law  officer. 

S4.)  llie  law  officer  shall,  if  required,  hear  the  person  making  the  request 
[  the  person  so  giving  notice,  and  being  in  the  opinion  of  the  law  officer 
entitled  to  be  heard  in  opposition  to  the  request,  and  shall  determine 
whether  and  subject  to  what  conditions,  if  any,  the  amendment  ought  to  be 
allowed. 

(5.)  Where  no  notice  of  opposition  is  given,  or  the  person  so  giving  notice 
does  not  appear,  the  comptroller  shall  determine  whether  and  subject  to 
what  conditions,  if  any,  the  amendment  ought  to  be  allowed. 

^6.)  When  leave  to  amend  is  refused  by  the  comptroller,  the  person 
making  the  request  may  appeal  from  his  decision  to  the  law  officer. 

^7.)  The  law  officer  shall,  if  required,  hear  the  person  making  the  request 
anu  the  comptroller,  and  may  make  an  order  determining  whether,  and 
subject  to  what  conditions,  if  any,  the  amendment  ought  to  be  allowed. 

(8.)  No  amendment  shall  be  allowed  that  would  make  the  specification, 
as  amended,  claim  an  invention  substantially  laro[er  than  or  substantially 
different  from  the  invention  claimed  by  the  specification  as  it  stood  before 
amendment. 

^9.)  Uave  to  amend  shall  be  conclusive  as  to  the  right  of  the  party  to 
make  the  amendment  allowed,  except  in  case  of  fraud ;  and  the  amendment 
shall  in  all  courts  and  for  all  purposes  be  deemed  to  form  jjart  of  the 
specification. 
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(10.)  The  foregoing  provisions  of  this  Beotion  do  not  t^pply  whe^  and  iSo 
long  aa  any  action  for  int'ringement  or  proceeding  for  revocation  of  a  patent 
is  pending, 

19.  (1.)  In  an  action  for  infringement  of  a  patent,  and  in  a  proceeding  for 
revocation  of  a  patent,  the  Court  or  a  judge  may  at  any  time  order  that  the 
patentee  shall,  subject  to  such  terms  as  to  costs  and  otherwise  as  the  Court 
Gt  a  judge  may  impose,  be  at  liberty  to  apply  at  the  Patent  Office  for  leave 
to  amend  his  specification  by  way  of  disclaimer,  and  may  direct  that  in  the 
meantime  the  trial  or  hearing  of  the  action  shall  be  postponed. 

20.  Where  an  amendment  by  way  of  disclaimer,  correction,  or  explanation, 
has  been  allowed  under  this  Act,  no  damages  shaJl  be  given  in  a)iy  action  in 
respect  of  Uie  use  of  the  invention  before  the  disclaimer,  correction,  or 
explanation,  unless  the  patentee  establishes  to  the  satisfaction  of  the  Court 
that  his  original  claim  was  framed  in  good  faith  and  with  reasonable  skill 
and  knowleiJ^ 

21.  Every  amendment  of  a  specification  shall  be  advertised  in  the 
prescribed  manner. 

Patent  Rules,  1890,  52.  A  request  for  leave  to  amend  a  specification 
must  be  signed  by  the  applicant  or  patentee,  hereinafter  in  Rules  54,  55, 
and  58  called  the  applicant,  and  accompanied  by  a  duly  certified  printed 
copy  of  the  original  specification  and  drawings,  showing  in  red  ink  the  pro- 
posed amendment,  ana  shall  be  advertised  by  publication  of  the  request  and 
the  nature  of  the  proposed  amendment  in  the  official  journal  of  the  Patent 
Office,  and  in  such  other  manner  (if  any)  as  the  comptroller  may  in  each  case 
direct. 

53.  A  notice  of  opposition  to  the  amendment  shall  state  the  ground  or' 
grounds  on  which  the  person  giving  such  notice  (hereinafter  called  the 
opponent)  intends  to  oppose  the  amendment,  and  must  be  signed  by  him. 
Such  notice  shall  state  his  address  for  service  in  the  United  Kingdom,  and 
shall  be  accompanied  by  an  unstamped  copy. 

54.  On  receipt  of  such  notice  the  copy  thereof  shall  be  transmitted  by 
the  comptroller  to  the  applicant. 

55.  Within  fourteen  days  after  the  expiration  of  one  month  from  the  first 
advertisement  of  the  application  for  leave  to  amend,  the  opponent  may  leave, 
at  Uie  Patent  Office  statutory  declarations  in  support  of  his  opposition  and 
on  so  leaving  tihall  deliver  to  the  applicant  a  list  thereof. 

56.  Upon  such  declarations  being  left,  and  such  list  being  delivered,  the 
provisions  of  Rules  38,  39,  40,  41,  and  44  shall  apply  to  the  case,  and  the 
farther  proceedings  therein  shall  be  regulated  in  accordance  with  such  pro- 
visions as  if  they  were  here  repeated.  ' 

57.  Where  leave  to  amend  is  given  the  applicant  shall,  if  the  comptroller 
so  require,  and  within  a  time  to  1^  limited  by  him,  leave  at  the  Patent  Office 
a  new  specification  and  drawings  as  amended,  to  be  prepared  in  accordance 
with  Rules  10,  30,  and  31. 

58.  Where  a  re<iuest  for  leave  to  amend  is  made  by  or  in  pursuance  of  an 
order  of  the  Court  or  a  judge,  an  official  or  verified  copy  of  the  order  shall  be 
left  with  the  request  at  the  Patent  Office. 

59.  Every  amendment  of  a  specification  shall  be  forthwith  advertised  by 
the  comptroller  in  the  official  journal  of  the  Patent  Office,  and  in  such  other 
manner  (if  any)  as  the  comptroller  may  direct. 

{q)  Haddan's  Patent.    [1886] 

In  the  absence  of  special  circumstances,  the  amendment  of  a> 
patent  of  earlier  d&te  will  date  from  the  Ist  of  January,  1884. 
(2  Qnff.  12.) 
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(r)  A8HWOHTH*8  Patent.    [1886] 

In  settling  the  conditions  to  be  annexed  to  an  amendment,  the 
law  officer  would  consider  it  a  special  circumstance  if  the  patent 
had  been  used  for  the  purpose  of  endeavouring  to  obtain  a 
monopoly  larger  than  that  which  the  specification  as  amended 
claims.  If  there  is  no  special  circumstance,  the  law  officer  will 
not  deprive  the  patentee  of  the  right  which  he  has  according  to  , 
the  settled  rule  of  suing  in  respect  of  matters  before  the  amend- 
ment, but  after  the  let  of  January,  1884.     (2  Griff.  6.) 

(«)  Beck  and  Justick's  Patent.    [1886] 

An  unopposed  application  to  amend  a  specification  of  a  patent 
for  improvements  in  nozzles,  for  the  escape  of  Hteam  or  gases  under 
pressure,  was  refused  as  to  an  amendment  which  referred  to  the 
exhaust  of  gas  engines,  as  these  had  not  been  mentioned  in  the 
original  patent.  Webster,  A.  G. :  **  The  function  of  an  explanation 
within  sect.  18  is  to  explain  more  clearly  what  is  necessary  to 
understand  the  meaning  of  the  patent-ee  at  the  time  he  patented 
the  invention.  I  do  not  think  it  is  intended  that  he  should  put  iu 
subsequently  ascertained  knowledge."    (2  Griff.  10.) 

Amendment  by  Disclaimer. 

(/)  Smlsbury  v.  Clough.    [1842] 

A  grantee  of  letters  patent,  though  having  entirely  parted  with 
his  interest,  may  enter  a  disclaimer.  (2  Gale  d  Dav.  17 ;  6  Jur. 
679;  2  Q.  B.  466;  1  Weh.  P.  0.  255.) 

(a)  Wallington  v.  Dale.    [1852] 

A  grantee  had  assigned  his  letters  patent  before  the  expiration 
of  the  six  months  within  which  the  specification  was  to  be  filed, 
and  after  this  assignment  disclaimed  part  of  the  title  of  the  letters 
patent: — Held^  that  the  disclaimer  was  valid  as  soon  as  it  was 
entered  of  record.    (7  Exch.  888 ;  23  L.  J.  Ee.  49.) 

(v)  In  re  Gake's  Patent.    [1884] 

The  18th  section  of  the  Act  of  1888  does  not  affect  the  jurisdic- 
tion of  the  Master  of  the  Bolls,  to  allow  an  amendment  in  a  patent 
specification  which  has  been  filed  under  sect8.  27  and  28  of  the 
Patents  Act  of  1852,  or  has  otherwise  become  a  record.  So  long 
as  it  is  in  the  Patent  Office,  and  before  the  patent  is  sealed,  anyone 
applying  for  amendment  must  proceed  under  sect.  18  of  the  Act 
of  1883.     (26  Ch.  D.  105 ;  Griff.  309.) 

(w)  Codd's  Patent.    [1884] 

At  the  time  when  the  patentee  applied  for  leave  to  amend,  there 
were  two  actions  pending  in  respect  of  the  patent,  and  in  only  one 
of  these  had  leave  to  apply  been  obtained  from  the  Court  under 
sect.  19 : — Held  by  the  Comptroller-General,  that  leave  must  also 
be  obtained  in  the  second  action.    {Griff.  305.) 
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(a)  WiNTBR  V.  Baybdt.    [1884] 

An  action  for  infringement  liaving  been  commenced  in  the 
Palatine  Coart  and  the  pleadings  having  been  closed,  the  plaintiffs 
applied  to  the  Yice-Chancellor  for  liberty  to  apply  under  sect.  19 
for  leave  to  disclaim.  The  Yice-Ghancelior  being  of  opinion  that 
the  words,  the  Court  or  a  jud^e,  must  mean  a  judge  having 
power  to  try  for  infringement,  held  that  he  had  jurisdiction  to 
give  liberty  to  apply,  and  gave  liberty  on  the  terms,  that  the 
plaintiffs  should  ^lay  all  the  costs  of  the  action  up  to  date.  (1 
O.  R,  77.) 

Hut  now  see  Prodor  v.  Sutton  Lodge  Chemical  Company.  (5  O.  B. 
184.)  'llie  Palatine  Court  is  not  "a  Court  or  a  judge"  within 
the  meaning  of  the  Patents  Act,  1883.     See  p.  392  (y\ 

(y)  JojJEs's  Patent. 

Sect.  18  was  intended  to  apply  to  the  amendment  of  spebifica- 
tions  after  they  had  become  public  property ;  any  other  amend-* 
ments  must  be  dealt  with  under  sects.  7  and  9.     (Ghiff.  313.) 

(«)  Dart's  Patent. 

The  Comptroller-General  has  power  under  sect.  7  (1)  to  order 
an  amendment  of  the  title  in  the  application,  if  in  his  opinion  the 
title  does  not  sufficiently  indicate  the  invention  described  in  the 
provisional  specification;  but  if  the  applicant  merely  desires  to 
omit  part  of  the  invention  described  in  the  original  title  and 
provisional  specification,  he  may  do  so  without  amendment  by  a 

}>roper  disclaiming  clause  in  his  complete  specification,  or  may 
odge  a  complete  specification  omitting  the  part  desired  to  be  left 
out,  and  the  Patent  Office  may  permit  the  original  application  and 
provisional  specification  to  be  amended  accordingly,  provided  the 
amendment  is  confined  to  excision  only.     {Griff,  307.) 

(a)  Singer  v.  Hasson.    [1884] 

Sect.  19  applies  to  an  action  for  infringement,  which  was 
pending  at  the  passing  of  the  Act,  and  the  Court  has  power  in 
such  an  action  to  give  the  plaintiff  liberty  to  apply  for  leave  to 
amend.    (50  L.  T.  32n.) 

(h)  Cropper  v.  Smith  (No.  2).    [1884] 

In  an  action  for  infringement  of  a  patent,  the  plaintiffs  obtained 
a  judgment  against  the  defendants,  S.  and  H. ;  but  on  appeal  that 
judgment  was  reversed  against  S.,  but  upheld  against  H.  The 
plaintifib  afterwards  applied,  under  sect.  18  of  the  Act  of  1883,  to 
amend  their  specification  by  way  of  disclaimer.  Subsequently  H. 
appealed  to  the  House  of  Lords  against  the  decision  of  the  dourt 
of  Appeal.  The  Comptroller-General  declined  to  proceed  with 
the  plaintiffs'  application,  which  was  opposed  until  the  opinion  of 
the  Court  had  been  taken  under  sect.  19,  as  to  whether  the  appeal 
to  the  Hcjuse  of  Lords  was  a  pending  litigation  within  sect.  18, 
sab-s.  10,  and  the  plaintiffs  took  out  a  summons  that  they  might  be 
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at  liberty  to  disclaim : — Hdd  that  the  word  a,  "  other  legal  proceed- 
ings in  relation  to  a  patent,"  in  sect.  18,  subs.  10,  refer  to  a 
proceeding  for  the  revocation  of  a  patent,  and  that  an  '*  action  for 
infringement . . .  pending  "  means  an  action  before  judgment  and 
the  summons  was  dismis^ed.^     (28  Ch.  D.  148.) 

(c)  CocHBANEfs  Patent.    [1886] 

An  applicant  tor  the  grant  of  a  patent  which  was  oppoAed 
applied  for  leave  to  amend :  —Held  by  the  Comptroller-Generalthat 
the  application  for  leave  to  amend  should  be  heard  before  the 
application  for  the  grant,  and  that  the  latter  was  not  a  **  legal 
proceeding  "  within  the  terms  of  sect.  18,  subs.  10 : — Held,  further, 
by  the  law  officer  that  the  Hmendment  asked  for  should  be  allowed, 
the  effect  being  to  confine  the  invention  to  a  particular  class  of 
slag  boxes,  which  was  included  with  others  in  the  previous  claim. 
(Griff.  304.) 

(d)  Bell's  Patent.    [1887] 

It  is  not  competent  for  a  member  of  the  public  to  set  up  as  a 
ground  of  opposition  to  a  proposed  amendment,  that  the  patent  as 
amended  would  still  be  for  substantially  the  same  invention  as 
that  described  in  a  prior  patent.     (2  Oriff  ll).) 

(c)  Hampton  &  Facer's  Patent.    [1887] 

A  disclaimer  cannot  be  permitted  which  imputes  to  former 
similar  patents  a  want  of  novelty  which  is  not  proved  to  exist. 
(2  Griff.  13.) 

(/)  In  re  Hall.     [1888] 

An  action  having  been  commenced,  under  sect.  32  of  the  Patents 
Act,  1883,  for  an  injunction  to  restrain  patentees  from  issuing 
threats,  the  patentees  brought  a  cross  action  for  infringement. 
The  patentees  then  applied  in  the  cross  action,  and  obtained  leave 
from  Kay,.  J.,  under  sect.  19,  to  apply  to  the  Comptroller-General 
for  leave  to  amend  their  specification  by  way  of  disclaimer.  Upon 
an  application  for  a  writ  of  prohibition  to  the  Comptroller-General, 
to  prevent  him  from  hearing  the  application,  on  the  ground  that 
there  was  '*  a  legal  proceeding  in  relation  to  the  patent  pending  " 
within  the  meaning  of  sub-s.  10  of  sect.  18 : — Heldj  that  Kay,  J. 
had  jurisdiction  to  make  the  order,  and  the  prohibition  Was 
refused. 

It  is  clear  that  the  procedure  under  sect  18  is  meant  to  apply 
to  oases  when  leave  is  given  by  a  judge  under  sect.  19,  and  a 
judge  has  power  to  give  such  leave  in  one  legal  proceeding, 
although  there  may  be  other  legal  proceedings  pending.  (21  Q.  B, 
D.  141 ;  5  0.  B.  306.) 

(g)  Ebg.  v.  Attorney-General.    [1888] 

An  application  for  a  rule  nisi,  for  a  prohibition  to  prevent  the 
Attorney-General  proceeding  with  an  application  under  sect.  18 

'  See  now  51  &  52  Vict.  c.  50.  s.  5. 
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of  tlie  Act  of  1883,  was  made  on  two  gronnds :  (l)  That  the  anlend- 
ment,  which  was  about  to  be  allowed,  would  extend  the  grant  in 
the  patent;  and  thu  decision  would  be  conclusive  without  any 
right  of  appeal,  and  thereon  the  rule  was  refased.  (2)  I'hat  the 
amendment  asked  for  was  not  in  accordance  with  the  advertisement, 
and  thereon  the  rule  nisi  was  allowed.  (T,  L.  Bep.,JV.^  489.) 

(h)  Ex  parte  SiMOJSi.    [1888] 

This  was  an  appeal  from  the  first  part  of  the  decision  in  Beg,  v. 
Attomey-Qeneral^  and  the  Court  of  Appeal  agreed  with  the 
Divisional  Court  that  a  prohibition  should  not  go.  If  the 
Attorney-General  allowed  an  amendment  which  made  the  patiant 
substantially  larger,  or  substantially  different,  such  amendment  is 
a  nullity.  The  Attomey-Oeneral,  acting  under  sect.  18,  is  not  a 
•'  Court,"  and  no  prohibition  ivill  lie  to  him,     (T.  L.  J8.,  IF.,  754.) 

Amendment  by  Disclaimer^  when  allowed  and  on  what  terms* 

(i)  In  re  Debosnb's  Patent.    [1835] 

A  disclaimer  may  be  made  after  judgment  of  a  court  of  law 
adverse  to  the  validity  of  the  patent.     (1  Carp.  P.  G,  698.) 

(j)  Morgan  v.  Seaward.    [1838] 

A  patentee  may  disclaim  a  part  of  his  invention  after  verdict 
adverse  to  the  validity  of  a  patent,  and  thus  preserve  the  new 
md  useful  parts  of  the  patent.     (2  Carp,  P.  C.  104.) 

(ifc)  In  re  Sharp's  Patent.    [1840] 

If  the  memorandum  goes  beyond  the  Act  (5  &  6  Will.  4,  c.  83) 
it  is  voidi  and  cannot  be  given  in  evidence  or  made  any  use  of.  (1 
W^.  P.  a  643.) 

{I)  R.  V.  Wheeler.    /Set. /oc.  [1850] 

Maule,  J. :  "  The  spirit  of  the  Act  (5  &  6  Will.  4,  c.  83)  seems 
to  be  this — that,  where  there  are  objections  that  go  only  to 
a  small  and  insignificant  part  of  a  patent,  which,  if  sustained, 
would  defeat  it  altogether,  the  patentee  may  relieve  himself 
from  the  difficulty  by  a  disclaimer."  (10  C.  B.  395 ;  20  L.  J. 
GP.  16.) 

(m)  Bbo.  v.  Mill.    [1851] 

Komilly,  M.R. :  **  The  power  to  disclaim  given  by  Lord 
Brougham's  Act  (5  &  6  Will.  4,  c.  83)  is  very  valuable,  and  of 
great  importance  to  patentees;  but  it  is  a  power  which,  if 
indiscriminately  exercised,  would  work  considerable  injustice  to 
the  public.  In  many  cases  a  person  may  make  an  invention,  some 
part  of  which  may  be  comprised  in  another  patent,  which  he  may 
be  advised  is  wholly  invalid,  and  yet,  by  the  eiFect  of  a  subsequent 
disclaimer,  it  may  become  perfectly  good,  and  a  liability  created 
which  did  not  previously  exist.  It  is  very  desirable  to  afford 
protection  to  patentees  in  consequence  of  the  difficulties  arising 
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from  the  nature  of  the  subject  and  the  state  of  the  law.  It  is 
proper  they  should  be  allowed  to  correct  errors  in  their  patents  by 
removing  from  the  specification  parts  which  are  not  material  or  aub- 
8tantial^  or  which  they  have  since  discovered  not  to  be  new 
inventions ;  but  this  power  ought  to  be  exercised  with  great  care 
and  discretion."    (14  Beav.  315.) 

(n)  In  re  Batemak  &  Moore's  Patent.    [1854] 

Where  there  was  some  evidence,  upon  the  face  of  the  speci- 
fication, that  the  patentees  intended  their  invention  to  comprise 
an  entire  apparatus,  but  at  the  end  of  the  specification  they 
claimed  the  several  parts  of  the  apparatus,  Bethel],  S.  G.,  allowed 
a  disclaimer,  the  effect  of  which  was  to  convert  the  claim  into  one 
for  the  combination. 

Upon  an  application  for  a  disclaimer,  the  matter  must  be 
decided  on  the  words  of  the  specification  itself,  irrespective  of 
extraneous  considerations. 

In  cases  of  doubt  a  disclaimer  should  be  allowed,  as  the  refusal 
of  the  law  officer  to  grant  the  application  is  final  and  irrevocable, 
and  may  be  of  serious  consequence  to  the  patentee ;  whereas,  if  he 
wrongly  grant  his  fiat  so  as  to  extend  the  claim  of  the  invention, 
the  public  will  not  be  injured,  as  the  disclaimer  will  be  void. 
(Jtfocr.  P.  a  116.) 

(o)  In  re  Lucas's  Patent.    [1854] 

No  disclaimer  can  be  allowed  without  a  statement  of  a  reason 
for  entering  it.     (Jtfocr.  P.  0.  235.) 

(jp)  Lister  r.  Leather.    [1858] 

Those  matters  which  manifestly  form  no  part  of  an  invention 
need  not  be  disclaimed.    (8  El.  &  B.  1034.) 

(q)  FOXWELL  V.  BOSTOCK.     Ch.     [1864] 

Where,  by  the  operation  of  a  disclaimer,  a  combination  of 
machinery,  described  in  an  amended  specification,  is  different 
from  the  combination  of  machinery  described  in  the  original 
specification,  and  for  which  the  patent  was  granted;  Quaere, 
whether  the  patent  is  void,  or  the  disclaimer  void  ?  Where  the 
amount  by  which  the  disclaimer  exceeds  the  statutory  require- 
ments as  to  its  nature  can  be  easily  distinguished,  the  disclaimer 
is  inoperative  for  such  excess. 

Semble :  where  the  combination  of  machinery  in  an  amended 
specification  was  different  from  the  combination  in  the  original 
specification,  and  no  specification  remained  of  the  invention  for 
which  the  patent  was  granted ;  and  where,  the  combination  being 
claimed  as  the  invention,  it  was  only  so  far  ascertained  by  the 
specification,  that  the  latter  referred  to  certain  drawings  and  their 
description,  which  did  but  describe  an  entire  machine  and  the 
composition  and  working  of  its  several  coubtituent  parts,  without 
in  any  manner  indicating  where  the  improvement  lay  or  in  what 
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it  consisted : — Hetd^  that  the  patent  waa  void  at  law.    (4  Be  (7., 
J.  d  S.  298 ;  10  L.  T.,  N.  S.,  144 ;  12  W.  B.  723.) 

(r)  E ALSTON  V,  Smith.    H.  L.    [1865] 

The  object  of  the  5  &  6  Will.  4,  c.  83,  was  only  to  permit  a 
disclaimer  to  amend  the  specification  of  a  patent,  by  removing 
from  it  something  superfluous,  but  not  to  allow  the  introduction  of 
that  which  would  convert  a  description,  in  itself  unintelligible  or 
impracticable,  into  a  practicable  description  of  a  useful  invention. 

B.  took  out  a  patent  for  "  improvements  in  embossing  and 
finishing  woven  fabrics,  and  in  the  machinery  and  apparatus 
employed  therein." 

Lord  Chelmsford  said :  **  The  word  *  extend,'  in  the  6  &  6 
Will.  4,  c.  83,  cannot  be  used  only  in  its  ordinary  sense  of  *  adding 
to '  or  '  enlarging,'  because  the  exact  meaning  of  the  term  *  dis- 
claimer,' to  which  it  is  applied,  is  the  renunciation  of  some  previous 
claim  actually  or  apparently  made  or  supposed  to  be  made.  It 
must  therefore  be  intended  to  comprehend  a  case  where  the  dis- 
claimer would  give  the  patentee  a  right  which  he  could  not  have 
enjoyed  under  the  specification  as  originally  formed.  Here  the 
specification  was  conceived  in  general  terms,  embracing  an  infinite 
variety  of  modes  of  indenting  upon  all  descriptions  of  rollers  any 
desired  design.  The  plaintiff  afterwards  discovered  that  no  other 
rollers  but  those  which  had  circular  grooves,  flutings  or  indenta- 
tions around  their  surfaces  would  answer;  and  he  therefore,  by 
his  disclaimer,  limited  his  invention  to  this  description  of  rollera 
only.  ...  By  so  doing,  though  in  one  sense  he  may  be  said  to 
narrow  a  right,  yet  he  really  extends  it,  because  he  thereby 
describes  his  alleged  invention  sufiGiciently  to  enable  him  now  to 
assert  a  right  under  the  patent  which  he  never  could  have  suocess- 
foUy  maintained  upon  the  original  specification  alone."  (11  H,  L. 
Cos.  223;  75  L.  J.  G.  P.  49;  13  L.  T.  Bep,,  N.S.,  1 ;  20  C.B.,  N.  S., 
28.) 

(s)  Thomas  v.  Welch.    [1866] 

All  the  claiming  clauses  may  bo  struck  out  of  the  specification 
of  a  patent  by  a  disclaimer  if  there  remain  in  the  body  of  the 
specification  words  sufficiently  distinguishing  what  the  invention 
is  which  the  patentee  claims. 

An  alteration,  verbal  merely  and  not  substantive,  by  means  of  a 
disclaimer  will  not  make  a  patent  void.  (L,  £.,  1  (7.  P.  192 ; 
12  JttT.,  N.  8.,  316 ;  35  L.  J.  0.  P.  200.) 

(t)  Hbath  and  Frost's  Patent.    [1886] 

The  patent  was  for  an  improved  method  of  blasting,  the  charge, 
preferably  dynamite,  being  enclosed  in  a  case  surrounded  by  a  water- 
tight cartridge  containing  water,  and  sealed  up.  The  specifica- 
tion said  that  when  the  charge  was,  as  dynamite,  impervious  to 
water,  the  inner  case  could  be  dispensed  with.  Application  to 
amend,  by  confining  the  invention  to  cases  where  the  inner  case 
was  omitted,  refused  on  the  ground  that  the  amended  specification 
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would  be  subetantially  different  from  the  original : — Held^  further, 
that  the  unamended  specification  did  not  materially  differ  from  an 
invention  previously  patented,  the  owner  of  which  opposed  the 
application.     (Oriff.  310) 

(tt)  Lake's  Patbst.    [1887] 

Where  there  is  a  doubt  whether  the  proposed  amendment  con- 
travenes subs.  (8)  of  sect.  18,  the  amendment  ought  to  be  allowed. 
The  fact  that  the  claim  itself  is  not  altered  is  not  conclusive 
that  the  sub-section  is  not  contravened,  because  it  may  be  that 
the  words  of  the  claim  are  large  enough  to  include  any  mode  of 
production  referred  to  in  the  specification.    (2  Griff.  16.) 

(v)  Nordenfeldt's  Patent.    [1887] 

A  complete  specification  which  had  been  filed  in  the  first 
instance,  and  claimed  the  admixture  of  metallic  aluminium  or 
aluminium  alloy  with  the  melted  iron  or  steel  before  casting  the 
same  into  moulds  substantiallv  as  described,  stated  that  the  iron 
or  steel  was  melted  in  crucibles,  converters  or  metal  smelting 
furnaces  of  any  description,  and  the  addition  of  the  aluminium  or 
alloy  of  aluminium  was  made  to  the  metal  when  molten  shortly 
before  it  was  to  be  poured.  "  The  addition  might,  however,  be  made 
earlier."  These  last  seven  words  the  applicant  now  desired  to 
omit,  and  to  insert  a  long  explanation  of  the  principle  on  which 
the  invention  was  based,  to  the  effect  that  the  melting  point,  after 
the  mixture  of  the  aluminium,  being  very  much  lowered,  the  metal 
could  be  superheated  by  the  mixture  without  taking  up  gases,  as 
was  the  case  when  the  temperature  was  gradually  raised  above 
the  melting  point ;  the  explanation  ended  by  stating  that  alumi- 
nium had  a  veiy  effective  influence  upon  iron  in  this  direction,  and 
was  not  detrimental,  and  that  as  soon  as  the  metal  was  molten  a 
small  quantity  of  aluminium,  say  from  about  0*05  to  0*03  per 
cent,  was  added,  producing  a  lowering  of  the  melting  point  of 
300*>  to  500*> : — Held  by  the  Attorney-General  that  the  omission  of 
the  words  should  be  allowed,  but  that  the  explanation  could  not  be 
inserted;  for  either  the  fact  that  aluminium  when  inserted 
lowered  the  melting  point  was  new,  in  which  case  there  was  a 
very  valuable  invention  sufficiently  claimed,  or  it  was  not  new,  in 
which  case  it  was  not  a  sufficient  reason  for  inserting  the  proposed 
amendment  merely  to  say  that  some  alloys  would  act  better  than 
others.  In  considering  whether  an  amendment  is  to  be  allowed, 
the  fact  that  a  complete  specification  was  filed  in  the  first  instance 
is  to  be  considered  as  a  reason  against  the  application.    (2  Oriff,  18.) 

(w)  Walker's  Patent. 

In  a  patent  for  improvements  in  machinery  for  cotton-spinning, 
the  claim  was  for  the  construction  and  appUcation  of  an  inclined 
bearer  to  support  the  top  clearing  rollers  substantiallv  as  set  forth. 
An  application  to  insert  the  word  "  adjustable "  before  "  bearer,** 
wherever  it  occurred,  was  refused  on  the  ground  that  it  would 
make  the  claim  substantially  larger.     (2  Ghr^.  22.) 
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OO  Kyland's  Patent.    [1888] 

On  an  application  to  limit  the  patent  by  disclaimer,  the  opponent 
alleged  that  the  proposed  amendment  would  make  the  invention 
claimed  substantially  larger,  but  this  was  held  not  to  be  so.  The 
opponent  then  relied  on  the  fact  that  there  was  no  declaration, 
bnt  Webster,  A.G.,  said :  "  If  on  the  face  of  the  specification  it  is 
quite  clear  that  the  specification  is  capable  of  two  constructi6ns, 
it  is  open  to  the  applicant  to  satisfy  the  comptroller  or  law  ofiGioer 
on  the  face  of  the  specification,  that  he  desires  to  limit  the  claim  to 
one  or  more  or  two  or  more  constructions  to  which  the  specifica- 
tion is  open."     (5  0.  B.  665,  at  p.  668.) 

(i)  Skrbell's  Patent.    [1889] 

The  invention  claimed  consisted  in  reinforcing  the  actual 
contact  between  two  contact  pieces  of  an  electric  circuit  by  means 
of  a  solenoid.  The  applicant  proposed  to  amend  and  to  state  that 
his  invention  consisted  of  an  improved  electrical  contact  device, 
the  main  purpose  of  which  is  to  keep  the  contact  pieces  clean. 
Webster,  A.G. :  "  It  would  be  beyond  what  is  intended  by  the  power 
of  amendment  under  the  Act  of  1883,  that  there  being  a  distinct 
and  specific  claim  to  the  operation  of  what  is  believed  to  be  new, 
and  there  being  no  claim  to  the  minor  arrangement  of  the  contact 
pieces,  the  patentee  should  be  allowed  to  strike  out  the  whole  of 
his  claim  and  insert  an  independent  claim  to  a  subordinate  part.'' 
(6  O.  B.  101,  at  p.  103.) 

Terms  imposed, 
(x)  In  re  Harkison's  Patent.    [1853] 

Sir  R  Bethell,  S.G.,  refused  to  allow  a  disclaimer  to  be  entered 
by  the  assignee  of  a  patentee  who  had  boen  unsuccessful  in  an 
action  for  infringement  against  certain  defendants,  except  upon 
the  terms  that  an  undertaking  be  given  not  to  bring  any  further 
action  against  the  same  defendants  for  any  alleged  infringement 
prior  to  the  date  of  the  disclaimer.     (Jfacr.  P.  0.  32.) 

(tt)  In  re  Medlock*s  Patent.    [1865] 

A  patent  for  "  improvements  in  the  preparation  of  red  and 
purple  dyes"  thus  described  the  process:  "I  mix  aniline  with 
dry  arsenic  acid,  and  allow  the  mixture  to  stand  for  some  time, 
or  1  accelerate  the  operation  by  heating  it  to,  or  near  to,  its 
boiling-point,  until  it  assumes  a  rich  purple  colour."  It  was  proved 
(and  not  denied  by  the  patentee)  that  it  was  necessary  to  apply 
heat  in  order  to  produce  the  colour,  and  upon  this  ground  the 
patent  was  held  void.  An  application  was  now  made  to  disclaim 
the  first  of  these  two  methods  of  preparing  the  dyes,  and  the 
application  was  opposed  by  manufacturers  who  bad  been  de- 
fendants in  previous  actions  for  infringement  of  the  patent. 
Collier,  S.O.,  granted  leave  to  enter  the  disclaimer,  upon  the 
terms  that  the  applicants  should  bring  no  action  against  tha 
opposers  **  for  any  infringement  of  the  said  patent  by  the  use  or 
continued  use,  during  the  continuance  of  the  said  patent,  of  any 
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process  or  processes  for  manufacturing  or  preparing  red  and  purple 
dyes  which  is  or  are  in  use  by  them  or  either  of  them  at  the 
present  time."  The  applicants  declined  to  enter  a  disclaimer  on 
these  terms.    (Newton'8  London  Jour.^  N.  5.,  vol.  xxn.,  p.  69.) 

(y)  Hkarso»*s  Patent.    [1884] 

An  action  for  infiingements  of  a  patent  for  improvements  in 
penholders  being  nearly  ready  for  trial,  the  plaintiffs  obtained, 
under  sect.  19,  from  a  judge  liberty  to  apply  for  leave  to  amend* 
The  judge,  not  having  imposed  terms  as  regarded  the  pending 
action,  and  his  order  not  having  been  appealed  from  the  law  officer, 
declined  to  impose  any  terms  relating  to  the  action  as  a  condition 
for  leave  to  amend.  But  as  regards  other  actions,  the  law  officers 
stated  that,  as  a  general  rule  and  apart  from  exceptional  circum- 
stances, it  was  proper  that,  when  desired,  a  condition  should  be 
imposed  that  no  action  should  be  brought,  or  other  proceeding 
taken,  in  respect  of  any  infringement  prior  to  the  Ist  January, 
1884.     (Griff.  309.) 

(z)  Pibtschmann's  Patent.    [1884] 

Under  sect.  18,  subs.  3,  the  ComptroUer-Gleneral  has  the 
power  of  imposing  such  conditions  as  the  law  officer  on  appeal 
could  impose;  but  the  Comptroller-General  cannot  dismiss  an 
application  for  amendment  with  costs,  and  it  follows  that  he 
cannot  make  the  payment  of  costs  by  the  applicant  a  condition 
for  allowing  an  amendment.     (Qriff.  314.) 

(o)  CoDD  V.  Bratby.    [1884] 

In  1883  the  plaintiff  commenced  an  action  for  infringement  of  a 
patent  dated  November,  1870,  and  in  July,  1884,  moved  for  liberty 
to  apply  to  amend  under  sect  19.  The  defendants  asked  that  in 
addition  to  other  terms  a  condition  should  be  imposed  that  the 
plaintiff  should  not  in  any  way  sue  the  defendants  on  the  amended 
sjpecification.  The  Court  said  that  that  would  practically  be 
giving  the  defendants  a  licence  to  infringe  the  plaintiff's  machine, 
and  that  although  there  might  be  cases  in  which  it  would  be  right 
to  impose  such  a  term,  it  would  be  going  too  far  to  do  so  in  uiis 
case.     {Gnff.  56;  10.  B.  209.) 

(6)  Singer  v.  Stassen  &  Co.    [1884] 

The  plaintiff  having  commenced  an  action  before  the  date  at 
which  the  Patents  Act  of  1883  came  into  operation  applied  subse- 
quently to  that  date,  under  sect.  19,  for  liberty  to  apply  at  the 
office  for  leave  to  amend  his  specification  by  way  of  disclaimer : — 
Held  that  the  section  applied,  and  that  the  liberty  asked  ought  to 
be  given  upon  the  terms  that  the  costs  of  and  occasioned  by  the 
amendment  should  be  defendants'  in  any  event,  and  that  the  speci- 
fication as  amended  should  not  be  receivable  in  evidence  in  the 
action.  (1  0.  B.  121.  Sub  nomine,  Singer  v.  Season^  W.  N.  1884, 
p.  82 ;  50  L.  T.  326.) 
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(c)  Wbstinghousb's  Patbnt.     [1885] 

The  patent  having  been  declared  bad  in  1883,  and  an  amendment 
opposed  by  the  railway  companies  having  been  allowed  in  March, 
1885,  the  law  officer  imposed  terms  that  no  action  should  be 
brought  against  any  of  the  opponents  in  respect  of  brakes  made 
and  fitted  to  rolling  stock  prior  to  1st  January,  1884,  each  of  the 
opponents  to  furnish  to  Westinghouse  a  list  of  such  rolling  stock, 
and  to  keep  him  informed  of  any  changes  in  any  apparatus  fitted 
except  mere  renewal  of  parts.     (Oriff,  315.) 

(d)  Allen  v.  Doulton.    [1887] 

The  18th  and  19  th  sections  of  the  Act  give  a  discretion  to  the 
Court  or  judges  as  to  the  terms  on  which  in  each  particular  case 
he  will  allow  a  disclaimer,  and  this  discretion  is  not  fettered  by 
authority  (4  0.  R.  377).  The  patent  being  for  the  use  of  pipes  of 
novel  form,  constructed  of  earthenware  to  form,  as  described,  a 
direct  connection,  the  patentee  applied  to  leave  out  the  words  ^'  of 
novel  form  "  in  the  claim,  and  to  make  corresponding  amendments 
on  the  ground  that  the  form  of  the  pipes  was  not  new  at  the  date 
of  the  patent,  and  he  did  not  intend  to  claim  them.  The  law 
officer  allowed  the  amendment,  and  declined  to  impose  any  con- 
dition as  to  the  bringing  of  actions  after  the  amendments  for  prior 
infringements,  on  the  ground  that  in  such  an  action  the  Court 
would  have  to  decide  whether  sect.  20  applied,  and  the  law 
officer  would  not  substitute  his  opinion  for  that  of  the  Court. 
(2  Qriff,  3.) 

(e)  Bray  v.  Gardnee.    [1887] 

Where  the  plaintiff  in  an  action  for  infringement  asks  for  leave 
to  apply  at  the  Patent  Office  to  amend  his  specification  by  way  of 
disclaimer,  the  Court  will,  as  a  general  rule,  impose  the  condition 
that  the  amended  specification  shall  not  be  receivable  in  evidence, 
though  in  particular  cases  less  stringent  terms  may  be  imposed. 
(34  Ch.  D.  668;  3  T.  L.  B.  352.) 

(e^)  Haslam  Foundry  &  Engineerino   Company  v.  GkwDFELLOw. 
[1887] 

Where  plaintiffs  asked  to  be  allowed  to  apply  for  leave  to  dis- 
claim  after  all  pleadings  had  been  delivered,  the  application  was 
granted  on  terms  that  the  plaintiffs  should  pay  in  any  event  the 
costs  of  the  application  and  of  the  action  up  to  and  occasioned  by 
the  disclaimer,  except  only  so  far  as  the  proceedings  in  the  action 
might  be  utilised  for  the  purposes  of  the  amended  action;  the 
plaintiffs  and  defendant  to  be  allowed  to  make  all  necessary 
amendments  in  their  pleadings  after  disclaimer;  the  plaintiffs 
to  undertake  forthwith  to  amend  their  pleadings  confining  the 
action  to  the  specifications  as  amended  by  the  disclaimer,  or  to 
consent  to  the  action  being  dismissed  with  costs.  (37  Ch,  D.  118 ; 
5  O.  B.  28.) 

(f)  In  re  Gaulard  &  Gibb's  Patent.    [1887] 

Where  a  petition  for  revocation  was  pending  and  was  ready  for 
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trial  and  the  patentee  asked  to  be  at  liberty  to  apply  for  leaye  to 
amend  by  disclaimer,  liberty  was  granted  on  terms  that  he  shonld 
apply  forthA^dth  and  prosecute  the  application  with  diligence. 
The  petitioner  to  have  notice  of  the  result,  and  then  fourteen  days 
to  decide  whether  he  would  amend  his  particidars  of  objection  or 
abandon  his  petition.  The  respondent  to  pay  all  costs  up  to  that 
date.     (5  0.  B.  189 ;  W.  N.,  1887,  p.  211.) 

(g)  Fusee  Vesta  Company  v.  Bryant  Ss  May.    [1887] 

Plaintiffs  in  an  action  for  infringement  of  a  patent  dated  1885 
moved  for  liberty  to  apply,  under  sect.  19,  for  leave  to  amend 
their  specification  by  disclaimer,  no  statement  of  claim  having 
been  delivered.  Liberty  was  granted  on  terms  that  no  further 
proceedings  be  taken  in  the  action  until  the  disclaimer  had  been 
properly  made,  and  if  so  made,  the  plaintiffs  to  pa^  the  defendant's 
party  and  parW  costs  up  to  disclaimer;  the  plaintiffs  to  undertake 
forthwith  to  take  proceedings  for  disclaimer,  and  then  to  amend  the 
action  by  stating  their  disclaimer,  founding  the  action  simply  upon 
the  specification  as  amended.     (34  Ch.  D.  458  \  Z  T.  L.  B.  285.) 

(A)  Gaulard  t;.  Lindsay.     [1885] 

Fending  an  action  for  infringement  of  several  patents,  leave  was 
given  to  the  plaintiffs  to  apply  at  the  Patent  Ofiice  to  amend  one 
of  the  specifications  by  way  of  disclaimer,  and  to  give  the  amended 
specification  in  evidence  at  the  trial  od  terms  of  plaintiff  paying 
all  the  costs  of  the  action  up  to  the  time  of  leave  being  given,  and 
waiving  all  claim  to  recover  damages  for  infringements  prior  to 
the  amendment.     (38  Ch.  X).  38  ;  5  0.  B.  192  ;  57  L.  J.  Ch.  687.) 

(J)  Lang  v.  Whitbcross  Company.    C.  A.    [1889] 

The  Court  of  Appeal  will  not  fetter  the  discretion  of  the  judge 
as  to  the  terms  to  be  imposed  on  giving  leave  to  disclaim  pending 
an  action  by  lajing  down  any  general  rule.  When  the  terms  were 
that  no  claim  should  be  made  for  an  injunction,  or  for  damages,  or 
for  any  infringement  prior  to  the  disclaimer,  and  that  the  plaintiff 
should  pay  all  costs  of  action  up  to  that  time,  the  appeal  was 
dismissed  with  costs.     (6  T.  L.  B.  16  and  57  ;  62  L.  T.  Bep.  119.) 

(f)  Meyer  v.  Sherwood.    C.  A.    [1890] 

The  plaintiff  applied  after  the  close  of  defendants'  case  for  leave 
to  disclaim,  and  subsequently,  having  filed  a  disclaimer,  applied  for 
leave  to  amend  his  pleadings : — Held,  that  as  the  defendants  did 
not  intend  to  infringe  the  amended  patent,  leave  must  be  refused 
and  the  action  dismissed  with  costs.     (7  0.  B.  283.) 

Operation  of. 

(I)  Perry  v.  Skisner.     [1837] 

The  Act  5  &  6  Will.  4,  c.  83,  had  not  a  retrospective  operation 
so  as  to  make  a  party  liable  for  an  infringement,  prior  to  the 
time  of  entering  a  disclaimer.  (2  M.  d  W.  4:71;  1  Weh.  P.  C,  250. 
See  sect  39  o/ 1 5  cfc  1 6  Vict.  c.  83.)    (Questioned  in  JB.  v.  MUU,  infra.) 
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(«)  Clabk  v.  Kenrick.    [1843] 

The  effect  of  the  statute  5  &  6  Will.  4,  c.  83,  was  to  render  the 
disclaimer^  when  made,  part  of  the  patent  and  the  specification. 
The  patentee,  from  the  moment  of  the  disclaimer,  becomes  patentee 
of  the  nndisclaimed  part  only.     (12  M.  d  W.  221.) 

(tt)  Stocebr  v.  Waller.    [1845] 

Tindal,  C.J. :  "  The  mere  fact  of  a  disclaimer  being  made  by 
a  party  to  whom  a  grant  has  been  made  does  not  necessarily 
import  that  the  original  patent  was  Toid ;  for  the  object  of  the 
statute  was  not  only  to  enable  inventors  to  set  themselves  right 
when  the  letters  patent,  from  some  cause  or  other,  would  have 
been  held  to  be  void,  but  also  to  remove  doubts  and  difficulties 
which  would  otherwise  hang  over  the  heads  of  parties  bringing 
actions  for  an  infringement,  by  enabling  them  to  enter  a  dis- 
claimer of  a  part  of  the  specification  or  title  of  the  patent." 
(9  c/kr.  138.  Beported  under  name  of  Stacker  v.  Warner,  1  0.  B. 
148.) 

(o)B.  r.  Mill.    Set.  foe.    [1850] 

In  an  action  of  scire  fcudaSj  a  disclaimer,  though  enrolled  sub- 
sequently to  issue  joined,  is  admissible  as  evidence  for  the 
defendant,  and  is  to  be  read  as  part  of  the  original  specification 
put  in  by  the  prosecutor.  Sembfe,  in  actions  or  suits,  not  being 
proceedings  by  scire  facias,  and  which  were  not  pending  at  the 
time  of  the  enrolment  of  a  disclaimer,  the  disclaimer  is  to  be 
deemed  and  taken  to  be  a  part  of  the  patent  or  specification  from 
the  time  of  the  granting  of  the  letters  patent,  and  not  from  the 
time  of  its  enrolment  merely.  The  decision  in  Perry  v.  Skinner 
questioned.  (10  0.  B.  379;  20  L.  J.  C.  P.  16;  15  Jur.  59; 
lL.]ILdP.  695.) 

(p)  In  re  Lucas's  Patent.    [1854] 

There  are  exceptional  cases  where  a  disclaimer  should  be  made 
retrospective,  so  as  to  give  the  patentee  power  to  proceed  against 
those  who  infringed  before  the  disclaimer  was  filed,  as  where 
a  person,  having  obtained  his  information  from  the  patentee, 
presumes  upon  a  defect  in  his  specification,  and  infringes  the 
valuable  part  of  his  patent.     (^Macr,  P.  C,  235.) 

(q)  In  re  Smith's  Patent.    [1855] 

Disclaimer  allowed,  on  condition  that  an  undertaking  be 
given  that  no  action  shall  be  brought  in  respect  of  anything 
done  prior  to  the  hearing  of  the  application  for  a  disclaimer. 
{Macr.  P.  a  232.) 

(r)  Tetley  t?.  Easton.     [1857] 

The  effect  of  a  disclaimer  is  merely  to  strike  out  from  the 
specification  those  parts  of  the  machine  which  are  disclaimed ;  it 
cannot  be  read  as  explanatory  of  that  which  remains.  (2  C  JB., 
JV:  S,,  706.) 
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(«)  Lister  v.  Leather.    [1857] 

In  a  suit  pending  at  the  time  of  enrolment  of  a  disclaimer,  a 
plaintiff  cannot  avail  himself  of  it  by  amending  his  bill ;  he  must 
file  a  fresh  biU.     (3  Jur.,  N.  S,,  433.) 

(f)  Seed  v.  Higgins.    H.  L.    [1860] 

A  patentee  claimed  by  his  specification  "  the  application  of  the 
principle  of  centrifugal  force  to  the  flyers  employed  in  certain 
machinery  for  roving  cotton  and  other  fibrous  substances,"  but 
declared  that  his  improvements  **  applied  solely  to  such  part  of 
the  machinery,  called  the  flyers,  which  is  employed  in  connection 
with  the  spindle  for  the  purpose  of  winding  cotton."  He  attached 
drawings  to  his  specification,  and  went  on  to  say  that  these 
drawings  and  the  specification  represented  "  one  particular  and 
practicable  mode  of  applying  "  his  invention,  but  "  I  do  not  intend 
to  confine  myself  to  this  particular  method,  but  I  claim  as  my 
invention  the  application  of  the  law  or  principle  of  centrifugal 
foroe  to  the  particular  or  special  purpose  above  set  forth,  that  is, 
to  flyers  used  in  machinery  for  preparing  cotton."  He  afterwards 
disclaimed  "  all  application  of  the  law  or  principle  of  centrifugal 
force  as  being  part  of  my  invention,  or  as  being  comprised  in  my 
claim  of  invention  contained  *in  the  specification,  except  only  tho 
application  of  centrifugal  force,  by  means  of  a  weight  acting  upon 
a  presser  so  as  to  cause  it  to  press  against  a  bobbin,  as  described  in 
the  specification  "  : — Held,  that  this  disclaimer  did  not  extend  the 
claim,  but  confined  it  to  a  particular  mode  of  applying  the  principle 
of  centrifugal  force,  and  did  not  claim  the  discovery  of  that 
principle,  or  the  application  of  it,  except  in  a  particular  way,  and 
that,  therefore,  the  patent  was  good.  (4  Jur,,  N.  5.,  258 ;  27  L.  J, 
Q.  B.  145;  affirmed  in  Exch.  Ch.  and  Dom.  Proc.,  27  L.  J.  Q.  B. 
411  ;SH.L.  Cos.  550 ;  30  L.  J.  Q,  B.  314;  6  Jttr.,  iV:  5.,  1264.) 

(y)  Cannington  v.  Nuttall.    H.  L.     [1871] 

The  plain  language  of  the  operative  part  of  a  disclaimer  is  not 
to  be  controlled  or  modified  by  any  introductory  sentences  with 
which  the  patentee  may  think  fit  to  preface  such  disclaimer. 
(L.  B„  5  E.  L.  205.) 

Lord  Westbury :  "  The  reason  for  a  disclaimer  is  no  part  of 
the  disclaimer  itself.  The  operative  part  of  the  disclaimer  begins 
in  this  way :  *  I,  for  this  reason,  wish  to  disclaim,  and  do  hereby 
disclaim.' "     {lb.  227.) 

(w)  In  re  Berdan's  Patent.    M.  K.     [1875] 

Where  a  disclaimer  has  been  filed  without  the  consent  of  the 
patentee,  the  Master  of  the  EoUs  has  jurisdiction,  without  bill 
filed,  to  order  it  to  be  taken  off  the  file. 

Jessel,  M.K.,  in  delivering  judgment,  said :  "  The  question  is, 
whether  the  Master  of  the  Kolls  has  jurisdiction  to  set  this  right 
without  bill  filed,  by  removing  from  the  record  the  documents 
which  have  been  thus  filed.  There  is  no  authority  on  the  subject. 
.  .  .  •  I  may  observe  that  In  re  Sharp's  Patent  (3  Beav,  245)  has 
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no  direct  bearing  on  this  case,  as  there  the  application  was  not  to 
take  documents  off  the  file,  but  to  alter  an  enrolment ;  and  Lord 
Langdale  considered  that  he  had  no  jurisdiction  to  do  more  by  a 
memorandum  of  alteration  than  to  amend  some  slips  or  clerical 
errors."     (L.  B.,  20  Eq.  346.) 

(a?)  Dudgeon  v.  Thomson.    H.  L.    [1877] 

A  patentee,  having  altered  his  specification  by  disclaimer, 
lodged  a  complaint  against  certain  manufacturers  for  breach  of 
an  interdict  granted  anterior  to  the  disclaimer : — Held,  that  the 
patentee  ought  to  have  instituted  a  new  action,  and  that,  after  the 
disclaimer,  the  question  of  enforcing  the  old  interdict  could  not  be 
entertained.     (L.  B.,  3  App,  Cos.  34.) 

Lord  Blackbui-n :  "  The  object  of  a  disclaimer  is  merely  to  take 
out  and  renounce  part  of  what  had  been  claimed  before,  and  it 
would  vitiate  the  new  specification  if  by  striking  out  that  part 
you  gave  an  extended  and  larger  sense  to  what  is  left  so  as  to 
make  it  embrace  something  which  it  did  not  embrace  before." 
(J6.  65.) 

(y)  In  re  Pullan's  Patent.    L.  C.    [1878] 

The  Lord  Chancellor,  upon  an  ex  parte  application,  corrected  a 
fi.led  specification  by  adding  drawings  alleged  to  have  been  omitted 
through  inadvertence.  The  drawings  so  added  were  not  described 
in  the  specification.  Some  months  after  the  addition  was  effected, 
an  application  was  made  to  the  Lord  Chancellor  by  a  patentee, 
who  had  been  threatened  with  an  action  for  infringing  the 
amended  patent,  to  rehear  the  original  application.  The  Lord 
Chancellor  decided  to  hear  the  matter  afresh,  and,  upon  reading 
the  affidavits  on  both  sides,  and  considering  that  his  order  had 
been  made  on  imperfect  information,  ordered  the  added  drawings 
to  be  struck  out  of  the  specification.  (Not  reported ;  see  Johruori'e 
Fateniees'  Manual^  5th  ed.,  p.  118.) 

(z)  The  Plating  Company  v.  Farquhaeson.     [1879-1883] 

A  patentee  who  disclaims  cannot  be  permitted  to  play  fast  and 
loose  with  the  public.  If  he  alters  the  terms  of  a  claim  originally 
wide  and  general  by  inserting  limiting  words,  he  must  be  bound 
by  the  limitation  which  he  has  so  designedly  introduced.  He 
must  be  presumed  to  have  made  the  change,  because  he  knew,  or 
at  least  was  apprehensive,  that  the  claim  in  its  original  latitude 
might  not  be  tenable  in  law;  and  whether  this  be  really  so  or 
not,  he  has  irrevocably  relinquished  in  favour  of  the  public  so 
much  of  the  original  claim  as  was  in  excess  of  the  limits  within 
which  it  has  been  reduced  by  the  disclaimer. 

The  patentee  of  an  invention  for  improvements  in  the  electro- 
deposition  of  nickel,  by  disclaimer  struck  out  three  of  the  five 
claims  in  the  original  patent,  and  inserted  in  the  first  claim 
(which  was  for  this  case  the  only  material  one  loft)  the  words  ^'  as 
above  described"  after  the  word  "prepared."  It  appeared  that 
the  defendant's  solution  was,  in  fact,  prepared  in  a  manner  sub- 
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Btantially  different  from  the  method  desoribed  in  the  specification : — 
Held,  no  infringement.     {Griff.  187.) 

(a)  United  Telephone  Company  ».  London  and  Globe  Telephone 
Company.    [1883] 

In  an  action  fur  infringement  of  the  Blake  patent  for  telephonic 
transmitters,  the  defendants  admitted  the  infringement,  and  said 
that,  although  they  did  not  admit  the  validity  of  the  patent,  they 
were  willing  to  alter  their  instruments  so  as  no  longer  to  con- 
travene the  patent.  The  plaintiffs  were  also  o^vners  of  Edison's 
patent  for  transmitters  of  similar  construction,  and  the  defendants 
relied  on  the  fact  that  the  Attorney-General,  in  allowing  the 
plaintiffs  to  disclaim  a  certain  part  of  the  specification  in  the 
Edison  patent,  had  done  so  on  condition  that  no  action  should  be 
brought  against  the  defendants  and  others  in  respect  of  instru- 
ments made  or  in  course  of  manufacture  at  that  time.  The 
Attorney-General  had  subsequently  made  an  award  that  the 
defendants  were  exempt  from  proceedings  in  respect  of  the  800 
instruments,  the  subject  of  this  action,  which  were  admittedly 
infringements  of  the  Edison  patent: — Held^ihdX  the  defendants 
were  neither  entitled  to  succeed  on  the  ground  that  they  had  not 
used  nor  on  the  ground  of  the  Attorney-General's  award,  and  that 
they  must  be  restrained  by  injunction.    (82  W.  B.  870.) 

(6)  Cheeseborough's  Patent.    [1884.] 

Leave  was  given  to  amend  subject  to  the  term  that  no  action 
was  to  be  brought  for  infringements  committed  prior  to  the  Ist 
of  January,  1884,  and  it  was  held  that  the  continued  use  of  lamps 
made  prior  to  that  date  was  protected,  and  that  this  protection 
extended  to  lamps  made  bond  fide  prior  to  that  date,  even  although 
unsold.     (Oriff.  303.) 

(c)  Wbstinghouse's  Patent.    [1885] 

Where  the  stock  of  the  opponents,  fitted  with  any  apparatus 
made  in  alleged  accordance  with  the  specification,  was  protected 
from  the  effects  of  an  order  allowing  leave  to  disclaim,  each 
opponent  was  ordered  within  six  weeks  to  furnish  to  the  patentee 
at  the  office  of  his  solicitors  a  fall  statement  of  the  locomotives  and 
vehicles  which  had  been  fitted  with  such  apparatus,  referring  to 
them  by  distinguishing  marks,  and  setting  forth  the  nature  of 
brake  apparatus  fitted  prior  to  the  date  of  the  order.  And  each 
opponent  was  from  time  to  time  during  the  subsistence  of  the 
patent  to  give  immediate  notice  to  the  patentee  of  any  change  in 
any  apparatus  so  fitted  except  mere  renewal  of  parts.  The 
patentee  was  allowed  eight  weeks  from  the  date  of  the  order  to 
deposit  in  the  Patent  Office  an  undertaking  to  accept  the  amend- 
ment upon  the  conditions  imposed.     (1  Griff,  316.) 

(d)  Wenhau  v.  Carpenter.    [1887] 

Where  there  had  been  an  amendment  by  disclaimer  the  plaintiff, 
in  the  absence  of  proof  that  the  original  claim  had  been  prepared 
in  good  faith  and  with  reasonable  s^U  and  knowledge,  withdrew 
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hiB  daim  for  damages  in  refipeot  of  anything  prior  to  tlie  dis- 
ciaimer,  and  the  account  was  Umited  to  articles  which  had  since 
the  amendment  been  manufactured  or  sold  or  used  by  or  by  the 
order  or  for  the  profit  of  the  defendants.     (5  0.  B.  68.) 

(e)  Allbn's  Patent.    [1887] 

The  law  officer  will  not  impose  such  a  condition  in  allowing  a 
disclaimer  as  would  in  efiVct  substitute  his  opinion  for  that  of  the 
Court  as  to  whether  good  faith  and  reasonable  skill  and  know- 
ledge within  the  meaning  of  sect.  20  have  been  used.     (2  Oriff.  3.) 

(/)  Ex  parte  SmoN.     [1888] 

If  the  Attomey-Oeneral  allows  an  amendment  which  makes  the 
patent  substantially  larger  or  substantially  diflferent,  such  amend- 
ment is  a  nullity.    (T.  L,  Bep.,  IV.^  754.) 

Prcuiice* 

(^)  In  re  Shaep's  Patent.    [1840] 

The  Master  of  the  Rolls  has  no  jurisdiction  to  remoye  from  the 
records  of  the  Court  of  Chancery  a  memorandum  of  alteration 
enrolled  under  the  statute.  (1  Web.  P.  G.  641;  8  Beav.  245; 
2  Carp.  P.  a  461.) 

(A)  R.  V.  Mill.    Sci,  fac.    [1851] 

Pending  a  proceeding  in  edre  fadae  to  repeal  a  patent,  the 
patentee  disclaimed  a  part.  The  prosecutor  still  proceeded,  and 
ultimately  failed : — Held,  that  he  ought  to  pay  the  costs  subse- 
quent to  the  disclaimer.     (14  Beav.  312.) 

(f)  Walungton  v.  Dale.     [1852] 

The  filing  of  the  copy  of  a  disclaimer  is  a  compliance  with  the 
provisions  of  5  &  6  Will.  4,  c  83,  s.  1.  (7  Exch.  888  ;  23  L.  J. 
Exeh.  49.) 

(J)  In  re  Mbdlock's  Patent.    [1865] 

A  fiat  had  been  granted  by  the  Solicitor-General  in  this  case 
to  enter  a  disclaimer,  subject  to  the  acceptance  by  the  applicant 
of  certain  conditions.  The  applicant  refused  to  accede  to  these 
conditions,  and  the  Solicitor-General  filed  a  disallowance  of  the 
disclaimer.  An  appeal  was  then  made  to  the  Patent  Commis- 
sioners, in  the  form  of  a  petition,  setting  out  the  facts  of  the  case, 
and  ending  with  the  following  prayer : — 

"  1.  That  the  Solicitor-General,  having  granted  his  fiat  for  the 
disclaimer,  your  petitioners  submit  that  such  fiat  cannot  be 
recalled,  and  they  pray  that  you  will  be  pleased  to  file  the 
haid  disclaimer  with  the  fiat,  so  that  your  petitioners,  not 
having  consented  to  the  conditions,  may  be  enabled  to  try 
the  question  of  their  validity. 

**  2.  Or,  that  the  said  disclaimer  may  be  referred  to  one  of  the 
law  officers  mentioned  in  the  statute,  with  such  instruction 
as  to  you  the  Commissioners  of  Patents  may  seem  fit. 
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^'3.  Or,  that  the  'Commissioners  of  Patents  require  a  faller 
statement  of  the  case,  that  your  petitioners  may  be  heard 
by  counsel  before  the  Commissioners  of  Patents. 

"4.  That  the  Commissioners  of  Patents  will  eive  to  your 
petitioners  such  further  or  other  relief  as  mey  may  see 

This  petition  was  returned  by  the  Lord  Chancellor,  indorsed 
*•  refused."     (Newton's  London  Jour.^  N.  S.,  vol.  xxii.,  p.  70.) 

(h)  Arnold's  Patent.    [1887] 

A  patentee  for  improvements  in  steam  boilers  made  an  applica- 
tion to  the  Comptroller-General  to  amend  his  specification,  but 
was  refused,  and  did  not  appeal.  After  some  months  he  renewed 
his  application,  was  again  refused,  and  then  appealed  to  the  law 
officer : — Held,  that  the  appeal  could  not  be  entertained,  the  only 
reason  alleged  for  not  appealing  from  the  fi.rst  decision  being 
ignorance.     (2  Oriff,  6.) 

(Z)  Lake's  Patent.    [1887] 

As  a  matter  of  practice,  in  the  absence  of  very  special  circum- 
stances, the  Comptroller-General  should  neither  give  nor  receive 
costs.     (2  Griff.  16.) 

Amendment  of  Clerical  Errors, 

Patents  Act,  1883,  sect.  91.  The  comptroller  may,  on  request  in  writing 
accompanied  by  the  prescribed  fee : — 

(a)  Correct  any  clerical  error  in  or  in  connection  with  an  application  for  a 

patent;  or 
(h)  Correct  any  clerical  error  in  the  name  style  or  address  of  the  registered 

proprietor  of  a  patent. 

Patent  Rules,  1890,  rule  16.  Any  document  for  the  amending  of  which  no 
special  provision  is  made  by  the  said  Acts  may  be  amended,  and  any  irregu- 
larity in  procedure,  which  in  the  opinion  of  the  comptroller  may  be  obviated 
without  detriment  to  the  interests  of  any  person,  may  be  corrected,  if  and  on 
such  terms  as  the  comptroller  may  think  fit. 

Rule  59.  Every  amendment  of  a  specification  shall  be  forthwith  advertised 
by  the  comptroller  in  the  official  journal  of  the  Patent  Office,  and  in  such  other 
manner  (if  any)  as  the  comptroller  may  direct. 

(to)  Ex  parte  Beck.     [1784] 

A  caveat  entered  against  the  sealing  of  a  patent  which  bore 
date  August  12,  1784,  was  not  discharged  until  August  27th. 
The  patentee,  supposing  his  patent  bore  date  the  latter  day,  did 
not  enrol  his  specification  till  December  18  th,  when  the  four 
months  allowed  for  enrolment  had  expired.  The  Lord  Chancellor 
said  that  although  satisfied  that  the  patentee  was  well  entitled  to 
his  patent,  he  could  not  use  his  power  as  Keeper  of  the  Great  Seal 
to  alter  a  patent  in  any  degree  upon  an  application  of  this  sort. 
(1  Br.  a  a  578.) 
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(u)  In  re  Bkdmond's  Patent.    [1828] 

Clerical  etrar  by  copying  clerk  in  specification  transposing 
reference  numbers,  amended  by  the  Master  of  the  Bolls.  (5  Buss. 
44;  1  Weh,  P.  C.  649,  note.) 

(o)  J»  re  Whitehousb's  Patent.     [1830] 

Word  "wire"  sabstitnted  by  mistake  for  "fire"  in  original 
specification:  amended  five  years  afterwards  by  M.B.  (1  Weh. 
P.  a  649,  note.)     . 

(p)  In  re  Bubery's  Patent.    [1837] 

Becital  in  specification  that  patent  had  been  granted  in 
"October"  instead  of  "November"  amended.  The  petition 
stated  that  no  scire  fac.^  or  other  proceedings  at  law,  had  been 
instituted.    (1  Web.  P.  0.  649,  note.) 

(q)  In  re  Shaep's  Patent.     [1840] 

Except  for  the  pnrpose  of  correcting  mere  verbal  or  clerical 
errors,  proved  to  have  arisen  from  mistake  or  iDadvertence,  the 
Master  of  the  Bolls  had  no  authority  to  make  any  alteration  in 
the  enrolment  of  the  patent  or  of  the  specification. 

If  an  enrolled  memorandum  of  alteration,  by  mistake  of  the 
writer,  contained  verbal  or  clerical  errors,  by  means  of  which 
something  was  enrolled  contrary  to  the  true  intent  of  the  party, 
the  Master  of  the  Bolls  had  authority  to  correct  the  error  and 
make  the  enrolment  accord  with  the  proved  intention  of  the  party 
at  the  time  of  eni-olment.  (1  Web.  P.  C.  646.)  For  instances  in 
which  verbal  amendments  have  been  made  by  the  Master  of  the 
BoUs,  see  1  Weh.  P.  C.  647,  note  (l). 

(r)  In  re  Nickel's  Patent.    [1841] 

In  this  case  "recovering"  had  been  written  for  "covering." 
The  Chancellor  and  Master  of  the  Bolls  made  a  joint  order  for 
the  re-sealing  of  the  letters  patent  with  an  alteration  of  this 
mistake,  on  the  undertaking  of  the  patentee  to  abandon  and  pay 
the  costs  of  an  action  then  pending,  and  not  to  bring  any  action 
for  infringement  before  the  re-sealing.  (^Turner  d  Phillips,  36 ; 
1  TTefr.  P.  a  660.) 

The  petitioner  not  acceding  to  these  terms,  relief  was  refused ; 
and  the  petitioner  was  ordered  to  pay  the  costs  of  the  party 
opposing  the  petition.     (Hindmarch,  p.  218.) 

The  Master  of  the  Bolls  had  no  authority  to  amend  letters 
patent ;  the  Lord  Chancellor  alone  could  do  so.     (1  Web.  P.  0.  660.) 

The  mode  of  making  the  alteration  followed  in  a  former  case 
explained  to  be  that  the  Master  of  the  Bolls  came  into  the  Lord 
Chancellor's  court,  and  under  the  authority  of  the  Lord  Chancellor 
the  patent,  having  been  altered,  was  re-sealed ;  and  then  the  Master 
of  the  Bolls  made  the  enrolment  correspond  with  the  patent  so 
altered.     (1  Web.  P.  C.  663.) 
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(r)  In  re  Dismore's  Patent.    [1863]    . 

Name  "  Charles "  instead  of  "  George  **  inserted  in  engrossing 
specification  after  enrolment.  Lord  Bomilly,  M.R.,  took  time  to 
consider,  and  after  some  hesitation  made  an  order  on  the  authority 
of  and  similar  to  that  in  Rnbery's  case.  He  required,  howevwr, 
that  the  signature  of  the  Attorney-General  should  be  obtained, 
and  that  the  letters  patent  themselves  should  be  handed  in  for 
inspection.     (18  Beav,  538.) 

(b)  In  re  Adams's  Patent.    [1853] 

The  engrossment  of  letters  patent  bore  date  two  days  after  the 
date  of  the  writ  of  the  privy  seal,  and  the  patentee,  not  being  aware 
of  the  discrepancy,  was  a  day  too  late  in  enrolling  his  patent ; 
ordered  that,  as  the  mistake  arose  from  a  misprision  of  the  clerk, 
the  enrolment  should  be  amended.     (21  L.  T.  Bep,  38.) 

(<)  In  re  Blamond's  Patent.     [1860] 

An  application  for  amendment  of  a  patent  granted  in  1856,  by 
rectifying  an  error  in  the  spelling  of  the  name  of  the  patentee,  was 
refused  on  the  ground  of  lapse  of  time.  Quaere,  whether  the  Ck)urt 
had  power  to  make  such  an  order  under  15  &  16  Vict.  c.  83,  s.  15. 
(3  L.  T.  Sep.,  N.  5.,  800.) 

(tt)  In  re  Johnson's  Patent.     [1877] 

The  power  of  the  Master  of  the  Rolls  as  Keeper  of  the  Eecords 
to  amend  a  clerical  error  in  a  specification  was  saved  by  the  Judi- 
cature Acts,  1873,  sect.  17,  subs.  6.  When  such  amendment 
was  directed,  notice  of  the  order  had  to  be  given  to  the  Com- 
missioners of  Patents  so  that  the  specification  might  be  reprinted. 
(5  Ch.  D.  503.) 

(v)  Morgan's  Patent.    [1886] 

Misdescription  of  one  of  the  drawings  amended  by  the  law 
officer  although  the  patent  was  ten  years  old.     (2  Griff.  17.) 

Amendment  of  Particulars  of  Breaches, 
(to)  Jones  v.  Pratt.    [1861] 

Semble  the  plaintifi:  might  be  allowed  to  amend  his  particulars 
of  breaches  after  issue  joined  in  accordance  with  defendant's 
answers  to  interrogatories  delivered  after  that  date.  (30  L.  J, 
Exck.  365.) 

Amendment  of  Particulars  of  Objections, 
See  under  Practice,  Particulars  of  Objections,  pp.  305  (s)  (0, 306  (v)  (w)  (sc). 

Amendment  of  Petition  for  Extension, 
Bee  Eztension  of  Term.    Petition,  p.  104  (a). 
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Amoimt  of  Labour  in  Invention. 

(x)  Crake  9.  Price.    [1842] 

If  the  inyention  be  new  and  useful  to  the  public,  it  is  not 
material  whether  it  be  the  result  of  long  experiments  and  pro- 
fonnd  research,  or  of  some  sudden  and  lucky  bought,  or  of  mere 
accidental  discovery.    (12  L.  J,  C.  P.  81.) 

Aznonnt  of  Invention.    See  under  Subject  Matter. 

Analogous  use.    See   Subject  Matter,  Application  of  known  machine, 
process,  or  material  to  analogous  purpose,  pp.  532  to  540. 

Analysis. 

Patent  Type  Founding  Company  t;.  Walter.    [1860] 

The  Court  of  Chancery  had  jurisdiction  to  order,  and  did  order, 
the  defendant  to  deliver  a  sample  of  type  for  analysis.  (8  W.  B, 
353). 

Now  by  Supreme  Court  Rules,  1883,  Order  L.,  Rule  3,  it  shall 
be  lawful  for  the  Court  or  a  judge,  upon  the  application  of  any 
party  to  a  cause  or  matter,  and  upon  such  terms  as  may  be  just 
for  all  or  any  of  the  purposes  aforesaid,  to  authorise  any  samples 
to  be  taken,  or  anv  observation  to  be  made  or  experiment  to  be 
tried  which  may  be  necessary-  or  expedient  for  the  purpose  of 
obtaining  full  information  or  evidence. 

Annual  Fees. 

In  lieu  of  the  fees  of  £50  and  £100  payable  on  certificates  of  renewal 
annual  fees  may  be  pavL    ISee  under  Fees,  p.  143. 

Annual  Report. 

Patents  Act,  1883,  sect.  102.  The  comptroller  shall,  before  the  first  day  of 
June  in  every  year,  cause  a  report  respecting  the  execution  by  or  under  him 
of  this  Act  to  be  laid  before  both  Houses  of  Parliament,  and  therein  shall 
include  for  the  year  to  which  each  report  relates  all  general  rules  made  in 
that  year  under  or  for  the  purposes  of  this  Act,  and  an  account  of  all  fees, 
salaries,  and  allowances,  and  other  money  received  and  paid  under  this  Act 

Anticipation.     See  Novelty,  p.  220. 

Appeal, 

hearing  evidence  on,  pp.  381  (b)  (d)  (c)  C/^,  382  (y^) 
injunction  pending,  p.  381  (c)  ^oi 

account  stayed  pending,  p.  371  (w)  (y),         (c) 
delivery  of  infringing  machines  pending,  ^'  381  (a). 
jFVoto  comptroller — 

when  he  refuses  to  accept  application,  p.  32 

requires  amendmcDt,  p.  32 

decides  in  case  of  opposition,  p.  32 

refuses  leave  to  amende  p.  32 
rules  relating  to,  p.  380 
decision  allowing  patent  not  reversed  miless  case  is  clear,  p.  32  (y)  (a). 
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Appeal  from  Comptroller, 

PAT5NT9  Act,  1883,  sect  7  (2),  amended  by  51  &  62  Vict.  c.  50,  sect.  2. 

(2.)  Where  the  comptroller  refuses  to  accept  an  application  or  requires  an 
amendmeDt,  the  applicant  may  appeal  from  his  decision  to  the  law  officer. 

(3.)  The  law  officer  shall,  if  required,  bear  the  applicant  and  the 
comptroller,  and  may  make  an  order  determiniDg  whether,  and  subject  to 
what  conditions  (if  any),  the  application  shall  be  accepted. 

fThe  words  of  the  section  are  set  out  in  full  at  p.  34.] 

Sect.  9  (2.)  If  the  examiner  reports  that  the  conditions  hereinbefore  con- 
tained have  not  been  complied  with,  the  comptroller  may  refuse  to  accept  the 
complete  speci6cation  unless  and  until  the  same  shall  have  been  amended 
to  Ins  satisfaction ;  but  any  such  refusal  shall  be  subject  to  appeal  to  the 
law  officer. 

(3.)  The  law  officer  shall,  if  required,  hear  the  applicant  and  the  comp- 
troller, and  may  make  an  order  determinino^  whether  and  subject  to  what 
conditions,  if  any,  the  complete  specification  shall  be  accepted. 

[The  words  of  the  section  are  sec  out  in  full  at  p.  35.] 

Sect.  11  (2.)  (When  notice  of  opposition  is  given  the  comptroller  shall)  .... 
decide  on  the  case,  but  subject  to  appeal  to  the  law  officer. 

(3.)  The  law  officer  shall,  if  required,  hear  the  applicant  and  any  person  so 
giving  notice,  and  being,  in  the  opinion  of  the  law  officer,  entitled  to  be  heard 
in  opposition  to  the  grant,  and  shall  determine  whether  the  grant  ought  or 
ought  not  to  be  made. 

(4.)  llie  law  officer  may,  if  he  thinks  fit,  obtain  the  assistance  of  an 
expert,  who  shall  be  paid  such  remuneration  as  the  law  officer,  with  the 
consent  of  the  Treasury,  shall  appoint. 

[The  words  of  the  section  are  set  out  in  full  at  p.  38.] 

Sect.  12  (3.)  (a.)  Where  the  sealing  is  delayed  by  an  appeal  to  the  law 
officer,  or  by  opposition  to  the  grant  of  the  patent,  the  patent  may  be  sealed 
at  such  time  as  the  law  officer  may  direct. 

Sect.  18  (6.)  When  leave  to  amend  is  refused  by  the  comptroller,  the 
person  making  the  request  may  appeal  from  his  decision  to  the  law  officer. 

(7.)  The  law  officer  shall,  if  required,  hear  the  person  making  the  request 
and  the  comptroller,  and  may  make  an  order  determining  whether,  and  subject 
to  what  conditions,  if  any,  the  amendment  ought  to  be  allowed. 

|Tor  the  remainder  of  the  section,  see  p.  lO.J 

(y)  Glossop's  Application.    [1884] 

Where  the  matter  is  in  doubt,  and  where  the  Comptroller-General 
has  allowed  the  patent,  the  law  officer  onght  not  to  disallow  the 
patent  and  reverse  his  decision  unless  the  case  is  a  perfectly 
clear  one.    {Griff,  285.) 

(a)  Pitt's  Application.    [1888] 

Where  the  nature  of  the  case  was  such  that  the  law  officer  would 
have  required  expert  assistance,  he  declined  to  reverse  the  decision 
of  the  Comptroller-General,  who  in  his  turn  had,  of  course,  been 
advised  by  those  whose  duty  it  was  to  express  an  opinion,  and 
dismissed  the  appeal  with  costs.    (5  0.  E,  343.) 

Applications  of  known  machines,  processes  or  materials.  See  under 
Subject  Matter,  p.  522  {seq.). 
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Application  for  and  Grant  of  Patents. 

Patbnts  Act,  1883,  sects.  4  to  9,  amended  by  48  &  49  Vict.  c.  63,  and 

61  &  52  Vict.  c.  60,  pp.  34,  36,  36. 
Patsnt  Rttleb,  1890,  Bules  6,  8  to  14,  and  18  to  23,  pp.  36,  37. 
AjppliecUum$  generaUt^ — 
Patent  Office  cannot  inquire  whether  claim  goes   beyond  invention 

described,  p.  37  (b) 
nor  as  to  the  form  of  the  title  if  it  does  not  infringe  the  Act,  p.  37  (c) 
but  may  strike  out  what  is  misleading,  p.  38  (e) 
or  disallow  complete  specification  if  borrowed  from  other  specifications, 

p.  38  (d). 
Application —  Opposition, 

Patkkts  Acfi,  1883,  sect  11,  Rules  34  to  44,  pp.  38,  39. 
Opposition  generally^ 
prior  user  is  no  longer  a  bar  to  the  grant,  p.  40 
cases  before  the  Act  of  1883,  pp.  40,  41,  42 
service  on  opponent,  p.  40  (Aj) 
where  grounds  of  opposition  are  doubtful,  it  is  proper  to  grant  patent, 

pp.  40  (0(m),  41(51) 
delay  in  opposing,  p.  41  (»)  (o) 
who  may  oppose,  p.  42  (v)  (w) 
amendment  of  notice  of  objections,  p.  42  (a;)  (y). 

Opposition  on  ground  that  invention  was  obtained  from  opponent-^ 
cases  before  the  Act  of  1883,  p.  43 
joint  inventors,  pp.  43  (c\  44  (d)  (e),  45  (/)  f /*) 
applications  granted  with  reference  to  opponent  s  natent,  pp.  44  (c),  46  (¥) 
words  ''  obtained  from  opponent "  do  not  include  communications  from 
abroad,  pp.  43  (e),  46  (»)  {k). 

Opposition  on  ground  that  invention  has  been  patented  in  this  country — 
esses  before  the  Act  of  1883,  p.  47 

Who  may  oppose^  pp.  48,  49 
persons  interested  in  prior  patent,  even  though  it  has  expired,  may, 

p.  48  («)(*)(«;) 
not  those  who  merely  manufiBcture  under  it,  p.  49  (d)  (a) 
nor  (hose  who  have  only  obtained  provisioDal  protection,  p.  48  (x)  (z) 
nor  foreign  patentees  whose  patent  has  been  antedated  under  sect.  103, 
p.  48  (6). 

Insertion  of  disclaiming  clauses — 
is  meant  to  protect  the  public  and  not  prior  patentees,  pp.  50  (Q,  51  (p) 
prior  patentee  has  no  right  to  be  named,  pp.  50  (y)  (m),  51  (j) 
a  reference  to  a  prior  patent  is  to  be  deprecated,  p.  50  (f) 
form  of  disclaimer,  pp.  50  (t),  51  (n)  (r)  («) 
opponent  may  appeal  merely  to  get  disclaimer  inserted,  p.  51  (t). 

Prior  invention  not  the  same — 
opposition  will  not  succeed  where  prior  patent  is  not  the  same,  p.  52 
nor  when  the  applicant's  invention  has  been  described  but  not  claimed, 
p.  52  (a). 

Concurrent  applicants — 
formerly  the  first  who  obtained  the  seal  succeeded,  p.  54 
might  obtain  a  joint  patent,  p.  54  (i) 

might  each  obtain  provisioned  protection  for  same  invention,  p.  56  (k) 
and  sometimes  separate  patents  also,  p.  55  (l)  (m\  56  (p). 


when  opposition  not  unreasonable,  p.  56  (r) 
successful,  p.  57  (u)  (x) 
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Costs  (continued). 

when  opposition  not  imsucceseful,  pp.  56  (s),  57  (t)  (y) 

when  withdrawn,  pp.  67  (t*^)  (u!),  58  (c) 
how  taxed,  p.  57  (J) 

of  appeal  to  law  omcer  will  usually  follow  the  event,  p.  58  (z). 
Delay'-' 
in  enrolling  specification,  p.  58  (f) 
in  entering  opposition,  pp.  41  (o),  59  (m) 
ill  filing  i&davits  in  opposition,  57  (v). 
'    Frocedure — 

specification  cannot  be  dispensed  with,  p.  60  (j)) 
or  received  conditionally,  p.  60  (q) 
application  by  opponent  for  inspection  refused,  p.  60  («) 
notice  to  applicant  of  appeal  to  law  officer,  p.  61  (v). 

International  and  Colonial  arrangements — 

Patents  Acts,  1883,  sects.  103, 104,  and  1885,  sect.  6,  p.  61. 

Orders  in  Council,  p.  62 

Rules  24  to  29,  pp.  62,  63 

application  must  be  in  name  of  original  foreign  patentee,  p.  64  (y). 

Patents  Act,  1883,  sect.  4.  (1.)  Any  person,  whether  a  British  subject  or 
not,  may  make  an  application  for  a  patent. 

(2.)  Two  or  moi-e  persons  may  make  a  joint  application  for  a  patent,  and  a 
patent  may  be  granted  to  them  jointly. 

[See  sect.  5  of  Act  of  1885,  inf.,  p.  36.] 

5.  (1.)  An  application  for  a  patent  must  be  made  in  the  form  set  forth  in 
the  First  Schedule  to  this  Act,  or  in  such  other  form  as  may  he  from  time  to 
time  prescribed ;  and  must  be  left  at,  or  sent  by  post  to,  the  Patent  Office  ia 
the  prescribed  manner. 

(2.)  An  application  must  contain  a  declaration  to  the  effect  that  the  applicant 
is  in  possession  of  an  invention,  whereof  he,  or  in  the  case  of  a  joint  application^ 
one  or  more  of  the  applicants,  claims  or  claim  to  be  the  true  and  first  inventor 
or  inventors,  and  for  which  he  or  tbey  desires  or  desire  to  obtain  a  patent; 
and  must  be  accompanied  by  either  a  provisional  or  complete  specification. 

[See  sect.  2  of  Act  of  1885,  inf.,  p.  36.] 

r3.)  A  provisional  specification  must  describe  the  nature  of  the  invention^ 
ana  be  accompanied  by  drawings,  if  required. 

(4.)  A  complete  specification,  whether  left  on  application  or  subsequently, 
must  particularly  describe  and  ascertain  the  nature  of  the  Invention,  and  in 
what  manner  it  is  to  be  performed,  and  must  be  accompanied  by  drawings,  if 
required. 

[See  sect.  2  of  Act  of  1886,  p.  84.] 

(5.)  A  specification,  whether  provisional  or  complete,  must  commence  with 
the  title,  and  in  the  case  of  a  complete  specification  must  end  with  a  distinct 
statement  of  the  invention  claimed. 

6.  The  comptroller  shall  refer  every  application  to  an  examiner,  who  shall 
ascertain  and  report  to  the  comptroller  whether  the  nature  of  the  invention 
has  been  fairly  described,  and  the  application,  specification,  and  drawings  ^if 
any)  have  been  prepared  in  the  prescribed  manner,  and  the  title  sufficiently 
indicates  the  subject  matter  of  the  invention. 

7.  (1.^  (Amended  by  51  &  52  Vict.  c.  50,  sect.  2).  For  section  7  of  the 
principal  Act  the  following  section  shall  be  substituted,  namely :  If  the 
examiner  reports  that  the  nature  of  the  invention  is  not  fairly  described,  or 
that  the  application,  specification,  or  drawings  has  not,  or  have  not,  heca 
pre|iared  in  the  prescribed  manner,  or  that  the  title  does  not  sufficiently 
indicate  the  subject  matter  of  the  invention,  the  comptroller  may  refuse  to 
accept  the  application,    or    require   that  the   application,  specification,  or 
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drawings  be  amended  before  he  proceeds  with  the  application ;  and  in  the 
laMer  ease  the  application  shaU^  if  the  comptroller  ao  directs,  bear  date  aa 
from  Ike  time  when  the  requirement  is  complied  with, 

(2.)  Where  the  comptroller  refuses  to  accept  a/n  application  or  requires  an 
amendment,  the  applicant  may  appeal  from  his  decision  to  the  law  officer. 

J 3.)  The  law  officer  shall,  if  required,  hear  the  applicant  a^d  the  comptroller, 
I  may  make  an  order  determining  whether,  and  subject  to  what  conditions 
[if  any],  the  application  shall  be  accepted. 

(4.)  The  comptroller  shall,  when  an  application  has  been  accepted,  give 
notice  thereof  to  the  applicant. 

(5.)  If,  after  an  application  for  a  patent  has  been  made,  but  before  the 
patent  thereon  has  been  sealed,  another  application  for  a  patent  is  made, 
accompanied  by  a  specification  beariDg  the  same  or  a  similar  title,  the  comp- 
iroller,  if  lie  thinks  fit,  on  the  request  of  the  second  appliodnt,  or  of  his  le^ 
representative,  may,  within  two  months  of  the  grant  of  a  patent  on  the  first 
application,  either  decline  to  proceed  with  the  second  application  or  aUow 
the  surrender  of  the  patent,  if  any,  granted  thereon. 

8.  (Amended  by  48  &  49  Vict.  c.  63,  sect.  3.)  (1.)  If  the  applicant  does 
not  leave  a  complete  specification  with  his  application,  he  may  leave  it  at  any 
subsequent  time  within  nine  months  from  the  date  of  application,  \pr  within 
such  extended  time,  not  exceeding  one  month,  as  the  comptroller  may  (m 
payment  of  the  prescribed  fee  allow'], 

(2.)  Unless  a  complete  specification  is  left  within  that  time  the  application 
shall  he  deemed  to  be  abautioned. 

9.  (Amended  by  48  &  49  Vict.  c.  63,  sect.  3.)  Where  a  complete  specifi- 
cation is  left  after  a  provisioual  specification,  the  comptroller  shaU  refer  both 
specifications  to  an  examiner  for  the  purpose  of  ascertaining  whether  the  com- 
plete specification  has  been  prepared  in  the  prescribed  mauner,  and  whether 
the  invention  particularly  described  in  the  complete  specification  is  sub- 
stantially the  same  as  that  which  is  described  in  the  provisional  specification. 

(2.)  ]f  the  examiner  reports  that  the  conditions  hereinbefore  contained 
have  not  been  complied  with,  the  comptroller  may  refuse  to  fux^pt  the  com- 
plete specification  unless  and  until  the  same  shall  have  been  amended  to  his 
satisfaction ;  but  any  such  refusal  shall  be  subject  to  appeal  to  the  law  officer. 

J 3.)  '1  he  law  officer  shall,  if  required,  hear  the  applicant  and  the  comptroller, 
L  may  make  an  order  determining  whether  and  subject  to  what  conditions, 
if  any,  the  complete  specification  sluiil  be  accepted. 

(4.)  Unless  a  complete  specification  is  accepted  within  twelve  months  (or 
wUhin  such  extended  time  not  exceeding  three  months  as  the  comptroller  may  on 
payment  of  the  prescribed  fee  allow)  from  the  date  of  appLcalion,  then  (save 
in  the  case  of  an  appeal  having  been  lodged  against  the  refusal  to  accept)  the 
application  shall,  at  the  expiration  of  those  twelve  months  [or  ofsiich  extended 
time],  become  void. 

(5.)  (Amended  by  51  &  52  Vict.  c.  50,  sect.  3.)  Repoits  of  examiners 
shall  not  in  any  case  be  published  or  be  open  to  public  inspection,  and  shall 
not  be  liable  to  production  or  inspection  in  any  legal  proceeding,  unless  the 
Court  or  officer  having  power  to  order  discovery  in  such  legal  proceeding  shall 
certify  that  such  production  or  inspection  is  desirable  in  the  interests  of  justice, 
and  ought  to  be  allowed. 

48  &  49  Vict.-c.  63,  sect.  2.  Whereas  sub-sect.  2  of  sect.  5  of  the 
prineipal  Act  requires  a  declaration  to  be  made  by  an  applicant  for  a  patent 
to  the  efiTect  in  that  sub-section  mentioned,  and  doubts  have  arisen  as  to  the 
nature  of  that  declaration,  and  it  is  expedient  to  remove  such  doubts ;  be  it 
therefore  enacted  that :  The  declaration  mentioned  in  sub-sect.  2  of  sect.  5 
of  the  principal  Act  may  be  either  a  statutory  declaration  under  the 
Statutory  Declarations  Act,  1835,  or  not,  as  may  be  from  time  to  time 
Fre8cribwL 

D  2 
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Sect.  3.  Whereas  under  the  priDcipaJ  Act,  a  complete  spedfication  is 
required  (by  section  dght)  to  be  left  within  nine  months,  and  (by  section 
nine)  to  be  accepted  within  twelve  months,  from  the  date  of  application, 
and  a  patent  is  required  by  sectioa  twelve  to  be  sealed  within  fifteen  months 
from  the  date  of  application,  and  it  is  expedient  to  empower  the  comptroller 
to  extend  in  certain  cases  the  said  times :  Be  it  therefore  enacted  as  follows : 

A  complete  Hpecificntion  may  be  left  and  accepted  within  such  extended 
times,  not  exceeding  one  month  and  three  months  respectively  after  the  said 
nine  and  twelve  m*  nths  respectively  as  the  comptri>ller  may  on  payment  of 
the  prescribed  fee  allow,  and  where  such  extension  of  time  has  been  allowed, 
a  lurther  extension  of  four  months  after  the  said  fifteen  months  shall  be 
allowed  for  the  sealing  of  the  patent;  and  the  principal  Act  shall  have  effect 
as  if  any  time  so  allowed  were  added  to  the  said  periods  specified  in  the 
principal  Act. 

4.  Where  an  application  for  a  patent  has  been  abandoned,  or  become  void, 
the  specification  or  specifications  and  drawings  (if  any)  accompanying  or  left 
in  connexion  with  such  application,  shall  not  at  any  time  be  open  to  public 
inspection  or  be  published  by  the  comptroller. 

6.  Whereas  doubts  have  arisen  whether  under  the  principal  Act  a  patent 
may  lawfully  be  granted  to  several  persons  jointly,  some  or  one  of  whom 
only  are  or  is  the  true  and  first  inventors  or  inventor;  be  it  therefore 
enacted  and  declared  that  it  has  been  and  is  lawful  under  the  principal  Act 
to  grant  such  a  patent. 

Patent  Huleb,  1890.  6.  (1.)  An  application  for  a  patent  containing  the 
declaration  mentioned  in  sub-vect.  2  of  sect.  5  of  the  Act  of  1883,  and  sect.  2 
of  the  Act  of  1885  shall  be  made  either  in  the  Form  A  or  the  Form  A 1  or  the 
Form  A  2  set  forth  in  the  Second  Schedule  to  these  rules,  as  the  case  may  be. 

(2.)  The  Form  B  in  such  Schedule  of  provisional  specification  and  the 
Form  C  of  complete  specification  shall  respectively  be  used. 

(3.)  The  remainin<;  forms  other  than  A,  A 1,  A  2,  B  and  0  set  forth  in  the 
Second  Schedule  to  these  Kules  may,  as  far  as  they  are  applicable,  be  used  ia 
any  proceeding's  under  these  rules. 

8.  An  application  for  a  patent  must  be  signed  by  the  applicant,  but  all 
other  communications  between  the  applicant  and  the  comptroller  and  all 
attendances  by  the  applicant  upon  the  comptroller  may  be  made  by  or 
through  an  agent  duly  authoriped  to  the  satisfaction  of  the  comptroller,  and 
if  he  so  require  resident  in  the  United  Kingdom. 

9.  The  application  shall  be  accompanied  by  a  statement  of  an  address  to 
which  all  notices,  reouisitions,  and  communications  of  every  kind  may  be 
made  by  the  comptroller  or  by  the  Board  of  Trade,  and  such  statement  shall 
thereafter  be  binding  upm  the  applicant  unless  and  until  a  substituted 
statement  of  address  shall  be  luinished  by  him  to  the  coniptroller.  He  may 
in  any  particular  case  require  that  the  address  mentioned  in  this  rule  be 
in  the  United  Kingdom. 

10.  All  documents  and  copies  of  documents,  except  statutory  declarations 
ani  affidavits,  sent  to  or  left  at  the  Patent  Office  or  otherwise  furnished  tii 
the  comptroller  or  to  the  Board  of  Trade  shall  be  written  or  printed  in 
large  and  legible  characters,  and,  unless  otherwise  directed,  in  the  English 
language  upon  stronj^  wide  ruled  pajxjr  (on  one  side  only),  of  a  size  of 
13  inches  by  8  inches,  leaving  a  mar>:in  of  2  inches  on  the  left-hand  part 
thereof,  and  the  signature  of  the  applicants  or  agents  thereto  must  be  written 
in  a  large  and  legible  hand.  Duplicate  documents  shall  at  any  time  be  left, 
if  required  by  the  comf.troller. 

11.  Before  exercising  any  discretionary  power  given  to  the  comptroller 
by  the  said  Acts  adversely  to  the  applicant  for  a  patent  or  for  amendment 
of  a  specification,  the  compti oiler  shall  give  ten  days*  notice,  or  such  longer 
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noiioe  as  he  may  think  fit,  to  the  applicant  of  the  time  when  he  may- 
be heard  personally  or  by  his  agent  before  the  comptroller.  Statutory  declara- 
tions and  affidavits  shall  be  iA  the  form  for  the  time  being  in  use  in  the  High 
Court  of  .Justice. 

12.  Within  five  days  from  the  date  when  such  notice  would  be  delivered 
in  the  ordinary  ootirse  of  post,  or  such  longer  time  as  the  comptroller  may 
appoint  in  such  notice,  the  applicant  shall  notify  in  writing  to  the  comptroller 
whether  or  not  he  intends  to  be  heard  upon  the  matter. 

13.  Whether  the  applicant  desires  to  be  heard  or  not,  the  comptroller 
may  at  any  time  require  him  to  submit  a  statement  in  writing  within  a  time 
to  be  notified  by  the  comptroller,  or  to  attend  before  him  and  make  oral 
explanations  with  respect  to  such  matters  as  the  comptroller  may  require. 

14.  The  decision  or  determination  of  the  comptroller  in  the  exercise  of 
any  snch  discretionary  power  as  aforesaid  shall  be  notified  by  hfm  to  the 
applicant^  and  any  other  person  affected  thereby. 

18.  Applications  for  patents  sent  through  the  post  shall,  as  far  as  may  be 
practicable,  be  opened  and  numbered  in  the  order  in  which  the  letters  contain- 
ing the  same  have  been  respectively  delivered  iti  the  ordinary  course  of  post. 

Applications  left  at  the  Patent  Office  otherwise  than  through  the  post  shall 
be  in  like  manner  numbered  in  the  order  of  their  receipt  at  the  Patent  Office* 

19.  Where  a  person  making  application  for  a  patent  includes  therein  by 
mistake,  iuadvertenee,  or  otherwise,  more  than  one  invention,  he  may,  after 
the  refusal  of  the  comptroller  to  accept  such  application,  amend  the  same  so 
as  to  apply  to  one  invention  only,  and  may  make  application  for  separate 
patents  for  each  such  invention  accordingly. 

Every  such  application  shall,  if  the  applicant  notify  his  desire  to  that  effect 
to  the  comptrolltir,  bear  the  date  of  the  first  application,  and  shall,  together 
therewith,  be  proceeded  with  in  the  manner  prescribed  by  the  said  Act  aud  by 
these  Rules,  as  if  every  such  application  had  been  originally  made  on  that  date. 

20.  An  application  for  a  patent  by  the  legal  representative  of  a  person  who 
has  died  possessed  of  an  invention  shall  be  accompanied  by  an  official  copy  of 
or  extract  from  his  will,  or  the  letters  of  administration  granted  of  his  estate 
and  effects  in  proof  of  the  applicant's  title  as  such  legal  representative,  and 
must  be  supported  by  such  further  evidence  as  the  comptroller  may  require. 

21.  On  the  acceptance  of  a  provisional  or  complete  specification  the  comp- 
troller shall  give  notice  thereof  to  the  applicant,  and  shall  advertise  such 
acceptance  in  the  official  journal  of  the  Patent  Office. 

22.  Upon  the  publication  of  such  advertisement  of  acceptance  in  the  case 
of  an  application  with  a  complete  specification,  the  application  and  specifica- 
tion or  specifications  with  the  drawings  (if  any)  may  be  inspected  at  the 
Patent  Office  upon  payment  of  the  prescribed  fee. 

23.  An  application  for  a  patent  ior  an  invention  communicated  from  abroad 
shall  be  made  in  the  Form  A  1  set  forth  in  the  Second  Schedule  to  these 
Rules. 

A^licalwn  generally, 
(5)  Smith's  Pateist.    [1884] 

If  at  the  end  of  a  specification  there  is  a  real  statement  of  the 
invention  claimed  it  is  not  competent  to  the  Patent  Office  to 
inquire  whether  the  statement  goes  beyond  or  is  in  conformity 
with  the  description  in  the  specification  of  the  invention. 
{Qriff.  268.) 

(c)  Brown's  Patent.    [1887] 

The  title  being  for  "improvements  in  casks  and  tubs,"  the 
specification  described  the  invention  as  applicable  to  tubs  and 
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analogous  vessels  in  which  the  staves  were  formed  with  a  groove 
for  receiving  the  head : — Held,  that  the  title  was  sufficient  without 
the  words  '*  and  analogous  vessels." 

The  patentee  is  entitled  to  frame  his  title  in  his  own  way  pro- 
vided he  does  not  infringe  the  rules  of  the  statute.     (2  Griff,  1.) 

{d)  Everitt's  Application.     [1888] 

The  provisional  specification  only  described  a  general  principle 
of  obtaining  automatically  a  given  quantity  of  liquid  in  exchange 
for  a  coin ;  the  complete  specification  described  special  mechanism 
for  efi'ecting  it.  The  law  officer  allowed  the  patent,  but  stated 
that  if  it  were  shewn  in  any  case  that  the  applicant  had  made 
use  of  other  persons'  specifications  in  drawing  up  his  complete 
specification,  the  complete  specification  would  not  be  allowed. 
(2  Griff.  27.) 

(e)  Atherton's  Application.    [1889] 

The  claims  in  a  patent  are  inserted  at  the  risk  of  the  patentee, 
because  be  jeopardises  his  patent  by  inserting  too  much ;  but  where 
the  sixth  claim  was  practically  identical  with  the  third,  the  law 
officer  struck  it  out  as  unnecessary  and  misleading.  An  applicant 
may  insert  what  he  believes  to  be  a  statement  of  prior  knowledge, 
but  he  must  not  give  therein  his  own  version  of  what  processes 
have  been  described  in  former  patents.  If  he  wishes  to  refer  to 
such  patents  in  connection  with  his  statement  of  prior  knowledge, 

he  should  put  the  statement  in  this  form  :  "  Processes  for 

heretofore  in  use  and  to  which  I  make  no  claim  are Illua- 

trations  of  such  processes  are  to  be  found  in  the  specifications 

of "    (6  0.5.647.) 

(/)  C.'s  Application.    [1890] 

The  report  of  the  examiner  is  not  to  fetter  the  judgment  of  the 
comptroller,  but  to  assist  him,  and  if  the  comptroller  sees,  apart 
from  the  report,  that  the  specification  is  on  its  face  insufficient,  he 
may  require  an  amendment.     (7  O.  B,  250.) 

Application —  Oppontum. 

Patents  Act,  J.SSS,  sect.  11.  (1)  (Amended  by  51  &  52  Vict  c,  50, 
sect.  4).  Any  person  may  at  any  time  within  two  monthB  from  the  date  of 
the  advertisement  ^f  the  acceptance  of  a  complete  specification  give  notice  at 
the  Patent  Ofiice  of  opposition  to  the  grant  of  the  patent  on  the  ground  of 
the  applicant  having  obtained  the  invention  from  him,  or  from  a  person  of 
whom  he  is  the  legal  representative,  or  on  the  ground  that  the  invention  has 
been  patented  in  this  country  on  an  application  of  prior  date,  or  on  the 
ground  that  the  complete  specification  describes  or  claims  an  invention  other 
than  that  described  in  the  provisional  specification,  and  that  stAch  other  inven'^ 
tion  forms  the  subject  of  an  application  made  by  the  opponent  in  the  interval 
between  the  leaving  of  the  provisiorud  specification  a/nd  the  leaving  qf  the 
complete  specification,  but  on  no  other  ground. 

(2)  Where  such  notice  is  given  the  comptroller  shall  give  notice  of  the 
opposition  to  the  applicant,  and  shall,  on  the  expiration  of  those  two  months, 
after  heaiing  the  applicant  and  the  person  so  giving  notice,  if  desirous  cf 
being  heard,  decide  on  the  case,  but  subject  to  appeal  to  the  law  officer. 

(3)  The  law  officer  shall,  if  required,  hear  the  applicant  and  any  person 
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80  giving  notice  and  being,  in  the  opinion  of  the  law  officer,  entitled  to  be 
heard  in  oppositioa  to  the  grant,  and  shall  determine  whether  the  grant 
ought  or  ougnt  not  to  be  made. 

(4)  The  kw  officer  may,  if  he  thinks  fit,  obtsdn  the  assistance  of  an  expert, 
who  shall  be  paid  such  remuneration  as  the  law  officer,  with  the  oonsent  of 
the  Treasury,  shall  appoint. 

Patent  Rules,  1890.  34,  A  notice  of  oppodtion  to  the  grant  of  a  patent 
shall  be  on  Form  D,  and  shall  state  the  ground  or  grounds  on  which  the 
person  giving  such  notice  (hereinafter  in  Bules  37,  38,  41,  and  43  called  the 
opponent)  intends  to  oppose  the  grant,  and  shall  be  signed  by  him.  Such 
notice  shall  state  his  address  for  service  in  the  United  Kin$i;dom. 

35.  On  receipt  of  such  notice  the  copy  thereof  shall  be  transmitted  by 
the  comptroller  to  the  applicant. 

36.  Where  the  groimd  or  one  of  the  grounds  of  opposition  is  that  the 
invention  has  been  patented  in  this  country  on  an  application  of  prior  date, 
the  number,  and  date  of  such  prior  application  shall  be  specified  in  the  notice. 

37.  Within  fourteen  days  after  the  expiration  of  two  months  from  the 
date  of  the  advertisement  of  the  acceptance  of  a  complete  specification,  the 
opponent  may  leave  at  the  Patent  Office  statutory  declarations  in  support  of 
his  oppodtion,  and  on  so  leaving  shall  deliver  to  the  applicant  a  list  thereof. 

38.  Within  fouiteen  days  from  the  delivery  of  such  list  the  applicant  may 
leave  at  the  Patent  Office  statutory  declarations  in  answer,  and  on  so  leaving 
shall  deliver  to  the  opponent  a  list  thereof,  and  within  fourteen  days  from 
such  delivery  the  opponent  may  leave  at  the  Patent  Office  his  statutory 
declarations  in  reply,  and  on  so  leaving  shall  deliver  to  the  applicant  a  list 
thereof.  Snch  last-mentioned  declarations  shall  be  confined  to  matters  strictly 
in  reply. 

Copies  of  the  declarations  mentioned  in  this  and  the  last  preceding  Rule 
may  be  obtained  either  from  the  Patent  Office  or  from  the  opposite  party. 

39.  No  further  evidence  shall  be  left  on  either  side  except  by  leave  of  the 
comptroller  upon  the  written  consent  of  the  parties  duly  notified  to  him,  or 
by  special  leave  of  the  comptroller  on  application  in  writing  made  to  him 
for  that  purpose. 

40.  Either  party  making  such  application  shall  give  notice  thereof  to  the 
opposite  party,  who  shall  he  entitled  to  oppose  the  application. 

4L.  On  completion  of  the  evidence,  or  at  snch  other  time  as  he  may  see 
fit,  the  comptroller  shall  appoint  a  time  for  the  hearing  of  the  case,  and  shall 
give  the  parties  ten  days'  notice  at  the  least  of  such  appointment.  If  the 
applicant  or  opponent  desires  to  be  heard,  he  must  forthwith  send  the  comp- 
troller an  application  on  Form  E.  The  comptroller  may  refuse  to  hear  either 
party  who  has  not  sent  such  application  for  hearing.  If  neither  party  applies 
to  be  heard,  the  comptroller  shall  decide  the  case  and  notify  his  decision  to 
the  parties. 

42.  On  the  hearing  of  the  case  no  opposition  shall  be  allowed  in  respect  of 
any  ground  not  stated  in  the  notice  of  opposition,  and  where  the  ground  or 
one  of  the  grounds  is  that  the  invention  has  been  patented  in  this  country  on 
an  application  of  prior  date,  the  opposition  shall  not  be  allowed  upon  such 
grotmd  unless  the  number  and  date  of  such  prior  application  shall  have  been 
duly  specified  in  the  notice  of  opposition. 

43.  Where  the  ground  of  an  opposition  is  that  the  applicant  has  obtained 
the  invention  from  the  opponent,  or  from  a  person  of  whom  such  opponent  is 
the  legal  representative,  unless  evidence  in  support  of  such  allegation  be  left 
at  the  Patent  Office  within  the  time  prescribed  by  these  Rules,  the  opposition 
shall  be  deemed  to  be  abandoned,  and  a  patent  shall  be  sealed  forthwith. 

44.  The  decision  of  the  comptroller,  after  hearing  any  party  who  applies 
under  Bole  41,  shall  be  notified  by  him  to  the  parties. 
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The  following  oases  relate  to  prior  piiblio  user,  which  was 
formerly  a  bar  to  the  grant  of  letters  patent  for  an  invention,  but 
appears  to  be  no  longer  so  under  the  Act  of  1883. 

In  re  Samuda  ;  In  re  Griffiths.    [1846]  (Cited  Htndmarch^  p.  534.) 
In  re  Tolhausen's  Patent.    [1866]    (14  W.  B.  651.) 
In  re  Vincent's  Patent.    [1867]    (L.  U.,  2  Oh.  341.) 
Ex  parte  Henry.    [1872]    (L.  B.,  8  Oh.  167.) 

(jgi)  Ex  parte  Henson,  In  re  Aloock's  Patent.    [1832] 

It  was  a  matter  of  discretion  with  the  Lord  Chancellor  whether 
he  would  allow  a  person  to  oppose  the  sealing  of  letters  patent 
before  him,  when  he  had  not  already  done  so  before  the  law  officer. 
(1  Web.  P.  0.  432.) 

(h)    In  re  Cutler.    [1839] 

Semble^  the  sealing  of  a  patent  will  not  be  stopped  merely  on 
the  ground  of  the  alleged  want  of  utility.  Because  1st.  the 
question  cannot  be  successfully  determined,  and  2nd.  if  useless,  the 
patent,  when  granted,  would  be  of  no  value.     (1  Web.  P.  0.  426.) 

(i)  E.  V.  Cutler.    [1847] 

The  effect  of  a  caveat^  lodged  at  the  chambers  of  the  Attorney- 
General,  was  merely  to  entitle  the  party  lodging  it  to  notice. 
(3  0.  &  K.  215.) 

(J)  In  re  Fawcett's  Patent.    [1852] 

Where  a  caveat  was  lodged  before  the  great  seal  was  affixed 
to  a  patent,  the  Lord  Chancellor  declined  to  enter  into  the  merits 
of  the  opposition,  but  referred  the  matter  back  to  the  Attorney- 
General.     (2  De  O.,  M.  &  Q.  439.) 

(i)  In  re  Campbell's  Patent.     [1853] 

Service  of  a  petition  for  sealing  a  patent  upon  the  solicitor  of 
an  opposing  party,  who  was  out  of  the  jurisdiction,  granted. 
(22  L.  T.  Bep.  93.) 

(I)  In  re  Russell's  Patent.    [1857] 

In  general,  where  there  is  a  doubt  as  to  the  validity  of  the 
grounds  of  opposition  to  a  patent,  the  proper  course  is  to  grant 
the  letters  patent,  as  an  error  in  refusing  them  would  be  irre- 
mediable, while  one  in  granting  them  would  not.  (2  Be  O.  dt  J. 
130.) 

(m)  In  re  Spence's  Patent.     [1859] 

Unless  a  patent  is  clearly  bad,  the  Lord  Chancellor  will  not 
refuse  to  seal  it,  as  the  effect  of  such  refusal,  if  erroneous,  would  be 
irremediable,  whereas  the  sealing  a  bad  patent  leaves  every  one 
at  liberty  to  dispute  it.     (3  De  O.  d  J.  523.) 
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(»)  In  re  McKean's  Patent.    [1859] 

Where  a  petition  to  have  the  great  seal  affixed  had  been  filed 
and  the  respondents  served  with  notice  two  months  before  the  first 
daj  of  Michaelmas  term,  for  which  day  the  petition  was  answered, 
and  the  respondents  only  filed  affidavits  on  the  morning  of  that 
day : — Held^  that  they  could  not  be  read ;  and  the  patent  was 
ordered  to  be  sealed.  (1  De  G.,  F.  d  J.  2 ;  SW.B.  1;  1  L.  T., 
N.  &,  19.) 

(o)  In  re  Brennand's  Patent.    [1861] 

Tjeave  was  given  to  oppose  the  granting  of  letters  patent,  not- 
withstanding the  time  for  entering  an  opposition  had  expired,  the 
reason  for  the  delay  in  entering  such  opposition  being  accounted 
for,  and  the  matter  was  referr^  back  to  the  Attorney-General. 
(7  Ji*r.,  N.  8.,  690 ;  4  i.  T.  Bep.,  N.  8.,  466.) 

(p)  In  re  Heathorn's  Patent.    [1864] 

Since  the  passing  of  15  &  16  Vict.  o.  83,  the  pracitioe  of  entering 
caveats  is  discontinued  unless  special  leave  is  obtained,  and,  there- 
fore, the  Lord  Chancellor  sealed  a  patent,  notwithstanding  a 
caveat  was  standing  against  it,  no  leave  having  been  obtained. 
(10  Jitr.,  N.  5.,  810;  10  L.  T.  Rep.,  N.  5.,  802.) 

(g)  In  re  Mitchell's  Patent  ;  In  re  Brothebton's  Patent.    [1867] 

A  party  who  has  not  opposed  the  sealing  of  a  patent  before  the 
law  offioer  of  the  Crown  under  15  &  16  Vict.  o.  83,  sect.  12,  was  not 
allowed  to  oppose  before  the  Lord  Chancellor.     (L.  i^.,  2  Ch.  343.) 

(r)  In  re  Vincent's  Patent.    [1867] 

A  person  might  give  notice  of  objection,  and  oppose  the  sealing 
of  a  patent  before  the  Lord  Chancellor  without  previously  apply- 
ing to  the  Court  for  leave  to  enter  opposition.  The  Lord  Chan- 
cellor, on  an  application  for  sealing  a  patent,  would  not  interfere 
with  the  decision  of  the  law  officer  of  the  Crown,  unless  in  case 
of  fraud  or  surprise,  or  of  some  material  fact  having  come  to  the 
knowledge  of  the  party  since  the  case  was  before  the  law  offioer. 
(L.  £.,  2  C%.  341 ;  15  W.  B.  524.) 

(«)  Ex  parte  SHEFnELD.     [1872] 

In  opposing  the  grant  of  letters  patent,  the  burden  is  on  the 
opponent  to  shew  that  the  grant  would  be  clearly  wrong.  Where 
the  facts  on  which  the  opponent  relies  were  within  his  knowledge 
when  he  opposed  before  the  law  officer,  he  could  not,  when  before 
the  Lord  Chancellor,  raise  a  new  legal  argument  on  these  facts ; 
nor  could  he  then  bring  forward  evidence  which  he  might  have 
brought  before  the  law  officer.  (L.  B.,  8  Ch.  237;  42  L.  J. 
Ch.  356.) 

(0  In  re  Gbthino.     [1874] 

Where  rival  applicants  had  applied  on  the  same  day  for  patents, 
and  had  afterwards  mutually  agreed  to  withdraw  opposition, 
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letters  patent  bearing  date  the  day  of  application  were  granted  to 
one  applicant,  although  letters  patent  bearing  that  date  had 
already  been  granted  to  the  other.     (L.  B,,  9  Ch.  633.) 

(tt)  In  re  Johnson's  Patent.    [1878]  ) 

In  re  Somerset  and  Walker's  Patent.    [1879]  ) 

The  word  caveat  in  15  &  16  Vict.  c.  83,  sect.  20,  meant  any- 
thing in  the  nature  of  opposition  at  any  stage  : — Held,  accordingly, 
that  where  opposition  had  been  entered,  the  Lord  Chancellor  had 
power  to  extend  the  time  for  filing  the  final  specification  beyond 
one  month  after  the  term  of  provisional  protection.  (13  Ch.  J>, 
397.) 

(v)  Heath  and  Feost's  Patent.    [1886] 

Patent  for  improvements  in  blasting  cartridges  opposed  by 
Hardingham  on  the  ground  that  the  invention  had  been  previously 
patented  by  McNab.  Hardingham's  only  interest  was  as  patent 
agent  of  McNab.  The  law  officer  held  that  Hardingham  could  not 
be  heard,  as  by  sect.  11  of  the  Patents  Act,  1883,  the  only  class 
entitled  to  be  heard  in  opposition  before  the  law  officer  are  persons 
who  are  interested  with  a  legitimate  and  real  interest  in  the  prior 
patent  upon  which  an  application  is  opposed,  or  persons  who,  while 
they  have  not  patented  the  invention,  have  yet  been  the  originators 
of  it,  from  whom  the  person  seeking  the  patent  has  obtained  it. 
(Griff.  288.) 

(to)  Spiel's  Application.    [1888] 

The  opponents  were  the  assignees  of  patents  taken  out  by 
Johannes  Spiel  and  of  all  improvements  thereon,  and  they  alleged 
that  the  present  applicant,  Adolf  Spiel,  was  put  forward  by  his 
brother  Johannes  in  order  to  prevent  them  (the  opponents)  from 
getting  the  benefit  under  the  assignment  of  the  proposed  patent 
for  improvements  : — Held,  by  the  Comptroller-General,  that  he  had 
no  jurisdiction  to  enter  into  the  circumstances  under  which  the 
applicant  became  possessed  of  the  invention.  On  appeal  Clarke, 
S.G.,  held  that  even  if  the  opponents  proved  the  fraud  they 
were  not  the  legal  representatives  of  Johannes  Spiel  and  there- 
fore could  not  oppose.    (5  0.  £.  281.) 

(x)  Airet's  Application.    [1888] 

The  notice  of  opposition  in  this  case  contained  the  number  and 
date  of  the  patent  as  required  by  the  Act,  but  not  the  title  also  as 
required  by  the  rules.  The  Comptroller-General  allowed  the 
opponent  to  amend,  and  said  that  he  had  no  power  to  impose  terms. 
(5  O.  B.  348.) 

(y)  Daniel's  Application.    [1888] 

Opposition  successful.  Under  sect.  7  (6)  of  the  Act  of  1883 
and  rules  11,  12,  13  &  15  of  the  Kules  of  1883,  the  Comptroller- 
General  has  power  to  hear  and  determine  whether  the  applicant's 
invention  and  the  prior  patent  are  the  same  irrespective  of  any 
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oppoflition,  and  therefore  it  ia  not  fdtra  vires  for  him  to  allow  the 
opponent  to  amend  his  notice  of  objeotionB.     (5  O.  JB.  413.) 

Oppositian  on  the  ground  thcU  ihe  Invention  was  obtained  from  the 

opponent, 
(z)  In  re  Pox.    [1812] 

The  owners  of  a  patent  opposed  the  grant  of  a  patent  for 
improvements  therein,  on  the  ground  that  the  alleged  invention 
was  borrowed  from  their  patent.  The  resemblance  of  the  two 
inventions  was  denied.  The  Lord  Chancellor  sealed  the  patent. 
(1  Fe6.  P.  0.  431 ;  1  V.  d  B.  67.) 

(a)  Ex  parte  Hknson,  in  re  Aloook's  Patent.    [1832] 

On  affidavit  that  an  invention,  for  which  letters  patent  were 
abont  to  be  sealed,  is  the  invention  of  the  deponent,  and  had  been 
obtained  by  a  breach  of  confidence,  the  Lord  Chancellor  allowed 
an  opposition  at  the  great  seal,  though  the  opponent  had  not 
opposed  the  grant  before  the  law  officer.  The  Lord  Chancellor 
holding  that  the  parties  under  the  circumstances  ought  to  be 
heard,  but  that  such  right  ought  to  be  exercised  exceedingly 
sparingly,  he  referred  the  matter  to  the  Attorney-General. 
(1  Wd).  P.  C.  432.) 

(6)  Lott's  Appucation.    [1853] 

This  application  was  refused  by  the  Lord  Chancellor  on  the 
ground  that  Lett  had  obtained  the  main  idea  of  the  invention 
from  Hadden,  who  had  previously  lodged  a  provisional  specifica- 
tion.   (John,  168.) 

(c)  In  re  Bussell's  Patent.    [1857] 

Where  it  appeared  that  a  master  and  his  foreman  had  both 
invented  certain  improvements,  for  which  the  master  sought 
letters  patent : — Held,  that  they  ought  only  to  be  granted  on  the 
terms  of  their  being  vested  in  trustees  for  the  master  and  the 
foreman.    (2  De  O.  d  J.  130.) 


,,v    fHEALKY's  Application.)  r-g„2i 
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Coleridge,  S.G.,  granted  a  warrant  to  servants  for  inventions 
the  results  of  experiments  paid  for  by  their  employers,  the  oppo- 
nents, on  condition  that  the  provisional  specifications  should  be 
submitted  to  the  opponents,  and  the  portions  objected  to  struck 
out.    (Jb*n,165.) 

(e)  Abel's  Appucation.     [1876] 

The  law  officer  will  not  look  at  the  circumstances  under  which 
an  importer  of  an  invention  has  obtained  it  abroad.    (Johny  169.) 

(/)  Macfarlanb's  Application.    [1883] 
The  company  of  which  Macfarlane  was  manager  sucoessfully 
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opposed  on  the  ground  that  the  invention  was  obtained  from  their 
engineer  and  chemist.     (John,  168.) 

(c)  HosiONs's  Patent.    [1884] 

Patent  for  improvements  in  folding  cots  and  hammock  frames 
opposed  by  Needham  on  the  ground  that  the  applicant  had 
obtained  the  invention  from  him  and  that  he  had  previously 
patented  it.  A  firm  with  which  Needham  was  negotiating  as  to 
a  licence  had  sent  a  specimen  cot  with  some  alterations  from 
Needham's  specification  to  a  firm  of  which  Hoskins  was  a  member, 
for  the  purpose  of  ascertaining  a  price.  Hoskins  sent  back  a 
manufactured  sample  which  was  returned  to  him  for  alterations 
and  a^ain  returned  by  him.  Shortly  afterwards  Hoskins  applied 
for  this  patent  which  Needham  alleged  was  substantially  for  the 
same  invention  as  his. 

Herschell,  S.G. :  **  I  do  not  think  that  this  patent  can  be  allowed 
to  go  except  as  an  improvement  on  the  opponent's.  It  is 
impossible  to  shut  one's  eyes  to  the  fact  that  this  improved  cot 
which  Hoskins  seeks  to  patent  never  would  have  been  seen  or 
heard  of  had  not  Hoskins  had  before  him  Needham's  cot.  .  •  . 
The  parts  differ  and  the  mode  of  carrying  out  the  idea  differs,  but 
there  is  not  a  single  idea  to  be  found  in  the  one  that  is  not  to  be 
found  in  the  other  arrangement  modified.  .  .  .  Can  I  allow,  not 
as  being  an  improvement  or  modification  of  the  prior  patent,  but 
as  an  independent  patent  which  the  person  taking  it  out  is 
entitled  to  work  independently,  this  apparatus  or  cot?  I  am 
satisfied  that  I  cannot.  I  am  satisfied,  moreover,  that  I  should  be 
doing  a  very  cruel  kindness  to  Hoskins  were  I  to  allow  him  a 
patent  on  his  present  specification,  because  I  am  satisfied  there  is 
neither  any  judge  nor  any  jury  who  would  not  hold  he  was 
infringing  Needham's  patent,  and  therefore  I  should  not  be  giving 
him  any  advantage.  ...  No  doubt  the  applicant  did  apply  a 
considerable  amount  of  original  thought,  and  I  am  quite  prepared 
to  believe  invention,  in  improving  the  opponent's  and  making  a 
better  cot, . .  .  and  so  far,  as  he  has  made  it  better,  he  is  entitled  to 
a  patent  for  the  improvement.  ...  I  allow  the  grant  on  condition 
that  Hoskins  inserts  in  his  complete  specification  a  statement  that 
his  invention  is  an  improvement  upon  Needham's."    (Oriff,  291.) 

(d)  Eadie's  Patent.    [1886] 

Application  for  patent  for  improvements  in  travellers  opposed  : 
(1)  by  Bourcart  on  the  ground  that  a  material  part  of  the  invention 
had  been  obtained  fix)m  him  ;  (2)  by  Clark  on  the  ground  that  he 
had  already  patented  a  material  part  on  communication  from 
Bourcart.  The  Comptroller-Geneiil  was  of  opinion  that  the 
applicant's  specification  was  based  upon  the  idea  of  a  traveller  with 
a  straight  part  first  communicated  to  them  by  Bourcart,  and  sealed 
a  patent  to  Messrs.  Eadie  and  Bourcart  as  joint  inventors. 
{Oriff.  279.) 

(e)  Evans  and  Otway's  Patent.    [1885] 

The  evidence  being  conflicting,  the  Deputy  Comptroller  having 

Digitized  by  VjOOQ  IC 


Opposition — Invention  obtained  from  Opponent.  45 

no  power  to  take  evidence  vivd  voce  sealed  a  patent  without 
prejudice  to  the  opponent  on  appeal.  It  appeared  that  Evans  and 
the  oppoDent  Cutting  had  been  jointly  experimentiDg  upon  the 
invention,  and  Cutting  had  obtained  a  patent  for  the  invention 
without  opposition  from  Evans.  The  law  officer  decided  that 
Evans  should  have  a  patent  on  each  of  the  two  assigning  one 
half  of  his  patent  to  the  other ;  but  on  its  appearing  that  Otway 
could  not  be  found  to  agree  to  this,  the  order  was  cancelled,  and 
instead  it  was  ordered  that  the  application  should  be  refused  on 
the  terms  that  Cutting  should  assign  one  half  of  his  patent  to 
Evans,  the  parties  thereafter  to  share  in  paying  the  fees,  or  in, 
default,  either  party  to  be  at  liberty  to  pay  and  to  retain  the 
patent  as  security  for  repayment  of  his  share.    (Qriff,  279.) 

{f)  Garthwaite's  Patent.    [1886] 

Patent  for  fish  biscuits  for  dogs  held  to  be  the  joint  invention  of 
the  applicant  and  King  the  opponent.  King  applied  for  a  patent  for 
an  invention  which  appeared  to  the  examiner  to  bo  the  same,  but 
the  applicants  thinking  them  different,  asked  the  comptroller 
to  issue  a  patent  on  Garthwaite's  application  to  them  jointly,  and 
to  grant  King  a  patent,  striking  out  all  matter  covered  by 
Garthwaite's  specification.  The  Comptroller-General  refused  to 
do  thitf,  but  granted  separate  patents  on  each  assigning  one  half  to 
the  other  and  agreeing  to  pay  half  the  fees.    {Griff.  284.)  , 

(/I)  Luke's  Patent.    [1886] 

It  appeared  that  part  of  the  merit  of  the  applicant's  invention 
for  improvements  in  machines  for  slubbing,  roving,  &c.,  fibrous 
materials  was  due  to  the  opponent.  The  law  officer,  following  the 
precedent  set  in  Hussell's  patent  (p.  43  (c)  ),  ordered  the  grant  on 
condition  that  the  parties  should  agree,  the  patentee  to  secure  to 
the  opponent  the  rights  of  a  joint  patentee,  the  opponent  to 
undertake  to  take  no  proceedings  for  revocation  of  the  patent.  If 
the  applicant  refused  to  agree,  the  application  was  to  be  dismissed 
with  costs ;  if  the  opponent  refused  to  agree,  the  grant  was  to  be 
allowed  unconditionally  with  costs.     {Griff.  294.) 

(jg)  Paterson's  Patent.     Irioogn 
Dundon's  Patent.       ^L^oo^J 

In  1884  Paterson  applied  for  a  patent  for  improved  apparatus  for 
expanding  the  ends  of  ca&ks  and  firkins,  leaving  a  provisional 
specification  in  which  was  described  a  firkin  expander,  consisting 
of  segments  not  overlapping.  On  June  5, 1885,  Dundon  applied  for 
a  patent,  leaving  a  provisional  specification  which  shewed  a  firkin 
expander,  consisting  of  a  hoop  with  the  ends  overlapping.  On 
July  29, 1885,  Paterson  filed  his  complete  specification  and  therein 
includ<:d  Dundon's  overlapping  band.  Each  one  opposed  the 
other's  patent  on  the  ground  that  it  had  been  obtained  from  him. 
Dundon's  application  was  granted,  and  Paterson  was  required  to 
amend  by  confining  his  complete  specification  to  the  hogmental 
apparatus.     {Griff.  295.) 
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(A)  David  amd  Woodley.    [1886] 

Davey,  S.G. :  *•  If  a  workman  is  employed  by  an  inventor  to 
make  a  model  for  the  purpose  of  carrying  out  his  invention,  and 
the  workman  suggests  improvements  in  detail  of  the  machine, 
which  are  adopted  in  the  machine  or  model  as  completed,  those 
suggestions  are  the  property  of  his  employer,  and  the  workman 
cannot  afterwards  take  out  a  patent  for  them."     (2  Qriff.  26.) 

(i)  Edmund's  Patent.    [1886] 

Query,  whether  the  words  "legal  representative"  in  sect.  11 
of  the  Patents  Act,  1883,  include  a  person  holding  a  power  of 
attorney. 

The  words  "  on  the  ground  of  the  applicant  having  obtained  the 
invention  from  him,"  in  this  section  are  intended  to  apply  to  com- 
munications between  persons  in  the  United  Kingdom  and  Isle  of 
Man,  and  not  to  communications  from  abroad.  The  person  import- 
ing an  invention  into  the  realm  is  the  true  and  first  inventor,  and 
for  the  purposes  of  the  application  it  matters  not  under  what  cir- 
cumstances he  has  obtained  the  invention  abroad,  and  this  is  not 
altered  by  the  Act  of  1883.  The  importer  may  be  liable  to  the 
person  from  whom  he  has  obtained  the  invention  abroad  in  respect 
of  the  breach  of  some  contract  or  duty,  but  those  are  matters  which 
the  law  officer  and  the  Comptroller-General  cannot  inquire  into. 
(Onff.  281.) 

(/)  Fiechter's  Application  (referred  to  in  Edmund's  patent). 

Application  for  a  patent  for  improvements  in  dust-collecting 
apparatus.  A  communication  from  Kirk  and  Fender  of  Ameiica 
refused  on  the  ground  that  Fiechter  never  had  authority  from 
Kirk  and  Fender  to  apply  for  a  patent,  he  having  offered  to  become 
their  agent  in  England  and  been  refused.     {Griff,  284.) 

(k)  Lake's  Application  (Edmund's  patent  followed).    [1888] 
(5  O.  B.  416.) 

(ifei)  Newman's  Application  (2).    [1888] 

The  remarks  of  Lord  Herschell  in  Hoskins'  patent  (p.  44  (c)  ) 
approved  by  Webster,  A.G.  It  is  not  to  the  interest  of  the 
patentee  or  of  the  public  that  the  description  of  an  invention 
should  be  general  when  it  can  only  be  supported  as  a  description 
of  an  improvement.    (5  O.  B,  279.) 

(I)  Marshall's  Application.    [1888] 

The  invention  was  admittedly  obtained  from  the  opponent,  but 
the  applicant  alleged  that  the  opponent  went  with  him  to  a 
patent  agent  and  instructed  him  to  make  the  application,  and 
suggested  that  it  should  be  in  the  name  of  the  applicant  only.  The 
application  was  refused.     (5  O.  B.  661.) 

(m)  Homan's  Appucation.     [1888] 

The  applicant,  who    had    previously    obtained    a    patent    for 
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improvements  in  fire-proof  floors,  now  applied  for  a  further  patent 
for  improvements  in  fire-proof  floors  in  which  bricks  of  a  particular 
construction  were  to  be  used,  and  were  separately  claimed  as  new. 
The  opponent,  who  had  formerly  been  employed  by  the  applicant 
in  making  samples  of  bricks  for  experimental  purposes,  had  already 
registered  as  a  deciign  the  same  form  of  brick  : — Hdd^  by  the  law 
officer  that  the  applicant  was  the  person  entitled  to  claim  originality 
in  the  matter,  and  was  entitled  to  a  patent  without  amendment 
and  without  joining  the  opponent.    (6  O.  JEL,  104.) 

(»)  Griffin's  Application.    [1889] 

The  application  was  refused  on  the  ground  that  the  invention 
had  been  obtained  from  the  opponent.     (6  O.  B.  296.) 

(o)  DiKTz's  Patent.    [1889] 

The  patent  was  allowed,  and  the  opponent  not  appearing,  his 
appeal  was  dismissed  with  costs.     (G  O.  JS.  297.) 

Application — Opposition  on  the  ground  that  the  Invention  has  been 
patented  in  this  country, 

(p)  In  re  Stoll's  Patent.    [1853] 

An  application  for  the  sealing  of  a  patent  which,  with  the 
consent  of  the  petitioner  and  the  opposing  party,  the  Lord 
Chancellor  had  referred  to  the  Assistant  Commissioner  in  the 
Patent  Office  for  his  opinion  as  to  whether  there  was  an  infringe- 
ment of  a  patent  already  granted,  was,  upon  that  officer's  opinion 
being  unfavourable  to  the  petitioner,  refused.  (21  X.  2'.  £ep. 
23S.) 

(q)  In  re  Tolson's  Patent.    [1856] 

Letters  patent  sealed  in  a  case  where  the  evidence  showed  great 
similarity  between  the  alleged  invention  and  one  for  which  a 
patent  was  already  in  force.     (6  De  G.,  M.  d  O.  422.) 

(r)  ExparteYATES.    [1869] 

The  patent  was  refused  on  the  ground  that  the  invention  was  a 
colourable  imitation  of  one  which  was  the  subject  of  an  existing 
patent.    (L.  B.,  5  Ch.  1.) 

$)  In  re  Mancbaux's  Patent.    [1870] 

Letters  patent  will  not  be  sealed  where  a  prior  patent  has  been 
granted  for  the  same  invention,  and  there  is  no  fraud,  although 
the  validity  of  the  first  patent  is  disputed.  (L.  £.,  6  Ch.  272 ;  18 
W.  B.  1184.) 

{t)  In  re  Scott  and  Young's  Patent.    [1871] 

Whether  an  objection  to  the  sealing  of  a  patent,  on  the  ground 
of  a  prior  patent  having  been  granted,  can  be  made  where  no 
complete  specification  of  the  prior  patent  has  been  filed,  qasere. 
(18  W.  B.  426.) 
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Who  may  oppose. 
(tt)  Glossop's  Patent.    [1884] 

A  manufacturer  who  has  purchased  a  prior  patent  which  is 
alleged  to  be  an  anticipation,  and  has  been  working  under  it,  has  a 
right  to  be  heard  in  opposition  although  his  patent  has  become 
public  property.  Qusere^  whether  one  of  the  public  is  entitled  to 
be  heard.     (Griffin,  285.) 

(v)  Lancaster's  Patent.    [1884] 

Opposition  may  be  grounded  on  a  patent  which  has  expired. 
(Griff.  293.) 

(to)  Hookham's  Application.    [1886] 

Glossop's  case  approved.  A  person  who  merely  comes  forward 
as  one  of  the  public  will  not  be  allowed  to  strike  out  a  paragraph 
of  a  specification  on  the  ground  of  a  prior  patent.    (2  Chrif.  32.) 

(a?)  Dundon's  Patent.    [1886] 

Queere  whether  an  applicant,  whose  patent  has  not  been  sealed, 
has  a  Uxma  standi  to  oppose.     (Griff.  278.) 

(y)  Green's  Patent.    [1886] 

The  parts  in  the  applicant's  specification  which  were  objected 
to  by  the  opponents  were  included  in  the  opponent's  complete,  but 
it  was  alleged  not  in  their  provisional  specification : — Edd,  that 
this  variance,  if  proved,  would  not  prevent  the  opposition  from  being 
successful.     (Griff.  286.) 

(z)  Bailey's  Patent.    [1886] 

The  words  "patented  in  this  country,"  in  sect.  11  (1)  of 
Patents  Act,  1883,  do  not  include  inventions  which  have  only 
received  provisional  protection,  and  consequently  the  existence  of 
such  inventions  is  not  a  ground  of  opposition.     (Griff.  269.) 

(a)  L'OisEAU  AND  Pierard's  Application.    [1887] 

A  patentee  who  has  lodged  a  provisional  specification  and  has 
left  a  complete  specification  which  has  been  accepted  is  entitled  to 
oppose,  although  no  patent  has  been  granted,  by  virtue  of  sect.  15 
of  the  Patents  Act,  1883.     (2  Griff.  36.) 

(6)  Everitt's  Application.    [1888] 

A  foreign  patentee  who  is  entitled  to  have  his  patent  antedated 
under  sect.  103  of  the  Patents  Act,  1883,  so  as  to  be  prior  in  date 
to  ail  application,  is  not  entitled  to  oppose  the  application  on  the 
ground  that  the  invention  had  been  patented  by  him  on  an  appli- 
cation of  prior  date.     (2  Griff,  28.) 

(c)  Hall  and  Hall's  Application.    [1888] 

•    Patent  opposed  on  the  ground  (amongst  others)  that  an  invention 
which  was  patented  by  the  opponent  in  1871  would  come  within 
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tbe  general  termB  of  tbe  foortli  olaim : — Hdd^  that  this  was  so,  and . 
that  the  fact  that  the  patent  of  1871  had  expired  was  rather  a*, 
reason  for  mentioning  it  than  for  not  mentioning  it  in  the  speoifi- : 
cation.     (5  0.  B.  283.) 

(d)  MacEvoy'3  Application.    [1888] 

A  person  who  has  no  interest  in  prior  patents,  except  that  he 
has  manufactured  under  one  of  them,  is  not  entitled  to  oppose  on 
the  ground  of  the  invention  being  comprised  in  such  prior  patents. 
(5  0.  B.  285.) 

(«)  Bairstow's  Application.    [1888] 

The  Comptroller-General,  under  sect.  11  of  the  Patents  Act, 
1883,  cannot  inquire  into  the  means  by  which  the  applicant  has 
obtained  an  invention  abroad.  A  person  who  is  going  to  work 
the  invention  contained  in  prior  patents  is  not  entitled  to  oppose 
on  the  ground  of  such  patents  existing.     (5  O.  JS.  286.) 

(/)  Webstkr's  Application.    [1888] 

The  inventions  claimed  were:  (1)  In  the  manufacture  of  wire 
ropes  the  improvements  consisting  in  making  all  the  strands  com- 
pound, i.e.  each  strand  having  some  of  its  wires  laid  in  one  direction 
and  the  rest  in  the  other.  (2)  The  laying  up  into  a  rope  compound 
strands  either  (a)  all  having  thin  external  wires  in  the  same 
direction  as  the  lay  of  the  rope,  (b)  all  except  one,  or  (c)  with  the» 
direction  of  the  external  wires  to  the  right  and  left  hand  alternately : 
— Held,  that  if  the  compound  strand  was  new,  it  was  amply  protected 
by  the  first  claim,  and  that  if  it  was  not  new,  the  specification  did 
not  purport  to  disclose  any  invention  in  the  mode  of  laying  up  an 
old  strand,  and  that  therefore  the  second  claim  was  not  required 
and  must  be  struck  out. 

Webster,  A.G. :  '*  Where  a  patentee,  upon  the  face  of  both  the 
provisional  and  final  specification,  has  disclosed  a  new  element . . . 
and  proceeds  to  use  that  in  an  old  way  without  indicating  any 
invention  in  the  mode  of  tise,  any  person  who  has  a  patent  or  is 
interested  in  a  patent  for  the  old  way  has  a  right  to  come  forward 
and  say.  This  is  a  claim  which  ought  not  to  be  inserted  in  the . 
specification  unless  there  is  a  distinct  claim  to  invention  in  the 
way  in  which  this  is  proposed  to  be  applied."  (6  O.  B.  163,  at 
p.  166.) 

Insertion  of  disclaiming  Clause, 
(g)  Tkaote's  Patent.    [1886] 

The  applicant  described  and  showed  on  his  drawings  certain 
parts  of  a  rock  drill  which  were  protected  by  the  opponent's  patent. 
The  opponent  was  allowed  to  elect  whether  he  would  have  those 
parts  struck  out  or  a  disclaiming  clause  inserted.     {Qriff.  298.) 

(A)  Welch's  Patknt.    [1385] 

Application  for  patent  for  making  bricks,  <Sro.,  from  refuse 
slaie  opposed  on  the  ground  of  a  prior  patent  for  a  similar  process 

E 
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existing,  but  allowed  with  a  clause  mentioning  the  prior  patent, 
and  expressly  disclaiming  any  claim  to  the  process  therein  de- 
scribed.   (GrtJ.  300.) 

(i)  Cooper  AND  Ford's  Patent.    [1886] 

The  applicant  described  in  his  specification  certain  improvements 
in  knitting  machinery  and  certain  frictional  driving  gear,  which 
latter  had  been  already  patented  by  the  opponent.  The  patent 
was  allowed  after  the  insertion  of  a  clause  stating  that  no  claim 
was  made  to  the  driving  of  the  shaft,  "  as  friction  driving  appa- 
ratus of  this  kind  has  before  been  used  for  driving  the  shafts  of 
knitting  machines."     {Qriff'  276.) 

(j)  Anderson  and  McKinnell's  Application.    [1887] 

The  opponent's  machine  was  materially  different  from  the 
applicant's.  The  Solicitor-General  said :  "  Of  all  wa3*s  of  protecting 
pre-existing  arrangements  in  matters  of  this  kind,  the  one  I 
should  be  the  least  willing  to  adopt  would  be  the  mention  in  one 
specification  of  the  fact  of  another  patent  being  in  existence." 
(2  Ofiff.  23,  at  p.  25.) 

(Ic)  Hookham's  Appucation.    [1887] 

Semhle^  if  there  is  a  distinct  reference  in  the  provisional  specifi- 
cation to  an  invention  or  a  device  which  was  within  the  specifica- 
tion of  the  opponent,  the  opponent  may  be  entitled  to  have  a 
disclaimer  inserted.     (2  Qriff.  32.) 

(t)  Lobrain's  Application.    [1888] 

Where  a  patent  is  opposed  on  the  ground  of  a  prior  patent 
having  been  granted  for  the  same  invention,  no  harm  is  done  to 
the  owners  of  the  prior  patent  by  allowing  the  specification  in  a 
particular  form,  but  the  law  ofiScer  is  bound  to  protect  the 
public,  so  that  they  may  not  be  misled  by  any  specification  which, 
on  the  face  of  it,  might  be  held  to  include  a  wider  kind  of  in- 
vention than  that  to  which  the  patentee  is  on  the  evidence 
entitied.    (6  0.  B.  142.) 

(ill)  Qi7i;st  and  Barrow's  Application.    [1888] 

A  prior  patentee  has  not  any  right  to  be  specially  named  unless 
the  applicants  are  willing^  to  name  him,  and  unless  it  is  clear  that 
there  is  no  other  publication  except  the  one  that  is  mentioned. 

The  applicant's  provisional  specification  admittedly  covered  the 
opponent's  invention,  and  the  applicant,  before  liie  Comptroller- 
General,  inserted  a  disclaimer  as  to  the  general  state  of  knowledge : 
— Eeld^  on  appeal,  that  that  was  sufficient. 

Where  a  particular  patentee  or  a  prior  inventor  has  made  [a 
broad  general  claim,  he  is  not  on  that  account  entitled  to  have 
limiting  words  inserted  in  the  applicant's  patent,  unlessj^he  can 
shew  thftt  such  words  are  really  necessary  to  protect  him.  If  5  0  JB 
312.) 
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(n)  AntEY's  Appucation.    [1888] 

The  Solicitor-General  settled  the  disclaimer  in  the  following 
form :  **  I  am  aware  of  (the  opponent's)  patent  No.  4726  of  1886 
for  *  Machine  for  measuring  tiie  height  of  Human  Beings  auto- 
matically/ and  I  declare  that  I  do  not  claim  the  mechanism 
therein  described  and  claimed,  but  what  I  claim  is,'*  &c.,  &o. 
(5  O.  B.  348,  at  p.  350.) 

(o)  Gozney's  Application.     [1888] 

A  disclaiming  clause  inserted  on  opposition  is  intended  to  guard 
against  the  claiming  in  a  new  patent  something  not  only  described 
in  the  old  patent,  but  included  in  the  claim  in  the  old  patent  as  a 
part  of  the  previous  invention.    (5  O.  B»  597.) 

(p)  Hill's  Application.    [1888] 

If  patents  overlap,  the  distinction  between  the  inventions  in  the 
earlier  and  later  patents  should  be  made  clear  for  the  sake  of  the 
public.     (5  0.  B.  599.) 

(5)  Sielaff's  Appucation.    [1888] 

The  Attorney-General  approved  of  the  remarks  made  by  the 
Solicitor-General  in  Anderson  and  McKinnelFs  application.  (5  O,  B^ 
485.) 

(r)  Lynde's  Appucation.    [1888] 

Disclaimer  ordered  :  "  I  am  aware  of  (the  opponent's)  patent 
Ho.  16,433  of  1884,  and  do  not  claim  anything  claimed  and 
described  therein."     (5  O.  B.  663,  at  p.  665.) 

(s)  Wallacy's  Appucation.    [1889] 

The  applicant  stated  in  his  specification  that  the  operation  of 
the  weighing  mechanism  was  substantially  the  same  as  that 
described  in  his  former  patent,  and  in  his  former  patent  a  reference 
was  made  to  the  opponent's  patent : — Held^  that  a  similar  reference 
must  be  inserted,  and  the  form  used  in  Lynde's  Case  was  followed. 
(6  O.  B.  134.) 

(t)  Brownhill's  Application.    [1889] 

An  opponent  may  appeal  in  order  to  get  a  reference  to  his 

Xification  inserted,  although  he  does  not  appeal  against  the 
prance  of  the  patent.    (6  O.  B,  135.) 

(11)  Hoffman's  Application.    [1890] 

The  disclaiming  clause  serves  two  useful  purposes;  one  to  protect 
the  former  inventor,  and  the  other  to  protect  the  new  inventor  by 
limiting  his  claim,  thus  showing  that  his  patent  is  not  assailable 
on  the  ground  that  it  is  an  infringement  on  the  former  patent. 
(7  O.  B.  92.) 

E  2 

Digitized  by  VjOOQ IC 


52  APPLICATION : 

Where  prior  Invention  i8  not  the  same. 

(u)  Huth's  Patent.    [1884] 

An  application  for  a  patent  for  improvements  in  the  manufacture 
of  oomponnds  of  india-rubber,  gutta-percha,  and  like  materials, 
opposed  on  the  ground  that  the  invention  had  been  already 
patented,  but  granted  on  the  ground  of  a  substantial  dififerenoe  in 
the  ingredients  used.     {Griff.  292.) 

(v)  CuMMiNo's  Patent.    [1884] 

A  patent  for  an  improved  fastener  for  bracelets  allowed,  although 
the  cufference  from  the  invention  already  patented  by  tiie  opponent 
was  very  slight.     (Oriff.  277.) 

(w)  Stubb's  Patent.    [1885] 

The  law  officer  will  not  stop  a  patent  which  is  opposed  on  the 
ground  that  a  prior  patent  exists  unless  he  is  satisfied  that  the 
patents  are  identical.     (Oriff.  298.) 

(x)  Jones's  Patent.    [1886.] 

It  is  not  sufficient  that  the  invention  proposed  should  be  sub- 
stantially the  same  as  that  of  the  opponent ;  it  must  be  identical : — 
Held,  therefore,  that  a  notice  which  included  the  words  **  sub- 
stantially the  same  "  was  wrong,  because  it  raised  a  question  of 
infringement  which  the  law  officer  had  no  power  to  decide. 
(2  Griff.  33.) 

(y)  Newman's  Application.    [1887] 

An  opponent  who  owned  a  similar  patent  of  prior  date  raised  the 
objection  that  the  applicant's  claim  went  beyond  the  title  and  the 
provisional  specificatirm.  If  the  applicant  has  good  subject-matter, 
and  the  invention  is  not  identically  the  same  as  that  of  the 
opponent,  the  applicant  is  entitled  to  have  his  patent  sealed,  though 
an  action  for  infringement  may  be  with  success  brought  by  the 
opponent.  The  law  officer  will  not  stop  a  patent  at  the  instigation 
of  an  opponent  because  there  is  some  general  principle  of  patent 
law  which  is  infringed,  although  it  may  be  reasonable  for  the  law 
officer  to  indicate  to  the  applicant  that  it  would  be  wdl  to 
consider  such  a  point,     (2  Griff.  40;  6  0.  B.  271.) 

(z)  Von  Buch's  Application.    [1887] 

The  opponents,  the  Welsbach  Incandescent  Light  Company, 
had  described  in  their  patent  the  method  of  making  the  incan- 
descent envelope  which  the  applicant  now  sought  to  patent ;  but 
they  had  not  claimed  it  as  part  of  their  invention  : — fie/d,  that  as 
only  that  is  patented  which  the  inventor  claims,  this  portion  of 
the  invention  could  not  be  said  to  have  been  patented  within  the 
meaning  of  sect.  11,  and  that  therefore  the  application  must  be 
granted.    {2  Griff.  40.) 
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(a)  Chandler's  Patent.    [1887] 

Where  the  ComptroUer-Oeneral  found  Buffioiently  indicated  on 
the  docnments  beiore  him  what  was  the  particular  invention  for 
which  a  patent  was  desired,  and  what  was  the  chief  feature  in 
which  it  differed  from  those  of  the  opponents — ^yiz.,  the  special 
form  of  gas-burner  by  which  the  gas  issued  vertically,  ana  was 
caused  to  meet,  end  on,  heated  air  issuing  vertically  downwards — 
he  allowed  the  applicant  to  amend  by  confining  hu  claim  to  such 
special  feature.  In  such  a  case  the  time  for  appeal  to  the  law 
officer  runs  from  the  time  when  the  amendments  are  approved  by 
the  comptroller.    {Oriff.  270.) 

(h)  Fletcher's  Application.    [1887] 

In  this  case  a  method  of  dyeing  tissue  and  other  papers  by 
pressing  the  colouring  matter  through  the  same  by  means  of  a 
pair  of  pressure  rollers  while  supported  by  an  endless  felt  cloth, 
and  apparatus,  were  held  to  be  substantially  different  from  a  pre- 
viously patented  process  of  colouring  paper  by  saturating  it  by 
passimr  through  a  bath  and  apparatus,  and  the  patent  was  allowed. 
(2  Griff.  30.) 

(c)  Wallis  AM)  Batcliff's  Appucation.    [1888] 

The  application  was  allowed  by  the  Comptroller-General,  but 
was  refused  on  appeal  by  the  Attorney-General  on  the  ground 
that  the  apparatus  in  question  did  not  substantially  differ  from 
that  already  patented  by  the  opponent.    (5  0.  B.  847.) 

(d)  Lake's  Application.    [1889] 

There  being  a  strongly  controverted  question  of  anticipation  by 
former  specifications  oonoeminff  the  manufacture  of  alpha  naphthol 
disulpho  acids  for  dves,  the  Solicitor-General  declined  to  have  an 
expert  assessor,  on  the  ground  that,  even  if  advised  by  an  expert, 
he  would  not  think  it  right  to  stop  the  patent  where  there  was 
such  a  contest    (6  0.  B.  548.) 

(e)  Pawcbtt's  Appuoation.    [1889] 

The  application  being  opposed  on  the  ground  that  **  the  invention 
or  material  parts  thereof  had  been  patented  in  this  country  on 
applications  of  prior  date,"  the  words  '*  or  material  parts  thereof  " 
were  objected  to  and,  by  leave  of  the  comptroller,  were  struck 
out.     (Good.  Frae.  10.) 

(/)  Haythornthwatte's  Application.    [1889] 

In  considering  what  is  the  invention  in  the  prior  patent,  the  law 
officer  will  not  consider  whether  there  is  a  variance  between  the 
opponents'  provisional  and  complete  specifications.    (7  0.  B,  70.) 
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Concurreni  AppUeanU. 

(J)  Exparteiyrm.    [1812] 

Where  there  were  concurrent  applications  for  letters  patent  for 
the  same  object,  he  who  obtained  tne  great  seal  first,  by  getting 
quickest  through  the  various  stages,  had  the  sole  right  at  law. 
{Holroyd,  69.) 

(g)  Cornish  v,  Kekne.    N.  P.    [1835] 

Tindal,  C.J. :  **  The  first  who  comes  to  the  Crown  and  takes  out 
a  patent  is  the  man  who  has  a  right  to  clothe  himself  with  the 
authority  of  the  patent,  and  enjoy  its  benefits."  (1  Web,  P.  C- 
608.) 

(A)  In  re  Simpson  aisto  Isaacs'  Patent.    [1863] 

Objections  were  filed  to  an  application  for  a  patent,  and  were 
overruled  by  the  law  ofiGlcer  of  the  Crown ;  he  issued  his  warrant 
to  seal,  to  which  also  objections  were  filed.  On  a  petition  by  the 
patentees,  the  Court  made  an  order  to  afiGlz  the  great  seal  without 
sending  the  case  back  to  the  law  ofiGlcer. 

The  Lord  Chancellor  said:  '*!  think  that  Lord  Eldon  was 
correct  in  Dyer's  Case,  I  shall  follow  the  rule  which  he  there 
laid  down.  In  that  case  both  parties  invented  the  same  thing  at 
the  same  time,  and  the  question  was,  who  was  to  be  preferred,  the 
first  who  applied  for,  or  the  first  who  obtained,  the  patent  ?  His 
lordship  decided  in  favour  of  the  latter.  In  that  case  the  patentees 
first  applied,  and  the  Act  means  to  put  the  order  for  protection 
granted  at  the  time  of  the  application  on  the  same  footing  as  the 
patent  stood  before ;  you  are  therefore  the  first  entitled.  I  am  of 
opinion,  too,  that  you  are  entitled  to  have  the  patent  sealed.  No 
doubt,  in  advising  the  Crown  to  seal  letters  patent,  I  ran  the  risk 
of  ocpasioning  great  injury  to  parties,  by  driving  them  into  litiga- 
tion ;  but  by  the  contrary  course  I  run  the  risk  of  doing  irreparable 
injuiy.  In  my  opinion,  the  question  is  the  same  as  if,  under  the 
old  law,  application  were  being  made  to  me  for  letters  patent  to  be 
granted  at  the  time  when  ^e  application  for  this  patent  was 
made.  This  application  is  rested  on  two  grounds :  first,  that  these 
patentees  are  not  the  true  inventors ;  secondly,  that  the  invention 
IS  not  new.  I  am  quite  ready  to  say  that  I  think  there  is  strong 
evidence  that  it  was  not ;  but  I  shall  not  take  upon  myself  so  to 

decide I  think  I  am  bound  to  decide  myself,  not  whether 

they  have  made  out  that  they  are  the  true  inventors,  and  that  the 
invention  is  new,  but  whether  such  a  primd  facte  case  has  been 
made  that  I  ought  to  put  them  into  a  position  to  litigate  the 
question  with  the  public."     (21  L.  T.  Bep.  81.) 

(f)  Heath  «.  SMrrn.    [1864] 

Campbell,  C.J. :  **When  I  was  Attorney-General,  and  it  ap- 
peared that  there  were  two  contemporaneous  discoveries,  I  used  to 
give  a  patent  to  the  two  jointly."  Sir  A.  E.  Cockburn,  Attorney- 
General  :  *'  I  have  adopted  the  same  practice,  but  I  have  found 
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parties  ordinarilr  nnwilling  to  aooept  patents  on  such  .term8»^< 
(2  Web.  P.  a  271.) 

(j)  In  re  Lowe's  Patent.    [1856] 

L.  and  W.  were  joint  patentees  of  an  invention  for  propelling 
Tessels,  and  whilst  engaged  in  making  experiments  with  regard 
to  it  an  aocident  happened,  whioh  appeared  to  have  suggested 
to  eaoh  an  improvement  upon  the  method  previously  adopted. 
They  communicated  their  ideas  to  each  other,  but  neither  took 
any  steps  to  secure  the  benefit  of  the  invention  for  two  years, 
when  L.  applied  for  a  patent,  against  the  sealing  of  which  W* 
entered  a  caveai^  on  the  ground  that  he  (W.)  was  the  first 
inventor.  The  evidence  on  this  point  being  conflicting  :^-fieU, 
that  L.,  having  first  applied,  was  entitled  to  have  his  patent 
sealed,  iJiough  possibly  W.  might  be  able  to  get  it  repealea  upon 
Mdre/aeiaB.    (25  L.  J.,  Ch.  454.) 

(y^)  Craig  and  Macfarlane's  Applications. 

Coleridge,  S.-G.,  being  satisfied  that  one  of  the  applicants  was 
entitled  to  one  part  of  the  invention  whilst  the  other  could  more 
f airlv  claim  another  part,  issued  his  warrants  to  both  limiting  the 
provisional  specifications  accordingly.    (John^  165.) 

(i)  In  re  Bates  and  Bbdqatb's  Application.    [1869] 

The  existence  of  a  prior  provisional  specification  is  not  a  ground, 
in  the  absence  of  fraud,  on  which  the  Attomey-Qeneral  ought  to 
refuse  to  allow  a  second  provisional  specification  by  another  in^* 
▼entor  to  be  filed ;  and,  in  the  event  of  the  later  applicant  for 
provisional  protection  being  the  first  to  obtain  a  grant  of  letters 
patent,  his  patent  is  a  bar  to  the  grant  of  letters  patent  for  the 
same  invention  to  the  earlier  applicant  for  such  provisional  pro- 
tection.   (If.  B.,  4  Ch.  577 ;  38  L  J.,  Ch.  501.) 

(I)  Ih:  parte  Manceaux.     [1870] 

Where  the  law  officer  has  reported  that  part  of  an  invention, 
for  which  a  patent  is  sought,  is  identical  with  part  of  an  invention 
which  is  the  subject  of  an  existing  patent,  a  second  patent  will 
not,  except  under  special  circumstances,  be  granted  for  that  part, 
although  the  validity  of  the  first  patent  is  disputed.  (L.  £., 
6  Ch.  272.) 

(«i)  Ex  parte  Scott  and  Young.    [1871] 

.  When  a  servant  filed  a  provisional  specification  for  an  invention, 
after  which  the  master  filed  a  provisional  specification  for  a  similar 
invention,  and  subsequently  filed  a  complete  specification  and 
obtained  letters  patent: — Held^  that  under  the  circumstances, 
which  threw  the  gravest  suspicion  on  the  bona  fides  of  the  master, 
the  great  seal  might  be  affixed  to  the  letters  patent  for  the  servant's 
invention,  and  that  the  letters  patent  might  bear  the  date  of  his 
provisional  specification.     (£.  £.,  6  Ch.  274.) 
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(»)  III  re  Henbt's  Appltoation  fob  LErrssLS  PatSHt  :  Be  Farqu- 
harson's  Application  for  Letters  Patest.    [1872] 

An  applicant  for  a  patent  does  not,  by  lodging  a  complete 
specification  under  tlie  9th  section  of  the  Patent  Law  Amendment 
Act  of  1852,  ao^niro  the  rights  of  a  patentee  so  as,  during  the  six 
months'  protection,  to  prevent  any  otilier  person  who  has  previously 
obtained  provisional  protection  for  a  similar  invention  from  obtain^ 
ing  a  patent.     (L.  B.,  8  Oh.  167 ;  42  L.  J.,  Ch.  363.; 

(o)  In  re  Harrison.    [1874] 

Applications  were  made  for  two  patents  for  inventions  alleged 
to  be  similar.  The  second  applicant  obtained  a  patent.  The  first 
applicant  then  presented  a  petition  to  have  the  great  seal  affixed 
to  letters  patent  for  his  invention,  alleging  that  his  delay  had 
been  caus^  by  the  representations  of  the  second  applicant,  and 
also  that  the  inventions  were  not  similar.  The  Lord  Chancellor 
examined  the  provisional  specification  of  the  first  applicant,  and 
the  complete  specification  of  the  second  applicant,  and  finding  no 
substantial  similarity  between  the  inventions,  directed  the  letters 
patent  of  the  first  applicant  to  be  sealed.     (L.  £.,  9  Ch,  681.) 

O)  In  re  Bering's  Patent.    [1880] 

Lord  Cairns,  L.C.,  refused  to  follow  the  decision  in  the  case  of 
In  re  Bates  and  BedgcUe^a  Pcdent  (X.  £.,  4  Oh,  577),  on  the  ground 
that  the  legislature  intended  patentees  to  have  the  full  term  of 
protection  given  by  the  provisional  specification  for  perfecting 
their  inventions,  and  ordered  the  applicant's  patent  to  be  sealed, 
although  the  sealing  wan  opposed  by  an  inventor  who  had  at  a 
later  date  obtained  provisional  protection  for  the  same  invention, 
and  had  already  had  the  great  seal  affixed.     (13  Ch.  D.  393.) 

(q)  Hatfieu)'s  Patent.    [1885] 

The  evidence  being  conflicting,  the  Comptroller-General  not 
being  able  to  have  the  declarants  cross-examined,  sealed  a  patent. 
On  appeal,  it  was  agreed  between  the  parties  that  if  the  opponent, 
who  had  also  applied  for  a  patent,  withdrew  his  opposition,  the 
applicant  would  not  oppose  the  opponent's  application,  and  the  law 
officer,  without  actually  sanctioning  the  terms,  adjourned  tiie  case 
to  enable  them  to  be  carried  out.    {Oriff,  288.) 

Costs. 

(r)  Ex  parte  Fox.    [1812] 

No  costs  will  be  given  when  the  opposition  is  not  unreasonable* 
(1  V.dB.ei;   1  Web.  P.  C.  431.) 

(s)  Ex  parte  Henson,  In  re  Aloock's  Patent.    [1832] 

Where  a  person  has  not  opposed  before  the  law  officer,  and  is 
admitted  to  oppose  the  sealing  under  special  circumstances,  he  will, 
if  unsuccessful,  be  ordered  to  pay  the  costs  (1  Web.  P.  C.  432; 
4  My.  &  C.  611.) 
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(0  In  re  Cutler's  Patbept.    [1839] 

A  party,  who  had  lodged  an  unsnooessfal  caveat  against  the 
granting  of  a  patent,  ordered  to  pay  to  the  patentee  the  taxed  costs 
occasioned  by  the  caveat  SemibU^  such  costs  will  be  taxed  npon  the 
principle  upon  which  costs  in  a  cause  are  taxed  as  between  party 
and  party.  (See  report  in  this  case  for  the  allowances  made  on 
taxation.)    (4  My.  d  Or.  510.) 

(ti)  1%  re  Nickel's  Patent.    [1841] 

Petition  to  re-seal  an  altered  patent,  caveat  entered,  and  re- 
sealing  refused.  The  Lord  Chancellor  ordered  the  petitioner  to 
pay  the  opponent's  oosts.    (Cit.  Hindmarch^  536 ;  1  Phillipps^  36.) 

(«*)  In  re  Ashenhubst's  Patent.    [1853] 

The  sealing  of  the  patent  having  been  prevented  bv  the  filing 
of  objections,  which  were  subsequently  withdrawn,  the  objector 
was  ordered  to  pay  costs.     (2  W.B.Z',  22  L.  T.  Beg.  109.) 

(v)  In  re  M'Eean's  Patent.    [1859] 

Where  a  petition  for  sealing  was  answered  for  the  first  day  of 
Michaelmas  term,  and  the  respondent  having  only  filed  his  affi-  • 
davits  on  that  day,  was  not  allowed  to  read  tiliem,  and  the  patent 
was  sealed,  the  Lord  Chancellor  refused  to  give  costs  against  the 
respondent.  (1  De  G.,  F.  d  J.  2;  S  W.  B.  l;  1  L.  T.  £ep., 
N.  S.  19.) 

(to)  In  re  Copley's  Patent.    [1861] 

Where  notice  of  objections  to  the  sealing  a  patent  was  filed  and 
afterwards  withdrawn,  the  costs  of  the  objections  and  of  the 
petition  rendered  necessaiy  by  them  were  ordered  to  be  paid  by 
the  objector.  (31  L.  /.,  Oh.  333 ;  8  Jur.,  N.  8.  106 ;  5  L.  T.  Bcp., 
N.  S.  387.) 

(x)  Ex  parte  Yatjss.    [1869] 

yVhere  the  sealing  of  a  patent  was  objected  to,  on  the  ground 
that  the  invention  was  a  colourable  imitation  of  one  which  was 
the  subject  of  an  existing  patent,  a  reference  was  made  to  the 
law  officer,  whether,  having  regard  to  the  prior  patent,  the  seal 
ought  to  be  affixed  to  the  patent  as  applied  for.  The  law  officer 
having  certified  against  the  patent,  the  Court  dismissed  the  petition 
with  costs,  notwithstandpg  no  opposition  had  been  made  to  the 
petitioner's  application  for  a  patent  nntil  he  had  applied  to  have  it 
sealed,  and  he  had  given  all  the  requisite  notices.  (L.  £.,  5  Oh.  1.) 

(if)  ^|>ari6  Manoeaux.    [1870] 

When  the  sealing  of  a  patent  is  opposed  on  the  ground  that  the 
invention  is  similar  to  one  which  is  the  subject  of  an  existing 
patent,  a  reference  will  be  made  to  the  law  officer  whether,  having 
regard  to  the  prior  patent,  the  seal  ought  to  be  affixed  to  the  patent 
as  applied  for,  the  opponent  paying  the  eo8t$  of  the  hearing,  unless 
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there  has  been  fraud  on  the  part  of  the  applioant.    (L.  S.,  5  Ck« 

518.) 

(z)  Stubbs'  Patent.    [1886] 

The  appeal  to  the  law  officer  is  a  rehearing.  If  no  fresh  evi- 
dence is  adduced,  and  there  are  no  special  matters  which  ought  to 
influence  the  judgment  of  the  law  officer,  costs  will  follow  the 
event.     {Qriff.  298.) 

(a)  Ainsworth's  Patent.    [1886] 

The  applicant,  who  had  succeeded  before  the  comptroller,  failed 
to  appear  on  the  day  fixed  for  the  appeal  Afterwards  he  explained, 
and,  on  his  paying  the  costs  of  the  adjournment,  a  rehearing  was 
fixed,    {Qriff.  2m.) 

(h)  Anderton's  Application.    [1886] 

It  is  of  importance  that  before  the  Comptroller-General,  who 
cannot  cross-examine,  there  should  be  the  fullest  good  faith ;  and 
therefore,  where  the  applicant's  declaration  did  not  give  the  whole 
story,  he  was  not  allowed  any  costs,  although  successfoL  (2  Qriff., 
25.) 

(c)  Knight's  Application.    [1887] 

The  applicant  having  given  notice  of  appeal,  and  then  with- 
drawn it,  was  ordered  to  pay  costs.     (2  Chriff.  35.) 

(d)  TV oodhead's  Application.    [1887] 

When  the  opponents  appealed  on  the  ground  that  the  alteration 
made  by  the  comptroller  necessitated  a  ^rther  alteration,  but  had 
not  asked  the  applicants  to  agree  to  this  alteration  before  appealing, 
no  costs  were  given.    (2  Qriff.  44.) 

(fi)  Sielaff's  Application.    [1888] 

Each  party  on  an  appeal  to  the  law  officer  should  hand  in  at  the 
official  desk  a  statement  of  what  fees  have  been  paid  before  the  law 
officer.     (5  O.  B.  487.) 

Delay. 

(J)  In  re  Beck's  Patent.    [1784] 

Letters  patent  bore  the  date  12th  August,  but  a  eaieeat  was  not 
discharged  until  the  27th,  the  patentee,  thinking  the  letters  patent 
bore  date  the  latter  dav,  did  not  enrol  his  specification  till  the 
18th  December,  when  the  four  months  had  elapsed : — Held^  that 
tiie  date  of  the  patent  could  not  be  altered.    (1  Web.  P.  O.  430.) 

(g)  Watson  v.  Pears.    N.  P.    [1809] 

A  patent,  dated  10th  May,  contained  a  proviso  that  a  specifica- 
tion should  be  enrolled  within  one  calendar  month  next  and 
immediately  after  the  date  thereof.  The  specification  was  en- 
rolled on  the  10th  of  June  following : — Held^  that  the  month  did 
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not  begin  to  run  till  the  day  after  the  date  of  the  patent,  and  that 
the  specification  was  in  time.    (2  Oamp.  294.) 

(*)  In  re  Campbell's  Patent.    [1863] 

The  Conrt  refused  to  extend  the  time  for  filing  specifications, 
&C.,  tinder  the  Patent  Act,  1852,  where  there  had  been  neglect  or 
default.    (22  L.  T.  Bep.  93.) 

(i)  Jit  re  Simpson's  and  Isaacs'  Patent.    [1853] 

A  petition  for  a  patent  was  lodged  on  the  2nd  October,  and 
the  warrant  to  seal  the  patent  was  issued  on  the  9th  February 
following.  By  reason  of  objections  having  been  filed  to  the 
application,  and  to  the  warrant  to  seal,  the  patentees  were  unable 
to  file  their  specification  within  six  months  from  the  date  of  the 
letters  patent.  Time  extended,  on  petition,  to  seven  months. 
(21  L.  T.  Bep.  81.) 

(J)  In  re  Harris's  Patent.    [1855] 

Leave  was  granted  to  file  a  specification  after  the  time  for 
that  purpose  had  expired,  when  the  delay  had  arisen  solely  from 
the  non-<lelivery  of  the  letter  containing  the  proper  instruction 
for  filing.     (25  L.  T.  B^.  90.) 

(t)  In  re  Macintosh's  Patent.    [1856] 

Petition  that  certain  letters  patent  for  materials  to  be  used  in 
war&re  might  be  sealed,  notwithstanding  the  regular  time  for 
that  purpose  had  elapsed.  On  the  6th  August,  1855,  petition, 
declaration,  and  provisional  specification  deposited.  18th  De- 
cember, warrant  for  sealing  signed,  and  objections  lodged  on 
behalf  of  the  Ordnance.  5th  May,  1856,  objections  withdrawn. 
22nd  November,  petition  for  sealing ;  order  refused,  on  the  ground 
that  no  reason  was  stated  why  the  application  was  not  made  on  or 
immediately  after  the  15th  May.  The  present  petition  stated  that 
this  delay  was  owing  to  the  fact  that  during  the  period  that 
intervened  between  5ih  May  and  17th  November,  the  petitioner 
was  directed  by  the  Secretaiy  of  State  for  War  to  delay  taking 
the  necessary  steps  for  sealing  the  letters  patent. 

The  Lord  Chamcellor  thought  that,  under  the  circumstances, 
the  petitioner's  case  was  made  out,  and  ordered  the  letters  patent 
to  be  sealed.    (2  Jur.,  N.  8.  1242.) 

(J)  Williams  r.  Nash.    Ch.    [1859] 

The  day  of  the  date  of  the  letters  patent  is  excluded,  and  the 
three  years  do  not  expire  until  twelve  o'clock  at  night  of  the 
anniversary  of  the  day  on  which  the  letters  patent  are  granted. 
(5  Jttr.,  N.  8.  696;  28  L.  J.,  Ch.  886 ;  28  Beav.  93.) 

(m)  In  re  Hebsee  and  Smyth.     [1866] 

The  time  within  which  the  application  for  the  warrant  and 
for  the  letters  patent  ought  to  be  made  under  the  rules  of  the 
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Patent  Commifiaioiiers  extended,  where  the  delay  was  Bmall  and 
accidental.    (L.  B.,  1  Ch.  618 ;  14  L.  T.  Sep.,  N.  S.  842.) 

(n)  Sbqueun  v.  Terrell.    N.  P.    [1867] 

In  an  action  for  not  completing  a  patent  for  the  fhll  term  of 
fourteen  years : — Held^  that,  as  the  effect  of  the  statute  16  &  17 
Yict.  c.  5,  was  to  give  a  patent  by  instalments  of  three,  four,  and 
seven  years,  a  defendant  would  not  be  liable  to  pay  the  different 
sums  of  money  required  by  the  Act  till  the  expiration  of  these 
different  periods.    (16  L.  T.  £ep.,  N.  8.  539.) 

(p)  Ex  parte 'Bailet.    [1872] 

B.  obtained  provisional  protection  on  the  30th  of  March,  gave 
notice  to  proceed  on  the  23rd  of  April,  and  on  the  21st  appUed  for 
the  great  seal  to  be  afiGbced  to  letters  patent  for  his  invention.  On 
the  29th  of  May  a  caveat  was  entered  against  the  sealing,  and  B. 
petitioned  the  Lord  Chancellor  to  affix  the  seal  on  the  27th  of 
September : — Reld^  that  B.'s  delay  was  not  an  objection  to  sealing 
his  patent,  and  that  he  was  not  put  in  a  worse  position  because 
he  had  given  notice  to  seal  his  patent  some  months  before  he  was 
obliged  to  do  so.    (JL  £.,  8  Oh.  60.) 

Procedure. 

(p)  Ex  parte  Koo?a,     [1802] 

Enrolment  of  a  patent  could  not  be  dispensed  with  for  the 
purpose  of  preventing  the  speciffcation  being  made  public 
(6  Ves.  598.) 

(j)  In  re  Brouoh.     [1844] 

The  clerk  at  the  enrolment  office  cannot  receive  an  enrolment 
conditionally,  and  the  Master  of  the  Bolls  refused  to  cancel  or 
vacate  an  enrolment  of  a  specification  which  had  been  left  at  the 
office,  and  had  been  enrolled,  notwithstanding  directions  not  to 
enrol  it  until  further  order.    (7  Beav.  104.) 

(r)  In  re  Schlumberger's  Patent.    [1853] 

The  Crown  could  at  any  time  before  affixing  the  great  seal, 
under  proper  circumstances,  countermand  the  warrant.    (9  Moo. 

P.  a  a  1.) 

(«)  In  re  Tolson's  Patent.    [1856] 

An  application  under  the  2nd  section  of  the  16  &  17  Vict,  a  115, 
by  a  person  opposing  the  grant  of  letters  patent,  for  the  inspection 
of  the  provisional  specification  of  certain  letters  patent,  on  the 
ground  that  the  subject-matter  was  the  same  as  that  for  which 
ihe  applicant  had  obtained  a  patent,  refused.     (6  JD.,  M.  d  0. 422.) 

(<)  Warman's  Application.    [1886] 

Notice  of  hearing  had  been  sent  to  the  opponent  by  post,  but 
had  not  been  delivered,  and  the  opponent  was  not  at  the  hearing. 
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The  Comptroller-General  hAving  declined  to  rehear  unless 
directed  by  the  law  officer,  the  opponent  filed  a  notice  of  appeal, 
and  the  law  officer  directed  a  rehearing.     (2  Oriff,  43.) 

(«)  Lake's  AppLicinoN.    [1887] 

Wrigley,  as  agent  for  the  opponent,  gave  notice  of  opposition, 
bnt  died  before  the  hearing: — Held^  that  the  opponent's  own 
name  might  be  substituted  in  the  notice.     (2  Oriff.  35.) 

(v)  Hill's  Application.    [1888] 

The  appellant  need  not  give  notice  to  the  respondent  on 
appeal  to  the  law  officer  if  the  respondent  was  the  applicant  before 
the  comptroller;  but  notice  was  in  future  to  be  given  by  the 
Patent  Office  or  the  official  clerk.     (5  O.  B.  599.) 

IfUematiorud  <md  Colonial  Arrangements. 

Patektb  Act,  1883,  sect.  108.  (1.)  (Amended  by  48  &  49  Vict.  c.  63, 
sect.  6.)  If  Her  Majesty  is  pleased  to  make  any  ammgement  with  the 
govemment  or  goyemments  of  any  foreign  state  or  states  for  mutual  protection 
of  inventioDS,  then  any  person  who  has  applied  for  protection  for  any  inven- 
tion, in  any  such  state,  shall  he  entitled  to  a  patent  for  his  invention  under 
this  Act,  in  priority  to  other  applicants ;  and  such  patent  shall  have  the  same 
date  as  the  doite  of  ihe  aji^licaiion  la  such  foreign  state. 

Provided  that  his  application  is  made,  in  the  case  of  a  patent,  within  seven 
months  from  his  applying  for  protection  in  the  foreign  state  with  which  the 
arrangement  is  in  force. 

Fh>vided  that  nothing  in  this  section  contained  shall  entitle  the  patentee  to 
recover  damages  for  infringements  happening  prior  to  the  date  of  the  actual 
acceptance  of  his  complete  specification. 

(2.)  The  publication  in  the  United  Kingdom,  or  the  Isle  of  Man,  during 
the  period  aforesaid  of  any  description  of  the  invention,  or  the  use  therein 
during  such  period  of  the  invention,  shall  not  invalidate  the  patent  which 
may  be  granted  for  the  invention. 

(3.)  The  application  for  the  grant  of  a  patent,  under  this  section,  must  be 
made  in  the  same  manner  as  an  ordinary  application  under  this  Act. 

(4.)  The  provisions  of  this  section  shall  apply  only  in  the  case  of  those 
foreign  states  with  respect  to  which  Her  Majesty  shall  from  time  to  time  by 
Order  in  Council  declare  them  to  be  applicable,  and  so  long  only  in  the  case 
of  each  state  as  the  Order  in  Council  shall  continue  in  force  with  respect  to 
that  state.  

Patents  Act,  1885,  sect  6.  In  subsection  one  of  section  one  hundred  and 
three  of  the  principal  Act,  the  words  *^  date  of  the  application  "  shall  be  sub- 
stituted for  the  words  '*  date  of  the  protection  obtained.*' 

Patkntb  Act,  1883,  sect.  104.  Q.)  Where  it  is  made  to  appear  to  Her 
Majesty  that  the  legislature  of  any  British  possession  has  made  satisfactory 
provision  for  the  protection  of  inventions,  patented  in  this  country,  it  shall 
ne  lawful  for  Her  Majesty  from  time  to  time,  by  Order  in  Coimcil,  to  apply 
the  provisions  of  the  preceding  section  with  such  variations  or  additions,  if 
any,  as  to  Her  Majesty  in  Council  may  seem  fit,  to  such  British  possession. 

(2.)  An  Order  in  Council  under  this  Act  shall,  from  a  date  to  be  men- 
tioned for  the  purpose  in  the  Order,  take  effect  as  if  its  proviKlons  had  been 
contained  in  this  Act ;  but  it  shall  be  lawful  for  Her  Majesty  in  Council  to 
revoke  any  Order  in  Council  made  under  this  Act. 


Digitized  by  VjOOQ  IC 


62  APPLICATION: 

By  Order  in  Council  made  the  26th  of  June,  1884,  reciting  the  above  pro- 
vision and  reciting  that  a  declaration  had  been  signed  at  Paris  on  March  17th, 
1884,  duly  conveying  the  accession  of  Great  Britain  to  the  International 
Convention  for  the  protection  of  industrial  property,  and  reserving  power  to 
thereafter  accede  to  the  convention  on  behalf  of  the  Isle  of  Man,  the  Channel 
Islands,  and  any  of  Her  Majesty's  possessions,  it  was  declared  that  the  above 
provision  of  the  Act  should,  from  the  7th  July,  1884,  apply  to  the  following 
countries,  viz. : — 

Belgium.  Salvador. 

Brazil.  Servia. 

France.  Spain. 

Guatemala.  Switzerland, 

Italv.  Ecuador,  and 

Netherlands.  *                              Tunis. 
Portugal. 

London  Gazette^  July  1, 1884. 

By  an  Order  dated  27th  January,  1885,  the  above  was  extended  to  San 
Domingo. 

By  an  Order  dated  9th  July,  1885,  the  above  was  extended  to  Sweden  and 
Norway. 

By  an  Order  dated  17th  September,  1885,  the  above  provisions  are  to  apply 
to  Queensland. 

By  an  Order  dated  16th  April,  1886,  the  above  provisions  are  to  cease  to 
apply  to  Ecuador. 

By  Orders  dated  24th  September,  1886,  the  above  are  to  apply  to  Paraguay 
and  Uruguav,  and  to  cease  to  apply  to  Salvador. 

By  an  Order  dated  12th  July,  1887,  the  above  was  extended  to  the  United 
States  of  America. 

By  an  Order  dated  17th  November,  1888,  the  above  was  extended  to  the 
East  Indian  Colonies  of  the  Netherlands. 

By  Orders  dated  28th  May,  1889,  the  above  was  extended  to  Mexico,  and 
was  to  cease  to  apply  to  San  Domingo. 

By  an  Order  dated  8th  February,  1890,  the  above  was  extended  to  New 
Zealand. 

Patents  Bules,  1890  (Intkenational  and  Colonial  Abbakobments). — 

24.  The  term  **  foreign  application  "  shall  mean  an  application  by  any  person 
for  protection  of  his  invention  in  a  foreign  state  or  British  possession  to 
which  by  any  Order  of  Her  Majesty  in  Council  for  the  time  being  in  force  the 
provisions  of  section  103  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883^ 
have  been  declared  applicable. 

25.  An  application  in  the  United  Kingdom  for  a  patent  for  any  invention  in 
respect  of  which  a  foreign  application  has  been  made  shall  contain  a  declara- 
tion that  such  foreign  application  has  been  made,  and  shall  specify  all  the 
foreign  states  or  British  possessions  in  which  foreign  applications  have  been 
ma<1e  and  the  oflicial  date  or  dates  thereof  respectively.  The  application  must 
be  made  within  seven  months  from  the  date  of  the  first  foreign  application, 
and  must  be  signed  by  the  person  or  persons  by  whom  such  first  foreign 
application  was  made.  If  such  person,  or  any  of  such  persons,  be  dead,  the 
api)lication  must  be  bigned  by  the  legal  personal  representative  of  such  dead 
person,  as  well  as  by  the  other  applicants,  if  any. 

26.  The  application  in  the  United  Kingdom  shall  be  made  in  the  Form  A' 
in  the  Second  ^)chedule  to  these  Rules  and  in  addition  to  the  specification, 
provisional  or  complete,  left  with  such  application  must  be  accompanied  by 

(1.)  A  copy  or  copies  of  the  specification  and  drawings  or  documents 
corresponding  thereto,  filed  or  deposited  by  the  applicant  in  the 
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Patent  Office  of  the  foreign  state  or  British  possepsion  in  respect 
of  the  first  foreign  application  duly  certified  by  the  official  chief 
or  head  of  the  Patent  Office  of  such  foreign  state  or  British  pos- 
sessions as  aforesaid,  or  otherwise  verified  to  the  satisfaction  of  the 
Comptroller: 
(2.)  A  statutory  declaration  as  to  the  identity  of  the  iuvention  in  respect 
of  which  the  application  is  made  with  the  invention  in  respect  of 
which  the  said  first  foreign  application  was  made,  and  if  the 
specification  or  document  corresponding  thereto  be  in  a  foreign 
language,  a  translation  thereof  shall  be  annexed  to  and  verified 
by  such  statutory  declaration. 

27.  On  receipt  of  such  application,  together  with  the  prescribed  specification 
Hnd  the  other  document  or  documents  acoompanying  the  same,  required  by 
the  last  preceding  rule,  and  with  such  other  proof  (if  any)  as  the  Comptroller 
may  require  of  or  relating  to  such  foreign  application  or  of  the  official  date 
thereof,  the  Comptroller  shall  make  an  entry  of  the  applications  in  both 
countries  and  of  the  official  dates  of  such  applications  respectively. 

28.  All  further  proceedings  in  connection  with  nuch  application  shall  be 
taken  within  the  times  and  in  the  manner  prescribed  by  the  Acts  or  Rules 
for  ordinary  applications. 

29.  The  patent  shall  be  entered  in  the  Begister  of *Patent8  as  dated  of  the 
date  on  which  the  first  foreign  application  was  made,  and  the  payment  of 
renewal  fees,  and  the  expiration  of  the  patent,  shall  be  reckoned  as  from  the 
date  of  the  first  foreign  application* 

(to)  In  re  Wirth's  Patekt.    L.  C.     [1879] 

Upon  the  hearing  of  a  petition  that  the  great  seal  might  be 
affixed  to  letters  patent,  the  Lord  Chancellor  did  not  give  eifeot  to 
an  objection  going  to  a  matter  of  form,  such  as  an  objection  to  the 
jurat  of  a  declaration,  which  is  a  matter  for  the  Patent  Office 
solely,  as  a  matter  of  procedure. 

W.  was  an  alien  resident  abroad.  He  acted  as  the  agent  of 
M.  &  Co.,  and  applied  for  letters  patent  in  England  for  an  invention 
of  the  latter.  He  made  the  usual  statutoiy  declaration,  which 
was  filed  with  his  petition.  In  it  W.  was  described  as  an  alien 
resident  abroad,  ana  it  was  declared  before  H.  B.  M.  Consul  at 
FrankforU    Objection  founded  on  these  facts  overruled.    (L.  B., 

12  Ck.  D.  303.) 

I 

(«)  L'OisEAU  AiiD  Pibrrabd's  Appucation.    [1887] 

The  applicants  had  obtained  a  patent  in  France,  on  the  18th 
August,  1886,  and  applied  on  the  8th  October,  1886,  without 
mentioning  the  French  patent  in  the  common  form  for  a  patent 
for  '*  automatic  apparatus  for  subjecting  the  person  to  the  action 
of  electric  currents."  Meantime,  on  the  20th  August,  1886,  the 
opponent  Everitt  had  applied  for  a  patent  for  a  similar  invention, 
and  had  lodged  a  complete  specification,  which  was  accepted.  The 
applicant's  English  specification  contained  claims  of  inventions 
not  described  in  the  French  specification,  but  the  applicants  were 
allowed  to  amend  by  striking  out  these  additional  claims.  The 
law  officer  considered  that  there  had  been  no  positive  misrepre- 
sentation, and  that  that  being  so  he  had  no  power  either  to  past- 
date  the  patent  or  to  impose  terms.    On  an  application  under 
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sect  103,  the  law  officer  will  not  insist  that  the  words  of  the 
complete  specification  should  be  in  terms  in  the  form  of  the 
foreign  specification,  but  any  deviation  is  inserted  at  the  risk  of 
the  applicant,  becanne  the  only  privilege  given  is  that  of  date,  and 
that  privilege  is  confined  to  the  inventio^  protected  in  the  foreign 
country.    (2  Qriff.  36.) 

{jf)  ShALLENB£BO£B*S  APPLICATION.      [1889] 

Shallenberger  had  taken  out  a  patent  in  America,  and  Thompson, 
as  agent  of  his  assignee,  now  applied  for  a  patent  here : — Held, 
that  if  Thompson  wanted  the  patent  dated  back  it  must  be  a 
patent  in  the  name  of  Shallenberger,  and  not  in  the  name  of 
Thompson,  and  that  the  application  must  be  amended  accordingly. 
(6i.B.  650.) 

(a)  CiJiEz's  Application.    [1889] 

A  patent  taken  out  in  the  name  of  a  foreigner  is  valid,  «nd 
when  it  is  desired  to  take  advantage  of  the  International  Conven- 
tion and  sect  103,  the  application  must  be  made  in  the  name  of 
the  original  foreign  patentee.  (6  O.  B.  552.)  Semble : — Foreign 
Corporations  can  apply  under  sect.  103. 

(a)  Main's  Application.    [1889] 

Main,  who  was  an  American,  applied  for  a  United  States  patent 
on  the  18th  April,  1887,  and  on  the  18th  November  applied  for  a 
grant  of  an  English  patent  to  be  dated  the  18th  April.  The 
opponent  had  filed  his  application  for  a  patent  for  a  similar 
invention  on  the  8th  June,  1887,  and  the  United  States  did  not 
come  within  sect.  103  until  July  12th,  1887:— flieW,  by  the 
Comptroller  and  Law  Officer,  (1)  that  "  within  seven  months  from 
his  applying,"  means  within  seven  months  from  the  date  of 
applying,  and  that  therefore  the  application  was  in  time,  and 
(2)  that  although  the  opponent's  application  preceded  the  Order  in 
Council,  yet  that  he  was  not  a  third  party  whose  rights  were 
preserved  under  Article  IV.  of  the  Convention,  and  that  therefore 
the  opposition  failed.    C7  0,  B.  13.) 

(h)  Van  de  Poele's  Application.    [1889] 

The  date  of  application  in  America  appeared  as  the  date  of 
a  ** renewed"  application.  Held,  that  as  the  former  application 
had  proved  abortive,  the  applicant  was  entitled  to  a  patent  as  of 
the  later  date.    (7  O.  B.  69.) 

Art  lost  and  rediscovered. 

(c)  Househill  Company  v.  Nielsen.    [1843] 

An  invention  which  formerly  existed,  but  has  been  entirely, 
lost  sight  of  and  unknown  to  the  public  becomes  like  a  new 
discovery  (per  Lord  Brougham,  in  the  House  of  Lords).  (1  Webat. 
P.  0.  717.) 
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Art  as  the  subject-matter  of  a  patent.  See  Subject-Matter,  492  (6). 
Art,  explanation  of  terms  of.    See  Hills  v.  Evans,  p.  470  (p). 

Assessors, 

Patents  Act,  1883,  sect.  28.  (1.)  In  an  action  or  proceeding  for  infringe- 
ment or  revocation  of  a  patent,  the  Conrt  may,  if  it  thinks  fit,  and  shall,  on 
the  request  of  either  of  the  parties  to  the  proceeding,  call  in  the  aid  of  an 
assessor  specially  qualified,  and  try  and  hear  the  case  wholly  or  partially  with 
his  assistance ;  the  action  shall  be  tried  without  a  jury  unless  the  Court  shall 
otherwise  direct 

(2.)  The  Coxui;  of  Appeal  or  the  Judicial  Committee  of  the  Privy  Council 
may,  if  they  see  fit,  in  any  proceeding  before  them  respectively,  call  in  the  aid 
of  an  assessor  as  aforesaid. 

(3.)  The  remuneration,  if  any,  to  be  paid  to  an  assessor  under  this  section 
shall  be  determined  by  the  Court  or  the  Court  of  Appeal  or  Judicial  Conmiittee, 
as  the  case  may  be,  and  be  paid  in  the  same  manner  as  the  other  expenses  of 
the  execution  of  this  Act 

(c)  Platdio  Company  v.  Fakquharson.    [1879-1883] 

When  the  defendants  objeoted  to  their  seoret  process  being 
inspected,  the  Court  appointed  an  analyst  to  inspect  and  report, 
{Griff.  187.) 

Asslgnzaent  of  Patent, 

notiBcation  of,  to  be  registered.    Patents  Act,  1883,  sect.  23,  p.  397 

for  part  of  kingdom.    Patents  Act,  1883,  sect.  36,  p.  65 

person  entitled  by,  to  be  entered  on  register.      Patents  Act,  1883, 

sect.  87,  amended  by  51  &  52  Vict.,  ch.  50,  sect.  21,  p.  65 
to  t^e  effect  on  termination  of  suit,  p.  66  (d) 
by  bankruptcy  of  patentee,  pp.  66  (e%  67  (g)  (j) 
by  bankrupt,  after  mortgaging  his  right  under,  p.  66  (/) 
before  registration  of  proHiite,  p.  69  (s) 
of  part  of,  pp.  69  (7),  287  (0 

Assignee  may  sue  for  infringement,  pp.  287  (0)  (p)t  288  («) 
though  only  assignee  of  part,  p.  287  (t) 
and  may  petition  for  extension,  pp.  100  (^),  101  (t)  (/),  102  (p\ 

103  (tf)  (v)  (w) 
Assignment  of  all  future  acquired  patent  right  is  not  against  public 

policy,  p.  70  (x) 
Assignee  of  shares  of  profits  is  entitled  to  an  account  from  licensee, 

p.  71  (X) 
assignee  not  bound  to  keep  the  patent  on  foot,  p.  72  (d) 
assignor  does  not  warrant  validity  of  patent,  pp.  68  (n),  71  (2) 
communication  of  improvements  by  assignor  to  third  parties  not  restrained 

by  interim  injunction,  p.  71  (a). 

Patkmts  Act,  1883,  sect.  36.  A  patentee  may  assign  his  patent  for  any 
place  in  or  part  of  the  United  Kingdom,  or  Isle  of  Man,  as  effectually  as  if  the 
patent  were  originally  granted  to  extend  to  that  place  or  part  only. 

Sect.  87,  amended  by  51  &  52  Vict.,  ch.  50,  sect.  21.  Where  a  person 
becomes  entitled  by  assignment,  transmission,  or  other  operation  of  law  to  a 
patent,  the  Comptroller  shall  on  request,  and  on  proof  of  title  to  his  satisfaction, 
cause  the  name  of  such  person  to  be  entered  as  proprietor  of  the  patent  in  the 
register  of  patents.  The  person  for  the  time  being  entered  in  the  register  of 
patents,  as  proprietor  of  a  patent,  shall,  subject  to  the  provisiona  of  this  Act 
and  to  any  rights  appearing  from  such  register  to  be  vested  in  any  other 
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pefson,  have  power  absolutely  toaasign,  grant  licenses  as  to,  or  otherwise  deal 
with  the  same,  and  to  give  effectual  receipts  for  any  consideration  for  such 
assignment,  license,  or  dealing.  Provided  that  any  equities  in  re8i)ect  of  such 
patent  may  be  enforced  in  like  manner  as  in  respect  of  any  other  personal 
property. 

(d)  Cartwright  v.  Amatt.     [1799] 

A.  by  indenture  (reciting  that  a  suit  was  depending  between 
him  and  B.  respecting  certain  patents,  and  that  the  same  could 
not  be  assigned  without  hazard  of  defeating  the  suit)  granted 
absolutely  the  said  patents,  together  with  some  others,  to  C, 
excepting,  however,  until  the  determination  of  the  above-mentioned 
suit  such  patents  as  should  be  necessary  to  support  A/s  legal  title. 
Then  followed  a  covenant  that  A.,  upon  the  determination  of  the 
suit,  should  assign  the  excepted  patents  to  C,  and  that  until  such 
assignment  A.  should  stand  legally  possessed  of  the  same  : — Held, 
that  the  legal  interest  in  the  excepted  patents  vested  in  C.  upon 
the  determination  of  the  salt,  without  assignment.  (2  B.  d  P.43; 
Dav.  P.  a  240.) 

{e)  Hesse  v.  Stevenson.    [1803] 

An  Act  of  Parliament  empowering  a  bankrupt  patentee,  his 
executors,  administrators  and  assigns,  to  assign  the  right  under 
letters  patent  to  a  greater  number  of  persons  thun  allowed  by  the 
letters  patent,  and  declared  to  be  a  public  Act,  does  not  enable 
either  the  bankrupt  or  his  assigns  to  make  a  better  title  thou  they 
could  before  the  Act. 

When  a  patentee  becomes  bankrupt,  his  patent  right  vests  in 
the  assignees.    (3  B.  d  P.  665  ;  Dav,  P.  C.  244.) 

Lord  Alvanley,  C.  J.,  in  delivering  judgment,  said :  "  Next  it  is 
contended,  that  the  nature  of  the  property  in  this  patent  was 
such  that  it  did  not  pass  under  the  assignment ;  and  several  cases 
were  cited  in  support  of  this  proposition.  It  is  said,  that  although 
by  the  assignment  every  right  and  interest,  and  every  right  of 
action,  as  well  as  right  of  possession  and  possibility  of  interest,  is 
taken  out  of  the  bankrupt  and  vested  in  the  assignees,  yet  that 
the  fruits  of  a  man's  own  invention  do  not  pass.  It  is  true  that 
the  schemes  which  a  man  may  h-ive  in  his  own  head  before  he 
obtains  his  certificate,  or  the  fruits  which  he  may  make  of  such 
schemes,  do  not  pass,  nor  could  the  assignees  require  him  to  assign 
them  over,  provided  he  does  not  cany  his  schemes  into  effect  until 
after  he  has  obtained  his  certificate.  But  if  he  avail  himself  of 
his  knowledge  and  skill,  and  thereby  acquire  a  beneficial  interest, 
which  may  be  the  subject  of  assignment,  I  cannot  frame  to  myself 
an  argument  why  that  interest  should  not  pass  in  the  same  manner 
as  any  other  property  acquired  by  his  personal  industry."  (3  B.  d  P. 
577.) 

(/)  JErjparte  Granger.     [1812] 

A  patentee,  having  mortgaged  his  right  under  his  patent,  con- 
tinued in  the  notai'ioua  use  of  the  invention  until  his  bankruptcy. 
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The  Loid  Chancellor  was  inolined  to  think  the  right  passed  to  the 
assignees  under  the  statute,  but  directed  a  case  for  the  Court  of 
Eing*s  Bench,  which  was  never  argued.  (Godson  on  PatentSf 
2nd  ed.  j>.  225.) 

(jgi)  Bloxam  v.  Elskb.    [1827] 

Where  an  Act  of  Parliament  secured  to  certain  persons,  for  a 
further  term,  the  benefit  arising  from  a  patent  for  making  a 
machine,  with  a  proviso  that  it  should  become  void  if  they  should 
transfer  or  assign  their  interest  therein  to  auy  persons  exceeding 
the  number  of  five ;  and  two  of  the  patentees  became  bankrupt : — 
Heldy  that  the  assignment  of  their  interests  to  their  assignees  for 
the  benefit  of  creditors,  though  the  number  exoeeded  twenty,  was 
not  within  the  proviso.  (9  D.  &  B.  215  ;  6B.dO.  169 ;  see  15  d  16 
Vict.  e.  83,  $.  36.)  " 

(A)  DuvERGiER  V.  Fellows.    H.  L.    [1830] 

Where  a  bond  was  given  for  payment  of  £10,000,  with  a  con- 
dition that  the  money  should  be  paid  on  the  obligee's  procuring 
subscriptions  for  9000  shares  in  a  company  to  be  formed  of  many 
persons,  for  the  purpose  of  becoming  assignees  of  a  patent,  and 
carrying  on  the  patent  process ;  and  the  patent  contained  a  pro- 
viso, that  it  should  be  void  if  assigned  to  more  than  five  persons : 
— Held,  that  the  obligee  must  be  presumed  to  know  of  that  proviso, 
and  that  as  the  bond  was  subject  to  a  condition  for  the  performance 
of  an  illegal  act,  it  was  void.  (10  0.  B.  826 ;  affirmed  in  H.  L., 
1  C.dF.  39.) 

It  was  also  held  in  the  House  of  Lords  that  the  plaintiff  was 
equally  incapable  of  recovering  on  the  bond,  whether  he  knew  or 
did  not  know  the  terms  of  the  letters  patent     (1  0.  (B  F,  39.) 

(i)  LovBLL  V.  Hicks.    [1836] 

Agreement  for  the  purchase  of  part  of  the  profits  of  a  patent, 
which  turned  out  to  be  a  mere  bubble,  set  aside  as  having  been 
obtained  by  fraud  and  misrepresentation,  and  so  much  of  the 
purchase-money  as  had  been  paid  under  the  agreement  ordered  to 
be  repaid.    (2  Y.  d  C.  46.) 

(j)  M*Alpinb  ».  Mangnall.    Ex.  Ch.    [1846] 

A  voluntary  assignment  by  a  patentee  of  letters  patent,  to  trus- 
tees for  the  benefit  of  creditors,  more  than  twelve  in  number,  is 
not  such  an  assignment  as  will  avoid  the  patent.  (3  C.  B.  496 ; 
15  L.  J.,  a  P.  298.) 

(h)  Payne  v.  Baknee.    Ch.    [1846] 

A  patentee  agreed  to  give  one-fourth  share  of  a  patent  to  B., 
in  consideration  of  £50  then  paid,  and  of  £150  to  be  paid  in 
several  sums  at  various  times ;  and  of  a  sum  of  £300  to  be  paid 
by  a  particular  day,  to  be  applied  in  taking  out  foreign  patents. 
The  £300  was  not  paid,  and  the  foreign  patents  were,  conse- 
quently, not  obtained: — Hddj  that  time  was  the  essence  of  the 
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oontract,  and  that  tlie  patentee  was  entitled  to  rescind  it,  notwith> 
standing  he  had  accepted  payment  of  the  other  sums  at  other 
times  than  those  which  were  fixed  by  the  agreement.  (15  L,  Jl, 
Oh.  227.) 

(J)  Electric  Telbqiulph  Company  v.  Brett.    [1S51] 

The  assignee  of  a  patent  may  maintain  an  action  for  infringe- 
ment.    (10  a  B.  838.) 

(to)  Hill  v.  Mouist.    [1856] 

By  an  agreement  between  A.  and  B.,  it  was  agreed  that  A. 
should  do  all  acts  necessary,  except  the  advance  of  money,  for  the 
purpose  of  procuring  and  perfecting  certain  letters  patent,  and 
should  immediately  after  the  same  were  procured  execute  an  assign- 
ment of  one-third  share  therein  to '  B. ;  and  B.  agreed  to  pay 
all  fees  and  disbursements  that  might  be  necessary  for  procuring 
the  letters  patent,  enrolling  the  specification,  and  otherwise 
perfecting  the  same : — Held,  that  the  execution  of  an  assignment 
by  A.  was  the  whole  consideration  for  the  undertaking  of  B. 
to  pay  the  sums  mentioned  in  sect.  2  of  16  &  17  Vict.  c.  o  ; 
and,  consequently,  a  condition  precedent  to  his  right  to  sue 
B.  for  the  non-payment  thereof.  (18  0.  B.  72 ;  25  L.  J.,  C.  P. 
190.) 

(n)  Hall  v.  Conder.     [1857] 

In  an  agreement  between  plaintiff  and  defendant,  it  was  recited 
that  the  plaintiff  had  invented  and  obtained  a  patent  for  a  method 
of  preventing  boiler  explosions  and  desired  to  dispose  of  half  such 
patent,  to  which  he  declared  he  had  full  right  and  title,  and  that 
he  had  applied  to  the  defendant  to  purchase  such  half,  and  plaintiff 
agreed  to  make  over,  and  did  accordingly  make  over,  to  the 
defendant  the  above-mentioned  half  of  the  said  patent: — Held^ 
that  by  this  agreement  the  plaintiff  did  not  profess  to  sell,  nor  did 
the  defendant  profess  to  buy,  a  good  and  indefeasible  patent 
right,  but  only  the  moiety  of  the  patent,  such  as  it  was ;  and  that, 
as  there  was  no  express  or  implied  warranty  of  title  or  quality,  it 
was  no  answer  to  an  action  for  the  price  of  the  said  moiety  of  the 
patent,  to  plead  that  the  invention  was  wholly  worthless,  and  of  no 
public  utility,  and  not  new,  and  that  the  plaintiff  was  not  the  first 
and  true  inventor.  (2  0.  B.,  N.  8.22;  3  Jur.,  N.  8.  366 ;  26  L.  J., 
0.  P.  138 ;  affirmed  on  appeal,  2  C.  jB.,  N.  8.  53;  3  Jur.,  N.  8. 
963 ;  26  L.  J.,  C.  P.  288.) 

(o)  Smith  v.  Nealb.    [1857] 

The  defendant  made  the  following  written  proposal  to  the 
plaintiff,  who  accepted  it  verbally : — "  First,  that  the  patent 
should  be  conveyed  to  myself  and  any  friend  of  yours,  in  trust  for 
*  The  Ladies*  Guild,'  subject  to  the  following  conditions." 

The  conditions  related  to  the  remuneration  of  the  plaintiff,  and 
the  payment  of  the  stamp  duty  on  the  patent. 

Willes,  J.,  in  delivering  judgment,   said:    **Such  a  contract 
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inyolves  no  warranty  tbat  the  invention  was  new,  or  was  a 
mannfaotore  within  the  statute  of  James,  but  merely  that  Her 
Majesty  had  granted  to  the  plaintiff  the  letters  patent  which 
she  proposed  to  assign.  In  short,  the  defendant  in  this  case,  as 
in  Hall  y.  Ckmder^  contracted  for  the  use  of  the  plaintifiTs  right 
such  as  it  was,  without  regard  to  whether  it  could  be  sustained 
upon  litigation  or  not ;  and  there  is  nothing  unreasonable  or 
uncommon  in  such  a  bargain."  (2  O.  JB.,  N.  S.  67 ;  3  c/ur.,  N,  S. 
516  ;  26  L.  J.,  0.  P.  143.) 

(p)   DUNNICUFP  V.  MiXLETT.      [1859] 

It  is  competent  for  the  assignee  of  a  separate  and  distinct  portion 
of  a  patent  to  sue  for  an  infringement  of  that  part  without  joining 
one  who  has  an  interest  in  another  part.    (7  d.  jB.,  N,  S.  209.) 

(q)  Walton  v.  Lavatee.    [1860] 

The  sale  of  a  moiety  of  a  patent  right  conveys  an  interest  pro 
iatUo  in  the  patent.  (8  0.  B.,  N.  S.  162 ;  6  Jur.,  N.  8.  1261 ;  29 
L.  J.,  C.  P.  276 ;  SL.T.  Sep.,  N.  8.  272.) 

(r)  Keenot  v.  Pottee.    Ch.    [1861] 

P.  agreed  to  purchase  from  K.  a  patent  for  purifying  paraffine^ 
and  to  work  it  during  fourteen  years,  **in  case  it  could  be  so 
long  worked  at  a  profit,"  and  to  pay  a  royalty  of  one-third  of 
the  difference  between  the  market  price  of  crude  paraffine  and 
the  price  it  sold  at.  It  turned  out,  that  although  it  could  be 
worked  at  a  profit,  yet  deducting  the  royalty  reserved  there 
would  be  a  loss : — Held^  that  the  agreement  was  at  an  end.  (30 
Beav.  348.) 

(ti)  Ellwood  v.  Christy.    [1864] 

The  executors  of  a  patentee  having  obtained  probate  of  their 
testator's  will,  assigned  his  patent  to  another  person,  but  the 
probate  was  not  registered  till  after  the  assignment : — Heldy  that 
the  assignment  was  valid.  (10  Jur.,  N.  8.  1079;  13  W.  B.  64; 
11  L.  T.  Bep.,  M  8.  342 ;  17  C.  P.,  N.  8.  764 ;  34  L.  J.,  C.  P.  130.) 

(t)  Lewin  v.  Brown.    [1866] 

The  declaration  stated  that  a  petition  had  been  presented  by  the 
plaintiffs,  at  the  request  of  the  defendant,  for  the  granting  to  the 
defendant  of  a  patent,  that  the  plaintiffs  had  filed  a  provisional 
specification  at  their  own  expense,  upon  condition  that  the 
defendant  should  complete  the  specification  within  six  months, 
and  that  afterwards  it  was  agreed  that  the  defendant  should 
sell  to  the  plaintifis  his  rights  in  respect  of  the  said  patent  for 
the  sum  of  £6,  to  be  paid  by  the  plaintiffs  to  the  defendant  on 
their  having  completed,  at  their  own  expense,  the  said  patent; 
that  it  thereupon  became  necessary,  in  order  to  enable  the 
plaintiffs  to  complete  the  said  patent  in  pursuance  of  the  said 
agreement^  that  the  defendant  should  sign  and  seal  a  complete 
specification;  that  the  plaintiffs  tendered   to  the    defendant   a 
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oomplete  Bpeoifioation  for  his  sicnatare.  Breach,  that  the 
defendant  would  not  sign  it: — Hdd,  that  the  defendant  was 
bound,  under  this  agreement,  to  sign  the  Bpeoifioation.  (14 
W.  B.  640.) 

(ti)  Daw  v.  Blby.    Ch.    [1867] 

A  patent  was  taken  out  in  France^  in  1868,  by  A.,  who,  in  1861, 
obtained  letters  patent  for  his  invention  in  England,  The  English 
patent  was  assigned  by  A.  to  B.  In  1866  the  French  patent  was 
declared  void,  on  the  ground  of  the  non-payment  by  A.  of  the 
fees  imposed  upon  patentees  by  the  French  law  i—Held,  that  B., 
as  assignee  of  the  English  patent,  was  bound  by  the  decision 
respecting  the  French  patent ;  for,  ''  it  was  the  business  of  every 
one  who  took  an  assignment  of  a  foreign  patent — having  sect.  25 
before  him — to  see  that  the  foreign  patent  was  kept  up  in  its  full 
validity."     (L.  B,  3  Eq.  496  ;  36  L.  X,  Ch.  482.) 

(v)  SMrrH  V.  BucKiNHAM.    [1870] 

By  an  agreement  between  the  plaintiff  and  defendant,  after 
reciting  that  the  plaintiff  had  lately  invented  an  improved 
composition  or  material  to  be  employed  in  waterproofing  or 
rendering  woven  fabrics  impervious  to  moisture,  for  which  he 
had  duly  obtained  provisional  protection,  and  had  obtained  a 
certificate  of  protection;  it  was  agreed  between  them  for  the 
considerations  therein  mentioned,  and  in  consideration  of  a 
further  sum  of  £350,  to  be  paid  on  the  completion  of  the  neces- 
sary specification  and  grant  of  the  letters  patent,  to  transfer 
and  make  over  to  the  defendant  all  his  interest  in  the  invention 
or  improvement  thereof,  and  all  benefit  to  be  derived  from  the 
provisional  protection,  or  from  any  letters  patent  to  be  thereafter 
granted  for  the  invention.  In  an  action  on  this  agreement  to 
recover  the  £350,  the  defendant  pleaded  that  the  plaintiff  had 
not  invented  an  improved  composition  or  material  to  be  employed 
in  waterproofing  or  rendering  woven  fabrics  impervious  to 
moisture  :—flieW,  the  plea  was  bad.  (18  W.  i?.,  314;  21  L.  T. 
Bep,,  N.  8.  819.) 

(it)  Chevasse  v.  Stevens.    [1874] 

Bill  to  set  aside  an  assignment  of  a  patent  on  the  ground  of 
misrepresentation  by  the  patentee,  dismissed  on  the  ground,  inter 
alia,  that  the  representations  were  made  bond  fide.  {W.  N.  1874, 
p.  193.) 

(x)  Printing  and  Numerical  Ebqisterinq  Company  v.  Sampson. 
M.B.    [1875] 

It  is  not  against  public  policy  for  the  vendor  of  a  patent  to 
agree  to  assign  to  the  purchaser  all  future  patent  rights  which 
he  might  afterwards  acquire  with  respect  to  the  inventions  sold, 
or  any  of  a  like  nature.  Specific  performance  of  an  agreement  to 
that  effect  decreed.     (44  L.  /.,  Eq.  706.) 
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(x)  Bergmakk  17.  MacMillan.    [1881] 

When  an  assignment  is  made  of  a  share  of  profits  arising  from 
the  working  of  a  patent  by  licensees,  the  assignee  is  entitled  to  an 
acoonnt  from  the  licensee,  but  the  account  must  be  taken  once  for 
all  in  the  presence  of  all  the  parties  interested.  The  licensee  is  not 
bound  to  account  to  each  assignee  separately.  The  assignee  who 
asks  for  an  account  must  place  himself  in  the  position  of  the 
assignor  by  offering  to  pay  to  the  accounting  party  anything 
which  may  be  due  to  them  by  the  assignor.     (17  Ck,  D,  423.) 

(y)  RusTON  V.  ToBiN.     [1881] 

Action  to  set  aside  an  agreement  for  purchase  of  defendant's  ' 
patent  on  grounds  of  misrepresentation  and  concealment,  and 
counterclaim  for  specific  performance.  Plaintiff's  action  was  dis- 
missed with  costs,  and  the  defendant  had  a  decree  for  specific 
performance,  with  a  reference  to  ascertain  the  deductions  which 
ought  to  be  allowed  in  respect  of  the  French  patent,  which  was 
invalid,  and  the  Belgian  patent,  which  had  lapsed.  (TF.  N. 
1881,  6.) 

(z)  LiAEDET  V,  Hammond  Electric  Light  Company.    [1883] 

In  an  action  for  specific  performance  of  an  agreement  for  pur- 
cliase  by  defendants  from  the  plaintiffs  of  certain  patents,  the 
defendants  pleaded  that  it  was  an  implied  term  of  the  contract 
that  the  patents  were  good  and  valid  patents,  and  that  in  fact  the 
patents  were  not  good  and  valid : — Held^  on  the  construction  of 
the  agreement,  that  there  was  no  reasonable  ground  to  contend 
that  the  case  was  taken  out  of  the  ordinary  rule  that  the  vendor 
of  a  patent  does  not  warrant  its  validity,  and  that  therefore  the 
plea  ought  to  be  struck  out,  since  otherwise  the  plaintiff  could  not 
safely  abstain  from  producing  evidence  as  to  validity.  (TF.  N» 
1883,96;  31  W.  B.  710.) 

(a)  London  and  Leicester  Hosiery  Company  v.  Griswold.    [1886] 

The  plaintiffs  were  assignees  of  a  patent ;  the  defendant,  the 
inventor,  had  therein  covenanted  to  communicate  any  improve- 
ments to  the  plaintiffs.  The  plaintiffs  moved  for  an  interim  in- 
junction to  restrain  the  defendant  (1)  from  infringing,  (2)  from 
disclosing  his  improvements  to  other  persons,  (3)  from  assisting 
defendants  in  actions  brought  by  the  plaintiffs  for  infringements. 
The  Court  held  (1)  that  there  was  no  infringement ;  that  to  grant 
(2)  would  be  compelling  specific  performance  of  the  covenant  on 
an  interlocutory  application;  and  that  as  regards  (3)  the  Court 
could  not  on  an  interlocutory  motion  go  so  far  as  to  restrain  the 
defendant  from  communicating  to  other  persons  material  informa- 
tion within  his  own  knowledge  relating  to  specifications  or  other 
matters  antecedent  to  the  granting  of  the  patents  in  question. 
{Griff.  164;  3  0.  B.  251 ;  2  T.  L.  B.  676.) 
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(6)  Anderson  v.  Patent  Oxontte  Company,  Punshon  and  Yizer. 

[1886] 

The  plaintiff  asked  for  an  interim  injunction  to  restrain  the 
defendant  company  from  infringing  a  patent  for  an  improved 
method  of  blasting  granted  in  1883  to  Punshon  and  Yizer.  In 
1884  the  plaintiffs  and  Punshon  had  left  a  provisional  specification 
for  improvements  on  the  said  patent,  and  in  1885  Pnnshon  had 
signed  a  document  making  over  to  the  plaintiff  Anderson  all  his 
share  in  the  said  patent.  The  name  of  Anderson  was  afterwards 
entered  on  the  register  as  assignee  of  a  half-share  of  the  patent. 
The  defendant  company  and  Punshon  set  up  a  defence  that  the 
assignment  to  Anderson  was  obtained  by  fraud,  and  moved  to 
expunge  the  name  of  Anderson  from  the  register.  Chitty,  J., 
found  that  the  defence  was  not  proved,  and  granted  an  interim 
injunction,  and  dismissed  the  cross  motion  with  costs.  (3  0.  S. 
279.) 

(c)  In  re  Parnell's  Patent.      Colonel  Halkett's  Appucation. 

[1888] 

An  agreement  which  began  **  It  is  proposed  to  form  a  syndicate 
to  take  up  patents  for  an  increased  number  of  countries  "—say  inter 
alia  Great  Britain — in  re  Mrs.  Pamell's  patent  process,  Mrs.  Pamell 
and  Colonel  Halkett  to  share  equally,  '*  the  terms  on  which  the 
rights  are  to  be  transferred  to  such  syndicate  to  be  agreed  upon 
collectively  by  both  the  above  persons "  :—^eW,  not  to  give 
Colonel  Halkett  any  right  of  equity  to  a  half-share  in  a  patent  for 
Great  Britain  which  was  taken  out  subsequently,  (T.  L.  Bep. 
IF.,  197;  6  O.B.126.) 

(d)  In  re  Bailwat  and  Electrical  Appliances  Company.    [1888] 

Patentees  by  deed  assigned  their  patent,  with  covenants  for  title 
and  quiet  enjoyment,  to  a  company  for  £250,  **  and  for  the  other 
considerations  therein  appearing."  The  company  covenanted  to 
pay  to  the  patentees  a  royalty  S)r  every  article  manufactured  or 
sold  by  the  company  under  the  patent  **  while  subsisting,"  and  also 
a  proportion  of  the  profits :  but  did  not  expressly  covenant  either 
to  keep  the  patent  on  foot,  or  to  manufacture  or  sell  articles 
under  tne  patent.  Through  inadvertence  the  company  omitted  to 
pay  the  second  renewal  fee,  and  the  patent  lapsed  : — neldy  that  no 
covenant  to  keep  the  patent  on  foot  could  be  implied ;  and  that 
even  if  it  could,  the  patentees  could  not  obtain  more  than  nominal 
damages  against  the  company,  as  there  was  no  obligation  express 
or  implied,  to  manufacture  the  patented  articles.     (39  C%.  D,  597.) 

Assistance  in  carrying  out  invention. 

(e)  Bloxam  i;.  Elsee.     [1825] 

Where  a  patentee  has  employed  a  professional  engineer  to  assist 
in  carrying  an  invention  into  efiect,  it  is  no  objection  to  the  patent 
that  the  assistant  has  suggested  several  parts  of  the  patented 
machinery.     (1  C.  d  P.  567.) 
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(/)  MiNTEB  V.  Wboja    [1834] 

If  the  patentee  snggested  the  prinoiple  to  another,  and  the  other 
-was  aaaJBting  him,  then  the  patentee  is  the  tme  and  first  inventor, 
and  the  assistant  is  a  machine,  so  to  speak,  used  for  the  purpose 
of  carrying  the  conception  into  effect.     (1  Web.  P.  (7.  127.) 

Assizes.    See  under  Practice  Venue,  p.  353. 

Attachment.    See  Practice  Injunction,  p.  333  (y)  (z). 

Attomey-GexieraL    On  petition  for  extension.     See  under  Extension, 
pp.  99,  111  (m),  113  (w),  118  (j),  122  (m),  139  (♦)  (A). 

Bankrupt, 

patent  vests  in  assignees  of,  p.  73  (jg)  ^ 

qucerey  after  mort^e,  p.  73  (h) 
assignee  of,  may  sue  for  mfringement,  p.  286  (k) 
action  for  infringement  agaiost,  continued  agamst  trustee,  p.  73  (k), 

(g)  Hesse  v.  Stevenson.    [1803] 

When  a  patentee  becomes  bankrupt,  his  patent  rights  vested  in 
the  assignees.     (3  B.  &  P.  666 ;  Dav.  F.  C.  244.) 

(h)  Ex  parte  Qrxsq^r.    [1812] 

A  patentee  having  mortgaged  his  right  under  his  patent  con- 
tinued in  the  notorious  use  of  the  invention  until  his  bankruptcy. 
The  Lord  Chancellor  was  inclined  to  think  that  the  right  passed 
to  the  ass^mees  under  the  statute,  but  directed  a  case  for  the 
Court  of  King's  Bench,  which  was  never  argued.  {Qodson  on 
Patents,  2nd  ed.,p,  226.) 

(t)  Bloxah  v.  Elsee.    [1827] 

Term  of  patent  extended  by  Act  of  Parliament  provided  that 
the  patented  should  not  transfer  or  assign  to  any  persons  exceeding 
the  number  of  five :  two  of  the  patentees  became  bankrupt : — Held, 
that  the  assignment  to  their  assignees  for  the  benefit  of  creditors, 
though  the  number  exceeded  twenty,  was  not  within  the  proviso, 
and  that  the  assignees  might  maintain  an  action  for  infringement. 
(9  2>.  &  B.  216 ;  6  B.  &  O.  169.) 

(J)  M*Alfine  v.  Mangnall.    [1846] 

A  voluntaiy  assignment  of  letters  patent  to  trustees  for  the 
benefit  of  creditors  more  than  twelve  in  number  did  not  avoid  the 
patent     (3  C.  B.  496 ;  15  L.  J.  0.  P.  298.) 

(h)  Watson  v.  Holuday  (C.  A.)    [1883] 

An  action  to  restrain  infringement  and  for  an  account  of  profits 
or,  in  the  alternative,  damages,  is  not  a  claim  for  unliquidated 
damages  within  the  prohibition  of  sect.  31  of  the  Bankruptcy  Act, 
1869.  Consequently  when  the  defendant  to  such  an  action  had 
become  bankrupt,  and  had  put  in  a  defence  but  did  not  appear, 
and  the  trustees  appeared  but  put  in  no  defence : — Held,  that  as  the 
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trustees  had  not  moved  to  stay  the  action,  nor  demarred,  there 
most  be  an  account  of  profits  made  by  Holliday,  and  the  trustees 
must  pay  the  costs.  (30  W.  B.  747 ;  31  W.  B.  636 ;  62  L.  J.  Ch. 
643  ;  48  L.  T.  646.) 

Board  of  Trade, 

may  order  the  grant  of  compulsory  licenses,  p.  77 

has  power  to  settle  the  amount  to  be  paid  to  a  patentee  for  modtls 

supplied  to  the  South  Kensington  Museum,  p.  220 
has  power  by  Patents  Act,  1883,  sect.  101,  to  make  General  Rules,  p.  580. 
There  is  no  definition  in  the  Patents  Act  of  the  words  Board  of  Trade,  and 
their  meaning  is  therefore  settled  by  24  &  25  Vict.,  ch.  47,  sect.  65,  to  be 
"The  Lords  of  the  Committee  of  I'rivy  Coimcil  appointed  for  the  con- 
sideration of  matters  relatin?:  to  lYade  and  Foreign  Plantations"  (Oriff-, 
p.  321)^  but  now,  by  the  Patents  Act  of  1888,  it  is  provided  (sect.  25) : 

After  section  one  hundred  and  two  of  the  principal  Act  the  following 
section  shall  be  added  and  numbered  102a  ;  namely, 

"(1.)  All  things  required  or  authorised  under  this  Act  to  be  done  by,  to, 
or  before  the  Board  of  Trade,  may  be  done  by,  to,  or  before  the 
President  or  a  secretary  or  an  assistant  secretary  of  the  Board. 
"(2.)  All  documents  purporting  to  be  orders  made  by  the  Board  of 
Trade  and  to  be  sealed  with  the  seal  of  the  Board,  or  to  be  signed 
by  a  secretary  or  assistant  secretary  of  the  Board,  or  bv  any 
person  authorised  in  that  behalf  by  the  President  of  the  Board, 
shall  be  received  in  evidence,  and  shall  be  deemed  to  be  such 
orders  without  further  proof,  imless  the  odhtrary  is  shown, 
"  (3.)  A  certificate,  signed  by  the  President  of  the  Board  of  Trade,  that 
any  order  niade  or  act  done  is  the  order  or  act  of  the  Board,  shall 
be  conclusive  evidence  of  the  fact  so  certified." 

Book,  publication  in.    See  under  Novelty,  pp.  244  to  261. 

Books,  inspection  of  defendant's.    See  pp.  319  (u),  326  (z). 

Cancelling  Letters  Patent    See  p.  151  (a). 

Caveat  against  extension,  p.  107 

practice  of  entering  is  discontinued  except  by  special  leave,  p.  41  (p)» 

Certificate  that  validity  of  patent  came  in  question.    See  under  Practice, 
Costs,  pp.  389  (jg^),  390  (m)  (n),  392  (y),  393  (/)  (g),  394  (j>)  (r),  395  (s). 

Certificate  that  particulars  delivered  have  been  proved  or  have  been 
reasonable  and  proper.    See  under  Practice,  Particulars,  pp.  315  to  318. 

Certificate  of  Secretary  for  War  that  invention  ought  to  be  kept  secret. 
See  Secretary  for  War,  p.  406. 

Certificate  of  the  Comptroller,  efifect  of. 

Paterts  Act,  1883,  sect.  96.  A  certificate  purporting  to  be  under  the 
hand  of  the  comptroller  as  to  any  entry,  matter,  or  Uiing  which  he  is 
authorised  by  this  Act,  or  any  general  rules  made  thereunder,  to  make  or  do, 
shall  he  primd  facie  evidence  of  the  entry  having  been  made,  and  of  the 
contents  thereof,  and  of  the  matter  or  thing  having  been  done  or  left  undone. 
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Ceriiflcates  of  Payment  and  BenewaL 

Patbnt  Rules,  1890,  45  and  47,  provide  for  tho  leaving  of  certificates  of 
payments  of  fees  on  renewal  at  the  Patent  Office,  and  Rule  48  provides  for 
the  giving  cat  to  the  patentee  of  a  certificate  of  renewal. 

Certified  Copies. 

Patents  Act,  1883,  sect.  89.  Printed  or  written  copies  or  extracts,  pur- 
porting to  be  certified  by  the  comptroller  and  sealed  with  a  seal  of  the  Patent 
Office,  of  or  from  patents,  specifications,  disclaimers,  and  other  documents  in 
the  Patent  Office,  and  of  or  from  registers  and  other  books  kept  there,  shall 
be  admitted  in  evidence  in  all  courts  in  Her  Majesty's  dominions,  and  in  all 
proceedings,  without  further  proof  or  production  of  the  originals. 

Patent  Rules,  1890,  rule  79.  Certified  copies  of  any  entry  in  the  register, 
or  certified  copies  of,  or  extracts  from,  patents,  specifications,  disiJaimeFS, 
affidavits,  statutory  declarations,  and  other  public  documents  in  the  Patent 
Office,  or  of  or  from  registers  and  other  books  kept  there,  may  be  furnished 
by  the  comptroller  on  payment  of  the  prescribed  fee. 

Channel  Islands. 

Sect.  18  of  the  Act  of  1852  provided  that  letters  patent  should  extend  to 
Great  Britain  and  Ireland,  the  Channel  Islands,  and  the  Isle  of  Man.  lliis 
Act  is  now  repealed  by  Patents  Act,  1883,  sect.  113,  and  the  Channel  Islands 
are  not  included  in  sect.  16  of  that  Act.    (See  p.  205.) 

Cheapness  of  Materials. 

The  mere  quality  of  cheapness  in  the  material  disconnected  with  any  new  or 
different  mode  of  applying  that  material  is  not  patentable.  (See  CurtUy 
sect  73.) 

Chemical  equivalents.    Bee  Infringement,  Eqniralents,  p.  183. 

Chemical  process  may  be  subject-matter  of  patent. 

Patterson  r.  Gaslight  and  Coke  Company. 

A  new  chemical  process  is  a  proper  subject  for  a  patent,  but  not 
a  mere  instruction  for  the  more  efficient  working  of  a  known 
process,  although  formed  on  a  new  theoretical  explanation.  (L.  B. 
2  a.  2>.  812 :  3  App.  C.  246.) 

Claim.     See  under  Specification  Complete,  pp.  481  to  485. 

Clerical  Errors.    See  Amendment,  pp.  28  to  30. 

Colonies, 

definition  of  British  possession.  Patents  Act,  1883,  sect.  117,  p.  76 
arrangements  for  mutual  protection  of  iuventions  witb.  Patents  Act,  1883, 

sect.  103,  p.  61,  sect.  104,  p.  75 
prior  user  in  does  not  invalidate  patent,  p.  227  (n). 

Patents  Act,  1883,  sect.  104.  (1)  Where  it  is  made  to  appear  to  Her 
Majesty  that  the  legislature  of  any  British  possession  has  made  satisfactory 
provision  for  the  protection  of  inventions,  designs,  and  trade  marks,  patented 
or  registered  in  this  country,  it  shall  be  lawful  for  Her  Majesty  from  time  to 
time,  by  Order  in  Council,  to  apply  the  provisions  of  the  last  preceding 
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section^  with  such  yariations  or  additions,  if  any,  as  to  Her  Majesty  in 
CSouncil  may  seem  fit,  to  such  British  possession. 

(2^  An  Order  in  Council  under  this  Act  shall,  from  a  date  to  be  mentioned 
for  the  purpose  in  this  Order,  take  effect  as  if  its  provisions  had  been  con-> 
tained  in  thiB  Act ;  but  it  shall  be  lawful  for  Her  Majesty  in  Council  to 
revoke  any  Order  in  Council  made  under  this  Act. 

rPor  the  provisions  of  Sect.  103,  see  p.  61.] 

Beet.  117.  (1)  In  and  for  the  purposes  of  this  Act,  unless  the  context  other- 
wise reouires, .  .  .  '*  British  possession  *'  means  any  territory  or  place  situate 
within  Her  Majesty's  dominions,  and  not  being  or  forming  part  of  the  United 
Kingdom,  or  of  the  Channel  Islands,  or  of  the  Isle  of  Man,  and  all  territoriea 
and  places  under  one  legislature,  as  hereinafter  defined,  are  deemed  to  be  one 
British  possession  for  the  purposes  of  this  Act. 

*' Legislature "  includes  any  person  or  persons  who  exercise  legislative 
authority  in  the  British  possession  ;  and  where  there  are  local  legislatures  as 
well  as  a  central  legislature,  means  the  central  legislature  only. 

Colourable    imitatioxi.      See    Infringement,    Colourable    imitation, 
pp.  183  to  202. 

CombinaUoXL    See  Subject  Matter,  Combination,  pp.  600  to  511» 

CommissionerB'  Ofi^ces. 

The  ofSces  of  the  Commissioners  of  Patents  at  25  Southampton  Buildings, 
became  the  new  Patent  Office  by  virtue  of  sect.  82  of  the  Act  of  1883. 

Commnnication, 

from  abroad,  the  subject  of  a  patent,  p.  278 
improvement  on  confidential,  p.  278  (e) 
patent  for,  taken  as  for  original  invention,  is  void,  p.  278  (e) 
petition  for  extension  should  state  when  natent  is  for,  p.  104  (b) 
from  abroad,  to  be  distinguished  in  specincation  from  original  invention, 
p.  449  (a). 

Company, 

person  includes  a  body  corporate.  Patents  Act,  1883,  sect.  117,  p.  76 
may  be  registered  by  its  corporate  name.  Patent  Rules,  1890,  73,  p.  76 
request  for  entry  of  subsequent  proprietorship  by,  to  be  signed  by  agent 

authorised  to  satisfaction  of  comptroller,  Rule  69,  p.  398 
form  of  application,  how  signed,  p.  76 
foreign  corporation  can  apply  under  sect.  103,  p.  76  (I). 

Patsntb  Act,  1883,  sect.  117.  In  and  for  the  purposes  of  this  Act,  unless 
the  context  otherwise  requires,  *'  Person'*  includes  a  body  corporate. 


Patekt  Rules,  1890,  73.  A  body  corporate  may  be  registered  as  proprietor 
by  its  corporate  name. 

[In  the  case  of  application  for  a  patent  by  a  company  the  form  should  be 
signed  by  the  secretary  and  two  directors  and  the  common  seal  affixed. 
(OHff,  325.)] 

(I)  Carez's  Appucation.    [1889] 

Semble^  foreign  oorporations  can  apply  under  sect.  103  of  the 
statute  of  1883.    (6  0.  B.  552.) 

Complete  SpeoifloaUon.    Sec  pp.  421  to  490. 
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Comptroller, 

definition  of,  Patents  Act,  1883,  sect.  117,  p.  77 
limit  on  discretionary  power  of,  sect.  94,  p.  84 
may  be  heard  on  appeal  to  the  law  officer,  pp.  32  and  379 
power  of,  to  refer  application  to  examiner,  sect.  6,  p.  34,  sect.  9,  p.  35 
require  amendment,  sects.  7  and  9,  pp.  9, 10 
decide  between  applicant  and  opponent,  p.  38 
seal  patent,  sect.  12,  p.  148,  ana  sect.  37,  p.  82 
enlarge  time  for  payment  of  renewal  fee,  p.  559 
extend  time,  p.  557 

allow  amendment  of  specification,  p.  10 
refuse  a  grant  contrary  to  law  or  morality,  p.  396 
make  entries  in  register,  sect.  87,  p.  397 
certify  copies,  sect.  89,  p.  75 
take  directions  of  law  officer,  sect.  95,  p.  83 
dispense  with  evidence,  Rule  80,  p.  77. 

Patkhts  Act,  1883,  sect.  117.  In  and  for  the  purposes  of  this  Act,  unless 
the  context  otherwise  requires,  *' Comptroller "  means  the  Gomptroller-> 
General  of  Patents,  Designs,  and  Trade  Marks. 

Patent  Bules,  1890,  rule  80.  Where  under  these  Rules,  any  person  is 
required  to  do  any  act  or  thing,  or  to  sign  any  document,  or  to  make  any 
declaration  on  behalf  of  himself  or  of  any  body  corporate,  or  any  document  or 
eTidenoe  is  required  to  be  produced  to  or  left  with  the  comptroller,  or  at  the 
Patent  Office,  and  it  is  shown  to  the  satisfaction  of  the  comptroller  that  from 
any  reasonable  cause  such  person  is  unable  to  do  such  act  or  thing,  or  to 
sign  anch  document,  or  make  such  declaration,  or  that  such  document  or 
eyidence  cannot  be  produced  or  left  as  aforesaid,  it  shall  be  lawful  for  the 
comptroller,  with  the  sanction  of  the  Board  of  Trade,  and  upon  the  production 
of  such  other  evidence  and  subject  to  such  terms  as  they  may  think  fit,  to 
(tispense  with  any  such  act  or  thing,  document,  declaration,  or  evidence. 

Compulsory  Licenses. 

Patents  Act,  1883,  sect.  22.  If  on  the  petition,  of  any  person  interested 
it  IB  proved  to  the  Board  of  Trade  that  by  reason  of  the  default  of  a  patentee 
to  gnint  licenses  on  reasonable  terms — 

(a)  The  patent  is  not  being  worked  in  the  United  Kingdom ;  or 

(b)  The  reasonable  requirements  of  the  public  with  respect  to    the 

invention  cannot  be  supplied ;  or 

(c)  Any  person  is  prevented  from  working  or  using  to  the  best  advantage 

an  invention  of  which  he  is  possessed, 
the  Board  may  order  the  patentee  to  grant  licenses  on  such  terms  as  to  the 
amount  of  royalties,  security  for  payment,  or  otherwise,  as  the  Board,  having 
regard  to  the  nature  of  the  invention,  and  the  circimistances  of  the  case,  may 
deem  just,  and  any  such  order  may  be  enforced  by  mandamus. 

[But  this  provision  is  not  to  afifect  patents  sranted  before  the  commence- 
ment of  the  Act  or  on  an  application  then  penmng  (see  p.  94).] 

Patent  Rules,  1890.  60.  A  petition  to  the  Board  of  Trade  for  an  order 
upon  a  patentee  to  grant  a  license  shall  show  clearly  the  nature  of  the 
petitioner's  interest,  and  the  ground  or  groimds  upon  which  he  claims  to  be 
entitled  to  relief,  and  shall  state  in  detail  the  circumstances  of  the  case,  the 
terms  upon  which  he  asks  that  an  order  may  be  made,  and  the  purport  of 
such  order. 

61.  The  petition  and  an  examined  copy  thereof  shall  be  left  at  the  Patent 
Office,  accompanied  by  the  affidavits^  or  statutory  declarations,  and  other 
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docamentary  evidence  (if  any)  tendered  by  the  petitioner  in  proof  of  the 
alleged  default  of  the  patentee. 

62.  Upon  perusing  the  petition  and  evidence,  unless  the  Board  of  Trade 
shall  be  of  opmion  that  the  order  should  be  at  once  refused,  they  may  require 
the  petitioner  to  attend  before  the  comptroller,  or  other  person  or  persona 
appointed  by  them,  to  receive  his  or  their  directions  as  to  further  proceedings 
upon  the  petition. 

63.  If  and  when  a  primd  facie  case  for  relief  has  been  made  out  to  the 
satisfaction  of  the  Board  of  Trade,  the  petitioner  shall  upon  their  requisition, 
and  on  or  before  a  day  to  be  named  by  them,  deliver  to  the  patentee  copies  of 
the  petition  and  of  the  affidavits  or  statutory  declarations  and  other  documen- 
tary evidence  (if  any)  tendered  in  support  thereof. 

64.  Within  fourteen  days  after  the  day  of  such  delivery  the  patentee  shall 
leave  at  the  Patent  Office  his  affidavits  or  statutory  declarations  in  opposition 
to  the  petition,  and  deliver  copies  thereof  to  the  petitioner. 

65.  The  petitioner  within  iourteen  days  from  such  delivery  shall  leave  at 
the  Patent  Office  his  affidavits,  or  statutory  declarations  in  reply,  and  deliver 
copies  thereof  to  the  patentee ;  such  last-mentioned  affidavits  or  declarations 
shall  be  confined  to  matters  strictly  in  reply. 

66.  Subject  to  any  further  directions  which  the  Board  of  Trade  may  give 
the  parties  shall  then  be  heard  at  such  time,  before  such  person  or  persons,  in 
such  manner,  and  in  accordance  with  such  procedure  as  the  Board  of  Trade 
may,  in  the  circumstances  of  the  cade,  direct,  but  so  that  full  opportunity 
shall  be  given  to  the  patentee  to  show  cause  against  the  petition. 

Concealment  in  specification  as  to  best  mode  of  working  will  invalidate 
patent,  p.  436,  seq. 

Concnrrent  Applicants,    See  Application  for  Letters  Patent,  Concur- 
rent Applicams,  pp.  54  to  56. 

ConditionB  of  Grant.    See  Grant — Conditions  of,  p.  148. 

Confidential  Disclosure,  communication  made  to  public  officers  in 
course  of  duty  cannot  be,  p.  254  (i). 

Confirmation. 

The  power  to  confirm  which  was  granted  by  5  &  6  Will.  IV.,  ch.  83,  sect.  2, 
appears  to  be  taken  away  by  the  repeal  of  that  statute  by  46  &  47  Vict., 
ch.  57,  sect.  113.  I'he  following  cases  which  dealt  with  confirmation  have 
therefore  been  omitted. 

Westrupp  and  Gibbin's  Patent.    (1  Web.  P.  C.  655.) 

Heurtiloup's  Patent.    (1  Web.  P.  C.  653.) 

Robinson's  Patent.    (^6  Moore  P.  C.  C.  65.) 

Stead's  Patknt.    (2  Web.  P.  C.  146.) 

Card's  Patent.     (2   Web.  P.  O.  161,  12  Jur.  507,  6  Moore  P.  C.  C. 
207.) 

Lameneaude's  Patent.    (2  Web.  P.  G.  164.) 

Honiball's  Patent.     (2  Web.  P.O.  201;  9  Moo.  P.  G.  G.  378.) 

Stead  v.  Carey.    (1  G.  B.  496 ;  9  Jur.  511 ;  14  L.  J.  G.  P.  111.) 
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Consideration  of  Grant.    See  Grant,  Consideration  of,  p.  149. 
Consolidation.    See  Practice,  Ck)n8olidation,  p.  293. 
Construction.    See  Specification,  Construction,  p.  460. 
Constmctive  use.     See  Infringement,  pp.  183,  seq. 
Contrivance.     Application  of  an  old.    See  Subject-matter,  p.  522. 
Co-owners.     See  Joint  Owners,  pp.  206  to  209. 
Copies.     See  Certified  Copies,  p.  75. 
Corporation.    See  under  Company,  p.  76. 
Correction.     See  Amendment,  pp.  8  to  30. 
Costs.     See  FracUce,  Costs,  pp.  382  to  395. 

Court 

Patents  Act,  1833,  sect.  117.  In  and  for  the  purposes  of  this  Act,  unless 
the  context  otherwise  requires,  "  The  Court "  means  (subject  to  the  provisions 
for  Scotland,  Ireland,  and  the  Isle  of  Man)  Iler  Majesty's  High  Court  of 
Justice  in  Eogland. 

Crown, 

effect  of  patent  a.s;aiDst,  Patents  Act,  1883,  sect.  27,  p.  79 
prerogative  of.  Patents  Act,  1883,  sect.  116,  p.  79 
private  contractors  not  servants  of,  p.  80  (o). 

Patents  Act,  1883,  sect  27.  (1.)  A  patent  shall  IflLve  to  all  intents  the 
like  effect  as  again^tt  Her  Majesty  the  Queen,  her  heirs  and  successors,  as  it 
has  against  a  subject. 

(2.)  But  the  officers  or  authorities  administering  any  department  of  the 
service  of  the  Crown  may,  by  themselves,  their  agents,  contractors,  or  others, 
at  any  time  after  the  application,  use  the  invention  for  the  services  of  the 
Crown  on  terms  to  be  before  or  after  the  use  thereof  agreed  on,  with  the 
approval  of  the  Treasury,  between  those  officers  or  authorities  and  the 
patentee,  or,  in  default  of  such  agreement,  on  such  terms  as  may  be  settled 
by  the  Treasury  after  hearing  all  parties  interested. 

[But  these  provisions  are  not  to  affect  any  patent  granted  before  the  com- 
mencement of  the  Act  or  on  an  application  then  pending  (see  p.  94).] 

Sect.  116.  Nothing  in  the  Act  shall  take  away,  abridge,  or  prejudicially 
affect  the  prerogative  of  the  Crown  in  relation  to  the  granting  of  any  letters 
patent  or  to  the  withholding  a  grant  thereof. 

(m)  Feather  v.  The  Queen.    [1866] 

Formerly  the  Crov^rn  might  nse  a  patented  invention  without 
the  assent  or  remuneration  of  the  patentee.     (8  B.  &  8.  267.) 

(n)  Caldwell  v,  Vanvlissengen.     [1861] 

The  Crown  has  always  exercised  a  control  over  the  trade  of  the 
country;  and  though  restrained  by  the  common  law  and  the 
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Stalnto  of  Monopolies  (21  Jao.  1  oh.  8)  within  reasonable  limits, 
the  Crown  might  grant  the  ezolnsive  right  to  trade  with  a  new 
invention  for  a  limited  period.  (9  JTarc,  415,  16  Jur,  115,  21 
L.  J.  Ch.  97.) 

(o)  Dixon  v.  The  London  Small  Arms  Company.    [1877] 

A  patent  was  granted  for  an  improvement  in  the  mannfactnre 
of  fire-arms.  The  Secretary  for  War  issued  a  notice  for  a  tender 
for  the  supply  of  13,875  rifles  of  the  description  known  as  that 
patented,  the  War  Office  supplying  the  steel  barrels  and  the  stocks. 
The  rifles  might  be  inspected  during  manufacture  and  might  be 
rejected  by  officers  at  the  War  Office  if  not  made  according  to 
pattern  or  not  delivered  in  time.  The  contractors  employed  the 
patented  process  in  the  formation  and  insertion  of  the  lock  : — Held^ 
that  they  were  not  servants  or  agents  of  the  Crown  doin^  the 
work  of  the  Crown,  but  were  private  contractors  to  supply  a 
certain  manufactured  article  and  were  liable  for  infringement. 
(L.  B.  1  App.  a  632.) 

Damages.    See  under  Practice,  Damages,  p.  373. 

Date  of  Patent, 

to  be  date  of  application,  Patents  Act,  1883,  sect.  13,  p.  80 

in  case  of  revocatioo  on  ground  of  fraud,  Patents  Act,  1883,  sect.  26,  p.  402 

in  case  of  invention  patented  abroad,  sect.  103,  Patents  Act,  1883, 

amended  by  Patents  Act,  1885,  sect.  6,  p.  61 
of  patents  separated  by  amendment.  Rule  19,  p.  37 
of  extended  grant  may  be  after  expiration  of  ori«:inal  patent,  p.  133  (/). 

Patents  Act,  1883,  sect.  13.  Every  patent  shall  be  dated  and  sealed  as  of 
the  day  of  the  application :  Provided  that  no  proceedings  shall  be  taken  in 
respect  of  an  infringement  committed  before  the  publication  of  the  complete 
specification :  Provided  also,  that  in  case  of  more  than  one  application  for  a 
patent  for  the  same  invention,  the  sealing  of  a  patent  on  one  of  those  appli- 
cations shall  not  prevent  the  sealing  of  a  patent  on  an  earlier  application. 

(p)  EussKL  V.  Ledsam.    [1845] 

Original  letters  patent  for  a  term  of  fourteen  years  were  dated 
on  the  26th  of  February  1825,  and  renewed  letters  patent  were 
dated  on  the  26th  of  February  1839  .—Held,  that  the  day  of  the  date 
must  be  reckoned  inclusively,  and  that  the  former  term  expired  on 
the  26th  of  February  1839.  and  consequently  the  renewed  letters 
patent  were  granted  after  the  original  letters  patent  had  expired. 
Benewed  letters  patent,  granted  under  6  &6  Will.  4,  c.  83,  s.  4,  are 
not  void  if  dated  after  the  expiration  of  the  term  for  which  the 
original  letters  patent  were  granted,  but  may  be  granted  by  the 
Crown  after  the  expiration  of  that  term,  provided  the  preliminary 
steps  which  the  fourth  section  of  the  Act  requires  to  be  taken  by 
the  patentee  were  complied  with  before  that  term  ended.  See 
2  &  3  Vict.  c.  67.  (14  M.  d  W.  574 ;  14  L,  J".,  ExcL  353 ;  affirmed 
in  Exch.  Ch.,  Hi  M,  d  W.  633;  and  in  House  of  Lords,  1  JET.  L. 
Cas,  687.) 
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(q)  Williams  v.  Nash.    [1869] 

The  day  of  the  date  of  the  letters  patent  is  excluded,  and  thQ 
three  years  do  not  expire  until  12  o'clock  at  night  of  the  anni- 
versary of  the  day  on  which  the  letters  patent  are  granted. 
(5  Jur.  N.  8.  696;  28  L.  J.  Ch.  886 ;  28  Beav.  93.) 

(r)  3c  parte  Bailby.     [1872] 

B.  applied  for  a  patent  and  obtained  provisional  protection  on 
the  30th  of  March ;  C.  on  the  3rd  of  April.  B.  applied  for  the 
great  seal  on  the  2l8t  of  May ;  C.  obtained  letters  patent  on  the 
22nd  of  May,  antedated,  accoi^mg  to  the  usual  practice,  to  the 
3rd  of  ApriL  The  patents  appearing  to  be  partially  for  the  same 
invention : — Heldy  that  whether  the  conduct  of  0.  had  or  had  not 
been  fraudulent,  the  letters  patent  granted  to  B.  must  bear  date 
on  the  2l8t  of  May,  and  not  on  the  30th  of  March.  (£.  B.  B  Ch. 
60 ;  42  L.  J.  264.) 

Death  of  Inventor. 

Patbstb  Act,  1883,  sect.  12,  sub-sect.  3  (b).  If  the  person  making  the 
application  dies  before  the  expiration  of  the  fifteen  months  aforesaid,  the 
patent  may  be  granted  to  his  legal  representative,  and  sealed  at  any  time 
within  twelve  months  after  the  death  of  the  applicant. 

[The  fifteen  months  referred  to  runs  from  the  date  of  application. 
See  p.  557.] 

Sect.  34.  (1)  If  a  person  possessed  of  an  invention  dies  without  making 
application  for  a  patent  for  the  invention,  application  may  be  made  by,  and 
a  patent  for  the  invention  granted  to,  his  legal  representative. 

(2.)  Every  such  application  must  be  made  within  six  months  of  the  decease 
of  such  person,  and  must  contain  a  declaration  by  the  legal  representative 
that  he  believes  such  person  to  be  the  true  and  first  inventor  of  tho 
invention. 

Declaration. 

Patents  Acjt,  1883,  sect  5,  sub-sect.  (2).  An  application  must  contain  a 
declaration  to  the  effect  that  the  applicant  is  in  possession  of  an  invention, 
whereof  he,  or,  in  the  case  of  a  joint  application,  one  or  more  of  the  applicants, 
claims  or  claim  to  he  the  true  and  first  inventor  or  inventors,  and  for  which 
he  or  they  desires  or  desire  to  obtain  a  patent ;  and  must  be  accompanied  by 
either  a  provisional  or  complete  specification. 

48  &  49  Vict.  ch.  63,  sect  2.  Whereas  sub-sect.  2  of  sect  5  of  the  principal 
Act  requires  a  declaration  to  be  made  by  an  applicant  for  a  patent  to  the* 
efifect  in  that  sub-sect,  mentioned,  and  doubts  have  arisen  as  to  the  nature  of 
that  declaration,  and  it  is  expedient  to  remove  such  doubts :  Be  it  therefore 
enacted  that : 

The  declaration  mentioned  in  sub-sect.  2  of  sect.  5  of  the  principal  Act  may 
be  either  a  statutory  declaration  under  the  Statutory  Declarations  Act,  1835, 
or  not,  as  may  be  from  time  to  time  prescribed. 

Patents  Act,  1883,  sect.  99.  If  any  person  is,  by  reason  of  infancy 
lunacy  or  other  inability,  incapable  of  making  any  declaration  or  doing 
anything  required  or  permitted  by  this  Act  or  by  any  rules  made  under  the 
authority  of  this  Act,  then  the  guardian  or  committee  (if  any)  of  such 
incapable  person,  or  if  there  be  none,  any  person  appointed  by  any  court  or 
judge  poflsessing  jurisdiction  in  respect  of  the  property  of  incapable  persons, 
upon  the  petition  of  any  person  on  behalf  of  such  incapable  person,  or  of  any 

o 
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other  person  interested  in  the  making  such  declaration  or  doing  such  thing, 
may  make  such  declaration  or  a  declaration  as  nearly  corresponding  thereto 
as  circumstances  permit,  and  do  such  thing  in  the  name  and  on  behalf  of 
such  incapable  person,  and  all  acts  done  by  such  substitute  shall  for  the 
purposes  of  this  Act  be  as  effectual  as  if  done  by  the  person  for  whom  he  is 
substituted. 

Dedication, 

nene  by  abandoned  provisional  specification  until   end  of  provisional 

protection,  pp.  248  (.v).  258  (r) 
none  by  bond  fide  exi)erimeut  although  used  in  carrying  out.  contract, 

nor  by  disclosure  to  persons  under  obligation  to  keep  it  secret,  p>».  242  (rf), 

263  (0 
unless  ma'le  for  purpose  of  using  invention,  p.  243  (h) 
by  disclosure  to  public  ofiBcial  although  confidential,  p.  254  (♦). 

Default  in  payment  of  fees.    See  p.  559. 
Definitions.     See  under  the  various  heads. 

Delay, 

in  enrolling  specification,  pp.  58,  59 

in  applying  for  great  seal,  p.  60  (o) 

in  application  for  letters  patent,  pp.  58,  59 

in  entering  opposition  to  sealing,  p.  41  (n)  (o) 

in  filing  affidavits  on  opposition  to  sealing,  p.  41  (n) 

iu  application  for  injunction,  pp.  346  to  349 

in  using  invention,  does  not  prove  inutility,  pp.  575  (n),  577  («) 

in  filing  accounts  on  petition  for  extension,  p.  126  (z) 

in  establishing  plaintiff's  title  in  suit,  p.  337  (j>) 

a  ground  for  refusing  to  decree  an  account,  p.  348  (») 

caused  by  app^  to  law  officer,  p.  82. 

Patents  Act,  1883,  sect.  12,  sub-sect.  3  (a).  Where  the  sealing  is  delayed 
by  an  appeal  to  the  law  officer,  or  by  opposition  to  the  grant  of  the  patent, 
the  patent  may  be  sealed  at  such  time  as  the  law  officer  may  direct. 

Delivering  up  Articles.    See  Destruction,  p.  82. 

Destroyed  Patent. 

Patents  Act,  1883,  sect.  37.  If  a  patent  is  lost  or  destroyed,  or  its 
non-production  is  accounted  for  to  the  satisfaction  of  the  comptroller,  the 
comptroller  may  at  any  time  cause  a  duplicate  thereof  to  be  sealed. 

The  form  of  application  for  a  duplicate  is  Form  N  in  Schedule  II. 
.    The  fee  for  a  duplicate  is  £2.    See  p.  143. 

Destruction  of  Property  made  in  infringement  of  patent. 

(t)  Vavassbur  v.  Krupp.    [1878] 

There  is  a  right  of  property  in  the  infringer  in  an  article  made 
in  infringement  of  a  patent,  although  the  Court  may  order  the 
article  to  be  destroyed.     (L.  B.,  9  Ch.  I).  351.) 

Cotton,  L.J. :  "  The  property  in  articles  which  are  made  in 
violation  of  a  patent  is,  notwithstanding  the  privilege  of  the 
patentee,  in  the  infringer,  if  he  would  otherwise  have  the  property 
in  them.  The  Court,  in  a  suit  to  restrain  the  infringement  of  a 
patent,  does  not  proceed  on  the  footing  that  the  defendant  proved 
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to  have  infringed  has  no  property  in  the  articles ;  but,  assuming 
the  property  to  be  in  him,  it  prevents  the  use  of  those  articles, 
either  by  removing  that  which  constitutes  the  infringement,  or 
by  ordering,  if  necessary,  a  destruction  of  the  articles  so  as  to 
prevent  them  from  being  used  in  derogation  of  the  plaintiflTs 
rights,  and  does  this  as  the  most  effectual  mode  of  protecting  the 
plaintiff's  rights — ^not  on  the  footing  that  there  is  no  property  in 
the  defendant.  The  Court  cannot  proceed  to  give  that  relief,  and 
interfere  with  the  articles,  unless  it  has  before  it  the  person 
entitled  to  the  articles  in  question,  and  has,  as  against  this  person, 
power  to  adjudicate  that  the  articles  are  made  or  used  in  infringe- 
ment of  the  plaintiff's  rights."     {lb.  360.) 

Directions,  comptroller  may  ask  for. 

Patents  Act,  1883,  sect.  95.    The  comptroller  may,  in  any  case  of  doubt 
or  difficulty  arising  in  the  administration  of  any  of  the  providioDS  of  this  Act, « 
apply  to  either  of  the  law  officers  for  directions  in  the  matter. 

Directors 

personally  responsible  for  infringement,  p.  83  (u) 
form  of  order  against,  p.  83  (v). 

(«)  Betts  v.  De  ViTRE.     [1868] 

The  directors  of  a  company  arfe  personally  responsible  for  the 
infringement  of  a  patent  by  their  workmen,  notwithstanding  such 
infringement  may  be  in  contravention  of  orders.  (L.  B.  3  Ch,  441 ; 
37  L.  /.,  Ch.  326 ;  16  W.  B.  629.) 

The  directors,  acting  as  agents  of  the  company,  had  infringed 
the  patent,  and  a  decree  had  been  made  against  the  directors 
as  well  as  the  company,  and  it  had  been  held  that  the  directors 
were  personally  liable  to  pay  the  costs.     (11  Jur.  N.  8.  9.) 

(»)  Spencee  v.  The  Ancoats  Vale  Rubber  Company.    [1888] 

It  having  been  found  that  the  defendant  company  had  com- 
mitted breaches  of  an  injunction  to  which  they  had  consented,  a 
sequestration  was  directed  in  case  the  company  did  not  comply, 
with  the  order  with  costs  on  the  higher  scale,  the  order  to  be 
against  the  directors  as  well  as  the  company,  but  not  to  be  enforced 
against  the  directors,  except  in  case  of  default  in  payment  by  the 
company.     (T.  L.  Bep.  4,  681.) 

Disclaimer.     See  Amendment,  pp.  8  to  28. 

Discoveries,  effect  of  new. 

(»)  Crossley  v.  Beverley.    [1829] 

A  patent  is  not  vitiated  -by  reason  of  the  specification  not 
applying  to  matters  of  subsequent  discovery.  The  terms  of  the 
specification  must  be  interpreted  according  to  the  state  of  know- 
ledge at  the  time.  The  patentee  must  be  understood  to  mean 
things  that  were  in  use,  and  not  things  which,  from  being  too 
expensive,  were  never  expected  to  be  used.     (1  Web.  P.  0.  106.) 

G  2 
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Discovery.    See  Practice,  pp.  318  to  324. 
Discovery  disclosed  in  confidence. 
Smith  r.  Dickinson.    [1804] 

Action  on  an  agreement  bv  the  defendant  not  to  avail  himself  of 
a  communication  made  to  him  by  the  plaintiff  of  an  invention  for 
which  he  the  plaintiff  intended  to  take  out  a  patent.  Breach,  that 
the  defendant  fraudulently  patented  the  invention  in  his  own 
name :— JBTeW,  that  the  plaintiff  could  recover  damages.  (3  B.  d  P. 
630.) 

Discretion  of  Comptroller. 

Patents  Act,  1883,  sect.  94.    Where  any  discretionary  power  is  by  this 

Act  given  to  the  comptroller,  he  shall  not  exercise  that  power  adversely  to 

the  applicant  fur  a  patent,  or  for  amendment  of  a  specification  without  (if  so 

required  within  the  prescribed  time  by  the  applicaut)  giving  the  applicant  an 

,  opportunity  ot  being  heard  personally  or  by  bis  agent. 

Discretion  of  Judge  as  to  terms  imposed  under  sect.  19  of  the  Patente 
Act,  1883.    See  p.  22  (t). 

Documents. 

Patent  Rules,  1890  (10).  All  documents  and  ccmies  of  documents,  except 
statutory  declarations  and  affidavits,  sent  to  or  le^  at  the  Patent  Office  or 
otherwise  furnished  to  the  comptroller  or  to  the  Board  of  Trade  shall  be 
written  or  printed  in  large  and  legible  characters  in  the  English  language 
upon  strong  wide  ruled  paper  (on  one  side  only),  of  a  size  of  13  inches  by 
8  inches,  leaving  a  margin  of  2  inches  on  the  left-hand  part  thereof,  and  tbe 
signature  of  the  applicants  or  agents  thereto  must  be  written  in  a  large  and 
legible  hand.  Duplicate  documents  shall  at  any  time  be  left,  if  required  by 
the  comptroller. 

[Any  document  required  to  be  left,  made  or  given  at  the  Patent  Office,  or 
to  the  comptroller,  or  to  any  other  person  under  the  Rules,  may  be  sent  by 
a  prepaid  letter  through  the  post.    (See  under  Post,  p.  279.)] 

Drawings. 

Patents  Act,  1883,  sect.  5,  sub-sect.  (3),  (4):  Amending  Act,  1886, 

sect.  2,  p.  84 
Patent  Rules,  1890 :  30  to  33,  pp.  84,  85 
used  to  refresh  memory  of  witness,  p.  86  (y) 
effect  of,  annexed  to  specification,  pp.  485  to  487 
added  to  specification  after  filing,  p.  25  (y) 

Patents  Act,  1883,  sect.  5,  sub-sect.  (3).  A  provisional  specification 
must  describe  the  nature  of  the  invention,  and  be  accompanied  by  drawings, 
if  required. 

Sub-sect.  (4).  A  complete  specification,  whether  left  on  application  or 
subsequently,  must  particularly  describe  and  ascertain  the  nature  of  the 
invention,  and  in  what  manner  it  is  to  be  performed,  and  must  be  accompanied 
by  drawings,  if  required. 

Patents  Act,  1886,  sect.  2.  The  requirement  of  sub-sect.  4  of  sect.  5  of  the 
Patents  Act,  1883,  as  to  drawings  shall  not  be  deemed  to  be  insufficiently 
complied  with  by  reason  only  that  instead  of  bein^  accompanied  by  drawings 
the  complete  specification  refers  to  the  drawings  which  accompanied  the  pro- 
visional specific>ition.  And  no  patent  heretofore  sealed  shall  be  invalid  by 
reason  only  that  the  complete  specification  was  not  accompanied  by 
drawings  but  referred  to  those  which  accompanied  the  provisional 
specification. 
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Patknt  Rules,  1890. — Rule  30.  The  provisional  or  complete  specification 
need  not  be  aooompanied  by  drawings  if  the  specification  sumciently  describes 
the  invention  without  them,  but  if  drawings  are  furnished,  they  should 
accompany  the  provisional  or  complete  specification  to  which  they  refer, 
except  in  the  cause  provided  for  by  Rule  33.  No  drawing  or  sketch  such  as 
requires  a  special  engraving  for  letter-press  should  appear  in  the  specification 
itself 

Rale  31.  Drawings  (if  any)  must  be  delivered  at  the  Patent  Office  either 
in  a  flat  state  or  on  rollers,  so  as  to  be  free  from  folds,  breaks,  or  creases. 

They  must  be  made  on  pure  white,  hot-pressed,  rolled,  or  calendered 
drawing  paper  of  smooth  surface  and  good  quality,  and  where  possible 
without  colour  or  Indian-ink  washes. 

Iliey  must  be  on  sheets  of  one  of  the  two  following  sizes  (the  smaller  being 
preferable),  13  inches  at  the  sides  by  8  inches  at  the  top  and  bottom,  or 
13  iixihes  at  the  sides  by  16  inches  at  the  top  and  bottom,  including  margin, 
which  must  be  i  an  inch  wide.  If  there  are  more  figures  than  can  be  shown 
on  one  of  the  smaller-sized  bheets,  two  or  more  of  these  sheets  should  be  used 
in  preference  to  employing;  the  larger  size.  When  an  exceptionally  large 
drawing  is  required,  it  should  be  continued  on  subsequent  sheets.  There  is 
no  limit  to  the  number  of  sheets  that  may  be  sent  in. 

To  eusnre  their  satii«factory  reproduction,  the  drawings  must  be  executed 
with  ahsolutdy  bktck  Indian  ink ;  the  same  strength  omd  cdow  of  fine  and 
shade  lines  to  be  maintained  throughout.  Section  lines,  and  lines  for  effect, 
or  shading  lines,  must  not  be  closely  drawn.  A  specimen  drawing  is  inserted 
in  illustration  of  this  requirement.  Reference  figures  and  letters  must  be 
bold,  distinct,  not  less  than  ^  of  an  inch  in  height ;  and  the  same  letters 
should  be  used  in  different  views  of  the  same  parts.  In  cases  of  complicated 
drawings,  the  refercDce  letters  must,  be  shown  outside  the  figure,  and 
connected  with  the  part  referred  to  by  a  fine  line. 

The  scale  adopted  should  be  large  enough  to  show  clearly  wherein  the 
invention  consists,  and  only  so  much  of  the  apparatus,  machine,  &c.,  need 
be  shown  as  effects  this  purpose.  When  the  scale  is  shown  on  the  drawing 
it  should  be  denoted,  not  by  words,  but  by  a  drawn  scale,  as  illustrated  in 
the  specimen. 

Drawings  must  bear  the  name  of  the  applicant  (and  in  the  case  of  drawings 
left  with  a  complete  specification  after  a  pi-ovisionsl  specification,  the  number 
and  year  of  the  applicatiou)  in  the  left-hand  top  comer;  the  number  of 
sheets  of  drawinc^s  sent,  and  the  number  of  each  sheet  in  the  right-hand 
top  comer ;  and  the  signature  of  the  applicant  or  his  agent  in  the  right-hand 
bottom  comer. 

No  written  description  of  the  invention  should  appear  on  the  drawings. 

Wood  engravings,  or  representations  of  the  invention,  other  than  the 
drawings  prepared  as  above  described,  will  not  be  received,  unless  of  such 
a  character  as  to  be  suitable  for  reproduction  by  the  process  of  photo- 
lithography. 

Ride  32.  A  facsimile  of  the  original  drawings,  but  without  colour  or 
Indian-ink  washes,  and  prepared  strictly  in  accordance  with  the  regulations 
prescribed  in  Rule  31,  must  accompany  the  originals,  and  be  marked 
"  true  copy." 

Rnle  33.  If  an  applicant  desires  to  adopt  the  drawings  lodged  with  his 
provisional  specification  as  the  drawings  for  his  complete  specification,  he 
should  refer  to  them  as  those  **  left  with  the  provisional  specification.^ 

(x)  BouLTON  V.  Bull.    [1796] 

Formerly  it  was  not  necessary  for  the  patentee  to  use  drawings, 
proTided  he  so  described  the  improvement  us  to  enable  artists  to 
adopt  it  when  his  monopoly  expired.     (2  H,  Bl,  479.) 
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Drawings  used  to  refresh  memory  of  Witnese, 
(y)  R.  V.  Haddbn.     [1826] 

.  In  proving  that  a  maobine  is  not  new  you  may  show  a  witness 
who  had  constructed  a  machine  for  the  same  purposes  a  drawing 
not  made  by  himself,  and  ask  him  whether  he  has  such  a  recol- 
lection of  the  machine  he  made  as  to  be  able  to  say  that  that  is  a 
correct  drawing  of  it.    (2  C.  d  P.  184.) 

Duplicate.     See  Destroyed  Patent,  82. 

Duplicate  documents  shall  at  any  time  be  left  if  required  by  the  Comp- 
troller.   iSee  p.  84. 

Duration.    See  Time,  p.  556 

Extension  of  Term,  p.  95. 

15  &  16  Vict.  c.  83,  sect.  25,  provided  that  a  patent,  obtained  her*  for  an 
invention  first  invented  in  a  foreign  country  or  by  a  foreigner,  which  had 
already  been  patented  abroad,  should  cease  on  the  expiration  of  the  foreign 
patent.    This  is  now  repealed  by  46  &  47  Vict.  ch.  57,  s.  113. 

Enlargement  of  Time.    See  under  Tune,  Patents  Act,  1883,  sect  17, 
p.  559. 

Equity.    See  Practioe. 

Equivalents.     See  Infringement,  equivalent,  pp.  183-202 

if  not  known  at  date  of  patent,  are  not  included  in  specification,  p.  481  (n) 

Errors, 

verbal,  in  specification,  p.  461  (m) 

clerical,  amendment  of,  in  specification,  pp.  28,  29 

in  memorandum  of  alteration,  p.  29  (q) 
in  enrolment  of  patent,  pp.  29  (9),  30  («) 
of  specification,  p.  29  (ri) 

in  specification,  correction  of,  by  workmen,  pp.  484  (x),  430  (t) 

in  drawings,  p.  430  (t) 

Estoppel, 

in  actions,  by  patentee  against   licensee  where  licence   is  exclusive, 
pp.  90  (i),  211  (u) 

where  licence  is  not  exclusive,  pp.  87  (5),  89  (A),  90  (%)  (J)  (Z), 

91(0) 
where  use  of  and  payments  under  licence  have  ceased,  pp.  88 

W,  91  (r) 
where  latent  held  invalid  in  proceedings  between  patentee 

and  third  party,  p.  90  (m) 
by  assignee  against  patentee,  pp.  87  (2),  90  (k) 
by  patentee  against  equitable  assignee  of  sole  licensee,  p.  89  (/) 
of  no  avail  where  plaintiff  fraudulently  claims  right  to  patent,  p.  87  (a) 
as  to  use  or  non-use  of  licence  under  agreement,  p.  88  (d) 
under  special  agreement,  p.  89  (g) 
not  established  by  award  of  arbitrator,  p.  90  (n) 
construction  of  specification  independent  of,  p.  91  (p) 
between  partners,  pp.  91  (j)  (t),  338  («) 

by  judgment  at  law  need  not  affect  detendants  in  equity,  p.  91  («) 
effect  of  previous  decisions  as  to  same  patent,  p.  92  (x) 
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(z)  Oldham  v.  Langmead.    [Before  1789] 

In  an  action  by  the  assignee  of  the  patentee  against  the 
patentee,  the  latter  is  estopped  from  showing  that  it  was  not  a 
new  Invention  against  his  own  deed.  (Cit.  in  Hayne  v.  Mdlthyf 
3  T.  B,  A39.) 

Lord  Kenyon,  C.J. :  "  The  patentee  has  conveyed  his  interest 
in  the  patent  to  the  plaintiff,  and  yet  in  violation  of  his  contract 
he  afterwards  infringed  the  plaintiff's  right,  and  then  attempted 
to  deny  his  having  had  any  title  to  convey ;  but  I  was  of  opinion 
that  he  was  estopped  by  his  own  deed  from  making  that  defence." 
{lb.  441.) 

(a)  HAYms  V.  Maltby.    [1789] 

A.v.^0WiHiifely  asserting  that  he  had  a  right  to  a  patent 
machine,  covenanted  with  B.  that  he  should  use  it  in  a  particular 
manner,  in  consideration  of  which  B.  covenanted  that  he  would 
not  use  any  other ;  in  an  action  by  A.  on  the  covenant,  B.  is  not 
estopped  by  his  covenant  from  pleading  in  bar  to  the  action  that 
the  invention  was  not  new,  or  that  the  patentee  was  not  the  in- 
ventor ;  bat  he  may  thus  show  that  the  patent  was  void.  (3  T.  B. 
438 ;  Dao.  P.  C.  156.) 

(6)  BowicAK  ».  Taylor.    [1834] 

Where  a  licence  to  use  certain  patent  machines  is  granted  by 
indenture,  in  which  it  is  recited  that  the  grantor  has  invented 
the  machines,  and  has  obtained  letters  patent  for  the  sole  use  of 
the  invention,  and  enrolled  the  specification,  parties  to  the  deed 
are  estopped  from  pleading,  either  that  the  invention  is  not  a 
new  invention,  or  that  the  grantor  was  not  the  first  inventor, 
or  that  no  specification  was  enrolled.  (4  N.  dt  M,  264 ;  2  A.  dt  E. 
278.) 

(c)  Neilson  v.  Fothergill.    Ch.     [1841] 

Lord  Cottenham,  L.O. :  '*  The  case  of  Hayne  v.  MdUby  appears 
to  me  to  come  to  this — that  although  a  party  has  dealt  with 
the  patentee  and  has  carried  on  business,  yet  that  he  may  stop, 
and  then  the  party  who  daims^to  be  patentee  cannot  recover 
without  giving  the  other  party  the  opportunity  of  disputing 
his  right,  and  that  if  the  defendant  successfully  dispute  his 
rights  that  notwithstanding  he  has  been  dealing  under  a  con- 
tract, it  is  competent  to  the  defendant  so  to  do.  That  is  exactly 
coming  to  the  point  which  I  put,  whether,  at  law,  the  party 
was  estopped  from  disputing  the  ^tentee's  right,  after  having 
once  dealt  with  him  as  the  proprietor  of  that  right;  and  it 
appears  from  the  authority  of  that  case,  and  from  the  other  cases, 
that  from  the  time  of  the  last  payment,  if  the  manufacturer 
can  successfully  resist  the  patent  right  of  the  party  claiming 
the  rent,  that  he  may  do  so  in  answer  to  an  action  for  the 
rent  for  the  use  of  the  patent  during  that  year."  (1  TTet.  P.  C7. 
290.) 
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(d)  Baird  v.  Neilson.    H.  L.     [1842] 

N.  obtained  a  patent  for  the  application  of  the  principle  of 
smeltine  iron  by  the  nae  of  heated  air  applied  to  famaoea.  B. 
obtained  a  licence  from  him  to  nae  this  prooess,  on  the  payment 
of  Is.  per  ton  on  the  iron  thus  smelted.  Disputes,  ai^^d  then 
litigation,  arose  between  them,  and  it  was  agreed  bv  an  instra- 
ment  in  writing,  dated  11th  of  November,  1833  (which  recited 
fche  previons  circumstances),  that  both  parties  should  withdraw 
their  law  processes;  that, — "in  consideration  of  the  present  pay- 
mant  of  £400  to  be  accepted  by  N.  in  full  of  la.  per  ton  on  the 
whole  iron  smelted  from  the  erection  of  B.'s  wt^rks  up  to  the 
1 1  th  of  November  current,  and  in  consideration  of  the  payment 
of  Is.  per  ton  upon  the  whole  iron  which  shall  be  smelted  from 
the  11th  of  November  current  until  the  expiry  of  the  letters 
patent,  by  the  use  of  heated  air  in  any  of  the  modes  heretofore 
applied,  or  in  any  other  mode  falling  under  the  said  patent," — 
N.  should  grant  to  B.  a  licence,  which  further  on  in  the  agree- 
ment was  described  to  relate  to  ''  the  application  or  use  of  heated 
air  in  any  of  the  modes  heretofore  practised  at  B.'s  works,  or 
in  any  other  mode  falling  under  the  description  in  the  said 
patent,  or  in  the  specification  thereof."  N.  afterwards  instituted 
a  suit  to  compel  B.  to  perform  this  agreement.  B.  instituted 
a  cross  suit  to  suspend  N.'s  proceedings,  on  the  ground  that 
the  process  of  smelting  by  heated  air,  used  at  B.'s  works,  did 
not  fall  within  the  patent: — Held,  by  the  Lords,  afi&rming  the 
decree  of  the  Court  of  Sessions,  that,  after  this  agreement,  B. 
could  not  set  up  such  a  defence  to  the  claim  of  N.  (8  C.  d  F. 
726.) 

(e)  Cutler  v.  Bower.    [1848] 

By  an  indenture  reciting  a  deed,  whereby  the  plaintiff  licensed 
the  defendant  to  use  his  patent  daring  a  term,  paying  a  certain 
royalty,  plaintiff,  in  consideration  of  £2200  to  be  paid  to  him  by 
defendant,  assigned  the  patent  to  a  trustee,  subject  to  the  previous 
indenture,  and  in  trust  to  appl}-  the  sums  accruing  from  licences 
and  the  royalties,  for  or  under  the  direction  of  plaintiff  and 
defendant  respectively,  in  specified  proportions,  and  to  stand 
possessed,  as  to  one  moiety  of  the^  letters  patent,  for  plaintiff,  as  to 
the  other,  for  defendant.  Plaintiff  covenanted  that,  for  and 
notwithstanding  anything  done,  &o.,  by  him,  the  patent  was  valid, 
and  defendant  covenanted  with  plaintiff  to  pay  him  the  £2200  by 
instalments.  To  a  declaration  for  non-payment  of  such  instal- 
ments, defendant  pleaded  that  plaintiff  was  not  the  first  inventor ; 
by  reason  whereof  the  patent,  before  the  supposed  breach  of 
covenant,  was  void.  Replication,  estoppel: — Held,  on  general 
demurrer,  that  the  plea  was  bad.     For, 

1.  Even  if  the  patent  was  void,  the  first  executed  deed  would 
have  bound  the  defendant,  by  estoppel,  to  payment  of  the 
royalty ;  and,  by  the  latter  deed,  he  became  entitled  to  half  the 
royalty. 

2.  The  covenant  to  pay  the  £2200  was  an  independent  covenant. 
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and  capable  of  being  enforced  whether  the  plaintiff's  covenants 
were  performed  or  not  (11  Q.  B.  973 ;  17  I.  /.,  Q.  B,  217  ;  12 
Jwr.  721.) 

(/)  PiDDiNG  V.  Franks.    [1849] 

Where  the  court  directed  an  action,  instead  of  granting  an 
injunction,  against  the  equitable  assignee  of  the  sole  licensee  of  a 
patent,  it  did  not  exact  from  the  defendant  any  admission  as  to 
the  validity  of  the  patent.     (1  Mac.  d  G.  56.) 

(g)  Hills  v.  Laming.    [1858] 

By  articles  of  agreement  under  seal,  reciting  that  letters  patent 
had  been  granted  to  the  defendant  for  improvements  in  purifying 
gas,  and  other  letters  patent  had  been  granted  to  the  plaintiff  for 
an  improved  mode  of  manufacturing  gas,  and  that  disputes  had 
arisen  between  the  parties  as  to  their  respective  rights  under  the 
letters  patent  to  the  use  of  oxides  of  iron  for  the  purpose  of 
purif>'ing  gas,  and  that  a  8cire  facias  had  been  sued  out  by  the 
plaintiff  to  repeal  the  patent  granted  to  the  defendant,  and  that 
other  patents  had  been  applied  for,  it  was  agreed,  that  the 
defendant  should  have  the  exclusive  use  of  the  inventions  granted 
to  the  plaintiff,  so  far  as  the  same  related  to  the  purification  of  gas 
by  the  hydrated  oxides  of  iron,  paying  certain  royalties ;  that  the 
plaintiff  should  have  the  exclusive  use  of  the  inventions  granted 
to  the  defendant,  so  far  as  the  same  related  to  the  purification  of 
gas  by  anhydrous  oxides  of  iron,  paying  certain  royalties ;  that, 
for  the  purpose  of  that  agreement  and  the  determination  of  the 
amount  of  royalties  it  should  be  assumed  that  the  defendant  was 
entitled  to  the  exclusive  use  of  anhydrous  oxides,  and  the  plaintiff 
entitled  to  the  exclusive  use  of  hydrous  oxides.  The  agreement 
also  provided  in  case  of  breach  of  certain  stipulations,  for  payment 
of  a  certain  sum  as  liquidated  damages.  In  an  action  to  recover 
that  sum  the  defendant  pleaded  the  plaintiff's  patents  were  not 
valid,  that  the  inventions  were  not  new,  and  that  the  plaintiff  was 
not  ike  first  inventor : — Heldj  that  the  pleas  were  bad,  inasmuch 
as  the  defendant  was  estopped  by  the  agreement  from  disputing 
the  validity  of  the  patents.     (9  Exch.  256 ;  23  L.  J.,  Exch.  60.) 

(A)  Lawss  v.  Pubseb.    [1856] 

Declaration  for  money  payable  by  the  defendant  to  the  plaintiff, 
due  by  agreement,  in  respect  of  manure  manufactured  or  sold  by 
the  defendant  pursuant  to  the  plaintiff's  permission,  by  the  use  of 
an  invention  mentioned  in  letters  patent  granted  to  the  plaintiff. 
Plea,  that  at  the  time  of  the  agreement,  and  since,  the  letters 
patent  were  void ;  that  the  defendant  was,  before  and  at  the  time 
of  the  agreement,  entitled  as  of  right,  and  without  permission  of 
the  plaintiff,  to  use  the  invention  and  sell  the  manure  ;  and  there 
was  not  any  consideration  for  the  agreement:— ITeZd,  that  the 
declaration  was  upon  an  executed  consideration,  and  that  the  plea 
was  no  answer.  (6  EU.  d  B.  930;  3  Jur.y  N.  8.j  182;  26  L.  J., 
Q.  B.  25.) 
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(•)  Bksseman  v.  Wright.    [1858] 

To  an  action  by  a  patentee  upon  a  licence  for  the  nse  of  his 
patent,  the  licensee  may  not  plead  that  the  patent  is  void  for  want 
of  utility  or  novelty,  the  contract  between  them  not  bein^  for  the 
exclusive  use  of  the  patent.  Compton,  J.,  said  :  "I  had  doubts 
whether  I  was  light  at  chambers  when  I  refused  leave  to  add  this 
plea,  but  now  I  am  Katisfied  that  I  was  right.  In  Chanter  v.  Leese 
the  bargain  was  for  an  exclusive  right,  which  Could  iiot  be  given ; 
but  here  the  plaintiff  only  says,  as  against  me  you  may  use  this 
patent ;  but  he  says  nothing  as  against  the  rest  of  the  world." 
(6  W.  B.  719.) 

(j)  Smtih  v.  Scott.    [1869] 

To  a  declaration  by  a  patentee  against  a  licensee  by  deed,  the 
defendant  is  estopped  to  plead  that  the  said  invention  was  worth- 
less and  of  no  public  utility,  and  was  not  new  as  to  the  public  use 
thereof  in  England,  and  that  the  plaintiff  is  not  the  first  inventor ; 
and  that  the  defendant  never  got  any  benefit  under  the  deed  in 
regard  to  the  eaid  invention,  and,  at  the  time  of  the  making  of  the 
'  deed  the  plaintiff  knew  the  matters  aforesaid  and  the  defendant 
did  not,  nor  is  the  plea  good  as  a  plea  of  fraud.  (6  0,  B,,  N.  &» 
771 ;  6  /ttf.,  N.  &,  1356;  28  L,  Jl,  C.  P.  325.) 

(*)  Walton  v.  Lavatbr.     [1860] 

Where,  in  an  action  for  infringement,  the  plaintiff  is  the 
assignee  of  a  patent  taken  out  by  the  defendant,  the  latter  is 
estopped  from  denying  the  novelty  of  the  patent.  (3  L,  T.,  Bq^.^ 
N.  S„  272.) 

(Z)  NoTON  V.  Brooks.    [1861] 

If  a  patentee,  in  oonsideration  of  a  royalty,  grants  to  another  a 
licence  to  use  the  patent  invention,  and  the  latter  uses  it,  he 
cannot  plead,  as  a  defenoe  to  an  action  for  the  royalty,  that  the 
invention  was  not  new,  or  that  the  patentee  was  not  the  first 
inventor.     (7  H.  &  N.  499 ;  8  Jur.,  N.  S.,  165 ;  10  W.  B.  111.) 

(m)  The  Grover  &  Baksr  Skwing  Machimb  Co.  v.  Millard  GL. 

[1862] 

The  fact  of  a  patent  having  been  found  invalid  at  law,  upon 
proceedings  betv«  een  the  patentee  and  third  parties,  is  no  answer 
to  a  suit,  based  upon  the  same  patent,  for  an  injunction  and 
consequent  relief  against  a  licensee  who  has  covenanted  to  pay 
royalties,  and  is  selling  the  invention,  contrary  to  his  covenant, 
without  payment  of  the  royalties.    (8  Jur.,  N.  o.,  714.) 

(n)  Newall  v.  Elliott.    [1863] 

In  an  action  for  the  infringement  of  a  patent,  the  plaintiff,  to  a 
plea  that  he  was  not  the  first  and  true  inventor,  replied,  that  on 
another  charge  by  the  plaintiff  against  the  defendant  of  infringe- 
ment of  the  same  patent,  the  question  was  referred  to  arbitration 
by  consent,  and  the  arbitrator  found  that  the  letters  patent  were 
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not  illegal  and  void: — i/IsM,  that    the  reoord  did  not  show  an 
estoppel.     (9  Jur.,  N.  8.,  369.) 

(o)  Crossley  v.  Dixobt.    Ch.    [1863] 

While  a  person  in  using,  under  a  licence,  a  patent  machine  and 
pajing  a  royalty  for  its  use,  or  the  use  of  its  principle  embodied 
in  any  other  machine*,  he  cannot,  in  a  proceeding  against  him  for 
non-payment  of  royalties  in  respect  of  the  use  of  another  machine 
alleged  tu  embody  the  principle  of  the  patent  invention,  set  up  as 
a  defence  that  the  patent  iM  not  valid.  He  can  only  be  allowed  to 
contend  that  the  second  machine  does  not  embody  the  principle  of 
the  patent.  (10  H.  L.  Caa.  293;  9  Jttr.,  N.S.,  607;  32  L.  J.  Ch. 
617 ;  11   W.  B.  716 ;  8  L.  T.  JBep.,  K  S.,  260.) 

(p)  Trotman  v.  Wood.    [1864] 

One  who  makes  a  patent  article  under  a  licence  from  the 
inventor,  cannot,  in  an  action  against  him  for  royalties,  set  up  any 
objection  to  the  novelty  or  utility  of  the  invention,  or  the  validity 
of  the  specification ;  but,  if  the  claim  in  the  specification  is 
susceptible  of  two  constructions,  one  of  which  would  make  the 
specification  bad,  and  the  other  and  more  natural  one  would  make 
it  good,  it  is  competent  to  him  to  insist  that  the  latter  is  the  true 
construction.     (16  0.  B.,  N.  S.,  479.) 

(q)  Chambers  v.  Crichley.     Ch.     [1864] 

Upon  the  dissolution  of  a  partnership  between  the  plaintiffs 
and  the  defendant,  the  defendant  assigned  to  the  plaintiffs  all  his 
interest  in  a  patent  which  formed  part  of  the  assets  : — Held,  that 
the  defendant  could  not  afterwards  set  up  the  invalidity  of  the 
patent  as  againbt  the  plaintiffs.     (33  Beav.  374.) 

(r)  Dangkrfield  ».  Jones.    Ch.    [1865] 

A  licensee,  on  a  bill  for  an  injunction  to  restrain  the  infringe- 
ment of  a  patent,  may,  after  his  licence  has  been  determined, 
dispute  ttfe  validity  of  the  patent.     (13  L.  T.  Bep.y  N.  &,  142.) 

(«)  GoucHER  r.  Clayton.    Ch.    [1865] 

Judgment  was  given  by  consent  before  declaration  filed  in 
an  action  by  a  patentee  against  the  members  of  a  partnership 
firm  for  an  infringement,  and  the  defendants  immediately  took  a 
licence  to  use  the  invention.  A  suit  to  restrain  a  subsequent 
alleged  infringement  having  been  brought  by  the  patentee 
against  the  defendants  at  law  and  two  fresh  partners: — Held^ 
that  the  defendants  in  equity  were  not  estopped  by  the  judgment 
at  law  from  disputing  the  validity  of  the  patent.  (11  Jur,^  N.  S*, 
107;  34  L.  Jl,  Ch.  239;  13  W.  B.  336;  11  L.  T.  Bep.,  K  8.,  732.) 

(t)  AxMANN  V.  Lund.    Ch.    [1874] 

The  plaintiff  and  defendant  had  worked  in  partnership  an 
alleged  patent,  the  property  of  the  defendant: — Held^  that  the 
plaintiff  by  so  doing  had  not  debarred  himself  from  disputing 

Digitized  by  VjOOQ  IC 


92  ESTOPPEL. 

the  patent  after  the  termination  of  the  partnership.    (L.  JS.  18 
Eq.  330 ;  22  W.  B.  789.) 

(tt)  Heuqh  v.  Chamberlain.    [1877] 

The  rule  that  an  assignor  of  a  patent  is  estopped  from  disputing 
its  validity,  does  not  prevent  his  partner  from  raisiug  that  defenoe 
in  a  separate  statement  of  defenoe  to  an  action  for  infringement. 
(25  W.  B.  742.) 

(v)  Cropper  v.  Smtth.    H.  of  L.    [1885] 

The  defendant  Hancock,  who  had  taken  ont  a  patent  for 
improvements  in  lace  machines,  went  into  liquidation,  and  hia 
patent  was  assigned  by  hie  trustee  to  the  plaintiff.  Subsequently 
Hancock  took  out  another  patent  for  improvements  in  laoe 
machines,  and  went  into  partnership  with  Smith,  the  defendant, 
to  work  it.  In  an  action  for  infringement,  Hancock  set  up  that 
the  first  patent  was  invalid  on  the  ground  of  (inter  alia)  want  of 
novelty: — Heldj  that  he  was  not  estopped  from  disputing  the 
validity  of  the  patent,  either  by  matter  of  record,  on  the  ground 
that  the  letters  patent  were  of  record,  or  by  deed,  by  reason  of  the 
specification  bein^  by  deed,  or  by  matter  in  paisj  on  the  ground  of 
the  statements  in  his  petition  to  the  Crown,  there  being  nothing  to 
show  that  the  plaintiffs  bought  on  the  faith  of  those  statements. 
(26  Ch.  D.  700 ;  10  A^.  C.  249.) 

If  a  patentee  becomes  bankrupt  and  his  trustee  in  bankruptcy 
assigns  the  patent,  the  patentee  is  not  estopped  from  afterwards 
denying  the  validity  of  the  patent  as  against  the  assignee.  (10 
App.  a  249.) 

(it)  Proctor  v.  Bennis.    C.  A.    [1887] 

In  an  action  for  infringement  by  the  plaintiff  as  patentee 
against  Bennis  and  other  defendants,  who  had  purchased  the 
machines  alleged  to  be  infringements  from  Bennis,  it  appeared 
that  before  such  purchases  the  plaintiff  had  gone  to  the  other 
defendants  and  asked  them  to  try  his  machine,  saying  that  they 
would  find  it  better  than  Bennis's,  without  giving  any  intimation 
that  he  considered  Bennis's  machine  to  be  an  infnngement  of  his, 
although  he  admitted  that  he  oonsidered  it  to  be  so,  and  intended 
to  take  proceedings  when  he  was  in  funds: — Heldj  that  the 
plaintiff  had  not  by  acquiescence  or  estoppel  lost  his  right  to 
sue,  it  not  being  the  duty  of  a  patentee  to  warn  persons  that  what 
they  are  doing  is  an  infringement,  and  plaintiff's  conduct  not 
amounting  to  a  representation  that  it  was  not  an  infringement. 
(36  Ch.  D.  740.) 

(x)  Edison  &  Swan  Electric  Light  Company  v.  Holland.    C.A^ 
[1889] 

Where  a  patent  has  already  been  before  the  Court,  the  former 
decision,  so  far  as  it  decides  the  construction  of  the  patent  (e.g.j 
that  the  invention  claimed  was  a  combination  of  any  carbonised 
filament,  with  any  receiver  of  glass  through  which  leading  wires 
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pass  and  from  which  the  air  is  exhausted),  must  be  followed ;  bnt 
whether  the  claim  is  too  wide  or  proper  subject  matter,  and 
whether  the  invention  is  useful  and  novel,  are  questions  depending 
partlj  on  fact,  and  must  be  decided  de  novo.     (6  O.  12.  243.) 

(y)  Thomson  ».  Moore.    [1889] 

A  defendant,  who  in  an  action  for  infringement  has  consented  to 
a  perpetual  injunction,  restraining  him  from  infringing  and  to  pay 
damages,  is  estopped  from  questioning  either  the  validity  of  the 
patent  or  the  fact  of  the  previous  infringement.    (6  0.  £.  426.) 

EvasioXL     See  Infringement,  Colourable  Evanion,  p.  183,  seq. 

Evidence.    See  Practice,  Evidence,  pp.  358  to  367. 

Szclnsive  Licence. 

immaterial  in  how  many  persons  vested,  p.  211  (t) 
or  what  is  the  extent  of,  p.  211  (t). 

Exclusive  Licensee. 

has  a  right  to  sue  for  infringements,  p.  288  (w) 

may  use  patentee's  name  to  restrain  infringement,  p.  288  (w) 

estoppel  in  actions  by  patentee  against,  pp.  90  (%),  211  (u). 

Executor. 

of  assignee  may  petition  for  extension,  p.  101  (k). 

Exhibition. 

Patents  Act,  1883.  Sect.  39.  The  exhibition  of  an  invention  at  an  industrial 
or  international  exhibition,  certified  as  such  by  the  Board  of  Trade,  or  the 
publication  of  any  description  of  the  invention  during  the  period  of  the 
holding  of  the  exhibition,  or  the  use  of  the  invention  for  the  purpose  of  the 
exhibition  in  the  place  where  the  exhibition  is  held,  or  the  use  of  the 
invention  during  the  period  of  the  holding  of  the  exhibition  by  any  person 
elsewhere,  without  the  privity  or  consent  of  the  inventor,  shall  not  prejudice 
the  right  of  the  inventor  or  his  legal  personal  representative  to  apply  for  and 
obtain  provisional  protection  and  a  patent  in  respect  of  the  invention  or  the 
validity  of  any  patent  granted  on  the  application,  provided  that  both  the 
following  conditions  are  complied  with,  namely, — 

(a)  The  exhibitor  must,  before  exhibiting  the  invention,  give  the 
comptroller  the  prescribed  notice  of  his  intention  to  do  so ;  and 

(5)  The  application  lor  a  patent  must  be  made  before  or  within  six 
months  from  the  date  of  the  opening  of  the  exhibition. 

Patents  Act,  1886.  Sect.  3.  Whereas  by  section  thirty-nine  of  the 
Patents,  Designs,  and  Trade  Marks  Act,  1883,  as  respects  patents,  and  by 
section  fifty-seven  of  the  same  Act  as  respects  designs,  provision  is  made  that 
the  exhibition  of  an  invention  or  design  at  an  industrial  or  interaational 
exhibition,  certified  as  such  by  the  Board  of  Trade,  shall  not  prejudice  the 
rights  of  the  inventor  or  proprietor  thereof,  subject  to  the  conditions  therein 
mentioned,  one  of  which  is  that  the  exhibitor  muart,  before  exhibiting  the 
invention,  design,  or  article,  or  publishing  a  description  of  the  design,  give  the 
Comptroller  the  prescribed  notice  of  his  intention  to  do  so : 

And  whereas  it  is  expedient  to  provide  for  the  extension  of  the  said  sections 
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to  industrial  and  international  exhibitions  held  out  of  the  United  Kingdom, 
be  it  therefore  enacted  as  follows : 

It  shall  be  lawful  for  Her  Majesty,  by  Order  in  Council,  from  time  to  time 
to  declare  that  sections  thirty-nine  and  fifty-seven  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883,  or  either  of  those  sections,  shall  apply  to  any 
exhibition  mentioned  in  the  Order  in  like  manner  as  if  it  were  an  industrial 
or  international  exhibition  certified  by  the  Board  of  Trade,  and  to  provide 
that  the  exhibitor  shall  be  relieved  from  the  conditions,  specified  in  the  said 
sections,  of  giving  notice  to  the  comptroller  of  his  intention  to  exhibit,  and 
shall  be  so  rdicved  either  absolutely  or  upon  such  terms  and  conditions  as  to 
Her  Majesty  in  Council  may  seem  fit. 

Patent  Rules,  1890.  16.  Any  person  desirous  of  exhibiting  an 
invention  at  an  industrial  or  international  exhibition,  or  of  publishing  any 
description  of  the  invention  during  the  period  of  the  holding  of  the  exhibition, 
or  of  using  the  invention  for  the  purpose  of  the  exhibition  in  the  place  where 
the  exhibition  is  held,  shall,  after  the  Board  of  Trade  have  issued  a  certificate 
that  the  exhibition  is  an  industrial  or  international  one,  give  to  the  comp- 
troller notice  in  -  writing  of  his  intention  to  exhibit,  publish,  or  use  the 
invention,  as  the  case  may  be. 

For  the  purpose  of  identifying  the  invention  in  the  event  of  an  application 
for  a  patent  being  subsequently  made  the  applicant  shall  furnish  to  the 
comptroller  a  brief  description  of  his  invention,  accompanied,  if  necessary,  by 
drawings,  and  such  other  information  as  the  comptroller  noay  in  each  case 
require. 

EziBting  Patents. 

Patents  Act,  1883.  Sect.  45.  (1.)  The  provisions  of  this  Act  relating  to 
applications  for  patents  and  proceedings  thereon  shall  have  effect  in  respect 
only  of  applications  made  after  the  commencement  of  this  Act. 

(2.)  Every  patent  granted  before  the  commencement  of  this  Act,  or  on  an 
application  then  pending,  shall  remain  unaffected  by  the  provisions  of  this 
Act  relating  to  patents  binding  the  Crown,  and  to  compulsory  licences. 

(3.)  In  sSl  other  respects  (including  the  amount  and  time  of  payment  of 
fees)  this  Act  shall  extend  to  all  patents  granted  before  the  commencement  of 
this  Acr,  or  on  applications  then  landing,  in  substitution  for  such  enactments 
as  would  have  applied  thereto  if  this  Act  had  not  been  passed. 

(4.)  All  instruments  relating  to  patents  granted  before  the  commencement 
of  this  Act  required  to  be  left  or  filed  in  the  Great  Seal  Patent  Office  shall  be 
deemed  to  be  so  left  or  filed  if  left  or  filed  before  or  after  the  commencement 
of  this  Act  in  the  Patent  Ofiice. 

Experiment,  publication  by.    See  under  Novelty,  pp.  261  to  265. 

specification   should   be  sufficient  without.    See   under  Specification, 
p.  421,  seq, 

made  to  assist  the  Court,  p.  95  (c) 

user  only  by  way  of,  is  no  infringement,  pp.  94  (z),  96  (a),  157  (w\  160  (c). 

(2)  MuNTZ  V.  Foster.    N.P.    [1844] 

Action  fur  the  infringement  of  a  patent  for  "an  improved 
manufacture  of  metal  plates  for  sheathing  the  bottom  of  ships." 
The  patentee  described  his  invention  as  consisting  in  making 
the  said  j dates  of  an  "  alloy  of  foreign  zinc,"  and  of  **  best 
selected  copper;"  the  metals  Ixing  melted  together  in  certain 
stated    proportions.     Tindal,    C.J.,    told    tho   jury    that   if    the 
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(lofendant  had  ''actually  made  any  small  experiment  for  the 
{turpose  of  ascertaining  what  the  proportions  or  properties  of 
the  different  alloys  would  come  to,  that  would  scarcely  have 
been  said  to  be  a  making  in  violation  of  the  patent."  (2  TFe&. 
P.  0. 101.) 

(a)  Frkarson  r.  Loe.     [1878] 

If  a  man  makes  things  merely  by  way  of  hond  fide  experiment, 
and  not  with  the  intention  of  selling  and  making  use  of  the  thing 
hO  made  for  the  purpose  for  which  a  patent  has  been  granted,  but 
with  the  view  of  improving  upon  the  subject  of  the  patent,  or 
with  the  view  of  seeing  whether  an  improvement  can  be  made  or 
not,  that  is  not  an  invasion  of  the  exclusive  rights  granted  by  the 
patent.    (L.  B,,  9  Ch.  D.  66.) 

(6)  United  Telephone  Company  v.  Sharples.    [1886] 

The  defendant  bought  telephones  abroad  and  imported  them 
for  the  purpose  of  allowing  his  pupils  to  experiment  upon  them,  in 
order  to  avoid  using  similar  but  more  costly  instruments  which 
had  paid  royalty  : — Held^  that  this  was  a  user  for  the  purpose  of 
advantage,  and  was  an  infringement.     (Oriff.  p.  232.) 

(c)  Badische  Anilin  und  Soda  Pabrik  v.  Levinstein.  [1883  to  1886] 
An  independent  chemist  was  appointed  by  the  Court  to  perform 
the  process  as  described  in  the  specification,  by  way  of  experiment. 
The  chemist  was  to  state  the  result,  and  in  case  of  difficulty  was 
to  receive  instructions  from  the  Judge  personally.  Each  party  to 
be  at  liberty  to  name  two  chemists,  of  whom  the  Judge  would 
choose  one  on  each  side,  io  be  present  at  the  experiment.  (TF.  N,, 
1883,  62.) 

Sxplanation.     See  Amendment,  pp.  23  (n),  24  (y). 

Extension  of  Term. 

Presentation  of  Petition, 
Patents  Act,  1883.    Sect.  26,  (1),  p.  98 

Eules  in  Patent  Cases  before  the  Judicial  Committee,  pp.  98,  99. 
The  Petitioner— 
should  have  legal  title,  pp.  100  (d)  (e),  101  (m) 
must  be  strictly  proved,  pp.  100  (d),  101  (h) 
may  be  administratrix  of  patentee,  p.  100  (/) 

assignee,  pp.  100  (.(/),  101  (t)  0').  102  (p\  103  («)  (v)  (w) 

executor  of  assignee,  p.  101  (A) 

importer  of  invention,  p.  102  (p) 

trustees  of  joint  stock  company,  pp.  101  (m),  102  (p) 

equitable  assignee,  p.  101  (n) 

company,  pp.  102  (o)  (r),  103  (w) 

agent  and  trustee  for  foreign  inventor,  p.  102  («) 

mortga.^ee»  and  persons  having  lien  on  patent,  p.  102  (t) 
death  of  petitioner  betore  hearing,  p.  138  (/) 
to  revoke  an  order  in  council,  p.  102  (q) 
not  affected  by  the  Patents  Act  of  1883,  as  to  rights  accrued  before  the 

Act,  p.  104  (aj) 
mortgagee  not  being  joined  is  not  fatal,  p.  104  (y) 


Digitized  by  VjOOQ  IC 


96  EXTENSION  OF  TERM. 

The  Petition'^ 

should  state  fully  everything  relating  to  patent,  p.  104  (a)  (fi)  (c) 
omission  to  do  so  fatal,  p.  1(H  (b) 

amendment  of,  p.  104  (a) 

ohjection  to  reception  of,  p.  107  («). 
Time  to  present  Petition — 

must  not  be  too  soon,  p.  105  (d) 

come  to  hearing  before  expiration  of  patent,  p.  105  (e)  (g) 

lis  pendens,  p.  105  (/) 

within  week  of  last  advertisement,  p.  105  (h). 

Jurisdiction  of  Judicial  Committee  of  Privy  Council^ 

to  revoke  an  Order  in  Council,  p.  105  (f) 

exercise  of,  discretionary,  pp.  106  (/),  115  (c) 

exhausted  when  extension  once  granted,  p.  106  (T) 

nature  of,  generally,  pp.  109  (6)  (c)  (d)  (^),  110  (jg). 
Advertisements — 

should  be  where  manufacture  carried  on,  p.  106  (m)  (n) 

should  contain  the  names  of  all  the  petitioners,  p.  106  (o) 

proved  before  case  is  heard,  p.  106  (n). 
Caveats — 

SfHJt.  25,  (2),  p.  107 

may  be  entered  by  any  one,  p.  107  {q) 

must  be  in  name  of  person  opposing,  p.  107  M 

petition  to  enter,  when  not  duly  filed,  p.  107  (p) 

licensee  opposing  need  not  prove  his  interest  in  i>atent,  p.  107  (r) 

person  entering,  entitled  to  notice  of  application,  p.  107  (s). 
Considerations/or  and  against — 

Sect.  25.  (3)  and  (4),  p.  107 

generally, 

case  of  hardship  must  be  made  out,  p.  108  (t) 

misfortunes  of  patentee,  p.  108  (v) 

patronizing  inventor,  pp.  103  (w),  108  (w) 

opposition  from  existing  interests,  p.  108  (x)  (z) 

different  from  those  necessary  to  obtain  an  Act  of  Parliament,  p.  109  (c)  (d) 

loss  from  litigation,  p.  110  (i)  (f) 

want  ot  influence  of  patentee,  p.  Ill  (k) 

where  there  is  no  opposition,  pp.  110  (g).  111  (m) 

must  be  considered  at  date  of  petition,  p.  115  (e) 

crown  not  opposing,  p.  113  (a;). 
Merit  of  Inventor — 

loss  from  derangement  of  labour  market,  p.  Ill  (o) 

where  invention  imported,  pp.  113  (y),  102  (p) 

where  improvement  is  small,  p.  113  (y)  (z) 

originality  of  invention,  pp.  113  (y),  114  (a)  (d),  119  (v) 

not  affected  by  subsequent  improvementB,  pp.  114  (a),  117  (I),  118  (o) 

simplicity  an  element  of  value,  p.  114  (a*) 

in  part  only  of  patented  invention,  p.  114  (c) 

must  be  special  to  obtain  prolongation  beyond  seven  years,  p.  116  (jg), 
UtUily  of  invention — 

non-user  a  presumption  against,  pp.  116  (h),  117  (k)  (n),  118  {p)  (r), 
128  (m) 

rebutted  by  pecimiary  embarrassment  of  patentee,  pp.  116  (A), 
129  (9) 

by  nature  of  invention,  pp.  117  (y),  118  (/>) 
by  market  being  limited,  p.  118  \t) 

sale  of  patented  article  evidence  of,  p.  117  (i) 
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Utility  of  Invention — (continued) 
must  be  a  proepect  of  future  use  of  icvention,  p.  117  (m) 
of  part  only,  accoimts  must  deal  with  that  part,  p.  119  (x) 
Remuneration — 
in  estimatiDg,  deductions  allowed  for — 

experiments,  p.  120  (y)  (a) 

litigation,  pp.  120  (2)  (o),  121  (e),  123  (^)  {q) 

bringing  invention  into  use,  pp.  121  (e),  123  (n),  126  (y) 

cost  of  patent,  p.  121  (e) 

manufiicturerB  profits,  pp.  121  (c),  122  (t),  123  (^)  {q\  124  (0, 
125  (x) 

costs  of  agents,  p.  124  (s) 
no  deduction  for  loss  in  sale  ana  repurchase  of  patent,  p.  125  (w) 
actual  expenses  and  receipts  should  be  shown,  p.  120  (c) 
should  be  in  proportion  to  benefit  derived  by  public,  p.  121  (/) 
for  whole,  not  part  of  patent,  considered,  p.  121  (^) 
balance  sheet  handed  to  solicitor  for  treasury,  p.  121  (jg) 
ratio  of  increase,  if  considered,  p.  121  (jg) 
want  of  evidence  of,  p.  121  (h) 
realized  abroad,  pp.  122  0),  124  (s),  125  (x),  126  (a) 
evidence  of  petitioner,  pp.  121  (A),  123  (o) 


accounts  must  be  clear  and  precise,  pp.  123  (p)  {q)  (r),  124  (f),  126  (t*) 
of  patent  and  manufacture  to  be  kept  distinct,  p.  1^3  {p)  (a)  (r\ 
considered  before  merits  of  invention,  pp.  124  (t\  125  (tt)  (v)  (w) 


must  be  filed,  p.  126  {z) 
accounts  of  company  who  own  the  patent  must  be  deposited,  p.  127  (cQ. 
Objections  to — 
where  invention  succeeds  only  on  subsequent  improvements,  p.  128  (t)  (Q 

patent  once  extended,  p.  129  (r) 
public  inconvenience,  p.  132  (rf) 
invalidity,  pp.  130  to  132 
exclusive  licence,  p.  129  (j^) 

negligence  in  restraining  infringement,  p.  128  0)  (m) 
non-introduction  of  invention,  pp.  128  (m),  129  (n)  (?) 
improbability  of  future  utility  of  invention,  p.  128  (m) 
an  Act  of  Parliament  rendering  use  of  patented  invention  necessary,  no 
objection,  p.  129  (o). 
Questions  of  VciUdity — 

not  considered  by  committee,  pp.  130  (u)  131  (ti;),  (a?)  132  (a)  (6) 
should  be  a  prima  fade  case,  pp.  130  (»)  (0  («),  131  (a) 
shown  by  judgment  of  House  of  Lords,  p.  131  («) 
lis  pendens  involving,  pp.  130  (0>  131  (y) 
meaning  of  specification  to  be  determined,  pp.  132  (&)  (cQ 
Gases  as  to  inventions  also  patented  abroad  no  longer  needed,  p.  133. 
The  Grant  and  Terms  imposed — 
sect.  26,  (5),  p.  133 

extension  is  granted  in  form  of  a  new  patent,  p.  136  (?)  (r) 
is  good  though  made  after  expiration  of  patent,  p.  133  (/) 
subject  to  same  objections  as  original  patent,  pp.  130  (u),  131  (w\ 

133  («),  135  (0  (m) 
to  combine  substance  of  two  patents,  p.  134  (jg) 
to  include  improvements  on  patent  extended,  p.  134  QC) 
length  of,  where  there  are  lis  pendens^  p.  134  (i) 
in  case  of  cognate  patents,  p.  135  {p) 
where  subsequent  improvements  i»tented,  p.  134  ( j) 
confined  to  portion  of  original  patent,  pp.  114  (c),  134  {f) 
is  divisible,  p.  136  (n)  (o) 
revocation  of,  p.  134  {k)  ' 
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Conditions  imposed — 

to  secure  an  annuity  to  inventor,  pp.  136  («)  (<),  138  (c)  (/)  (jg) 
meaning  of,  p.  136  (t) 

to  secure  a  portion  of  profit  to  inventor,  p.  137  {w) 

to  sell  at  fixed  price,  p.  137  {w) 

to  protect  apprentices,  p.  136  (v) 

to  secure  use  of  invention  for  public  service,  pp.  137  (ac)  (o),  138  (d) 

to  disclaim  porticos  of  patent,  p.  137  (y) 

not  to  sue  for  infringements,  p.  137  (z) 

to  secure  an  existing  interest  in  original  patent^  p.  137  Q>) 

to  grant  licences  on  certain  terms,  p.  138  (e). 
Procedure — 

Sect  25,  (6),  p.  139. 

COHtS 

Sect.  25,  (7),  p.  140 

given  to  successful  opposer,  p.  140  (q) 

but  not  if  opposition  needlessly  prolonged,  pp.  141  (f)  (x)  (y) 

when  petition  abandoned,  pp.  140  (r),  141  (m)  (y)  (w) 

to  petitioner  where  there  are  no  grounds  to  oppose,  p.  141  («) 

as  gross  sum,  pp.  141  (w)  (jc),  142  (z)  (a)  (6) 

to  petitioner  to  revoke  warrant  to  seal,  p.  137  (z) 

Presentation  of  Petition, 

Patents  Act,  1883,  Sect.  25,  (1)  A  patentee  may,  after  advertising  in 
manner  directed  by  any  rules  made  under  this  Section  his  intention  to  do  so, 
present  a  petition  to  Her  Majesty  in  Council,  praying  that  his  patent  may  be 
extended  tor  a  further  term ;  but  such  petition  must  be  presented  at  least 
six  months  before  the  time  limited  for  the  expiration  of  the  patent. 

Sect.  25,  (6).  It  shall  be  lawful  for  Her  Majesty  in  Council  to  make, 
from  time  to  time,  rules  of  procedure  and  practice  for  regulating  proceedings 
on  such  petitions,  and  subject  thereto  such  proceedings  shall  be  regulated 
according  to  the  existing  procediire  and  practice  in  patent  matters  of  the 
Judicial  Committee. 

The  following  rules  are  still  in  force : — 
Bules  to  he  observed  in  Proceedings  he/ore  the  Bight  Honourable  the  Lords 
of  the  Judicial  Committee  of  the  Privy  Council  under  the  Act  of  the  6th 
and  iith  William  IV,,  intituled  **  An  Act  to  amend  the  Law  touching 
Letter's  Patent  for  Inventions, **  cap,  83. 

Rule  I. — ^A  Party  intendino:  to  applv  by  petition,  under  section  2  of  the 
said  Act,  shall  give  public  notice  by  advertising  in  the  London  Gazette  three 
times,  and  in  three  London  papers,  and  three  times  in  some  country  paper 
published  in  the  town  where  or  near  to  which  he  carries  on  any  manufacture 
oi  anything  made  according  to  his  specification,  or  near  to  or  in  which  he 
resides,  in  case  he  carries  on  no  such  manufacture,  or  published  in  the  County 
where  he  carries  on  such  manufacture,  or  where  he  lives,  in  case  there  shaU 
not  be  any  paper  published  in  such  town,  that  he  intends  to  petition  His 
Majesty  under  the  said  section,  and  shall  in  such  advertisements  state  the  object 
of  such  petition,  and  give  notice  of  the  day  on  which  he  intends  to  apply  for 
a  time  to  be  fixed  for  hearing  the  matter  of  his  petition  (which  day  shall  not 
be  less  than  four  weeks  from  the  date  of  the  publication  of  the  last  of  the 
advertisements  to  be  inserted  in  the  London  Uazette),  and  that  on  or  before 
such  day,  notice  must  be  given  of  any  opposition  intended  to  be  made  to  the 
petition ;  and  any  person  intending  to  oppose  the  said  application  shall  lodge 
notice  to  that  effect  at  the  Council  Office,  on  or  before  such  day  so  named  in 
the  said  advertisements,  and  having  lodged  such  notice  shall  be  entitled  to  have 
from  the  petitioner  four  weeks'  notice  of  the  time  appointed  for  the  hearing. 

Rule  II. — ^A  party  intending  to  apply  by  petition,  under  section  4  of  the 
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ssdd  Act,  shall  in  the  advertisements  directed  to  he  published  by  the  said 
section,  give  notice  of  the  day  on  which  he  intends  to  apply  for  a  time  to  be 
fixed  for  nearing  the  matter  of  his  petition  (which  day  shall  not  be  less  than 
four  weeks  from  the  date  of  the  publication  of  the  last  of  the  advertisements 
to  be  inserted  in  the  London  0<izeiU\  and  that  on  or  before  Ruch  day  caveat^ 
must  be  entered ;  and  any  person  intending  to  enter  a  caveat  shall  enter  the 
same  at  the  Council  Office,  on  or  before  such  day  so  named  in  the  said 
advertisements;  and  having  entered  such  caveat,  shall  be  entitled  to  have 
from  the  petitioner  four  weeks'  notice  of  the  time  appointed  for  the  hearing. 

Rule  III. — Petitions  under  sections  2  and  4  of  the  said  Act  must  be 
presented  within  one  week  from  the  insertion  of  the  last  of  the  advertisements 
required  to  be  published  in  the  London  Gazette, 

Rule  IV. — All  petitions  must  be  accompanied  with  affidavits  of  advertise^ 
ments  having  been  inserted  according  to  the  provisions  of  section  4  of  the  said 
Act  and  the  1st  and  2nd  of  these  Rules  and  the  matters  in  such  affidavits 
may  be  disputed  by  the  parties  opposing  upon  the  hearing  of  the  Petitions. 

Rule  V. — All  persons  entering  caveats  under  sect.  4  of  the  said  Act,  and  all 
parties  to  any  former  suit  or  action  touching  letters  .patent,  in  respect  of 
which  petitions  shall  have  been  presented  under  sect.  2  of  the  said  Act,  and 
all  persons  lodging  notices  of  opposition  under  the  Ist  of  these  Rules,  shall 
respectively  be  intitled  to  be  served  with  copies  of  petitions  presented  imder  the 
said  sections,  and  no  application  to  fix  a  time  for  hearing  shall  be  made 
w  ithout  affidavit  of  such  service. 

Rule  VI. — All  parties  served  with  petitions  shall  lodge  at  the  Council 
Office,  within  a  fortnight  after  such  service,  notice  of  the  grounds  of  their 
objections  to  the  granting  of  the  prayers  of  such  petitions. 

Rule  VII. — Parties  may  have  copies  of  all  papers  lodged  in  respect  of  ai)y 
application  under  the  said  Act,  at  their  own  expense. 

Rule  VIII. — The  registrar  of  the  Privy  Council,  or  other  officer  to  whom 
it  may  be  referred  to  tax  the  costs  incurred  in  the  matter  of  any  petition 
presented  under  the  said  Act,  shaU  allow  or  disallow  in  his  discretion  all 
payments  made  to  persons  of  science  or  skill  examined  as  witnesses  to  matters 
of  opinion  chieily. 

Rule  IX. — A  party  applying  for  an  extension  of  a  patent,  under  sect.  4  of 
the  said  Act,  must  lodge  at  the  Council  Office  six  printed  copies  of  the 
specification,  and  also  four  copies  of  the  balance  sheet  of  expenditure  and 
receipts  relating  to  the  patent  in  question,  which  accounts  are  to  be  proved  on 
oath  before  the  Lords  of  the  committee  at  the  hearing.  In  the  event  of  the 
applicant's  specification  not  having  been  printed,  and  if  the  expense  of  making 
six  copies  of  any  drawing  therein  contained  or  referred  to  would  be  consider'* 
able,  the  ]odi:ing  of  two  copies  only  of  such  specification  and  drawing  will  be 
deemed  sufficient. 

All  copies  mentioned  in  this  rule  must  be  lodged  not  less  than  one  week 
before  the  day  fixed  for  hearing  the  application. 

The  Judicial  Committee  wiQ  hear  the  Attorney-General,  or  other  counsel, 
on  behalf  of  the  Crown,  against  granting  any  application  made  under  either 
the  2nd  or  4th  sect,  of  the  said  Act,  in  case  it  shall  be  thought  fit  to  oppose 
the  same  on  such  behalf. 

5  &  6  WUL  IV.,  ch.  83,  is  repealed  by  the  Patents  Act,  1883,  Sect  113. 
Sect.  2,  referred  to  in  Rule  1,  related  to  the  mode  of  proceeding  where  the 
patentee  was  proved  not  to  be  the  real  inventor  though  he  believed  himself  to 
be  so ;  this  section  has  not  been  replaced  by  any  enactment  giving  a  similar 
power  of  confirmation,  and  is  therefore  omitted. 

Sect.  4  is  inserted  for  the  purpose  of  explaining  the  rules  only  and  is  aa 
follows : — 

If  any  Person  who  now  hath  or  shall  hereafter  obtain  any  Letters  Patent  as 
afbresaid  shaU  advertise  in  the  London  Gazette  Three  Times,  and  in  Three 
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London  Papers,  and  three  times  in  some  Country  Paper  pabUehed  in  the  town 
whore  or  near  to  which  he  carried  on  any  manufacture  of  anything  made  aco<ird- 
ing  to  hiB  Specification,  or  near  to  or  in  which  he  resides  in  case  he  ntrried 
on  no  such  Manufacture  or  published  in  the  County  where  he  carries  on 
such  Manufacture  or  where  he  livea  in  case  there  shall  not  be  any  paper  published 
in  such  Town,  that  he  intends  to  apply  to  His  Majesty  in  Council  for  a  Prolonga- 
tion of  his  Term  of  sole  using  and  vending  his  Invention,  and  shall  petition  His 
Majesty  in  Council  to  that  EiTect,  it  shall  be  lawful  for  any  person  to  enter  a 
Caveat  at  the  Council  Office :  and  if  His  Majesty  shall  refer  me  consideration  of 
such  Petition  to  the  Judicial  Committee  of  the  Privy  Council,  and  notice  shall 
first  be  by  him  given  to  any  Person  or  Persons  who  shall  have  entered  such 
Caveats,  the  Petitioner  shall  be  heard  by  hiH  Counsel  and  Witnesses  to  prove  his 
Case,  and  the  Persons  entering  Caveats  shall  likewise  be  heard  by  their  Counsel 
and  Witnesses ;  whereupon,  and  upon  hearing:  and  inquiring  of  the  whole  Matter, 
the  Judicial  Committee  may  report  to  His  Majesty  that  a  further  Extension  of 
the  Term  in  the  said  Letters  Patent  should  be  granted  not  exceeding  Seven 
Years ;  and  His  Majesty  is  hereby  authorised  and  empowered,  if  He  shall  think 
fit  to  grant  new  Letters  Patent  for  the  said  Invention  for  a  Term  not  exceeding 
Seven  Years  after  the  expiration  of  the  first  Term,  any  Law,  Custom,  or  Usage 
to  the  contrary  in  anywise  nntwithstsnding :  Provided  that  no  such  Extension 
shall  be  granted  if  the  Application  by  Petition  shall  not  be  made  and  prosecuted 
with  Efiect  before  the  Expiration  of  the  Term  origimiliy  granted  in  such  Letters 
Patent. 

The  last  provi'«o  was  repealed  by  2  &  3  Vic.  ch.  67,  and  the  remainder  of  the 
sectioh  was  repealed  as  mentioned  above. 

The  Petitioner. 

(d)  In  re  Wright's  Patent,  Ex  parte  Shtjttleworth.     [1837] 
Extension  recommended  in  favour  of  the  parties  having  the 

]e^l  estate,  without  imposing  any  conditions  with  reference  to 
the  equitable  claim  of  other  parties  connected  with  the  patentee. 
(1  Weh.  P.  a  56L) 

In  an  application  for  extension  by  an  assignee,  the  title  of  the 
petitioner  must  be  strictly  proved,  although  no  notice  of  intention 
to  dispute  the  title  is  contained  in  the  objections.     (^Ib,) 

(e)  In  re  Southworth's  Patent.     [1837] 

The  new  letters  patent  must  be  granted  to  the  party  in  whom 
the  subsisting  patent  is  legally  vested.     (1  Weh.  P.  C.  487.) 

(/)  In  re  Downton's  Patent.     [1839]    In   re  Heath's  Patent. 

[1853] 

An  extension  of  a  patent  may  be  granted  to  the  administratrix 
of  the  patentee.     (1  Web.  P.  C.  565 ;  8  Moo.  P.  C.  C.  217.) 

(g)  In  re  Morgan's  Patent.     [1843] 

Lord  Brougham,  in  delivering  judgment,  said :  "  When  ap- 
plications are  made  to  their  Lordships  for  the  extension  of  a 
patent  term,  that  is  to  say,  of  a  monopoly,  under  letters  patent  by 
assignees,  to  whom  the  interest  of  the  patentee  has  been  parted 
with,  and  in  whom  it  is  vested,  their  Lordships  have  always  been 
used  to  consider,  that  by  taking  into  their  view  and  favourably 
listening  to  the  application  of  the  assignee,  they  are,  though  not 
directly,  yet  mediately  and  consequentially,  as  it  were,  giving  a 
benefit  to  the  inventor,  because,  if  the  assignee  is  not  remunerated 
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at  all,  it  might  be  said  that  the  chance  of  the  patentee  of  making 
an  advantageous  conveyance  to  the  assignee  would  be  materially 
diminished,  and  consequently,  his  interest  damnified.  For  this 
reason,  consideration  has  been  given  to  the  claims  of  the  assignee 
who  has  an  interest  in  the  patent."     (1  Web.  P.  G.  737.) 

(K)  In  re  Galloway's  Patent.    [1843] 

In  an  application  by  an  assignee,  his  title  must  be  strictly 
proved.     (1  Weh.  P.  C.  726.) 

(t)  BussELL  V.  Ledsam.     [1845] 

The  power  of  the  Crown  to  extend  letters  patent  is  not  confined 
to  grantees,  but  extends  to  assignees^  and  such  renewed  letters 
patent,  granted  to  the  assignee,  are  good  by  the  statute  5  &  6 
Will.  4,  c.  83,  independently  of  the  7  &  8  Vict.  c.  69.  (14  M  d  W. 
574;  judgment  affirmed  in  Exch.  Ch.,  16  M  d  W.  633;  and  in 
EL  of  L.,  1  H.  L.  Cos.  687.) 

(j)  In  re  Hardi's  Patent.    [1849] 

Extension  of  a  patent  granted  to  an  assignee  upon  certain 
conditions.    (See  p.  137  (w).)    (6  Moo.  P.  C.  G.  441 ;  13  Jur.  177.) 

(i)  In  re  Bodmbb's  Patent.     [1849] 

The  extension  of  a  patent  may  be  granted,  on  petition,  to  the 
executor  of  the  surviving  assignee  for  valuable  consideration  of  a 
patentee.    (6  Moo.  P.  G.  G.  469.) 

(I)  In  re  Bekry's  Patent.    [1850] 

Extension  of  letters  patent  granted  for  six  years,  where  the 
invention  was  of  considerable  commercial  value,  and  the  importers 
had  embarked  a  large  capital  upon  machinery  in  trying  to 
introduce  it  to  general  use,  and  incurred  considerable  loss  in  so 
doing.     (7  Moo.  P.  G.  G.  187.) 

The  importer  of  an  invention  by  the  outlay  of  his  capital 
benefits  the  public  in  the  proportion  of  the  value  of  the  invention 
imported,  and  importation,  therefore,  is  to  be  considered  as  a  solid 
claim  to  the  exercise  of  the  power  of  extension.     (Ih.  189.) 

(m)  In  re  Pettit  Smith's  Patent.    [1850] 

llie  person  who  has  the  legal  estate  in  letters  patent  has  the 
prior  right  to  petition  for  an  extension.  In  the  present  case  the 
new  letters  patent  were  granted  to  the  trustees  of  a  joint-stock 
company,  although  the  patentee  joined  in  the  petition.  (7  Moo, 
P.  C.  G.  133.) 

(ii)  In  re  Noble^s  Patent.     [1850] 

An  equitable  assignee  is  entitled  to  appear  with  the  legal 
assignees  of  a  patent,  on  a  petition  for  a  prolongation  of  the  letters 
patent,  if  the  name  of  sucn  equitable  assignee  appears,  with  the 
other  petitioners,  in  the  advertisements  required  by  sect.  4  of  the 
statute  5  &  6  Will.  4,  c.  83,  and  Rule  2,  made  in  i)urBuance  thereof. 
(7  Moo.  P.  C.  G.  191.) 
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(o)  In  re  Cook  &  Whkatstone's  Patent.    [1861] 

SembU,  a  oompany  may  obtain  a  renewal  of  letters  patent. 
Extension  was  in  this  case  refused  on  the  grounds  of  sufficient 
remuneration ;  Lord  Langdale,  however,  said :  "  If  the  company's 
speculation  bad  been  clearly  made  out  to  be  a  losing  concern,  it 
would  perhaps  have  been  matter  for  consideration  whether  there 
was  not  good  ground  for  renewal."  (38  L<md,  Jour,  223.)  See 
Deacon*s  Patent,  p.  127  (jj). 

(p)  In  re  Claridge's  Patent.     [1851] 

The  importer  of  an  invention  from  abroad  is  an  inventor 
within  the  meaning  of  the  statute  5  &  6  Will.  4,  c.  83,  and 
entitled  to  apply  for  an  extension  of  the  term.  But  the  Judicial 
Committee  will  look  with  jealousy  into  the  merits  of  the  invention 
imported. 

Application  for  an  extension  by  the  trustees  of  a  joint-stock 
company  (the  assignees  of  the  patentee)  refused ;  the  invention 
imported  having  been  in  common  use  in  France^  and  no  great 
risk  or  expenditure  incurred  by  the  patentee  or  his  assignees  in 
introducing  it  to  the  public.     (7  Moo.  P.  G.  G,  394.) 

Jervis,  C.  J.,  objected  to  the  prolongation  on  the  ground 
that  the  rule  in  gianting  letters  patent  is  to  limit  the  number 
of  grantees  to  twelve,     (i?.  396.) 

(g)  In  re  Schlumbeboer's  Patent.    [1863] 

An  alien,  resident  abroad,  who  was  interested  in  an  English 
patent  by  a  foreign  inventor,  and  who  had  also  considerable 
dealings  in  this  country  in  respect  of  sales  of  the  patented  machine 
and  in  granting  licenses  for  the  use  of  such  patent,  held,  in  the 
circumstances,  to  have  such  a  locus  standi  as  to  entitle  him  to 
petition  the  Crown  to  revoke  an  order  in  council  for  granting  an 
extended  term  of  an  English  patent,  and  to  recall  the  warrant  for 
sealing  such  patent.     (9  Moo.  P.  G.  G,  1.) 

(r)  In  re  Napier's  Patent.    [1861] 

The  Judicial  Committee  had  power,  under  statute  7  &  8 
Vict.  c.  69,  s.  4,  to  grant  an  extension  of  the  term  of  letters 
patent  to  the  assignee  of  the  patentee  (in  this  case  a  public 
company),  when  the  patentee  has  ceased  to  have  any  connection 
with  the  working  of  the  patent.  (13  Moo.  P.  0.  C.  643 ;  9  W.  B. 
390.) 

(«)  In  re  Newton's  Patent.    [1861] 

Extension  granted  to  a  petitioner  who  had  obtained  the  letters 
patent  as  agent  and  trustee  for  a  foreign  invention.  (14  Moo. 
P.  a  G.  166.) 

(<)  In  re  Bovill's  Patent.    [1863] 

The  patentee  had  been  involved  in  debt  arising  from  extensive 
litigation   in   defending  his   patent   rights,   and  had,   moreover. 
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mortgaged  His  letters  patent,  and  entered  into  a  deed  of  arrange* 
ment  or  inspectorship  under  the  Bankruptcy  Act  with  his 
creditors.  The  petition  was  presented  by  the  patentee,  and 
certain  mortgagees  and  others  claiming  liens  on  the  letters 
patent.  In  the  circumstances,  their  Lordships  granted  the  ex- 
tension of  the  patent  to  the  patentee  alone.  (1  Moo.  P.  C.  C, 
M  5.,  348.) 

(tt)  In  re  Norton's  Patent.    [1863] 

Petition  by  assignee  of  patentee,  who  was  dead,  for  prolongation 
of  letters  patent,  dismissed  by  reason,  (1)  that  the  assignee  had 
never  taken  any  effectual  steps  to  apply  the  invention  to  a  useful 
and  beneficial  purpose;  and  (2)  as  the  application  for  extension, 
though  by  the  assignee,  was  in  reality  on  behalf  of  a  joint-stock 
company,  who  purchased  the  letters  patent  for  the  puriK)se  of 
trading  with  it,  and  with  others  founded  upon  it,  and  not  for  any 
purpose  by  means*  of  which  any  benefit  can  be  derived  by  the 
original  inventor.     (1  Moo.  P.  C.  C,  N.  &,  339.) 

The  Master  of  the  KoUs,  in  delivering  judgment,  said :  "  Under 
the  late  statute,  7  <fe  8  Vict.  c.  69,  s.  4,  a  person  is  not  excluded 
from  applying  for  an  extension  of  a  patent  upon  the  ground  of 
his  being  the  assignee  of  the  patent;  but  it  must  always  be 
borne  in  mind  that  the  assignee  of  a  patent  does  not,  unless  under 
peculiar  circumstances,  apply  on  the  same  favourable  footing  that 
the  original  inventor  does.  The  ground  that  the  merits  of  the 
inventor  ought  to  be  properly  rewarded,  in  dealing  with  an 
invention  which  has  proved  useful  and  beneficial  to  the  public, 
does  not  exist  in  the  case  of  an  assignee,  unless  the  assignee  be  a 
person  who  has  assisted  the  patentee  with  funds  to  enable  him  to 
perfect  and  bring  out  his  invention,  and  has  thus  enabled  him 
to  bring  it  into  use."     (lb.  344.) 

(v)  In  re  Normand's  Patent.    [1870] 

An  a-ssignee  of  the  patentee,  who  had  taken  an  assignment  of 
four-fifths  of  the  patent  within  a  few  months  of  the  expiration 
of  a  patent,  which  had  only  just  been  brought  into  use,  for  a 
small  consideration,  was  not  entitled  to  any  extenbion.     (6  Moo, 

P.  a  a,  N.  s.,  477.) 

(w)  In  re  Pitman's  Patent.     [1871] 

Sir  J.  W.  Colvile,  in  delivering  judgment,  said :  "  There  are, 
no  doubt,  cases  in  which  their  Lordships  have  granted  applica- 
tions by  the  assignees  of  the  patentee  for  extension  of  the  term, 
and  have  also  considered,  in  some  respects,  the  expenses  incurred 
by  the  assignee  in  bringing  the  patent  into  notice,  and  for  the 
merit,  as  it  may  be  said,  of  the  assignee  in  patronizing  the 
patentee,  and  in  pushing  the  patent  into  notice ;  but  the  general 
rule  which  their  Lordships  entertain  in  applications  on  the  part 
of  assignees,  is,  as  was  stated  by  Lord  Brougham  in  Morgan's 
Pattnt."     (8  Moo.  P.  G.  C,  N.  A,  297.) 
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(«)  In  re  Brandon's  Patent.    [1884] 

The  provisions  of  the  Patents  Act  of  1883  do  not  affect  any  patent 
granted  before  the  commencement  of  the  Act,  nor  any  right  or 
privilege  which  had  accrued  to  the  patentee  before  or  at  the  com- 
mencement of  the  Act,  including  the  privilege  of  applying  for 
a  renewal.  (9  App.  C.  589;  63  L.  J.  P.  €.  84;  1  O.  B.  154;  Oriff. 
255.) 

(y)  Church's  Patent.    [1886] 

Objection  being  taken  that  the  mortgagee  of  the  patent  was 
not  a  petitioner : — Held^  that  the  mortgagee  as  legal  owner  ought 
to  have  been  a  party,  but  that  the  irregularity  was  not  so  serious 
as  to  be  fatal  at  the  mrther  hearing,  since  if  it  had  been  discovered 
before  the  hearing  it  might  have  been  set  right.  (Chriff»  256; 
3  0.  B.  96.) 

(z)  WiLLACt's  Patent.    [1888] 

The  petition  having  been  presented  by  the  son  of  the  patentee 
who  had  acquired  an  interest  in  the  patent  from  L.  who  had 
worked  the  patent  under  a  verbal  agreement  with  the  patentee 
up  to  his  death : — Held,  that  the  pergonal  representative  of  the 
patentee  and  L.  ought  to  be  made  parties.     (5  Oi  B.  690.) 

The  Petition. 

(a)  In  re  Hutchinson's  Patent.    [1861] 

Material  facts,  showing  the  title  of  the  petitioner,  were  disclosed 
in  evidence,  which  were  omitted  to  be  stated  in  the  petition  for 
prolongation.  In  such  circumstances  the  hearing  was  postponed, 
and  the  petition  directed  to  be  amended  by  stating  those  facts* 
(14  Moo.  P.  a  a  364.) 

(6)  In  re  Pitman's  Patent.    [1871] 

As  the  recommendation  to  the  Grown  for  the  prolongation  of 
the  term  of  letters  patent  is  a  matter  of  discretion  in  the  Judicial 
Committee,  it  is  imperatively  necessary  that  the  petition  for  such 
prolongation  should  state  fairly  and  fully  everytiiing  relating  to 
the  patent :  an  omission  to  do  so  is  fatal  to  the  application. 

Where  the  petition  omitted  to  state  that  the  patent  was,  in 
fact,  a  communication  from  a  foreigner  living  abroad,  who  had 
previously  to  the  English  patent  patented  the  same  invention 
in  America^  and  that  the  American  patent  had  expired,  though 
afterwards  renewed  in  America,  the  Judicial  Committee,  in  the 
circumstances,  refused  the  application.  (8  Moo.  P.  C.  C7.»  N.  &, 
393.) 

(c)  In  re  Johnson's  Patent.    [1871] 

A  clear  statement  should  be  made,  in  the  petition,  of  every 
matter  applicable  to  the  patent,  the  term  of  which  it  is  desired 
should  be  extended.     (L.  JR.,  4  P.  C.  83.) 
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Time  to  present  Petition, 

(d)  In  re  Mackintosh's  Patent.    [1836] 

A  petition  was  lodged  in  January,  1836,  for  the  prolongation 
of  a  patent  which  expired  in  June,  1837.  Application  postponed 
on  the  ground  that  the  profits  accruing  in  the  meantime  might 
materially  a£fect  the  question  of  extension.     (1  Weh.  P.  C,  739.) 

(e)  Jn  re  Bodmeb's  Patent.    [1838—1840] 

The  original  petition  was  dismissed,  because  it  had  not  been 
prosecuted  in  time  according  to  5  &  6  Will.  4,  c.  83,  sect.  4 ;  but 
the  5  &  6  Will.  4,  o.  83,  sect.  4,  having  been  amended  by  the 
2  &  S  Vict.  sect.  67,  their  Lordships,  upon  a  fresh  petition, 
granted  an  extension  of  the  letters  patent  lor  seven  years,  imder 
that  Act,  on  the  ground  that  the  invention  was  an  ingenious  one, 
and  that  it  did  not  appear  that  the  patentee  had  received  any 
remxmeration  untH  within  the  three  years  previous  to  the  ex- 
piration of  the  patent.     (2  Moo.  P.  0.  0.  471 ;  1  Web.  P.  C.  740.) 

(/)  In  re  Kay's  Patent.    [1839] 

Lfetters  patent  being  about  to  expire,  an  application  for  an 
extension  will  be  heard  during  the  pendency  of  legal  proceedings 
as  to  the  validity  of  the  patent.    (3  Moo.  P.  C.  C.  24.) 

{g)  Ledsham  v.  Bussell.  .  [1848]    (H.  L.) 

An  application  for  prolongation  was  "  prosecuted  with  effect  *' 
within  the  terms  of  the  statute  if  the  applicant  obtained  the  report 
of  the  Judicial  Committee  before  the  original  patent  expired. 
(1  H.  L.  0.  687.) 

(A)  In  re  Hutchinson's  Patent.    [1861] 

Bule  3  of  the  Privy  Council,  made  pursuant  to  the  statute, 
5  A  6  Will.  4,  c.  83,  relating  to  letters  patent  for  inventions, 
provides  that  a  petition  under  sections  2  and  4  of  that  statute^ 
must  be  presented  within  one  week  from  the  insertion  of  the  last 
of  the  advertisements  required  to  be  published  in  the  London 
Crozetie. 

A  petitioner  inserted  the  last  advertisement  of  his  intention 
to  petition  for  a  prolongation  on  the  24th  of  May,  but  did  not 
present  his  petition  until  the  5th  of  June  following.  The  registrar 
refused  to  receive  the  petition  as  being  too  late.  Upon  a  special 
application  for  that  purpose,  it  appearing  that  the  delay  arose 
from  a  mistake  of  the  petitioner's  agent,  an  order  was  made 
admitting  the  petition.     (14  Moo,  P.  C.  C.  364.) 

Jurisdiction  of  the  Judicial  Committee  of  the  Privy  Council. 

(t)  In  re  Schlumberger's  Patent.    [1853] 

The  Judicial  Committee  had,  under  the  4th  sect,  of  3  &  4 
Will.  4,  c.  41,  jurisdiction  to  entertain  a  petition,  referred  to  them 
by  the  Crown,  seeking  to  revoke  an  order  in  council,  made  upon 
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their  reGommendation,  upon  an  application  by  patentees  fur  an 
extension  of  letters  patent  under  the  statute  5  &  6  Will.  4,  c.  83, 
and  to  recall  the  warrant  for  sealing  such  letters  patent.  (9  Moo, 
P»  G»  C  1.) 

(j)  In  re  Honiball's  Patent.    [1855] 

The  authority  conferred  upon  the  Crown,  by  5  &  6  Will.  4, 
c.  83,  B.  2,  to  confirm  letters  patent,  was  discretionary  in  the 
Judicial  Committee,  to  reoommeud  or  not  a  confirmation.  (9  Moo. 
P.  a  C.  378.) 

(k)  In  re  Bett's  Patent.     [1862] 

When  a  foreign  and  an  English  patent  had  been  obtained  for 
the  same  invention,  and  the  foreign  patent  expired  first,  the 
Judicial  Committee  of  the  Privy  Council  had  no  jurisdiction  to 
entertain  an  application  of  prolongation.  See  sect.  25  of  15  &  16 
Vict.  c.  83.  (1  Moo.  P.  a  a,  K  S.,  49  ;  9  Jar.,  N.  «..  137 ;  61 
W.  B.  221;  7  L,  T.  Bep.,  N,  S.,  577.)  (15  &  16  Vict.  ch.  33, 
sect.  25  is  now  repealed  hy  46  &  47  VicL,  ch.  57,  sect.  113.) 

(Z)  In  re  Gouchlr's  Patent,     [1865] 

The  power  given  to  the  Judicial  Committee  by  statute  7  &  8 
Vict.  0.  69,  s.  2  (enlarging  statute  5  &  6  Will.  4,  c.  83,  s.  4),  to 
recommend  an  extension  of  the  term  of  letters  patent  for  an  inven- 
tion, is  exhausted,  when  an  extension  has  been  once  recommended 
and  new  letters  patent  granted ;  and  the  Judicial  Committee  have 
no  jurisdiction  to  entertain  a  petition  for  a  further  prolongation  of 
the  new  letters  patent.     (2  Moo.  P.  C.  O.,  N.  S.,  532.) 

Advertisements. 

(m)  In  re  Derosne's  Patent.    [1844] 

.  When  the  patentee  resides  abroad,  and  the  invention  is  carried 
on  under  licensees,  the  advertisements  should  be  inserted  in  papers 
circulating  in  the  places  where  the  manufacture  is  actually  carried 
on.     (2  Web.  P.O.  2;  4  Moo.  P.  C.  C.  416.) 

(n)  In  re  Perkin's  Patent.     [1845] 

The  advertisements  should  be  proved  before  the  case  is  heard. 
The  advertisements  having  been  inserted  in  London  papers  only, 
a  witness  was  allowed  to  be  called  to  prove  that  the  patent 
apparatus  was  manufactured  in  London  and  not  elsewhere. 
(2  Web.  P.  a  8.) 

(o)  In  re  Noble's  Patent.    [1850] 

To  entitle  an  equitable  assignee  to  appear  with  the  legal 
assignee  of  a  patent  on  a  petition  for  a  prolongation  of  the  letters 
patent,  the  name  of  such  equitable  assignee  must  appear,  with  the 
other  petitioner,  in  advertisements  required  by  sect.  4  of  the 
statute  5  <&  6  Will.  4,  c.  83,  and  Bule  2,  made  in  pursuance  thereof. 
(7  Moo.  P.  C.  a  191.) 
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Per  Lord  Brougham :  If  the  statute  requires  anything  to  be 
done  which  is  not  done,  the  Grown  has  no  power  to  grant  a 
prolongation.     (lb,  194.) 

Caveats. 

Patknts  Act,  1883,  s.  25.  (2\  Any  person  may  enter  a  caveat,  addressed 
to  the  Registrar  of  the  Council  at  the  Council  Office,  against  the  extent^ion. 

(p)  In  re  Smith's  Patent.    [1850] 

An  application  by  the  Lords  of  the  Admiralty  to  enter  a  caveat 
and  be  heard  against  a  petition  for  extension,  such  caveat  not 
having  been  filed  in  proper  time,  refused ;  as  the  Attorney-General 
watches  the  interests  of  the  government.     (7  Moo.  P.  C.C.  133.) 

(q)  In  re  Lowe's  Patent.    [1852] 

The  Judicial  Committee  will  not  permit  a  party  to  be  heard  in 
opposition  to  an  application  for  a  prolongation  of  the  term  of 
It^tters  patent,  unless  a  caveat  has  been  entered  in  his  own  name. 
Where  a  patent  agent  had  entered  a  caveat  in  his  own  name,  but 
in  reality  as  the  agent  of  several  other  persons  as  well  as  on  his 
own  behalf,  it  was  held  that  his  counsel  could  only  be  heard  for 
him,  and  could  only  ask  such  questions  as  respected  his  interest. 
Any  one  of  the  public  has  a  right  to  enter  a  caveat  and  be  heard 
in  opposition  at  the  hearing.     (8  Moo.  P.  C.  (7.  1.) 

(r)  In  re  Schlumberger's  Patent.     [1853] 

An  alien,  residing  abroad,  who  presents  a  petition  to  oppose 
the  extension  of  a  patent  under  which  he,  as  a  licensee,  had  had 
considerable  dealings  in  this  country,  need  not  prove  in  a  formal 
manner  what  his  interest  in  the  letters  patent  is.  Whether  an 
alien,  Hving  abroad,  has  a  right,  as  such,  to  inform  the  Grown, 
by  petition,  as  to  any  matters  touching  letters  patent,  qusere. 
(2  Eq.  B.  1.) 

(«)  In  re  Hutchinson's  Patent.    [1861] 

Where  the  Judicial  Committee  made  an  order  to  receive  a 
petition  which  had  not  been  presented  in  accordance  with  Rule  3 
of  the  Privy  Council,  made  pursuant  to  the  statute  5  <fc  6  Will.  4, 
c.  83,  and  a  caveat  had  been  entered : — Held,  that  as  the  party 
filing  the  caveat  was  interested  in  sustaining  the  objection  to  the 
reception  of  the  petition,  notice  of  the  application  must  be  served 
on  him.     (14  Moo.  P.  C.  C.  364.) 

Consideraiionsfor  and  against. 

Patents  Act,  1883,  sect  26.  (3.)  If  Her  Majesty  shall  be  pleased  to  refer 
any  such  petition  to  the  Judicial  Committee  of  the  Privy  Council,  the  said 
Committee  shall  proceed  to  consider  the  same,  and  the  petitioner  and  any 
person  who  has  entered  a  caveat  shall  be  entitled  to  be  heard  by  himself  or  by 
counsel  on  the  petition. 

(4.)  The  Judicial  Committee   shall,  in  considering  their  decision,  have 
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regard  to  the  nature  and  merits  of  the  inyention  in  relation  to  the  public,  to 
the  profits  made  by  the  patentee  as  such,  and  to  all  the  circumstances  ot*  the 
case. 

Oraunds  of  Extension  generally, 

(t)  In  re  Erakd's  Patent.    [1835] 

Lord  Lyndhurst :  "  In  cases  of  this  kind  (extension)  we  expect 
a  very  strong  case  of  hardship  to  be  made  out,  as  well  as  a  strong 
case  npon  the  utility  of  the  invention."  (1  TTct.  P.  C.  559 ;  5  Bep, 
Art.,  N.  5.,  58.) 

(tt)  In  re  Swaine's  Patent.    [1837] 

The  invention  being  very  meritorious,  the  result  of  a  great  deal 
of  labour,  care  and  science,  and  extiemely  useful  in  its  efifects, 
and  the  party  having  sustained  considerable  loss,  the  patent  was 
extended.    (1  Web.  P.  C.  559.) 

(v)  In  re  Southworth's  Patent.    [1837] 

The  misfortunes  of  the  patentee  and  those  connected  with  him 
in  the  management  of  the  patent,  together  with  the  nature  of  the 
invention  being  such  that  it  would  not  be  likely  to  come  into 
immediate  use,  are  grounds  for  an  extension  of  the  term  for  the 
patent.    (1  Web.  P.  G.  486.) 

(to)  In  re  Whitehouse's  Patent.    [1838] 

The  term  of  letters  patent  for  improvements  in  manufacturing 
gas  tubes,  extended  by  the  Judicial  Committee,  under  the 
5  <&  6  Will.  4,  0.  83,  for  six  years,  on  the  ground  of  the  great  merit 
and  utility  of  the  invention,  the  merit  of  the  petitioner  in  patroni- 
sing an  ingenious  inventor,  and  liberally  expending  money  to 
introduce  the*  invention  (the  amount  of  profit  not  being  greater 
than  the  ordinary  profit  on  capital  employed  on  similar  trades), 
and  the  annoyance,  anxiety,  and  cosst  of  litigation.  (2  Moo. 
P.  a  a  496 ;  1  Web.  P.  G.  473.) 

(x)  In  re  Stafford's  Patent.     [1838] 

Extension  of  term  recommended,  the  patentee  having  experienced 
great  opposition  from  the  existing  interests,  and  being  a  loser  by 
the  invention.     (1  Web.  P.  G.  563.) 

(jf)  In  re  Eollman's  Patent.     [1839] 

The  invention  being  meritorious,  but  from  circumstances  beyond 
the  control  of  the  patentee,  not  sufficiently  appreciated,  and  unpro- 
ductive of  reward,  an  extension  recommended.  (1  Web.  P.  C. 
564.) 

(«)  In  re  Robert's  Patent.    [1839] 

The  violent  resistance  and  opposition  to  the  introduction  of  a 
meritorious  invention,  which  has  prevented  the  patentee  from 
realizing  a  profit,  is  a  ground  for  the  extension  of  the  terms  of 
letters  patent.    (1  Web.  P.  G,  573.) 


Digitized  by  VjOOQ  IC 


Grounds  of  Extension.  109 

(a)  In  re  Dowston's  Patent.     [1839] 

^'  Tlie  questions  are,  is  it  a  useful  invention  ?  is  it  beneficial  to 
the  public?  is  it  an  invention  of  that  character  wbioh  would  lead 
us  to  interpose  ?  is  there  ingenuity  in  the  invention,  and  has  the 
party  been  remunerated?"     (1  W^.  P.  C.  567.) 

(h)  In  re  Jones'  Patent.    [1840] 

Lord  Brougbam  :  "  It  is  perfectly  true,  as  bas  been  stated,  not 
only  upon  this  but  upon  former  occasions,  tbat  these  applications 
are  anything  rather  than  matters  of  course.  This  is  a  very  extra- 
ordinary jurisdiction  wbich  has  been  conferred  on  the  Judicial 
Committee  by  tbe  legislature,  and  it  is  to  be  exercised  only  on  the 
mo>t  special  grounds  alleged  and  proved  in  reference  to  eaob  case." 
(1  TTeft.  P.  a  679.) 

(e)  In  re  Morgan's  Patent.     [1843] 

Lord  Brougham,  in  delivering  judgment,  said :  "  It  is  by  no 
means  the  course  of  their  lordships  to  put  themselves  precisely  in 
the  situation  of  the  legislature,  and  never  to  grant  an  extension 
in  a  case  where  an  Act  of  Parliament  would  not  have  been  obtained. 
At  the  same  time  there  are  some  limits  to  this.  They  are  to  look 
to  a  certain  degree  at  the  position  in  which  they  are  placed,  and  to 
consider  that  they  here  represent  the  legislature,  and  that  they 
are  invested  with  somewhat  similar  powers  of  discretion  to  those 
exercised  formerly  by  the  whole  three  branches  of  Parliament." 
(1  Web.  P.  a  739.) 

(d)  In  re  Soames'  Patent.     [1843] 

Lord  Brou(;ham,  in  delivering  judgment,  said :  "  If  this  case  were 
to  be  disposed  of  upon  the  ground  which  in  arguing  such  cases  has 
sometimes  been  assumed  to  be  the  fit  one,  that  there  must  not  only 
be  merit  and  benefit  to  the  public,  and  (which  is  essential)  a  want 
of  sufficient  remuneration  in  the  course  of  using  the  patent,  but 
that,  moreover,  the  case  is  to  be  tried  here  as  on  a  Bill  in  Parliament 
introduced  to  prolong  the  patent;  then,  I  apprehend,  there  can 
really  be  no  doubt  whatever  that  in  this  case  no  Bill  would  ever 
have  passed  through  the  two  Houtses  of  Parliament;  but  their 
lordships  have  always  considered  that  it  was  with  the  view  of 
affording  a  better  remedy,  not  only  cheaper  and  easier,  but  better 
in  this  respect,  that  there  might  be  cases  which  never  would  have 
prevailed  on  the  legislature  to  make  a  new  personal  law  prolonging 
a  monopoly,  which,  nevertheless,  might  seem  meritorious  enough 
in  respect  of  the  individual,  beneficial  enough  in  respect  of  the 
public,  and  deficient  enough  in  remuneration  to  justify  inter- 
ference, which,  nevertheless,  had  they  been  presented  in  the  form 
of  a  petition  to  Parliament,  would  have  failed  to  procure  an  act.'* 
The  patent  was  extended  for  three  years.     (1  Web.  P.  G.  733.) 

(«)  Wright's  Patent.    [1843] 

Extension  for  seven  years  granted  of  a  patent  for  manufacturing 
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ornamental  tiles,  regard  being  had  to  ihe  benefit  the  public  were 
likely  to  receive,  aiid  to  the  fact  that  the  tiles  were  being  nsed  for 
the  flooring  of  the  Temple  Church,  and  that  this  was  the  first  time 
the  invention  had  come  into  notice.    (1  Weh.  P.  (7.  736.) 

(/)  Derosne's  Patent.    [1844] 

It  is  anything  rather  than  a  matter  of  course  to  grant  an  exten- 
sion, under  the  powers  of  the  Act,  of  these  patent  rights;  the 
parties  must  show,  in  the  first  place,  some  invent i<n  ;  in  the  next 
place,  a  benefit  to  the  public ;  and  in  the  third  place,  that  they 
have  not  had  an  adequate  remuneration."     (2  TTeb.  P.  (7.  4 ;  4  Moo. 

P.  a  a  418.) 

(jg)  In  re  Perkin's  Case.     [1845] 

Lord  Brougham,  in  delivering  judgment,  said:  *'It  is  by  no 
means  a  matter  of  course  that  an  application  of  this  sort,  even  when 
it  18  not  opposed,  should  be  granted.  We  are  here  by  the  authority 
of  the  legislature,  given  to  us  to  advise  the  Queen,  to  protect  her 
from  rashly  and  inexpediently  for  the  public  granting  an  extension, 
which  formerly  used  to  require  a  solemn  and  deliberate  act  of  all 
the  three  branches  of  the  legislature,  involving  a  double  inquiry, 
together  with  an  opinion  of  the  Government  itself.  Kow,  it 
becomes  our  duty  to  examine  minutely,  and  very  often  to  examine 
minutely,  where  there  is  no  party  to  oppose  except  the  Crown 
counsel,  before  we  report  or  advise  for  any  certain  period  of  exten- 
sion, or  for  any  extension  at  all."     (2  Weh.  P.  C,  18.) 

(h)  In  re  Pinkus'  Patent.     [1848] 

Lord  Langdale,  M.R. :  "  What  is  usually  taken  into  consideration 
as  forming  the  ground  of  the  species  of  indulgence  here  asked  for 
is,  first,  the  merit  of  the  invention ;  secondly,  the  utility  of  the 
machinery  which  has  been  invented ;  and,  lastly,  the  question  has 
been  raised,  whether  the  patentee,  who  has  enjoyed  the  benefit  of 
the  patent,  has  received  a  sufficient  remuneration  for  the  merit 
which  he  has  displayed."     ( 1 2  Jur.  234.) 

(t)  In  re  Pettit  Smith's  Patent.     [1860] 

Extension  of  letters  patent  granted  for  five  years ;  the  invention 
being  of  great  merit  and  public  utility,  but  the  patentee  and  his 
granteeu  having  received  no  remuneration,  in  consequence  of  the 
originality  of  the  patent  being  disputed  at  law.  (7  Moo.  P.  C  C, 
133.) 

(J)  In  re  Heath's  Patent.     [1853] 

Term  of  letters  patent  extended  for  seven  years,  on  the  ground 
of  the  meritorious  nature  of  the  invention,  and  the  extensive  liti- 
gation the  patentee  had  been  put  to  in  protecting  his  patent  rights, 
which  had  prevented  any  remuneration.  (8  Moo.  P.  (7.  C.  217 ; 
2  Wd>.  B.  247.) 
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(i)  In  re  Payne's  Patent.    [1854] 

Patent  for  preserved  meats  extended  for  five  years,  on  the 
grounds  that  the  patentee  had  used  every  exertion  in  his  power  to 
introduce  the  invention,  and  had  expended  large  sums  in  so  doing ; 
bnt,  by  reason  of  the  distrust  with  which  the  pnblio  viewed  prepa* 
tions  of  that  nature,  the  inadequacy  of  the  patentee's  means,  and 
his  want  of  influence  with  public  boards,  he  had  been  prevented 
from  obtaining  such  a  fair  trial  as  would  lead  to  the  adoption  by 
the  public  of  his  invention.  (^CiL  Coryton'8  Laws  of  Letters  Paient^ 
p.  220.) 

(I)  In  re  Honiball's  Patent.     [1855] 

The  Bight  Hon.  Pemberton  Leigh :  "  It  has  been  again  and  again 
stated  in  this  place  that  the  grant  of  an  extended  term  is  anything 
bnt  a  matter  of  course ;  that,  in  order  to  obtain  it,  a  very  special 
case  must  be  made ;  that  the  novelty,  merit,  and  utility  of  the 
invention  must  be  proved,  and  it  must  be  shown  that  all  reasonable 
means  have  been  used  in  order  to  make  the  invention  productive ; 
but  that,  in  spite  of  such  exertions,  the  remuneration  obtained  by 
the  inventor  has  either  entirely  failed,  or  has  been  quite  dispro- 
portionate to  his  merits,  and  to  the  benefit  conferred  upon  the 
pubHa"     (9  Moo.  P.  C.  C,  393.) 

(m)  In  re  Cardwell's  Patent.     [1856] 

The  Judicial  Committee  of  the  Privy  Council  will  not,  as  a 
matter  of  course,  extend  letters  patent,  even  when  there  is  no 
opposition,  and  the  Crown,  through  the  Attorney-General,  does 
not  object.     (10  Moo.  P.  C.  C.  490.) 

(n)  In  re  Markwick's  Patent.     [1860] 

The  Right  Hon.  Lord  Kingsdown,  in  delivering  judgment 
said  :  **  The  petitioner  is  bound  to  prove  three  points— first,  the 
merits  of  the  invention ;  secondly,  that  the  party  interested  has 
done  all  in  his  power  to  bring  out  the  invention,  and  to  turn  it 
to  advantage ;  and  thirdly,  that,  owing  to  circumstances  beyond 
his  control,  he  has  been  unable  to  obtain  an  adequate  remunera- 
tion."    (13  Moo.  P.  C.  a  313.) 

(o)  In  re  Napier's  Patent.    [1861] 

Prolongation  of  the  term  of  letters  patented  granted  to  assig- 
nees, where  the  patentee  has  ceased  to  have  any  connection  with 
the  working  of  the  patent,  and  the  assignees  were  prevented  from 
working  it  at  a  profit  by  reason  of  the  discovery  of  the  gold  fields 
in  Southern  Australia,  which  caused  a  derangement  and  scarcity 
m  the  labour  market,     (13  Moo.  P.  C.  C.  543.) 

(p)  In  re  Bovill's  Patent.     [1863]. 

The  patentee's  invention  consisted  of  improvements  upon  a 
former  patent,  taken  out  by  him  in  consequence  of  a  communi- 
cation by  a  foreigner : — Heldy  that  as  the  improvements  were  novel 
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and  of  public  utility,  the  patentee  was,  in  absence  of  adequate 
remuneration,  entitled  to  an  extension.    (1  Moo,  P.  C.  C,  N,  S.^  348.) 

(q)  In  re  Norton's  Patent.    [1863] 

Tbe  Master  of  the  Bolls,  in  delivering  judgment,  said :  "  The 
grounds  upon  which  their  lordships  grant  extensions  of  patents 
all  have  reference  to  the  inventor  himself.  They  are,  in  the 
first  place,  to  reward  the  inventor  for  the  peculiar  ability  and 
industry  he  has  exercised  in  making  the  discovery ;  in  the  second 
place,  to  reward  him  because  some  great  benefit  of  an  unusual 
description  has  by  him  been  conferred  upon  the  public  through 
the  invention  itself;  or,  lastly,  because  the  inventor  has  not  been 
sufficiently  remunerated  by  the  profits  derived  from  his  strenuous 
exertions  to  make  the  invention  profitable.  All  these  grounds 
proceed  upon  the  supposition  that  the  invention  is  a  new  and 
useful  invention.  But  where  the  inventor  intentionally  delays 
for  a  great  length  of  time  attempting  to  put  it  into  practice,  the 
grounds  for  prolongation  of  the  patent,  which  I  have  already 
mentioned,  cannot  be  relied  on  by  him  unless  it  be  possible  for  him 
to  show  c^ome  reasonable  excuse  for  the  delay.  In  some  circum- 
stances there  might  be  a  considerable  ground  of  excuse  arising 
from  want  of  funds."  (1  Moo.  P.  C.  (7.,  N.  S.,  343 ;  9  «7ar.,  N.  S., 
420;  11  W.B.  721.) 

(r)  In  re  M*Dougal's  Patent.     [1867] 

Extension  ought  not  to  be  granted  unless  the  invention  is  of 
considerable  merit  and  of  public  utility,  and  the  patentee  has 
not  received  adequate  remuneration.  (6  Moo,  P.  C,  C,  N.  S.,  1 ; 
L.  B.,  2  P.  a  1.) 

(«)  In  re  Pitman's  Patent.    [1871] 

Sir  J.  W.  Colvile,  in  delivering  judgment,  said  :  "  The  general 
object  of  the  statutable  jurisdiction  of  this  committee,  in  respect 
to  advising  an  extension  of  the  term  of  the  letters  patent,  it  is 
hardly  necessary  to  state^  is  the  reward  to  the  inventor,  in  cases 
where  there  has  been  extraordinary  merit  in  the  invention,  but 
where,  from  circumstances,  he  has  failed  to  reap  any  adequate 
remuneration  for  his  invention  during  the  currency  of  the  term  of 
the  letters  patent."    (L.  2?.,  4  P.  C.  87.) 

(f)  In  re  Houghton's  Patent.    [1871] 

Prolongation  of  term  of  letters  patent  for  seven  years,  the 
invention  being  a  meritorious  one,  and  of  great  value  as  a  raw 
material  for  the  manufacture  of  paper;  no  profits  having  been 
made  either  by  the  inventor  or  his  assignees.  (7  Moo.  P.  O.  C, 
N.  8.  309.) 

(tt)  In  re  Adair's  Patent.    [1881] 

Where  a  patentee,  whether  English  or  foreign,  has  obtained 
foreign  patents  they  should  be  stated  and  the  fullest  information 
afforded  as  to  the  profits.     An  English  patent  may  be  renewed 
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thougli  a  foreign  one  has  been  taken  out  and  allowed  to  expire. 
(6  App.  a  176.) 

(v)  In  re  Newton's  Patents.    [1884] 

Sect.  25,  Clanse  4,  does  not  alter  the  rules  adopted  bv  the 
Judicial  Committee.  It  is  still  the  duty  of  a  patentee  applying 
for  an  extension  to  produce  accounts  of  all  profits  received  under 
foreign  patents  in  respect  of  his  invention.    (9  App.  0.  592.) 

(uj)  Stewart's  Patent.    [1885] 

Evidence  of  prior  publication  tendered  by  the  Attorney-General 
without  notice  was  admitted  to  show  that  there  was  not  such 
novelty  in  the  invention  as  would  justify  a  prolongation.  (Oriff. 
264;  3  O.  B.  7.) 

(x)  Boper's  Patent.    [1887] 

When  the  invention  was  of  a  meritorious  nature  (viz.,  for  a 
captain's  bridge  constructed  as  a  self-launching  raft) : — Held^  that 
having  regard  to  that  and  to  the  difficulty  of  bringing  it  into  use, 
and  the  patentee's  illness,  and  the  fact  that  no  opposition  was 
offered  on  behalf  of  the  Grown  an  extension  for  seven  years  should 
be  granted.     (4  0.  B.  201.) 

Merit  of  Inventor. 

(y)  In  re  Soames'  Patent.    [1843] 

Lord  Brougham :  *'  The  merit  of  an  importer  is  less  than  of  an 
inventor.  We  are  now  sitting  judicially,  and  it  is  an  argument 
against  the  patent,  that  it  was  imported  and  not  invented.  I  do 
not  say  it  takes  away  the  merit,  but  it  makes  it  much  smaller." 
(1  Wd.  P.  C.  733.)  •*  It  is  very  fit  their  lordships  should  guard 
against  the  inference  being  drawn,  from  the  smaU  amount  of  any 
step  made  in  improvement,  that  they  are  disposed  to  undervalue 
that  in  importance ;  if  a  new  process  is  invented,  if  new  machinery 
is  invented,  if  a  new  principle  is  found  out  and  applied  so  as  to 
become  the  subject  of  a  patent  right,  embodied  in  a  manufacture, 
then,  however  small  it  may  be  in  advance  of  the  state  of  science 
or  of  art  previous  to  the  period  of  that  step  being  made,  that  is  no 
reason  whatever  for  undervaluing  the  merits  of  the  person  who 
makes  a  discovery  in  science  or  an  invention  in  art,  because  the 
whole  history  of  science  is  one  continued  illustration  of  the  slow 
progress  by  which  the  human  mind  makes  its  advance  in  dis- 
covery,    (lb.  735.) 

The  publication  of  a  patented  invention  in  a  foreign  work  is 
to  be  considered  on  an  application  for  an  extension  of  the  patent, 
but  not  in  an  inquiry  as  to  the  validity  of  the  patent,    (lb.  733.) 

(«)  In  re  Derosne's  Patent.     [1844] 

Extension  granted  for  six  years  of  a  patent  for  an  invention, 
which  was  **  very  small  in  point  of  discovery,"  but  useful,  and  of 
great  benefit  io  the  public.    (4  Moo.  P.  C.  C.  418.) 

I 
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(o)  In  re  Woodcboft's  Patent.     [1846] 

Eeferenoe  to  a  snggestion,  previously  published,  of  the  principle 
upon  which  an  invention  is  based  does  not  prove  want  of  originality 
unless  it  is  shown  that  the  invention  could  be  easily  made  by  it. 
(2  Weh.  P.  a  23.) 

Lord  Brougham :  **  I  may  invent  a  thing  this  year,  and  I  may 
say  there  are  various  ways  of  exercising  my  invention,  to  no  one 
of  which  I  give  a  preference  over  the  others.  There  are  A.,  B. 
and  C,  different  ways  of  exercising  it.  Ten  years  after  that 
another  man  may,  by  an  invention,  and  by  experiments  made 
under  it,  point  out  to  me  and  the  public,  who  have  the  benefit  of 
my  invention,  that  one  of  those  three  ways,  B.  rather  than  A.  and 
0.,  is  the  best  mode  of  exercising  it ;  but  that  cannot  take  away 
the  merit  of  the  inventor  who  invented  A.,  B.  and  C,  altogether. 
Nay,  I  may  go  further,  the  circumstances  may  arise  of  a  new 
invention  giving  for  the  first  time  a  particular  use  to  another. 
For  example,  no  one  denies  to  Watt  the  great  merit  of  the  steam 
engine,  because  steam  navigation  was  applied  subsequently  to  his 
time  to  the  use  of  propelling  ships.  I  quite  agree  that  if  another 
man's  invention  is  necessary  in  order  to  make  the  first  invention 
useful,  no  doubt  that  takes  away  the  merit  of  the  first  invention  ; 
but  if  the  first  invention  contained  in  its  own  bosom  a  new  mode, 
as  well  as  the  other  two  modes  which  are  found  out  to  be  useful,  it  is 
in  vain  to  say  there  is  no  value  in  the  original  invention."   (16. 27.) 

(a  *)  In  re  Montz's  Patent.     [1846] 

The  simplicity  of  an  invention  is  an  element  of  its  value.   (2  Web. 

P.  a  119.) 

(6)  Electric  Telegraph  Company's  Patent. 

A  company  which  buys  a  patent  for  a  commercial  pnrposei, 
although  by  so  doing  it  does  incidentally  encourage  inventors, 
does  not  stand  in  the  same  position  as  an  inventor  who,  himself 
struggling  with  difficulty  for  want  of  capital,  has  been  obliged  to 
obtain  the  assistance  of  persons  who  have  capital.  Cited  NorUnCg 
Patent.     (1  Moor.  P.  C,  N.  /».,  339 ;  1  Good.  P.  C.  554.) 

(c)  In  re  Lee's  Patent.    [1856] 

Letters  patent  comprised  three  separate  subjects.  Upon  an 
application  for  an  extension  of  the  term  of  the  patent,  one  only 
of  the  three  subjects  (that  relating  to  railway  breaks)  appeared 
to  the  Judicial  Committee  to  be  deserving  of  a  renewed  grant. 
Prolongation  granted  under  statute  15  <&  16  Vict.  c.  83,  s.  -S),  for 
such  part  only  of  the  letters  patent  as  related  to  railway  breaks,  and 
not  to  the  other  subject-matters  of  the  patent.   (10  Moo.  P.  {7.  C  226.) 

(d)  In  re  Betts'  Patent.     [1862] 

Utility  in  the  practical  working  of  an  invention,  and  not 
ingenuity  in  throwing  out  the  idea  of  the  possibility  of  doing 
a  thing,  is  that  description  of  merit  which  constitutes  one  of  the 
grounds  for  extending  the  term  of  a  patent.     (1  Moo.  P.  C.  C.  49.) 
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Lord  Chelmsford,  in  delivering  judgment,  said  :  •*  Dobbs'  speci- 
fication may  have  given  the  petitioner  the  idea  of  the  possibility 
of  uniting  the  two  metals  of  tin  and  lead,  and  may  thus  have 
deprived  him  of  the  merit  of  originality.  But  in  Dobbs'  hands 
the  discovery  was  barren ;  the  petitioner,  however,  who  followed 
out  his  suggestion,  and  after  repeated  experiments  gave  it  a 
practical  application,  is  the  real  benefactor  to  the  public,  and  is 
entitled  to  claim  that  description  of  merit  which  constitutes  one 
of  the  grounds  for  extending  the  term  of  a  patent."    (16.  61.) 

(e)  In  re  Hill's  Patent.    [  1 863] 

Sir  J.  T.  Coleridge,  in  delivering  judgment,  said :  «•  In  determi- 
ning whether  to  recommend  the  prolongation  of  a  patent  or  not, 
even  when  the  claim  to  a  first  discovery,  and  the  beneficial  nature 
of  that  discovery,  are  both  conceded,  it  will  be  still  proper  to 
consider  both  the  degree  of  merit  as  inventor  and  the  amount  of 
benefit  to  the  public  flowing  directly  from  the  invention.  A 
monopoly  limitcnl  to  a  certain  time  is  properly  the  reward  which 
the  law  assigns  to  the  patentee  for  the  invention  and  disclosure  to 
the  public  of  his  mode  of  proceeding.  Whether  that  term  shall 
be  extended,  in  effect  whether  a  second  patent  shall  be  granted 
for  the  sanje  consideration,  and  the  enjoyment  by  the  public  of  its 
vested  right  be  postponed,  is  to  depend  on  the  exercise  of  a 
discretion,  judicial  indeed,  yet  to  be  influenced  by  every  such 
circumstance  as  would  properly  weigh  on  a  sensible  and  considerate 
person  in  determining  whether  an  extraordinary  privilege,  not  of 
strict  right,  but  rather  of  equitable  reward,  should  be  conferred. 
Now,  one  may  be  strictly  an  inventor  within  the  legal  meaning  of 
the  term — no  one  before  him  may  have  made  and  disclosed  the 
discovery  in  all  its  terms  as  described  in  his  specification — but 
this  may  have  been  the  successful  result  of  long  and  patient 
labour,  and  of  great  and  unaided  ingenuity,  without  which,  for 
all  that  appears,  the  public  would  never  have  had  the  benefit  of 
the  discovery ;  or  it  may  have  been  but  a  happy  accident  or  a 
fortunate  guess ;  or  it  may  have  been  very  closely  led  up  to  by 
earlier,  and  in  a  true  sense,  more  meritorious,  but  still  incomplete 
experiments.  Different  degrees  of  merit  must  surely  be  attributed 
to  an  inventor  under  these  different  circumstances.  The  moral 
claim  to  an  extension  of  time  may  in  this  way  be  indefinitely 
varied,  according  as  the  circumstances  approach  neai-er  to  the  one 
or  the  other  of  the  above  suppositions.  The  same  principle  will 
apply  to  the  consideration  of  benefit  conferred  upon  the  public. 
The  extent  of  the  benefit  conferred  must  vary  in  each  case  with 
the  circumstances.  The  principal  question  always  is,  has  the 
individual  patentee,  under  all  the  circumbtances,  received  what  in 
equity  and  good  sense  may  be  considered  a  sufficient  remuneration  ? 
On  his  own  part,  of  course,  there  must  have  been  no  want  of  good 
faith  or  prudent  exertion ;  and  fui-ther,  as  the  loss  to  the  public 
may  be  important  in  the  consideration,  it  may  be  necessary  in 
some  cases  not  to  confino  the  inquiry  to  the  state  of  things  at  the 
date  of  the  patent,  but  to  regard  also  the  circumstances  existing 
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at  the  time  wlien  the  application  is  made.^*     (1  Moo.  P.  C.  (?.,  N.  8., 
265,) 

(/)  Sillar's  Patent.    [1882] 

In  this  case,  the  facts  of  which  are  set  out  at  p.  180,  Sir  Barnes 
Peacock  said :  *'  It  appeared  that  tbe  three  patentees  had  received 
altogether  for  their  patent  over  £27,000;  that  being  divided 
among  the  three  patentees  wonld  be  £9000  for  each,  which  their 
lordships  think  an  ample  remnneration  for  the  patentees  them- 
selves for  the  invention.  But  then  the  application  is  not  made 
by  the  patentees,  it  is  made  by  the  Native  Guano  Company,  who 
are  the  assignees  of  the  patentees,  and  the  question  is  whether 
their  meritoriousness  is  Buch  as  entitles  them  to  have  the  patent 
extended,  looking  to  the  benefits  they  have  conferred  upon  the  public 
b^  candying  on  the  invention  assigned  to  them.  (His  lordship  then 
referred  to  Norton's  case  and  the  Electric  Company's  case.)  Did 
they  form  themselves  into  a  company  with  the  object  of  re- 
munerating tbe  inventors  and  enabling  them  to  carry  on  this 
patent?  ....  There  has  been  no  case  cited,  and  I  do  not  think 
any  case  could  have  been  cited  in  which  their  lordships  have  re  • 
commended  an  extension  for  the  benefit  of  a  joint  stock  company 
who  have  floated  their  shares  in  the  market,  and  made  consider- 
able sums  by  doing  so.  This  company,  by  merely  selling  shares 
at  a  premium,  appears  to  have  realised  a  sum  of  £44,000,  and  that 
has  been  obtained  not  by  selling  the  shares  at  par  to  persons 
willing  to  come  in  and  work  the  patent,  but  by  selling  to  stock- 
brokers, who  bought  them  not  for  the  benefit  of  the  public  but 
for  the  purpose  of  selling  them  again  on  the  Stock  Exchange. 
It  appears  to  their  Lordships  that  this  company  took  over  this 
invention  as  a  speculative  undertaking,  and  the  mode  in  which 
the  company  have  dealt  with  their  shares  shows  that  they  were 
carrying  on  their  operations  for  the  purposes  of  speculating  rather 
than  for  the  purpose  of  benefiting  the  public.  No  doubt  in  all 
the  cases  in  which  they  have  endeavoured  to  carry  out  the  patent 
they  have  been  losers;  they  have  lost  to  the  extent  of  £138,707," 
(1  Good.  P.  C.  581.) 

(g)  Stoney's  Patent.    [1888] 

To  obtain  prolongation  there  mtist  be  in  the  invention  greater 
merit  than  would  support  the  patent  in  the  first  instance,  or 
against  a  plea  of  inutility,  and  to  obtain  prolongation  beyond 
seven  years  there  must  be  special  merit.  When  a  patent  is  from 
its  nature,  e.g.  for  improvements  in  sluices  and  floodgates,  only 
capable  of  being  employed  to  an  occasional  or  limited  extent,  that 
is  a  special  circumstance  to  be  considered.    (5  0.  B.  518.) 

Utility  of  Invention. 

(K)  In  re  Wright's  Patent.    [1839] 

The  fact  of  the  invention  not  having  been  brought  into  use, 
unless  explained,  is  an  objection  to  the  extension  of  the  termu 
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Buty  being  explained  by  tbe  pecnniaxy  difficulties  and  embarraBS-' 
ments  of  the  patentee,  extension  recommended.  (1  Weh,  P.  C. 
575.)  ^ 

(i)  In  re  Downtoic's  Patent.    [1839] 

The  sale  of  a  patented  article  in  considerable  numbers,  wben 
its  cost  is  three  or  four  times  as  great  as  the  common  article,  is 
strong  evidence  of  utility.     (1  Web.  P.  0.  565.) 

(J)  In  re  Jonks'  Patent,    [1840] 

The  presumption  arising  from  the  non-user  of  an  invention  may 
be  rebutted  by  showing  that  the  nature  of  an  invention  is  such 
that  it  would  not  be  likely  to  come  into  immediate  use.  (1  TFe&. 
P.  a  577.) 

(i)  In  re  Simistkr's  Patent.    [1842] 

The  extension  of  the  term  of  letters  patent  refused,  although 
the  profit  derived  from  the  patent  article  was  less  than  the 
expenditure  incurred  upon  the  patent,  the  utility  of  the  invention 
being  small. 

The  fact  of  an  invention,  when  known,  not  getting  into 
general  use,,  is  a  presumption  against  its  utility.  ^  Moo.  P.  0. 
164;  1  TTet.  Ji.  721.) 

(J)  In  re  Soames*  Patent.    [1843] 

The  fact  of  further  improvements  upon  the  patented  invention 
having  been  made,  though  not  themselves  patented,  is  an  argu- 
ment in  favour  of  an  extension  of  the  original  patent.  /I  TFe&. 
P.  G.  734.) 

(m)  In  re  Woodcroft's  Patent.    [1846] 

No  extension  will  be  granted  if  want  of  success  be  owing  to 
inutility,  or  unless  the  circumstances  have  ceased  which  pre- 
vented it  being  lucrative,  and  it  is  really  coming  into  use.  (2  Weh. 
P.  G.  29.)  Lord  Brougham,  in  the  course  of  his  judgment,  said : 
•*We  cannot  here  weigh  degrees  of  merit  in  golden  scales.  If 
there  is  considerable  merit,  with  originality  and  some  considerable 
usefulness  to  the  public,  that  is  sufficient."    (1&.  31.) 

(«)  In  re  Bebrington's  Patent.    [1852] 

An  application  on  behalf  of  a  patented  knap8ack  was  supported 
by  very  favourable  reports  from  officers  who  had  examined  it.  It 
was  deposed  that  the  fact  of  nine  out  of  ten  men  in  our  infantry 
becoming  flat-chested  was  to  be  attributed  to  the  one  in  ordinary 
use.  Some  hundreds  had  been  expended  on  it  by  the  patentee, 
but  hitherto  without  return.  The  committee,  allowing  their  doubt 
as  to  its  utility  (arising  from  its  not  having  been  adopted  by  the 
government)  to  be  slightly  founded,  in  the  absence  of  evidence  of 
its  failure,  recommended  its  extension  for  five  years.  {GoryU/iCa 
Law  of  Letters  Patent,  p.  225.) 
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(o)  In  re  Heath's  Patent.    [1853] 

An  alteration  in  the  mode  of  mannfaoture  will  not  prevent 
extension  being  minted,  if  it  does  not  materially  detract  from  the 
merit  of  the  original  invention.     (8  Moo.  P.  C.  6.  223.) 

(p)  In  re  Bakewell's  Patent.    [1862] 

A  patent,  well  known,  had  never  been  brought  into  public  nse 
during  the  period  of  fourteen  years.  The  patentee  acoonnted 
for  the  non-user,  on  the  ground  that  the  invention  was  of  such  a 
nature  that  it  could  only  be  carried  out  by  a  company,  which  he 
had  failed  to  form : — Held^  not  sufficient  to  rebut  the  presumption 
against  the  practical  utility  of  the  patent,  and  an  extension  of  the 
term  refused.     (15  Moo.  P.  C.  C.  385.) 

(3)  Ruthven's  Patent. 

Their  lordships  cannot  disregard  the  manner  in  which  the 
Admiralty  and  those  who  represent  the  will  of  the  Crown  and  the 
inclination  of  the  Crown  in  cases  of  this  nature  view  this  matter 
(i.e.  utility).  (Cited  Hughes'  Patent,  L.  B.  4  App.  179;  1  Good. 
P.  a  578.) 

(r)  In  re  Allan*s  Patent.    [1867] 

Application  for  a  prolongation  of  the  term,  in  the  circumstances 
of  non-user,  refused  by  the  Judicial  Committee. 

Where  the  utility  of  a  patent  has  not  been  tested  by  actual 
employment,  for  a  period  of  fourteen  years,  although  efforts  have 
been  made  by  the  patentee  to  bring  it  into  use,  it  raises  a  very 
strong  presumption  against  its  practical  utility,  which  presump- 
tion can  only  be  rebutted  by  the  strongest  evidence.  (4  Moo. 
P.  a  C,  N.  S.  443 ;  L.  B.,  1  P.  a  507.) 

(«)  In  re  M*Douqal's  Patent.     [1867] 

Petition  for  the  prolongation  of  a  patent  fur  "  improvements  in 
treating,  deodorizing  and  disinfecting  sewage  and  other  offensive 
matter,  which  said  improvements  are  also  applicable  in  deodorizing 
and  disinfecting  in  general.'*  The  improvement  consisted  in  the 
use  of  a  substance  described  in  the  specification  as  composed  of 
sulphurous  and  carbolic  acids,  in  combination  with  magnesia  and 
lime,  such  adds  being  in  common  u^e  by  the  public  for  dis- 
infecting purposes  before  and  after  the  letters  patent : — Held,  not 
to  be  an  invention  of  such  merit  and  utility  as  to  justify  an  ex- 
tension, to  the  detriment  of  the  public  in  the  use  of  known 
sanitary  agents.  (5  Moo.  P.  C.  Ct,  N.  8.  1;  L.  B.  2  P.  O.  1; 
37  L.  /,  P.  0.  17.) 

(t)  In  re  Herbert's  Patent.    [1867] 

If  an  invention  has  not  been  brought  into  practical  use  during 
the  term  of  the  letters  patent,  it  raises  a  strong,  though  not  con- 
clusive, presumption  against  its  utility;  and  unless  there  are 
circumstances  to  rebut  such  presumption,  an  extension  of  the  term 
of  letters  patent  will  not  be  granted. 
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The  fact  of  a  patent  of  a  valuable  nature  having  a  limited 
market,  and  therefore  not  having  been  so  generally  used  as  to 
remunerate  the  inventor,  is  sufficient  to  remove  the  presumption 
against  the  utility  of  the  invention.  (4  Moo.  P.  (7.  (7.,  N.  8.  300 ; 
L.  B^  1  P.  a  399.) 

(tt)  Clifford's  Patent.    [1867] 

If  a  patent  invention  has  been  brought  fully  before  the  attention 
of  those  who  are  interested  in  its  use  and  application,  and  for 
fourteen  years  the  patentee  has  had  the  exclusive  right  to  the 
patent,  at  the  end  of  that  term  Tthe  privilege  being  somewhat  in 
the  nature  of  a  contract  with  tne  public)  they  should  have  the 
power  to  use  the  patent.  {Cited  Herbert's  Patent,  L.  B,  1  P.  C, 
399;  1  Good,  P.  (7.560.) 

(«)  In  re  Saxby's  Patent.     [1870] 

Lord  Cairns,  in  delivering  judgment,  said:  "It  is  not  the 
practice  of  this  tribunal  to  decide  upon  the  novelty  or  utility  of  a 
patent;  and  although  they  would  of  course  abstain  in  any  case 
from  prolonging  a  patent  which  was  materially  bad,  yet,  in  one 
point  of  view,  they  are  in  the  habit,  in  taking  into  account  that 
which  may  be  termed  the  question  of  utility,  to  consider  not  that 
amount  of  utility  which  would  be  necessary  to  support  a  patent, 
but  that  kind  of  utility  which  might  more  properly  be  described 
as  merit.  Upon  that  question,  it  is  the  habit  of  this  tribunal  to 
consider  whether  the  invention  brought  before  them  is  one  of  that 
high  degree  of  merit  which,  if  everything  else  were  satisfactory, 
would  entitle  the  patentee  to  a  prolongation."  (7  Moo.  P.  G.  O., 
N.  S.  84.) 

(v  *)  In  re  Hughes's  Patent.     [1879] 

In  all  cases  where  the  utility  of  a  patented  invention  has  not 
been  tested  by  actual  employment,  the  question  to  be  considered 
is,  whether  the  evidence  is  sufficient  to  rebut  the  presumption 
that  the  invention  is  one  of  no  practical  utility  which  arises  from 
its  non-user. 

Application  for  prolongation  of  the  term  granted,  after  strong 
and  unanswered  evidence  of  utility,  the  patent  not  having  been 
used  in  England,  though  it  had  been  used  abroad,  during  any  part 
of  the  time.     (L.  B.,  4  App.  Cos.  174.) 

(to)  In  re  Napier's  Patents.    [1881] 

When  it  was  shown  that  part  of  what  was  claimed  in  the 
specification  was  useful  in  its  application  to  certain  machines,  an 
extension  was  granted  limited  to  that  part  and  to  the  application 
thereof  to  those  particular  machines.     (6  App.  C.  174.) 

(x)  Willacy's  Patent.    [1888] 

When  the  utility  of  the  third  claim  alone  was  shown,  and  the 
accounts  did  not  specifically  deal  with  that  claim,  the  petition  was 
refused.     (5  0.  B.  690.) 
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Bemuneration. 
(jf)  In  re  Bate's  Patent.    [1886] 

A  larp^  sum  of  money  and  mncli  time  being  expended  on 
experiment  to  perfect  the  invention,  withont  any  retain,  the  patent 
extended,     (1  Web.  P.  C.  739  (n).) 

(z)  In  re  Eoberts'  Patent.     [1839] 

A  patentee  is  entitled  to  deduct  the  expenses  of  taking  and 
defending  a  patent,  and  the  value  of  his  time  devoted  to  the 
invention,  in  estimating  the  profits  derived  from  the  patent. 
(1  TFe6.  P.  €.  675.) 

(a)  In  re  Kay's  Patent.    [1889] 

In  estimatiug  profits  the  expense  of  taking  and  defending  the 
patent  and  of  making  experiments  are  to  be  deducted.  (1  Web, 
P.  a  672.) 

(6)  In  re  Downton's  Patent.    [1839] 

On  application  by  the  widow  of  the  patentee,  who  died  in 
1839,  to  extend  a  patent  granted  in  1826,  on  the  ground  of 
inadequate  remuneration  having  been  received  by  him  in  his 
lifetime,  owing  to  want  of  capital,  an  extension  was  granted  for 
five  years,  and  the  petitioner's  costs  were  ordered  to  be  paid,  the 
opposing  party  having  shown  no  good  ground  for  their  opposition, 
the  Attorney-General  appearing  for  the  Crown.  (1  Wd>.  P.  (7. 
665.) 

A  Lord:  *'When  a  'party  has  shown  great  ingenuity  in  an 
invention,  and,  from  want  of  capital  and  means,  has  not  been  able 
to  obtain  an  aaequate  return,  we  have  over  and  over  again 
extended  the  patent  under  such  circumstances.  .  .  .  We  generally 
want  this  proof— that  they  made  nothing  for  the  first  seven  or 
eight  years,  and  it  only  began  to  be  profitable  during  the  latter 
years.  It  ifl  no  case  for  an  extension  only  to  show  that  you  made 
£200  a  year  for  the  first  fourteen  years,  and  you  want  to  make 
£200  a  year  for  seven  years  more."    {lb.  666.) 

(c)  In  re  Quarrill's  Patent.     [1840] 

The  petitioner  having  purchased  the  letters  patent  and  stock  in 
trade  at  a  fair  price  of  the  patentee,  and  sustained  no  loss,  the 
application  for  an  extension  of  the  term  refused.  (1  Weh.  P.  C. 
740.) 

Tne  actual  expenses  and  receipts  must  be  shown :  it  is  not 
sufficient  to  show  generally  that  there  has  been  no  profit.     {IbS 

(d)  In  re  Jones'  Patent.    [1840] 

The  insufficiency  of  the  usual  term  to  afford  remuneration, 
regard  being  had  to  the  nature  of  the  invention,  is  a  ground  for 
the  extension  of  the  term,  provided  the  invention  be  meritorious 
and  useful  to  the  public.  Semble,  that  it  is  not  necessary  to 
show    a    probable  ground    for  supposing    that    the    petitioners 
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would  bfe  remunerated  by  the  extension  prayed,     (1  Web.  P.  d 

577.) 

(«)  In  re  Galloway's  Patent.    [1843] 

The  expense  of  litigation,  the  cost  of  the  patents,  the  expense  of 
bringing  the  invention  into  nse,  and  a  manufactnrer's  fair  profit^ 
innst  be  deducted  in  estimating  the  profit  derived  by  the  monopoly. 
(1  Web.  P.  a  729.) 

(/)  In  re  Derosne's  Patent.     [1844] 

The  term  of  letters  patent,  for  refining  sugar  by  filtration 
through  beds  of  granulated  animal  charcoal,  extended  for  six 
years,  on  the  ground  that,  although  the  patentee  had  realized  a 
very  reasonable  profit,  he  had  not  derived  a  benefit  to  the  same 
extent  as  that  derived  by  the  public  from  the  invention.  (2  Web. 
P.C.I;  4  Moo.  P.  a  0.416.) 

(g)  In  re  Perkins'  Patent.    [1845] 

Lord  Langdale :  **  The  question  is  what  remuneration  has  been 
received  under  the  patent,  as  a  whole,  not  for  any  particular 
branch  of  it.  ...  It  is  not  intended  that  a  patent  should  be 
divided  and  subdivided,  and  that  you  are  to  see  whether  he  has 
received  compensation  upon  one  part  and  not  upon  another.  The 
question  is,  whether  the  patent  is  to  be  renewed,  which  depends, 
amongst  other  thin^,  upon  this,  whether  he  has  received 
reasonable  compensation  during  the  first  term  for  which  it  was 
granted.  If  there  were  ten  branches  of  the  patent,  if  he  had 
received  £10,000  under  one  of  them,  although  he  had  received 
nothing  under  the  other  nine,  it  would  be  very  questionable 
whether  the  Judicial  Committee  ought  to  grant  an  extension  of 
the  patent."     (2  Web.  P.  C.  9.) 

Per  Lord  Campbell :  It  is  desirable,  before  applications  for 
extension  are  heard,  that  the  balance  sheet  should  be  handed 
over  to  the  Solicitor  for  the  Treasury,  to  examine  it  beforehand. 
(lb.  14.) 

It  is  material  to  consider,  on  applications  for  extension,  in  what 
ratio  the  profits  have  increased,  if  they  have  increased  from  year 
to  year.     (lb.  16.) 

(h)  In  re  Lowe's  Patent.     [1846J 

The  patentee  was  unable  to  show,  in  the  usual  way,  from  his 
books,  that  he  had  not  derived  from  the  sale  of  his  invention  an 
adequate  remuneration.  The  patentee,  not  having  sold  any  of  his 
patented  machines  had  kept  no  books,  but  he  had  allowed  a  gas 
company,  in  numerous  instances,  to  apply  his  invention,  for  the 
purpose  of  making  its  utility  known.  The  manager  of  the  gas 
company  deposed  that  he  was  not  aware  of  the  patentee  having 
ever  derived  any  benefit  from  his  invention,  and  that  they  had  not 
paid  him  anything  in  respect  of  it. 

Sir  S.  Lushington  said:  ''Although  there  has  been  no  direct 
evidence  given  of  want  of  profit,  which  is  a  very  important  part 
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of  the  petitioner's  case,  yet  the  evidence  does  show  a  primd  facte 
case  of  no  profit ;  and  their  Lordships  are  inclined  to  come  to  the 
conclusion  that  they  are  satisfied  with  the  evidence,  unless  the 
Crown  has  reason  to  be  dissatisfied  with  it.  In  these  applications 
we  have  never  permitted  the  petitioner  to  give  evidence  in  his 
own  case ;  but,  if  the  Crown  does  not  intend  to  raise  the  objection, 
that  there  is  no  proof  of  want  of  remuneration,  then  their 
Lordships  are  content  with  the  evidence  as  it  is.'*  ,  Patent 
extended.     (10  Jur.  363.) 

(t)  In  re  Muntz's  Patent.    [1846] 

Where  a  patentee  has  obtained  his  remuneration  by  the  manu- 
facture of  the  patented  article  during  the  existence  of  the  patent, 
it  is  impossible  to  sever  the  profits  realized  as  a  manufacturer 
from  those  realized  as  a  patentee.     (2  Web.  P.  0.  121.) 

The  patentee  having  made  55,0002.  by  the  manufacture, 
extension  refused,  on  the  ground  that  he  had  been  sufficiently 
remunerated. 

(j)  In  re  Hardy's  Patent.    [1849] 

In  estimating  the  profits  made  under  a  patent,  the  profits 
arising  from  the  sale  of  the  patented  article  for  exportation  must 
be  added.     (6  Moo.  P.  C.  C.  441.) 

(h)  In  re  Bridson's  Patent.     [1852] 

Application,  under  statute  14  <&  15  Yict.  c.  99,  s.  6,  by  parties 
who  opposed  an  extension  of  letters  patent,  for  production  and 
inspection  of  the  petitioner's  accounts  previous  to  the  hearing  of 
the  petition,  refused,  with  costs.     (7  Moo,  P.  C.  C.  499.) 

(I)  In  re  Heath's  Patent.    [1853] 

Where  the  estate  of  a  deceased  patentee  was  of  little  value,  and 
no  accounts  had  ever  been  kept,  the  petitioner,  the  administratrix 
and  widow  of  the  patentee,  was  examined  to  prove  an  allegation 
in  the  petition,  to  the  effect  that  not  only  had  there  been  no 
profits  but  a  considerable  loss.     (8  Moo.  P.  C.  C.  222.) 

(Z  *)  In  re  Ryder's  Patent.    [1855] 

The  fact  that  the  profits  (which  were  £7000)  had  all  been  made 
in  the  last  four  years,  is  no  ground  for  an  extension  where  the 
sum  realised  is  large.     (John.  213.) 

(m)  In  re  Mabkwick's  Patent.     [1860] 

The  accounts  produced  at  the  hearing  were  unsatisfactory, 
owing  to  the  non-production  of  the  books.  The  Judicial  Com- 
mittee, in  recommending  a  prolongation  of  the  term  of  the  letters 
patent,  directed  a  proper  account  of  the  profits  and  losses  of  the 
patent,  to  be  verified  by  affidavit,  with  an  explanation  accounting 
for  the  non-production  of  the  books,  to  be  laid  before  the  Attorney- 
General,  subject  to  which  they  extended  the  term.  (13  Moo. 
P.  a  a  310.) 
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(n)  In  re  Nkwton's  Patent.     [1861] 

Letters  patent  folc  an  invention  commnnicated  by  a  foreigner 
resident  abroad,  extended  for  five  years.  The  invention  (ma- 
chinery for  letter-press  printing)  was  of  a  meritorious  and  useful 
character,  but  of  an  expensive  nature,  and  only  at  the  latter  end 
of  the  term  of  the  letters  patent  brought  into  public  use;  and, 
although  the  patent  had  been  worked  at  a  profit,  it  was  not,  in  the 
opinion  of  the  Judicial  Committee,  sufficiently  remunerative,  con- 
sidering the  value,  of  the  invention.  (14  Moo.  P.  C.  C.  156; 
10  W.B.  731.) 

In  faking  an  account  of  the  profits  and  loss  of  the  working  of 
a  patent,  the  patentee  is  entitled  to  charge,  as  part  of  his  expenses, 
for  loss  of  time  in  endeavouring  to  bring  the  invention  into 
general  use.     (lb.) 

(o)  In  re  Hutchinson's  Patent.     [1861] 

The  books  of  the  petitioner  in  respect  to  profits  arising  from 
his  patent  having  been  last  during  his  bankruptcy,  the  account 
of  profit  and  loss  was  taken  upon  his  own  evidence.  (14  Moo, 
P.  a  C.  364.) 

(p)  In  re  Betts*  Patent.     [1862] 

The  account  of  profit  and  loss  of  the  patentee  in  working  a 
patent  ought  to  be  clear  and  precise ;  and  it  is  the  duty  of  a 
patentee,  if  engaged  in  any  other  business,  or  as  a  manufacturer 
of  his  own  invention,  to  keep  the  accounts  of  the  patent  and  the 
manufacture  separately. 

If  a  patentee  is  also  manufacturer  of  his  patent  ai-ticle,  in 
taking  account  of  the  profits  of  the  patent,  he  is  entitled  to 
deduct  his  profits  as  a  manufacturer,  as  also  the  expenses  caused  by 
litigation  in  protecting  his  patent  right.  (1  Moo,  P.  C.  (7.,  JVl  8. 49 ; 
9  Jur.,  N.  8.  137 ;  11  W.  B.  221 ;  7  L.  T.  Bep.,  N.  8.  677.) 

(5)  In  re  Hill's  Patent.     [1863] 

The  most  unreserved  and  clear  statement  of  the  patentee's 
remuneration  is  an  indispensable  condition  in  an  application  for 
an  extension. 

The  patentee  was  also  manufacturer  and  sold  the  patented 
article.  In  his  accounts  he  deducted  two-thirds  as  profits  from 
the  manufacture  and  sale,  and  only  credited  the  patent  with  one- 
third  : — Held,  to  be  an  unreasonable  deduction. 

Although  law  expenses  incurred  by  the  patentee  in  maintaining 
his  patent  rights  are  allowed  in  deduction  of  his  profits,  yet, 
where  the  patentee  compromised  suits  and  gave  up  costs  to  which 
he  had  an  apparent  title,  a  deduction  on  that  head  will  not  be 
allowed.  (1  Moo.  P.  0.  (7.,  N.  S.  258 ;  9  Jur.,  N.  8.  1209 ; 
12  W.  B.25;  9  L.  T.  Bep.,  N.  8.  101.) 

(r)  In  re  Trotman's  Patent.     [1866] 

To  entitle  a  patentee  to  a  prolongation  of  the  term  of  letters 
patent,  he  must  eatisfactorily  establish  the  amount  of  his  profits. 
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Lioensees  stand,  with  respect  to  the  profits,  in  the  same  position 
as  assignees  of  the  patent. 

A  patentee  did  not  mannfactnre  or  sell  the  patented  article 
(ship  anchors),  but  granted  licences  to  ironsmiths  to  manufacture, 
from  whom  he  received  royalties.  On  an  application  by  him  for 
an  extension  of  the  term  of  the  letters  patent,  on  the  ground  of 
inadequate  remuneration,  the  accounts  produced  of  his  own  expen- 
diture in  carrying  on  the  patent  being  unsatisfactory,  and  no 
accounts  given  of  the  profits  derived  by  the  licensees,  a  prolonga- 
tion of  the  letters  patent  was  refused,  first,  as  the  patentee's 
accounts  were  unsatisfactory,  and  secondly,  from  the  patentee's 
having  so  dealt  with  his  patent  rights  as  to  deprive  him  of  the 
power  of  showing  the  amount  of  profit  derived  from  the  working 
of  the  patent.     (3  Moo.  P.  G,  (7.,  N.  S.  488 ;  L.  E.,  1  P.  G.  118.) 

(a)  In  re  Poole's  Patent.    [1867] 

A  patentee  residing  in  America,  for  the  purpose  of  getting  the 
patented  article  into  general  use  in  England,  arranged  with  an 
agent  in  England,  and  in  consideration  gave  him  a  moiety  of  the 
royalties : — Meld,  that  in  estimating  the  profits  of  the  patentee 
derived  from  the  patent,  such  moiety  was  to  be  deducted.  (4  Moo, 
P.  G.  a,  N.  S.  452 ;  X.  E.,  1  P.  C.  514.) 

Lord  Eomilly,  in  delivering  judgment,  said :  "  There  is  no 
account  of  what  profits  he  (the  patentee)  made  in  the  United 
States,  nor  do  their  Lordships  think  it  material  for  this  purpose, 
because  the  question  before  them  is,  what  profits  were  made  and 
what  benefits  were  sustained  by  the  introduction  of  the  invention 
into  this  country."  (4  Moo.  P.  G.  C,  N.  8.  456.)  See  in  re 
Johnson's  Patent,  p.  125  (x). 

(t)  In  re  Saxby's  Patent.    [1870] 

Where  the  patentee  is  also  the  manufacturer,  the  profits  which 
he  makes  as  manufacturer,  although  not  strictly  profits  of  the 
patent,  must  yet  be  taken  into  consideration  in  estimating  the 
amount  of  his  remuneration.  Therefore,  where,  on  a  petition  for 
prolongation,  it  appeared  that  the  patentee  was  at  the  same  time 
the  manu&cturer  of  the  patented  article,  and  was  himself  neces- 
sarily engaged  in  fixing  and  putting  up  the  patented  apparatus, 
and  that  the  accounts  for  such  services  were  so  intermixed  as  to 
render  it  impossible  on  their  face  to  separate  the  items  of  profit 
received  from  the  patent,  it  appearing  that,  on  the  whole,  the 
receipts  had  been  very  large,  and  that  even  on  the  balance  alleged 
there  had  been  considerable  gain  to  the  patentee,  the  Judicial 
Committee  held  that  such  accounts  were  imsatisfactory,  and 
refused  the  application,  but  without  costs.  (7  Moo.  P.  C  C, 
N.  8.  82.) 

Lord  Cairns,  in  delivering  judgment,  said:  "  It  is.  not  for  this 
committee  to  send  back  the  accounts  for  further  particulars,  nor 
to  dissect  the  accounts  for  the  purpose  of  surmising  what  may  be 
their  real  outcome  if  they  were  differently  cast;  it  is  for  the 
applicant  to  bring  his  accounts  before  the  committee  in  a  shape 
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wbicli  will  leave  no  donbt  ad  to  t^liat  the  remuneration  has  been 
that  he  has  received."     (lb.  86.) 

(tt)  In  re  Clark's  Patent.    [1870] 

A  petitioner,  seeking  the  grace  and  favour  of  the  Crown,  in 
applying  for  an  extension  of  the  term  of  letters  patent,  is  bound 
to  bring  his  accounts  before  the  committee  in  such  a  shape  as  to 
leave  no  doubt  what  the  remuneration  has  been  that  he  has  received 
from  the  patent. 

The  petition  for  extension,  and  the  accounts  furnished  by  the 
petitioner  (the  patentee)  not  containing  sufficiently  full  and 
accurate  information  in  respect  to  the  patent,  or  the  remunera- 
tion received  by  him,  the  Judicial  Committee  declined  to  recom- 
mend a  prolongation  of  the  term. 

The  principle,  where  the  statement  of  the  remuneration  received 
by  the  patentee,  is  on  the  face  of  the  petition  and  accounts  filed 
unsatisfactory,  of  adjudicating  without  reference  to  the  merits  of 
the  invention,  as  acted  on  in  Saxby's  Patent,  recognised.  (7  Moo, 
P.O.  C,  N.  8.  265.) 

(v)  In  re  Houghton's  Patent.    [1871] 

The  statement  of  accounts  furnished  being  prtmd  facie  satis- 
factory, the  petitioners  were  allowed  to  prove  the  merits  of  the 
invention  before  going  into  the  accounts.  (7  Moo.  P.  0.  C, 
N.  S.  309.) 

Lord  Justice  James :  **  Their  Lordships  think  that  the  cases 
of  Saxby's  Patent  and  Clark's  Patent  only  go  to  this  extent,  that 
where  there  are  special  statements, which  show  upon  the  face  of 
the  accounts,  that  the  petitioners  have,  in  fact,  made  very  large 
profits  by  their  invention,  as  was  the  fact  in  both  those  cases,  such 
circumstance  is  sufficient  for  their  Lordships  at  once  to  determine 
the  application  without  going  into  the  question  of  the  merits  of 
the  invention."     (Ih.  SllT) 

(w)  In  re  Wikld's  Patent.    [1871] 

Accounts  of  profits  and  loss  filed  by  a  patentee  on  his  application 
for  a  prolongation  of  the  term  of  letters  patent  being  prima  facie 
unsatisfactory,  the  Judicial  Committee  directed  the  question  of 
accounts  to  be  taken  before  considering  the  merits  of  the  invention* 
As  the  accounts  were  not  satisfactorily  explained,  the  application 
for  a  prolongation  was  refused. 

The  difference  between  the  sum  for  which  a  patentee  has  sold 
his  patent  and  that  which  he  has  paid  in  buying  it  again  cannot 
be  allowed  in  the  accounts  as  one  of  loss,  but  must  be  regarded  as 
a  mere  commercial  speculation.  (8  Moo.  P.  C.  C.y  JV.  8. 300 ;  L.  B., 
4  P.  a  89.) 

(x)  In  re  Johnson's  Patent.    [1871] 

When  the  possession  of  the  patent  has  brought  to  the  patentee 
the  power  of  commanding  orders  as  a  mani&oturer,  it  is  to  be 
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taken  into  conBideration  in  estimating  the  profits  derived  from 
the  patent.     (8  Moo.  P.  C.  (7.,  N.  8.  291.) 

James,  L.  J.,  said :  ''  It  was  suggested  to  their  Lordships  that 
they  onght  not  to  take  into  consideration  any  of  the  profits  made 
in  America,  and  reference  was  made  to  Poole's  Patent  Their 
Lordships  desire  it  to  be  understood  that  that  case  is  not  to  he  con- 
sidered as  laying  down  any  general  rule  of  law.  Where  the 
question  to  be  considered  is,  whether  an  invention  has  been  suffi- 
ciently remunerated  or  not,  their  Lordships  must  have  regard  to 
the  remuneration  which  the  invention  has  brought  in  to  the 
patentee,  or  the  person  who  claims  the  right  of  the  patentee, 
whether  it  be  in  one  country  or  another."     (16.) 

(y)  In  re  Carr's  Patent.     [1873] 

Circumstances  showins:  a  want  of  adequate  remuneration,  an 
extension  of  the  term  of  letters  patent  granted  for  six  years. 

In  estimating  the  profits  derived  from  the  patent,  the  Judicial 
Committee  will  take  into  consideration  a  deduction  from  the 
profits  of  the  patent  for  the  personal  expenses  of  the  patentee  for 
the  exclusive  devotion  of  his  time  in  bringing  the  patent  into 
practical  operation  and  public  notice.  (L.  JJ.,  4  P.  (7.  639 ;  9  Moo. 
P.  a  C,  N.  S.  379.) 

(z)  In  re  Johnson's  and  Atkinson's  Patents.    [1873] 

The  Judicial  Committee  will  not  enter  upon  the  accounts,  in  a 
case  for  extension,  unless  they  have  been  filed  in  accordance  with 
the  rules.  (L.  B.,  5  P.  C.  87.)  In  Chatwood's  patent  the  same 
course  was  followed.    (lb.  89  (n).) 

(a)  In  re  Adaie's  Patent.     [1881] 

Where  a  patentee,  whether  English  or  foreign,  has  obtained 
foreign  patents  they  should  be  stated,  and  the  fullest  information 
afforded  as  to  the  profits.  A  patentee  applying  for  extension 
must  be  prepared,  with  the  clearest  evidence,  of  everything  paid 
and  received  on  account  of  the  patent.     (6  App.  C.  176.) 

(a*)  Child's  Patent.    [1883] 

Child  obtained  a  patent  in  1869  for  improvements  in  the  manu- 
facture of  bread,  and  in  1873  he  assigned  it  to  the  Aerated  Bread 
Company,  of  which  he  was  chairman.  In  1883  a  central  factory 
was  started  in  London,  and  the  inventor  made  a  large  profit  by 
the  rise  in  value  of  the  shares  of  the  company.  Held,  neverthe- 
less, that  he  had  not  been  sufficiently  remunerated,  and  an  ex- 
tension for  five  years  granted.     (John.  214.) 

(h)  Bailey's  Patent.    [1884] 

The  patentee  wished  to  deduct  £400  from  the  net  receipts  for  his 
own  remuneration,  and  a  further  sum  as  profits  made  by  him  as 
salesman;  but  as  neither  of  these  items  appeared  either  on  the 
accounts,  or  in  the  petition,  their  lordships  refused  to  hear  evidence 
about  them.     (Griff.  263 ;  1  O.  JS.  1.) 
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(c)  BiscHOP's  Patent.    [1884.] 

The  patent  being  a  meritorious  one,  for  improvements  in  tlie 
means  for  the  purification  of  water,  and  the  accounts  showing  that 
the  patentees  had  sustained  a  loss,  extension  was  granted;  and 
following  the  precedent  of  Spencer's  Case,  where  the  patent  was 
also  for  purifying  water,  the  period  of  extension  was  fixed  at  seven 
years.     (1  O.  B.  162.) 

(d)  Duncan  and  Wilson's  Patent.    [1884] 

A  company,  who  have  for  a  considerable  time  been  assignees  of 
the  patent,  and  have  also  carried  on  a  general  business,  are  bound 
to  keep  their  accounts  so  as  to  show,  on  an  application  for  exten- 
sion,  what  is  to  be  applied  to  the  patent  business.  There  is  no 
specific  rule  as  to  what  proportion  of  the  nett  profits  is  to  be  attri- 
buted to  general  manufacturing  profit,  but  two-thirds  is  too  large 
a  proportion.     {Griff.  258;  1  O.  B.  267 ;  1  T.  jL.  B.  69.) 

(e)  Horsey's  Patent.    [1884] 

Where  the  petition  was  presented  by  a  company,  and  it  was 
alleged  that  neither  Horsey  nor  the  company  had  been  adequately 
remunerated,  but  it  appeared  that,  although  the  Companies  Act 
had  been  literally  complied  with,  no  hand  fide  company  in  any  com- 
mercial sense  had  been  formed : — Held,  that  uberrima  fides  had  not 
been  maintained,  and  the  petition  was  dismissed.      (Qriff.  261 ; 

1  O.  B.  226.) 

{/)  FuRNEss's  Patent.    [1885] 

Their  lordships  being  unable  to  say  "  that  the  patentee  had  been 
inadequately  remunerated,"  refused  the  extension.     (Cbriff.  260; 

2  0.  B.  175.) 

(^)  Deacon's  Patent.    [1887] 

In  a  petition  for  prolongation  of  a  patent,  where  the  patent 
rights  have  been  transferred  either  in  whole  or  in  part  to  a  com- 
pany, it  is  essential  that  there  should  be  deposited,  not  only  the 
patentee's  accounts  of  his  profits,  but,  in  order  to  test  them,  the 
account  also  of  the  company ;  but : — Held,  that  in  this  case,  having 
regard  to  the  great  merit  and  usefulness  and  advantage  to  the 
public  of  the  patentee's  discovery  (which  was  for  an  improved 
apparatus  for  measuring  the  flow  of  water  in  pipes),  prolongation 
for  three  years  should  be  granted.  (4  0.  B.  119;  3  T.  L.  B. 
349.) 

(h)  Bbanland's  Patent.    [1887] 

No  exceptional  merit  or  utility  being  proved : — Held  that,  under 
all  the  circumstances,  the  remuneration  was  adequate.  (4  L.  T.  JS. 
30 ;  4  O.  B.  489.) 

(i)  NussEY  AND  Leachman's  Patent.     [1889] 

The  net  profit  from  a  patent  dated  1876  had  been  £4000,  and 
in  1886  the  patentees  had  obtained  a  patent  for  an  improved 
machiney  which  had  practically  superseded    the    old    machine. 
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Held,  that  in  all  the  circumBtances  the  remuneration  was  suffi- 
cient.   (7  0.  B.  22.) 

Objections  to  Extension. 

(t)  In  re  Woodcroft's  Patent.     [1841] 

An  invention  as  described  in  the  specification,  having  succeeded 
at  first  to  a  limited  extent  for  certain  patterns  and  colours,  but 
being  inapplicable  for  the  more  elaborate  patterns  and  brighter 
colours,  until  rendered  so  by  means  of  certain  improvements  intro- 
duced from  abroad,  whereby  it  had  become  of  great  value,  an 
application  for  the  extension  of  the  patent  was  refused.  (1  Web.  JS. 
740 ;  3  Moo.  P.  C.  0.  171.) 

(j)  In  re  Simister's.  Patent.     [1842] 

Semble^  that  negligence  on  the  part  of  the  patentee  in  restraining 
infringement  is  a  ground  of  opposition.  (1  Weh.  P.  C.  124:  i 
4  Moo,  P.  a  a  164.) 

(i)  In  re  Galloway's  Patent.    [1843] 

The  fact  of  great  improvements  having  been  made  on  the 
original  invention,  affords  no  objection  to  the  extension  of  the  term. 
(1  Web.  P.  a  727.) 

(I)  In  re  Bell's  Patent.     [1846] 

Application  for  the  extension  of  a  patent  for  manufacturing 
lucifer  matches  and  boxes.  The  want  of  profit  arose  from  two 
circumstances :  first,  a  defect  in  the  composition  with  which  the 
match  was  loaded,  which  was  not  rectified  until  ten  years  after 
the  date  of  the  patent ;  secondly,  great  loss  had  resulted  from  a  fire 
which  occurred  on  the  premises,  and,  when  the  premises  were 
rebuilt,  the  petitioner  discovered  that  no  insurance  office  would 
insure  the  premises,  and  that  the  terms  of  his  lease  obliged  him  to 
insure,  and  that,  consequently,  he  was  obliged  to  build  other  pre- 
mises. The  profits  did  not  commence  till  three  years  before  the 
expiration  of  the  patent,  and  at  the  time  of  petition  were  under 
£700.    Extension  refused.     (10  Jur.  363.) 

(m)  In  re  Pinkus*  Patent.    [1848] 

The  non-reduction  of  an  in^^ention  to  practical  operation  in  such 
B  manner  as  to  contribute  to  the  public  service,  and  the  absence  of 
evidence  to  prove  the  probability  of  its  being  so  reduced  into  prac- 
tice in  the  future,  coupled  with  the  fact  that  the  patentee  has 
allowed  his  patent  to  be  infringed  without  any  assertion  of  his 
right  at  law,  is  a  sufficient  ground  for  refusing  to  prolong  a  patent* 
Lord  Langdale,  M.B.,  said  :  ''  Upon  the  effect,  the  utility  and  the 
merit  of  the  patentee's  contrivance,  there  has  been  considerable 
evidence,  and  also  upon  the  supposed  futility  of  that  contrivance. 
What  is  perhaps  the  strongest  evidence,  or  the  evidence  upon 
which  the  best  reliance  can  be  placed,  is  this :  that,  from  the  time 
when  the  patent  was  granted  up  to  this  present  time,  this  plan  has 
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not  been  reduced  to  practical  operation  in  any  way  which  has 
been  at  all  calculated  to  contribute  to  the  public  service ;  at  this 
time  it  does  not  appear,  at  least  there  is  no  evidence  whatever  to 
show,  that^  as  to  this  plan — the  plan  which  is  described  in  the  first 
specification — there  is  now  any,  even  the  least,  prospect  of  reducing 
it  to  practical  operation."     (12  Jur.  234.) 

(»)  In  re  Patterson's  Patent.    [1849] 

A  patentee  entered  into  an  agreement  with  certain  parties  to 
work  his  patent,  but,  owing  to  disputes  between  them,  liie  inven- 
tion was  not  prosecuted  until  a  short  time  before  the  expiration  of 
the  term  of  the  letters  patent.  In  such  circumstances,  an  extension 
was  refused.     (6  Moo.  P.  C.  0.  469  ;  13  Jur,  693.) 

(o)  Jn  re  Foarde's  Patent.     [1855] 

After  an  assignee  of  a  patentee  had  incurred  considerable  loss  in 
carrying  out  a  patent  for  a  smoke  prevention  apparatus,  an  Act  of 
Parliament  passed  to  compel  the  owners  of  furnaces  in  the  metro- 
polis to  construct  some  form  of  apparatus  so  as  to  consume  their 
own  smoke : — Held,  on  an  application  for  a  prolongation  of  the 
letters  patent,  that  though  the  Act  of  Parliament  might,  in  effect, 
compel  the  use  of  the  petitioner's  patent,  yet  that  such  circum- 
stance formed  no  objection  to  a  renewal  of  the  term  of  the  letters 
patent,  the  merits  of  the  invention  and  loss  incurred  in  carrying  it 
out  being  established.     (9  Moo.  P.  C.  C.  376.) 

(p)  In  re  Cardwell's  Patent.    [1856] 

A  patentee  agreed  by  deed  with  a  public  company  to  grant  them 
exclusive  licence  to  use  his  patented  machine,  and  also  covenanted 
with  them  to  obtain,  at  the  expiration  of  the  term,  a  renewal  of 
the  patent  for  the  same  purpose.  Under  this  deed  the  company 
alone  used  the  patent.  An  application  by  the  patentee  for  a  pro- 
longation refused,  on  the  ground  that  the  agreement  was  contrary 
to  public  policy,  and  repugnant  to  the  provisions  of  the  statute 
5^6  Will  4,  c.  83,  relating  to  prolongations  of  letters  patent. 
(10  Moo.  P.  a  a  488.) 

(q)  In  re  Norton's  Patent.     [1863] 

Where  a  patentee  has  intentionally  delayed  for  a  length  of  time 
attempting  to  put  his  invention  into  practice,  an  extension  will  not 
be  recommended,  unless  he  can  show  some  reasonable  excuse,  such 
as  want  of  funds,  for  the  delay.     (1  Moo.  P.  C.  a,  N.  8.  339.) 

(r)  In  re  Goucher's  Patent.     [1865] 

In  the  objections  filed  by  the  objectors,  the  point  was  not  taken, 
that  the  power  given  by  7  &  8  Vict.  c.  69,  s.  2,  to  recommend  an 
extension  of  the  term  of  letters  patent  for  an  invention,  is  exhausted 
when  an  extension  has  been  once  recommended,  and  new  letters 
patent  granted : — Held,  that  the  objection  could  be  raised  on  the 
application  to  fix  a  day  for  hearing  of  the  petition.  (2  Moo.  P.  G.  C. 
532.) 
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(ri)  Sillar's  Patent.     [1882] 

The  petitionere  were  assigpiees  of  the  patent  and  trustees  for  the 
Native  Guano  Company  who  held  other  patents  i-elating  to  the 
invention.  The  patented  process,  called  the  A.  B.  C.  process, 
was  as  follows: — ^liquid  sewage  was  mixed  in  an  open  channel, 
with  liquid  containing  in  suspension  finely  ground  charcoal  and 
clay,  mixed  with  a  small  percentage  of  blood.  The  sewage  was 
thereby  deodorized  and  the  solution  was  then  treated  with  alum, 
whereby  the  liquid  became  clear  and  the  suspended  matter  was 
deposited.  The  deposit  was  pressed  and  dried  and  sold  as  manure 
under  the  name  of  native  guano.     Extension  refused. 

Sir  Barnes  Peacock  said :  "  Any  member  of  the  public  wonld 
be  prevented  from  using  alum,  clay,  and  charcoal  for  the  purpose 
of  deodorizing  sewage  manure,  using  those  ingredients  in  the 
proportions  stated,  whether  with  blood  or  without,  by  adding 
blood  they  would  clearly  infringe  the  patent.  The  question  is 
whether  this  patent  is  of  such  utility  as  to  justify  the  renewal  of 
the  patent,  excluding  the  public  upon  this  general  speci 6 cation, 
from  the  use  of  those  ingredients  for  the  purpose,  the  use  of  two  of 
those  ingredients,  namely,  alum  and  charcoal,  being  well  known.*' 
His  Lordship  referred  to  M'Dougal's  case,  and  said,  *'  so  in  this 
case,  it  might  and  would  be  a  detriment  to  the  public  to  prevent 
them  from  using  those  well-known  substances,  alum  and  charcoal, 
in  combination  with  clay  with  the  proportion  of  blood  given." 
{Good  P.  a  681.) 

Questions  of  Validity. 

(«)  In  re  Erard's  Patent.     [1835] 

A  patent  will  not  be  extended  which  is  palpably  bad,  but  their 
Lordships  only  require  a  pi-imd  facie  case  to  be  made  as  to  the 
validity  of  the  patent.     (1  Weh,  P.  G,  557,  iwte  (a).) 

(t)  In  re  Kay's  Patent.     [1839] 

Extension  of  letters  patent  about  to  expire  granted,  pending  a 
suit  involving  the  question  of  their  validity,  where  the  judgment 
of  the  court  cannot  be  obtained  before  the  expiration  of  the  patent. 
It  is  sufficient  to  establish  a  primd  fade  case  of  the  validity  of  a 
patent  on  an  application  for  an  extension.  (1  Web,  B.  568 ;  3  Moo. 
P.  G.  G.  24.) 

(tt)  In  re  Galloway's  Patent.    [1843] 

The  new  letters  patent  are  granted  subject  to  the  same  objections 
as  the  old,  and  the  questions  of  novelty  and  utility  will  not  be 
minutely  entered  on.     (1  Weh.  P,  G.  725.) 

(v)  In  re  Robinson's  Patent.    [1845] 

The  use  of  an  invention  in  England  prior  to  the  date  of  letters 
patent  granted  for  Scotland  will  invalidate  the  Scotch  patent ;  and 
the  Judicial  Committee  accordingly  refused  to  confirm  a  Scotch 
patent,  the  invention  being  used  in  England  before  the  date  of  the 
Scotch  patent.     (5  Moo.  P.  G.  G.  65.) 
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(it)  In  re  Woodcroft's  Patent.     [1846] 

Lord  Brougham,  in  delivering  judgment,  8>ud :  "  In  all  cases 
where  there  is  a  disputed  right  as  to  the  validity  of  the  patent, 
and  where  the  validity  of  the  patent  itself  must  come  in  question, 
two  things  are  to  be  considered.  First,  is  the  case  to  prove 
the  invalidity  of  the  patent,  to  prove  the  patent  void,  clear, 
past  all  ordinary  and  reasonable  doubt;  or,  secondly,  does  the 
case  hang  so  doubtful,  that  their  Lordships  would  retire  from  its 
consideration,  and  not,  because  it  is  not  necessary,  decide  the 
question  here.  In  the  former  instance,  namely,  where  it  is  a 
clear  case,  or  nearly  a  clear  case,  their  Lordships  will  not  grant 
an  extension ;  first,  because  they  do  not  see  merits,  and,  secondly, 
because  they  will  not  put  the  parties  against  whom  the  patent 
right  is  granted  and  is  sought  to  be  extended,  to  the  vexation 
and  trouble  and  expense  either  of  bringing  a  scire  facias  to 
repeal  the  letters  patent,  or  of  sustaining  an  action  for  infringe- 
ment. But  where  the  matter  hangs  very  doubtful,  where  there 
is  conflicting  evidence,  where  upon  the  construction  of  the 
specification  or  the  patent,  or  in  any  other  way,  questions  of 
law  or  questions  of  fact,  as  it  may  be,  shall  arise,  their  Lordships 
have  not  been  used  to  refjise  to  exercise  their  discretionary 
powers,  vested  in  them  by  the  legislature,  of  recommending  an 
extension,  merely  because  elsewhere  the  validity  of  the  patent 
may  reasonably  be  contested.  ....  Nothing  is  decided  here  in 
granting  the  extension  as  to  the  validity  of  the  patent.  All 
objections  to  it  are  saved,  of  course."     (2  Weh.  P.  C.  30.) 

(«)  In  re  Pmxus'  Patent.    [1848] 

Lord  Langdale,  M.E. :  "  On  an  occasion  of  this  kind,  this  court 
has,  in  no  very  direct  way,  occasion  to  consider  whether  the  patent 
is  or  is  not  valid  at  law.  Unless  the  patent  be  very  clearly 
invalid,  so  that  it  would  be  altogether  nugatory  to  prolong  that 
patent,  the  court  usually  has  been  rather  inclined  to  assume  that 
the  patent  may  be  a  good  patent,  and  so  leave  the  question  to  any 
legal  consideration  that  may  arise  in  a  contest  between  the  parties 
who  are  interested  in  it."     (12  Jur.  234.) 

(y)  III  re  Heath's  Patent.     [1853] 

The  circumstance  of  there  being  lis  pendens,  respecting  the 
validity  of  the  letters  patent,  is  no  objection  to  the  grant  of  an 
extension  of  the  original  letters  patent.  (8  Moo.  P.  C.  C.  217 ; 
2  Web.  P.  a  247.) 

(z)  In  re  Bett's  Patent.     [1862] 

If  it  can  be  clearly  shown  that  the  patent  sought  to  he  extended 
is  bad  for  want  of  originality,  the  Judicial  Committee  will  not 
entertain  the  application.  Aliterj  if  at  most,  a  doubtful  question 
as  to  the  validity  of  the  letters  patent  can  be  raised.     (1  Moo. 

P.  a  a,  N.  8. 49.) 

Lord  Justice  Turner,  in  the  course  of  the  argument,  said :  **  A 

K  2 
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sufficient  primd  facie  case  has  been  shown  by  the  judgment  of  the 
House  of  Lords,  in  favour  of  the  validity  of  this  patent.  It  is  not 
the  practice  of  this  tribunal,  in  applications  of  this  kind,  to  go 
into  the  question  of  the  validity  or  invalidity  of  the  letters  patent." 
(lb.  52.) 

(a)  In  re  Hills'  Patent.     [1863] 

Sir  J.  T.  Coleridge,  in  delivering  judgment,  said :  "  Their 
Lordships  have  not  in  these  cases  been  in  the  habit  of  trying  the 
validity  of  patents.  They  will  not,  of  course,  recommend  the 
extension  of  a  patent  which  is  manifestly  bad ;  but,  on  the  other 
hand,  they  will  not  generally  enter  into  questions  of  doubtful 
validity.  They  lay  aside,  therefore,  the  questions  of  want  of 
novelty  and  want  of  utility,  so  far  as  they  affect  the  validity  of 
this  patent.  Indeed,  the  learned  counsel  for  the  opponents  dis- 
claimed, and  very  properly,  any  intention  of  impeaching  its 
validity  directly ;  but  they  contended  that,  both  with  respect  to 
the  novelty  and  the  utility  of  the  invention,  the  degree  of  merit  to 
be  attributed  to  the  petitioner  ought  to  be  taken  into  account;  and 
in  their  Lordship's  judgment  they  are  right  in  that  contention." 
(1  Moo.  P.  a  C,  N.  8.  262.) 

(6)  In  re  M'Dougal's  Patent.     [1867] 

Sir  W.  Erie :  "  It  is  not  the  duty  of  the  Judicial  Committee 
upon  such  an  application  (extension)  to  adjudicate  upon  the 
validity  or  invalidity  of  the  patent  itself,  but  they  must,  in 
deciding  whether  the  above  conditions  have  been  established, 
ascertain  the  meaning  of  the  specification."  (5  Moo.  P.  C.  C, 
N.  S.  4.) 

(d)  In  re  M'Innks'  Patent.     [1868 J 

The  subject-matter  of  an  invention  was  the  employment  of 
a  metallic  soap,  composed  of  well  known  chemical  substances  in 
common  use,  which  the  specification  described  as  applicable  for 
coating  of  iron  and  wood  to  prevent  the  fouling  of  ships'  bottoms, 
and  for  other  useful  purposes.  Prolongation  of  the  term  of  such 
letters  patent  refused  on  the  ground,  first,  that  it  would  be 
detrimental  to  the  public  interest ;  secondly,  that  adequate  re- 
muneration (£2836)  had  been  received.  (5  Moo.  P.  C.  C,  N.  S, 
72.) 

Sir  W.  Erie  said :  "  Although  this  tribunal  does  not  adjudicate 
upon  the  validity  of  a  patent,  yet  in  a  case  where  the  validity  is 
doubtful,  their  lordships  exercise  a  discretion  in  recommending, 
or  otherwise,  the  Crown  to  prolong  the  term."  (Ih.  76.)  "  Their 
lordships  taking  into  consideration,  with  reference  to  the  public 
interest,  that  the  individual  substance,  for  the  application  of 
which  the  patent  is  sought  to  be  prolonged,  is  not  specially 
defined,  every  kind  of  metallic  soap  being  within  the  limits  of 
the  specification,  are  of  opinion,  that  many  questions  affecting 
the  patent  might  be  raised  if  any  metallic  soap  was  used  by  the 
public   in  ignorance  of  the  specification   being  as  wide  as  it  is. 
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On  the  whole,  therefore,  their  lordships  are  of  opimon,  that 
they  ought  not  to  recommend  Her  Majesty,  under  such  circum- 
stances, to  grant  a  prulongation."     (lb,  78.) 

The  following  cases  which  had  reference  to  the  extension  of  a  patent  for  an 
inyention,  also  patented  abroad,  are  omitted  here,  as  the  15  &  16  Vict.  ch.  83, 
sect.  25,  having  been  repealed  by  46  &  47  Vict.  ch.  57,  sect.  113,  the  duration 
of  a  patent  for  such  an  invention  is  no  longer  affected  by  the  duration  of  the 
foreign  patent : — 

Boomer's  Patent.    (8  Moo.  P.  C.  C.  282). 

Aubb's  Patent.    (9  Moo.  P.  C.  G.  43). 

Newton's  Patent.    (16  Moo.  P.  G.  C.  180). 

Hill's  Patent.    (1  Moo.  P.  C.  0.,  N.  8.,  258). 

Poole's  Patent.    (4  Jtfbo.  P.  G.  0.,  N.  8.,  452 ;  L.R.I  P.  G.  514.) 

Normand's  Patent.    (6  Moo.  P.  G.  C,  N.  8.,  477). 

Winan's  Patent.    (8  Moo.  P.  G.  G.,  N.  8.,  306). 

Johnson's  Patent.    (L.  B.  4  P.  G.  79). 

Blake's  Patent.    (L.  B.  4  P.  G.  637). 

The  Orant  of  Extension  and  Terms  imjposed. 

Patent  Act,  1883,  Sect.  25.  (5.)  If  the  Judicial  Committee  report  that 
the  patentee  has  been  inadequately  remunerated  by  his  patent,  it  shall  be 
lawful  for  Her  Majesty  in  Council  to  extend  the  term  of  the  jwitent  for  a 
further  term  not  exceeding  seven,  or  in  exceptional  cases  fourteen,  years ; 
or  to  order  the  grant  of  a  new  patent  for  the  term  therein  mentioned,  and 
containing  any  restrictions,  conditions,  and  provisions  that  the  Judicial 
Committee  may  think  fit. 

The  Grant. 

(e)  In  re  Kay's  Patent.     [1839] 

The  renewal  grant  of  letters  patent  becomes  invalid,  if,  after 
extension,  the  original  patent  is  held  to  be  bad.  (1  Web.  P.  G. 
671.) 

(/)  KussELL  V.  Ledsam.     [1846] 

Original  letters  patent,  for  a  term  of  fourteen  years,  were 
dated  on  the  26th  of  February,  1825,  and  renewed  letters  patent 
were  dated  on  the  26th  of  February,  18S9:— Held:  that  the  day 
of  the  date  must  be  reckoned  inclusiyely,  and  that  the  former 
term  expired  on  the  26th  of  February,  1839,  and  consequently 
the  renewed  letters  patent  were  granted  after  the  original  letters 
patent  had  expired.  Eenewed  letters  patent,  granted  under 
5  &  6  WilL  4,  c.  83,  s.  4,  are  not  void  if  dated  after  the  expira- 
tion of  the  term  for  which  the  original  letters  patent  were 
granted,  but  may  be  granted  by  the  Crown  after  the  expiration 
of  that  term,  provided  the  preliminary  steps  which  the  fourth 
section  of  the  act  requires  to  be  taken  by  the  patentee  wore 
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complied  with  before  that  term  ended.  See  2  &  3  Vict.  c.  67. 
{U  M.  d  W.  574;  14  L.  /.,  Exch.  353;  affirmed  in  Exch.  Ch- 
16  M.  &  W.  633;  and  in  House  of  Lords,  1  Jff.  L.  Cos.  687.) 

(g)  In  re  Smith's  Patent.     [1847] 

An  application  for  renewed  letters  patent,  to  combine  the 
substance  of  two  patents,  held  by  the  petitioner,  refused.  (30 
Lond.  Jour.  451.) 

(K)  In  re  Porter's  Patent.    [1853] 

Improvements  eflFected  upon  the  invention,  for  which  th© 
original  patent  was  granted,  by  the  nephew  of  the  applicant  for 
extension,  were  amalgamated  with  the  original  patent  for  the 
extended  term.     (  Cory  ton' 8  Law  of  Letters  Patent,  p.  217.) 

(t)  In  re  Heath's  Patent.     [1853] 

Term  of  letters  patent  extended  for  seven  years,  in  preference 
to  a  shorter  period,  on  the  ground  of  there  being  lis  pendens 
respecting  the  validity  of  the  patent,  which  would  probably 
delay  the  enjoyment  of  the  term  of  extension.  (8  Moo.  P  0.  C 
217;  2  Fc6.  JR.  247.) 

(j)  In  re  Bodmer's  Patent.     [1853] 

Where  letters  patent  comprised  several  subjects,  one  only  of 
which  had  been  worked  out,  and  this  part  of  the  patent  was 
affected  by  subsequent  patented  improvements  by  the  same 
patentee ;  this  portion  of  the  patent  only  was  extended,  and  the 
grant  was  restricted  to  the  unexpired  term  of  the  subsequent 
patents.     (8  Moo,  P.  C.  €.  282.) 

(k)  In  re  Schlumberger's  Patent.     [1853] 

Patentees  applied  under  the  statute  5  &  6  Will.  4,  o.  83,  for  an 
extension  of  the  term  of  letters  patent,  and  the  Judicial  Committee 
recommended  a  prolongation  for  six  years,  which  recommendation 
was  confirmed  by  the  Crown  by  an  Order  in  Council,  and  a  warrant 
issued  for  sealing  the  letters  patent.  No  step  was  taken  by  the 
patentees  to  procure  the  sealing  of  the  new  letters  patent,  and,  after 
a  delay  of  nearly  three  years,  a  party  interested  in  opposing  the 
renewal  petitioned  the  Crown  to  revoke  the  Order  in  Council  and 
the  warrant  to  seal.  It  did  not  appear  that  the  petitioner,  or  the 
public,  had  suffered  any  loss  by  the  laches  of  the  patentees.  The 
Judicial  Committee,  to  whom  the  petition  was  referred,  considered 
the  laches  not  of  sufficient  magnitude  to  deprive  the  patentees  of 
all  benefit  of  the  renewed  patent ;  but  made  it  a  condition,  before 
dismissing  the  petition,  that  the  patentees  should  pay  the 
petitioner  a  gross  sum  for  costs  and  give  an  undertaking  not  to 
prosecute  for  any  infringement  which  might  have  occurred  from 
the  date  of  the  Order  in  Council  to  the  date  of  dismissal  of  the 
petition.     (9  Moo.  P.  C.  C.  1.) 

Digitized  by  VjOOQ  IC 


Orant  of  Extermon.  135 

(/)  In  re  Honiball's  Patent.     [1855] 

The  statute  5  &  6  Will.  4,  o.  83,  s.  2,  applied  to  confirmation  of 
letters  patent  for  an  extended  term,  as  the  grant  of  such  extended 
term  is  a  grant  of  new  letters  patent,  which  are  subject  to  the 
same  conditions,  and  open  to  the  same  objections,  and  entitled  to 
the  same  advantages  as  original  letters  patent.  (9  Moo.  P.  C.  C. 
378 ;  2  Web,  P.  C.  201.) 

(m)  In  re  Betts'  Patent.     [1862] 

The  prolongation  of  a  patent  is,  by  5  &  6  Will.  4,  c.  86,  and 
16  &  17  Vict.  c.  115,  the  same  as  a  new  grant.  (1  Moo.  P.  C,  (7., 
N.  iS.  49 ;  9  Jur.,  N.  8. 137  ;  11  IF.  B.  221 ;  1  L.  T.  Bep.,  N.  S.  577.) 

(n)  In  re  Bovill's  Patent.     [1863] 

Letters  patent  were  granted  in  1849  for  a  patent  for  England, 
and  in  the  year  1853  for  Ireland  and  Scotland.  Upon  an  application 
for  a  prolongation  of  the  three  patents,  it  was  objected  that  the 
prior  use  of  the  English  patent  rendered  the  Scotch  and  Irish 
patents  void.  Such  objection  overruled,  on  the  ground,  that  the 
statute  15  and  16  Vict.  c.  83,  s.  18,  providing  for  a  single  patent 
for  the  United  Kingdom,  applied  in  the  circumstances  to  this  case, 
and  was  not  affected  by  the  53rd  section  of  that  act.  (1  Moo. 
P.  a  a,  N.  8.  348.) 

(o)  BoviLL  V.  Finch.    [1870] 

Thre^  separate  original  letters  patent  were  granted  to  the 
inventor  for  England,  Scotland  and  Ireland  respectively.  The 
Scotch  patent  was  void  for  want  of  novelty,  and  afterwards  a 
prolongation  of  the  terms  of  the  three  original  patents  was  granted 
by  one  and  the  same  letters  patent  under  the  great  seal  of  the 
United  Kingdom,  pursuant  to  15  &  16  Vict.  c.  83 ; — Held,  that 
the  grant  of  prolongation  was  divisible,  and  operated  as  if  there 
had  been  separate  grants  by  separate  instruments  for  the  three 
countries,  so  that  the  prolongation  of  the  English  patent  was  not 
rendered  void  by  the  invalidity  of  the  Scotch  patent.  (39  L,  /., 
a  p.,  277  ;  L.  B.,  5  C.  P.  523.) 

(jp)  In  re  Johnson's  &  Atkinson's  Patents.    [1873.] 

Two  cognate  patents,  having  different  terms  to  run,  extended 
80  that  both  should  expire  on  the  same  day.     (L.  £.,  5  P.  C.  87) 

(q)  Cooking's  Patent.    [1885] 

Extension  is  granted  in  the  form  of  a  new  patent  for  the  pro- 
longed term,  so  that  section  22  of  the  Act  of  1883  applies  to  it. 
iGriff.  258  2  0.  B.  151.) 

(r)  Smith's  Patent.    [1885] 

Extension  granted  in  the  form  of  a  new  patent  is  subject  to  the 
provisions  of  sect.  22  and  sect.  27  of  the  Act  of  1883.  (Griff.  263, 
2  0.  B.  14.) 
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Conditions  imposed, 
(s)  In  re  Whiteuouse's  Patent.     [1838] 

The  inventor,  a  mechanic,  having  assigned  hie  interest  to  the 
petitioner,  his  master,  the  Judicial  Committee,  nnder  the  circnm- 
stances,  made  it  a  condition  to  their  recommendation  to  the  Crown 
to  prolong  the  term  of  the  patent,  that  the  assignee  of  the  patent 
should  Becure  the  inventor  an  annuity  during  the  period  of 
extension.     (2  Moo.  P.  C.  C.  496 ;  1  Web,  P.  C.  473.) 

(t)  EussELL  V.  Ledsam.     [1845—1848] 

Bene  wed  letters  patent  were  granted  to  the  plaintiff  "  upon  his 
securing  to  C.  W.  (the  original  inventor)  an  annuity  of  500/.  so 
long  as  the  letters  patent  should  last "  : — Held,  that  the  meaning 
of  this  condition  was,  that  a  security  should  be  given  to  C.  W.  for 
the  annuity,  but  that  whether  it  was  given  before  or  after  the 
letters  patent  was  immaterial;  and  that  an  averment,  that  the 
annuity  was  at  the  date  of  the  new  letters  patent  secured^  was 
supported  by  proof  of  a  deed  to  secure  the  annuity,  ezecated 
before  the  new  letters  patent  were  granted.  (14  M.  &  W.  574 ; 
affirmed  in  Exch.  Ch.,  16  M.  d  W,  633 ;  and  in  House  of  Lords, 
1  H.  L.  Cos.  687.) 

(tt)  In  re  Bodmer's  Patent.    [1849] 

Where  the  executor  of  the  surviving  assignee  of  a  patentee 
petitioned  for  an  extension  of  the  term  of  the  letters  patent,  and 
it,  was  established  that  a  valuable  consideration  had  been  given 
for  the  assignment,  and  that  the  assignee  had  sustained  consider- 
able loss,  the  Judicial  Committee,  in  granting  an  extension  of  the 
term,  refused  to  impose  terms  upon  the  petitioners  in  favour  of 
the  patentee.     (6  Moo.  P.  C.  C.  468.) 

Lord  Brougham  :  '*  Terms  are  only  imposed  on  the  assignee 
where  the  inventors  and  patentees  have  made  nothing  by  their 
invention."     (16. 469.) 

(»)  In  re  Baxter's  Patent.    [1849] 

Application  for  the  extension  of  a  patent  for  an  improved 
method  of  printing  in  colours.  The  petition  was  opposed  by  the 
apprentices  of  the  patentee,  on  the  ground  that  they  had  served 
their  time  with  the  petitioner  under  the  expectation  that,  on  the 
expiration  of  the  patent,  they  would  be  able  to  exercise  the  trade 
themselves;  and  that  they  had  not  been  properly  taught  any 
other  trade  by  the  patentee,  and,  therefore,  that  tney  would  be 
unable  to  gain  their  livelihood : — Held,  that,  if  this  defence  had 
been  founded  in  fact,  the  Judicial  Committee  would  have  put  the 
petitioner  under  terms ;  but,  as  it  was  proved  that  the  apprentices 
had  received  such  instruction  as  to  enable  them  to  get  employment 
in  another  branch  of  the  trade,  no  condition  was  imposed  on  the 
patentee.     (3  Jur.  693.) 
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(to)  In  re  Habdy's  Patent.    [1849] 

The  inventor  and  patentee  of  improvements  in  manufacturing 
iron  axletrees  for  railway  carriages  had  lost  largely  by  the  patent, 
but  his  assignees  had  lately  made  considerable  profits,  and  from 
their  position  in  the  trade,  were  likely  to  command  a  very  large 
sale  of  the  patented  article.  The  invention  was  of  high  merit, 
and  of  great  service  to  the  public  safety.  In  such  circumstances, 
a  prolongation  of  the  term  was  granted  to  the  assignees  for  four 
years,  upon  condition,  first,  that  the  assignees  secured  to  the 
patentee  half  the  profits  derived  from  the  sale;  and,  secondly, 
that  the  patented  article  should  be  sold  by  the  assignees  to  the 
public,  at  a  certain  fixed  price.     (6  Moo.  P.  O.  0.  441 ;  13  Jur»  177.) 

(a?)  In  re  Pettit  Smith's  Patent.    [1850] 

In  granting  prolongation,  the  Judicial  Committee  imposed  a 
condition,  that  the  Commissioners  for  executing  the  office  of  High 
Admiral  should  have  the  right  of  manufacturing  such  invention, 
for  the  service  of  her  Majesty,  without  any  licence  from  the 
patentee.     (7  Moo.  P.  0.  C.  133.) 

(y)  In  re  Bodmer's  Patent.    [1863] 

Where  letters  patent  (for  improvements  in  machinery,  tools  or 
apparatus  for  cutting,  planing,  turning,  drilling,  and  rolling  metals) 
embraced  several  subjects,  one  only  of  which,  namely,  the  rolling 
of  metals,  had  been  worked  out,  and  that  part  of  the  patent  was 
affected  by  subsequent  patented  improvements  by  the  same 
patentee,  and  could  not  be  effectually  used  without  such  subse- 
quent improvements ;  the  Judicial  Committee,  before  recommending 
an  extension  of  the  term  of  the  first  patent,  put  the  petitioner 
upon  terms  of  disclaiming  all  the  parts  of  the  original  patent  not 
worked  out,  and  restricted  the  prolongation  to  the  unexpired  term 
of  the  subsequent  patents.     (8  Moo.  P.  0.  C.  282.) 

(«)  In  re  Schlumberger's  Patent.     [1853] 

A  patentee  having  obtained  an  extension  warrant  neglected  to 
get  the  patent  sealed.  A  subsequent  petition  to  the  Crown,  by  a 
foreigner,  to  revoke  this  warrant  was  dismissed  on  condition  of  the 
payment  by  the  patentee  of  the  petitioner's  costs,  and  that  no 
action  should  be  brought  for  any  infringements  between  the  date 
of  the  warrant  and  the  subsequent  petition.     (9  Moo.  P.  C.  C.  1.) 

(a)  In  re  Carpenter's  Patent.    [1854] 

The  Judicial  Committee,  in  granting  an  extension  of  the  patent, 
which  was  extensively  used  in  the  Boyal  Navy,  refused  to  annex 
a  condition  allowing  the  Crown  the  use  of  the  patent,  for  the 
public  service,  without  licence  from  the  patentee.  (2  Moo.  P.  C.  C, 
N.  8.  191  (n.).) 

(6)  In  re  Normandy's  Patent.     [1855] 

Patentee,  formerly  in  partnership  with  J.  &  W.,  by  a  deed 
of  dissolution  stipulated  that  J.  &  W.  should  have  the  exclusive 
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right  of  granting,  in  certain  caseB  there  provided,  licences  for 
manufacturing  the  patent  article.  In  recommending  an  extension 
of  the  term  of  the  letters  patent,  the  Judicial  Committee  imposed 
a  condition  upon  the  patentee  to  secure  to  J.,  in  whom  the 
interest  under  the  deed  of  dissolution  then  vested,  the  same 
interest  in  the  new  letters  patent  as  related  to  the  granting  of 
licences  as  was  provided  by  the  doed  of  dissolution,  but  refused 
to  allow  J.  to  substitute  new  licences  for  those  granted  under 
tJie  original  letters  patent,  in  the  event  of  the  original  license<3s 
declining  to  renew  their  licences  from  him  under  the  new  grant. 
(9  Moo.  P.  a  a  452.) 

(c)  In  re  Markwick's  Patent.     [1860] 

An  extension  granted  to  the  assignee,  upon  condition  of  an 
annuity  being  secured  to  the  patentee.     (13  Moo.  P.  C.  C.  310.) 

(d)  In  re  Lancaster's  Patent.     [1864] 

Patent  for  improvements  in  the  manufacture  of  fire-arms.  The 
patentee  had  received  large  sums  of  money  from  government,  for 
expenses  of  experiments,  and  by  way  of  bounty  and  reward,  but 
from  the  nature  of  the  patent  had  not,  in  the  opinion  of  the 
Judicial  Committee,  received  sufficient  remuneration  for  his 
invention,  and  in  granting  an  extension,  their  Lordships  refused 
to  impose  a  condition  in  the  new  grant,  that  the  Crown  should  be 
at  liberty  to  use  the  invention  for  the  public  service  without 
licence  from  the  patentee.     (2  Moo.  P.  C.  (7.,  N.  8.  189.) 

(e)  In  re  Mallet's  Patent.    [1866] 

A  patentee,  who  was  not  a  manufacturer,  granted  a  licence  to  a 
manufacturing  firm  to  manufacture  the  patented  article,  which,  by 
agreement  between  them,  was  of  an  almost  exclusive  character. 
In  granting  a  prolongation  of  the  term  of  the  letters  patent,  the 
new  letters  patent  were  directed  to  be  made  upon  condition  that 
licences  should  be  granted  by  the  patentee  to  the  public  upon 
terms  similar  to  the  one  already  granted.  (4  Moo.  P.  C.  (7.,  N.  S. 
176;  L.B.,1  P.  (7.308.) 

(/)  In  re  Herbert's  Patent.    [1867] 

Petition  for  prolongation  of  term  of  letters  patent  by  patentee, 
together  with  the  assignees  of  a  moiety  of  the  patent.  After 
the  presentation  of  the  petition,  and  before  the  hearing,  the 
patentee  died,  having  by  his  will  appointed  his  widow  executrix 
and  residuary  legatee.  Extension  granted  to  the  assignees,  on 
condition  that  they  held  the  moiety  of  the  patent  in  trust  for  the 
widow  of  the  patentee.  (4  Moo.  P.  C.  C,  N.  8.  300 ;  L.  B.,  1 
P.  a  399.) 

(g)  In  re  Pitman's  Patent.     [1871] 

Sir  J.  W.  Colvile,  in  delivering  judgment,  said :  "  It  has  been 
the  practice  of  this  tribunal,  in  oases  in  which  an  application  of 
this  kind  (extension)  on  the  part  of  the  assignee  has  been  granted. 
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to  impose  conditions,  whereby  a  proportion,  at  least,  of  the  benefits 
to  be  derived  from  the  patent  should  go  to  the  original  inventor : 
In  re  BusseWa  Patent:*     (L.  JR.,  4  P.  C.  87.) 

(A)  In  re  Napier's  Patent.    [1881] 

When  a  patent  is  prolonged,  if  the  invention  is  likely  to  be  used 
by  the  government,  it  is  usual  to  insert  a  condition  that  the 
government  and  its  contractors  should  be  entitled  to  use  the 
invention.     (6  -4pP«  CL  174.) 

Procedure* 

Patents  Act,  1883,  sect.  25.  (6)  It  shall  be  lawful  for  Her  Majesty  in  Council 
to  make,  from  time  to  time)  rules  of  procedure  and  practice  for  regulating 
procee<ling8  on  such  petitions,  and  subject  thereto  such  proceedings  shall  he 
regulated  according  to  the  existing  procedure  and  practice  in  patent  matters 
of  the  Judicial  Committee. 

For  the  existing  rules^  see  ante,  pp.  98,  99. 

(i)  In  re  Erard's  Patent.    [1835] 

In  all  unopposed  petitions  for  the  extension  of  letters  patent  the 
Attorney-General  should  attend  on  behalf  of  the  Crown.  (1  Web. 
P.  a  567.) 

(j)  In  re  Woodcroft's  Patent.    [1840] 

Unless  parties  opposing  have  distinct  and  separate  interests,  not 
more  than  two  counsel  will  be  heard  to  oppose.  (3  Moo,  P,  0.  G, 
172  («.).) 

(4)  In  re  Smith's  Patent.    [1850] 

The  Attornev-General  represents  the  government  and  the  public. 
(7  Moo.  P.  a  a  133.) 

(l)  In  re  Bridson's  Patent.     [1861] 

Application,  under  14  &  15  Yict.  c.  99,  s.  6,  by  parties  wh6 
opposed  an  extension,  for  production  and  inspection  of  the 
petitioner's  accounts  previously  to  the  hearing  of  the  petition, 
refused,  with  costs.     (7  Moo.  P.  C.  C.  499.) 

(i»)  In  re  Hutchinson's  Patent.     [1861] 

Eule  3  of  the  Privy  Council,  made  pursuant  to  the  statute, 
5  &  6  Will.  4,  c.  83,  relating  to  letters*  patent  for  inventions, 
provides  that  a  petition  under  sections  2  and  4  of  that  statute, 
must  be  presented  within  one  week  from  the  insertion  of  the 
last  of  the  advertisements  required  to  be  published  in  the  London 
Gazette. 

A  petitioner  inserted  the  last  advertisement  of  his  intention  to 
petition  for  a  prolongation  on  the  24th  of  May,  but  did  not  present 
his  petition  until  the  5th  of  June  following.  The  registrar  refused 
to  receive  the  petition  as  being  too  late.  Upon  a  special  application 
for  that  purpose,  it  appearing  that  the  delay  arose  from  a  mistake 
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of  the  petitioner's  agent,  an  order  was  made  admitting  the  petition. 
(14  Moo.  P.  a  a  364.) 

(ti)  In  re  Ball's  Patent.    [1879] 

In  the  Privy  Council  the  notice  of  objections  is  filed  nnder  the 
6th  rule  of  tiie  Orders  of  the  Privy  Council,  dated  the  18  th  of 
November,  1835,  which  requires  parties  served  with  the  petition 
to  lodge  at  the  Council  Office,  witlmi  a  fortnight  after  such  service, 
notice  of  the  grounds  of  their  objections  to  the  granting  of  the  prayer 
of  the  petition.  This  order  is  unaffected  by  the  provision  con- 
tained in  the  41st  section  of  the  15  <&;  16  Yict.  c.  83,  and  it  is 
sufficient  under  the  rule  to  state  the  grounds  of  the  objections 
without  stating  the  particulars  of  those  objections.  Consequently, 
where  the  opponents  state  as  one  of  their  grounds  of  objection  that 
the  patent  has  been  anticipated,  and  give  uome  instances  of  such 
anticipation,  evidence  of  other  instances  of  anticipation  not 
mentioned  in  the  objection  may  still  be  given  in  evidence.  (L.  jB., 
4  App.  Cos.  171.) 

(p)  In  re  Newton's  Patent.     [1884] 

Sub-s.  (4)  of  sect.  25,  does  not  alter  the  rules  adopted  by  the 
Judicial  Committee,  and  it  is  still  the  duty  of  a  patentee  to  produce 
accounts  of  profits  received  under  foreign  patents.  (9  App,  Ccu. 
692.) 

{p)  Yates  &  Kellett's  Patent.    [1887] 

No  accounts  having  been  filed  within  the  proper  time,  accounts 
were  subsequently  filed  which  were  insufficient  in  the  details 
given.  The  petitioners  applied  for  an  adjournment  to  amend, 
but  the  Crown  opposing,  the  adjournment  was  refused  and  the 
petition  dismissed.     (3  T.  L.  JS.,  353 ;  4  0.  B.  150.) 

Costs. 

Patkkts  Act,  1883,  Sect.  25.  (7)  The  costs  of  all  parties  of  and  incident 
to  such  proceedings  shall  be  in  the  discretion  of  the  Judicial  Committee; 
and  the  orders  of  the  Committee  respecting  costs  shall  be  enforceable  as  if 
they  were  orders  of  a  Division  of  the  High  Oiuit  of  Justice. 

(q)  In  re  Westrupp  &  Gibbin's  Patent.     [1836] 

Lord  Lyndhurst :  "  My  opinion  on  the  subject  of  costs  is  this  : 
if  a  party  entitled  to  oppose  does  come  and  oppose,  and  opposes 
buccessfully,  if  we  do  not  give  costs  we  shall  discourage  persons 
coming  to  protect  the  interests  of  the  public.  We  have  the  power 
to  give  costs  in  any  matter  referred  to  us,  and,  sitting  here  as  a 
Judicial  Committee,  we  can  give  costs  under  the  general  Act,  not 
under  the  Patent  Act."     (1  Web.  P.  C.  556.) 

(r)  In  re  Macintoshes  Patent.     [1837] 

The  Judicial  Committee  give  costs  of  opposition  when  the 
petitioner  abandons  his  application  for  exteasion.  (1  Welh  P.  C. 
739.) 
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(«)  In  re  Downton's  Patent.    [1839] 

Costs  will  be  given  to  the  petitioner  where  there  is  no  ground 
for  the  opposition.     (1  Web.  P.  C.  667.) 

(«)  In  re  Muntz's  Patent.     [1846] 

Where  the  petitioner  had  fairly  and  honestly  stated  his  oase^ 
both  the  things  against  and  the  things  for  him,  in  his  petition, 
and  the  inquiry  had  been  prolonged  by  the  opposition,  the  costs 
of  the  opposition  refused,  although  the  petition  had  been  dis- 
missed on  the  ground  of  suffioieut  remuneration.  (2  Web.  P.  O. 
122.) 

(tt)  In  re  Bbidson's  Patent.    [1852] 

Costs  given  to  all  the  opposers  upon  petitioners  abandoning 
petition  before  hearing.  When  the  petition  is  abandoned,  it  is  not 
necessary  that  the  opposers  should  serve  the  petitioners  with  notice 
of  their  intended  application  to  the  court  for  costs  of  opposition. 
(7  Moo.  P.  a  a  499.) 

(v)  In  re  Hornby's  Patent.    [1853.] 

On  a  petition  for  prolongation  of  letters  patent,  a  day  was  fixed 
for  bearing.  Objections  were  lodged  against  an  extension.  Before 
the  hearing  the  petitioners  abandoned  the  prosecution  of  the 
petition.  In  such  circumstances  costs  of  opposition  allowed  to 
opposer.     (7  Moo.  P.  C.  C.  503.) 

(it)  In  re  Milnbr's  Patent.    [1854.] 

The  Judicial  Committee  will  exercise  a  discretion  as  to  the 
allowance  of  an  opposer's  ousts  upon  an  abandoned  petition  for 
extention  of  letters  patent. 

A  gross  sum  allowed  for  costs  of  opposers,  instead  of  referring 
their  costs  to  taxation. 

An  affidavit  of  merits  by  the  petitioner  upon  the  question  of 
costs,  rejected,  as  no  copy  had  been  served  upon  the  opposers* 
(9  Moo.  P.  a  a  39.) 

(x)  In  re  Jones'  Patent.     [1854] 

Where  there  were  two  opponents  to  an  application  for  a  pro- 
longation of  a  patent  upon  substantially  the  same  grounds  of 
objection,  the  Judicial  Committee,  upon  a  successful  opposition, 
allowed  a  gross  sum  for  the  costs  of  both  parties.  Opponents' 
costs  directed  to  be  taxed  at  lOOZ.,  and  divided  between  the 
opponents.     (9  Moo.  P.  C.  C.  41.) 

(y)  In  re  Honiball's  Patent.     [1855] 

The  Right  Hon.  Pemberton  Leigh  :  "  It  is  of  great  importance 
that  parties  should  not  be  discouraged  from  bringing  important 
facts  to  the  knowledge  of  the  Court  by  fear  of  the  costs  which  they 
may  have  to  pay,  even  if  their  opposition  be  successful ;  and  upon 
this  ground,  in  Westrupp  d  Gibbtns'  Patent,  the  parties  opposing 
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were  allowed  their  costs.  But  we  -are  not  satisfied  with  the  manner 
in  whioh  this  opposition  has  been  conducted.  Much  expense  has 
been  occasioned  by  relying  upon  patents  for  inventions  which  have 
really  no  resemblance  to  this,  and  witnesses  have  been  produced  to 
whose  testimony,  as  we  have  already  intimated,  we  cannot  give 
the  smallest  credit."  No  costs  allowed  to  the  opponents.  (9  Moo. 
P.  a  a  394.) 

(z)  In  re  Hills'  Patent.    [1863] 

Upon  the  dismissal  of  a  petition  for  prolongation,  the  Judicial 
Committee,  to  avoid  the  expense  of  a  formal  taxation,  allowed  the 
petitioner  the  option  of  paying  a  gross  sum  of  1,000Z.  to  the 
opponents  for  the  costs  of  their  successful  opposition:  such  sum 
to  be  apportioned  by  the  Eegistrar  of  the  Privy  Council  among  the 
several  opponents,  or  in  the  alternative,  dismissed  the  petition  with 
costs  generally.     (1  Moo.  P.  C.  C,  N.  S.  258.) 

(a)  In  re  Wield's  Patent.     [1871] 

When  two  sets  of  opponents  really  represent  the  same  kind  of 
opposition,  one  set  of  costs,  to  be  apportioned  between  them,  will 
be  allowed,. unless  the  petitioner  should  prefer  to  tax  the  costs  of 
all  parties.     (8  Moo.  P.  C.  0.,  N.  S.  300.) 

Sir  J.  W.  Col  vile :  *'  Their  lordships  have  considered  the  question 
of  costs,  and  they  are  inclined  tcadhere  to  the  rule  that  has  been 
laid  down,  almost  from  the  first  application  under  the  Act  giving 
them  jurisdiction  in  patent  cases,  that  in  the  exercise  of  their 
power  to  grant  costs  it  is  certainly  not  desirable  to  refuse  the  costs 
of  a  fair  opposition,  bince  it  is  rather  in  the  interest  of  this  tribunal 
to  encourage  bond  fide  oppositions,  in  order  that  the  Court  may  be 
put  into  possession  of  all  that  can  be  alleged  against  the  continuance 
of  the  patent."     (Jh.  304.) 

(6)  In  re  Johnson's  Patent.     [1871] 

Where  there  were  several  opponents ;  on  dismissing  the  petition 
a  lump  sum  was  awarded  the  opponents,  to  be  divided  pro  rata  for 
costs.     (8  Moo.  P.  C.  a,  N.  8.  282.) 

Morgan  Brown's  Patent.     [1886] 

The  petition  being  withdrawn,  costs  were  given  to  the  opponents. 
(3  0.  B.  212.) 

Failure  of  Consideration.    See  Grant,  p.  149  (u). 


Patents  Act,  1883,  sect.  24.  (I.)  There  shall  be  paid  in  respect  of  the 
several  instruments  described  in  the  Second  Schedule  to  this  Act,  the  fees  m 
that  schedule  mentioned,  and  there  sliall  likewise  be  paid,  in  respect  of  other 
matters  under  this  part  of  the  Act,  such  fees  as  may  he  from  time  to  time, 
with  the  sanction  of  the  Treasury,  prescribed  by  the  Board  of  Trade ;  and 
such  fees  shall  be  levied  and  paid  to  the  account  of  Her  Majesty's  Exchequer 
in  such  manner  as  the  Treasury  may  from  time  to  time  direct. 

(2.)  The  Board  of  Trade  may  from  time  to  time,  if  they  think  fit,  with  the 
consent  of  the  Treasury,  reduce  any  of  those  fees. 
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List  of  Fees  payable  on  and  in  connection  with  Letters  Patent. 
Up  to  Sealing. 


1.  On  application  for  provisional  protection 

2.  On  filing  complete  Bpecification 


£  8.  d. 
10  0 
3    0    0 


3.  On  filing  complete  specification  with  first  application  . 

4.  On  app^  fiom  Comptroller  to  Law  Officer.     By  appellant. 

5.  ( >n  notice  of  opposition  to  gmnt  of  patent.    By  opponent     . 

6.  On  hearing  by  Comptroller.     By  applicant  and  by  opponent 

respectively       ........ 

7.  On  application  to  amend  specification : — 

Up  to  sealing.    By  applicant       ..... 

8.  After  sealing.    By  patentee         ..... 

9.  On  notice  of  opposition  to  amendment.     By  opponent 

10.  On  hearing  by  Comptroller.     By  applicant  and  by  opponent 

respectively        ........ 

11.  On  application  to  amend  specification  during  action  or  pro- 

oeedini?.     By  patentee  ...... 

12.  On  application  to  the  Board  of  Trade  for  a  compulsory 

licence.    By  person  applying  ..... 

13.  On  opposition  to  grant  of  compulsory  licence.    By  patentee. 

14.  On  certificate  of  renewal : — 

Before  end  of  4  years  from  date  of  patent 

15.  Before  end  of  7  years,  or  in  the  case  of  patents  granted 
under  the  "  Patents,  Designs,  and  Trade  Marks  Act,  1883,'* 
before  the  end  of  8  years  from  date  of  patent . 

or  in  lieu  of  the  fees  of  £50  and  £100,  the  following  annual 
fees: — 

16.  Before  the  expiration  of  the  4th  year  from  the  date  of  the 

patent 

17.  „  .  „  5th 

18.  „  „  6th 

19.  „  „  7th 

20.  „  „  8th 

21.  „  „  9th 

22.  „  „  10th 

23.  „  „  11th 

24.  „  „  12th 

25.  „  „  13th 
On  enlargement  of  time  for  payment  of  renewal  fees  : — 

26.  Not  exceedmg  1  month 

27.  „  2  months         ..... 

28.  „  3  months         ..... 

29.  For  every  entry  of  an  assignment,  transmission,  agreement, 

licence,  or  extension  of  patent     ..... 

30.  For  duplicate  of  letters  patent         ....    each 

31.  On  notice  to  Comptroller  of  intended  exhibition  of  a  patent 

tinder  section  39 

32.  Search  or  inspection  fee          .....    each 
23.    For  office  copies every  100  wonis 

(but  never  less  than  one  shilling) 

34.  „  of  drawings,  cost  according  to  agreement. 

35.  For  certifying  office  copies  MSS.  or  printed        .         .    each 

36.  On  request  to  Comptroller  to  correct  a  clerical  error  up  to 

sealing; 
„  ,,  „  after  sealing 


£  5.  d. 


4  0  0 

4  0  0 
3  0  0 

0  10  0 

10  0 

1  10  0 
3  0  0 
0  10  0 

10  0 

3  0  0 

5  0  0 
5  0  0 

50  0  0 


100  0  0 


10 
10 
10 
10 
15 
15 
20 


0 

0 

0 

0 

0 

0 

0 

20  0  0 
20  0  0 
20  0  0 


3  0 

7  0 

10  0 

0  10 
2  0 

0  10 
0  1 

0  0 

0  1 


0  5  0 

1  0  U 
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<f. 

5 

0 

6 

0 

0 

0 

0 

0 

0 

0 

0 

0 
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£ 

37.  For  certificate  of  Comptroller  under  section  96  .         .         .0 

38.  For  altering  address  in  register 0 

39.  For  enlargement  of  time  for  filing  complete   specification 

not  exceeding  one  month  ......       2 

40.  For  enlargement  of  time  for  acceptance  of  complete  specifi- 

cation— 

Not  exceeding  one  month 2 

„  two  months  «...       4 

„  three  months        ....       6 

First  Inventor.    See  under  Patentee,  pp.  272  to  278. 

Foreign  Invention, 

importer  of,  may  obtain  patent,  pp.  144, 278 

communicated,  to  be  distinguished  from  what  is  new,  p.  145  (I), 

Importer  of  Foreign  Invention, 

(d)  Hastings'  Patent.     [1567] 

A  patent  was  granted  to  Mr.  Hastings  in  consideration  that  he 
brought  in  the  skill  of  making  frisadoes  as  they  were  made  in 
Harlem  and  Amsterdam,  beyond  the  seas,  being  not  used  in 
England.     (^Noy.  B.  182 ;  1  Web.  P.  C.  6.) 

(e)  Matthey's  Patent.     [Eliz.] 

By  patent  was  granted  unto  him  the  sole  making  of  knives  with 
bone  hafts  and  plates  of  lattin,  because,  as  the  patent  suggested,  he 
brought  the  first  use  thereof  from  beyond  seas.  (Noy,  B.  17S  ; 
1  Web.  P.  a  6.) 

(/)  Darcy  v.  Alun.    [1602] 

When  any  man  doth  bring  any  new  trade  into  the  realm  or  any 
engine  tending  to  the  furtherance  of  a  trade  that  never  was  u^ed 
before  the  king  may  grant  him  a  monopoly  patent  (Noy.  B.  182, 
1  Web.  P.  a  6.) 

(g)  Edgeberby  v.  Stephens.     [1691] 

If  an  invention  be  new  in  England,  a  patent  may  be  granted, 
though  the  thing  was  practised  beyond  sea  before,  for  the  Statute 
21  Jac.  1,  speaks  of  new  manufactures  within  this  realm,  so  that  if 
it  be  new  here  it  is  within  the  Statute.  (2  Salk.  447  ;  Comb.  84  ; 
Dav.  P.  (7.  36 ;  1  Web.  P.  C.  35.) 

(h)  Nickels  v.  Eoss.    [1841] 

A  party  availing  himself  of  information  from  abroad  is  an 
inventor  within  21  Jac.  1  ch.  3,  sect.  6.     (8  C.  B.  679.) 

(t)  Walton  v.  Batzman.    [1842] 

The  party  obtaining  the  patent  must  be  the  true  and  first  inventor 
in  this  country.  If  he  import  from  a  foreign  country  that  which 
others  at  the  time  of  the  making  of  such  letters  patent  and  grants 
did  not  use  it  will  suffice.     (1  Web.  P.  C.  615.) 
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(/)  Stead  v.  Williams.    [1844] 

If  the  patentee  derived  his  information  from  a  foreign  country, 
that  wonld  still  leave  him  the  true  and  first  inventor  in  this 
country,  provided  he  did  not  derive  his  information  from  any 
person  here.    (See  under  Novelty,  p.  245  (g)),  (13  L.  J.  C,  P.  220.) 

(Jc)  In  re  Lameneaude's  Patent.    [1860] 

Lord  Brougham:  ''I  am  not  aware  that  it  has  been  held  to 
negative  the  right  of  an  importer  of  a  foreign  invention  that  a 
book  had  stated  it  before."    (2  Web.  P.  G.  169.) 

(J)  Eenard  V,  Levinstein.    [1864] 

Semble :  It  is  incumbent  on  a  patentee  to  distinguish  that  part 
of  an  invention  which  is  communicated  from  abroad  from  that 
which  is  new.    (10  L.  21,  N.  8.,  177.) 

Foreign  Vessels,  use  of  patented  article  in,  Patents  Act,  1883,  sect.  43, 
p.  146. 

Sect.  43.  (1.)  A  patent  flhall  not  prevent  the  us3  of  an  invention  for  the 
purposes  of  the  navi<!atioti  of  a  ft>rei^n  vessel  within  the  jurisdicrinn  of  any  of 
Her  Majesty's  Courts  in  the  United  Kingdom,  or  Isle  of  Man,  or  the  use  of  an 
invention  in  a  foreign  vessel  within  that  jurisdiction,  provided  it  is  not  used 
therein  for  or  in  connection  witli  the  manufacture  or  preparatif*n  of  anything 
intended  to  be  sold  in  or  exported  fn>m  the  United  Kingdom  or  Isle  of  Man. 

(2.)  But  this  section  shall  not  extend  to  vessels  of  any  forei>:n  state  of 
which  the  laws  authorise  subjects  of  such  foreign  state,  having  patents  or 
like  privileges  for  the  exclusive  use  or  exercise  of  inventions  within  its 
territories,  to  prevent  or  interfere  with  the  use  of  such  inventions  in  British 
vessels  while  in  the  ports  of  such  foreign  state,  or  in  the  waters  within  the 
jurisdiction  of  its  courts,  where  such  inventions  are  not  so  used  for  the 
manufacture  or  preparation  of  anything  intended  to  be  sold  in  or  exported 
from  the  territories  of  such  foreign  state. 

(m)  Caldwell  v.  Yanyllssengen. 

Formerly  the  use  of  an  invention,  patented  in  the  United 
Kingdom,  for  the  purposes  of  navigation  of  a  foreign  vessel,  was 
prevented  within  the  jurisdiction.    (16  Jur.  115;  21  X.  J.,  Ch.,97.) 

Foreigner. 

may  apply  for  patent.  Patents  Act,  1883,  sect.  4,  (1),  p.  145 
liable  in  this  country  for  infringement,  p.  287  (q) 
tmstee  of,  may  obtain  patent,  p.  145  (n) 
and  petition  for  extension,  p.  102  (s). 

Patebtb  Act,  1883.  Sect  4.  (1.)  Any  person,  whether  a  British 
subject  or  not,  may  make  an  application  for  a  patent 

(n)  Bkabd  r.  Egebton.    [1846] 

A  patent  granted  to  a  British  subject  in  his  own  name  for 
an  invention  communicated  to  him  by  a  foreigner  was  not  void, 
although  in  truth  taken  out  and  held  bj  the  grantee  in  trust  for 
the  foreigner.    (3  C.  B.  97.) 

Forfeitnre  for  non-payment  of  proscribed  fies  within  prescribed  times, 
Patents  Act,  1883,  sec.  17,  p.  559. 
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FORMS. 


Forms. 

of  application  prescribed  by  Patents  Act,  1883,  «ect.  5,  (1),  p.  146 

of  provisional  specification,  p.  147 

of  complete  specification,  p.  147 

of  patent,  permitted  by  Patents  Act,  1883,  sect  33,  p.  270. 

Patents  Act,  1883.  Sect.  6.  (1.)  An  application  for  a  patent  must  be 
made  in  the  form  set  forth  in  the  First  Schedule  to  this  Act,  or  In  such  other 
form  as  may  be  from  time  to  tioie  prescribed ;  and  must  be  left  at  or  sent  by 
post,  to  the  Patent  Oifice  in  the  prescribed  manner. 

[For  the  remainder  of  the  section,  see  p.  34.] 

Sect.  33.  Every  patent  may  be  in  the  form  in  the  first  schedule  to  this 
Act,  and  shall  be  granr<^d  for  one  invention  only,  but  may  contain  more  than 
one  claim ;  but  it  shall  not  be  competent  for  any  person  in  an  acriou  or  other 
proceeding  to  take  any  objection  to  a  patent  on  the  ground  that  it  comprises 
more  than  one  invention. 


Patent  Rules,  1890,  5.  llie  Forms  A,  B,  and  C  in  the  First  Schedule 
to  the  Act  of  1883  shall  be  altered  or  amended  by  the  substitution  therefor 
respectively  of  the  Forms  A,  Al,  A2,  B,  and  C  in  the  Second  Schedule  to 
these  Bules. 

[The  following  Forms  A,  B,  C,  are  those  which  are  set  forth  in  the 
Statute ;  they  are  inserted  here  only  for  the  sake  of  their  bearing  on  the 
interpretation  of  the  Statute.  The  prescribed  forms,  which  are  slightly 
different,  must  be  used  by  applicants.  They  are  set  out  in  the  Second 
Schedule  to  the  Rules  of  1890,  and  may  be  obtained  at  the  Patent  Office.] 

THE    FIRST    SCHEDULE. 


IJectionS. 


(a)  Here  Insert 
namef  address 
and  calling  of 
inventor. 
(6)  Here  insert 
title  of  I 


tioo. 


r  inveno 


(c)  Signature 
oxinventor. 


(d)  Signature 
and  title  of  the 
ofDcer  before 
whom  the 
declaration  is 
made. 


FoRU  OF  Application,  &c. 
FORM  A. 

FoBM  OF  Application  for  Patent. 


I,  (a)  John  Smith,  of  29,  Perry  Street,  Birmingham,  in  the 
county  of  Warvnck,  Engineer,  do  solemnly  and  sincerely  declare 
that  I  am  in  possession  of  an  invention  for  (b)  **  Improvements 
in  Sewing  Machines " ;  that  I  am  the  true  and  first  inventor 
thereof;  and  that  the  same  is  not  in  use  by  any  other  person  or 
persons  to  the  best  of  my  knowledge  and  belief ;  and  I  humbly 
pray  that  a  patent  may  be  granted  to  me  for  the  said  invention. 
And  I  make  the  above  solemn  declaration  conscientiously 
believing  the  same  to  be  true,  and  by  virtue  of  the  provisions 
of  the  Statutory  Declarations  Act,  1835. 

(c)  John  Smith, 
Declared  at  Birmingham,  in  the  county  of  Warwick,  this 
day  of  18    . 

Before  me, 

((i)  James  Adains, 

Justice  of  the  Peace. 

Note. — ^Where  the  above  declaration  is  made  out  of  tlie  United 
Kingdom,  the  words  **  and  by  virtue  of  the  Statntor3r  Declarations 
Act,  1835,"  must  be  omitted ;  and  the  declaration  must  be  made 
before  a  British  consular  officer,  or  where  it  is  not  reasonably 
practicable  to  make  it  before  such  officer,  then  before  a  public  officer 
duly  authorised  in  that  behalf. 
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Ca)  Here  insert 
title  as  in 
declaration. 
(&)  Here  Insert 
name,  addren, 
and  calUng  of 
inTentor  ns  in 


(c)  Here  ivert 

slMTt  d(>flcrip- 

tioo  ol  inyen- 

tlun. 

id)  Signature 

of  inventor. 


FORM  B. 

Form  of  Provisional  Specification. 

Improvements  in  Sewing  Mactiines,    (a) 

I,  Q>)  John  Smithy  of  29,  Ferry  Street,  Birmingham,  in  the 

county  of  War^mck,  Engineer,  do  hereby  declare  the  nature  of 

mv  invention  for  "  Improvements  in  Sewing  Machines^^  to  be  as 

follows  (c) : — 

♦  ♦  ♦  ♦  ♦ 

(rf)  John  Smith, 

Dated  this  day  of  18    . 

Note. — ^No  stamp  is  lequlred  on  this  document 


(a)  Here  Inwrt 
title,  as  in 
declaration. 

(b)  Here  Insert 


and  calling  of 
inyrator,  as  in 
declaration. 

(c)  Here  insert 
ftiU  di^cription 
of  invention. 


(d)  Here  state 
distinctly  the 
features  of 
novelty 
cUimed. 

(e)  Stgnatnre 
of  inventor. 


FORM  C. 

Form  of  Complete  Spbcificatiox. 
Improvements  in  Sewing  Machines,  (a) 

I,  (ft)  John  Smith,  of  29,  Ferry  Street,  Birmingham,  in  the 

county  of  Warwick,  Engineer,  do  hereby  declare  the  bature  of 

my  invention  for  "  improvements  in  Sewing  Machines,*^  and  in 

what  manner  the  same  is  to  be  performed,  to  be  particularly 

described  and  ascertained  in  and  by  the  following  statement  (c): 
♦  ♦  »  »  ♦ 

Having  now  particularly  described  and  ascertained  the  nature 
of  my  said  invention  and  in  what  manner  the  same  is  to  be  per- 
formed, I  declare  that  what  I  claim  is  (jd) : 

1. 

2. 

3.  &c. 

(e)  John  Smith. 

Dated  this  day  of  18    . 


For  form  ot  patent,  see  under  patent,  p.  270. 

The  fnllowini  additional  forms  are  »et  out  in  the  second  schedule  to  the 
Patent  Rules  of  1890: — A.  Application  for  Patent  A.  1.  Application  for 
Patent  for  Inventions  communicated  from  abroad.  A.  2.  Application  for 
Patent  under  International  and  Colonial  Arrangements.  6.  Piovisional 
Specification.  C.  Complete.  D.  Opposition  to  Grant  of  Patent.  E.  Appli- 
cation for  Hearing  by  Comptroller.  F.  Application  to  amend  Specification  or 
Drawings.  G.  Opposition  to  amendment  of  Specification  or  Drawings.  H. 
Application  for  Compulsory  Grant  of  Licence.  H.  1.  Petition  for  Compulsory 
Grant  of  Licences.  I.  Opposition  to  Compnlsory  Grant  of  Licence.  J. 
Application  for  Certificate  of  Payment  or  KenewaL  K.  Application  for 
Knkrgement  of  Time  for  Payment  of  Renewal  Fee.  L.  Request  to  enter 
Name  upon  the  Roister  of  Patents.  M.  Request  to  enter  Notification  of 
Licence  in  Register.  N.  Application  for  Duplicate  of  Letters  Patent.  O. 
Notice  of  Intended  Exhilition  of  Unpatented  Invention.  P.  Request  for 
Correction  of  Clerical  Error.  Q.  Certificate  of  Comptroller.  R.  Notice  for 
Alteratioa  of  an  Address  in  Register.  S.  Application  for  Entry  of  Order 
of  EVivy  Council  in  Register.  T.  Appeal  to  Law  Ofiicer.  U.  Application 
for  Extension  of  Time  for  leaving  Complete  Specification.  Y.  Application 
for  Extension  of  Time  for  Acceptance. 

L  2 
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FraucL 

on  the  Crown,  p.  564  (w) 

public  user  obtained  by,  p.  41  (r) 

purchase  money  for  patent  obtained  by,  recovered,  p.  67  (t) 

in  passing  oflf  goods,  p.  148  (o) 

in  obtaining  patent  in  breach  of  confidence,  p.  84. 

(o)  Lawrie  v.  Baker.    [1886] 

In  an  action  for  infringement  and  for  an  injunction  to  re- 
strain the  defendant  from  frandulently  passing  off  his  goods  as 
the  plaintiffs: — Heldj  that  there  was  no  infringement,  bnt  that 
as  the  defendant  had  sold  cups  for  birdcages  as  ^'patent  cnps," 
knowing  that  tlie  ttade  understood  that  to  mean  the  plaintiff's  cup, 
lie  had  fraudulently  passed  off  his  goods  as  the  plaintiff's,  and  must 
be  restrained.     (2  0.  li.  21H.) 

Grant  of  Letters  Patent. 

Patents  Act,  1883,  sect.  12,  p.  148. 

The  Date  o/, 
to  be  date  of  application,  sect.  13,  p.  80 
how  reckoned,  pp.  58  ((7),  59  (J) 
of  rival  patents,  p.  81  (r). 

Conditions  and  Terms  of, 
to  supply  her  Mnjesty's  service,  p.  148  (p) 
to  grant  licences,  p.  149  (q) 
to  assign,  p.  149  (q),  <r) 
in  cases  of  joint  inventors,  p.  149  (r). 

Consideration  for,  p.  149. 

Limited,  p.  150. 

Cancelling,  p.  151. 

Patents  Act,  1883.  Sect.  12.  (1.)  If  there  is  no  opposition,  or,  in  case  of 
opposition,  if  the  determination  is  in  favour  of  the  grant  of  a  patent,  the 
comptroller  shall  cause  a  patent  to  be  sealed  with  the  seal  of  the  patent 
office. 

(2.)  A  patent  so  sealed  shall  have  the  same  effect  as  if  it  were  sealed  with 
the  Great  Seal  of  the  United  Kingdom. 

(3.)  A  patent  shall  be  sealed  as  soon  as  may  be,  and  not  after  the  expiration 
of  fifteen  months  from  the  date  of  ;ij)plicatlon,  except  in  the  cases  hereinaltcn- 
mentioned,  that  is  to  say — 

(a.)  Where  the  sealing  is  delayed  by  an  appeal  to  the  law  officer,  or  by 
opposition  to  the  ^raiit  of  the  patent,  the  patent  may  be  sealed  at 
such  time  as  the  law  officer  may  direct. 
(5.)  If  the  person  making  the  application  dies  before  the  expiration  of 
the  fifteen  months  aioresaid,  the  patent  may  be  granted  to  his  legal 
representative  and  sealed  at  any  time  within  twelve  months  after  the 
death  of  the  applicant. 

Condituma  and  Temu  of  Grant. 

(p)  Ex  parte  Yebisq.    [1836] 

A  patent  for  the  exclusiYe  use  of  an  improyement  in  the 
invention  of  anchors,  contained  a  proviso  for  avoiding  the  patent, 
if  the  patentee  should  not  supply  for  his  Majesty's  service  all 
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Bnch  articles  of  the  inyention  as  should  he  required,  on  such 
reasonahle  terms  as  should  he  settled  hy  the  Lords  of  the 
Admiralty.  The  latter  used  the  invention,  but  did  not  take  the 
articles  from  the  patentee.  The  Court  refused  to  issue  a  mandamus 
to  them,  to  settle  the  terms  according  to  the  patent.  (4  A,  dt  E. 
949;  6  N.dM.  472.) 

(g)  In  re  Daine's  Patent.    [1866] 

B.  had  obtained  letters  patent  at  the  cost  of  D.,  which  had 
been  at  D.'s  request  assigned  to  H.  Subsequently  D.  applied  for 
the  grant  of  letters  patent  for  an  improvement  in  B.'s  process. 
The  Lord  Chancellor  being  satisfied  that  D.  had  arrived  at  his 
knowledge  on  the  improvement  whilst  working  B.'s  patent, 
ordered  the  patent  to  be  sealed  on  certain  terms  as  to  assignment 
and  licence  to  H.  if  he  required  them.    (26  L,  /.,  Ch.  298.) 

(r)  In  re  Russell's  Patent.     [1857] 

Where  it  appeared  that  a  master  and  his  foreman  had  both 
invented  certain  improvements,  for  which  the  master  sought 
letters  patent : — Held,  that  they  ought  only  to  be  granted  on  the 
terms  of  their  being  vested  in  trustees  for  the  master  and  the 
foreman.     (2  De  O.  d  J.  130.) 

(»)  Feather  v.  The  Queen.    [1865] 

The  Crown  might  formerly  use  a  patented  invention  without 
the  assent  or  remuneration  of  the  patentee.  If  the  law  were 
otherwise,  the  remedy  of  the  patentee  would  not  be  by  petition 
of  right,  but  by  action  against  the  officers  of  the  Crown  using  the 
patented  invention.  (6  B,  d  S.  257.)  But  now  see  Patents  Act, 
1883,  sect.  27,  p.  79. 

(i)  Dixon  v.  London  Small  Arms  Co.    [1877] 

Feather  v.  The  Queen  was  rightly  decided,  but  the  principle 
was  one  which  ought  not  to  be  extended.  (L.  B,  1  App,  C.  682.) 
But  now  see  Patents  Act,  1883,  sect.  27,  p.  79. 

Consideration  for  Orant, 

(tt)  B.  r.  MussARY.     [1738] 

Failure  of  consideration  is  a  ground  for  avoiding  the  grant. 
(BuU.  N.P,76a;  1   TTcfe.  P.  G.  41.) 

(v)  Jessop's  Case.    [Before  1795] 

Where  letters  patent  were  taken  out  for  a  watch,  and  the  in- 
vention was  only  of  a  part  of  a  watch,  they  were  held  void  for 
felse  suggestion.    (2  H.  BL  490 ;  1  Web.  P.  C.  42,  n.) 

(w)  Brunton  v.  Hawkes.    [1821] 

Abbott,  C.J.  I  **  It  is  quite  clear  that  a  patent  granted  by  the 
Crown  cannot  extend  beyond  the  consideration  of  the  patent. 
The  King  could  not,  in  consideration  of  a  new  invention  in  ono 
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article,  grant  a  patent  for  that  article  and  another."  (4  B,  A  AUU 
551.)  Bayley,  J. :  *Mf  a  patent  is  taken  out  for  many  different 
things,  the  entire  discoyery  of  all  those  things  is  the  consideration 
npon  which  the  King  is  induced  to  make  the  grant.  That  con- 
sideration is  entire,  and  if  it  fails  in  any  part  it  fails  in  toio.  Upon 
an  application  for  a  patent,  although  the  thing  may  be  new  in 
every  particular,  it  is  in  the  judgment  of  the  Crown,  whether  it 
will  or  will  not,  as  a  matter  of  favour,  make  the  grant  to  the 
person  who  has  made  the  discovery.  And  when  an  application  is 
made  for  a  patent,  for  three  different  things,  it  may  be  considered 
by  the  persons  who  are  to  advise  the  Crown  as  to  the  propriety 
of  the  grant,  that  the  discovery  as  to  the  three  things  together 
may  form  the  proper  subject  of  a  patent  although  each,  per  «e, 
would  not  induce  tiiem  to  recommend  the  grant."     (J6.  552.) 

(x)  Feather  v.  The  Queen.    [1865] 

A  patent  is  not  based  upon  a  contract  between  the  patentee 
and  the  Crown,  in  which  the  patentee,  by  communicating  the 
secret  of  the  invention  to  the  public,  gives  a  valuable  codsi  deration 
for  the  grant ;  but  is  simply  an  exercise  of  the  royal  prerogative* 
(6  B.  &  S.  285.) 

(y)  Patteeson  v.  Gas  Light  and  Coke  Company.    [1877] 

The  Board  of  Trade  under  the  City  of  London  Gas  Act 
appointed  three  gas  referees,  whose  duties  were  to  inspect  the 
works  of  the  gas  companies,  with  the  view  of  ascertaining  the 
means  adopted  therein  for  purifying  gas,  and  to  test  the  gas  and 
prescribe  the  maximum  of  impurity  to  be  allowed.  The  oompanieti 
were  required  by  the  Act  to  give  to  the  referees  all  facilities  for 
the  performance  of  their  duties.  The  referees  made  experiments 
at  the  reftpoudeDts'  works,  with  a  view  to  improvements  in  the 
purification  of  gas,  and,  in  January,  1872,  drew  up  a  report 
thereon,  which,  three  months  afterwards,  they  submitted  to  the 
Board  of  Trade.  Shortly  before  the  report  was  submitted,  one  uf 
the  referees  took  out  a  patent  for  improvements,  the  principle 
of  which  had  been  indicated  in  the  report.  Meldy  that  the  contents 
were  public  property,  so  that  there  was  no  consideration  for  the 
patent.  (L.  -B.,  2  Ch.  D.  812.  Affirmed  in  H.  L.,  L.  B.,  3  App. 
Cos,  239.) 

Limited  Grant, 
(a?)  JEc  |>arte  Bates  AND  Kedgate.     Ch.     [1869] 

Where  a  provisional  specification  is  filed,  but,  pending  the 
six  months*  provisional  protectiou,  and  befoie  obtaining  letters 
patent,  a  second  inventor  files  a  provisional  specification,  and 
obtains  letters  patent  for  an  invention,  partly  covered  by  the 
first  provisional  specification,  letters  patent  will  not,  in  the 
absence  of  fraud,  be  gi  anted  to  the  first  applicant,  for  any  part 
of  hi«  invention  which  is  covered  by  the  letters  patent  already 
obtained  by  the  second  applicant.     (L.  B.,  4  Ch.  577 ;  38  L.  J., 

a.  501.) 
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Cancelling, 
(a)  B.  r.  Newton.    [1845] 

THIS  was  an  application  heard  before  the  Lord  Chancellor, 
aseisted  by  the  Master  of  the  HoIIk,  to  compel  the  defendant  to 
bring  into  court  a  certain  patent,  to  have  the  SHme  cancelled,  and 
the  seal  cut  therefrom.  It  appeared  that  the  patent  had  been 
obtained  bj  the  defendant  for  a  foreigner  residcDt  abroad,  and 
that  he  had  forwarded  the  patent  to  him.  It  was  oniered  that 
the  enrolment  of  the  patent  should  be  cancelled;  and,  that  a 
voeator  should  be  entered  on  the  roll;  and,  that  the  defendant 
should  undertake  to  bring  no  writ  of  error,  or  make  any  assign- 
ment of  the  patent.    (26  Lon.  Jour.,  C,  8.  361.) 

Grantee,  see  Patentee. 

Great  SeaL 

A  pdtent  sealed  with  the  Seal  of  the  Patent  Office  i^,  hy  Patents  Act,  1883, 
sec.  12,  to  have  the  ssme  effect  as  if  it  wa^  sealed  with  the  Great  Seal  of  the 
United  Kingdom.    (See  p.  148.) 

Ignorance  is  no  answer  to  action  for  iufringement,  pp.  202,  203 
of  previous  invention,  when  wilful  on  part  of  patentee,  p.  151  (6). 

(h)  In  re  Honiball's  Patent.    [1856] 

Aooording  to  the  doctrine  laid  down  by  Lord  Lyndhurst  in 
Westrupp  and  Gibbin's  patent,  a  party  cannot  be  permitted  to 
shelter  himself  under  wilful  ignorance,  bat  must  be  fixed  with 
knowledge  not  only  of  what  he  did  know,  but  of  that  which  he 
would  have  known  if  he  had  made  the  inquiries  which  it  was 
incumbent  upon  hiui  to  make.  (9  Moo.  P.  C.  C.  378 ;  2  Web.  P.  C. 
201.) 

Illegality  of  Invention  will  invalidate  patent,  21  Jac  1.  ch.  3,  sect.  6» 
p.  491 
is  ground  for  refusal  of  grant.  Patents  Act,  1883,  sect.  86,  p.  396. 

Illustrated  JonmaL 

Patents  Act,  1883,  sec.  40.  (I.)  The  comptroller  shall  cause  to  be 
issued  periodically  an  iUustratcnl  journal  of  patented  inven  ions,  us  well  as 
reports  of  patent  cases  decided  by  courts  of  law,  and  any  other  information 
that  the  comptroller  may  deem  generally  useful  or  important. 

(2.)  Provision  shall  be  made  by  the  comptroller  for  keeping  on  sale  copies 
of  such  journal,  and  also  of  all  complete  specifications  of  pateuts  for  the  time 
being  in  force,  with  their  accompanying  drawings,  if  any. 

Importation  and  Sale,  infringement  by,  p.  151  (c). 
(c)  ElMSLIE  v.  BOUBSIER. 

The  importation  into  this  country  and  sale  here  of  goods  manu- 
factured abroad,  by  a  process  patented  in  this  country,  is  an 
infringement  of  the  patent.    (39  L.  J.  Ch.  328 ;  L.  B.  d  Eq.  217.) 

Importer.    See  under  Foreign  Invention,  p.  144. 

Improvements, 

on  processes,  patents  for,  pp.  496  (I),  499  (t),  513  (/) 
specifications  of  inventions  for,  p.  445,  sefj. 
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and  discovery  defined,  pp.  224  (c),  230  («) 

maie  before  filing  specification,  pp.  440  (9),  (r),  457  (z) 

discovery  of,  effect  on  specification,  pp.  481  (m),  497  (n) 

on  combination,  pp.  601  (d),  504  {y) 

value  of,  question  lor  the  jury,  p.  676  (»). 

ladex. 

Patjsnts  Act,  1883,  40,  (3.)  The  comptroller  shall  continue,  in  such  form 
as  he  may  deem  expedient,  the  in'lexes  and  Rbridgments  of  specifications 
hitherto  published,  and  shall  from  time  to  time  prepare  and  publish  such 
other  indexes,  abridgments  of  sfiecifications,  catalogues,  and  other  works 
relating  to  inventions,  as  he  may  see  fit. 

Industrial  Exllibition.    See  Exhibition,  p.  93. 

Infant.    Declaration  by.    See  Patents  Act,  1883,  sect.  99,  p.  81. 

Infringement, 

Oenerally — 
if  committed  before  publication  of  complete  specification,  not  actionable^ 

Patents  Act,  1883,  sect.  13,  p.  153 
proceedings  for,  not  to  be  commenced  until  grant,  sect.  15,  p.  153 

taken  after  failure  to  make  payment,  sect.  17  (4),  p.  154 
meaning  of,  p.  164  (d),  (e),  (h) 

in  determining,  validity  of  patent  assumed,  pp.  154  (/),  155  (k) 
use  of  invention  between  expiry  and  renewal  of  patent  is  no,  p.  154  (jg) 
where  specification  larger  than  patent,  p.  154  (t) 
relation  to  prior  user,  pp.  164  (/),  182  (/),  226  (/),  227  (jp) 
effect  of  Act  of  Parliament  on  action  for,  p.  155  (t) 
sale  of  patent  article  carries  with  it  right  to  use,  unless  limited  by 

agreement,  pp.  155  (m),  214  (d) 
by  concurrent  applicants  for  patents,  p.  155  (n) 
assistance  in,  pp.  154  (c),  165  (u),  345  (a) 
intention  immaterial,  pp.  202,  203 
a  question  for  the  jury,  pp.  203,  204. 

By  working  or  making — 
on  principle  and  method  of  patent,  p.  156  (t) 
though  varying  in  minor  details,  p.  156  (t) 
in  imitation  of  a  prior  machine  made  on  same  principle  but  different 

construction,  p.  156  (t) 
for  amusement,  p.  156  (0 
as  a  model,  p.  156  (t) 
as  an  experiment,  pp.  157  (it;),  160  (e) 
where  invention  is  useful  though  never  in  use,  p.  166  (u) 
by  foreigner  while  in  England,  p.  157  ^05^ 
by  contemporaneous  inventory,  p.  157  (y) 
an  improvement  on  a  prior  patent,  p.  159  (z) 
on  board  British  ship  on  high  seas,  p.  159  (b) 
by  user  in  England  in  transitu,  p.  160  (d) 
by  government,  p.  149  («) 

contractors  for,  p.  169  (v) 
by  an  agent,  pp.  157  (v),  165  (1*) 
for  exportation,  p.  160  (c) 

by  adaptation  of  patented  combination  to  additional  purpose,  p.  179  (a) 
by  custom  house  agents,  p.  162  Qi) 
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hy  allowing  pupils  to  experiment  on,  p.  163  (i) 
by  storing  dismantled  articles,  p.  162  (t) 
by  using  for  different  purpose,  p.  163  (/). 

By  vending — 
exposure  for  sale,  p.  163  {k) 

though  no  sale  effected,  p.  164  (jp) 
making  for  sale,  without  exposure,  p.  163  (m) 

not  for  sale,  p.  163  (n) 
importation  and  sale,  pp.  164  (o),  164  (r),  170  (x) 
buying  and  selling  in  the  way  of  trade,  p.  164  («),  165  (t) 
for  private  use,  p.  165  (t) 
of  patent  article  made  under  licence,  p.  164  (a) 
presumption  that  offer  to  sell  means  to  sell  what  does  not  infringe, 

p.  171  (6) 
onus  is  on  plaintiff  to  prove  that  articles  sold  were  manufactured  accord- 
ing to  patented  process,  p.  171  (a) 
lending  but  refusing  to  sell,  p.  170  («). 

By  working  or  making  a  new  and  material  part  of  an  Invention — 
where  part  ushI  is  not  applied  to  same,  or  analogous  purpose,  pp.  173  (i\ 
174  (*),(«),  176  (J),  (0 

employed  in  same  manner,  p.  176  (r) 
patentable,  pp.  175  (p),  177  (y) 
does  not  create  a  complete  machine,  p.  176  (s) 
is  one  of  several  improvements,  pp.  172  (d)y  173  (Ji) 
is  proved  not  new  and  material,  pp.  160  (c;,  174  (A;),  177  (t*) 
advantage  of  part  used  is  collateral  to  the  object  of  the  inveution, 
p.  177  (y) 
by  imitation,  pp.  173  (/),  176  (q) 

meaning  of  "  new  and  material  part,"  pp.  175  (o),  180  (d) 
must  \^  a  part  which  could  stand  by  itself  in  respect  of  invention, 
p.  177  (x). 

Cdourahle  Imitation — Equivalent — Evasion — 
in  form  or  inmiaterial  circumstances,  pp.  156 (t\  183 (m),  (n\  185  (u\(w) 
which  is  also  an  improvement,  pp.  185  (x\  186  (2),  (/),  189  (t),  (y) 
of  a  chemical  process,  pp.  188  (A),  189  {f),  192  Q) 
though  too  clumsy  to  have  anticipated  plaintiff's  invention,  p.  192  (0) 
when  equivalent  discovered  subsequent  to  patent,  pp.  188  (jg\  189  (/) 
a  different  mode  of  or  combination  for  attaining  same  result,  is  not, 
pp.  184  (0, 187  (e),  192  (m),  (n) 

unless  apt  ihcation  of  principle  is  claimed,  pp.  156  (^),  184(o),  (g),  (r),  (s\ 
186  (v). 

Generally, 

Patents  Act,  1883,  sect.  13.  Every  patent  shall  be  dated  and  sealed  as 
of  the  day  of  the  application :  provided  that  no  proceedings  shall  be  taken  in 
respect  of  an  infringement  committed  before  the  publication  of  the  complete 
specification :  Provided  also,  that  in  case  of  more  than  one  application  for  a 
patent  for  the  same  invention,  the  sealing  of  a  patent  on  one  of  those  appli- 
cations shall  not  prevent  the  sealing  of  a  patent  on  an  earlier  application. 

15.  After  the  acceptance  of  a  complete  specification  and  until  the  date  of 
sealing  a  patent  in  respect  thereof,  or  the  expiration  of  the  time  for  sealinor, 
the  applicant  shall  have  the  like  privileges  and  rights  as  if  a  patent  for  the 
invention  had  been  sealed  on  the  date  of  the  acceptance  of  the  complete 
specification:  Provided  that  an  applicant  shall  not  be  entitled  to  institute 
any  proceeding  for  infringement  unless  and  imtil  a  patent  for  the  invention 
has  been  granted  to  him. 
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17  (4)  (b).  If  any  proceeding  shAll  be  taken  in  nspect  of  an  infrino;ement 
of  tbe  patent  committed  after  a  failure  to  make  any  p»iyment  within  the 
prescribed  time,  and  bt'fore  the  enlargement  thereof,  the  Court  before  which 
the  proceeding  is  proposed  to  be  taken  may,  if  it  shall  think  fit,  refuse  to 
award  or  give  any  damages  in  respect  of  such  infringement. 

[For  the  remainder  of  the  section,  see  p.  559.] 

(c)  Bancroft  v.  Warden.    Ch.    [1773] 

Demurrer  to  a  bill  stating  that  defendants  imported  barks  and 
sold  them  to  dyers,  who  nsed  them  in  infringement  of  the  plaintiff's 
patent,  overruled.    (BomillifB  Notes  to  Cases^  103.) 

(d)  Galloway  v.  Bleaden.    N.  P.    [1839] 

Tindal,  C.J.:  An  infringement  is  *'a  copy  made  after  and 
agreeing  with  the  principle  laid  down  in  the  patent."  (1  Wth, 
P.  a  623.) 

(e)  Walton  v.  Bateman.    N.  P.    [1842] 

*  The  doing  any  of  the  acts  specified  in  the  prohibitory  clauses  of 
the  letters  patent  is  an  infringement.     (1  TTeft.  P.  C  616.) 

(/)  Muntz  «.  Foster.    N.  P.    [1844] 

Tindal,  C.  J.,  told  the  jury,  that,  "  for  the  purpose  of  inquiring 
whether  the  defendants  have  infringed  the  patent  or  not,  we  are  to 
assume  that  it  is  a  good  patent,  that  no  objection  arises  either  to 
the  nature  of  the  grant  or  the  specification,  which  has  beeu  enrolled 
by  the  plaintiff."     (2  Web.  P.  C.  99.) 

{g)  Kussell  v.  Ledsam.     Ex.  Ch.     [1845] 

Parties  who  use  an  invention,  letters  patent  for  which  have 
expired,  before  such  letters  patent  have  been  renewed,  are  not 
guilty  of  infringement.  (14  if.  d  W.  hi 4c ;  affirmed  in  Exch.  Ch., 
16  M.  d  W.  641.) 

(K)  Stead  v,  Anderson.    [1847] 

.  To  prove  infringement,  it  must  be  shown,  that  there  is  a  sub- 
stantial resemblance  to  the  plaintiff^s  invention,  in  particulars  to 
which  his  exclusive  right  extends.     (2  Web.  P.  C  165.) 

(t)  Crowl  r.  Edge.     [1850] 

Where  the  enrolled  specification  of  a  patent  was  not  identical 
with  the  invention  for  which  the  patent  had  been  granted,  but  of 
a  more  extensive  nature,  in  an  action  on  the  case  for  infringing 
the  plaintiff's  patent  in  a  particular  not  included  in  the  patent 
but  in  the  specification,  a  verdict  for  the  defendant  was  held 
right,  and  the  rule  for  a  new  trial  discharged.  (39  L.  0.  443 ; 
M.  Dig.  194.) 

(/)  Caldwell  v,  Vanvlissengen.     Ch.     [1851] 

Turner,  V.-C,  in  the  course  of  his  judgment,  said  :  **  What 
previous  i  ser  will  invalidate  a  patent,  and  what  user  (if  any)  can 
be  permitted  in  contravention  of  the  patent  right,  are  different 
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queetionsy  depending  on  wholly  different  oonsiderations ;  the 
one  npon  the  extent  of  previous  knowledge,  the  other  npon  the 
effect  of  the  grant.    (9  Hare,  428.) 

(h)  UirwiN  V.  Heath.    H.  L.    [1866] 

Crowder,  J. :  "  For  the  purpose  of  oonsidering  the  question  of 
infringement,  the  invention  must  be  assumed  to  be  new,  and  well 
described  in  the  specification."     (25  L,  J.y  C.  P.  10.) 

(J)  In  re  Bakewell's  Patent.    [1862] 

This  was  an  application  by  the  patentee  for  a  prolongation 
of  the  term  of  letters  patent.  Lord  Chelmsford,  m  delivering 
judgment,  said :  *^  There  was  a  patent  granted  to  Mr.  Bonelli, 
which  the  petitioner  asserts  to  have  been  an  infringement  of  his 
patent.  Mr,  Bonelli,  it  appears,  has  obtained  a  private  Act  of 
Parliament,  incorporating  a  company,  which  has  been  established 
for  the  purpose  of  carrying  out  his  invention.  Their  Lordships 
do  not  mean  to  say  that  this  private  Act  of  Parliament  would  be 
actually  a  bar  to  any  proceedings  on  the  part  of  Mr.  Bakewell, 
supposing  the  term  of  the  patent  were  enlarged,  for  an  infringement 
of  the  patent  by  Bonelli,  but  it  certainly  would  interpose  very 
considerable  difficulty  in  the  way  of  such  action,  and  I  am  not  at 
all  aware  of  any  such  action  in  which  a  party  has  obtained  a. 
verdict  for  the  infringement  of  a  patent  where  the  party  pro- 
ceeded against  has  been  working  that  which  is  said  to  be  an 
infringement  under  the  authority  of  an  Act  of  Parliament."  (15 
Moo.  F.  a  a  388.) 

(m)  Betts  v.  Willmott.    Ch.    [1871] 

Where  a  patentee  in  England  has  an  agency  abroad,  the  sale  of 
the  article  patented,  either  abroad  or  in  this  country,  carries  with 
it  the  right  to  use  it  everywhere,  unless  such  use  has  been  limited 
by  agreement.     (L.  B.y  6  Ch.  239.) 

(n)  Saxbt  v.  Hennett,     [1873] 

Two  patents  for  the  same  inventions  were  applied  for  on  the 
20th  and  23rd  July,  1867,  respectively.  The  patent  applied  for 
on  the  23rd  July  was  sealed  before  that  applied  for  on  the  20th 
July,  but  each  patent  was  dated  as  of  the  day  of  application  : — 
Heldj  that,  under  the  15  &  16  Yict.  c.  83,  s.  24,  the  patents  took 
effect  as  upon  the  days  on  which  they  were  applied  for  respec- 
tively, and  therefore  acts  done  by  virtue  of  the  patent  applied  for 
on  the  23rd  July  were  infringements  of  the  patent  applied  for  on 
the  20th  July.  (X.  Bep.,  8  Ex,  210;  42  L.  J.,  Ex.  137;  28  L.  T. 
Sep.,  K  8.  639.) 

(p)  Clark  v.  Adie  (First  App.).    H.  L.     [1877] 

A  patent  for  a  combination  may  be  infringed  in  three  ways : 

(1)  By  using  the  whole  combination. 

(2)  By   using  in   substance   the   pith   and   marrow   of    the 
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invention,  omKting  part  to  give  colour  to  that 
adopted. 
(3)  By  nfling  a  subordinate  integer,  whicli  is  itself  a  minor 
invention,  but  in  this  case  the  specification  must  make 
it  plain  that  the  patentee  intended  to  claim  such  sub- 
ordinate integer.    (L.  B,^  2  App.  (hs.  315.) 

iq)  ElCHARDSON  V.  Castrey.     [1887] 

The  patent  was  for  an  apparatus  to  be  used  in  manufactnring 
wine  glasses,  and  was  held  to  be  for  a  particular  combination,  and 
as  the  defendants  bad  not  nsed  this  combination  they  were  held 
not  to  have  infringed.     (4  O.  JR.  265.) 

(r)  SiDDELL  V.  ViCKERS.      [1888] 

In  an  infringement  case  the  Court  will  not  allow  the  decision 
of  a  law  officer  to  be  read  as  an  authority.     (5  O.  B,  436.) 

(«)  Mason  v.  Goodwin.    [1889] 

Chitty,  J.,  held  that  the  patent  (which  was  for  improvements 
in  stone-breaking  machines)  was  for  a  combination,  and  that  the 
defendant's  machine  was  not  an  infringement.     (6  O.  B,  235.) 

By  Working  and  Making. 
(0  Jones  v.  Pearce.    N.  ?•    [1832] 

Action  for  the  infiingement  of  a  patent  for  an  improved  method 
of  making  carriage  wheels  on  the  principle  of  suspension.  A 
wheel  upon  the  same  principle,  but  of  different  construction,  had 
been  made  by  Mr.  Strutt  prior  to  the  date  of  the  patent. 
Patteson,  J.,  in  summing  up  the  case  to  the  jury,  said  :  **  The 
defendant  has  constructed  a  wheel,  whose  construction  is  on  the 
suspension  principle.  That  alone  would  not  make  it  an  infringe- 
ment of  the  plaintiff's  patent,  because  the  suspension  principle 
might  be  applied  in  various  ways;  but  if  you  think  it  is  applied 
in  the  same  way  as  according  to  the  plaintiff's  patent  it  is  applied, 
then  the  want  of  two  ur  three  circumstances  in  the  defendant's 
wheel,  which  are  contained  in  the  plaintiff's  specification,  would 
not  prevent  the  plaintiff^s  recovering.  It  would  be  quite  a 
different  thing  if  it  was  shown  that  the  defendant  had  his  com- 
munication long  before  with  Mr.  Strutt,  and  had  constructed  some- 
thing like  Mr.  Strutt's  invention  without  any  knowledge  of  the 
plaintiff's  patent — it  would  be  the  hardest  possible  thing  to  say 
that  this  was  an  infringement  of  the  plaintiff's  patent."  (1  Web. 
P.  C.  124.)  The  defendant  would  be  liable  for  infringement  unless 
he  made  the  wheels  for  amusement  or  as  a  model.    (Ih.  125.) 

(a)  Macnamara  t?.  Hulse.    N.  P.     [1842] 

If  an  invention,  for  which  a  patent  is  granted,  would,  if  put 
into  practice,  be  useful,  an  action  for  the  infringement  of  the 
patent  may  be  maintained,  although  the  plaintiff's  invention 
has  never  been  put  into  actual  use,  except  by  the  defendant, 
when  he  infringed  the  patent.     (Car,  d  M.  471.) 
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(v)  Gibson  v.  Brand.    [1842] 

Tindaly  C. J.,  in  delivering  judgment,  said :  "  The  breach 
alleged  in  the  declaration  is  that  the  defendant  infringed  the 
patent,  hy  making  and  putting  in  practice  the  plaintiff's  inven- 
tion;  and  the  evidence  is,  that  he  gave  an  order  in  England, 
which  order  was  executed  in  England,  for  making  articles  by 
the  same  mode  for  which  the  plaintiffs  had  obtained  their 
patent,  which  articles  were  afterwards  received  by  the  defendant. 
This  is  quite  sufficient  to  satisfy  an  allegation  that  he  made 
those  articles ;  for  he  that  causes  and  procures  to  be  made,  may 
be  well  said  to  have  made  them  himself."  (11  L.  cT.,  C.  P.  183 ; 
4:M.&G.  196  ;  1  Weh.  P.  C.  631.) 

(w)  MuNTz  V.  Foster.    N.  P.  [1844] 

Action  for  the  infringement  of  a  patent  for  "an  improved 
manufacture  of  metal  plates  for  sheathing  the  bottoms  of  ships." 
The  patentee  described  his  invention  as  consisting  in  making 
the  said  plates  of  an  "alloy  of  foreign  zinc,"  and  of  "best 
selected  copper;"  the'  metals  being  melted  together  in  certain 
stated  proportions.  Tindal,  C.J.,  told  the  jury  that  if  the 
defendant  nad  "actually  made  any  small  experiment  for  the 
purpose  of  a»>cert:iining  what  the  proportions  or  properties  of 
the  different  alloys  would  come  to,  that  would  scarcely  have 
been  said  to  be  a  making  in  violation  of  the  patent."  (2  Web. 
P.  a  101.) 

(z)  Caldwell  v.  Vanvlissbngen.    Ch.    [1851] 

The  exclusive  rights  under  an  English  patent  will  be  enforced 
against  foreignern  while  in  England,  in  the  same  way  and  to 
the  same  extent  as  it  would  against  British  subjects.  Therefore, 
in  a  case  in  which  the  foreign  owners  of  a  ship  caused  to  be 
made  in  their  own  country,  and  attached  to  their  vessel,  a  steam 
screw  propeller,  the  manufacture  and  user  of  which  was  un- 
restrained by  law  there,  but  restricted  in  England  by  a  patent, 
and  afterwards  sent  the  vessel  with  a  cargo  for  the  purpose  of 
trade  to  England,  the  use  of  the  steam  propeller  was  restrained 
by  injunction  while  the  vessel  should  be  within  the  waters 
covered  by  the  English  patent.  (16  Jur.  115 ;  21  L.  J.,  Ch.  97.) 
[But  see  now  sect.  43  of  the  Patents  Act  of  1883,  p.  146.] 

(y)  Smith  v.  Davidson.    [1857] 

The  Lord  President  said :  "  This  is  a  case  not  very  common, 
— one  of  contemporaneous  invention.  The  jury  have  found  in 
effect  that  the  pursuer  and  defenders  were  each  of  them  original 
inventors  of  improvements  in  their  department  of  trade — that 
their  inventions  were  substantially  the  same — and  that  they 
were  oontemporaTieous  inventors.  The  pursuer  obtained  a  pro- 
visional specification  on  14th  Nov.  1853,  before  which  time  the 
defender,  Davidson,  acting  independently,  had  perfected  his 
invention.  He  used  his  own  invention  from  and  after  that  day. 
The  provisional  protection  did  not^  during  its  currency,  disable 
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him  or  disentitle  him  from  using  his  own  invention,  and  the 
question  is,  whether  the  giving  out  of  letters  patent  disentitles 
him  to  continue  the  use  of  it  under  pain  of  heing  liable  as  an 

infringer  of  the  patent It  is  contended  that  the  patent 

could  not  prevent  him  doing  what  he  was  doing  before  it  was 
granted,  and  at  most  could  only  prevent  him  using  the  pursuer's 
invention,  but  not  his  own.  The  first  of  these  grounds  admits  of 
two  answers — First,  if  the  14th  Nov.  1853  be  taken  to  be  the 
true  and  legal  date  of  the  letters  patent,  as  I  think  it  must,  there 
was  nothing  done  by  Davidson  before  that  date  which  amounted 
to  use  of  his  invention,  and  therefore  it  cannot  be  a  hardship  to 
prevent  him  doing  what  he  was  not  doing  before  that  date,  and 
before  the  date  of  the  letters  patent  he  was  not  using  the  inven- 
tion for  the  purpose  of  trade.  Second,  although  the  use  of  the 
invention  duiing  the  siibsistence  of  the  provisional  protection 
does  not  expose  the  user  to  prosecution  as  an  infringer,  there  is 
nothing  in  the  statute  from  which  we  can  infer  that  it  enables 
him  to  continue  such  user  after  the  letters  patent  are  given  out* 
The  case  of  the  defenders,  therefore,  must  rest  on  the  other 
ground,  that  Davidson  was  using:,  not  the  pursuer's  invention, 
but  truly  his  own  invention;  supported  by  the  fact  found  by  the 
jury,  that  he  was  an  original  inventor,  that  this  machine  was 
made  by  him,  and  that  he  was  using  that  machine  till  the  Ist 
February,  1854.  He  also  founds  on  an  inference  to  be  deduced 
from  the  terms  of  the  letters  patent,  which  limit  the  monopoly  of 
the  pursuer  to  the  use  of  his  own  invention.  That  raises  a 
question  of  novelty  and  importance.  I  am  of  opinion  that  the 
argument  so  maintained  on  the  part  of  Davidson  is  not  sound  in 
law.  When  a  patent  is  validly  granted,  then  I  think  that  the 
party  who  obtains  the  patent  is  held  to  be  the  owner  of  that 
invention  described  in  the  letters  patent.  A  monopoly  of  it  is 
given  to  him  aH  being  his  invention,  because  he  is  the  party  who 
has  given  to  the  public  that  invention.  A  party  may  live  and 
die,  taking  the  knowledge  of  his  invention  with  him,  but  tlie 
disclosure  of  the  invention  and  the  means  by  which  it  shall  be  put 
in  use,  are  the  conditions  on  which  he  obtains  a  monopoly  of  it 
from  the  public,  and  the  party  who  comes  forward  and  complies 
with  that  condition,  being  himself  the  true  inventor,   gets  the 

right  to  the  monopoly   of  that  invention A   separate 

inventor  who  comes  after  him  does  not  borrow  the  invention  if 
he  is  truly  original  in  his  invention.  But  if  this  defender,  who 
was  an  inventor  before  the  date  of  the  patent,  but  had  not  then 
brought  his  invention  to  perfection  or  made  it  public,  is  entitled 
to  use  it  merely  because  he  can  say  he  did  not  take  it  from  the 
patent,  may  not  any  person  take  the  invention  from  the  defender, 
using  his  invention,  and  not  the  invention  of  the  patentee,  and  so 
the  patent  may  be  altogether  destroyed.  To  allow  this,  therefore, 
would  be  to  destroy  the  validity  of  the  monopoly*  I  see  no 
ground  for  the  defender's  doctrine,  from  the  policy  of  the  statute, 
from  the  history  of  this  monopoly,  or  from  the  terms  of  the  letters 
patent.     On  the  contrary,  1  think  that  the  true  reading  of  all  is. 

Digitized  by  VjOOQ  IC 


By  Working  and  Making.  159 

that  by  giving  the  pnblio  the  benefit  of  the  invention,  that 
invention,  and  everything  that  is  substantially  the  same  with 
it,  and  which  was  not  public  bef  >re  the  date  of  the  patent,  is  thO; 
invention  of  the  patentee,  and  that  no  person  has  a  right  to  destroy 
his  monopoly  by  nsing  machinery  or  improvements  substantially 
the  same  with  his."    (19  C.  8.  697.) 

(z)  Lister  v.  Leather.    [1857] 

Lord  Campbell,  C.J.,  in  delivering  the  judgment  of  the  Court, 
said:  **The  patent  for  an  improvement  on  an  invention  already 
the  subject  of  a  patent,  if  confined  to  the  improvement,  is  not 
an  infringement  of  the  former  patent.  The  use  of  the  improve*, 
ment  wf&  the  former  invention,  during  the  existence  of  the 
former  patent,  without  licence,  would  be  an  infringement;  but, 
with  licence,  that  also  would  be  lawful."     (8  EU.  d  B.  1017.) 

(o)  HfLLs  V.  The   Liverpool   United   Gaslight   Company.     Ch. 

[1862] 

A  patent  was  granted  for  an  invention  for  the  purification  of 
gas  by  means  of  precipitated  or  hydrated  oxides  of  iron.  The 
specification  was  held  to  include  such  precipitated  or  hydrated 
oxides  only  as  were  obtained  by  artificial  means.  The  use  of  a 
natural  substance,  such  as  bog  ochre,  containing  precipitated 
oxide  of  iron,  so  long  as  it  was  used  in  its  native  condition,  was 
held  not  to  be  an  infringement  of  the  patent ;  but  upon  this  sub- 
stance being  re-oxidised  or  renovated  in  the  manner  described  in 
the  specification,  or  in  any  other  manner,  it  was  brought  into  the 
condition  of  being  one  of  the  patented  purifying  materials,  that  is, 
a  hydrated  or  precipitated  oxide  artificially  obtained,  the  use  of 
which  became  an  infringement.  (32  L,  /.,  Ch.  28 ;  9  Jar.,  N.SAiO; 
7  L.  T.  jKep.,  JV:  8.  537.) 

(b)  Newall  v.  Eluott.     [1864] 

The  plaintiff's  patent  was  for  *'  improvements  in  apparatus 
employed  in  laying  down  submarine  electric  telegraph  wires." 
The  specification  claimed :  *'  First,  coiling  the  wire  or  cable  round 
a  cone;  secondly,  the  supports  placed  cylindrically  outside  the 
coil  round  the  cone ;  thirdly,  the  use  of  rings  in  combination  with 
the  cone,  as  described."  The  defendants  put  up  on  board  a  ship, 
in  this  country,  an  apparatus  con^istiDg  of  an  external  cylinder 
round  a  coil,  and  an  internal  cylinder  capable  of  being  so  altered 
as  to  form  a  mechanical  equivalent  to  a  cone.  There  was  also  a 
ring  on  board  similar  to  the  plaintiff's  rings.  In  this  the  defen- 
dants did  no  more  than  they  had  done  before  the  patent  for  the, 
purpose  of  safe  carriage ;  and  there  was  no  further  evidence  that 
they  did  it  now  for  any  other  purpose  : — Held^  first,  that  this  was 
no  infringement  of  the  patent ;  secondly,  that  the  patent,  being 
limited  tu  the  United  Kingdom,  the  Channel  Islands,  and  the 
Isle  of  Man,  could  not  be  infringed  by  any  act  done  on  board  an 
English  vessel  at  Malta,  or  on  the  high  seas.  (10  Jur,^  N.  8.  914; 
13  TF.  E.  11 ;  10  L.  T.  Bep.,  N.  8.  792.) 
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Martin,  B. :  "A  patent  for  a  combination  may  be  a  good  patent, 
but  if  there  has  been  nsed  before  any  portion  of  tiiat  which  con- 
stitutes the  combination,  the  public  have  a  perfect  right  to  use  it/' 
(10  Jur,,  N.  S.  957.) 

Bramwell,  B. :  ^*If  a  man  fits  up  on  board  a  ship  a  part  of  a 
machine,  and  he  has  the  other  part  there,  so  that  he  may  apply 
the  whole  of  the  patented  machine  when  he  gets  out  of  England, 
he  may  infringe  the  invention."     (16.  958.) 

(e)  GtoucHEB  V.  Clayton.    Ch.    [1865] 

Though  the  manufacture  in  this  country  of  the  several  parts  of 
a  patented  machine,  and  the  exportation  of  those  parts,  may  not 
be  an  infringement  of  a  patent  for  a  new  combination  of  machinery, 
when  the  parts  exported  are  old,  it  is  otherwise  where  the  parts 
exported  are  new,  and  are  claimed  as  new.  (11  Jur.j  N,  S,  462  ; 
13  L.  T.  Bep,,  N.  8.  115.) 

(d)  Betts  v.  Neilson.    H.  L.     [1865-71] 

The  plaintiff  was  patentee  of  a  substance  for  making  capsules 
to  cover  the  mouths  of  bottles  so  as  to  render  them  air- tight.  A 
brewer  in  Scotland,  to  which  country  the  patent  did  not  extend, 
sent  to  an  English  port  for  shipment  to  his  foreign  customers 
bottles  of  beer  covered  with  similar  capsules  made  abroad  : — Htldy 
that  since  the  capsules,  during  the  time  of  the  bottles  being  in 
England,  were  answering  the  purpose  for  which  they  were 
intended,  of  preserving  the  liquor,  there  was  a  user  of  the  inven- 
tion in  England  which  ought  to  be  restrained  by  injunction. 
(6  N.  B.  221 ;  11  Jtir.,  N.  S.  679 ;  34  L.  J.,  Ck  537  ;  13  W.  B. 
1028 ;  3  Be  G..  J.  d  S.&2;  12  L.  T.  Bep.,  N.  S.  719 ;  L.  B^., 
3  Ch.  429 ;  37  L.  J.,  Ch.  321 ;  18  L.  T.  Bep.,  N.  8.  159 ;  affirmed 
on  appeal  to  the  House  of  Lords,  L.  B.,  5  H.  L.  1;  40  L.  J.^ 
Ch.  317;  19  W.  B.  1121.)  Wood,  V.-C,  said  he  could  well 
conceive  a  case  in  which  there  would  be  no  user  in  England,  as 
for  instance,  foreign  tools,  infringing  an  English  patent,  packed 
up  in  boxes  and  lying  inert,  or  transhipped  in  course  of  transit  in 
an  English  harbour.  (6  N.  B.  222.)  Turner,  L.J.,  in  the  course 
of  his  judgment,  said :  **  The  case  of  Caldwell  v.  Vanvliasengen  may 
be  in  some  respects  distinguishable  from  the  present,  but  I  think 
that  it  disposes  of  the  present  question.  .  .  .  Now,  the  distinc- 
tion attempted  to  be  drawn  between  that  case  and  the  present  is 
this,  that  in  that  case  there  was  an  active  use  of  the  patented 
article,  and  here  it  is  said,  and  I  have  no  doubt  truly  said,  that 
the  use  of  the  patented  article  is  passive  and  not  active.  But  it 
does  not  appear  to  me  that  the  question  whether  the  user  is  active 
or  passive  can  have  any  bearing  on  the  question  whether  the 
patented  article  is  used  or  not."     (3  De  G.,  J.  d  S.  87.) 

(e)  Frearson  v.  Lob.    M.  R.     [1879] 

Jessel,  M.R. :  "  If  a  man  makes  things  merely  by  way  of  hand 
fide  experiment,  and  not  with  the  intention  of  selling  and  making 
use  of  the  thing  so  made  for  the  purpose  of  which  a  patent  has 
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been  granted,  but  with  the  view  of  improving  upon  the  invention 
the  subject  of  the  patent,  or  with  the  view  of  seeing  whether  an 
improvement  can  be  made  or  not,  that  is  not  an  invasion  of  the 
exclnsive  rights  granted  by  the  patent.  Patent  rights  were  never 
granted  to  prevent  persons  of  ingenuity  exercising  their  talents 
in  a  fair  way.  But  if  there  be  neither  using  nor  vending  of  the- 
invention  for  profit,  the  mere  making  for  the  purpose  of  experi- 
ment, and  not  for  a  fraudulent  purpose,  ought  not  to  he  considered 
within  the  meaning  of  the  prohibition,  and,  if  it  were,  it  is  cer- 
tainly not  the  subject  for  an  injunction.  But  where  you  see  a 
man  using  a  machine,  as  this  defendant  has  done,  under  claim  of 
a  right  to  use  it,  and  under  that  claim  of  right  he  makes  a  quantity 
of  goods,  even  though  a  small  quantity,  I  cannot  call  that  an 
experiment  within  the  meaning  of  the  rule  as  to  experiments. 
He  has  made  a  machine,  and,  knowing  it  to  be  an  inmngement 
of  a  patent,  he  claims  the  right  to  make  and  use  it,  and  his  ex- 
periment is  made  to  see  how  his  machine  works."  (L.  i^., 
9  Ch.  D.  66.) 

(/)  Sykes  v.  Howarth.    Fry,  J.     [1879] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
fancy  rollers  by  the  introduction  of  wide  spaces  hetween  the  cards 
in  machines  for  carding  wool,  the  defendant,  a  card-maker,  con- 
tracted for  a  lump  sum  to  clothe  certain  machines  with  cards  so 
arranged  as  to  infringe  the  patent.  The  "  nailer  "  who  fixed  the 
cards,  which  is  a  separate  business  from  card-making,  was  nomi- 
nated by  the  owner  of  the  machine,  but  paid  by  the  defendant. 

Fry,  J.,  in  delivering  judgment,  said:  "The  prohibiting  part 
of  the  letters  patent  directs  that  no  person,  except  the  patentee 
and  those  who  derive  title  under  him,  shall,  during  the  period  of 
the  existence  of  the  patent,  •  either  directly  or  indirectly,  do,  use, 
or  put  in  practice  the  said  invention.'  *•  Putting  in  practice '  is 
evidently  in  the  mind  of  the  Crown  something  different  from  user, 
and  I  really  do  not  know  what  could  he  'putting  in  practice' 
as  contrasted  with  'using,'  if  what  the  defendant  did  in  this 
case  was  not  putting  in  practice  the  plaintiff's  invention."  (L,  U., 
12  Ck.  2>.  832.) 

(^}  Adair  v.  Young.    C.  A.    [1879] 

An  action  was  brought  against  the  master  of  a  ship  to  restrain 
him  from  using  pumps  proved  to  be  an  infringement  of  the 
plaintiff's  patent.  The  ship  had  been  exclusively  fitted  up  with 
such  pumps  before  the  defendant,  who  was  not  a  part  owner,  had 
taken  command;  he  had  nothing  to  do  with  putting  them  on 
board,  and  they  had  never  been  worked  in  British  waters.  An 
injunction  was  granted.    (L.  B,^  12  Ch.  D.  13.) 

Brett,  L.  J.,  in  delivering  judgment,  said :  "  A  distinction  has 
been  attempted  to  be  made  between  using  the  pumps  and  using 
the  invention,  but  I  cannot  see  any  such  distinction.  It  is  said 
that  he  was  bound  to  have  pumps  on  board,  and  would  be 
liable  if  he  put  to  sea  without  tnem ;  that  they  were  necessary  to 
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make  the  equipment  of  the  ship  complete,  and  that,  therefore,  the 
having  them  on  board  was  using  them.  Since  the  master  had 
no  power  to  say  whether  he  would  have  them  on  board  or  not,  he 
cannot,  in  my  opinion,  be  said  to  use  them  unless  he  used  them  as 
pumps,  if  they  are  so  used,  that  iH  a  user  by  him,  but  in  this 
case  he  never  did  so  u^e  them  within  British  waters,  and,  in  my 
opinion,  therefore,  he  never  did  infringe  the  patent.  .  .  .  Whether 
there  was  a  user  by  the  owners  is  a  different  question,  on  which  I 
give  no  opinion."     (lb.  19.) 

Cotton,  L.  J.,  said :  "I  do  not  give  any  opinion  whether  there 
has  been  such  a  user  as  would  subject  the  master  to  an  action  for 
damages  ;  but  I  think  we  must  come  to  the  conclusion  that  there 
has  been  such  an  intention  to  u&e  the  pumps  as  to  lay  sufficieut 
ground  for  an  injunction  to  restrain  the  infringement  of  the 
plaintiff's  patent  rights."     (Jb.  19.) 

(h)  Nobel's  Explosives  Company  v,  Jones,  Scott  and  Co.  H.  L. 
[1883] 
Patent  for  an  invention  rendering  nitro-glycerine  less  dangerous. 
Foreigners  manufactured  abroad  an  article  compounded  of  nitro- 
glycerine and  other  substances  according  to  the  patented  process, 
and  imported  it  into  England.  The  defendants,  acting  as  Custom- 
house agents  for  the  importers,  passed  the  article  through  the 
Custom-house,  and  obtained  permission  (as  required  by  the  Explo- 
sives Act,  1875)  for  landing  and  storing  it  in  magazines  belonging 
to  the  importers  : — Heldj  that  the  defendants  being  only  Custom- 
house agents  and  not  themselves  importers,  and  having  neither 
possession  of  nor  control  over  the  goods,  their  acts  did  not  amount 
to  an  exercise  or  user  of  the  patent  such  as  to  be  an  infringement. 
(SAjfp.  0.5;  17  Ch.  D.  721.) 

(t)  United  Telephone  Company  v.  London  and  Globe  Telephone 
AND  Maintenance  Company.  [1884] 
The  defendant  company  contracted  with  an  American  agent  for 
the  purchase  of  800  Blake  transmitters,  royalty  paid.  On  the 
same  day,  the  plaintiff  company,  who  already  owned  an  Edison 
patent  for  the  same  object,  became  assignees  of  Blake's  patent,  and 
proceeded  to  disclaim  certain  parts  of  the  Edison  patent,  which 
they  were  allowed  to  do  on  terms  that  no  proceedings  for  infringe- 
ment should  be  taken  in  respect  of  {inter  alia)  any  instruments 
manufactured  in  pursuance  of  any  contract  already  bond  fide 
entered  into  by  the  defendants.  Any  question  of  bond  fides  was  to 
be  referred  to  the  Attorney-General,  who  found,  as  a  fact,  that  the 
contract  in  question  was  made  bond  fide.  Subsequently,  the  800 
Blake  transmitters,  which  had  not  paid  royalty,  arrived  in  England, 
and  were  placed  by  the  defendants  unused  in  a  warehouse,  and 
wei-e  afterwards  dismantled: — Held^  that  the  possession  of  the 
machines  was  an  infringement  of  the  plaintiffs'  patent  rights,  and 
an  injunction  granted : — Held  also,  that  the  decision  of  the  Attorney- 
General  in  no  way  affected  an  action  for  infringement  of  the  Blake 
patent.  The  Court  refused  to  order  the  destruction  or  delivery 
up  of  the  machines.     (26  Ch,  D,  766.) 
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(f)  United  Telephone  Company  v.  Shaeples.    [1886] 

The  defendant  lx)ught  telephones  abroad,  and  imported  them  for 
the  purpose  of  allowing  his  pupils  to  experiment  npon  them,  in 
order  to  avoid  using  similar,  but  more  costly,  instruments  which 
had  paid  royalty : — Held^  that  this  was  a  user  for  the  purpose  of 
advantage,  and  was  an  infringement.     (29  Ch.  J).  164;  Oriff.  232.) 

(j)  Edison  and  Swan  Electric  Light  Compant  v.  Holland.     [1888] 

The  user  of  an  invention  for  a  different  purpose  may  still  be 
an  infringement.    (5  O.  B.  483.) 

(j^)  DOWLING  r.  BiLLlNGTON.      [1890] 

Tbe  defendants  had  opposed  the  plaintiff's  application  for  a 
piiteDt,  and  had  infringed  it  both  before  the  acceptance  of  the 
specification  and  after  this  action  was  oommenoed  i—Held^  that 
fdthough  there  was  no  actionable  infringement,  there  was  evidence 
of  an  intention  to  infringe,  and  an  injunction  was  granted  with 
costs.    (7  0.  B.  191.) 

By  Vending, 

(i)  MiNTEB  V.  Williams.    [1835] 

SemhUy  the  mere  exposing  an  article  manufactured  by  a  patent 
process  for  sale  is  not  an  infringement  of  the  letters  patent. 
(1  Web.  P.  C.  135;  5  Nev.  d  M.  647;  4k  Ad.  &  EU.  251;  1  H.  d  W. 
585.) 

(Z)  Gibson  v.  Brand.    N.  P.    [1841] 

The  declaration  assigned  as  a  breach  *'  that  the  defendant 
directly  or  indirectly  made,  used,  and  put  in  practice  the  said 
invention."  Tindal,  C.J.,  said  to  the  jury :  "  If  they  (the  defen- 
dants) have  themselves  sold  an  article  of  exactly  the  same  fabric, 
made  in  the  same  manner  as  that  for  which  the  patent  was  taken 
out,  such  sale  may  be  considered  as  a  using  of  the  invention  within 
the  terms  of  the  declaration."     (1  Web.  P.  C.  630.) 

(m)  MuNTZ  V.  Foster.    N.  P.    [1844] 

The  making  of  a  patent  article  for  sale,  although  it  was  in  fact 
never  sold  or  even  offered  for  sale,  is  an  infringement.     (2  Web. 

P.  a  101.) 

(n)  HiGGS  V.  Goodwin.    [1858] 

The  invention  for  which  the  patent  was  granted  was  "  treating 
chemically  the  collected  contents  of  sewers  and  drains  in  cities, 
towns,  and  villages,  so  that  the  same  may  be  applicable  to 
agricultural  and  other  useful  purpose."  The  patentee  claimed 
**the  precipitation  of  animal  and  vegetable  matter  from  sewage 
water  by  means  of  the  chemical  agent  hereinl^fore  described  :" — 
Bdd,  that  the  defendant,  by  using  the  patented  process,  not  with 
the  object  of  making  a  saleable  mercantile  article,  but  merely  to 
purify  the  water,  did  not  infringe  the  plaintiff's  patent.  (eU. 
Bl.  &  Ell.  529 ;  5  Jttr.,  N.  8.  97 ;  27  L.  Jl,  Q,  B.  421.) 

M  2 


Digitized  by  ^^OOQ IC 


164  INFRINGEMENT : 

(o)  Walton  v.  Lavater.    [1860] 

The  importation  and  sale  of  a  patented  article  is  evidence  of  an 
infringement.  Erie,  C.J. :  '•  The  next  point  contended  for  is,  that 
there  has  been  no  infringement  by  the  defendant,  because  he  had 
only  sold  the  articles,  the  sale,  moreover,  being  only  a  sale  of 
articles  impui-ted  from  abroad.  I  have  heard  the  arguments  of  the 
learned  counsel  on  both  sides,  derived  from  the  original  statute, 
which  uses  the  words  '  working  and  making,'  and  from  the  form  of 
the  expression  in  the  letters  patent  prohibiting  the  making,  using, 
or  putting  in  practice  the  invention,  and  the  words  granting  to 
the  patentee  the  privilege  to  •  make,  use,  exercise  and  vend.*  All 
these  words  are  capable  of  some  of  the  constructions  which  have 
been  contended  for ;  but  it  appears  to  me  that  the  main  purpose  of 
the  patent  is  to  give  the  profit  to  the  patentee,  and  that  the  main 
mode  of  defeating  that  purpose  would  be  by  selling  the  patented 
article  ;  and  it  seems  to  me  that  without  proof  of  the  making  of 
the  article  by  the  inf linger,  evidence  that  he  sold  the  patented 
article  for  profit  would  be  good  evidence  upon  which  a  jury  might 
find  that  he  had  infringed  the  patent.  With  respect  to  the 
defendant  not  being  liable,  because  the  articles  were  imported 
from  abroad,  I  should  say  that,  even  if  it  was  a  simple  case  of 
importation,  without  any  proof  of  knowledge  of  the  article  being 
patented,  or  of  the  infringement,  it  would  be  sufficient  evidence  of 
infringement  that  the  defendant  had  imported  and  sold."  (29  X.  Jl, 
a  p.  279.)     See  also  BetU  v.  Neilson,  p.  160  (d.) 

(p)   OXLEY  V.  HOLDEN.      [1860] 

The  manufacture  of  a  patent  article  for  the  purpose  of  sale,  and 
bffering  it  for  sale,  although  no  sale  is  actually  effected,  is  a  user 
of  the  invention.  (8  C.  B,,  K  8,  666 ;  30  L.  /.,  C.  P.  68 ;  8  W.  JB. 
626 ;  2  L.  r.  JBcp.,  N,  8.  464.) 

(^)  Thomas  t?.  Hunt.    [1864] 

A  licence  to  A.  to  manufacture  a  patent  article  is  an  authority 
to  his  vendees  to  sell  it  without  the  consent  of  the  patentee. 
(17  0.  -B.,  N.  8,  183.) 

(r)  Elmslie  t?.  BouESiER.     Ch.    [1869] 

The  importation  into  this  country  and  sale  here,  of  goods  manu- 
factured abroad,  by  a  process  patented  in  this  country,  is  an 
infringement  of  the  patent.  (39  L.  J.,  Ch,  328 ;  L.  JBep.,  9  JB^. 
217.) 

(s)  BeTTS  ».  WiLLMOTT.      Ch.      [1870] 

A  patentee  cannot  maintain  a  suit  against  a  retail  dealer  who 
unwittingly  sells  articles  which  are  an  infringement  of  his  patent, 
provided  such  retail  dealer  gives  full  information  as  to  the  persons 
from  whom  he  obtained  the  articles  complained  of,  and  promises 
not  to  retail  any  more.  (1 8  IF.  JK.  946  ;  affirmed  on  appeal,  X.  Bep.^ 
6  Ch.  239  ;  19  W.  B.  369.) 
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ity  WRiaJBrr  v.  Hitchcock.    [1870] 

HeUL,  that  the  defendants  had  infringed  the  plaintiff's  patent, 
by  buying  and  selling  in  large  quantities,  articles  manufactured 
hy  a  process  which  was  an  infringement  of  the  plaintiff's  patent. 
Upon  this  point  Kelly,  C.B.,  said:  "Undoubtedly  the  statute 
(21  Jac  1,  c,  3")  only  authorises  the  grant  of  patents  for  the 
exclusive  *  working  or  making  *  of  articles  of  new  manufacture; 
•  .  .  •  Now,  in  the  first  place,  although  the  statute  does  not 
contain  the  word  •vend,'  we  may  naturally  look  at  the  construction 
put  upon  the  statute  by  the  language  of  the  patents  which  have 
been  granted  for  more  than  two  centuries,  and  which  we  find 
expressly  give  to  the  patentee  the  exclusive  right  of,  among  other 

things,  using  and  vending  the  article  patented If  it  is 

necessary  to  decide  the  point,  I  am  clearly  of  opinion  that  if  a  man 
takes  out  a  patent  for  a  new  manufacture,  by  means  of  which  an 
article  can  be  made  for  a  price  considerably  less  than  by  any  means 
theretofore  employed,  and  another  buys  and  sells  that  article,  I  do 
Dot  say  upon  a  single  occasion,  because  each  case  ought  to  be 
determined  with  re^rence  to  its  own  circumstances,  but  in  the 
way  of  his  trade,  buying  and  selling  the  article  in  large  quantities, 
knowing  it  to  have  been  manufactured  by  means  of  certain 
machinery,  which  machinery  is  de  facio^  though  he  may  not  know 
it,  the  same  as  that  of  the  patentee,  such  buying  and  selling  is  an 
infringement  of  the  patent  rights  of  the  patentee."  (39  L.  cT"., 
"Ekck,  103.)  Martin,  B.,  said:  "I  can  understand  that  if  a  man 
took  out  a  patent  for  the  manufacture  of  flour  by  means  of  a  new 
apparatus,  and  the  flour  produced  was  the  identical  thing  produced 
by  another  mill,  then  there  would  be  great  difficulty  in  holding  a 
sale  of  the  flour  to  be  an  infringement  of  the  patent.  But  there  is 
here  a  great  improvement  in  the  article  manufactured  by  the 
machinery;  and  it  was  made  more  quickly  and  cheaper  than 
before."  (It.  104.)  Pigott,  B. :  "  If  be  merely  bought  a  small 
quantity,  not  knowing  where  it  came  from,  for  his  own  use,  that 
might  not  be  infringing  the  patent."     (Jh,  106.) 

(tt)  TowNSBND  r.  Hawoeth.    M.  E.  &  C.  A.    [1875] 

Bill  to  restrain  A.  and  B.  from  infringing  a  patent  for  the  use  of 
well-known  chemical  substances,  in  a  specified  manner,  to  obtain 
a  particular  result : — Kdd^  by  Master  of  the  Bolls,  and  judgment 
affirmed  by  Lords  Justices,  that : — 

(1)  A.  does  not  infringe  the  patent  by  selling  the  known 

chemical  substances  to  B.,  with  knowledge  that  B. 
intends  to  use  them  in  infringement  of  the  patent,  the 
validity  of  which  he  disputes. 

(2)  If  A.  sells  the  known  chemical  substances  to  B.,  not  only  with 

knowledge  that  B.  intends  to  use  them  in  infringement 
of  the  patent,  but  also,  in  consideration  of  such  purchase, 
indemnifies  B.  from  all  consequences  of  such  purchase  and 
use,  both  A.  and  B.  knowing  the  patent  to  be  valid^  the 
agreement  for  indemnity  is  invidid  as  against  public 
policy,  and  A.  is  not  guilty  of  an  infringement. 
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(3)  If,  under  the  same  circumstanoes,  the  patent  is  disputed  or 
likely  to  be  disputed,  the  indemnity  is  yalid,  but  A.  is 
not  guilty  of  an  infringement. 
(Affirmed  on  appeal  to  Court  of  Appeal.  Not  reported  —  for 
imperfect  note  of  judgment  see  L.  B.j  12  Ch.  D.  831  (n.).  As  this 
case  is  an  important  one,  and  is  not  to  be  found  in  the  books, 
the  judgment  of  the  Master  of  the  Bolls  is  given  at  length.) 

JesseT,  M.R. :  *'  The  plaintiifs  have  a  patent  for  preserving 
certain  vegetable  substances,  take  cotton,  for  instance.  They  say 
you  preserve  cotton  from  mildew  by  dipping  it  into  a  solution  of 
certain  chemical  substances.  That  is  a  broad  way  of  putting  it. 
Chief  of  those  chemical  substances  are  substances  which  are  per- 
fectly well  known,  and  most  of  them  are  common  substances; 
they  are  all  old  chemical  compounds,  and  there  is  no  claim  in  the 
patent  at  all,  except  for  the  peculiar  use  of  these  chemical  com- 
pounds for  the  purpose  of  preserving  the  cloth  from  mildew.  No 
one  has  contended,  and  no  one  can  contend,  I  should  think,  with 
any  chance  of  success  in  a  court  of  justice,  that  the  vendors  of 
those  chemicals  may  not  continue  to  pursue  their  trade  as  hereto- 
fore, and  supply  the  chemicals  to  any  one  who  chooses  to  buy  them. 
No  one  has  said,  as  far  as  I  am  aware — when  I  say  'no  one,' 
I  mean  no  judge  has  said — ^that  the  vendor  of  an  ordinary  in- 
gredient commits  a  crime  or  an  offence,  or  does  even  a  wrong, 
if  the  purchaser,  coming  to  him,  says,  *•  I  want  your  compound 
because  I  want  to  preserve  my  cloth  from  mildew,  and  you  and 
I  know  there  is  a  patent,  but  still  I  wish  to  try  the  question  with 
the  patentee.'  No  one  would  doubt  that  the  sale  would  be  per- 
fectly legal,  and  would  not  enable  the  patentee  to  complain,  with 
effect,  of  the  conduct  of  the  vendor  of  the  chemical  compound  in  a 
court  of  justice. 

**  But  it  is  said  that  if  the  person  who  sells  the  compound  goes 
a  step  further,  and  not  only  supplies  it  with  the  knowledge  that 
it  is  to  be  used  in  the  infringement  of  a  patent,  but  says :  '  If  yon 
buy  my  compound  of  me  I  will  indemnify  you  from  all  conse- 
quences,' that  makes  him  an  actual  infringer  of  the  patent.  Now 
that  must  be  put  in  one  of  two  ways.  Either  he  knows  the  patent 
to  be  valid,  or  he  believes  it  to  be  invalid  or  capable  of  being 
disputed,  and  I  asked  the  counsel  for  the  bill  whether,  in  the  first 
case,  both  the  purchaser  and  the  vendor  being  perfectly  aware 
that  the  patent  was  a  valid  patent,  and  that  the  infringement 
therefore  was  a  wrongful  act,  the  agreement  for  indemnity  would 
not  be  against  public  policy,  and  therefore  invalid.  Now  it  does 
appear  to  me  tlutt  there  is  a  great  deal  to  be  said  for  that  propo- 
sition, and  in  the  absence  of  authority  I  should  have  thought  that 
an  agreement  to  induce  another  to  commit  a  wrongful  act  of  that 
character,  as  a  rule  using  the  word  *  wrongful'  in  its  natural 
sense,  that  which  is  prohibited  by  law,  was  invalid  as  being 
against  public  policy.  In  fact,  our  law  has  gone  a  great  deal 
further,  because  it  has  held  that  contracts  to  supply  goods  for 
immoral  purposes  are  invalid,  not  merely  prohibited  directly  by 
law,  but  things  to  which  the  common  law  did  not  reach  by  direct 
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'  ptohibition,  and  I  confess  I  should  have  thongbt  such  a  contract 
"was  not  enforceable — when  I  say  'enforceable/  I  do  not  mean 
really  not  enforceable  in  the  Court,  but  was  a  contract  upon  which 
an  action  at  law  conld  not  be  maintained.  If,  therefore,  the 
meaning  of  the  allegation  in  the  bill  is  this,  that  both  parties 
were  thoroughly  well  aware  that  the  patent  was  valid,  but  that 
the  defendants,  the  company,  with  the  view  of  making  a  profit 
on  the  sale  of  the  chemical  compounds,  agree  to  indemnify  th^ 
purchaser,  Mr.  Hawortb,  from  all  actions  to  whidi  he  would 
become  liable,  as  a  matter  of  course,  at  the  suit  of  the  owners 
of  the  patent,  it  does  appear  'to  me  that  such  an  agreement 
would  not  be  binding.  On  the  other  hand,  if  the  patent  were 
doubtful,  as  every  man  has  a  right  to  dispute  a  patent,  and 
as  every  man  has  a  right  to  say  that  'the  existence  of  this 
patent  shall  not  interfere  with  carrying  on  my  business  as  UHual,' 
as  every  man  must  have  a  right  to  say  to  the  purchHber  of  his 
goods,  'there  is  no  valid  prohibition  against  mv  selling  them, 
the  alleged  patent  is  invalid,  and  I  will  indemnify  you  from  the 
consequences.' 

"  The  notion  of  any  other  doctrine  being  upheld  seems  to  me 
fraught  with  the  most  tremendous  consequences.  You  would  not 
only  give  patentees  who  have  good  patents  a  monopoly,  but  you 
would  also  give  patentees  with  bad  patents  a  monopoly,  because 
they  would  be  enabled  to  say,  no  man  shall  supply  goods  which 
are  not  protected  by  the  patent,  with  a  guarantee  to  the  purchaser 
to  save  him  harmless  from  the  hands  of  the  patentee,  and  we 
know  what  the  eflfect  of  a  threat  of  attack,  even  by  the  holder  of 
an  invalid  patent  has,  as  a  general  rule,  in  deterring  persons  from 
purchasing  the  goods  so  alleged  to  be  protected.  Therefore,  I  am 
of  opinion  that  if  the  patent  were  disputed,  or  likely  to  be  dis- 
puted, this  indemnity  would  he  valid,  and  could  nut  be  attacked 
in  any  shape  or  in  any  way.  Now,  taking  the  second  case,  if 
that  were  the  view  of  the  defendants,  I  am  satislied  that  it  was 
no  harm  if  they  sold  the  goods  for  the  express  purpose  of  their 
being  used  in  the  infringement  of  the  patent,  or  thought  the 
patent  fairly  open  to  dispute.  Therefore,  if  that  is  the  true  con- 
struction of  the  bill,  I  think  they  did  nothing  wrong  whatever, 
and  in  no  way  could  they  be  said  to  be  direct  infringers  of  the 
patent.  They  sold  the  goods  for  the  purpose  of  being  used,  no 
doubt,  for  the  infringement  of  the  patent,  but  the  indemnity  they 
gave  does  not  appear  to  add  to  the  case  at  all,  unless  you  can 
make  out  the  broad  proposition,  which  I  think  was  not  contended 
for,  that  any  person  selling  any  article,  either  organic  or  in- 
organic, either  produced  by  nature  or  produced  by  art,  which 
could  in  any  way  be  used  in  the  making  of  a  patented  article,  can 
be  sued  as  an  infringer,  if  he  knows  that  the  purchaser  intends  to 
make  use  of  it  for  that  purpose.  I  do  not  think  that  broad  propo- 
sition was  attempted  to  be  supported,  and  if  that  cannot  be  sup 
ported,  as  it  appears  to  me  it  cannot,  then  in  the  second  case  it  seems 
to  me  to  be  perfectly  plain  that  the  company  in  question  could  not 
bo  sued  as  infringeis. 
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**  I  now  oome  to  the  first  case,  that  they  both  knew  at  the  time 
that  the  patent  was  valid.  Now,  the  whole  of  the  case,  if  it  con 
be  supported  at  all,  depends  on  the  knowledge  of  the  Talidity, 
because  the  bond  fides  of  the  transaction  depends  entirely  on  that 
knowledge.  Now  the  rule  is,  that  allegations  should  be  taken 
against  the  pleader  if  there  is  any  doubt  about  them,  and  of  all 
allegations  in  the  world,  allegations  which  impute  fraud,  or  intent 
to  commit  a  wrong,  must  be  plain,  clear  and  indubitable.  Now,  I 
must  say  I  cannot  find  any  such  allegations  in  this  bill.  I  cannot 
find,  though  it  may  have  been  present  to  the  mind  of  the  drafts- 
man, the  allegation,  and  I  am  not  sure  that  the  defendants,  the 
company,  being  well  aware  that  the  patent  was  valid,  supplied 
these  goods  with  intent  to  enable  Mr.  Haworth  to  infringe  it.  I 
am  by  no  means  of  opinion  that  the  allegation  was  left  out  acci- 
dentally. I  think  it  will  probably  turn  out  that  there  was  a 
contention  or  intended  contention  as  to  the  validity  of  the  letters 
patent.  But,  supposing  it  had  been  in,  then  comes  the  much  more 
difficult  question,  as  to  whether  a  person  who  so  acts  can  be  treated 
by  the  inventor  as  an  infringer  of  the  letters  patent.  Now,  what 
is  he  prohibited  from  doing?  He  is  prohibited  from  making, 
using  or  vending  the  patented  article,  and  that,  of  course,  includes, 
in  the  case  of  machinery,  the  product,  if  I  may  say  so,  of  the 
machinery  which  is  the  subject  of  the  patent.  It  is  that  which 
is  produced  by  the  patent.  To  that  extent  I  entirely  concur  with 
what  has  been  said  as  to  the  exposition  of  the  law.  But  has  any 
one  ever  dreamt,  before  this  case,  that  that  extends  to  the  com* 
ponent  articles  which  enter  into  the  patent  ?  So  far  from  that 
being  the  law,  it  has  been  decided  that,  in  cases  of  what  they  call 
combination  patents,  it  is  only  the  combination  claimed  that  may 
not  be  used;  the  other  elementary  combinations  may  be  used. 
No  doubt  there  has  been  a  great  desd  of  litigation  on  the  question 
as  to  what  were  the  combinations  claimed,  that  is,  whether  in 
claiming  the  entire  combinations  you  claim  the  subsidiary  combi- 
nations or  not.  But  the  whole  of  the  arguments  have  proceeded 
on  the  assumption,  that  you  could  not  even  complain  of  the  use  of 
subsidiary  combinations,  unless  they  were  within  the  purview  of 
your  claim.  The  lines  of  cases  seem  to  me  to  show  conclusively 
that  the  mere  making,  using  or  vending  of  the  elements,  if  I  may 
say  so,  which  afterwards  enter  into  the  combination  is  not  pro- 
hibited by  the  patent,  and,  if  not  prohibited,  I  do  not  see  how  I 
am  to  extend  the  patent  laws  to  make  a  new  prohibition.  But  it 
is  said,  and  the  way  it  has  been  put  does  great  credit  to  the  inge- 
nuity of  counsel,  that,  although  that  may  be  very  good  law,  if 
you  show  the  vendor  was  merely  using  the  infringer  as  his  agent, 
or  partner,  he  will  be  an  infringer ;  or,  to  put  it  into  common 
language,  if  the  infringer  were  the  mere  cat's-paw  of  the  vendor, 
that  would  raise  a  totally  difierenl  question.  That  would  raise 
this  question,  who  was  the  actual  infringer  ?  It  is  not  the  man 
who  puts  his  hand  to  the  machine  who  is  the  infringer.  The 
mere  workman  employed  is  not  the  infringer.  Of  course,  I  agree 
that  you  may  pass  over  the  mere  mechanic,  who  puts  the  machine 
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together,  and  get  at. his  employer,  and  if  it  could  be  shown^  or  if 
it  were  shown,  by  Bufficient  allegation,  that  the  company  intended 
to  carry  on  the  business  of  making  these  cloths,  knowing  that  the 
patent  was  valid,  but  being  unwilling  to  incur  the  risk  of  actions 
for  infringement,  set  up  Mr.  Haworth  to  carry  on  the  trade, 
supplied  him  with  the  material  on  which  they  got  the  real  profit, 
which  arose  from  the  patented  article,  and  that  he  did  not  carry 
on  the  trade  bond  fide  for  himself,  but  on  their  behalf,  a  totally 
different  set  of  considerations  would  arise,  and  it  might  well  be 
they  would  be  treated  in  this  Court  as  the  actual  infnngers,  and 
not  Mr.  Haworth.  When  that  case  is  made  out,  it  will  be  time 
enough  to  consider  it.  But  this  bill  does  not  make  that  case. 
This  bill  treats  the  company  as  proper  defendants,  solely  and 
simply  on  the  ground  of  their  bond  fides  in  endeavouring  to  sell  for 
their  own  profit,  not  as  selling  to  a  person  who  would  not  have 
bought  of  them  without  an  indemnity,  and,  therefore,  would  not 
have  infringed  in  that  way  without  they  had  given  him  an  in- 
demnity. I  think  that  is  not  only  a  novel  case,  but  it  is  an  attempt 
to  extend  the  patent  laws  beyond  their  purport  that  such  permission 
ought  to  be  granted  now  by  me,  at  all  events  for  the  first  time,  and, 
therefore,  I  allow  the  demurrer." 

(v)  DfxoN  V.  The  London  Small  Arms  Company  Limited.    H.  L. 

[1877] 

A  patent  in  the  usual  terms  was  granted  for  an  improvement 
in  the  manufacture  of  fire-arms.  The  Secretary  at  War  issued 
a  notice  for  a  tender  for  the  supply  of  13,875  rifles  of  the 
description  known  as  that  patented.  The  price  was  settled, 
minus  the  cost  of  the  steel  barrels  and  the  stocks,  which  the 
War  Ofi&ce  was  to  supply.  The  rifles  were  to  be  delivered 
within  a  certain  time,  the  manufacture  of  them  might  be 
inspected  at  any  time,  and  they  might  be  rejected  by  officers 
at  the  War  Office,  if  not  made  according  to  pattern,  or  not 
delivered  in  time.  The  persons  who  took  the  contract  em- 
ployed the  patented  process  in  the  formation  and  insertion 
of  the  lock : — Held,  by  the  House  of  Lords  (L.  ii.,  1  App,  Cos. 
632),  reversing  the  Court  of  Appeal  (L.  B.,  1  Q.  B.  B.  384), 
and  affirming  the  Queen's  Bench  Division  (Z.  £.,  10  Q.  B, 
130),  that  they  were  liable  to  the  patentee  for  an  infringement 
of  the  patent,  for  that  they  were  not  servants  or  agents  of  the 
Crown  doing  the  work  of  the  Crown,  but  were  private  con- 
tractors witii  the  Crown  to  supply  a  certain  manufactured 
article,  and  were,  therefore,  not  protected  in  what  they  did 
by  any  particular  privilege  attaching  to  the  Crown. 

Lord  Cairns,  L.C.,  said :  "  If  they  (respondents)  were  the 
servants  and  the  agents  of  the  Crown,  acting  on  behalf  of  and 
for  the  use  of  the  Crown,  then  it  may  be  that  they  would  have 
the  privileges  with  reference  to  the  patent  which  the  case  of 
Feather  v.  The  Queen  (6  B.  d  8.  257)  decided  to  remain  in 
the  Crown,  even  although  there  is  nothing  whatever  in  the 
contract  expressly  taking  notice  of  those  privileges,  or  autho- 
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rizing  the  respondents  to  exeroise  them Is  it  the  case 

that  the  respondents  in  the  appeal  before  your  lordships  fill 
the  position  of  officers,  agents  or  servants  of  the  Crown, 
acting  on  behalf  of  and  for  the  use  of  the  Cix>wn?  Now,  my 
lords,  in  order  to  answer  that  question  you  must  turn  to  the 
contract  itself.  .  .  ."  The  person  who  is  called  the  contractor  is 
*'  a  tradesman,  and  not  the  less  a  tradesman  because  he  is  engaged 
in  works  of  a  very  large  and  extensive  character ;  he  is  a  trades- 
man manufacturing  certain  goods  for  the  puipose  of  supplying 
them  according  to  a  certain  standard  which  is  laid  before  him  as 
a  condition  on  which  the  goods  will  be  accepted."  (L.  JB.,  1  App, 
Cos.  641,  642,  644.) 

Lord  Penzance:  **I  think  the  true  distinction  in  this  case  is 
between  an  authority  or  mandate  to  do  a  thing  for  a  money 
reward,  in  the  doing  of  which,  whether  the  individual  is  a  servant 
or  only  a  contractor,  he  is  all  along  acting  as  an  agent,  and  a 
contract  for  the  supply  and  acceptance,  if  approved,  when 
completed,  of  an  article  to  be  made  by  the  contractor,  in  the 
making  of  which  the  contractor,  though  working  under  inspec- 
tion, is  aM  along  acting  on  hia  oun  behalf  and  at  his  own  risk." 
(16.  664.) 

(to)  Sykes  v.  Howarth.    [1879] 

Fry,  J. :  "  Selling  cuiicles  to  persons  to  be  used  for  the  purpose 
of  infringing  a  patent  is  not  an  infringement  of  the  patent." 
(L.  B.,  12  Ch.  B.  833.) 

(z)  Von  Heyden  ».  Neustadt.    C.  A.    [1880] 

A  person  who  makes,  or  procures  to  be  made,  abroad  a 
product  according  to  a  patented  process  for  sale  in  this  country, 
and  sells  the  product  here,  does  indirectly  make,  use,  and  put  in 
practice  the  patented  invention.  When  a  patent  has  been 
granted  in  England  for  a  new  process  for  producing  more  chcHply 
a  chemical  product  previously  known,  the  importation  and  sale  of 
this  product  made  abroad  according  to  the  patented  process  is  an 
infringement  of  the  patent.     (14  CA.  D.  230.) 

(y)  Soci£t£  Anonyme  deb  Manufactures  de  Glaces  v.  Tilghmans 
Patent  Sand  Blast  Company.    C  A.    [1883] 

The  defendants,  who  were  the  owners  of  patents  in  Belgium  and 
England  for  making  globes,  by  deed  executed  in  Belgium,  granted 
a  license  to  the  plaintiffs  for  the  term  of  twenty  years  to  use  and 
employ  the  invention  at  their  manufactory  of  Val  St.  Lambert  and 
not  elsewhere.  The  plaintiffs  under  the  license  manufactured  the 
articles  in  Belgium  and  sold  them  in  England : — HeM,  that  this 
was  an  infringement  of  the  English  patent  and  was  not  covered 
by  the  license.     (25  Ch.  D.  1.) 

(z)  United  Telephone  Company  ».  Henry.    [1884] 

Where  a  workman  of  the  defendant  obtained  two  instruments, 
constructed  in  accordance  with  the  specification,  on  loan  from  the 
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defendant,  but  at  the  time  signed  a  memorandum  that  the 
defendant  refused  to  sell  them  to  him : — Held,  that  there  was  no 
intention  to  sell  and  no  infringement.     (Griff,  p.  228 ;  2  0.  £.  11.) 

(a)  Cartsbijrn  jDompany  r.  Sharpe.    [1884] 

In  proceedings  against  the  respondents  for  infringing  a  patent 
by  selling  cnbes  of  sugar,  manufactured  by  means  of  apparatus 
substantially  the  same  as  that  described  in  the  specification,  it 
was  proved  that  the  cubes  sold  were  manufactured  in  America 
by  a  machine  very  similar  to  the  complainer's  machine,  but  there 
-was  no  evidence  that  the  machine  so  used  possessed  any  of  the 
characteristic  features  by  which  the  complainer's  specification  was 
distinguished  from  previous  patents.  It  also  appeared  that  the 
articles  sold  might  have  been  produced  by  machinery  which 
involved  no  infringement  of  the  oomplainer's  patent : — Meld,  that 
it  did  not  lie  on  the  respondents  to  prove  that  the  articles  were 
not  manufactured  according  to  the  specified  process,  and  that  the 
oomplainers  had  failed  to  prove  their  case."     (1  0*  B.  181.) 

(h)  GwTNNB  V.  Drysdale.    [1886] 

In  an  action  for  infringement  of  a  patent  for  arranging  a  pump 
case  with  the  suction  and  discharge  pipes  to  swivel  so  as  to  be 
set  at  any  angle  without  interfering  with  the  driving  engine,  it 
was  proved  that  the  defendants  had  sold  three  pump  cases  in 
which  the  pipes  were  capable  of  being  moved  round,  but  only  to 
definite  auKles  determined  by  bolt  holes  through  which  the  bolts 
passed : — Held,  that  the  important  points  in  the  plaintiFs  patent 
were  that  the  rotation  might  be  made  without  disengaging  the 
screws,  and  that  the  screws  might  be  clamped  in  any  position 
without  interfering  with  the  engine,  and  consequently  that  there 
was  no  infringement.  The  defendants  had  also  oflfered  in  answer 
to  enquiries  instigated  by  the  plaintiffs  to  supply  a  swivelling 
pump : — Held,  that  as  the  plaintiifs  patent  did  not  embrace  eveiy 
arrangement  of  swivelling,  the  defendants  must  be  presumed  to 
have  meant  to  supply  something  which  was  not  an  infringement. 
(2  O.  JB.  160.)  On  appeal  to  the  Court  of  Sessions  these  findings 
were  upheld.     (3  0.  JB.  65.) 

By  vforlnng  or  making  a  new  and  material  part  of  an  Invention. 
(c)  Hill  v.  Thompson.    [1818] 

In  a  patent  for  a  combination  of  processes  altogether  new, 
leading  to  one  end,  any  use  made  of  any  of  the  ingredients 
singly,  or  any  use  made  of  such  ingredients  in  partial  combina- 
tion, some  of  them  being  omitted,  or  anv  use  of  all  or  some  of 
such  ingredients  in  proportions  essentially  different  from  those 
specified,  and  yet  producing  a  resxdt  equally  beneficial  with  the 
result  obtained  by  the  proportions  specified,  will  not  constitute 
an  infringement-  (8  Taunt  391 ;  2  B.  Moo.  448 ;  1  Web.  P.  C 
242.) 
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(d)  GiLLET  V.  WiLBEY.     N.  P.      [1839] 

Coltman,  J.,  in  STimming  up  the  case  to  the  jury,  said: 
**The  plaintiffs  must  makd  out  to  your  satisfaction  that  the 
whole  of  the  improvements  were  new,  and  that  some  of  them 
had  heen  pirated.  It  is  not  necessary  that  they  fihould  use  them 
all,  but  they  must  be  shown  to  be  all  new,  and  if  they  are  all 
new,  and  the  defendant  has  infringed  any  one  of  them,  it  will 
be  sufficient  to  support  the  action,  and  it  is  not  necessary  that  he 
should  have  infringed  them  all."     (9  Car.  &  P.  336.) 

(e)  MuNTz  «.  Vivian  and  Walker.    [1840] 

In  a  suit  to  restrain  infringement  it  appeared  that  the  patentee 
claimed  "  The  manufacture  of  metal  plates  of  an  alloy  of  copper 
and  zinc  in  such  proportions  as  will  enable  the  manufacturer  to 
roll  the  said  alloy  while  at  a  red-heat  into  sheets  fit  for  the 
sheathing  of  ships,  and  will  be  sufficiently  ductile  to  dress  close  to 
the  bottoms  of  such  vessels,  at  the  same  time  that  it  is  more 
durable  than  copper,  and  oxidates  sufficiently  to  keep  the  said 
bottoms  clean."  The  defendants  manufactured  sheets  of  an  alloy 
of  copper  and  zinc  within  the  proportioils  stated  in  the  specifica- 
tion, but  they  rolled  them  cold : — Keld,^  by  Shadwell,  V.  C,  that 
the  rolling  hot  was  a  material  feature  and  an  interim  injunction 
refused.    (2  Fe6«.  i?.  87.) 

(/)  Newton  «.  Grand  Junction  Kailway  Company.    [1846] 

Pollock,  C.B::  "It  was  argued  that  the  same  criterion  is 
to  be  applied  to  the  question  of  infringement  as  to  that  of 
novelty.  But  that  is  not  so.  In  order  to  ascertain  the  novelty, 
you  take  the  entire  invention,  and  if,  in  all  its  parts  combined 
together,  it  answer  the  purpose  by  the  inti-oduction  of  any  new 
matter,  by  any  new  combination,  or  by  a  new  application,  it 
is  a  novelty  entitled  to  a  patent.  But,  in  considering  the 
question  of  infringement,  all  that  is  to  be  looked  at  is,  whether 
the  defendant  has  pirated  a  part  of  that  to  which  tbe  patent 
applies;  and  if  he  has  used  that  part,  for  the  purposes  for 
which  the  patentee  adapted  his  invention,  and  for  which  he 
has  taken  out  his  patent,  and  the  jury  are  of  opinion  that 
the  difference  is  merely  colourable,  it  is  an  infringement." 
(5  J^j^cA.  334.)  Alderson,  B. :  "If  the  invention  consists  of 
something  new  and  a  combination  of  that  with  what  is  old, 
then,  if  an  individual  takes  for  his  own  and  uses  that  which  is 
the  new  part  of  the  patent,  that  is  an  infringement  of  it."  (Jh* 
336.) 

\g)  Sellers  «.  Dickinson.    [1850] 

Pollock,  C.B. :  "  There  may  be  an  infringement  by  using 
80  much  of  a  combination  as  is  material,  and  it  would  be  a 
question  for  the  jury  whether  that  used  was  not  substantially 
the  same  thing."  (6  l^xcJi,  324.)  "  I  think  it  may  be  laid  down 
as  a  general  proposition  (if  a  general  proposition  can  be  laid  on 
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a  snbject  applicable  to  such  a  variety  of  matters  as  patent  law — 
matters,  indeed,  incommensurable  with. each  other,  for  the  same 
doctrine  which  would  apply  to  a  medicine  would  scarcely  apply 
to  a  new  material  or  a  new  metal),  that  if  a  portion  of  a  patent 
for  a  new  arrangement  of  machinery  is  in  itself  new  and  useful, 
and  another  person,  for  the  purpose  of  producing  the  same 
effect,  uses  that  portion  of  the  arrangement,  and  substitutes, 
for  the  other  matters  combined  with  it,  another  mechanical  equi* 
valent,  that  would  be  an  infringement  of  the  patent."     (lb.  326.) 

(h)  The  Electric  Telegraph  Company  v.  Brett*    [1851] 

The  breaches  alleged  in  the  declaration  were  that  the  defendant 
had  used  and  counterfeited  the  said  invention;  the  evidence  was, 
that-  the  defendant  had  used  or  counterfeited  part  only.  The 
specification  described  nine  several  improvements : — Held,  that  the 
declaration,  in  speaking  of  the  said  invention,  was  to  be  understood- 
as  charging  the  using  or  counterfeiting  of  the  said  nine  improve- 
ments, and  that  it  was  sufficiently  proved  by  showing  that  one  of 
them  had  been  used.  (10  C.  B.  838 ;  15  Jur.  579 ;  20  L.  J.,  C.  P. 
123.) 

(•)  Newton  v.  Vaucher.    [1851] 

A.  obtained  a  patent  for  an  improvement  in  packing  hydraulic 
and  other  machines,  by  means  of  a  lining  of  soft  metal,  and  thereby 
of  rendering  certain  parts  of  such  machines  air  and  fluid  tight. 
B.  afterwards  discovered  that  soft  metal  had  the  property  of 
diminishing  friction,  and  of  preventing  the  evolution  of  heat  when 
applied  to  the  surfaces  in  contact  of  machines  in  rapid  motion  and 
subject  to  pressure,  and  he  embodied  the  application  of  that  dis- 
covery to  machines  in  a  patent : — Held,  that  the  application  of  the 
soft  metal  by  B.  differed  essentially  from  that  of  A.,  and  that  there 
was  no  in&ingement.     (6  Exch.  859.) 

(f)  Smith  v.  The  London  and  North  Western  Eailway  Company. 

[1853] 

Action  for  the  infringement  of  a  patent  for  an  improved  wheel. 
In  the  claim,  the  patentee  stated  that  the  new  invention  consisted 
in  the  circumstance  that  the  centre  boss,  or  nave,  arms,  and  rim  of 
the  said  wheel  were  wholly  composed  of  wrought  or  malleable 
iron,  *'  welded  into  one  solid  mass,*  in  manner  Thereinbefore  described.** 
The  defendants  used  a  wheel,  made  by  welding  pieces  of  wrought 
iron  so  as  to  form  a  single  compact  piece  of  wrought  iron ;  the 
mode  of  forming  the  nave  was  the  same  as  that  in  the  specification ; 
the  mode  of  forming  the  rim  was  different : — Held,  that  it  appearing 
that  the  mode  of  forming  the  nave  was  a  material,  new,  and  useful 
part  of  the  invention,  the  use  of  it  by  the  defendant  was  an 
infringement  of  the  patent.  (2  EU.  <fc  JB.  69 ;  17  Jur.  1071.) 
Campbell,  C. J.,  in  delivering  the  judgment  of  the  Court,  said : 
•'  Where  a  patent  is  for  a  combination  of  two,  three,  or  more  old 
inventions,  a  user  of  any  of  them  would  not  be  an  infringement  of 
the  patent ;  but,  where  there  is  an  invention  consisting  of  several 
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parts,  the  imitation  or  pirating  of  any  part  of  the  invention  is  an 
infringement  of  the  patent."    (2  EU.  d  B.  76.) 

(i)  MOREWOOD  «.  TUPPER.      [1865] 

A  patent  was  taken  out  for  causing  sheets  of  metal  to  be  passed 
throngh  molten  zinc  in  such  a  way  as  to  secure  their  complete 
immersion.  This  was  effected  by  the  sheets  passing  between 
rollers  in  contact  with  metal  kept  molten  in  a  suitable  pot. 
Another  mode  was  by  causing  the  sheets  to  be  passed  under  a  bar 
placed  below  the  surface  of  molten  metal,  in  combination  with 
certain  guides.  Quasre,  whether  a  bar  alone,  when  so  placed  for 
the  purpose  of  ensuring  complete  immersion  by  passing  sheets  of 
metal  under  it,  is  the  proper  subject  of  a  patent.  SembUj  per 
Parke,  B.,  that  if  the  patent  is  good  for  the  bar  alone,  the  use  of 
the  bar  by  the  defendants,  though  for  a  purpose  different  from  that 
of  the  plaintiff's,  is  an  infringement.     (3  C,  L.  Bep,  718.) 

(I)  BoviLL  V.  Keyworth.    [1857] 

r.  A  patent  obtained  for  a  new  combination  of  a  blast  and  an 
exhaust  in  connection  with  a  mill,  in  which  only  the  lower  stone 
rotates,  is  infringed  by  the  use  of  the  same  combination  in  con- 
nection  with  a  mill  in  which  the  upper  stone  rotates.  (7  EU.  db  B. 
725.)  Campbell,  C.J.,  in  delivering  the  judj?ment  of  the  Court, 
said :  ^'  Supposing  the  patent  to  be  for  a  combination,  consisting  of 
several  parts,  for  one  process,  we  are  of  opinion  that  the  defendants 
are  liable  in  this  action  for  having  used  a  material  part  of  the 
process,  which  was  new,  for  the  same  purpose  as  that  mentioned 
m  the  specification,  although  they  did  not  at  the  same  time  use  all 
the  parts  of  the  process  as  specified."    {lb.  737.) 

(m)  De  la  Eue  r.  Dickinson.    [1857] 

The  specification  of  a  patent  for  an  invention  of ''  improvements 
in  the  manufacture  of  envelopes  "  described  a  machine  in  which  a 
piece  of  paper  was  held  upon  a  platform  whilst  the  flaps  of  the 
envelope  were  folded,  and  concluded  by  claiming  ^'  the  so  arranging 
machinery  that  the  flaps  of  envelopes  may  be  folded  thereby  as  herein 
described :" — Held,  that  a  machine  in  which  the  flaps  of  an  envelope 
were  folded  might  be  an  infringement  of  the  patent,  although  the 
envelope  was  not  held  down  during  the  operation  of  folding. 

The  specification  of  a  patent  for  an  invention  with  a  similar 
title  described  and  claimed  '*  the  application  of  a  gum  or  cement  to 
the  flaps  of  envelopes  by  apparatus  acting  in  the  manner  of  surface- 
printing  :" — Held,  that  an  apparatus  for  applying  the  gum  might 
be  an  infringement,  although  it  acted  only  in  part  in  the  manner 
of  surface-printing  according  to  the  description  contained  in  the 
specification.     (7  Ml.  d  B.  738;  3  Jur.,  N.  5.,  841.) 

(n)  FiNLAY  V.  Allan.    [1857] 

An  inventor  patented  improvements  on  fire-grates,  of  which  the 
principal  feature  was  an  overhanging  door  of  novel  construction, 
causing  a  double  draught.     In  his  specification  he  claimed  as  part 
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of  the  invention  secured  to  him  by  the  patent  '^  the  application  and 
use  "  of  a  detent  link  or  holder  of  a  peculiar  form  to  retain  the 
door  in  its  position,  but  which  was  proved  to  have  been  previously- 
used  and  applied  to  grates  without  overhanging  doors : — Heldy  that 
the  use  of  a  similar  detent  link,  when  applied  to  an  overhanging 
door,  but  which  did  not  produce  a  double  draught,  was  not  an 
infringement  of  the  patent.  (19  Dec.  of  Ort,  of  Sess.,  2nd  Series^ 
1087.) 

(o)  LisTEB  V.  Leather.     Ex.  Ch.    [1858] 

A  valid  patent  for  an  entire  combination  for  a  process  gives 
protection  to  each  part  thereof  that  is  new  and  material  for  that 
process,  without  any  express  claim  of  particular  parts,  and  not- 
-withstanding  that  parts  of  the  combination  are  old.  (8  Ell.  d  B. 
1004 :  affirmed  in  Ex.  Ch.,  Ih.  1031.)  Williams,  J.,  in  delivering 
the  judgment  of  the  Court  of  Exchequer  Chamber,  said :  "  It  was 
argued  before  us,  on  behalf  of  the  appellants,  that,  if  a  patent  be 
tAken  out  for  a  combination  of  a,  h  and  c,  it  could  not  be  infringed 
by  using  a  combination  of  h  and  c  only.  We  are  of  opinion  that 
the  answer  to  this  inquiry  turns  altogether  upon  what  a,  h  and  c 
are,  liow  th^y  contribute  to  the  object  of  the  invention,  and  what 
relation  they  bear  to  each  other.  Cases  may  possibly  be  suggested 
where  the  use  of  h  and  c  might  not  be  an  infringement  of  the 
patent ;  but  more  easily  cases  may  be  put  where  the  use  of  h  and  c 
would  be  an  infringement  of  the  patent.  Whether  in  this  case  it 
was  so  or  not  would  depend  upon  the  facts  of  the  case,  and  may 
be  more  a  question  of  fact  for  the  jury  than  of  law  for  a  court  of 
appeal.  But  the  facts  are  not  before  us ;  and  we  think  the  court 
below  was  right  in  deciding  that  the  use  of  a  subordinate  part  of 
a  combination  might  be  an  infringement  of  the  jpatent  if  the  part 
80  used  was  new  (by  which  we  understand  new  in  itself,  or  in  its 
effects,  not  merely  in  its  application)  and  material."  (26.  1033.) 
But  see  Harrison  v.  Anderston  Foundry  Company ^  inf  p.  180  {d). 

(p)  The  Patent  Bottle  Envelope  Company  v.  Seymour.    [1858] 

The  plaintiff  obtained  a  patent  for  "  improvements  in  the  manu- 
facture of  cases  or  envelopes  for  covering  bottles,"  and  in  the 
specification  the  invention  was  stated  to  consist  *'  in  an  arrange- 
ment of  apparatus  by  which  lengths  of  rush,  straw  or  other 
suitable  material  may  be  readily  tied  together,  so  as  to  form  cases 
or  covers  to  protect  bottles  from  breakage  when  packed."  It 
then  proceeded :  *'  For  this  purpose  I  take  equal  lengths  of  rush, 
straw  or  other  suitable  material,  and  confine  them  at  one  end 
within  a  ring  or  cap,  which  I  then  place  over  the  neck  end  of  a 
mould  or  mandril,  corresponding  in  form  to  the  bottle  for  which 
the  case  or  cover  is  intended  " : — Held,  that  the  use  of  the  mandril, 
which  was  admitted  to  have  been  long  commonly  used  for  pro- 
ducing given  forms  of  pliable  materials,  and  the  application  of 
which  to  work  previously  untried  materials  or  to  produce  new 
forms,  was  held  not  to  be  the  subject  of  a  patent,  was  not  an 
infringement  of  the  plaintiffs  patent.     (5  C.  B.,  N.  8.^  164;  5  cTur., 
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N.  S.,  174 ;  28  L.  J.,  0.  P.  22.)  WiUes,  J.,  in  delivering  the  judg- 
ment of  the  Court,  said :  *'  The  infringement  of  any  part  of  a 
patent  procees  is  actionable,  if  that  part  is  of  itself  new  and  useful, 
so  that  it  might  be  the  subject-matter  of  a  patent,  and  is  used  by 
the  infringer  to  affect  the  object,  or  part  of  the  object,  proposed 
by  the  patentee."    (5  C.  JB.,  Jv.  5.,  172.) 

(q)  Thomas  ».  Foxwell.    [1858] 

Evidence  may  be  admitted  of  an  infringement  bv  an  imitation 
of  a  material  part  of  a  general  combination,  notwithstanding  the 
disclaimer  of  the  mechanical  parts  separately,  of  which  the  com- 
bination consists,  and  although  there  be  no  separate  and  specific 
claim  in  respect  of  the  part  imitated,  while  there  are  separate  and 
distinct  claims  in  respect  of  other  subordinate  combinations.  The 
jury  oueht  not  to  find  for  the  plaintiff  upon  the  plea  of  not  guilty, 
unless  they  are  convinced  that  the  defendant  has  imitated  a  part 
of  the  plaintiff's  combination,  both  substantial  and  new,  and  for 
the  same  purpose.    (5  Jur.y  N.  S.,  39.) 

(r)  Seed  v.  HiaoiBrs.    H.  L.    [1860.J 

The  plaintiff  claimed  by  his  specification  and  disclaimer  the 
application  of  centrifugal  force  in  the  particular  manner  described 
in  the  specification.  The  particular  manner  described  was  by  the 
use  of  *'  a  weight."  The  defendant  employed  a  machine  similar  in 
many  respects,  but,  though  using  weight,  or  pre.^^sure  occasioned 
by  weight,  as  a  force,  did  not  use  '*  a  weight " : — Held,  that  this 
did  not  amount  to  an  infringement  of  the  plaintifiTs  patent. 
(8  H.  L.  Cos.  651.) 

(«)  M'CoRMicK  V.  Gray.    [1861] 

A  patent  for  a  reaping  machine,  the  several  parts  of  which  are 
not  claimed,  is  not  infringed  by  the  manufacture  of  the  blade  or 
cutter  similar  to  that  described  in  the  specification,  which  does 
not  of  itself  constitute  a  machine ;  but  the  patent  may  be  in- 
fringed by  a  person  who  subsequently  makes  the  cutter  into  a 
machine  which  is  identical,  or  an  imitation  of  the  plaintiff's 
machine.  (31  L.  J.,  Ex.  42 ;  7  H.dN.  25.)  Martin,  B.  (duhitatUe\ 
said :  *'  I  think  it  a  very  arguable  question  whether,  if  a  man  has 
invented  a  machine  consisting  of  several  parts,  one  of  which  when 
in  the  machine  effects  a  cutting  purpose,  it  would  be  competent 
for  a  manufacturer  to  manufacture  that  very  part  so  as  to  make 
any  person  who  put  it  into  a  machine  and  sold  it,  liable  to  an 
action  for  an  infringement  of  the  patent."     (31  L.  cT.,  Ex,  47.) 

(t)  Lister  v.  Eastwood.    [1864] 

Where  a  patent  is  for  a  combination,  a  person  who  takes  a  new 
and  material  part  of  the  combination,  but  does  not  apply  it  to  a 
similar  or  analogous  purpose  to  that  to  which  it  was  applied  in 
the  patent,  does  not  infringe  the  patent.  (9  X.  T.  £«».,  N.  S.^ 
766.) 
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(f«)  White  v.Fbnn.    [1867 J 

If  a  patent  be  taken  ont  for  an  invention  by  means  of  a  com- 
bination, the  use  of  a  subordinate  part  of  the  combination  is  no 
infringement  of  the  patent,  unless  such  part  is  new  and  material* 
(15  W.  B.  348 ;  15  L.  T.  Rep,,  N.  8.  505.) 

(r)  BoviLL  «.  Crate.    [1867] 

The  plaintiff's  patent  being  for  an  improved  method  of  exhausting 
air  which  accumulated  round  millstones  in  grinding,  the  defendant 
objected  that  the  plaintiff  was  limited  by  his  claim  to  exhaustion 
by  a  superadded  blast,  and  that  as  the  defendant  did  not  use  a 
superadded  blast  there  was  no  infringement: — Held,  by  Wood,  V.-C, 
that  as  the  superadded  blast  was  not  brought  forward  as  new,  but 
the  removal  of  the  accumulated  air,  the  defendant  had  no  right 
(even  assuming  that  the  patent  was  for  a  combination  of  using  the 
blast  with  drawing  away  the  air)  to  take  that  portion  of  the 
invention  which  would  exactly  effect  the  same  thing,  because  he 
could  apply  it  to  another  particular  form  of  blast.     (2  Griff.  46.) 

(w)  BoYiLL  V.  Smith.    [1868] 

This  was  an  action  for  infringement  of  the  same  patent  as  that 
in  the  preceding  case.  The  de^ndant's  apparatus  could  be  made 
if  properly  used,  by  means  of  slides,  to  keep  the  machine  clear  of 
stive  and  damp  and  heat  sufficiently  to  prevent  the  accumulation  of 
moisture — i.e.  to  produce  the  effect  which  the  plaintiff  produced : — 
Hdd,  to  be  an  infringement.    (2  Oriff,  49.) 

(a?)  Tatham  v.  Dania.    [1869] 

The  plaintiff's  patent  was  for  improvements  in  machinery  for 
teazing  and  opening  textile  materials,  and  showed  the  ordinarv 
toothed  cylinders  of  a  cotton  hard-waste  breaker  machine  or  devil, 
and  the  common  feed-rollers,  but  the  cage-roller,  which  in  other 
machines  worked  in  stationary  bearings,  was  made  to  rise  and 
fall  and  to  revolve  at  any  required  speed.  The  only  part  which 
the  defendant  had  adopted  was  the  mode  of  retarding  the  cage* 
Willes,  J. :  In  such  a  case,  in  order  to  show  infringement,  "  you 
must  show  that  that  which  had  been  infriuged  and  made  by  the 
alleged  pirate  is  a  use  in  his  machine  of  such  part  of  that  which 
is  described  in  the  specification  as  could  stand  b^  itself  in  respect 
of  invention  and  in  respect  of  use  as  the  subject  of  a  distinct 
patent.  ...  I  am  satisfied  that  it  (the  retardation  of  the  cage) 
oould  not  have  been  the  subject-matter  of  a  patent,  because  the  use 
of  sets  of  rollers  in  a  series  going  at  different  rates  of  speed  for  the 
purpose  of  making  materials  not  of  the  same  kind,  but  of  a  like 
kind,  pass  through  in  a  form  more  convenient, ....  was  in  use 
before.  I  apprehend  that  is  the  use  of  an  old  process  applied  to 
another  state  of  things, ....  different  only  in  the  circumstances 
and  not  in  the  species."     (Oriff.  213  at  p.  215.) 

(y)  Parkbs  «.  Stevens.    Ch.    [1869] 

Action  for  the  infringement  of  a  patent  for  "improvements  in. 
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the  mannfaotnre  of  railway  station  and  other  lampe.**  The  i^eci- 
fication  declared  the  invention  to  oonsist  in  the  prodnction  of  **  a 
glaze  lamp,  the  frames  of  which  shall  throw  little  or  no  shadow, 
and  yet  at  the  same  time  possess  the  requisite  strength,  and  also 
facilities  for  lighting  and  cleaning."  The  patentee  claimed  only 
**  the  arrangement  and  combination  of  parts  hereinbefore  described 
and  represented  in  the  drawings : " — Held,  that  the  use  by  the 
defendant  of  a  sliding  spherical  door,  which,  although  its  advan- 
tages were  altogether  collateral  to  the  objects  of  the  invention, 
was  fi  feature  in  the  plaintiff's  lamps,  and  described  in  his  speci- 
fication, was  no  infringement  of  the  plaintiff's  patent.  (X.  £., 
8  Eq.  358;  38  L.  J.,  Oh.  627.)  Sir  W.  M.  James,  V.-C:  "The 
patent  being  for  the  arrangement  and  combination  of  parts  so  as 
to  form  an  entire  lamp,  aud  not  being  for,  or  claiming  to  be  for, 
any  particular  part,  the  last  question  arises,  is  the  introduction 
into  a  lamp,  which  is  not  alleged  in  any  other  respect  to  have 
adopted  any  part  of  the  plaintiff's  arrangement  and  combination 
of  a  sliding  door,  an  infringement?  The  plaintiff's  ooupLsel  have 
contended  that  it  is,  on  the  authority  of  the  case  of  Lister  v.  Leather. 

The  authority  of  that  case  has  been  pressed  upon  me  as 

if  it  really  established  this,  which  would  be  a  most  startling 
proposition,  that  a  patent  for  a  combination  or  arrangement 
would  be  a  distinct  patent  for  everything  that  was  new  and 
material,  and  that  went  to  make  up  the  combination.  The  mar- 
ginal note,  if  read  hastily,  is  calculated  to  give  some  colour  to 
i;hat  contention.  But  if  the  judgment  be  read,  it  will  be  found  to 
^ive  no  warrant  whatever  for  such,  I  must  call  it,  baseless  notion." 
(X.  £.,  8  Eq,  366.)  '*  To  say  that  a  patent  for  an  entire  combi- 
nation is  a  valid  patent  for  a  part,  when  that  part  would  not  have 
itself  been  patentable,  is,  in  my  judgment,  a  reducHo  ad  dbswrdum 
of  the  supposed  principle  of  LUter  v.  Leather"  (lb.  368.)  Judgment 
affirmed  on  appeal.    (L.  £ep.,  5  Oh.  36/) 

Hatherley,  L.  C,  however,  said :  "  If  this  door  was  plainly  and 
manifestly  a  new  part,  forming  part  of  the  whole  combination,  it 
ought  not  to  be  taken."    (lb.  39.) 

(«)  Wbight  v.  HrrcHcocK.    [1870] 

The  plaintiff  obtained  a  patent  '^  for  the  invention  of  improve- 
ments in  the  manufacture  of  friUs  or  ruffles,  and  in  the  machinery 
or  apparatus  employed  therein."  The  specification  described  the 
invention  as  relating  '*  to  a  peculiar  manufacture  of  frills,  ruffles, 
or  trimmings,  and  to  a  peculiar  combination  of  mechanism  to  be 
applied  to  a  sewing  machine  for  producing  the  same."  The  speci- 
fication described  how  the  fabric  was  folded  or  crimped  by  a 
reciprocating  knife,  and  the  folds  stitched  by  a  sewing  machine. 
The  patentee  claimed — "  First,  the  general  construction,  arrange- 
ment and  combination  of  machinery,  apparatus,  or  means  for 
producing  crimps  or  plaited  frills  or  trimmings  in  a  sewing 
machine,  as  hereinbefore  described.  Secondlv,  the  application 
and  use  of  a  reciprocating  knife  for  crimping  mbrics  in  a  sewing 
machine,  substantially  as  hereinbefore  described.     Thirdly,  the 
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peculiar  mann&ctare  of  crimped  or  plaited  frills  or  trimming8»  as 
hereinbefore  described  and  illustrated  by  figure  8  of  the  drawings : " 
— Heldy  first,  that  the  essential  improvement,  introduced  by  the 
plaintiff*  was  the  use  of  a  reciprocating  knife,  and  that  the  patent 
did  not  apply  simply  to  its  use  in  combination  with  a  sewing 
machine,  and  therefore,  that  the  use  of  the  reciprocating  knife, 
separately  from  a  sewing  machine,  was  an  infringement  of  the 
patent    (X.  B.^  6  Ex.  37 ;  39  L.  J.,  Exck.  97.) 

(a)  Caknington  v.  Nuttall.    H.  L.    [1871] 

Per  Lord  Westbnry :  If  there  is  a  patent  for  a  combination  of 
machinery,  originally  directed  to  one  purpose,  and  a  person  after- 
wards adopts  that  combination  in  order  to  make  it  minister  to 
another  and  additional  purpose,  his  doing  so  oonstitntes  an  infringe- 
ment of  the  patent.    (X.  JSep.,  h  JELL,  205.) 

(5)  Saibt  v.  Clunes.    [1874] 

A  patent  not  only  protects  the  entire  apparatus,  bat  also  every 
part  of  it  which  is  new  and  material,  but  if  the  defendant's  ap- 
paratus, although  for  the  same  object,  be  a  new  and  different 
apparatus,  not  copied  from  the  plaintiff,  and  there  is  not  used  in 
its  construction  any  part  of  the  plaintiff's  apparatus  which  was 
new  and  material,  there  is  no  infnngement : — Heldy  on  the  facts, 
that  the  apparatus  of  the  defendant  for  actuating  railway  points 
or  signals  was  not  an  infringement  of  the  plaintiff's  patent.  (43 
L.  J.,  Exck.  228.) 

A  patent  for  a  mechanical  arrangement  whereby  a  particular 
operation  may  be  performed  for  a  particular  purpose,  the  parts  of 
the  apparatus  not  being  new  in  themselves,  but  thus  first  combined 
for  that  particular  purpose,  is  not  infringed  by  the  adoption  of 
the  same  arrangement  or  combination  of  parts  for  a  similar  purpose 
if  the  mode  of  operation  is  sufficiently  distinct  and  different  in 
principle,  and  the  object  achieved  is  also  sufficiently  distinct  or 
novel,  and  does  not  form  an  essential  part  of  the  patent.    (i&.) 

(c)  BunsET  ».  Feldtman.    [1875] 

A  patentee  claimed  as  his  invention  '*  A  packing  (for  stuffing 
boxes)  composed  of  fibrous  strands  impregnated  with  powdered 
minend  lubricant,  combined  with  a  cover  of  braided,  woven,  or 
knitted  &bric."  The  defendant  used  for  the  same  purpose  a 
woven  cover  of  fibrous  material  lined  with  one  or  more  layers  of 
cotton  wick,  the  central  space  filled  with  soapstone  or  lubricating 
material,  either  dry  or  moist.  The  effect  of  moving  the  defendant's 
packing  about  was  that  naturally  the  lubricant  became  more  or 
less  absorbed  into  the  cotton  wick  lining,  and  so  produced  a 
packing  practically  coinciding  with  the  description  in  tiie  patent : 
— Held^  that  as  the  claim  in  the  patent  was  clearly  intended  to 
cover  a  designed  impregnation  of  fibrous  strands  before  they  were 
enclosed  in  an  outside  covering,  there  was  no  infringement.  The 
CTound  was  perfectly  open  and  clear  to  any  person  who  might 
discover  that  it  was  better  not  to  impregnate  strands  at  all,  but  to 
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provide  a  'bag  witli  an  inside  snrfaoe  of  an  absorbent  description^ 
and  then  to  fill  np  that  bag  with  powder  in  bulk.     (Oriff,  49.) 

(d)  Harrison  v.  Anderston  Foundry  Company.    H.  L.    [1876] 

Lord  Cairns,  L.C. :  "  If  it  is  clear  that  the  claim  is  for  a  com- 
bination, and  nothing  bnt  a  combination,  there  is  no  infringement 
unless  the  whole  combination  is  used,  and  it  is  in  that  way  imma- 
terial whether  any  or  which  of  the  parts  are  new.  If,  indeed,  it 
were  left  open  on  the  fipecification  to  the  patentee  to  claim,  not 
merely  the  combination  of  all  the  parts  as  a  whole,  but  also  certain 
subordinate  or  subsidiary  parts  oi  the  combination,  on  the  ground 
that  such  subordinate  and  subsidiary  parts  are  new  and  material, 
as  it  was  held  a  patentee  might  do  in  Lister  v.  Leath&r  (8  Ell,  d  B, 
1004),  then  it  might  be  necessary  to  see  that  the  patentee  had 
carefully  distinguished  those  subordinate  or  subsidiary  parts  and 
had  not  left  it  in  dubio  what  claim  to  parts,  in  addition  to  the 
claim  for  combination,  he  meant  to  assert.  .  •  «  .  In  the  present 
case,  however,  no  question  of  this  kind  appears  to  me  to  arise. 
The  patentees  claim,  as  I  have  said,  for  a  combination  under  their 
first  claim,  calling  it  *  the  construction  and  arrangements  of  the 
parts  of  mechanism  herein  distinguished,  generally,'  and  in  their 
second,  third  and  fourth  claims  they  have  specified  the  subordinate 
or  subsidiary  parts  to  which  they  lay  claim  as  novel,  and  the 
specification  of  these  subordinate  or  subsidiary  parts  appear  to  me 
to  exclude  the  possibility  of  a  claim  for  any  other  parts  as  noveL" 
(L.  B.,  1  App.  Cos.  678.) 

Lord  Chelmsford :  "  It  is  unnecessary  for  the  determination  of 
this  appeal  to  consider  the  propriety  of  this  decision  {Lister  v. 
Leaiher) ;  but  I  cannot  forbear  expressing  a  doubt  whether  it  can 
be  supported.  If  a  patent  is  solely  for  a  combination  nothing  is 
protected  by  it,  and  consequently  nothing  can  be  infringed  but  the 
use  of  the  entire  combination."     (26.  681.) 

Lord  Penzance:  "The  case  of  Lister  v.  Leather  has  been  cited 
and  commented  upon  as  an  authority  for  the  proposition  that  a 
patent  for  a  combination  covers  and  protects  all  subordinate  com- 
binations, or  parts,  or  at  least  such  of  them  as  are  new  and  material. 
It  is  plain,  however,  that  that  case  did  not  go  this  length.  ...  It 
decided  nothing  more  than  this,  that  though  the  patent  is  for  a 
combination,  it  does  not  follow  that  there  can  be  no  infringement 
of  it  unless  every  part  of  that  combination,  without  exception,  is 
pirated.  What  the  Court  said  was,  that  the  taking  of  a  subordi- 
nate part  or  parts  of  the  combination  might  be,  not  that  it  neces- 
sarily would  be,  an  infringement  of  the  patent ;  and  that,  whether 
it  would  be  so  or  not  depended,  as  the  Court  of  Error  said,  *  upon 
what  the  parts  taken  were,  how  they  contributed  to  the  object  of 
the  invention,  and  what  relation  they  bore  to  each  other.'  This 
only  amounts  to  saying  that  on  a  question  of  infringement  the 
essential  nature  of  the  invention  will  be  regarded ;  and  that  there 
may  be  cases  in  which,  though  the  patent  is  for  an  entire  combi- 
nation of  numerous  parts,  a  collusive  imitation  of  that  invention 
may  be  effected  though  some  detail  of  the  combination  is  omitted 
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or  cHanged,  whioh  is  a  dooirine  familiar  enough  in  patent  law." 
(lb.  693.) 

(c)  Clark  v.  Adie  (First  App.)    C.  A.  &  H.  L.    [1875-7] 

James,  L.  J.,  delivering  the  judgment  of  the  Court,  said  :  **  Upon 
the  authority  of  Smith  y.  Lmdon  and  North  Western  BaUway  Com- 
pany (4  EU.  d  B.  69\  it  has  been  strongly  contended  before  us, 
that  whenever  there  is  a  patent  for  a  combination  that  patent  gives 
protection,  not,  indeed,  to  every  distinct  thing  that  enters  into  the 
combination,  but  to  every  combination,  arrangement  and  aggre- 
gate of  two  or  more  of  those  distinct  things,  even  although  such 
subordinate  combination  is  not  expressly  or  impliedly  claimed  in 
the  specification. 

•*  lliis,  in  our  opinion,  is  so  startling  a  violation  of  every  prin- 
ciple of  patent  law,  that  we  doubt  whether  we  could  follow  any 
authority  short  of  the  House  of  Lords  in  appl>ing  such  a  doctrine. 
If  a  patent  for  a  combination  of  several  parts  is  in  reality  a  patent^ 
and  gives  really  a  monopoly  for  every  combination  of  any  two  or 
more  of  those  parts,  then  it  follows,  from  the  first  principle  of 
patent  law,  that  if  any  conceivable  combination  of  any  two  or 
more  parts  was  old  the  patent  would  be  bad.  On  the  other  hand, 
if  the  patentees  say,  *  No,  we  do  not  claim  to  protect  every  combi- 
nation of  those  parts,  but  only  those  subordinate  combinations  or 
parts  of  the  combination  which  are  new  and  useful,'  then  such  a 
claim  would  be  entirely  inconsistent  with  the  leading  case  of 
FoxweU  V.  Bostoch  (12  W.  B.  723),  which,  we  may  be  permitted  to 

say,  is  as  good  sense  as  it  is  sound  and  intelligible  law I 

w&l  state  what  we  conceive  to  be  the  real  principle  which  under- 
lies the  case  of  lAster  v.  Leather  (8  E.  &  B.  1004),  and  which 
reconciles  it  with  the  other  cases  and  with  general  principles  and 
common  sense.  A  patent  for  a  new  combination  or  arrangement 
is  to  be  entitled  to  the  same  protection,  and  on  the  same  principles, 
as  every  other  patent*  In  fact,  every,  or  almost  every,  patent  is 
a  patent  for  a  new  combination.  The  patent  is  for  the  entire 
combination,  but  there  is,  or  may  be,  an  essence  or  substance  of 
the  invention  underlying  the  mere  accident  of  form;  and  that 
invention,  like  every  other  invention,  may  be  pirated  by  a  theft  in 
a  disguised  or  mutilated  form,  and  it  will  be  in  every  case  a 
question  of  fact  whether  the  alleged  piracy  is  the  same  in  substance 
and  e£fect,  or  is  a  substantially  new  or  different  combination.  .  .  •  • 
If  a  man  really  wants  to  patent,  not  only  the  whole  but  some- 
thing less  than  the  whole  of  what  he  calls  '  a  new  arrangement, 
<x>nstruction  and  combination  of  parts,'  he  must  clearly  show 
that  be  claims  that  something  less — of  course  periling  his  patent 
if  that  something  less  is  not  a  novelty."     (L.  E.,  10  (%.  674.) 

On  appeal  to  the  House  of  Lords,  Lord  Blackburn  said:  **I 
incline  to  agree  with  what  was  said  by  the  Exchequer  Chamber  in 
the  case  of  Lister  v.  Leather^  that  you  cannot  decide  in  the  abstract 
whether  the  using  of  two  parts,  A  and  B,  of  a  combination  of  A, 
B  and  C,  is  or  is  not  using  part  of  that  invention,  nor  can  you 
decide  in  the-  abstract  the  other  question  which  was  somewhat 
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disonssed  in  the  case  of  the  sewing-machine  {FoxweU  v.  BosU>ek)f 
whether  or  no  the  specification  shows  that  A  or  B  is  sufficiently 
claimed  as  a  part  of  the  invention  or  not."    (L.  JB.,  2  App.  C.  335.) 

(e)  Henderson  v.  Clippens  Oil  Company.    H.  L.    [1883] 

The  specification  described  an  improved  apparatus  for  distillation 
of  shale  so  as  to  utilise  the  spent  shale  as  fael : — Held,  tiiat  assuming 
that  the  use  of  a  common  fire  chamber  was  involved  in  the  second 
claim,  yet  that  it  did  not  form  an  essential  part  of  the  first  claim,  and 
that  therefore  an  arrangement  of  apparatus,  which  was  substantially 
the  same  as  that  patented,  except  that  no  common  fire  chamber  was 
used,  was  an  infringement.     (20  Scott.  Law  Beportety  423.) 

(/)  Young  v.  Eosenthal.    [1883-4] 

Infringement  and  novelty  are  two  quite  distinct  issues;  but 
you  must  administer  the  same  measure  against  the  plaintiflf  on  the 
issue  of  novelty  as  you  do  in  his  favour  on  that  of  infringement. 
Thus,  if  the  patentee  alleges  that  the  defendant  has  "  substantially  " 
infringed  his  patent  by  using  slightly  curved  instead  of  straight 
lines  in  seams  for  corsets,  then  slightly  curved  lines  made  and 
used  before  the  patent  would  be  an  anticipation  of  the  invention. 
{Griff,  249,  1  O.  B.  29.) 

{g)  Davis  v.  Feldman.    C.  A.    [1884] 

In  an  action  for  infringement,  if  the  Court  finds  that  the 
process  which  is  alleged  to  be  an  infringement  is  substantially 
similar  to  a  process  described  in  a  prior  publication,  which  is 
alleged  to  be  an  anticipation  of  the  p1ainti£rs  patent,  the  plaintiff 
is  in  a  dilemma,  for  if  he  shows  that  his  patent  is  wide  enough  to 
include  the  alleged  infringement,  then  the  anticipation  is  estab- 
lished.    {Qriff.  lb,  1  0.  B.  13,  193.) 

Qh)  DowNBS  V.  Falcon  Engine  and  Cab  Works.    0.  A.    [1886] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
steam  engines  the  patent  contained  three  claims.  The  first  claim 
might  be  made  to  claim  the  mode  of  condensing  steam  by  passing^ 
it  through  water  in  a  tank,  and  if  so  the  patent  was  held  to  be 
invalid  for  want  of  novelty,  or  it  might  only  claim  what  was  in 
the  second  and  third  claims,  in  which  case  it  was  found  that  there 
was  no  infringement.     {Griff  11,  2  O.  B.  197,  3  O.  jB.  70.) 

{%)  United  Telephone  Company  v.  Nelson*    [1887] 

The  putting  in  of  new  carbons  in  a  tension  regulator,  which 
formed  an  essential  part  of  the  combination  protected  by  the  plain- 
tiff's patent,  is  an  infringement  of  the  patent.     {W.  N.  1887, 193.) 

{j)  Elungton  v.  Clark.    C.  A.    [1888] 

In  an  action  for  infringement  of  a  hydraulic  balance  lift,  con- 
sisting of  a  combination  partly  old,  but  in  which  the  counter- 
balance was  effected  in  a  new  way  by  water  pressure,  it  appeared 
that  the  defendants  used  a  similar  combination,  but  the  counter- 
balance was  effected,  as  previously,  by  gravity : — Hdd,  that  the 
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defendants  had  infringed  by  taking  the  essential  part  of  the  in- 
vention with  the  mechanical  equivalents  of  the  remainder,  but  on 
appea]  held  that  there  had  been  no  infringement.     (5  0.  B.  319.) 

(h)  Hocking  and  Comp  v.  Hocking.    H.  L.    [1888] 

The  House  of  Lords  approves  the  principle  that  a  grantee  should 
not  defeat  his  own  grant,  but  that  consideration  should  not  be 
allowed  to  alter  the  construction  of  the  specification.  In  an  action 
for  infringement  by  assignee  against  assignor  of  a  patent  for  an 
improved  apparatus  for  heating  liquids  applicable  as  a  condenser : 
— Held,  as  the  patentee  disclaimed  the  annularity  of  the  steam  and 
water  spaces,  and  also  their  arrangement  in  an  alternate  and  con- 
centric series ;  and  as  it  was  shown  that  the  opposite  motion  of 
steam  and  water  was  old,  and  the -original  claim  so  far  as  relatmg 
to  it  had  been  deleted,  that  the  invention  must  be  confined  to  the 
particular  forms  shown  in  the  drawings : — Heldj  further,  that  one 
of  the  characteristic  features  of  the  patented  form  was  the  relative 
proportions  between  the  cubic  areas  of  the  steam  and  water  spaces 
which  enabled  the  action  of  the  machines  to  be  reversed,  and 
that  as  that  feature  was  not  to  be  found  in  the  defendant's-  apparatus 
there  wus  no  infringement.    (6  0.  B,  69.) 

(T)  Garraed  V,  Edge.    C.  A.    [1889] 

The  plaintiff's  invention,  which  was  for  improvementain  presses 
for  pressing  roof  tiles,  consisted  roughly  of  three  items — the 
reversibility  of  the  top  plate  of  the  press,  the  reversibility  of  the 
bottom  plate,  and  the  reversibility  of  the  box.  The  defendant 
had  manufactured  dies  with  boxes  which  were  reversible,  and  had 
also  diminished  the  size  of  the  carrier  of  the  bottom  plate  for  the 
same  purpose  and  reason  as  the  plaintiff  had : — Held,  that  there 
/was  nut  a  taking  of  such  a  substantial  portion  of  the  combination 
as  would  amount  to  an  infringement.     (6  0.  B.  372,  563.) 

Colourable  Imitation — Equivalent — Evasion. 

(hi)  Bovill  v.  Moorb.    N.  p.     [1816] 

A  person  who  uses  the  same  means  in  substance  as  a  patentee 
of  a  machine,  though  the  form  of  the  machine  be  different,  commits 
an  infringement.  It  will  be  the  same  in  substance  if  the  principle 
be  the  same  in  effect.  Referring  to  this,  Gibb,  G.  J.,  said :  "  I 
remember  that  that  was  the  expedient  used  by  a  man  in  Cornwall, 
who  endeavoured  to  pirate  the  steam-engine.  He  produced  an 
engine,  which,  on  the  first  view  of  it,  had  not  the  least  resemblance 
to  Boulton  and  Watts' : — where  you  looked  for  the  head,  you  found 
the  feet,  and  where  you  looked  for  the  feet,  you  found  the  head  ; 
but  it  turned  out  that  he  had  taken  the  principle  of  Boulton  and 
Watts'  engine."    (Dav.  P.  C.  405.) 

(n)  Hill  v.  Thompson.    [1818] 

Dallas,  J.,  delivering  the  judgment  of  the  Court  of  Common 
Pleas,  said :  **  A  slight  departure  from  the  specification  for  the 
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purpose  of  evasion  only,  would,  of  course,  be  a  fraud  upon  Hie 
patent ;  and,  therefore,  the  question  will  be,  whether  the  mode 
of  working  by  the  defendant  has,  or  has  not,  been  essentially  or 
PubstantiaUy  diflFerent."  (1  Web.  P.  C.  242;  8  Taunt.  391; 
2  B.  Moore,  448.) 

(o)  Forsyth  ».  Riviere.    N.  P.    [1819] 

Action  for  the  infringement  of  a  patent  for  the  application  of 
detonating  powder  to  the  diRoharge  of  firearms.  Drawing  were 
annexed  to  the  specification  ''  exhibiting  several  constructions  (of 
looks)  whioh  may  be  made  and  adopted,  in  conformity  to  the  fore- 
going plan  and  principles,  out  of  an  endless  variety  which  the 
subject  admits  of."  The  defendant  applied  the  principle  of  the 
invention  by  using  a  look  of  a  diflferent  oonstruction  from  any  shown 
in  the  annexed  drawings.  Verdict  for  the  plaintiff.  (1  Web.  P.  C 
97 ;  1  Carp.  P.  C.  401.) 

(p)  Webster  v.  Uther.    [1824] 

Action  for  the  infringement  of  a  patent  for  an  improvement  on 
the  patent  percussion  gun-lock,  bv  the  addition  of  a  bolt,  sliding 
or  moving  in  a  groove,  by  which  the  roller  magazine  was  then 
fixed,  that  had  formerly  been  fastened  by  a  screw  and  washer ; 
the  defendant's  lock  had  a  spring  in  the  bolt,  and  the  jury,  upon 
the  evidence  of  mechanics  that  a  spring  in  a  bolt  was  the  same 
thing  as  a  bolt  sliding  in  a  groove,  found  that  there  had  been  an 
infringement.     (Gods.  Pat.  Law,  232.) 

(q)  E.  V.  Lister.    [1826] 

The  application  of  steam  to  heat  iron  rollers  is  an  infringement 
of  a  patent  in  which  hot  irons  were  inserted  into  hollow  rollers, 
the  final  process  in  both  being  the  same,  viz.,  the  applying  heat 
to  the  fibres  of  wool  during  the  operation  of  spinning  it,  by  making 
the  slivers  pass  between  the  rollers  so  heated.     (Web,  P.  L,  80.) 

(r)  Cochrane  v.  Braithwaite.    N.  P.    [1830] 

The  essential  part  of  an  invention  being  that  a  necessary  degree 
of  compression  should  be  produced  in  a  quantity  of  air : — Held, 
that  if  this  could  be  effected  by  narrowiug  the  outlet  as  well  as 
by  a  weighted  valve,  both  were  covered  by  the  words  "  any  other 
known  means  of  producing  the  required  resistance.'*  (3  Land. 
Jour.y  a  8.  42.) 

(«)  MiNTER  V.  Wells.    N.  P.     [1834] 

The  invention  claimed  being  the  application  of  the  self-adjusting 
leverage  to  the  back  and  seat  of  a  chair,  any  application  of  that 
to  the  same  subject  is  an  infringement.     (1  Web.  P.  C.  130.) 

(i)  EussELL  V.  Cowley.    N.  P.    [1834] 

The  specification  having  described  the  invention  to  consist 
in  welding  iron  in  the  manufacture  of  tubes  by  circular  pressure 
through  dies  or  holes,  the  welding  produced  by  passing  the  iron 
through  grooved  rollers,  though  not  so  perfect,  is  an  infringe- 
ment.    (1  Web.  P.  a  463.) 
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(tt)  MoBOAN  V.  Seaward.    N.  P.    [1836] 

Alderson,  B.,  in  summing  up  the  case  to  the  jury,  said: 
''Upon  that  subject  (infringement)  the  question  would  be 
simply,  whether  the  defendant's  machine  was  only  colourably 
different,  that  is,  whether  it  differed  merely  in  the  substitution 
of  what  are  called  mechanical  equivalents  for  the  contrivances 
which  are  resorted  to  by  the  patentee.  .  •  .  You  are  to 
look  to  the  substance  and  not  to  the  mere  form,  and  if  it  is  in 
substance  an  infringement,  you  ought  to  find  that  it  is  so.  If 
in  principle  it  is  not  the  same,  but  really  different,  then  the 
defendants  cannot  be  said  to  have  infringed  the  patent."  (1 
Web.  P.  a  171.) 

(w)  Jqpb  v.  Pratt.    [1837] 

Alderson,  B. :  "  You  may  take  out  a  patent  for  a  principle 
coupled  with  the  mode  of  carrying  the  principle  into  effect, 
provided  you  have  not  only  discovered  the  principle,  but  in- 
vented some  mode  of  carrying  it  into  effect.  But  then  you 
must  start  with  having  invented  some  mode  of  carrying  the 
principle  into  effect;  if  you  have  done  that,  then  you  are 
entitled  to  protect  yourself  from  all  other  modes  of  carrying  the 
same  principle  into  effect,  that  being  treated  by  the  jury  as 
piracy  of  your  original  invention."    (1  Web.  P.  C.  146.) 

(w)  Walton  v.  Potter.    N.  P.    [1841] 

A  specious  variation  in  form,  or  ingenious  alteration  in  the 
mode  of  adaptation,  is  an  infringement  of  a  patent.  Tindal, 
G.J.,  in  summing  up  the  case  to  the  jury,  said:  *' Where  a 
party  has  obtained  a  patent  for  a  new  invention,  or  a  discovery 
he  has  made  by  his  own  ingenuity,  it  is  not  in  the  power  of  any 
other  person,  simply  by  varying  in  form  or  in  immaterial  ciiv 
€mmstances  the  nature  or  subject-matter  of  that  discovery,  to 
obtain  either  a  patent  for  it  himself  or  to  use  it  without  the 
leave  of  the  patentee,  because  that  would  be  in  effect  and  in 
substance  an  invasion  of  the  right;  and  therefore,  what  you 
have  to  look  at  upon  the  present  occasion  is,  not  simply  whether 
in  form  or  in  circumstances,  that  may  be  more  or  less  imma- 
terial, that  which  has  been  done  by  the  defendants  varies  from 
the  specification  of  the  plaintiff's  patent,  but  to  see  whether 
in  reality,  in  substance,  and  in  effect,  the  defendants  have  availed 
themselves  of  the  plaintiff's  invention  in  order  to  make  that 
fabric,  or  to  make  that  article  which  they  have  sold  in  the  way  of 
their  trade."    (1  Web.  P.  C.  586.) 

(x)  Neilson  v.  Harford.    N.  P.    [1841] 

Action  for  the  infringement  of  a  patent  for  the  improved 
application  of  air  to  produce  heat  in  furnaces.  Parke,  B.,  told 
the  jury  that  if  the  invention  consisted,  as  claimed  by  the 
plaintiff,  in  applying  the  air,  heated  while  in  transitu^  then, 
however  great  the  improvement  which   the  defendant's  appa- 
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ratus  for  aooomplishing  that  object  majj^  be  on  that  desoribed 
in  the  speoification,  it  is  no  less  an  infringement.  (1  Web.  P.  0> 
310.) 

(x)  Neilson  v.  Thompson. 

Cottenham,  L.C. :  '*  The  speoification  must  tell  the  public  for 
what  it  is  that  he  (the  patentee)  claims  protection.  If  it  be  for  a 
principle,  then  if  that  be  good  it  will  apply  to  every  mode  in  which 
that  principle  can  be  carried  into  operation.  If  for  a  machine  for 
a  particular  mode  of  carrying  into  effect  an  old  principle,  that  does 
not  go  beyond  the  machine."     (1  Web.  P.  C.  288.) 

(y)  Walton  v.  Bateman.    N.  P.     [1842] 

Cresswell,  J.,  in  speaking  of  the  plaintiff's  invention,  said  : 
**  The  defendants  are  not  to  resemble  or  counterfeit ;  they  are 
not  to  make  any  addition  to,  or  any  subtraction  from,  it ;  avail- 
ing themselves  of  that  which  is  in  truth  the  subject-matter  of 
his  patent ;  so  as  by  such  alteration  to  pretend  that  they  are  the 
true  inventors  of  that  article."     (1  Web.  P.  C.  616.) 

(«)  MUNTZ  f>.  FOSTRR.     N.  P.     [1844] 

Action  for  the  infringement  of  a  patent  for  *'an  improved 
manufacture  of  metal  plates  for  sheathing  the  bottoms  of  ships/' 
The  patentee  described  his  invention  as  consisting  in  maHn^ 
the  said  plates  of  an  alloy  of  *' foreign  zinc,"  and  of  ^'best 
selected  copper;"  the  metdis  being  melted  together  in  certain 
stated  proportions.  Tindal,  C.  J.,  said  to  the  jury  that  ^  although, 
the  patent  describes  the  copper  must  be  of  the  purest  quality, 
yety  if  persons  could  take  an  inferior  kind  of  copper,  and  by 
dressing  it  up,  and  by  some  particular  way  of  melting  and  re- 
fii^g  i^i  &^^  ^^  exactly  the  same  effect  as  the  best  kind  of 
copper  would  have  done,  it  must  be  for  you  to  say  whether  in 
that  case  they  intended  to  imitate  and  to  evade  the  patent  which 
the  other  party  had  granted  to  him."     (2  Web.  P.  C.  101.) 

Lord  Lyndhurst,  L.O.,  upon  the  same  point,  said :  *'  The  analysis 

Sieves  that  that  compound  (the  metal  manufactured  by  the 
efendants)  consists,  not  of  ordinary  copper  and  zinc,  but  of 
those  minerals  in  their  greatest  purity,  and  in  the  proportiona 
recommended  in  the  plaintiff^s  specification.  If  they  were 
originally  combined  in  wis  state  the  evasion  is  plain  and  direct. 
If  they  were  purified  in  the  course  of  this  process,  this,  I  think, 
would  constitute  a  colourable  evasion  of  the  plaintiff's  invention." 
(lb.  96.) 

(a)  Heath  ».  Unwin.    [1846] 

Parke,  B.,  in  delivering  the  judgment  of  the  Court,  said: 
*' There  is  no  doubt,  we  ^nk,  if  a  defendant  substitutes  for  a 
part  of  a  plaintiff's  invention  some  well-known  equivalent, 
whether  chemical  or  mechanical,  he  would  probably  be  con- 
sidered as  only  making  a  colourable  variation."  (2  WA.  P.  C 
227.) 
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(&)  BUSSELL  «.  LSDfiAM.      [1845] 

Letters  patent  may  be  infringed  by  a  method  whioh  is  an 
improvement  upon  tne  patentee  s  invention,  provided  the  two 
methods  are,  in  a  material  part,  the  sama     (14  Jf.  <f  W.  580.) 

(c)  Gamble  v,  Kubtz.    [1846] 

Action  for  the  infringement  of  a  patent  for  '*  improvements  in 
apparatus  for  the  manufacture  of  sulphate  of  soda,"  <&c.  The 
plaintiff,  in  his  claim,  said  :  "I  do  not  claim  the  exclusive  use 
of  iron  retorts,  but  I  do  claim,  as  my  invention,  iron  retorts 
worked  in  connection  with  each  other,  as  above  described." 
The  defendant  had  used  two  chambers,  one  of  iron,  and  one  of 
brick,  connected  by  an  opening  through  which  the  material 
could  be  pushed  from  one  into  the  other : — Heldj  that  there  was 
an  infringement.  (3  C  B,  425.)  Goltman,  J.,  delivering  the 
judgment  of  the  Court  of  Common  Pleas,  said :  *'  The  essence 
of  the  plaintiff's  improvement  in  making  sulphate  of  soda  was 
the  use  of  t\fo  chambers,  with  separate  furnaces,  for  the  two 
stages  of  the  process;  so  that  both  could  be  kept  in  action  at 
the  same  time,  at  the  different  temperature  required  for  each  . 
stage;  and  that  principle  is  equally  acted  upon,  and  the  same 
advantage  gained,  whether  both  chambers  are  of  iron,  or  one  is 
of  iron  and  one  of  brick."     (i&.  435.) 

(d)  Stead  o.  Ahdebson.    [1847] 

The  use  of  the  plaintiff's  invention  with  slight  immaterial 
variations  to  make  a  colourable  difference,  or  for  any  other  pur- 
pose, is  an  evasion  of  the  patent.    (2  Weh.  P.  C  156.) 

{e)  Babbeb  «.  Grace.     [1847] 

The  specification  of  a  patent  for  **  improvements  in  the  process 
of  finishing  hosiery  and  other  goods  manufactured  from  lamb's 
-wool,"  &c.,  stated  the  invention  to  consist  in  submitting  hosiery 
and  other  similar  goods  to  the  finishing  process  of  a  press  heated 
by  steam,  &c.,  in  the  manner  hereinafier  mentioned.  After  describing 
the  method  of  presiding  the  goods  between  boxes  heated  by  steam, 
the  specification  concluded  by  confining  the  inventor's  claim  to  the 
process  as  above  detcnbed : — Heldy  that  a  method  of  finishing  hosiery 
goods,  by  passing  them  through  heated  roUers^  was  not  included 
in  this  patent,  and  therefore  was  no  infringement  of  it.  (1  Exeh. 
339;  17  L.  J.,  Ex.  122.) 

(J)  Stevens  v.  Keating.    N.  P.    [1847] 

Action  for  the  infringement  of  a  patent  for  the  manufacture  of 
cements.  The  specification  states  the  invention  to  consist  in  pro- 
ducing certain  hard  cements  of  the  combination  of  the  powder  of 
gypsum,  powder  of  limestone  and  chalk,  with  other  materials,  such 
oombinations  beine  (subsequent  to  the  mixing)  submitted  to  heat. 
The  specification  tnen  describes  the  method  of  making  cement  from 
gypsum,  in  the  course  of  which  alkali  (for  instance,  best  American 
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pearlash)  is  to  be  used,  and  is  to  be  neutralized  iv^Ith  an  acid 
(snlphnrio  acid  is  stated  to  be  the  best) ;  the  result  is  to  be  sub- 
jected to  heat.  The  patentee  claimed  *'  the  processes  of  mixing 
the  powdered  materials,  alkalies,  and  acids,  as  hereinabove  de- 
scribe," &c.  The  defendant  manufactured  cement  by  combiniog 
gypsum  with  borax,  and  subjecting  the  whole  to  heat.  It  was  in 
evidence  that  borax  is  composed  of  an  acid  and  an  alkali : — Held, 
by  Pollock,  C.B.,  that  there  was  sufficient  evidence  of  infringe- 
ment (2  Web.  P.  C.  181.)  His  lordship  told  the  jury  that  "  if 
it  had  turned  out  that  tney  (the  defendants)  had,  by  the  use  of 
borax,  produced  a  substance  very  superior  indeed,  I  think  it  would 
have  been  a  fair  question  for  the  jury  to  consider,  whether  that 
was  a  ooloarable  imitation  or  evasion,  or  whether  it  was  a  person 
travelling  in  his  own  direction,  and  making  discoveries  in  the  field 
that  was  not  closed  against  him."    (16.  185.) 

(g)  The  Electric  Teleoeaph  Company  v.  Brett.    [1851] 

Action  for  the  infringement  of  a  patent  *'  for  improvements  in 
giving  signals  and  sounding  alarums  in  distant  places,  by  means 
of  electric  currents  transmitted  through  inetciUic  circuits"  The 
defendant  arrived  at  the  same  result  by  using  a  circuit  not  wholly 
or  continuously  metallic  throughoat,  but  by  using  the  earth,  to  an 
extent  nearly  amounting  to  the  half,  as  the  connecting  medium 
between  two  portions  of  the  metal.  It  appeared  in  evidence,  that 
after  the  grant  of  the  letters  patent,  it  had  been  discovered  that  a 
large  portion  of  the  wire  through  which  the  electric  current 
returned  to  the  battery  might  be  dispensed  with  by  plunging  itito 
the  earth  the  two  ends  of  wire  which  would  have  been  joined  by 
the  parts  left  out,  the  electric  current  passing  from  one  end  of  the 
wire  to  the  other  as  effectually  as  if  a  continuity  of  wire  had 
been  kept  up  : — Heldy  that  though  a  circuit  upon  this  principle 
would  not  be  wholly  metallic,  yet,  inasmuch  as  it  was  so  in  all  that 
part  which  formed  the  substance  of  the  patentee's  claim,  viz.,  that 
part  which  gave  the  signals,  it  amounted  to  an  infringement  of 
the  plaintiffs'  patent.  (10  0.  B.  838 ;  15  Jur.  679 ;  20  X.  J".,  O.  P. 
123.) 

{h)  Hancock  «.  Moulton.    Ch.    [1852] 

On  an  application  to  the  Court  of  Chancery  for  an  injunction  to 
restrain  the  manufacture  by  the  defendant  of  vulcanized  or  cured 
caoutchouc,  alleged  to  be  an  infringement  of  the  plaintiffs'  patent, 
it  appeared  that  this  patent  was  for  obtaining  a  certain  useful 
product  by  subjecting  a  mixture  of  sulphur  and  caoutchouc  to  heat. 
The  mixture  was  first  made  mechanically,  and  then,  by  the 
operation  of  heat,  the  character  of  the  oaoatchouc  was  changed, 
80  that  it  ceased  to  be  liable  to  stiffen  from  cold.  It  was  not 
decomposed  by  heat,  and  it  was  improved  in  elasticity.  The 
patent  extended  to  the  incorporation  of  sulphur,  and  of  sulphur 
only,  with  the  caoutchouc  by  means  of  heat.  The  defendant 
subsequently  obtained  a  patent  for  the  combination  of  hypo- 
sulphate  of  lead  and  artificial  sulphuret  of  lead  with  caoutchouc ; 
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that  combined  mass,  acted  upon  by  heat,  was  alleged  by  the 
defendant  to  produce  more  beneficial  results,  but  the  results  were 
of  the  same  character  as  those  which  were  produced  by  the  plain- 
tiffs' invention.  Turner,  Y.-C. :  *' Assuming  the  materials  thus 
used  by  the  defendant  to  be  different,  the  process  of  the  defendant 
would  per  se  be  no  infringement  of  the  plaintiffs'  patent.  The 
plaintiffs  confine  their  patent  to  sulphur ;  the  defendant  had  used 
nyposulphate  of  lead  and  artificial  sulphuret  of  lead.  It  was  said 
that  the  hyposulphate  and  sulphuret  of  lead  do  not  of  themselves 
produce  the  change,  but  that  the  change  is  produced  by  the 
Btilphur  which  they  contain,  and  which  forms  one  of  their  several 
constituent  parts  ;  and  that  those  parts  being  decomposed  by  heat^ 
the  sulphur  combined  with  the  caoutchouc  and  left  a  residuum  ot 
lead,  which  had  no  operation  in  the  change  which  was  effected* 
If  the  qualities  conferred  upon  the  caoutchouc  by  the  process 
were  imparted  by  the  sulphur,  it  would  no  doubt  be  an  infringe- 
ment of  the  plaintiffs'  patent."  (Johnson^a  Patentees  Manual^  Srd  ed, 
p.  208.) 

(i)  Bateman  v.  Gray.    N.  P.    [1863] 

Action  for  the  infringement  of  a  patent  for  '*  certain  improve- 
ments in  valves  or  plugs  for  the  passage  of  water  or  other  fluids." 

Martin,  B.,  in  summing  up  tp  the  jury,  said  :  **  If  you  believe 
that  the  defendant's  instrument,  though  he  might  have  employed 
skill  and  knowledge  upon  it,  was  taken  by  him  substantially  from 
the  plaintiff's,  and  that  what  he  has  produced  is  nothing  more 
than  a  substitntion  of  other  and  equivalent  means  for  producing 
the  same  end,  even  though  the  means  employed  might  be  better 
than  those  of  the  plaintiff's,  it  is  my  duty  to  tell  you  that  that  is 
an  infringement  of  the  patent.  If  that  were  not  the  law  no  patent 
would  be  safe,  for  a  patentee  is  forced  to  produce  to  the  public  a 
f^pecification  of  his  invention,  and  he  has  had  no  opportunity  of 
testing  it  so  as  to  point  out  every  application  of  it  for  public  use." 
(Mac.  P.  a  102.) 

0)  Unwin  ».  Heath.    H.  L.    [1856] 

A.  obtained  a  patent  for  certain  improvements  in  the  manufacture 
of  iron  and  steel,  described  as  consisting  in  "  the  use  of  carburet  of 
manganese  in  any  process  whereby  iron  is  converted  into  cast 
steel " ;  the  specification  directed  the  unfused  carburet  of  manga- 
nese to  be  put  into  the  pot  containing  the  steel  in  a  fused  state. 
The  patentee  claimed  as  his  invention  "the  use  of  carburet  of 
manganese  in  any  process  for  the  conversion  of  iron  into  cast 
steel."  B.  manufactured  cast  steel  by  placing  oxide  of  manganese 
and  carbonaceous  matter  into  the  pot  at  the  same  moment  as  the 
steel.  Evidence  was  given  that  carburet  of  manganese  would  be 
formed  by  the  combination  of  these  substances  before  the  steel 
was  melted.  They  produced  the  eame  effect  upon  the  steel  as  the 
carburet  of  manganese,  at  a  cheaper  rate.  This  method  of  pro- 
ducing the  effect  was  not  known  at  the  time  of  taking  out  the 
patent : — Heldy  that  this  wa&  a  new  invention,  and  not  an  infringe- 
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ment  of  the  patent.    (5  H.  L.  Cos.  505;  16  0.  B.  71S;  25  L.  J.^ 
a  P.  8.) 

Grompton,  J.,  in  delivering  judgment  in  the  Exchequer  Chamber, 
said :  '*  The  disoovery  of  the  new  mode  of  making  the  carburet  in 
the  pot,  in  the  course  of  the  process,  so  as  to  be  ready  to  alloy 
with  the  steel  in  a  subsequent  part  of  the  process,  may  have 
been  a  discovery  and  an  improvement  on  the  plaintiflTs  invention, 
for  which  a  patent  might  perhaps  have  been  taken  out,  and,  if 
taken  out  by  a  stranger,  the  plaintiff  could  not  have  used  the  new 
method  without  infringing  the  patent  for  the  improvement.  On 
the  other  hand,  the  new  method  could  not  in  such  case  have  been 
carried  on  without  infringing  the  plaintiff's  patent,  if,  as  I  think, 
it  was  an  improved  and  neater  mode  of  biinging  the  two  substances 
together."    (22  L.  J.,  C.  P.  10.) 

Coleridge,  J.,  in  delivering  judgment  in  the  same  Court,  said  : 
*'  There  can  be  no  doubt,  I  tbink,  that  an  equivalent  has  been  used. 
If  that  equivalent  were  known  at  the  date  of  the  specification  to 
the  plaintiff  or  ordinary  chemists— those,  I  mean,  who  would 
bring  to  the  reading  of  the  specification  such  knowledge  as  must  be 
presumed  in  those  to  whom  the  patent  must  be  taken  to  be  addressed 
— then  it  is  within  the  specification,  and  the  use  of  it  is  an  infringe- 
ment. If  not,  the  contrary  conclusion  follows,  and  the  use  of  it  is 
an  improvement,  in  virtue  of  a  new  dit^covery.  .  .  .  Whether 
the  equivalent  be  in  its  nature  near  to  or  remote  from  the  thing 
itself,  seems  to  be  in  principle  wholly  immaterial,  and  equally  so 
that  the  one  should  be  so  nearly  identical  with  the  other,  as  that 
tlie  one  should  be  the  component  parts  and  the  other  the  composite 
substance."    (lb.  13.) 

The  Judges,  in  answering  the  question  put  to  them  by  the  House 
of  LordA,  differed  as  to  the  question  of  infrin^ment. 

Crowder,  J.:  ''The  process  of  the  plaintiff  in  error  is  an 
improvement  upon  the  invention  of  the  defendant  in  error  (the 
patentee),  while  at  the  same  time  it  is  an  infringement  of  his 
patent."    (25  L.  J.,  C.  P.  11.) 

Williams,  J. :  **  Though  the  use  of  a  chemical  or  mechanical 
substitute,  which  is  a  known  equivalent  to  the  thing  pointed  out 
by  the  specification  and  claimed  as  the  invention^  amounts  to  an 
infringement  of  the  patent,  yet  if  the  equivalent  were  not  known 
to  be  so  at  the  time  of  the  patent  and  specification,  the  use  of  it 
is  no  infringement.  •  .  .  .  If  a  patent  is  taken  out  for  (he  appli- 
cation of  a  principle^  coupled  with  a  mode  of  carrying  the  principle 
into  effect,  the  patentee  is  entitled  to  protection  from  all  other 
modes  of  doing  so,  whether  known  or  not  known  at  the  time  of 
the  specification."    (A.  13.) 

Erie,  J. :  *'  I  am  of  opinion  that  a  patent  for  the  use  of  a  substance 
in  a  process  is  infringed  by  the  use  of  the  elements  of  that  sub- 
stance known  to  be  equivalent  thereto  at  the  time  of  the  um,  if 
used  for  the  purpose  of  taking   the  benefit  of  the  patent  and 

of  makine  a  colourable  variation   therefrom If  the 

discovery  had  been  made  after  the  patent,  that  carbon  and  man- 
ganese were  elements  of  the  carburet,  equivalent  to  the  carburet 
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of  manganese  in  the  patented  process,  the  nse  of  those  elements  in 
that  process  for  the  pnrpose  of  being  equivalent  to  the  carburet, 
would*  in  my  judgment,  be  a  colourable  Yariation  and  an  infringe- 
ment."    (lb.  15.) 

The  Lord  Chancellor  said  that  judgment  ought  to  be  for  the 
defendant  on  the  short  ground  that  the  invention  claimed  was 
for  the  use  of  a  particular  substance,  whereas  the  defendant  had 
used  two  other  substances  of  a  cheaper  kind,  the  use  of  which  for 
the  same  purpose  was  not  known  when  the  patent  was  obtained. 
(26.  21.) 

(i)  BoviLL  V.  Pimm.    [1856] 

In  1844,  G.  obtained  a  patent  for  *'  improvements  in  grinding 
wheat  and  other  grains."  He  described  as  his  invention  "the 
forcing  and  distributing  of  atmospheric  air  from  the  eje  or  centre 
of  mill-stones,  for  the  purpose  of  cooling  the  grain  during  the 
process  of  grinding ; "  this  was  effected  by  an  air-box  placed 
below  the  mill-stones,  into  which  air  was  forced  by  the  rapid 
rotation  of  a  fan  or  blower,  which  caused  a  current  of  air  perpen- 
dicular to  the  axis  of  the  fan ;  and  the  air  was  conducted  by  a 
pipe  through  the  eye  of  the  lower  stone  to  the  centre  of  the  two 
stones,  and  there  distributed  between  them  by  an  apparatus  pro- 
vided with  fans  or  arms.  In  1846,  the  plaintiff  obtained  a  patent 
for  "  improvements  in  manufacturing  wheat  and  other  grain  into 
meal  and  flour."  His  invention  consiBted  in  the  application  of 
ventilating  vanes  or  screws  at  the  centre  of  the  stones  for  supplying 
the  air  between  the  grinding  surfaces;  a  portable  ventilating 
machine,  blowing  by  a  screw  vane,  which  caused  a  current  of  air 
parallel  to  the  axis  of  the  vane,  was  attached  externally  to  the  eye 
of  the  upper  mill-stone;  the  screw  vane  being  set  in  rapid  motion, 
the  air  was  compelled  to  pass  through  the  eye  into  the  centre  of 
the  two  stones,  and  so  find  its  way  out  between  them.  In  1851, 
the  defendant  obtained  a  patent  for  "  improvements  in  grinding 
wheat,"  and  his  plan  was  to  remove  from  the  centre  of  both  stones 
a  large  circular  portion  of  each,  and  in  this  space,  opposite  to  the 
i^paration  of  the  two  stones,  to  place  a  fan  or  blower,  by  the  rapid 
rotation  of  which  a  centrifugal  motion  was  given  to  tiie  air,  and 
it  was  driven  between  the  stones  : — Heldj  that  the  defendant's  in- 
vention was  no  infringement  of  the  plaintiff's,  but  that  each  was 
a  new  method  of  accomplishing  a  well-known  object,  viz.,  the 
cooling  grinding  substances  by  the  common  principle  of  obtaining 
a  current  of  air  by  a  rotating  vane.  (11  Exch.  718.) 
.  Pollock,  C.B.,  in  delivering  the  judgment  of  the  Court,  said: 
**  Where  a  subject  is  not  new,  as  this  certainly  was  not,  viz., '  the 
oooling  of  substances  undergoing  the  process  of  grinding '  (which 
bad  been  long  known  to  be  a  desideratum  in  grinding,  and  to  effect 
which  various  contrivances  had  been  adopted,  and  several,  if  not 
many,  patents  taken  out),  any  patent  taken  out  for  a  method  of 
performing  the  operation  is  substantially  confined  to  that  method, 
and  cannot  be  extended  to  other  methods  obviously  different,  be- 
cause they  involve  some  common  principle  applied  to  the  common 
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object,  and  may  apparently  be  deBcribed  by  the  same  general^ 
phrase."     (lb.  739.) 

(l)  Simpson  v.  Holliday.    Ch.    [1864] 

If  a  patentee  claims  as  his  invention  the  mixing  of  two  chemi- 
cal sub8tanoef>9  and  boiling  them  together,  to  produce  a  certain 
result;  and  the  same  result  is  arrived  at  by  mixing  the  two 
substances  together  in  the  presence  of  a  third  body,  without 
boiling,  that  would  be  an  iufringement.  (20  Newt  Lon.  Joum.^ 
N.  S.  111.) 

(in)  Needuah  «.  OxLET.     Ch.     [1865] 

Where  a  patentee  has  been  led  up  to  the  invention  of  his 
patented  madiine,  by  an  idea  thrown  out  by  a  previous  patentee 
of  a  machine  for  the  same  pai-pose,  but  arrives  at  a  similar  result 
by  another  and  different  mode,  there  is  no  infringement.  (21 
Newt.  Lon.  Jour.,  N  S.  300.) 

(fi)  Curtis  v.  Platt.    H.  L.    [1866] 

Held,  affirming  the  judgment  of  the  Lord  Chancellor,  that 
a  patent  for  an  entire  combination  is  not  infringed  by  a  dif- 
ferent combination,  for  the  same  object,  of  the  same  elements, 
though  important,  or  of  equivalents  for  them,  if  not  a  mere 
colourable  evasion  or  imitation.  The  principle  which  protects 
a  patentee  against  the  use  by  others  of  mechanical  equivalents 
is  inapplicable  to  a  case  where  the  whole  invention  depends 
entirely  on  the  particular  machinery  by  means  of  which  a 
well-known  object  is  attained.  (35  L.  Jl,  Ch.  852.)  The 
Lord  Chancellor,  in  delivering  his  judgment  in  the  court 
below,  said :  '*  If  the  invention  be,  as  I  have  already  described, 
nothing  in  the  world  more  than  a  particular  means  to  attain  to 
a  given  result  which  is  perfectly  well  known,  then  the  invention 
is  for  the  means,  and  you  can  no  more  prevent  the  invention  of 
one  distinct  set  of  means  being  interfered  with — ^you  can  no 
more  say  that  it  interferes  with  the  invention  of  another,  than 
you  could  say  originally  that  there  ought  not  to  be  patents 
granted  for  the  invention  of  distinct  means  to  an  end."  (11  L.  T. 
Sep.  N.  S.  249.) 

(o)  Murray  v.  Clayton.    Ch.    [1872] 

A  clumsy  imitation  of  a  patented  machine,  or  a  patented 
article,  may  be  an  infringement,  although  it  is  not  such  as 
would  have  been  an  anticipation  defeating  an  inventor's  right 
to  a  patent.  Decided  on  the  authority  of  Daw  v.  Eley.  (X. 
Bep.,  7  Ch.  586.) 

(p)  Johnson  v.  Bylands.    [1873] 

Action  for  infringement  of  a  patent  for  improvements  in  testing 
the  strength  of  wire  for  telegraphic  and  other  purposes.  The 
invention  consisted  of  two  drums,  g  and  i ;  the  wire  from  a  reel 
was  carried  to  drum  i,  and  coiled  several  times  round  it,  and  was 
then  carried  to  drum  g,  which  was  driven  at  a  higher  surface 
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speed  th&n  dnini  i.  The  allesed  infringement  consisted  in  the 
nse  of  two  drums  and  tlie  passing  of  wire  over  them,  so  as  to  take 
the  kinks  out,  the  second  dmm  being  retarded  by  a  clip  so  as  not 
to  go  as  fast  as  the  first ;  the  wire  pulled  round  the  second  dmm 
being  gathered  up  on  the  first.  The  defendant  had  used  this 
method  before  the  date  of  the  plaintiffs  patent,  but  not  for  the 
purpose  of  testing  the  strength  : — Hdd,  that  there  was  no  infringe- 
ment. Blackburn,  J. :  "  Inasmuch  as  the  front  wheel  which  gathers 
up  the  defendant's  wire  (which  must  necessarily  be  subjected  to 
strain  and  to  expansion)  must  gather  up  a  greater  length  of  wire 
than  that  which  travels  over  the  other  drum  behind,  your  front 
wheel  must  travel  quicker  than  your  second,  which  is  true,  and  it  is 
said  that  any  means  by  which  you  retard  the  other  wheel  which 
receives  the  wire  first  is  a  'mechanical  equivalent'  for  the 
machinery  in  the  plaintiff's  machine,  by  which  it  was  secured 
that  the  first  should  travel  quicker  than  the  second.  That  phrase, 
*  mechanical  equivalent,'  according  to  my  experience  in  patent 
cases,  is  always  used  when  a  man  intends  to  disguise  something  else 
which  he  cannot  clearly  express  in  any  other  way.  But  I  do  not 
think  that  this  can  be  said  in  any  sense  to  be  a  mechanical  equiva- 
lent. In  the  one  case  the  relative  motion  of  the  wheels  is  the 
cause  of  the  wire  expanding  instead  of  being  the  effect."  {Griff.  138.) 

(q)  Thorn  v.  Worthing  Skating  Rink  Company.    M.  R.    [1876] 

Jessel,  M.B.,  in  delivering  judgment,  said :  '*  The  question 
I  have  to  decide  is,  whether  the  defendant's  skate  is,  in  sub- 
stance,   an    infringement    of   the    plaintiff's I    take    it 

this  is  the  first  test.  Is  it  so  like  the  patented  thin^  that  your 
mind  is  not  directed  in  the  first  instance  to  dissimilarity,  but 
to  similarity?  In  other  words,  have  you  to  examine  it  very 
carefully  to  find  any  distinction  or  difference?  If  that  is  the 
real  position  of  the  matter,  primd  facie  it  is  an  infringement ; 
not  necessarily  so,  because  you  may,  on  examination,  find  that 
what  you  had  overlooked  in  the  first  instance  was  really  so 
essential  and  important  a  part  of  the  invention,  that  you  ought 
to  decide  at  once  that  it  is  not  an  infringement.  Then,  having 
arrived  af  that  conclusion  on  the  inspection,  the  next  thing  is 
to  see  what  really  has  been  done.  In  one  sense,  what  has  been 
done  is  undoubtedly  a  mechanical  equivalent;  but  whether  it 
is  a  mechanical  equivalent  in  the  sense  in  which  that  expression 
is  used  in  patent  law  is,  of  course,  the  question  I  have  to  decide." 
(X.  i?.,  6  Ch.  D.  417  (n).) 

(r)  Clark  v.  Adie  (First  App.).    H.  L.    [1877] 

Lord  Hatherley :  ••  The  case  of  Seed  v.  Riggins  (8  H,  L. 
Cos.  550)  is  one  which  I  have  always  thought  exceedingly 
illustrative  of  the  great  difficulty  which  patentees  are  put 
to.  .  .  .  There  the  plaintiff  was  put  to  this  extraordinary 
difficulty:  He  first  claimed  an  improvement  by  using  centri- 
fugal force  in  the  winding  of  bobbins.  He  then  found  that, 
having  been  anticipated  as  to  tho  use  of  centrifugal   force,  he 
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could  only  clum  in  respect  of  a  certain  weight,  which  was 
moved  by  centrifugal  force  in  a  given  podtion,  and  he  dia- 
claimed  all  but  that  weight.  When  another  person  sought  to 
substitute  what  was  a  mechanical  equivalent  for  the  weight  (it 
was  not  applied  in  exactly  the  same  place  or  the  same  position, 
but  the  effects  were  almost  the  same),  the  Court  came  to  the 
conclusion  that  the  very  disclaimer  itself  showed  that  the 
plaintiff  was  only  claiming  the  exact  thing  which  was  left  open 
to  him  by  the  numerous  other  patents  which  had  been  taken 
out  for  the  application  of  centrifugal  force ;  and  that,  although 
the  defendant  had  come  as  near  as  could  be  conceived  to 
infringement,  yet  he  had  not  actually  violated  or  infringed  the 
patent,  because  the  patent  must  be  confined  very  strictly  to  what 
was  expressed  in  it — ^that  is  to  say,  very  strictly  to  the  application 
of  the  weight  there  mentioned."     (X.  &,  2  App.  Cos.  332.) 

(«)  Flower  v.  Lloyd.    C.  A.    [1877] 

Action  for  the  infringement  of  a  patent  for  improvements  in 
the  method  and  process  of  printing  on  tin  plates,  and  in  fur- 
naces or  ovens  for  heating  or  drying  printed  tin  plates.  It  was 
contended  for  the  plaintiffs  that  the  specification  claimed  a 
combination  of  four  processes,  old  in  themselves,  but  from 
which  a  marketable  product  was  for  the  first  time  obtained. 
The  combination  was  said  to  consist  of  (1)  printing  from 
raised  surfaces  with  heat-resisting  inks;  (2)  drying  in  an  oven 
of  a  particular  kind;  (3)  varnishing;  and  (4)  &ial  heating. 
The  defendants  were  charged  with  employing  three  of  these 
processes  and  making  only  a  colourable  imitation  of  the  fourth. 
The  defendants  alleged  that  the  plaintiff's  patent  was  not  for  a 
combination,  but  for  a  dry  process  of  printing,  whereas  they 
had  employed  the  old  and  well-known  process  of  printing  from 
damp  lithographic  stones.  It  was  also  shown  that  although, 
as  a  last  step  in  the  manufacture,  they  varnished  the  tin  plates 
and  put  them  again  into  an  oven,  this  oven  was  not  the  plain- 
tiffs improved  oven  or  anything  like  it : — Held^  reversing  the 
judgment  of  V.-C.  Bacon  (W.  N.  1877,  p.  71),  that  in  order 
to  constitute  an  infringement  of  a  patent  for  a  combination 
there  must  be  an  infringement  of  the  whole  combination, 
not  in  the  e^ense  that  every  step  of  the  combination  must  be 
adopted,  but  that  there  must  be  an  adoption  of  that  which  con- 
stitutes the  essence  of  the  combination.  In  this  case  the  process 
of  the  defendants  differed  from  that  of  the  plainti£G9  in  every  step, 
except  that,  after  the  plates  had  been  printed  and  baked,  they 
varnished  them  and  replaced  them  in  an  oven,  but  in  an  oven 
of  a  different  construction  from  that  employed  by  the  plaintifGi. 
Moreover,  that  this  was  a  well-known  process  which  could  not, 
on  a  fair  construction  of  the  plaintiff^s  specification,  be  con- 
sidered as  any  part  of  what  constituted  the  essence  of  the 
combination  protected  thereby.  {W.N.  1877,  p.  132;  JohiMon's 
P.  JIf.,  4:th  ecLy  p.  245.)  The  plaintiffs  afterwards  tried  to  set  aside 
the  judgment  on  the  ground  that  the  defendants  had  fraudulently 
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mided  the  Court,  but  tho  Court  of  Appeal  hdd  that  no  fraud  was 
proved-     (6  Ch.  D.  297 ;  10  Ch.  D.  327.) 

(f)  DuDGBON  V.  Thomson.    H.  L.    [1877] 

Lord  Cairns,  L.C. :  "  The  words  *  colourable  imitation  *  are 
words  which  appear  to  me  not  very  happily  chosen,  and  calcu- 
lated to  create  some  confusion.  I  am  quite  aware  that  they 
are  words  which  are  used  sometimes  in  the  argument  of  patent 
cases,  but  I  doubt  very  much  whether  the  particular  expression 
is  one  which  has  any  great  authority  for  its  use.  There  is  a 
well-known  manner  in  which  the  word  *  colon  rable'  or  'colour- 
ably'  is  used  in  patent  cases.  I  have  referred  to  the  ordinary 
form  in  which  injunctions  are  granted  in  patent  cases  by  the 
Court  of  Cliancery,  and  I  take  from  Mr.  Seton's  book  an 
example  which  appears  to  me  to  be  exactly  in  accordance  with 
what  I  recollect  to  be  the  practice  of  the  Court  in  granting 
injunctions.  It  is  in  a  case  which,  I  think,  came  before  my 
noble  and  learned  friend  as  Vice-Chancellor,  the  case  of  De  la. 
Bue  V.  Dickenson.  The  injunction  restrains  the  defendants, 
their  agents  and  servants,  during  the  continuance  of  the  patent, 
from  *  using  or  employing  any  machines  similar  to  the  machine 
in  the  plaintiff's  bill  stated,  or  any  machinery,  mechanism,  or 
mechanical  contrivance  made  or  arranged  according  to  the 
plaintiff's  said  patent  inventions,  or  differing  therefrom  only 
colourably,  or  by  the  substitution  of  mere  mechanical  equivalents 
for  the  same.'  Now,  my  lords,  what  I  understand  by  that,  is 
this,  if  there  is  a  patented  invention,  and  if  yon,  the  defendant,  are 
found  to  have  taken  that  invention,  it  will  not  save  you  from  the 
pnnitshment  or  from  the  restraint  of  the  Court  that  you  have  at 
the  same  time  that  you  have  taken  the  invention  dressed  it  up 
colourably,  added  something  to  it,  taken,  it  may  be,  something 
away  from  it,  so  that  the  whole  of  it  may  be  said,  as  is  said  in 
this  injunction,  here  is  a  machine  which  is  either  the  plaintiff's 
machine  or  differs  from  it  only  colourably.  But  underlying  all 
that,  there  must  be  a  taking  of  the  invention  of  the  plaintiff.  .  .  . 

''  My  lords,  when  I  look  at  that  which  the  respondents  have 
in  this  case  done  and  the  article  which  they  have  sold,  it  appears 
to  me  to  be  a  different  article  from  the  article  specified.  It 
is,  no  doubt,  a  cognate  invention ;  it  aims  at  accomplishing  the 
same  purpose;  it  uses,  no  doubt,  friction  rollers,  but  it  has  not 
that  thing  which  the  patentee  in  this  case  has  chosen  (I  have  no 
doubt  for  proper  reasons)  to  describe  as  one  of  the  characteristic 
features  of  his  invention,  and  which,  as  it  seems  to  me,  he  might 
almost  have  said  was  the  characteristic  feature  of  his  invention ; 
because,  as  it  seems  to  me,  it  was  that  without  which  his  inven- 
tion would  have  been  absolutely  nil."     (L,  B.,  3  App.  Cas,  46.) 

Lord  Blackburn :  **  The  phrase  '  colourably '  is  very  apt  to 
mislead  in  these  cases.  K  part  of  the  property  in  the  invention 
be  really  taken  there  is  an  infringement,  however  much  that 
may  be  disguised  or  sought  to  be  hidden.  If  that  is  detected  by 
the  patentee,  and  if  what  is  taken  is  really  part  of  his  property 
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given  to  him  by  the  letters  patent^,  he  has  a  right  to  proceed 
against  the  infringer,  however  ingeniously  the  colours  may  have 
been  contrived  to  try  to  conceal  the  fact  that  there  has  been  a 
taking  of  part  of  the  property.     (lb.  63.) 

(tt)  Barrett  ».  Vernon.    V.-C.  B.     [1877] 

The  plaintiffs  obtained  letters  patent  for  ''  an  improved  stopper 
for  bottles  containing  aerated  or  gaseous  liquids."  The  invention 
consisted  in  stoppering  bottles  containing  aerated  water,  by  means 
of  a  cylinder  or  plug  of  hard  wood,  having  a  greater  specific 
gravity  than  water,  such  as  lignum  vitas,  or  other  suitable  material. 
Subsequently,  the  defendant  obtained  letters  patent  for  *'an 
imf»roved  means  for  effecting  the  closing  or  stopping  of  aerated 
liquid  bottles,"  having  internal  stoppers  of  less  specific  gravity 
than  the  liquid  contained  in  the  bottle,  the  stopping  being  effected 
by  means  of  a  "  weight  or  closed  device  arranged  to  be  temporarily- 
applied  to  the  stopper,"  so  that  the  weight  of  the  stopper  and 
closing  device  combined  exceeded  the  specific  gravity  of  the  liquid 
contained  in  the  bottle : — Heldj  that  the  defendant's  invention 
was  a  colourable  imitation  and  an  infringement  of  the  plainti&' 
patent,  and  that  the  plaintiffs  were  entitled  to  an  injunction. 
(45  L.  T.  Bep,,  N.  S.,  765.) 

(v)  Bailey  v.  Eoberton.    H.  L.     [1878] 

Patent  for  'improvements  in  preserving  animal  substances." 
The  provisional  specification  stated  the  object  of  the  invention 
to  be  the  preserving  of  animal  substances  in  a  fresh  state;  and 
the  patentees  described  their  invention  to  consist  in  the  use  of 
a  solution,  composed  of  a  certain  specified  quantity  of  gelatine 
mixed  with  a  given  quantity  of  bisulphite  of  lime,  and  applied 
for  the  above  purpose  in  the  manner  pointed  out:— Held,  that 
if  the  complete  specification  claimed  the  same  invention  as  that 
described  in  the  provisional  specification,  it  was  not  infringed 
by  the  use  of  a  solution  of  bisulphite  of  lime,  pure  and  simple,  and 
without  admixture  of  gelatine,  in  substantially  the  same  manner,  for 
the  purpose  of  preserving  fresh  meat.     (L.  B.,  3  Ajpp.  Cos,  1055.) 

(t?^)  Pennycook  Patent  Glazing  Company  v,  Mackenzie,  Harley 

AND  Company.    [1882] 

A  patent  for  astragals  for  holding  glass  which  were  formed  out 
of  strips  of  sheet  zinc  folded  into  a  particular  shape : — Held,  not 
to  be  infringed  by  astragals  rolled  from  solid  iron,  the  use  of  metal 
instead  of  putty  not  having  been  separately  claimed.  (19  Scott, 
Law  Bep.  353.) 

(vj)  CoucHMAN  V.  Greener.    H.  L.     [1884] 

The  plaintiff  was  assignee  of  a  patent  for  improvements  in 
breech -loading  guns,  one  of  the  improvements  claimed  being  the 
converting  the  fore-end  of  the  gun  into  a  lever  by  prolonging  it 
backwards  into  the  body  of  the  gun,  so  as  to  cock  a  hammer  on  the 
barrels  being  raised.  The  defendant  being  a  licensee  of  the  said 
patent  manufactured  guns  in  which  the  fore -end  acted  so  as  to  cook 
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tlie  gnn  on  being  raised,  but  not  by  being  prolonged  backwards  so* 
as  to  form  a  lever : — Hdd,  that  this  would  be  no  infringement,  and 
that  therefore  royalties  were  not  payable.    (1  0,B,197 ;  Oriff.  58.) 

(x)  Neeoham  v.  Johnson.    C.  A.    [1884] 

The  plaintifiTs  patent  being  for  a  combination,  if  the  defendants 
have  used  that  combination,  and  also  something  added  to  it,  that 
combination  remaining  a  necessary  part  of  their  machine,  but  the 
addition  to  it  being  an  improvement,  and  if  they  have  used  that, 
without  acknowledgment  that  they  are  only  using  an  improve- 
ment, that  would  be  an  infringement.  If  they  had  invented  such 
a  machine,  they  would  have  been  entitled  to  take  out  a  patent, 
not  for  a  new  machine,  but  for  an  improvement  upon  the  plaintiff's 
machine,  and  then  they  could  not  use  their  improved  machine 
without  paying  the  proper  price  to  the  plaintiffs  for  having  used 
their  machine,  although  improved.  If  they  used  it  without 
paying,  they  would  infringe.  The  claim  being  for  machinery  by 
which  liquid,  while  being  filtered,  was  caused  to  pass  in  a  par- 
ticular way,  it  was  found  that  the  defemiant  caused  the  liquid  to 
pass  in  a  similar  way,  but  produced  this  result  by  machinery 
which  was  substantially  different : — Held,  no  infringement.  (Oriff. 
168;  1  O.li.  49.) 

(jj)  Haywakd  V,  The  Pavement  Light  Company.    [1884] 

A  patent  for  improvements  in  pavement  lights  by  making  them 
of  prisms  placed  so  that  one  side  was  horizontal,  one  side  was 
vertical,  or  nearly  so,  and  the  other  side  was  inclined  at  any  angle 
so  as  to  deflect  the  light  more  or  less  horizontally  : — Held,  to  be 
infringed  by  a  pavement  light,  in  which  the  prisms  used  were  in  all 
respects  similar,  except  that  the  third  side  was  curved.  (1  O.  jK. 
207;  Chiff.  124.) 

(«)  MooRB  V.  Bennett.    [1884] 

In  an  action  for  infringement  of  a  |*atent  for  improvements  in 
machines  for  cutting  and  trimming  the  hairs  or  bristles  of  brushes, 
the  plaintiff  alleged  that  the  real  invention  was  the  new  principle 
of  cutting  by  means  of  the  inclined  cutring  edges  as  described, 
but  it  appeared  that  if  there  were  any  inclination  of  the  edges  in 
the  defendant's  machine,  it  was  not  in  any  degree  the  same  as 
that  described  in  the  plaintiff's  specification,  nor  would  it  produce 
the  same  effect.  Blackburn,  L. :  '*  If  the  defendant  had  taken  the 
plaintiff's  edges,  not  parallel,  but  tapered,  ...  it  would  have  been 
taking  a  substantial  and  real  part  of  the  combination,  and  for  the 
object  for  which  the  combination  was  to  be  useful,  viz.  the 
making  of  brushes  in  that  way  ;  and  it  would  not  have  been  less 
an  infringement  because  the  defendant  added  superfluous  things,  if 
he  did  add  them,  or  because  he  substituted  equivalents,  or  even 
left  out  parts  of  the  combination  altogether,  provided  always  that 
he  had  taken  a  substantial  part  of  it  for  the  purposes  shown  in 
the  specification.  And  I  am  strongly  inclined  to  think  .  .  .  that 
if  the  plaintiff  bad  proved  that,  he  would  have  proved  that  there 
was  an  infringement."     (Giiff.  158;  I  0,  It,  129,  at  p.  150.) 
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(a)   NOBDENFELT  V.  GARDNER.      C.  A.      [1884] 

A  machine  which  is  alleged  to  be  an  infringement  of  a  patented 
combination  may  have  the  combination  without  any  Yariance, 
or  may  have  it  with  some  alteration,  either  by  subtraction, 
or  by  addition,  or  by  substitution  of  parts.  If  the  alteration  be 
merely  colourable,  notwithstanding  such  colourable  alteration 
there  may  be  an  infringement  If  an  alteration  by  addition 
be  made,  and  such  alteiution  is  an  improYemeut,  then  no  good 
patent  can  be  made  with  regard  to  the  new  machine  except  by 
claiming  the  invention  as  an  improvement,  and  showing  distinctly 
what  the  addition  is.  An  alteration  by  subtraction,  if  more  than 
colourable,  would  alter  the  combination.  It  would  not  be  a  com- 
bination of  the  same  things,  and  if  the  combinatitm  were  altered 
by  a  material  subtraction,  it  would  be  a  new  combination.  But 
an  alteration  by  substitution — that  is,  by  substitution  of  one  of 
the  material  elements  of  the  original  combination— must  be  a  new- 
combination.  The  second  combination,  then,  is  a  combination  of 
different  things.  There  is  the  taking  away  of  a  material  element, 
and  a  putting  in  of  a  new  material  element  which  is  different 
from  any  of  the  elements  of  the  former  combination.  {Chrif,  175; 
1  O.  B.  10,  61.) 

(6)  Mackie  v.  Berry.    [1885] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
the  manufacture  of  knitted  fabrics  and  in  machinery  therefor,  it 
appeared  that  the  complainer's  machinery  was  so  contrived  as  to 
vary  the  length  of  the  courses  by  varj'ing  the  number  of  needles 
without  removing  the  stitches  from  the  unemployed  needles,  and 
knitted  the  courses  so  as  1o  be  radial,  or  nearly  so,  instead  of 
circular.  Eadial  knitting  had  been  produced  before  by  machines 
requiring  more  or  less  manipulation,  but  not  by  an  automatic 
machine.  The  needles  used  were  latch  needles,  which  worked 
vertically,  being  lifted  by  a  horizontal  bar,  and  the  courses  were 
altered  by  altering  the  effective  length  of  this  bar.  The  alteration 
was  determined  automatically  by  a  pattern  mechanism.  The 
basis  of  the  respondent's  machine  was  the  stocking  frame,  and  in 
order  to  produce  radial  work  he  used  barbed  needles,  horizontal 
in  position,  and  stationar}*.  The  thread  was  laid  across  the  tops 
of  the  needles  by  a  yam  carrier  pressed  into  the  barb  by  a  device 
for  that  purpose,  and  the  barb  was  closed  by  a  movable  presser. 
The  yam  guide  was  arrested  opposite  any  particular  needle  by  an 
adjustable  stop,  and  the  pattern  was  determined  by  a  rack  bar 
operated  by  an  escapement,  which  had  to  be  moved  back  by  hand 
after  each  section  was  completed  : — Held,  that  this  machinery  was 
substantially  different  from  the  compluiner's,  and  that  there  was 
no  infringement     (2  0.  E.  146.) 

(c)  Laurie  v.  Baker.    [1885] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
bird  cages,  and  for  an  injunction  to  restrain  the  defendant  from 
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fraudulently  passing  off  defendant's  goods  as  the  plaintiff's,  it 
appeared  that  the  defendant  had  designed  a  feeding  cup  wldoh 
was  similar  to  the  plaintiff^s  in  one  particular  only — viz.,  the 
frame —had  registered  his  design,  and  had  then  sold  the  cup  as  a 
patent  cup : — Held^  that  as  the  plaintiff's  patent  was  for  a  com- 
bination, there  was  no  infringement;  but  that  the  trade  under- 
stood **  patent  cup "  to  mean  the  plaintiff's  cup,  and  that  as  the 
defendant  knew  this,  he  must  be  taken  to  have  fraudulently  repre- 
sented his  goods  to  be  the  plaintiff's,  and  damages  and  an  injunc- 
tion were  awarded.     (2  0.  B,  213.) 

(d)  Easterbrook  V,  Great  Western  Eailway  Company.    [1886] 

Althongh  there  cannot  be  a  patent  for  an  idea  or  a  principle 
apart  from  its  physical  embodiment  in  adequate  apparatus,  yet  if 
the  specification  discloses  an  idea,  shows  a  method  by  which  it  can 
be  carried  out,  and  does  not  limit  the  claim  of  the  patentee,  any 
apparatus  which  by  different  mechanical  means  carries  out  the 
same  idea,  is  an  infringement,  though  the  method  used  and  even 
the  purpose  to  which  the  principle  or  idea  is  applied  is  different 
fix)m  those  embodied  in  the  specification.  (^Griff.  81 ;  2  0.  B,  201 ; 
SO.  R  94) 

(e)  Proctor  v.  Bennis.     C.  A.    [1886] 

A  patent  for  a  combination  of  known  mechanical  contrivances 
producing  a  new  result  held  to  be,  infringed  by  a  machine  pro- 
ducing the  same  result  by  a  combination  of  mechanical  equivalents 
of  the  above  contrivances,  with  some  alterations  and  omissions 
which  did  not  prevent  the  new  machine  from  being  one  which 
took  the  substance  and  essence  of  the  patented  invention.  (36 
Ck  D.,  740.) 

(f)  United  Telephone  Company  v.  St.  George.    [1886] 

A  disc  of  carbonized  leather,  on  which  a  carbonized  wood  ball 
rested  lightly  by  gravity,  being  suspended  from  a  flexible  con- 
ductor:— Heldf  to  be  an  infringement  of  the  Edison  patent,  as  it 
formed  a  closed  circuit  and  did  not  act  by  make  and  break  when 
affected  by  waves  of  sound.     (Griff.  230 ;  3  0.  B.  S3  &  321.) 

{g)  MUSQRAVE  AND  SONS  V.  HlCiD3,  HarGREAVES  AND  Co.      [1886.] 

In  an  action  for  infringement  of  two  patents  for  improved 
gear  for  starting  engines,  it  appeared  that  both  the  plaintiffs'  and 
defendants'  machines  were  developments  of  an  apparatus  known 
as  Galloway's  : — Held,  by  Mathew,  J.,  that,  whether  the  plaintiffs' 
invention  was  to  be  regarded  as  claiming  a  combination  of  old 
mechanical  means  for  a  new  and  useful  purpose,  or  of  old  means, 
and  an  essential  part  which  was  new,  the  defendants  had  not 
imitated  the  whole  or  the  essential  new  part,  and  had,  therefore, 
not  infringed.     (3  O.  B.  49.) 

{h)  Hocking  and  Co.  v.  Hocking.    [1887] 
The  assignees  of  a  patent  for  a  novel  apparatus,  capable  of  being 
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used  as  a  condenser,  brought  an  acti<  n  againdt  the  patentee  fodr 
infringement.  The  defendant  denied  infringement,  and  alleged, 
that  if  the  patent  was  so  construed  as  to  cover  the  alleged  infringe- 
ment, it  would  be  void  for  want  of  novelty.  The  Court  of  Appeal, 
regaiding  with  extreme  jealousy  the  defendant's  claim  as  being  in 
derogation  of  his  own  grant,  Held,  that  although  there  were  some 
minor  ditlerences,  the  oefeudant's  apparatus  was  an  infringement. 
,(4  0.  JR.  255,  434.)  But  held  by  the  House  of  Lords  that  there  was 
no  infringement.     (6  0.  JR.  69.) 

(»)  Wenham  COMPA.NY  V.  May.     [1887] 

In  an  action  for  InfnDgement  of  a  patent  for  improvements  in 
gas  lamps,  the  only  material  difference  between  the  plaintiffs'  and 
defendant's  lamps  was,  that  in  the  latter  there  was  one  ganzo 
covering  in  place  of  two,  in  two  distinct  positiouH,  to  moderate 
and  equalise  the'  currents  of  air : — Held,  that  as  the  equalising  of 
the  current,  rather  than  the  exact  position,  appeared  to  be  the 
material  point,  there  was  an  infringement.     (4  O.  JR.  803.) 

(j)  Fletcher  t?.  Glasgow  Gas  Commissioners.     (Scotch.)    [1887] 

In  an  action  for  infringement  of  a  patent  for  improvement b 
in  cooking  stoves,  it  was  Held,  that  the  patent  could  only,  be 
supported  by  construing  it  as  claiming  the  mechanism  therein 
described,  and  that,  although  the  respondents  used  part  of  such 
mechanism,  or  something  similar  thereto,  they  used  it  for  a 
different  purpose,  and  did  not- infringe.     (4  0.  B.  386.) 

(k)  Ehrlich  v.  Ihlee.     C.  A.     [1888] 

In  an  action  for  infringement  of  a  patent  for  mechanical  musical 
instruments.  Held,  that  the  defendants  had  infringed,  in  that  they 
had  taken  the  hame  parts  to  perform  the  same  functions,  with  the 
colourable  variation  of  a  rotating  wind  chest  and  fixed  music  sheet, 
instead  of  the  plaintiff^s  fixed  wind  chest  and  rotating  music  sheet. 
(5  0.  B,  198.)  Where  a  defendant  has  substantially  infringed  a 
patent,  it  is  no  defence  to  say  he  has  made  improvements.  (5  O.  B. 
437.) 

(k^)  Kayb  v.  Chubb.    H.  L.    [1888] 

In  an  action  for  infringement  of  a  patent  for  improved  means  of 
fastening  and  unfastening  doors,  Held,  that  the  defendants  had 
infringed,  as  they  had  appropriated  every  part  of  plaintiff's  com- 
bination, with  a  mere  colourable  variation,  which  consisted  in 
making  one  part  act  directly  instead  of  indirectly.     (5  0.  B,  641.) 

(Z)  Gosnell  v.  Bishop.    C.  A.     [1888] 

In  an  action  for  infringement  of  a  patent  for  improved  trouser 
stretchers,  it  was  Held,  that  the  defendant's  stretchers,  although 
obtaining  the  same  result,  obtained  it  by  different  means,  and  were 
not  an  infringement.     (6  0.  B.  41,  151 ;  4  T.  X.  B.  397.) 

(m)  Automatic  Weighing  Machine  Company  ».  Knight.    C.  A. 
[1889] 
The  essential  part  of  the  plaintiffs'  patent  was  the  introduction 


Digitized  by  VjOOQ  IC 


By  ColouraMe  Imitation.  201 

of  a  break  with  spindle,  so  that  though  the  process  of  weighing 
was  oomplete,  the  index  on  the  dial  was  not  moved  nntU  the  stop 
was  removed  by  inserting  a  penny.  The  defendant's  mechanism 
was  different,  in  that  it  had  a  stop  which  prevented  the  machine 
itself  being  set  in  operation  until  a  coin  was  put  in : — Held,  that 
this  was  equivalent  to  putting  a  lock  on  the  machine,  and  was  not 
a  colourable  imitation  of  the  plaintiffs'  mechanism,  and  therefore 
that  there  was  no  infringement.     (5  T.  L.  B.  359 ;  6  0.  B.  207.) 

(n)  Automatic  Weighino  Machine  Company  v.  Combined  Weighing 
AND  Advertising  Machine  Company.    C.  A.     [1889] 

This  was  an  action  for  infringement  of  the  same  patent  which 
the  Court  of  Appeal  had  under  consideration  in  the  Automatic 
Weighing  Machine  Company  v.  Knight.  The  machine,  which  was 
alleged  to  be  an  infringement,  remained  out  of  gear  until  the  coin 
was  dropped  in,  so  that  the  coin  operated  on  the  machine,  instead 
of  operating  only  on  the  indicator : — Held,  by  the  Court  of  Appeal, 
that  they  could  not  reconsider  the  construction  already  put  on  the 
plaintiffs'  specification  in  Knighft  case,  and  that  if  that  construction 
were  correct  there  was  no  infringement.     (6  0.  B.  367.) 

(o)    Automatic  Weighing  Machine    Company   v.  International 
Hygienic  SoasTY.    [1889] 

This  was  an  action  for  infringement  of  a  patent  for  an  automatic 
weighing  machine,  which  had  already  been  held  by  the  Court  of 
Appeal  to  be  limited  to  a  claim  of  every  combination  of  mechanism 
subistantially  the  same  as  that  described,  and  to  be  valid.  In  the 
defendants'  machine  there  was  a  revolving  dial  connected  with 
the  platform  on  which  the  person  stood  to  be  weighed,  and  the 
proper  figure  on  the  dial  was  disclosed  by  the  opening  of  two 
shutters  actuated  by  the  insertion  of  a  coin.  In  the  plaintiffs' 
machine  there  was  an  index  connected  with  the  platform,  which 
revolved  opposite  a  concealed  fixed  dial ;  on  the  insertion  of  the 
coin,  an  index  on  an  exterior  dial  became  connected  with  the  index 
of  the  interior  dial,  and  revealed  the  weight.  There  was  no 
difference  in  the  methods  used  for  collecting  and  releasing  the 
coin,  and  resetting  the  machines.  The  inventor  of  the  defendants' 
machine  was  not  called  to  show  how  he  arrived  at  his  invention : 
^Heldj  by  Charles,  J.,  that  the  defendants'  machine  achieved  the 
same  ends  by  means  with  differences  which  were  merely  colourable, 
and  that  there  was  infringement.    (6  0.  B.  475.) 

(p)  Thomson  r.  Moore.    [1889] 

This  was  a  motion  for  attachment  to  commit  the  defendant  for 
breach  of  an  injunction  to  which  he  had  consented,  restraining 
him  from  infringing  the  plaintiff's  patent  for  improvements  in 
compass  cards.  The  defendant  denied  that  his  cards  were  an 
infringement.  The  plaintiff  used  a  thin  rim  of  paper,  surrounded 
with  a  thin  rim  of  aluminium,  connected  to  the  boss  by  fine  silk 
radial  threads  in  tension,  and  short,  light  needles,  arranged  in  a 
horizontal  plane  a  little  beneath  the  card,  and  attached  to  it  by 
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light  fiilk  threads,  and  thereby  attained :  (1)  diminution  of  friction, 
resulting  in  sensitiveness  and  acx^uracy;  (2)  small  magnetic 
moment;  (3)  long  vibrational  period.  The  defendant's  card 
differed  in  having  an  L-shaped  rim  of  aluminium,  transverse  bars 
of  aluminium  instead  of  silk  spokes,  and  the  needles  arranged  in 
two  vertical  rows,  some  inches  below  the  card,  in  order,  as  the 
defendant  said,  to  suit  his  new  patented  system  of  correctors : — 
Heldy  by  the  Court  of  Appeal  in  Ireland  (reversing  Porter,  M.R.)» 
that :  the  essence  of  the  plaintiff's  invention  being  so  to  combine 
extreme  lightness  of  card  with  long  period  of  vibration,  and  small 
needles  as  to  ol^tain  a  combination  of  results  not  prodously  obtained, 
viz.  diminution  of  frictional  error,  steadiness,  and  amenability 
to  correction,  such  a  combination  amounted  to  a  new  result,  and 
the  doctrine  of  mechanical  equivalents  applied ;  that  there  was  an 
essence  or  substance  of  invention  underlying  the  combination,  and 
that  the  defendant's  card  obtained  the  same  results  by  substan- 
tially the  same  means,  and  dififered  only  in  non-essential  particulars 
from  the  plaintiff's  invention,  and  was  therefore  an  infringement, 
and  that  the  attachment  must  go.     (6  0.  B.  426.) 

(g)  WiNBY  «.  Manchester  Steam  Tramways.    [1889] 

You  cannot  evade  the  rights  of  a  patentee  (of  improvements  in 
points  for  tramways  where  the  tongue  was  worked  vertically  by  a 
spring)  by  substituting  a  weight  for  a  spring.     (6  0,  R.  359.) 

Intenlion  immaleridl. 

(r)  Heath  v.  Unwin.    Ch.    [1847] 

The  doctrine  laid  down  in  this  case  by  the  Court  of  Exchequer 
(14  L.  J.,  Ex.  153),  that,  if  a  patent  has  been  infringed  uninten- 
tionally, the  patentee  is  not  entitled  to  redress,  disapproved  of. 
(15  Sim.  552.) 

Shad  well,  V.-C,  said :  "  The  party  complaining  of  the  act  is  not 
the  less  prejudiced  by  it  because  it  was  committed  unintentionally ; 
and  my  opinion  is  that,  if  a  party  has  done  an  act  that  is  injurious 
to  the  rights  of  another  (though  without  any  intention  of  doing 
him  an  injury),  he  is  answerable  for  the  consequences.  In  Stevens 
V.  Keating,  the  Lord  Chancellor  disapproved  of  the  case  in  the 
Court  of  Exchequer ;  and  I  must  decline  to  act  upon  the  principle 
which  it  lays  down."     (lb.  553.) 

(»)  Stead  v.  Anderson.    [1847] 

The  question  of  infringement  depends  not  on  what  the  defendant 
intends,  but  on  what  he  does — per  Wilde,  C.J.  (2  Web.  P.  C. 
156.) 

(0  Heath  v.  Unwin.    H.  L.    [1855] 

Parke,  B.,  said :  "  In  delivering  the  judgment  of  the  Court  of 
Exchequer  in  a  former  stage  of  this  case,  I  stated  the  opinion  of 
the  Court  to  be,  that  there  could  be  no  indirect  infringement  if  the 
defendant  did  not  intend  to  imitate  at  all.    That  part  of  the 
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Judgment  has  fiince  been  justly  objected  to  in  Stetens  v.  Keating, 
and  no  doubt  we  were  in  error  in  that  reapeot.  There  may  be  an 
indirect  infringement  as  well  as  a  direct  one,  though  the  intention 
of  the  party  be  perfectly  innocent,  and  even  though  he  may  not 
know  of  the  existence  of  the  pitent  itself."     (25  L.  J.,  G.  P.  19.) 

(tf)  Walton  r.  Lavater.    [1860] 

Erie,  C.J. :  "  With  respect  to  the  defendant  not  being  liable, 
because  the  articles  were  imported  irom  abroad,  I  should  say  that, 
even  if  it  was  a  simple  case  of  importation,  without  any  'proof  of 
knowledge  of  the  article  being  patented,  or  of  the  infringement,  it  would 
be  sufficient  evidence  of  infringement  that  the  defendant  had 
imported  and  sold."    (29  L.  J.,  C.  P.  279.) 

(r)  M*CoRMicK  V.  Gray.    [1861] 

Bramwell,  B. :  **  I  am  satisfied  there  is  no  difference  between 
making  a  thing  with  one  intent  and  making  it  with  another, 
becaase  I  always  understood  that  if  a  man  may  do  a  thing  he  may 
do  it  with  whatever  intent  he  pleases."  (31  L.  J.,  J^.  42 ;  7 
KdN.  26.) 

(»)  Nbwall  r.  Elliott.    [1864] 

Mere  intention  cannot  make  any  act  done  an  infringement  which, 
without  that  intention,  would  not  be  an  infringement.  (10  Jur., 
N.8.,  954;  13  W.  B.,11;  10  L.  T.  -Bep.,  N.  8.,  792.) 

(«)  Curtis  v.  Platt.    Ch.    [1864] 

Ignorance  of  the  existence  of  a  former  invention  is  no  answer  to 
a  charge  of  infringement,  where  the  second  invention  is  capable  of 
being  accurately  represented  as  an  imitation  of  the  former.  (11 
L.  T.  Bep.,  N.  S.,  246.) 

A  Question  for  the  Jury. 

(y)  Walton  r.  Potter.    N.  P.     [1841] 

Tindal,  C.J. :  "  Now,  according  to  the  general  rule  upon  this 
subject  (infringement),  that  is  a  mere  question  of  fact,  and  pecu- 
liarly for  the  consideration  of  the  jury,  and  it  will  be  for  you  to 
say  under  the  circumstances  that  have  been  brought  in  review 
before  you,  whether  that  which  has  been  done  by  the  defendants 
amounts  to  such  an  infringement  or  nol"     (1  WA.  P.  C.  686.) 

(z)  Macnamara  r.  Hulse.    N.  P.     [1842] 

Where,  in  an  action  for  infringing  a  patent  for  blocks  for  pave- 
ments, the  plaintiff  claimed  as  his  invention  that  his  block  was 
bevelled  both  inwards  and  outwards  on  the  same  side  of  the  block, 
and  it  was  alleged  that  the  defendant's  blocks  were  an  imitation 
of  the  plaintiff's,  as  two  of  the  defendant's  blocks  were  equivalent 
to  one  of  the  plaintiff's : — Held,  that  it  was  for  the  jury  to  say 
whether  the  defendant's  blocks  were  in  effect  the  same  as  the 
plaintiff's,   although    no    single   block  of   the   defendant's   was 
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bevelled  both  inwards  and  outwards  on  the  same  side.     {Car.  &  I/L 
471.) 

(a)  Newton  r.  Grand  Junction  Railway  Company.    [1846] 

The  question,  whether  what  the  defendant  has  done  is  merely 
colourably  diflferent  from  the  plaintiflTs  invention,  is  for  the  jury. 
(5  ExcK  331 ;  20  L.  J".,  Ex.  427  (n).) 

(6)  Stevens  v,  Keating.    N.  R  .  [1847] 

Upon  the  plea  of  not  guilty  his  lordship  said :  *'  The  question 
is,  hsA  the  defendant  done  that  which  is  within  the  claim — no 
matter  whether  the  claim  is  good  or  nol"     (2  Weh,  P.  0.  191.) 

(c)  Sellers  v.  Dickinson.    [1860] 

The  Court  will  not,  in  deciding  whether  there  has  been  an 
infringement,  express  an  opinion  as  to  whether  the  jury  were 
justified  in  their  verdict,  unless  it  is  contended  that  the  verdict 
was  against  evidence.     (5  Exch,  323.) 

((Q  De  la  Rue  r.  Dickinson.     [1867] 

In  an  action  for  the  infringement  of  a  patent,  the  question  of 
infringement  is  fur  the  jury  and  not  for  the  judge,  although  there 
be  no  question  vsrith  respect  to  whether  the  defendant  has  or  has 
not  used  the  particular  machine  or  process  which  is  alleged  to  be 
an  infringement     (7  Ell  d  Bl  738.) 

Campbell,  C.J.,  in  delivering  the  judgment  of  the  court,  said : 
^'  There  may  well  be  a  case  where  the  judge  may  and  ought  to 
take  upon  himself  to  say  that  the  plaintiff  has  offered  no  evidence 
to  be  left  to  the  jury  to  prove  infringement,  as  if  there  were  a 
patent  for  a  chemical  composition,  and  uie  evidence  was  that  the 
defendant  had  constructed  said  used  a  machine  for  combing  wool. 
But,  if  the  evidence  has  a  tendency  to  show  that  the  defendant 
has  used  substantially  the  same  means,  to  obtain  the  same  result 
as  specified  by  the  plaintiff,  and  scientific  witnesses  have  sworn 
that  the  defendant  actually  has  used  such  mesms,  the  question 
becomes  one  of  fact,  or  of  fact  mixed  with  law,  which  the  judge  is 
bound  to  submit  to  the  jury."     (Jh,  Ihh,) 

(e)  Seed  v.  Higqins.    H.  L.     [1860] 

When  a  question  of  novelty,  or  infringement,  depends  merely 
on  the  construction  of  the  specification,  it  is  one  entirely  for  the 
judge;  but  where  it  also  depends  on  other  circumstances,  such 
as  the  degree  of  difference  or  of  similitude  between  two  machines, 
it  is  a  mixed  question  of  law  and  fact ;  what  the  jurymen  find  to 
have  been  done  is  the  matter  of  fact,  but  the  judge  must  apply 
that  fact  according  to  the  rules  of  law,  and  is  entitled  and  bound 
to  say  whether  what  has  been  done  amounts  to  an  infringement. 
(8  H.  L.  Gas.  660  ;  30  L.  J.,  Q.  B.  314 ;  6  Jttr.,  N.  8.,  12Q47j 

(/)  Curtis  v.  Platt.     H.  L.     [1866] 

The  question  of  infringement  is  a  mixed  question  of  law  and 
fact.     (36  L,  J.,  Ch.  852.) 
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Injunction.    See  Practice— Injunctioti,  pp.  330  to  353 
to  restrain  Threats.    See  under  Threats,  p.  545  seq. 

Inspection  in  Patent  Gases.    See  Practice — Inspection,  pp.  324  to  330. 

Intention  to  inMDge  is  immaterial.    See  under  Infringement,  pp.  202,  203 
may  be  material  in  order  to  show  dedication,  p.  242  (rf). 

International  arrangements  for  protecting  inrentions.    See  pp.  61  to  64. 
Exhibition.    See  Exhibition,  p.  93. 

Interrogatories.     See  Practice,  pp.  318  to  324. 

In  Transitu. 

Infringement  by  user  in  transitu  in  England,  pp.  160  (d%  162  (A),  289  (d). 

Invention. 

Patents  Act,  1883,  sect.  46.  In  aud  for  the  purposes  of  this  Act, 
invention  means  any  manner  of  new  manufacture  the  subject  of  letters 
patent  and  gram  of  privilege  within  sect.  6  of  the  Statute  of  Monopolies 
(that  is,  the  Act  of  tne  twenty-first  year  of  the  reign  of  King  James  I., 
chap.  3,  intituled  An  Act  concerning  Monopolies  and  Dispensations  with 
penal  laws  and  the  forfeiture  thereof),  and  includes  an  alleged  invention. 

EFor  sect.  60  of  the  Statute  of  Monopolies,  see  p.  491.] 
As  to  what  manner  of  new  manufacture  may  be  the  subject  of  letters 
patent,  see  under  Subject-matter,  pp.  491  to  544.] 

Inventor, 

first  and  trae.     See  under  Patentee,  pp.  272  to  278 

importer  of  forei«ai  invention,  pp.  144,  278  aud  279 

merit  of,  ground  for  extension,  pp.  113  to  116 

remuneration  of,  consideration  of,  by  judicial  committee,  pp.  120  to  127. 

Ireland. 

Patents  Act,  1883,  sect.  110.  All  parties  shall,  notwithstanding  anything 
in  this  Act,  have  in  Ireland  their  remedies  under  or  in  respect  of  a  patent  as 
if  the  same  had  been  gi-anted  to  exteud  to  Ireland  only. 

Isle  of  Man. 

Patents  Act,  1883,  sect.  16.  Every  patent  when  sealed  shall  have  effect 
throughout  the  United  Kingdom  and  the  Isle  of  Man. 

8ect.  112.  This  Act  shall  extend  to  the  Isle  of  Man,  and — 

(1.)  Nothing  in  this  Act  shall  affect  the  jurisdiction  of  the  Courts  in  the 
Isle  of  Man,  in  proceedings  for  infringement  or  in  any  action  or  proceeding 
respecting  a  patent,  design,  or  traoe  mark  competent  to  those  courts ; 

(2.)  The  punishment  for  a  misdemeanour  un  ier  this  Act  in  the  Isle  of 
Mhu  shall  be  imprisonment  fur  any  term  not  exceeding  two  years,  with  or 
without  hard  labour,  and  with  or  without  a  fine  not  exceeding  one  hundred 
pounds,  at  the  discretion  of  the  court ; 

(3.)  Any  offence  under  this  Act  committed  in  the  Isle  of  Man  which  would 
in  England  be  punishable  on  summary  conviction  may  be  prosecuted,  and 
any  fine  in  respect  thereof  recovered  at  the  instance  of  any  person  aggrieved, 
in- the  manner  in  which  offences  punishable  on  summaiy  conviction  niay  fur 
the  time  being  be  prosecuted. 
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Issues.    See  Practice— PleadiDg,  pp.  290  to  293. 

Joint  Inventors. 

Patents  Act,  1883,  sect.  4  (1).  Any  penon,  whether  a  British  subject  or 
not,  may  make  an  application  for  a  patent. 

(2.)  Two  or  more  persons  may  make  a  joint  application  for  a  patent,  and  a 
patent  may  be  granted  to  them  jointly. 

Sect.  5,  8ub-8.  2.  An  application  must  contain  a  declaration  to  the  effect 
that  the  applicant  is  in  possession  of  an  invention,  whereof  he,  or  in  the  case 
of  a  joint  application,  one  or  more  of  the  appHcaDts,  claims  or  claim  to  be  the 
true  and  firot  inventor  or  inventors,  and  for  which  he  or  they  desires  or  desire 
to  obtain  a  patent;  and  must  be  accompanied  by  either  a  provisional  or 
complete  specification. 

Patents  Act,  1885,  sect.  5.  Whereas  doubts  have  arisen  whether  under 
the  principal  Acta  patent  may  lawfully  be  granted  to  several  persons  jointly, 
some  or  one  of  whom  only  are  or  is  the  trne  and  first  inventors  or  inventor; 
be  it  therefore  enacted  and  declared  that  it  has  been  and  is  lawful  under  the 
Principal  Act  to  grant  such  a  patent. 

[As  to  the  declaration  which  is  required,  see  Patents  Act,  1885,  sect.  2, 
under  Declaration,  p.  81.] 

Joint  Owners, 

liability  of,  p.  206  (h) 

what  agreement  creates  a  partnership,  pp.  207  («),  (k),  208  («) 

what  interest  creates  a  partnership,  p.  206  (g) 

interests  of,  under  agreement  relating  to  prospective  patents  for  particular 

objects,  p.  207  (j) 
where  tenants  in  common,  p.  207  (I) 

joint  tenants,  p.  207  (I) 
right  of  co-patentees  severally  to  use  a  joint  patent  for  their  own  ex- 
clusive benefit,  p.  208  (m) 
nimiber  of,  in  licence,  immaterial,  p.  211  (t) 
ownership  of  moiety  creates  interest  j>ro  tantOy  p.  69  (q) 
cannot  severally  release  joint  rights  of  action,  p.  400  (y) 
estopped  from  disputing  validity  of  patent  as  apiinst  each  other,  p.  91  (g) 
but  not  by  acts  of  former  joint  owners,  p.  91  («) 
nor  after  termination  of  partnership,  p.  338  (s) 
one  of,  may  maintain  suit  if  bill  not  demurred  to,  p.  288  (t) 
account  of  sales  or  profits  between,  pp.  369  (m^),  370  (o),  (g). 

(g)  KiDGWAY  r.  Philip.    [1834] 

A.,  the  patentee  of  an  engine,  and  B.,  were  partners  under  the 
firm  of  A.  &  Co.  G.  purchased  the  licence  of  erecting  sach  engines 
in  Cornwall.  D.  contracted  with  A.  &  Co.  to  erect  an  engine  in 
Cambridgeshire.  A.  informed  D.  that  B.  and  C.  were  his  partners, 
and  C,  on  being  applied  to,  said  it  was  correct.  During  the 
making  of  the  engine,  C.  frequently  came  to  inquire  how  the 
work  went  on.  D.  sued  B.  and  C.  for  a  breach  of  the  contract, 
when  C.  proved  his  limited  interest  in  the  patent.  The  jury 
having  found  that  C.  was  not  a  partner,  the  Coui-t  rei^sed  a  new 
trial.     (1  a  M.  d  B.  415 ;  5  Tyr.  131.) 

(V)  LovELL  «.  Hicks.    Exch.  Ch.    [1837] 

Joint  owners  of  a  patent,  for  a  particular  process  used  in  carrying 
on  a  trade,  are  answerable  in  aolido  for  tho  losses  occasioned  in 
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relation  to  the  patent  by  the  frauds  of  their  oo-adventnrers.    (2 
T.  &  a  481.) 

(t)  Elgie  v.  Webster.    [1839] 

By  an  agreement  in  writing,  W.  agreed  with  E.  to  advance  him 
a  sum  of  money  for  the  purpose  of  manufacturing  and  perfecting 
certain  inventions ;  and  it  was  agreed  that  if  the  inventions  should 
become  of  public  or  private  use,  W.  should  be  entitled  to  one-third 
of  the  profits  of  the  invention.  The  agreement  contained  an 
express  promise  on  the  part  of  E.  to  repay  the  sum  of  money 
advanced  by  W. : — Held^  m  an  action  brought  by  W.  to  recover 
the  money  thus  advanced,  that  this  agreement  did  not  constitute 
a  partnership  between  the  parties  with  respect  to  that  sum.  (5 
M.  A  W.  518.) 

(y)  Bewley  f>.  Hancock.    Ch.    [1856] 

An  agreement  was  entered  into  between  four  persons  who  were 
interested  in  patents  and  inventions  relating  to  gutta  percha, 
that  all  patents  taken  out,  or  in  the  course  of  being  taken,  or 
intended  to  be  taken  out,  or  that  might  at  any  time  thereafter  be 
taken  out  by  any  or  either  of  them,  or  on  account  of  and  for  the 
benefit  of  any  or  either  of  them  in  relation  to  the  preparation  and 
application  of  gutta  percha,  or  the  manufacture  of  any  article 
therefrom,  should  be  assigned  to  trustees,  and  held  for  their 
common  benefit.  Subsequently  one  of  the  parties  took  out  a 
patent  for  *'  improvements  in  apparatul9  and  machinery  for  giving 
shape  and  configuration  to  plastic  substances,"  and  refined  to 
assign  the  patent  to  the  trustees,  alleging  that  it  was  not  com- 
prised in  the  agreement : — Held,  that  the  patent^  so  far  as  it 
related  to  gutta  percha,  was  subject  to  the  trusts  of  the  agreement, 
and  that  it  could  not  be  treated  as  not  being  so,  because  it  was  for 
machinery  which  might  be  applied  to  the  manufacture  of  articles 
of  gutta  percha,  and  was  not  for  the  manufacture  of  any  such 
articles.     (6  Be  O.,  M.  &  Q,,  391 ;  2  Jttn,  jY.  8.^  289.) 

{k)  Osborne  r.  Jullion.    [1856] 

O.  agreed  in  writing  with  J.  to  work  certain  patents,  the  pro- 
perty of  J.,  upon  an  experiment,  and  on  a  specified  result  being 
attained  to  the  satisfaction  of  O.  to  be  expressed  in  writing,  the 
patents  were  to  be  assigned  to  O.,  and  to  be  worked  by  J.  at  a 
salary.  The  experiment  was  successful,  but  O.  neither  expressed 
his  satisfaction  in  writing,  nor  called  for  an  assignment ;  and  after 
the  lapse  of  several  years  filed  a  bill  for  a  dissolution  of  the  agree- 
ment, on  the  ground  of  a  (^hom  partnership : — KeW,^  that  there  was 
no  ^rtnership,  and  that  therefore  the  remedy  was  at  law.  (4 
Tf.  k  767 ;  26  L.  J.,  Gh.  6.) 

{V)  Hancock  r.  Bewley.    Ch.    [1860] 

Where  a  patent  is  veuted  in  trustees  upon  trust  for  several 
tenants  in  common  or  joint  tenants,  (^ua&re^  whether  any  one  of 
them  is  at  liberty  to  work  the  patent  on  his  ownaccount.  {John.  601.) 
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(w)  Mathers  r.  Green.    Ch.    [1864-5] 

A.,  B.  and  C.  were  co-patentees  of  an  improvement  upon  a  prior 
invention  of  which  C.  was  tbe  sole  paten  tea  B.  &  C.  having 
worked  the  joint  patent : — HeJdy  that,  inasmuch  as  A.  conld  not 
use  the  improvement  profitably  without  the  consent  of  C.  as  owner 
of  the  prior  patent,  A.  was  entitled  to  a  third  of  the  profits  made 
by  B.  and  C.  from  the  use  of  the  joint  patent  as  an  improvement 
on  the  prior  patent     (34  L.  J..  CL  298.) 

The  above  decision  of  the  Master  of  the  Bolls  was  reversed  by 
the  Lord  Chancellor  (Cranworth)  on  the  ground  that  there  is  no 
principle  of  law,  in  the  absence  of  contract,  which  can  prevent 
any  person  not  prohibited  by  statute  from  using  any  invention 
whatever ;  and  no  implied  contract,  where  several  persons  jointly 
obtain  letters  patent,  that  no  one  of  them  shall  use  the  invention 
without  the  consent  of  the  others,  or  if  he  does,  that  he  shall  use 
it  for  their  joint  benefit.  Semble,  where  letters  patent  have  been 
granted  to  more  than  one  person,  the  Court  will  not  admit  parol 
evidence  to  show  that  the  patent  is  the  property  of  one  or  more  to 
the  exclusion  of  any  of  the  others.  (35  L.  J,^Ch.l;  11  Jur.f  JV.  &, 
845;  14  IT.  E.  17;  13  L.  T.  Sep.,  N.  8.,  420.) 

(n)  Ike  parte  Macmillan,  In  re  Whtttaker.    Ch.     [1871] 

W.,  being  in  difficulties,  mortgaged  to  M.  certain  patents,  to 
secure  advances  previously  made  for  the  purpose  of  developing  the 
patents,  and  paid  him,  out  of  the  proceeds  of  the  patent,  61,  a 
week  : — Held^  that  this  payment  did  not  constitiite  a  partnership 
between  W.  and  M.    (24  L.  T.  Bep.,  N.  8.,  143.) 

(o)  Kenny's  Patent  Bdtton-holeing  Company  r.  Somerville  and 
Lutwyche.    V.-C.  B.    [1878] 

"Where  a  partnership  at  will  is  formed,  for  the  purpose  of 
working  an  mvention  for  which  a  patent  has  previously  been, 
taken  out  by  and  registered  in  the  name  of  one  of  the  partners 
alone,  the  patent  becomes  an  asset  of  the  partnership,  and  each 
partner  acquires  a  right  to  pi*actise  the  invention  ;  and  this  right 
is  not  taken  away  by  the  registered  owner  assigninor  the  patent  to 
third  pai  ties,  who  have  notice  of  the  existence  of  the  partnership. 
K.  had,  with  the  assistance  of  L.,  obtained  a  patent  in  his  own 
name.  After  working  the  patent  in  partnership  with  L.  for  four 
years,  K,  agreed  with  the  trustees  of  a  projected  company  to 
assign  the  patent  to  it.  At  the  time  of  the  agreement  the  trustees, 
and  at  the  time  of  the  assignment  the  directors,  knew  that  L.  and 
K.  had  been  working  the  invention  together.  L.  was  warned  not 
to  infringe  the  patent,  but  he  continued  to  work  the  invention, 
and  the  company  then  sought  to  restrain  him  from  so  doing : — 
Held,  that  by  the  partnership,  L.  had  obtained  a  licence  to  work 
the  invention ;  that,  at  the  time  of  the  assignment  of  the  patent, 
the  company  had  notice  of  the  existence  of  his  right;  and  that 
they  could  not  revoke  the  licence.     (37  L.  T.  Rep.,  N.  8.,  878.) 
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(p)  King  v.  Oliver  and  Co.    [1884] 

In  an  action  for  infringement  of  a  patent  for  apparatus  for 
preventing  unwinding  at  collieries,  and  for  a  declaration  that  an 
agreement  between  the  plaintiff  and  one  H.,  was  void,  it  appeared 
that  the  plaintiff,  the  patentee,  agreed  with  H.,  in  1879,  that  H., 
who  afterwards  assigned  to  the  defendants,  should  have  the  sole 
right  of  manufacturing  the  patented  article,  and  should  pay  one- 
half  the  fees  for  keeping  up  the  patent,  and  should  thereupon 
become  part  owner  of  the  patent,  and  should  use  his  best  endea- 
vours to  obtain  orders  for,  and  manufacture  the  patented  article. 
The  plaintiff  and  H.  were  to  be  entitled  to  any  extension  or  modi- 
fication of  the  patent,  or  the  principle  thereo£  The  plaintiff  took 
out  further  letters  patent  in  1882.  The  jury  found  that  H.  had 
failed  to  pay  some  of  his  share  of  the  fees,  and  had  failed  to  use 
his  best  endeavours,  and  that  the  patent  of  1882  was  a  new 
invention,  simply  added  to  the  old  patent,  and  not  an  extension 
or  modification.  On  these  findings,  it  was  declared  that  the 
agreement  was  void,  and  a  motion  for  a  new  trial  was  refused^ 
(1  O.  B.  23,  42.) 

(q)  Wilson  «.  Babboub.    Ireland.    C.  A.    [1888] 

A.  and  B.  being  jointly  interested  in  a  patent,  it  was  agreed 
that  B.'s  firm  should  make  and  sell,  and  use  their  best  endeavours 
to  develop  the  sale ;  A.  to  receive  part  of  the  profits,  and  all  future 
improvements  of  the  patent,  whether  invented  by  A.  or  B.,  to 
belong  to  the  patent.  B.  and  Co.  found  the  machine  defective ; 
made  experiments  to  improve  it ;  and  ultimately  adopted  a  machine 
with  a  different  principle,  and  sold  them,  without  sharing  the 
profits  : — Held,  that  B.  and  Co.  had  not  used  their  best  endeavours 
to  develop  the  sale,  and  that  the  plaintiff  was  entitled  to  royalties 
during  the  continuance  of  the  agreement,  but  not  to  damages 
besides.    (6  0.  E.  675.) 

Jonmal.    See  Illustrated  Journal,  p.  151 

Judicial  Committee. 

jurisdiction  of,  pp.  98,  105 
rules  of,  pp.  98,  99. 

Jury. 

novelty  of  invention  is  a  question  for,  p.  267 

utility  of  invention  is  a  question  for,  p.  580 

sufBciency  of  specification  a  question  for,  pp.  429  (o),  430  (w) 

on  trial  of  issues,  pp.  356,  357 

special,  costs  of,  pp.  384  (s),  356  (c),  385  (w) 

explain  terms  in  sjwdtication,  p.  461  (/),  {p) 

action  for  infringement  to  be  tried  without,  p.  65. 

Laches.    See  Practice,  Injunction,  Delay,  pp.  346  to  349. 

Law  Officer. 

definition  of,  p.  210 

decisions  of  no  authority  in  action  for  infringement,  p.  156  (r) 

p 
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to  h(ar  appeals  from  comptroller  as  to  amendment,  p.  .10 

as  to  refusal  tu  accept  a) •plication,  p.  35 

as  to  opposed  graut,  p.  38 
rules  of  practice  made  by,  p.  380 
proceediniis  before,  Patents  Act,  1883,  sect.  38,  p.  379 
cohts  before,  sect.  38,  p.  379 
may  examine  witnesses,  sect.  38,  p.  379 

may  ^ive  directions  as  to  sealing  patent  in  some  cases,  sect.  12,  p.  32 
may  obtain  assistance  of  expert,  sect.  1 1,  p.  38. 

Patents  Act,  1883,  sect.  117  (I).  In  and  for  the  pur|X)se8  of  tliis  Act 
nnless  the  coniext  otherwise  requires:  Law  Ofticer  means  Her  M>jesty's 
Attorney-General  or  Solicitor-Greneral  for  England. 

Letters  Patent. 

applicHtiou  fur.  See  under  Ap])lication,  p.  33 
amendment  of.  See  under  Amendment,  p.  9 
form  of.    See  under  Patent,  p.  270. 

Libel  by  stating  that  article  has  been  "proved  to  be  an  infiingemenr,** 
p.  210  (r). 

(r)  Cramfton  r,  Swete, 

The  plaintiflT  brought  an  action  for  libel,  alleging  that  the 
defendants  Bent  to  their  customers  a  circular,  stating  that  they 
were  unable  to  supply  a  particular  kind  of  electric  bell,  invented 
by  the  plaintiff,  because  it  had  been  "proved  to  be  an  infringe- 
ment "  of  another  patented  bell.  No  action  had  then  been  brought 
against  the  plaintiff  for  infringement,  and,  although  one  was  after- 
wards commenced,  it  was  abandoned: — Heldy  that  the  plaintiff 
was  entitled  to  damages.     (58  L.  T.  516.) 

Licence, 

compulsory,  pp.  77,  78 

notification  of,  to  be  entered  on  Register,  p.  397 

copies  of  documents  affecting  proprietorship  in  to  be  supplied  to  Comp- 
troller, Patents  Act,  1883,  sect.  23  (3),  p.  397. 
derogation  from,  by  grantor,  p.  216  (k) 
need  not  be  by  deed,  pp.  212  (v),  (w%  214  (c) 
may  be  verbal,  p.  214  (c) 
requires  no  stamp,  p.  212  (w) 
not  assignable,  p.  213  (z) 
in  prospective  patents,  p.  215  (jg) 

to  manufacturer  implies  licence  to  his  vendees  to  vend,  p.  214  (d) 
covenant  in,  to  use  patented  invention  only  not  in  restraint  of  trade, 

p.  213  (a) 
covenant  to  account,  auxiliary  to  covenant  to  pay  royalties,  p.  213  (z) 
forfeiture  of,  by  non-payment  of  royalties,  pp.  212  (x),  213  (y) 

waiver  of,  p.  213  (y) 
void  where  grantor  knows  patent  is  invalid,  p.  211  (u) 
exclusive,  immaterial  in  how  many  persons  vested,  p.  211  (t) 

or  what  is  the  extent  of,  p.  211  (t) 
to  purchaser  in  one  country,  to  use  in  another,  where  invention  pro- 
tected in  both,  is  implied,  p.  216  (t) 
bat  rights  of  an  assignee  must  not  be  defeated,  p.  216  (i) 
agreement  to  restrain  infringement  of,  p.  214  (/) 

notice  of  infringement  can  be  claimed  by  grantor,  p.  214  (/) 
construction  of,  p.  214  (e) 


Digitized  by  VjOOQ  IC 


LICENCE.  211 

to  use  carries  no  implied  warranty  of  validity  of  patent,  pp.  90  0),(0»  91  (p) 

latent  ambiguity  in,  p.  216  0) 

limited  to  a  particular  Hrm  id  not  limited  as  to  place,  p.  217  (o) 

is  not  equivalent  to  an  assi^^nraent,  p.  218  (r) 

to  manufacture  abroad  does  not  imply  permission  to  sell  in  England, 

p.  216  (0 
notice  to  terminate  need  not  be  under  seal,  p.  217  (n). 

Licensee, 

right  to  sue,  pp.  286  (j),  (7),  (n),  288  {w) 

cannot  recover  money  {>aid  for  use  of  a  patent  subsequently  found  to  bo 

void,  p.  211  (fi) 
unless  fraud  be  proved,  p.  67  (t) 

estoppel  in  actions  by  patentee  against,  when  licence  is  exclusive,  p.  211  (tt) 

when  licence  is  not  exclusive,  .pp.  87  (6),  89  (A),  90(»),  0')»  vO»  ^1 W 

where  use  of  and  payment  under  licence  have  ceased,  pp.  88  (d),  91  (r) 

in  suit  against,  where  patent  held  invalid  in  proceedings  between 

patent«^e  and  third  party,  p.  90  (m) 

cannot  manufacture  articles  which  are  within  the  specification  although 

known  before  the  date  of  patent,  p.  218  (jp) 
must  pay  royalties  although  part  of  invention  has  been  disclaimed, 
p.218((7). 

(»)  Taylor  v.  Habe.    [1805] 

A.,  having  obtained  a  patent  for  an  invention  of  whieh  he 
supposed  himself  thp  inventor,  agreed  to  let  B.  use  it  upon  pay- 
ment of  a  certain  annual  sum  secured  by  bond ;  this  sum  was  paid 
for  several  years,  when  B.,  discovering  that  A.  was  not  the 
inventor,  but  that  it  was  in  public  use  before  A.  obtained  his 
patent,  brought  an  action  for  money  had  and  received,  to  recover 
back  the  amount  of  the  annuity  paid : — Heldy  that  he  could  not 
recover.     (1  B.  d  P.  (N.  B.)  260.) 

{t)  Protheboe  v.  May.    [1839] 

The  grant  of  an  exclusive  licence  to  use  a  patent  does  not 
invalidate  the  patent  itself,  although  the  patent  may  be  vested  in 
twelve  persons ;  and  it  is  wholly  immaterial  to  its  validity,  in  what 
number  of  persons  such  a  licence  is  vested,  whether  exclusive  or 
not.  Such  a  licence  would  not  be  invalid  if  the  districts  or  district 
covered  by  the  licence  included  the  whole  extent  of  the  patent. 
(5  M.  d  W.  676;  1  W^.  P.  G.  414.) 

(tt)  Chanter  r.  Lebsb.    Ex.  Ch.    [1839] 

By  an  agreement,  not  under  seal,  between  the  plaintiff  and  A., 
B.  and  C.  of  the  one  part,  and  the  defendant  of  the  other  part, 
reciting  that  the  plaintiff  had  obtained  a  patent  for  an  improve- 
ment in  furnaces,  and  was  solely  interested  in  another  patent 
invention;  that  the  plaintiff  and  A.  had  obtained  a  patent  for 
another  invention;  the  plaintiff  and  B.  for  another;  and  the 
plaintiff  and  C.  for  another ;  it  was  agreed  between  the  parties, 
that,  for  the  considerations  therein  mentioned,  it  should  be  lawful 
for  the  defendant,  exchmvely  to  use,  manufacture  and  sell  any  or 
all  of  the  said  patent  inventions,  within  certain  limits,  during  the 
continuance  of  the  several  patents,  on  certain  terms  specified  in 
the  agreement.     In  an  action  on  this  agreement  by  the  plaintiff 

p  2 
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alone,  to  enforce  one  of  such  terms,  the  defendant  set  ont  the 
plaintiff's  patent  for  the  iinprovements  in  furnaces,  and  pleaded 
that  it  was  not,  at  the  time  of  the  grant,  a  new  invention,  wheiehy 
the  grant  was  void,  which  the  plaintiff,  at  the  time  of  making  the 
agreement,  well  knew :— flieZ/i,  that  the  plea  was  a  bar  to  the 
action.  (4  M,  d  W.  296;  1  H.  d  H.  224;  affirmed  on  appeal; 
6M.dW.  698.) 

(v)  Chanter  r.  Dewhurst.    [1844] 

Action  for  the  price  of  a  licence  granted  by  the  plaintiffs  to  tho 
defendants.  The  licence  was  in  writing,  but  not  under  seal.  The 
defendants  having  received  the  licence,  kept  it,  and  used  the 
invention,  but,  when  called  upon  to  pay  the  price  agreed  upon, 
objected  to  pay  for  it,  on  the  ground  that  it  was  void,  as  not  being 
under  seal.  By  the  terms  of  the  letters  patent,  all  persons  were 
commanded  not  to  make,  use  or  put  in  practice  the  said  invention, 
&c.,  without  the  licence,  consent  or  agreement  of  the  patentee,  his 
executors,  &c.,  *'  in  writinjr,  under  his  or  their  hands  and  seals,  first 
had  and  obtained,"  upon  pain  of  a  contempt  of  the  royal  command, 
and  of  being  answerable  to  the  plaintiffs  in  damages  : — Held^  first, 
that  the  defendants,  having  obtained  the  licence  they  had  bargained 
for,  and  kept  it,  were  bound  to  pay  for  it ;  and  secondly,  that  the 
licence  was  not  void  as  not  being  under  seal.  (12  M.  d  W»  823  ; 
13  L.  J.,  Exch.  198.) 

(w)  Chanter  v.  Johnson.    [1845] 

Parke,  B. :  "  The  licence  was  rejected  at  the  trial,  for  want  of  a 
stamp,  and  the  question,  therefore,  arises  whether  any  stamp  was 
necessary.  The  defendants  say  the  instrument  is  a  deed,  and 
ought  to  be  stamped  as  such ;  but  that  is  not  so :  it  does  not  pur- 
port to  be  sealed  and  delivered  as  a  deed  ;  it  rather  resembles  an 
award,  or  a  warrant  of  a  magistrate,  which,  though  under  seal,  are 
not  deeds."     New  trial  ordered.     (14  M.  d  W.  411.) 

(x)  TiELENS  V.  Hooper.    [1850] 

By  indenture,  the  plaintiff  granted  to  the  defendant,  for  a  term 
of  years,  the  exclusive  licence  to  use  a  patent  upon  payment  of 
certain  sums  by  way  of  royalty.  The  indenture  contained  a 
povenant  for  payment  of  the  royalty,  and  also  the  following : — 
*^  And  it  is  hereby  agreed  that  if  it  shall  happen  in  any  year  during 
the  continuance  of  the  term  that  royalties  or  sums  of  money 
hereinbefore  covenanted  to  be  paid  shall  not  amount  to  the  sum  of 
£2,000  sterling,  then,  and  in  every  such  case,  and  as  often  as  the 
same  shall  so  happen,  the  defendant  shall,  within  fourteen  days 
after  the  expiration  of  any  year  in  which  it  shall  so  happen,  pay 
to  the  plaintiff  such  a  sum  of  money  as  with  the  royalty  hereby 
reserved  will  amount  to  £2,000  for  that  year ;  or  if  the  defendant 
shall,  at  any  time,  make  default  in  payment  of  such  sum  of  money 
aforesaid,  within  the  time  appointed  for  payment,  then  it  shall  be 
lawful  for  the  plaintiff,  by  writing  bigned  by  him,  and  endorsed 
on  the  said  indenture  or  duplicate  thei-eof,  to  declare  that  the  said 


Digitized  by  VjOOQ  IC 


LICENCE.  213 

indenture  and  the  powers  and  lioenoe  thereby  granted  shall  cease 
and  determine :" — Held^  that  this  was  not  an  absolute  covenant  on 
the  part  of  the  defendant  to  pay  £2,000  a  year  during  the  term, 
but  an  alternative  covenant,  enabling  the  plaintiff  to  put  an  end 
to  the  liotnce  on  non-payment  of  that  sum  by  the  defendant. 
(5  Exch.  830.) 

(jf)  Warwick  v.  Hooper.    [1850] 

The  plaintiffs,  the  assignees  of  a  patent,  granted  a  licence  to  the 
defendant  to  use  the  patent  upon  the  terms  of  his  paying  an 
aunual  rent  of  £2,000,  to  be  made  up  at  the  end  of  each  year,  and 
reserved  to  themselves  the  power  of  determining  the  licence  in 
the  event  of  default  being  made  in  payment  of  this  rent.  The 
defendant  failed  in  paying  the  rent ;  but  the  plaintiffs,  notwith- 
standing, for  several  years  allowed  the  defendant  to  use  the  patent, 
and  received  from  him  a  Itsss  annual  sum  than  that  stipulated.  At 
length,  however,  they  determined  the  licence,  having,  subsequently 
to  the  expiration  of  the  previous  year,  received  from  the  defendant 
payments  on  the  footing  of  the  reduced  rent : — Hdd^  that,  by  so 
doing,  the  plaintiffs  had  elected  not  to  treat  the  previous  breach  ah 
a  forfeiture  of  the  licence,  and  that  consequently  they  were  not 
entitled  to  an  injunction  restraining  the  defendant  frum  using  the 
patent.     (3  Mac.  &  G.  60.) 

(z)  Bower  v,  Hodges.    [1853] 

A.,  the  patentee  of  machinery  for  making  iron  pipes,  granted  by 
deed  to  B.  and  his  assigns  the  exclusive  licence  to  manufacture 
them,  B.  paying  a  royalty  of  so  much  for  every  ton  manufactured 
or  sold  by  him  or  his  assigns,  and  to  account.  B.  subsequently 
assigned  his  interest  in  the  licence  to  the  plaintiff,  who  transferred 
it  to  M.  and  R.  in  trust  for  the  defendants ;  and  the  defendants 
covenanted  veith  the  plaintiff  to  perform  the  covenants  made  by 
B.  to  A.  in  the  first  deed.  It  was  Heldy  that  the  covenant  to 
account  was  no  qualiHcation  of  the  covenants  to  pay  the  royalties, 
but  merely  auxiliary  to  it. 

Maule,  J. :  "  You  cannot  say  there  is  any  particular  form  for 
passing  a  licence,  but  liceubing  a  person  and  his  assigns  is  licensing 

him  and  all  whom  he  may  licence A  licence  is  not  really 

assignable.  The  assignment  acts  only  as  an  estoppel  between  the 
parties."     (22  L.  J.,  C.  P.  198.) 

(a)  Jones  v.  Lees.    [1856] 

A  covenant,  by  a  licensee  for  the  residue  of  a  term  of  fourteen 
years,  of  patented  improvements  in  machinery  fur  slubbing  fibrous 
substances,  not  to  make  or  use  any  slubbing  frames  whatever 
without  the  invention  applied  to  them,  is  not  void  as  a  covenant  in 
restraint  of  trade.  {I  H.  d  N.  ISd ;  2  Jur.,  N.  S.,  645  ;  26  L.  J., 
Exeh.  9.) 

(h)  SCHLUMBERGER  V.  LiSTER.      [1860] 

Declaration  for  the  infringement  of  a  patent.     Flea,  that  admi- 
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nisbrator  of  the  patentee  gi*anted  a  lioenoe  to  S.  and  A.  to  use  the 
patent,  who  assigned  the  same  to  the  defendant.  .  Replication  on. 
equitable  grounds,  that  the  deed  of  licence  was  of  even  date  with 
another  deed  between  the  administrator  of  the  patentee,  six  other 
persons  and  S.  and  A. ;  and  by  the  latter  deed  it  whs  witnessed 
that  S.  and  A.  should  not  manufacture  or  sell  machines  under  the 
licence  out  of  Great  Britain  and  Ireland,  and  that  by  another  deed 
between  S.  and  A.  of  the  one  part,  and  the  defendant  of  the  other 
part,  the  defendant  covenanted  that  he  would  perform  all  the 
covenants  in  the  first  deed  contained,  to  be  performed  on  the  part 
of  S.  and  A.  The  replication  then  alleged  breaches  of  the  covtiiaut 
by  the  defendant  in  making  and  selling  machines  out  of  Great 
Britain  and  Ireland.  Replication  held  bad  on  demurrer.  (2 
Ell  d  Ell  870 ;  29  L.  J.,  Q.  B.  157  ;  6  Jur.,  N.  S.y  1336 ;  9  W.  B. 
138 ;  3L.T.  Bep.,  N.  S.,  6-19.) 

(c)  Crossley  v.  Dixon.    H.  L.    [1863] 

D.  agreed  verbally  with  C.  to  be  supplied  by  C.  with  machines 
constructed  according  to  patents  of  which  C.  was  the  owner,  and 
to  pay  royalties  for  the  use  of  such  machines,  and  for  the  use  of 
any  machines  supplied  to  him  by  anybody  else  which  embodied 
the  principle  of  C.'s  patent: — Held,  that  this  verbal  agreement 
must  be  treated  as  a  licence.  (10  H.  L.  Gas.  293 ;  9  Jur.;  N.  S^ 
607 ;  32  L.  J.,  Oh.  617  ;  11  W.  B.  716  ;  8  L.  T.  Bep.,  N.  S.,  260.) 

(d)  Thomas  v.  Hunt.    [1864] 

A  licence  to  A.  to  manufacture  a  patent  article  is  an  authority 
to  his  vendees  to  vend  it  without  the  consent  of  the  patentee. 
(17  a  B.,  N.  S.,  183.) 

{e)  GoLTCHER  V,  Clayton.    Ch.    [1865] 

The  patentee  of  an  invention  for  improved  beaters  for 
thrashing  machines,  granted  a  licence  to  the  defendants,  to 
Inake,  manufactare  and  sell  machines,  as  described  in  the 
specification,  for  a  term  of  j'ears,  and  during  the  name  period 
to  apply  the  invention  to  other  machines,  paying  a  royalty  of  IL 
for  every  thrashing  machine  manufactured  by  them,  and  the  like 
sum  for  every  madhine  made,  or  to  be  made,  to  which  the  invention 
should  be  wholly  or  in  part  applied  by  them  ;  and  the  defendants 
covenanted  to  affix  royalty  plates  to  every  new  and  altered  machine 
which  should  be  manufactured  or  applied  by  them  : — Hdd,  that 
the  defendants  were  not  intended  to  pay  royalty  merely  pn  every 
thrashing  machine,  but  that  the  true  construction  of  the  licence 
was,  that  they  were  to  pay  on  all  beaters  manufactured  by  them 
according  to  the  patent,  and  applied  to  machines  originally,  or  by 
way  of  renewal.     (11  Jur.  N.  8.  462 ;  13  L.  T.  Bejp.,  N.  S.  115.) 

(/)  Hendekson  v.  Mostyn  Copper  Company.    [1868] 

The  plaintiff  being  possessed  of  a  patent,  granted  to  the 
defendants  the  exclusive  licence  to  vork  it  in  a  certain  district. 
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by  a  deed  by  which  the  latter  covenanted  to  pay  certain 
royalties,  and  to  give  every  information  the  better  to  enable 
the  patentee  to  suppoii  the  letters  patent;  and  the  patentee 
covenanted  for  quiet  enjoyment  of  the  'patent  by  the  defen- 
dants, and  that,  'Mn  case  any  person  should  work  the  patented 
processes,  the  patentee  would,  at  his  own  cost,  commence  and 
carry  on  all  such  actions,  &c.,  as  should  be  necessary  to  establish 
the  vali(''ity  of  the  patent,  and  to  put  a  stop  to  the  working  of 
the  patented  processes  by  such  peison;  and  that,  in  case  the 
patentee  should  fail  or  neglect  so  to  establish  or  maintain  the 
validity  of  the  patent,  and  to  put  a  stop  to  the  working  of  the 
patented  processes  by  such  other  person,  he  (the  patentee) 
would  not  c^U  upon  the  defendants,  nor  should  the  defendants 
be  liable  thenceforth  to  pay  any  royalty,  until  the  patentee 
should,  by  authority  of  law,  or  otherwise,  have  restrained  such 
person  from  working  under  the  letters  patent :  ** — Heldy  that  the 
condition  f»»r  suspension  of  payment  of  the  royalties  did  not 
come  into  operation  until  the  patentee  had  notice  of  an  infringe- 
ment, and  until  after  the  lapse  of  a  reasonable  time  to  allow 
him  an  opportunity  of  instituting  proceedings  to  restrain  it. 
(L.  B.,  sap.  202.) 

(^)  Knowles  v.  Bovill.    [1870] 

The  plaintiff  was  the  holder  of  a  licence  to  use  a  patented 
invention  from  the  patentee.  The  patentee  intending  to  apply 
for  a  prolongation  of  this  patent,  and  also  for  a  patent  for  a 
new  invention  of  a  similar  description,  the  plaintiff  agreed  to 
give  him  150Z.  for  the  free  use  for  ever  of  t'le  former  patent, 
MS  well  as  for  the  free  use  for  three  years  of  the  new  patent 
which  the  patentee  was  about  to  take  out.  The  money  was 
paid  to  the  patentee,  but  he  died  almost  immeliately  aftei wards, 
and  in  consequence  of  his  death  no  application  ^as  ever  made 
for  a  rsnewal  of  the  former  patent  or  the  grant  of  one  for  the 
new  invention.  The  plaintiff  brought  an  action  against  the 
patentee's  exectitors  to  recover  back  the  money,  on  the  ground 
that  the  consideration  for  it  had  totally  failed: — Held,  that  he 
was  entitled  to  maintain  the  action  on  the  ground  that,  on  tho 
true  construction  of  the  contract  between  the  parties,  he  had 
bought  the  right  to  have  an  application  for  the  patents  made, 
not  merely  the  right  to  have  the  benefit  of  it  if  it  should  happen 
to  be  made,  and  the  consideration  had  therefore  totally  failed. 
(22  L.  T.  Bep.,  N.  8.  70.) 

(h)  Hassall  v.  Wright.     [1870] 

W.,  a  patentee,  granted  to  H.  an  exclusive  licence  to  manufacture, 
by  a  deed  which  was  prepared  by  the  solicitor  of  VV.  alone.  This 
deed  was  not  registered : — Held,  that  W.  could  not  avail  himself 
of  the  non-registiation  of  the  licence  as  a  defence  to  an  action  by 
H.  r40  L.  J.  Ch.  145.)  (Per  Cotton,  L.J.,  in  Heap  v.  Hartley, 
6  O.B.  495.  "  In  Hassall  v.  Wright  it  was  not  meant  that  a  licence 
was  equivalent  to  an  assignment.") 
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(«)   BeTTS  ».  WiLLMOTT.      Ch.      [1871] 

Where  the  owner  of  a  patent  manufactures  and  sells  the 
patented  article  in  a  foreign  conntiy  as  well  as  in  England,  the 
sale  of  the  article  in  one  country  implies  a  licence  to  use  it  in 
the  other.  But  if  he  has  assigned  his  patent  in  either  country, 
the  article  cannot  he  sold  so  as  to  defeat  the  rights  of  the 
assignea     (L.  B.,  6  Ch.  239 ;  19  W.  B.  369.) 

(j)  EoDEN  V,  The  London  Small  Arms  Company.     Q.  B.    [1876] 

The  plaintiff  granted  hy  deed  to  the  defendants  a  licence  to 
use  a  patented  invention  for  the  manufacture  of  rifles,  on  pay- 
ment of  a  fixed  royalty,  which  the  defendants  covenanted  to 
Eay  for  eveiy  rifle  manufactured  or  produced  "  under  the  powers 
erehy  granted."  At  the  time  the  deed  was  entered  into,  as 
well  as  previously,  the  defendants  had  been  manufacturing 
arms,  under  contracts,  fpr  the  British  Government,  in  accord- 
ance with  the  plaintiff's  patent,  and  without  paying  ro.valties, 
under  the  belief  that  they  were  legally  entitled  to  do  so;  and  the 
deed  itself,  as  the  plaintiff  knew,  was  intended  by  the  defendants 
to  apply  only  to  rifles  exclusive  of  those  manufactured  by 
the  Government.  Some  years  after  it  was  decided  that  the 
right  of  the  Crown  to  the  free  use  of  a  patent  did  not  extend  to 
manufacturers  fulfilling  Government  contracts,  and  the  plaintiff 
thereupon  brought  his  action  under  the  deed  to  recover  ro\  alties 
on  all  arms  so  manufactured  from  the  time  that  the  deed  was 
entered  into : — Held,  that  he  was  not  entitled  to  recover ;  for, 
though  tlie  teims  of  the  licence  would,  prima  fade^  be  taken  to 
include  every  exercise  of  the  patented  invention,  the  wordn 
** under  the  powers  hereby  gianted,"  contained  a  latent  am- 
biguity, which  admitted  of  parol  evidence  to  show  that  the  deed 
was  not  intended  to  apply  to  rifles  manufactured  for  the  Govern- 
ment:— jHieZd!,  also,  that,  iriespective  of  tlie  construction  to  be 
put  on  the  deed,  there  was  a  good  equitable  defence  to  the 
claim.     (46  X.  /.,  Q.  JB.  213.) 

(]fc)  Clark  t;.  Adie.    Ck    [1877] 

A  patentee  who  grants  a  licence  cannot,  without  derogating 
from  his  gi'ant,  publish  advertisements  and  circulars  which 
have  the  effect  of  detemng  utjual  customers  or  the  public  frnin 
dealing  with  his  licensee.  (21  W.  B.  456 ;  affirmed  on  appeal, 
21  W.  B.  764.) 

A  licen>ee  under  a  patent  cannot  in  any  way  question  its 
•  validity  during  the  continuance  of  his  licence.  But  he  may  show 
that  what  he  has  done  does  not  fall  within  the  limits  of  the 
patent.     (L.  B,  2  App,  C.  423.) 

(l)  Socifix^  Anonymes  des  Manufactures  de  Glaces  v.  Tilghman's 
Patent  Sand  Blast  Company.     C.  A.    [1883] 

The  defendants,  who  were  owners  of  patents  in  Belgium  and 
England  fur  an  invention  for  making  lamp  globes,  by   a  deed 
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executed  in  Belgium,  granted  a  licence  to  the  plaintiffs  during 
the  oontinuance  of  the  patent  for  twenty  years  (which  clearly 
pointed  to  the  Belgian  patent)  to  use  and  employ  the  paid 
invention  which  has  been  patented,  at  their  manufactory,  which 
was  situated  in  Belgium  and  not  elsewhere: — Held,  that  this 
licence  did  not  imply  permission  to  sell  the  manufactured  articles 
in  England  in  violation  of  the  defendant-s'  English  patent.  (25 
CLD.l;  53L.J.Ch.l;  49  L.  T.  451 ;  32  W.  B.  71.) 

(i»)  CoucHMAN  V.  Greener.    [1884] 

Where  a  licensee  disputes  his  liability  to  pay  royalties,  the 
question  is,  would  the  articles  made  by  him  be  infringements  of 
the  patent  as  it  stands,  and  it  is  immaterial  te  say  that  the 
articles  would  be  within  an  older  patent,  because  that  amounts 
to  saying  that  the  licensor's  patent  is  bad,  which  he  is  not 
entitled  to  do.     (Griff.  58 ;  10.  B.  197.) 

(n)  Ward  ».  Livesey.     [1887] 

The  owners  of  a  patent  granted  a  licence  under  seal  upon  certain 
terms  and  conditions,  some  of  which  were  not  complied  with.  The 
plaintiffs  gave  notice  by  letter  to  the  defendants  that  the  licence 
was  determined,  but  the  defenrlants  did  not  assent,  and  the 
plaintiffs  brought  this  action: — Heldy  that  the  licence  was  one 
coupled  with  an  interest  and  therefore  not  revocable  at  will,  but 
that  the  terms  had  in  fact  been  broken,  that  the  plaintiffs  there- 
upon became  entitled  to  determine  it,  and  that  the  letter,  although 
not  under  seal,  was  sufficient  for  that  purpose.     (5  0.  B,  102.) 

(o)  BowN  V.  Humber  and  Company.     [1888] 

The  plaintiff  having  brought  an  action  for  infringement  against 
Humber  and  others,  judgment  was  given  against  the  defendante 
by  consent  upon  certain  terms,  and  part  of  the  order  was  that  the 
plaintiff  should  grant  and  the  defendant  should  accept  a  licence  to 
use  the  invention  at  a  certain  royalty.  Accordingly  the  plaintiff 
granted  to  Humber  and  others,  who  were  the  as^ignorH  to  the 
present  defendant  company,  a  licence  within  the  United  Kingdom, 
the  Channel  Islands  and  the  Lslo  of  Man,  to  make,  use,  exetcise, 
and  put  in  practice  the  said  invention  for  the  purpose  of  applying 
the  said  invention  to  the  wheels  of  bicycles,  tricycles  and  other 
carriaj^es  manufactured  for  sale  or  use,  or  otherwise  by  the 
licensees  or  by  persons  employed  by  them,  but  not  in  any  other 
manner.  The  licence  was  not  to  authorise  the  use  of  the  invention 
by  the  licensees  individually  and  separately  from  each  other,  but 
only  by  the  licensees  jointly  or  by  such  two  or  one  of  them  as 
should  c<mtinne  to  carry  on  the  business  hitherto  carried  on  by 
the  three  JicenKCOs  in  partnership  at  Beeston,  or  the  person  or 
persons  or  compiiiiy  from  time  to  time  cariying  on  such  business : — 
Held,  that  the  original  licensees  had  a  nght  to  start  a  business 
and  to  manufacture  under  the  licence  elsewhere  than  at  Beeston, 
and  that  their  assignees,  the  present  defendants,  were  therefore 
also  entitled  to  do  so.     (6  0.  B.  9.) 
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(p)  Crosthwaite  v.  Steel.    [1889] 

The  plaintiffs,  who  were  patentees  of  an  improved  canopy  for 
fire-grates,  entered  into  an  agreement  with  the  defendants  that 
they  should  be  at  liberty  for  ten  years  to  mannfacture  grates  with 
the  patent  canopy,  each  of  the  grates  to  have  stamped  on  it  in  it 
prominent  position  "  Crosthwaite's  Patent."  On  a  motion  for  an 
interim  injunction  to  prevent  the  defendants  from  selling  grates 
stamped  in«ide,  the  defendants  undertook  not  to  sell  grates  having 
the  patent  canopy  unless  stamped  in  a  prominent  position ;  but 
later  on  they  found,  as  they  alleged,  that  the  canopies  which  they 
were  telling  were  the  same  as  canopies  manufactured  before  the 
date  of  the  plaintiffs'  patent,  and  differed  from  the  plaintiffs' patent 
canopy  in  having  side  wings.  The  defendants  at  the  trial  attempted 
to  use  the  fact  that  these  side  winged  canopies  were  known  before 
in  order  to  show  that  the  plaintiffs'  specification  must  be  read  so 
as  not  to  include  them.  Held,  that  between  licensor  and  licensee 
this  could  not  be  allowed  when  the  specification  was  not  ambigiious, 
and  that  the  defendants'  canopies  were  in  fact  substantially  the 
same  as  that  described  in  the  plaintiffs'  specification.     (6  0.  B.  190.) 

{q)  Otto  v,  Si.nger.    [1889] 

The  plaintiff,  when  he  had  obtained  provisional  protection 
only,  granted  by  deed  a  licence  to  the  defendant  to  use  the  inven- 
tion, paying  royalties,  for  a  year  certain,  and  further  from  year  to 
year  during  the  continuance  of  the  said  letters  patent  to  be  granted 
(if  granted^  for  the  said  invention,  or  any  prolongation  or  extension 
thereof.  The  plaintiff  covenanted  to  complete  the  letters  patent, 
but  when  before  the  Comptroller  he  admitted  that  he  knew  of  the 
claims  of  certain  prior  patentees  to  the  use  of  tires  with  a  helical 
spring  core  and  the  introduction  into  an  india-iubber  tire  of  a 
core  of  corrugated  steel  wire,  and  was  compelled  to  abandon  this 
part  of  his  claim.  The  defendant  alleged  that  it  was  the  use  of 
the  invention  so  disclaimed  that  they  intended  to  obtain  in  taking 
the  licence,  and  refused  to  pay  royalties  after  the  first  year  : — Held^ 
that  there  was  no  ground  for  saying  that  there  was  a  total  failure 
of  consideration,  and  that  there  was  no  misrepresentation,  and  that 
therefore  the  defendants  were  liable  to  pay  the  royalties.  (6 
T.  L.  B.  52;  7  0.  B.  7.) 

(r)  Heap  v.  Hartley.     C.  A.     [1889] 

The  patentee  of  a  machine  had  granted  an  exclusive  licence  to 
the  plaintiff  to  use  and  exercipe  his  invention  within  a  certain 
district  for  four  years,  with  a  conditional  contract  that  if  there 
was  any  infringement  either  within  or  without  the  district  the 
patentee  would  allow  the  licensee  to  use  his  name  in  order  to  sue  the 
infiinger,  and  the  deed  conferring  the  licence  was  duly  registered. 
The  defendants  bought  machines  outside  the  district  from  persons 
who  had  purchased  from  the  patentee  and  brought  them  into  the 
district  and  used  them  there.  The  licensee  brought  this  action  to 
restrain  such,  user,  and  the  action  was  dismissed  : — Heldy  on  appeal, 
(1)  that  if  the  plaintiff  relied  on  actual  notice  of  the  licence,  the 
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onus  was  on  him  to  prove  it,  and  that  lie  had  not  done  so ;  (2)  that 
where,  as  in  this  case,  there  is  only  a  licence  not  entitling  the 
licensee  to  take  anything  away,  then  it  is  merely  an  authority  to 
the  licensee  to  do  that  lawfully  which  without  tbe  licence  he  could 
not  do,  and  is  not  a  grant ;  (3)  that  therefore  the  plaintiff  could 
not  sue  except  in  the  name  of  the  patentee,  and  could  not  sue  in 
his  name  because  the  patentee's  rights  had  not  been  violated; 
(4)  that  it  was  not  mnterial  to  consider  the  effect  of  sect.  87  of 
the  Act  of  1 883.     (6  0.  B.  495.) 

(«)  Postcard  Automatic  Supply  Company  v,  Samuel.    [1889] 

Where  parties  are  negotiating  as  to  a  licence  to  work  a  paterit, 
and  terms  have  been  proposed  and  accepted  by  letter  preparatory 
to  the  execution  of  a  formal  document,  the*  parties  stand  in  the 
same  position  in  equity  as  if  the  legal  document  had  been  executed. 
In  this  case  an  agreement  had  been  arrived  at,  but  the  licence  had 
not  been  settled,  and  the  defendant,  who  had  not  paid  royalties, 
set  up  as  defences  to  an  action  for  infringement  of  the  patent 

(1)  that  the  articles  were  manufactured  under  the  licence,  and 

(2)  that  the  patent  was  invalid : — Held^  that  the  defendant  must 
elect  on  which  of  these  defences  he  would  rely,  and  that  the 
plaintiffs  were  justified  in  revoking  the  licence,  as  the  royalties 
had  not  been  paid.  On  the  defendant  electing  to  rely  on  the 
second  ground,  held  that  he  must  remove  the  words  "  manufactured 
under  licence  from  the  Postcard  Company"  from  the  machines. 
(6  0.  B.  56'J.) 

(«^)  AsHWORTH  V.  Law.    [1890] 

The  plaintiff's  claim  1)eing  against  the  defendants  as  licensees, 
the  defendants  pleaded  inter  alia  that  if  the  patent  was  construed 
so  as  to  include  what  they  were  doing,  it  would  be  invalid  for  want 
of  novelty,  and  also  that  the  patent  was  invalid  : — Held,  that  these 
pleas  must  be  struck  out  as  embarrassing.     (/  0.  B.  231.) 

Limited  grant  in  case  of  rival  inventors,  p.  150  (z). 

Lunatic.     Declaration  by.  Patents  Act,  1883,  seel.  99,  p.  81. 

Making.    See  Infringement  by  Making,  pp.  156  to  163. 

Manufacture.    See  under  Subject  Matt.-r,  pp.  491  to  500. 

Materials  to  be  used  must  be  in  the  market,  p.  219  (t), 

(f)  Derosne  v.  Faieie. 

The  materials  described  in  the  specification  as  those  t>  which 
the  patented  process  is  t  >  be  applied  mu»t  be  substances  capable 
of  being  ordinarily  purchased  in  the  market  as  articles  of  com- 
merce.    (1  Weh.  P.  a  158.) 

Memorandum  of  Alteration.     Seu  Amendment  by  Disclaimer,  p.  15 
amendment  of,  p.  29  ((j). 

Merit,  of  inventor,  ground  of  extension,  pp.  113  to  116. 
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Method  of  Obtaining  Letters  Patent.    See  Application,  p.  33. 

Minor.    Joint  patent  granted  to,  p.  277  (a). 

Misleading  Specification.    See  under  Specification,  pp.  436  to  445. 

Misrepresentation  in  Specification  will  avoid  the  patent,  pp.  436  (t)» 
437  (J). 

Model, 

making  parent  machine  aa,  no  infringement,  p.  156  (f) 

public  user  pf  invention  by  exhibition  of,  pp.  232  (/),  242  (d),  265  (n\ 

266  («) 
to  be  supplied  to  South  Kensington  if  required.   Patents  Act,  1883, 

sect.  42,  p.  220. 

Patents  Act,  1883,  Sect.  42.  The  Department  of  Science  and  Art  may  at 
any  time  require  a  patentee  to  furnish  them  with  a  model  of  his  invention  on 
payment  to  the  patentee  of  the  cost  of  the  manufncture  of  the  model;  the 
amount  to  be  settled,  in  case  of  dispute,  by  the  Board  of  Trade. 

Monopolies,  Statute  of.    See  p.  491 
Construction  of,  pp.  492  (6),  534  (n). 

Mortgagee  of  patent  need  not  be  joined  as  plaintiff  in  action  for  infringe- 
ment, p.  290  (e). 

National  policy  is  not  a  ground  for  refusing  to  grant  an  injunction,  p.  340  (&)• 

New  TriaL    See  Practice,  pp.  378,  379. 

New  Use,  application  to.    See  under  Subject  Matter,  pp.  522  to  532. 

Notices,  of  objections.     See  Practice,  pp.  299  to  318. 
of  intention  to  exhibit.    See  Kule  15,  p.  94. 

Novelty  of  Invention, 

Novelty  generally^ 

need  not  be  new  out  of  England^  p.  222  (w),  (v),  (x) 
in  principle  of  invention,  p.  224  (J) 

method  of  effecting  a  known  object,  p.  225  (/) 
of  application,  ]).  226  (i) 

imprnvemeut  and  discovery,  pj).  224  (c),  230  (2) 
diw^overy  without  discltisure,  pp.  224  (e),  233  {h\  235  0'),  272  Qi) 
anticipation  and  infringement,  pp.  154  (./),  192  (0),  226  {;),  365  (j/) 
exhibition  of  sinnlar  but  useless  machine,  p.  226  (m) 
greater  perfectitm  of  result,  an  indication  ot,  p.  499  (s) 
prior  user  in  Englami  will  invalidate  Scotch  patent,  pp.  225  (^),  130(v) 
but  prior  user  in  Natal  will  not  inviilidato  Knglish  imtent,  p.  227  (n) 
largely  increased  sale  is  evidence  of,  y.  228  (») 
alleged  anticipation  should  be  such  as  the  patent  if  valid  would  prohibit, 

p.  227  (j>) 
in  analogous  chemical  process,  p.  227  (7). 

Want  of,  in  a  Part  of  an  Invention, 
when  that  part  is  material,  pp.  228  (v),  230  (a) 

immaterial,  p.  229  (x) 
^  hen  one  patent  includes  several  invcntionp,  p.  228  (w) 
in  subsidiary  inveniion,  p.  231  (d) 
when  advantages  only  claimed,  p.  232  (e). 
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Public  Use, 

meaninjj  of,  pp.  235  (J\  (Q,  236  (n),  242  (e) 

by  exhibition  of  a  model,  pp.  232  (/),  242  {d),  266  («) 

by  experiments.    See  pp.  261  to  265 

by  sale.    See  pp.  265  to  267 

when  accidental,  pp.  233  (gr),  238  (r) 

of  abandoned  invention,  pp.  235  (Z),  241  («),  262  (e) 

need  not  continue  to  date  of  patent,  pp.  235  (Z),  236  (m),  262  (e) 

in  a  private  ])lace,  p.  236  (m),  (m*) 

by  what  number  of  persons,  immateml,  p.  236  (m) 

without  sale,  pp.  240  («),  266  (0,  («) 

manufacture  of  patent  uticle  by  inventor  prior  to  grant,  pp.  234  (t),  238 

(7).  242  (c) 
by  usim:  the  invention  on  a  tricycle,  p.  240  (u) 
need  not  be  getierally  known,  p.  241  (y). 

Secret  C7»c— pp.  242  and  243. 
FMicdtiou  in  a  Book  or  Specification — 
between  date  of  patent  and  specification,  p.  244  (j) 
in  foreign  book  deposited  in  British  Museum,  pp.  244  (k),  258  (q) 
published  in  England,  p.  245  (m) 

abroad  and  sent  to  England,  pp.  247  (u),  250  (a) 
need  not  be  sold,  p.  250  (a) 
single  copy  of,  kept  in  obscurity,  p.  245  (j) 
whether  written  or  printed,  p.  245  (g) 

in  an  abandoned  proviNional  specification,  pp.  248  (y),  258  (p),  (r) 
where  prior  specification  is  insufiScient,  p.  250  (c) 
(»f  an  imported  invention,  p.  246  (/) 
need  not  have  been  seen  hy  patentee,  p.  245  (7) 
description  should  be  sufficient  to  produce  patented  article,  pp.  245  (o), 

247  (v\  (w),  248  (x),  249  («),  250  (6),  (c),  251  (rf),  (e) 
jwheie  prior  specification  is  insufficient,  pp.  251  (/),  257  (m) 

and  never  brought  into  operation,  p.  257  (p) 
what  sufficient  evidence  of,  p.  253  (A) 
in  an  official  report,  p.  254  (») 
need  not  be  used  by  public,  p.  264  (t) 

in  German  journal  in  library  of  Patent  Office,  pp.  256  (k),  259  (w) 
whether  description  must  be  sufficient  to  sustain  a  patent,  pp.  251  (/), 

257  (w),  260  (a) 
may  be  by  a  drawing  alone  without  description,  p.  259  (x). 

Publicatum  by  Experiments — 
when  abandoned,  pp.  233  (h\  262  (e),  266  («),  275  («) 
when  unsuccessful,  p.  262  (e),  (/),  (jg) 
by  patentee  to  test  utility  of  invention,  pp.  261  (cQ,  263  (t),  (J) 

or  his  a<zent,  p.  242  (d) 
after  utility  established,  pp.  234  (t),  237  (p),  263  (t) 
l^^  makin'^  samples,  p.  2i64  (m) 
by  malcing  a  model,  p.  265  (n). 

Publication  by  Sale, 

in  a  single  iHstaiooe,  pp.  265  (p\  (7),  266  (v) 

for  a  foreign  market,  pp.  265  (p),  266  («) 

of  a  patent  for  a  process,  p.  266  (r) 

where  article  made  as  a  sample,  p.  266  (w) 

by  a  secret  process,  p.  237  (0) 

offering  for  sale,  p.  266  (t),  (t*),  (w) 
A  Question  far  the  Jury--^^.  267  and  268  (b) 
Evidence  of.    See  under  Practice,  pp.  361  to  363 
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Novelty  Generally. 

(u)  Hastings'  Patent.    [1567] 

A  patent  was  granted  to  Mr.  Hastings  "  in  consideration  that 
he  brought  in  the  skill  of  making  frisadoes,  as  they  were  made  in 
Harlem  and  Amsterdam,  beyond  the  seas,  being  not  used  in  England, 
that  therefore  he  should  have  the  sole  trade  of  the  making  and 
selling  thereof  for  divers  years,  charging  all  other  subjects  not  to 
make  any  fiisadoes  in  England  during  that  time,  by  pain  to  forfeit 
the  same  frisadoes  by  them  made,  and  to  forfeit  also  lOOZ.,  the  one 
moiety  thereof  to  the  Queen's  Majesty,  the  other  to  Mr.  Hastings.*' 
This  patent  being  infringed  by  certain  clothiers,  Mr.  Hastings 
"exhibited  his  English  bill  in  the  Exchequer  Chamber  against 
them ;  where,  upon  the  examination  of  the  clause,  it  appeared 
that  the  same  clothiers  did  make  bales  very  like  to  Mr.  Hastings' 
frisadoes,  and  that  they  used  to  make  them  before  Mr.  Hastings' 
patent ;  for  which  cause  they  were  neither  punished,  nor  restrained 
from  making  their  bales  like  to  his  frisadoes."  (Noy,  i?.  182 ; 
1  Web.  P.  a  6.) 

(v)  Matthey's  Patent.     [Eliz.] 

By  this  patent  "  it  was  granted  nnto  him  the  sole  making  of 
knives  with  bone  hafts  and  plates  of  lattin,  because,  as  the  patent 
suggested,  he  brought  the  first  use  thereof  from  beyond  seas.  Yet 
nevertheless,  when  the  wardens  of  the  Company  of  Cutlers  did 
show  before  some  of  the  council  and  some  learned  in  the  law,  that 
they  did  use  to  make  knives  before,  though  not  with  such  hafts, 
that  such  a  light  difference  or  invention  should  be  no  cause  to 
restrain  them,  whereupon  he  could  never  have  benefit  of  this 
patent,  although  he  laboured  very  greatly  therein."  (iVby,  i?.  178  ; 
1  Web.  P.  a  6.) 

(w)  Humphrey's  Patent. 

A  patent  was  granted  to  Humphrey  "  for  the  sole  and  only  use 
of  a  sieve  or  instrument  for  melting  of  lead,  supposing  that  it  was 
of  his  own  invention,  and  therefore  prohibited  all  others  to  uso 
the  same  for  a  time.  And  because  others  used  the  like  instru- 
ment in  Derbyshire,  contrary  to  the  intent  of  his  patent,  therefore 
he  did  sue  them  in  the  Exchequer  Chamber,  by  English  bill.  In 
which  Court  the  question  was,  whether  it  vras  newly  invented  by 
him,  whereby  he  might  have  the  sole  privilege,  or  else  used  before 
at  Mendiff,  in  the  west  country,  which  if  it  were  there  before  used, 
then  the  Court  were  of  opinion  that  he  should  not  have  the  solo 
use  thereof."     (Noy,  B.  183;  1  Web.  P.  C.  7.) 

(x)  Darcy  v.  Allin.     [1602] 

"  Where  any  man  doth  bring  any  new  trade  into  the  realm,  or 
any  engine  tending  to  the  furtherance  of  a  trade,  tkcU  never  teas 
used  bef&re,  the  king  may  grant  to  him  a  monopoly  patent."  (JVby, 
B.  182 ;  1  Web.  P.  C.  6.) 
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(y)  KoEBUCK  V.  Stirling.     H.  L.     [1774] 

Public  user  of  an  invention  in  England  is  sufficient  to  invalidate 
a  patent  subsequently  granted  for  the  same  invention  in  Scotland. 
(Weh,  P.  a  45  and  451,  n.) 

(z)  LiARDET  V.  Johnson.    N.  P.     [1778] 

The  general  question  is,  whether  the  invention  was  known  and 
in  use  before  the  patent  (Bull,  K  P.  16;  1  Web.  P.  C.  63 ;  1  Carp. 
P.  a  35.) 

(a)  R.  17.  Arkwright.     N.  P.     [1785] 

Scire  facias  to  repeal  letters  patent  granted  to  tbe  defendant. 
The  specification  described  various  parts  of  machinery,  but  no 
complete  machine,  and  the  defendant  did  not  point  out  what  parts 
were  new.  BuUer,  J.,  left  the  following  questions  to  the  jury : — 
"  First,  whether  this  invention  is  new  ?  secondly,  if  it  be  new, 
whether  it  was  invented  by  tbe  defendant  ?  *'  After  commenting 
upon  the  evidence,  his  lordship  said :  "  Thus  the  case  stands  as  to 
the  several  component  parts  of  this  machine  ;  and  if,  upon  them, 
you  are  satisfied  that  none  of  them  were  inventions  unknown  at 
the  time  tliis  patent  whs  granted,  or  that  they  were  not  invented 
by  the  defendant,  upon  either  of  these  points  the  prosecutor  is 
entitled  to  your  verdict"  (Dav.  P.  C.  61 ;  1  Web.  P.  C.  64; 
1  Carp.  P.  a  53.) 

(6)  HuDDABD  V.  Grimshaw.     N.  P.     [1803] 

Action  for  the  infringement  of  a  patent  for  a  new  mode  of 
making  cables  and  other  cordage.  Ellenborough,  C.J.,  in  address- 
in<5  the  jury,  said :  "  In  inventions  of  this  sort,  and  every  other 
through  the  medium  of  mechanism,  there  are  some  materials  which 
are  common,  and  cannot  be  supposed  to  be  appropriated  in  the 
terms  of  any  patent.  There  are  common  elemental  y  materials  to 
work  with  in  machinery,  but  it  is  the  adaptation  of  those  materials  to 
the  execution  of  any  particular  purpose,  that  constitutes  the  inven- 
tion; and  if  the  appli«'ation  of  them  be  new,  if  the  combination  in 
its  nature  be  essentially  new,  if  it  be  productive  of  a  new  end, 
and  beneficial  to  the  public,  it  is  that  species  of  invention,  which, 
protected  by  the  king's  patent,  ought  to  continue  to  the  person 
the  sole  right  of  vending ;  but  if,  prior  to  the  time  of  his  obtaining 
a  patent,  any  part  of  that  which  is  of  the  substance  of  the  inven- 
t;ion  has  been  communicated  to  the  public  in  the  shape  of  a  speci- 
fication of  any  other  patent,  or  is  a  part  of  the  service  of  the 
country  so  as  to  be  a  known  thing,  in  that  case  he  cannot  claim 
the  benefit  of  his  patent."  ...  If,  in  his  specification,  the  patentee 
^  appropriates  more  than  his  own,  he  cannot  avail  himself  of  the 
benefit  of  it  .  .  .  And  if  he  states  that  which  of  itself  is  not  new, 
but  old  and  known  to  the  world,  though  it  was  unnecessary  for 
him  to  do  so,  having  done  so,  he  has  overstepped  his  right,*  and 
has  included  in  his  invention  that  which  is  not  his  invention; 
in  that  respect  his  patent  would  be  void."  (Dar.  P.  C.  278; 
1  Web.  P.  C.  86;  1  Carp.  P.  C.  225.) 
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(c)  Manton  v.  Manton.     N.  P.     [1815] 

Action  lor  the  infringement  of  two  patents,  one  for  a  hammer 
npon  an  improved  construction,  for  the  locks  of  fire-arms ;  the 
other,  for  "  an  improvement  in  double-ban  el  led  guns."  Gibbs,  C.  J-, 
in  directing  tlie  jury,  said  :  "  In  order  to  support  a  right  to  the 
exclusive  enjoyment  of  any  invention,  it  is  necessary  that  the 
party  who  takes  out  the  patent  should  show  that  the  invention  is 
new,  that  it  was  unknown  to  the  trade  and  to  the  world  before, 
that  it  is  not  only  new,  but  that  it  is  useful  to  the  public ;  and  it 
is  necessary  likewise  that  he  should  show  that  he  Las  accui*ately 
explained  the  nature  of  his  invention  in  his  specification,  sepaiating 
that  which  is  new  from  that  which  is  old.  (Dav.  P.  C.  343.)  .  .  . 
If  any  one  man  made  these  locks,  and  was  in  possession  of  the 
secret  of  making  them  upon  the  same  principle  as  Joseph  Manton's 
locks,  there  would  be  an  end  of  the  patent"     (Jb.  363.) 

(d)  R  V.  Cutler.    ScL  fas.    [1816] 

Scire  facias  to  repeal  the  defendant's  patent  for  "improvements 
in  firegrates  or  stoves."  1'he  specification,  after  describing  the 
stove,  claimed  as  the  invention,  the  construction  of  stoves  in  such 
manner  as  that  the  fuel  necessary  to  supply  the  fire  shall  be  intro- 
duced from  beneath,  either  in  a  perpendicular,  or  in  an  oblique 
direction.  Ellenborough,  C.J.,  was  of  opinion  that  the  evidence 
showed  grates  to  have  been  constructed,  prior  to  the  patent,  on  a 
principle  identical  with  that  described  in  the  specification ;  that 
the  patentee,  by  his  claim,  had  confined  himself  to  that  principle, 
which  was  not  new,  and  that,  therefore,  the  patent  could  not  be 
supported,  althdugh  the  application  of  the  principle,  as  described 
in  the  specification,  was  new.  (1  Stark.  354 ;  1  Weh,  P.  (7.  76 ; 
1  Carp.  P.  a  351.) 

(c)  Hill  v.  Thompson.    [1818] 

Dallas,  J.,  in  delivering  the  judgment  of  the  Court  of  Common 
Pleas,  said:  "This,  like  every  other  patent,  must  undoubtedly 
stand  on  the  ground  of  improvement,  or  discovery.  If  of  improve- 
ment, it  must  stand  on  the  ground  of  improvement  invented  ;  if  of 
discovery,  it  must  stand  on  the  ground  of  the  discovery  of  something 
altogether  new  ;  and  the  patent  must  distinguish  and  adapt  itself 
accordingly.  If  the  patent  be  taken  out  for  discovery,  when  the 
alleged  discovery  is  merely  an  addition  or  improvement,  it  is 
scarcely  necessary  to  observe  that  it  will  be  altogether  void.  .  .  . 
If  the  discovery  claimed  were  known  and  made  use  of  before,  the 
patent  is  at  an  end.  Now,  with  reference  to  this  particular  case, 
it  may  be  proper  shoiiJy  to  consider,  what  novelty  and  discovery 
are  deemed  to  be ;  and  when  I  say  novelty  and  discovery,  I  mean 
to  distinguish  between  those  terms ;  for  it  is  not  enough  to  have 
discovered  what  was  unknown  to  others  before>  if  the  discovery 
be  confined  to  the  knowledge  of  the  party  having  made  it ;  but 
it  must  have  been  communicated,  more  or  less,  or  it  must  have 
been  more  or  less  made  use  of,  so  as  to  conbtitute  discovery,  as 
applied  to  subjects  of  this  sort     The  case  of  Dollond  has  been 
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mentioned  at  the  bar,  as  also  Tennanfs  patent  for  bleaching 
liquor,  and  they  stand  so  contrasted  as  to  illustrate  the  di.^tinc* 
tion  to  which  I  allude."  (2  B.  Moo.  461;  8  Taunt  394;  1  Web. 
P.  a  244.) 

(/)  HuLLET  V.  Hague.    [1831] 

When  the  object  of  two  patents  is  the  same,  but  the  mode  of 
effecting  that  object,  which  is  the  thing  claimed,  is  different,  the 
prior  patent  does  not  a£fect  the  novelty  of  the  subsequent  one< 

A  patent  was  taken  out  for  improvements  in  evaporating  sugar, 
&C.  The  specification  stated  that  the  invention  consisted  in 
forcing  air  through  the  liquid  or  solution  subjected  to  evaporation 
by  means  of  pipes,  whose  extremities  reach  nearly  to  the  upper  or 
interior  area  of  the  bottom  of  the  pan  or  boiler  containing  such 
liquid  or  solution,  the  other  extremities  of  such  pipes  being  connected 
with  larger  pipes,  which  communicate  with  the  be  J  lows.  The  lesser 
pipes  were  to  be  equally  distributed,  and  their  lower  ends  on  a 
level  with  each  other.  It  was  further  declared,  that  the  form  of 
the  apparatus  might  be  varied,  provided  the  essential  properties 
were  maintained : — Held,  that  taking  the  whole  of  the  specification 
together,  it  appeared  that  the  invention  consisted  of  the  particular 
method  or  process  of  forcing,  by  means  of  bellows,  &c.,  air  through 
the  liquid  subjected  to  evaporation,  viz.,  by  pipes  cchtnected  with 
larger  pipes,  and  placed  as  mentioned  in  the  specification  ;  and,  there- 
fore, that  it  was  not  void  because  another  patent  had  been  before 
granted  to  other  persons  for  effecting  the  same  object,  by  a  coil  of 
pipes  (iying  at  the  bottom  of  the  vessel),  perforated  with  small 
]ioles,  or  by  a  shallow  cullender  placed  at  the  bottom  of  the  vesseL 
(2  B.  &  Ad.  370.) 

(^)  Brown  t;.  Annandale.    H.  L.     [1842] 

It  is  essential  to  the  validity  of  a  Scotch  patent  that  the  inven-* 
tion  should  be  new  in  England  as  well  as  in  Scotland.  Accord- 
ingly evidence  of  the  public  use  of  an  invention  in  England  pri«»r 
to  the  date  of  letters  patent  for  Scotland  is  admissible,  and  will 
invalidate  such  letters  patent.  (1  Web.  P.  C.  433;  S  CI.  d  R 
437.) 

(h)  Newton  t;.  The  Grand  Junction  Eailway  Company.    [1846] 

Pollock,  C.B. :  "In  order  to  ascertain  the  novelty,  you  take 
the  entire  invention,  and  if,  in  all  its  parts  combined  together,  it 
answer  the  purpose  by  the  introduction  of  any  new  matter,  Ly 
any  new  combination,  or  by  a  new  application,  it  is  a  novtlty 
entitled  to  a  patent."  Alderson,  B. :  "In  considering  whe:hor 
the  invention  is  new,  the  proper  mode  is  to  take  the  specification 
altogether,  and  see  whether  the  matter  claimed  as  a  whole  is 
new.  Now,  the  whole  which  may  be  new  as  claimed,  may  con- 
sist in  some  degree  of  old  parts,  and  in  some  degree  of  new 
parts.  The  question  of  novelty,  however,  will  depend  on 
whether  the  whole  taken  altogether  is  new,  though  it  may  iu 
part  consint  of  old  parts,  provided  the  patentee  does  not  claija 
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the  old  parts,  but  only  the  combination  of  them  and  the  new." 
(6  Exch.  334 ;  20  L.  J.,  Exch.  429.) 

(»)  Newton  «7.  Vaucher.    [1861] 

The  defendant  in  1839  obtained  a  patent  for  an  improvement 
in  papking  hyilranlic  and  other  machines  by  means  of  a  lining 
of  soft  metal,  the  effect  of  which  wa8  to  make  certain  parts  of 
the  machines  air  and  fluid  tight.  Subsequently  to  this  the 
plaintiffs  discovered  that  the  same  soft  metal  had  the  effect  of 
diminishing  friction,  and  of  preventing  the  evolution  of  heat 
when  applied  to  the  surfaces  in  contact  of  machines  in  rapid 
motion  and  bubject  to  pressure;  and  he  embodied  the  applica- 
ticm  of  that  discovery  to  machines  in  a  patent,  dated  1843. — 
Held^  that  as  the  plaintifl's  application  of  the  soft  metal  differed 
essentially  from  that  of  the  defendant,  the  plaintiff's  patent  was 
new.     (6  Ex.  Bep.  859 ;  21  L.  J.,  Ex.  305.) 

0')  Daw  v.  Bley.     Ch.    [1867] 

The  antecedent  existence  of  an  invention  which  was  so  far 
similar,  that,  if  subsequent  in  date  to  the  patent,  it  would  have 
been  held  a  colourable  and  clumsy  imitation  for  the  purpose  of 
effecting  the  f>ame  result,  did  not  invalidate  the  patent  by  antici- 
pation. (X.  JSep.,  3  Eq.  496;  14  W.  B.  126;  13  L,  T.  Sep., 
N.  S.  399.) 

(k)  Parkes  v.  Stevens.    Ch.    [1869] 

When,  in  a  patent  for  an  entire  combination,  the  novelty  of 
any  individual  part  of  the  combination  has  to  be  determined,  it 
is  best  done  by  asking  whether,  upon  the  evidence,  it  could  by 
itself  have  been  the  subject  of  a  valid  patent.  (L.  JB^.,  5  Ch.  38 ; 
18  W.  B.  234 ;  22  L.  T.  Bep.,  N.  8.  639.) 

(I)  Oanningtok  v.  Nuttall.    H.  L.    [1871] 

The  Lord  Chancellor,  moving  the  judgment  of  the  House  of 
Lords,  said :  "  I  take  it  that  the  test  of  novelty  is  this :  Is  the 
product  which  is  the  result  of  the  apparatus  for  which  «an  in- 
ventor claims  letters  patent,  effectively  obtained  by  means  of 
your  new  apparatus,  whereas  it  had  never  before  been  effectively 
obtained  by  any  of  the  separate  portions  of  the  apparatus  which 
you  have  now  combined  into  one  valuable  whole  for  the  purpose  of 
effecting  the  object  you  have  in  view."  (L.  B^.,  6  H.  L.  216.) 
His  Lordship  considered  the  following  direction  to  a  jury  to  be 
correct :  '*  If  a  person  takes  well-known  processes  from  a  great 
number  of  sources  and  a  great  many  inventions,  and  adapts 
them  altogether  to  a  perfectly  new  combination,  for  a  perfectly 
new  purpose,  their  previous  use  is  not  an  anticipation  of  the 
patent."     (Ih.  222.)     {L.  Bep.,  6  JT.  L.  205 ;  40  L.  J.,  Eq.  739.) 

(ill)  Murray  v.  Clayton.    Ch.    [1872] 

Sir  W.  M.  James,  L.J.,  in  the  course  of  his  judgment  in 
this  case,  said :  '*  1  am  not  aware  of  any  principle  or  authority 
upon  which  the  exhibition  of  a  useless  machine  which  turns  out 
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a  &iliire  can  be  held  to  affect  the  right  of  a  patentee  who  has 
made  a  sucoessful  machine,  although  there  may  be  a  degree  of 
similarity  between  some  of  the  details  of  the  two  machines.** 
(L.  Bep.,  7  Ch.  681 ;  20  W.  B.  650.) 

(»)  Bolls  v.  Isaacs.    [1881] 

The  district  of  Natal  is  a  British  colony  with  a  separate 
government  under  a  Governor  appointed  by  the  Crown,  and  a 
law  has  been  passed  by  the  legislative  council,  providing  for  the 
granting  in  the  colony  of  patents  for  inventions  : — Held,  that  the 
validity  of  letters  patent  under  the  great  seal  for  licence  to  use 
an  invention  in  the  United  Kingdom  of  Great  Britain  and 
Ireland,  the  Channel  Islands  and  the  Isle  of  Man,  would  not  be 
impeached  by  the  fstct  if  proved  of  prior  use  of  the  invention  in 
NataL  (19  Ch.  D.  268.)  Brown  v.  Annandale  8  CI.  &  P.  437,  and 
Boeimek  v.  StirUng,  lb.  446  (n)  distinguished. 

(o)  Saxby  v.  The  Gloucester  Waggon  Company.    H.  L.    [1883] 

The  validity  of  the  plaintiff's  patent  was  disputed  on  the  ground 
of  want  of  novelty.  The  plaintiff  admitted  that  all  the  mateiial 
parts  of  his  invention  were  to  be  found  in  two  prior  inventions, 
but  tried  to  show  that  the  combination  of  these  two  inventions 
required  such  skill  and  ingenuity  as  to  entitle  it  to  protection. 
There  being  evidence  that  any  person  of  ordinary  knowledge  of 
the  subject  would  be  able  to  effect  the  combination  without 
further  experiment: — Held,  that  the  finding  of  want  of  novelty 
could  not  be  upset.  (7  Q.  B.  2>.  305 ;  affirmed  on  appeal,  W.  N. 
1882,  102;  2  Qriff.  54  ;  Good  P.  C.  417.) 

(p)  Young  v.  Eosenthal.    [1884] 

It  is  not  necessary  in  order  to  anticipate  a  patent  that  the  old 
things  should  be  exact  and  identical  with  the  patent.  Could  the 
patentee — ^that  is  not  a  bad  test — stop  the  public  from  using  them 
under  his  patent  ?  If  he  could,  and  they  had  been  used  before, 
then  his  patent  is  bad,  because  he  has  no  right  to  stop  the  public, 
who  used  it  before.    (Griff.  249 ;  1  0.  B.  29.) 

(q)  Badische  Anilin  und  Soda  Fabrik  v.  Levinstein.     H.    L. 

[1887] 

The  defendants  alleged  that  though  the  particular  substance 
obtained  by  the  plaintiff's  patented  process,  was  previously 
unknown,  yet  that  similar  bodies  arrived  at  by  similar  processes 
were  well  known,  and  that  chemical  analogy  would  at  once 
indicate  the  supposed  invention  : — Hetd,  that  this  only  amounted 
to  saying  that  the  inventor  only  completed  by  one  step  the  route 
to  which  chemical  discoveries  had  been  tending  without  his  aid, 
and  did  not  invalidate  the  patent     (12  App.  C.  710.) 

(r)  Ck)aNKLL  V.  Bishop.    C.  A.    [1888] 

Patent  for  improvement  in  stretchers  for  trousers  held  not  to 
have  been  anticipated.    Where  there  has  been  a  long  unsatisfied 
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demand,  and  suddenly  an  article  springs  into  existence  and 
satisfies  it,  it  may  be  inferred  that  ingennity  was  required  to 
surmount  the  obstacle  which  would  seem  to  have  existed. 
(6  0.  B.  161.) 

(ti)  Ehblich  v.  Ihlbb.    C.  A.    [1888] 

It  was  admitted  that  the  parts  of  the  plaintiff's  invention  were 
not  new,  but  the  claim  was  for  a  combination;  150,000  oiF  the 
plaintiff's  instruments  had  been  sold,  and  there  had  been  no  such 
previous  sale.  The  inference  was  irresistible  that  the  instrument 
supplied  a  want,  and  this  was  cogent,  though  not  conclusive 
evidence  of  novelty.     (W.  N.  1888,  60 ;  5  0.  R  437.) 

(0  Morgan  v.  Windover.    H.  L.    [1890] 

Patent  for  a  combination  of  C  springs  and  elliptic  springs  in 
the  front  part  of  a  carriage  held  not  to  be  new.  The  Court  of 
Appeal  held  (Coleridge,  C.J.,  diss.)  that  the  anticipation  alleged 
was  experimental.  The  House  of  Lords  declined  to  decide  that 
point,  as  they  held  that  the  invention  was  not  subject-matter. 
(W.  N.  1887, 143;  1888,  80;  3  T.  L.  B.  748;  6  0.  B,  295;  7  0.  B. 
131.) 

(t^)   DOWLING  V.  BlLLINGTON,      [1890] 

A  patent  for  weaving  wire  mattresses  by  a  particular  method, 
so  as  to  distribute  the  strength  evenly,  was  held  by  the  Court  of 
Appeal  in  Ireland  not  to  be  anticipated  by  prior  methods  which 
used  the  same  machinery  but  did  not  obtain  an  even  distribution 
of  strength.    (7  0.  B.  191.) 

Want  of  Noveliy  in  a  Part  of  on  Invention, 
(«)  Bramah  v.  Hardcabtle.    N.  p.     [1789] 

The  patent  was  for  a  water-closet  upon  a  new  construction. 
It  was  objected  that  the  patent,  being  taken  for  the  whole  water* 
closet,  the  arrangement  of  some  of  the  parts  only  being  new,  was 
void.  Kenyon,  J.,  said :  "  Unlearned  men  look  at  the  specifi- 
cation, and  suppose  everything  new  that  is  there.  If  the  whole 
be  not  new,  it  is  hanging  terrors  over  them."  The  question  for 
the  jury  is,  whether  the  principle  of  the  invention,  and  the 
means  employed  to  effect  the  object  to  be  obtained,  are  new; 
whether  the  shape  is  new  or  not  is  immaterial.  (JEolroydy  81 ; 
1  Carp.  P.  a  168.) 

(»)  Hill  v.  Thomi'son.    [1818] 

Dallas,  J.:  **  If  any  part  of  the  alleged  discovery,  being 
a  material  part,  fail  (the  discovery  in  its  entirety  forming  one 
entire  consideration),  the  patent  is  altogether  void."  (2  JB.  Moo. 
Abl ;  8  Taunt  401  ;  1  Wd>,  P.  C,  249.) 

(w)  Brumton  V,  Hawkes.     [1821] 

Patent  for  **  certain  improvements  in  the  construction,  making, 
or  manufacturing  of  ships'  anchors,  and   yrindlasses,  and  chain 
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cables  or  moorings."  It  was  proved  at  Nisi  Prius,  that  the 
mode  of  mannfactuiing  anchors  described  in  the  plaintiff's 
specification  had  never  been  applied  before  to  ships'  anchors; 
bnt  had  been  applied  to  the  adze-anchor,  and  the  mushroom- 
anchor.  These  anchors  are  used  only  for  the  purpose  of  mooring 
floating  lights  or  vessels  intended  to  be  stationary,  and  are 
never  taken  on  board.  The  jury  having  found  a  verdict  for  the 
plaintiff,  the  defendant  obtained  a  rule  nisi  for  a  new  trial,  which 
the  court  afterwards  made  absolute.  In  his  judgment^  Abbott, 
C.J.y  said :  *'  I  think  so  much  of  the  plaintiff's  invention,  as  respects 
the  anchor,  is  not  new,  and  that  the  whole  patent  is,  therefore, 
void.  ...  A  man  cannot  be  entitled  to  a  patent  for  uniting 
two  things  instead  of  three,  where  that  union  is  effected  in  a 
mode  weU  known  and  long  practised  for  a  similar  purpose.  It 
seems  to  me,  therefore,  that  there  is  no  novelty  in  that  part  of 
the  patent  as  affects  the  anchor,  and,  if  the  patent  had  been  taken 
out  for  that  alone,  I  should  have  had  no  hesitation  in  declaring 
that  it  was  bad*  Then,  if  there  be  no  novelty  in  that  part  of  the 
patent,  can  the  plaintiff  sustain  his  patent  for  the  other  part,  as 
to  the  mooring  chain  ?  As  at  present  advised  I  am  inclined  to 
think  that  the  combination  of  a  link  of  this  particular  form 
with  the  stay  of  the  form  which  he  uses,  although  the  form 
of  the  link  might  have  been  known  before,  is  so  far  new  and 
beneficial  as  to  sustain  a  patent  for  that  part  of  the  invention, 
if  the  patent  had  been  taken  out  for  that  alone.  But  inasmuch 
as  one  of  the  things  is  not  new,  the  question  arises,  whether  any 
part  can  be  sustained.  It  is  quite  clear  that  a  patent  granted 
by  the  Crown  cannot  extend  beyond  the  consideration  of  the 
patent.  The  king  could  not,  in  consideration  of  a  new  invention 
in  one  article,  grant  a  patent  for  that  article  and  another. 
The  question  then  is,  whether,  if  a  party  applies  for  a  patent, 
reciting  that  he  has  discovered  improvements  in  three  things,  and 
obtains  a  patent  for  these  three  thingH,  and  in  the  result  it  turns 
out  that  there  is  no  novelty  in  one  of  them,  he  can  sustain  his 
patent.  It  appears  to  me,  that  the  case  of  HiU  v.  Thompson,  which 
underwent  great  consideration  in  the  Common  Fleas,  is  decisive 
upon  that  question  (4  B.  d  Aid.  549.)  ....  The  consideration  of 
the  patent  is  the  improvement  in  the  three  articles,  and  not  in  one ; 
for  an  improvement  in  only  one  of  them  would  render  the  patent 
bad.  The  consideration  is  the  entirety  of  the  improvement  of  the 
three ;  and  if  it  turns  out  there  is  no  novelty  in  one  of  the  improve- 
ments, the  consideration  fails  in  the  whole,  and  the  patentee  is  not 
entitled  to  the  benefit  of  that  other  part  of  his  invention."  (lb, 
552.)     (4  B.  d  Aid.  541 ;  1  Carp.  P.  G.  405.) 

(x)  Lewis  v.  MAituNO.    [1829] 

Parke,  J. :  '*  The  objection  to  the  patent,  as  explained  by  the 
specification,  may  be  thus  stated.  The  patent  is  for  several  things, 
one  of  which,  then  supposed  to  be  useful,  is  now  found  not  to  be 
so ;  but  there  is  no  case  deciding  that  a  patent  is  on  that  ground 
void,  although  cases  have  gone  the  length  of  deciding,  that  if  a 
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patent  be  granted  for  three  things,  and  one  of  them  be  not  new,  it 
fails  in  iotor  (10  JB.  ^  tt  27 ;  5  JJf,  ^  JS.  70;  4  0.  <fc  P.  58 ;  1 
Web.  P.  0.  497.) 

(y)  Kay  v.  Marshall.    [1839] 

Tindal,  C.  J. :  "  If  part  of  what  is  claimed  is  not  properly  the 
subject  of  a  patent,  or  not  new,  the  whole  must  be  void.'*  (5  Bing. 
N,  a  501 ;  7  Scott,  561.) 

(z)  Gibson  v.  Brand.    [1842] 

Heldy  that,  inasmuch  as  the  patentees  claimed  eight  several  heads 
of  invention,  in  order  to  support  their  patent  they  were  bound  to 
show  that  each  of  the  parts  was  new.  And  that,  if  the  patent  be 
for  a  new  or  improved  process,  and  the  jury  find  the  process  not  to 
be  new  but  improved,  gemhle  that  the  patent  is  invalid.  (4  M,  d  G. 
179 ;  4  Scott,  N.  B.  844;  1  Web.  P.  0.  631.) 

(o)  MuNTz  V.  Foster.    N.  P.    [1844] 

Action  for  the  infringement  of  a  patent  for  '*  an  improved  manu- 
facture of  metal  plates  for  sheathing  the  bottoms  of  ships."  The 
patentee  declared  the  nature  of  his  invention  to  consist  '*  in  making 
the  said  plates  for  sheathing  of  an  alloy  of  zinc  and  copper,  in 
such  proportions  and  of  such  qualities  as,  while  it  enables  the 
manufacturer  to  roll  the  said  compound  metal  into  plates  or  sheets 
less  difficult  to  work,  &c.,  renders  the  said  sheathing  less  liable  to 
ozydation,"  &o.  The  plaintiff  claimed  *'  the  manufacture  of  metal 
plates  or  sheets  for  the  purpose  aforesaid,  of  an  alloy  of  copper 
and  zinc  in  such  proportions  as  will  enable  the  manufacturer  to 
roll  the  said  alloy  while  at  a  red  heat,  into  sheets  fit  for  the 
sheathing  of  ships,"  &o, 

Tindal,  C.  J.,  said  to  the  jury :  "  The  only  further  objection  is, 
that  hot  rolling  is  made  an  essential  part  of  the  plaintiff's  invention, 
and  is  not  new,  inasmuch  as  that  is  pointed  out  in  GoUins's  specifi- 
cation, and  has  also  been  carried  into  practice — ^that  that  renders 
the  patent  void.  I  cannot  understand  that  if  the  invention  consists 
of  various  parts — that  is,  of  the  compound  of  the  plates,  and  he 
states,  as  he  goes  along,  that  it  is  an  advantage  that  it  will  roll 
hot — and  the  subject  of  it  is,  that  it  shall  make  an  aUoy  for 
sheathing — the  rolling  of  it  hot,  that  being  known  before,  will 
invalidate  the  patent"    (2  PTet.  P.  C.  112.) 

(b)  Tbmpleton  v.  Macfarlane.    H.  L.    [1848] 

A  patent  was  taken  out  for  ''a  new  and  improved  mode  of 
manufacturing  silk,  cotton,  linen,  and  woollen  fabrics."  The 
specification,  and  a  disclaimer,  set  forth  that  the  patentees  claimed 
*'  the  mode  hereinbefore  described  of  producing  or  preparing  stripes 
of  silk,  cotton,  woollen,  or  linen,  or  of  a  mixture  of  two  or  more  of 
these  materials,  in  such  a  manner  that  the  weft,  or  lateral  fibres  of 
both  cut  edges  of  each  stripe  are  all  brought  up  on  one  side,  and 
into  close  contact  with  each  other,  and  the  re-weaving  of  such 
stripes  with  the  whole  fur  or  pile  uppermost,  into  the  surfiftces  of 
carpets,"  &c.     One  of  these  processes  was  old.     The  judge  directed 
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tbe  jury,  that  if  one  was  new,  the  patent  could  be  supported  for 
the  combination  of  them,  and  would  only  be  invalid  if  there  had 
been  a  public  use  of  both  before  the  date  of  the  patent : — Held^  that 
this  direction  was  erroneous,  and  that  the  patent  was  void.  (1 
jBT.  L.  Cos.  595.) 

(c)  M'CoRMicK  «.  Gray.    [1861] 

The  specificaticm  of  a  patent  reaping  machine  described  the 
improvements  as  having  for  their  object  the  holding  of  the  straw 
in  a  favourable  position  while  being  cut,  and  the  more  conveniently 
arranging,  collecting,  and  disposing  of  it  when  cut.  Underneath 
a  set  of  spear-bead  leaped  fingers,  placed  at  regular  intervals  apart 
£rom  each  other,  was  placed  the  ciitting-blade,  formed  of  a  thin 
plate  of  steel,  toothed  upon  its  front  edge  and  fitted  into  a  groove, 
the  blade  having  perfect  freedom  to  slide  from  one  side  of  the 
machine  to  the  other.  Wheel-gearing,  being  set  in  motion  by  the 
horse  attached  to  the  machine,  caused  a  reel  or  gatherer  to  revolve, 
and  so  prevent  the  straws  from  being  pressed  forward  when 
coming  in  contact  with  the  cutting-blade,  which  had  a  rapid 
reciprocating  motion  imparted  to  it  by  the  action  of  a  crank  and 
connecting-rod.  "  It  has  been  found  (titie  specification  stated)  to  be 
of  great  advantage  to  have  the  cutting  edge  toothed  somewhat 
similar  to  a  sickle,  and  to  have  those  teeth  divided  into  sections 
corresponding  to  the  number  of  fingers,  each  section  having  one 
half  of  the  teeth  inclined  in  one  direction,  and  the  other  half 
having  the  teeth  inclined  in  the  opposite  direction."  The  inventor 
claimed  "  the  constructing  and  placing  of  holding-fingers,  cutting- 
blades,  and  gathering-reels  respectively,  as  before  described,  and 
the  embodiment  of  those  parts  as  so  constructed  and  placed,  all  or 
any  of  them,  in  machines  for  reaping  purposes,  whether  such 
machines  are  constructed  in  other  respects  as  before  descnbed,  or 
however  else  the  same  may  in  other  respects  be  constructed." 
The  published  description  of  a  previous  patent  machine  stated  it 
to  be  "  for.  improvements  in  that  kind  of  the  machine  in  which  the 
grain  is  cut  by  the  serrated  edge  of  a  straight  and  vibrating  cutter 
operated  by  a  crank,  the  grain  being  sustained  by  fingers.  The 
blade  is  serrated  like  a  sickle,  except  that  the  angle  of  the  teeth  is 

reversed  for  every  alternate  tooth The  fingers  for  supporting 

the  grain  are  spear-formed."^ — Held  (Bramwell,  B.,  disseniienie)^ 
that  in  an  action  for  an  infringement  of  the  subsequent  patent,  the 
defendant  was,  by  reason  of  this  prior  publication,  entitled  to  tlie 
verdict  on  the  plea  that  the  manufacture  was  not  new. — Held^ 
by  Bramwell,  B.,  that  in  the  absence  of  proof  that  the  machine 
in  its  entirety  was  not  new,  the  plaintiff  was  entitled  to  the 
verdict  on  that  issue,  notwithstanding  the  want  of  novelty  in  its 
separate  parts.  (7  H.  d  N.25;  31  L.  J.,  Ex.  42 ;  9  W.  E.  809 ; 
4  i.  T.  Bep.,  N.  &,  832.) 

(d)  Plimpton  v.  Spiller.    C.  A.    [1877] 

The  patentee  claimed,  first,  a  mode  of  applying  rollers  and 
runners  to  the  footstand  of  skates,  so  that  they  might  be  cramped 
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or  turned  so  as  to  cause  the  skate  to  run  in  a  curved  line  by  th» 
canting  or  tilting  of  the  footstand ;  and,  secondly,  the  mode  of 
securing  the  runners  and  making  them  reversible,  as  above 
described. — Heldj  that,  assuming  that  there  was  nothing  novel  in 
tbe  mode  of  securing  the  runners  to  the  footstand,  yet  the  want  of 
novelty  in  the  second  claim  did  not  invalidate  the  patent,  because 
the  second  claim  must  be  read  as  claiming  a  subsidiary  invention 
to  be  used  only  in  connection  with  the  principal  invention.  (L.  B., 
6  Ch.  D.  412.) 

Brett,  L.  J.,  in  delivering  judgment,  said :  "  I  think  it  cannot 
be  denied  that  if  a  really  independent  claim  of  something  which 
is  not  new,  however  inadvertently  or  carelessly  it  be  made,  is  in 
fact  made  on  the  face  of  the  patent,  the  Court  is  bound  to  hold 
that  the  patent  is  therefore  objectionable,  and  that  therefore  the 
plaintiff  cannot  succeed.  If  this  second  claim  had  been  in  a  form 
which  would  have  applied  to  the  runner  of  any  other  skate  than 
that  which  is  patented  here,  I  should  have  thought  it  would  have 
been  bad,  and  that  therefore  the  whole  patent  would  have  been 
bad,  and  that  this  plaintiff  could  never  recover.  ...  If  you  can 
say  that  the  subsidiary  claim  in  a  patent  cannot,  under  any  circum- 
stances, increase  the  monopoly  of  the  patent  itself  which  is  well 
claimed  in  the  patent,  it  seems  to  me  that  the  subsidiary  claim  is 
unimportant,  is  futile,  has  no  effect,  and,  therefore,  does  not  raise 
any  objection  to  the  patent.  If  you  can  bring  it  within  the 
category  of  a  subsidiary  claim  in  the  patent,  you  bring  it  within 
the  principle  stated  by  Lord  Westbury  {NeiUon  v.  BettSy  L.  jB., 
5  H.  L.  21),  and,  under  these  circumstances,  it  is  no  objection  to 
the  patent.  I  therefore  consider  that  this  second  claim  is  no 
objection  to  this  patent,  because  it  is  a  futile  claim,  and  has  no 
effect  upon  the  monopoly."     (lb.  433.) 

(e)  Freakson  v.  Loe.    M.  E.     [1878] 

Jessel,  M.  E. :  "  It  does  not  follow  that,  because  an  inventor 
thinks  he  has  invented  more  than  he  has  in  fact,  and  ^describes 
the  advantages  of  his  invention,  and  some  of  those  advantages 
ariFe  from  an  old  portion  of  the  invention,  it  may  not  still  be  a 
good  patent,  provided  that  the  invention  as  claimed  is  so  limited 
as  to  fail  to  cover  the  actual  thing  in  use,  while  it  covers  some  of 
the  advantages  mentioned  ;  in  such  a  case  it  may  still  be  a  good 
patent."     (L.  R,  9  Ch,  B.  68.) 

Public  Use. 

(/)  Lewis  ».  Marling.    [1829] 

Action  for  the  infringement  of  a  patent  for  certain  improve- 
ments on  shearing  machines.  It  was  proved  by  the  defendant, 
that  the  specification  of  a  siaiilar  machine  had  previously  been 
enrolled  in  America,  that  a  model  of  an  exactly  similar  machine 
had  been  exhibited  to  three  or  four  persons  in  England,  and 
that  a  manufacturer  in  England  had  commenced  the  constiuction 
of  a  machine  from  the  American   specification.     This,  however, 


Digitized  by  VjOOQ  IC 


Publie  Use.  233 

was  never  completed,  and  it  was  proved  by  the  plaintiffs  tliat 
the  same  manufacturer  had  purchased  the  plaintiffs'  machines. 
Tenterden,  C. J.,  in  summing  up  to  the  jury  at  Nisi  Prius,  said : 
"It  is  no  doubt  incumbent  on  the  plaintiffs  to  show  that  their 
machine  is  new,  but  it  is  not  necessary  that  they  should  have 
invented  it  from  their  own  heads ;  it  is  sufficient  that  it  should 
be  new  as  to  the  general  use  and  public  exercise  in  this  kingdom. 
If  it  were  shown  that  the  plaintiffs  had  borrowed  from  some  one 
else,  then,  of  course,  their  patent  would  fail.  To  show  that  the 
machine  was  not  new,  evidence  is  given  that  a  model  has  been 
seen  by  three  or  four  persons,  and  that  the  making  of  a  similar 
machine  was  begun;  but  it  appears  to  me,  that  the  defendant 
has  failed  to  prove  that  such  a  machine  was  generally  known  or 
generally  used  in  England  before  the  taking  out  of  this  patent 
by  the  plaintiffs."  (4  C,  cfe  P.  55  ;  10  B.d  0.26;  5M.d  JR.  69  ; 
1  Web.  P.  a  492 ;  1  Carp.  P.  0.  477.) 

(g)  MiNTER  V.  Mower.    N.  P.     [1835] 

Action  for  the  infringement  of  a  patent  which  claimed  "the 
application  of  a  self-adjusting  leverage  to  the  back  or  seat  of  a 
chair,  whereby  the  weight  on  the  seat  acts  as  a  counter-balance 
to  the  pressure  against  the  back  of  such  chair,  as  above  described." 
It  was  proved  in  evidence  that  a  chair  had  been  made  by  a 
person  of  the  name  of  Brown  before  the  date  of  the  patent,  which 
would  have  acted  by  a  self-adjusting  leverage  if  it  had  not  been 
encumbered  by  bad  machinery.  Lord.  Denman,  C.J.,  said :  "  I 
cannot  conceive  it  would  be  very  strong,  even  if  he  (Brown)  had 
said  he  had  discovered  this  principle  of  self-adjusting  leverage, 
when  it  does  not  appear  he  claimed  it,  took  out  any  patent  for 
it,  or  that  his  master  did,  or  that  there  was  any  production  of  the 
article  that  could  be  beneficial  to  himself  or  Mr.  Mower.  It  seems 
that  is  a  very  strong  argument  to  show  that  in  point  of  fact  they 
had  not  made  the  discovery,  at  least  how  to  make  this  principle 
available  for  general  use."  (1  Web.  P.  C.  139.)  "  If  that  principle 
(self-adjustment)  might  have  been  deduced  ftom  the  machinery 
of  the  chair  that  was  made,  but  that  it  was  so  encumbered  and  con- 
nected with  other  machinery  that  nobody  did  make  that  discovery 
or  even  found  out  that  they  could  have  a  chair  with  a  self- 
adjusting  leverage,  by  reason  of  that  or  any  other  defect  in  the 
chair  actually  made;   I  confess  it  seems  to  me  that  does  not 

?revent  this  from  being  a  new  invention,  when  the  plaintiff  says, 
have  discovered,  throwing  aside  everything  but  this  self- 
adjusting  leverage  itself,  that  will  produce  an  effect,  which  I 
think  a  very  beneficial  one."     {lb.  140.) 

(h)  Cornish  v.  Keene.    N.  P.    [1836] 

Tindal,  G.  J.,  said  :  "  The  main  question  is,  whether  the  principal 
subject  of  the  patent  was  or  was  not  in  use  in  England  at  the 
time  of  granting  these  letters  patent.  Was  it  or  was  it  not,  in 
the  language  of  the  Act  of  Parliament,  such  a  manufacture  (which 
has  a  very  wide  and  extended  meaning — ^you  may  call  it  almost 
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invention),  was  it  or  was  it  not  etieh  an  invention,  at  the  time 
of  making  the  letters  patent,  as  was  current  in  nse?  If  (the 
invention)  was  at  the  time  these  letters  patent  were  granted  in 
any  degree  of  general  use ;  if  it  was  known  at  all  to  the  world 
pnbliclv  and  practised  openly,  so  that  any  other  person  might 
have  the  means  of  acquiring  the  knowledge  of  it,  as  well  as  this 
person  who  obtained  the  patent,  then  the  letters  patent  are  void ; 
on  the  other  hand,  if  it  were  not  known  and  used  at  the  time 
in  England,  then,  as  far  as  this  question  is  oonoemed,  the  letters 
patent  will  stand.  ...  A  man  may  make  experiments  in  his  own 
closet  for  the  purpose  of  improving  any  art  or  manufacture  in 
public  use;  if  he  makes  these  experiments  and  never  com- 
municates them  to  the  world,  and  lays  them  by  as  forgotten 
things,  another  person,  who  has  made  the  same  experiments,  or 
has  gone  a  little  further,  or  is  satisfied  with  the  experiments, 
may  take  out  a  patent,  and  protect  himself  in  the  privilege  of 
the  sole  mckking  of  the  article  for  fourteen  years ;  and  it  will  be 
no  answer  to  him  to  say  that  another  person  before  him  made 
the  same  experiments,  and,  therefore,  that  he  was  not  the  first  dis^ 
coverer  of  it.  .  .  .  That  would  be  an  extreme  case  on  one  side.  .  .  • 
On  the  other  hand,  the  use  of  an  article  may  be  so  general  as  to  be 
almost  universal.  In  a  case  like  that,  you  can  hardly  suppose 
that  any  one  would  incur  the  expense  and  trouble  of  taking  out 
a  patent.  ...  It  must  be  between  those  two  limits  that  cases 
will  range  themselves  in  evidence,  and  it  must  be  for  a  jury  to 
say,  whether,  ...  in  any  particular  case,  evidence  which  has  been 
brought  before  them  convinces  them  to  their  understandings  that 
the  subject  of  the  patent  was  in  public  use  and  operation  at  that 
time — at  the  time  when  the  patent  iteelf  was  granted  by  the 
Crown.  If  it  was  in  public  use  and  operation,  then  the  patent 
is  a  void  patent,  and  amounts  to  a  monopoly,  if  it  was  not,  the 
patent  stands  good."    (1  Web.  P.  (7.  608.) 

(»)  Morgan  v.  Seawabd.    [1837] 

Patent  for  "certain  improvements  in  steam-engines,  and  in 
machinerv  for  propelling  vessels."  It  was  proved  that,  before  the 
date  of  the  patent,  Galloway,  the  patentee,  ordered  an  engineer, 
under  an  injunction  of  secrecy,  to  make  two  pairs  of  paddle- 
wheels  upon  the  principle  of  the  patent.  The  wheels  when  com- 
pleted were  packed  at  the  engineer's  factory,  and  sold  to,  and 
exported  by,  the  plaintiff,  who  was  the  assignee  of  the  patent, 
and  the  managing  director  of  a  foreign  company,  by  whom  the 
paddle-wheels  were  used  abroad.  The  plaintiff  paid  the  engineer 
for  the  wheels.  The  question  before  the  court  was,  whether  the 
invention,  at  the  date  of  the  patent,  was  new  in  the  legal  sense 
of  that  word.  Parke,  B.,  delivering  the  judgment  of  the  court, 
said : — "  The  words  of  the  statute  are,  that  grants  are  to  be  good 
'  of  the  sole  working  or  making  of  any  manner  of  new  manu- 
facture within  this  realm,  to  the  first  and  true  inventor  or 
inventors  of  such  manufactures,  which  others,  at  the  time  of  the 
making  of  such  letters  patent  emd  grants,  did  not  use.'  .  .  .  The 
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word  *  mann&chiie' in  the  statute  miist  be  (xmstraed  in  (m^ 
ways ;  it  may  mean  the  machine  when  completed,  or  the  mode  of 
oonstmcting  the  machine.  If  it  mean  the  former,  nndonbtedly 
there  has  been  no  nse  of  the  machine,  as  a  machine,  in  England, 
either  by  the  patentee  himself  or  any  other  person ;  nor  indeed 
any  nse  of  the  machine  in  a  foreign  country  before  the  date  of 
the  patent.  If  the  word  '  manufacture '  be  construed  to  be  the 
mode  of  constructing  the  machine,  there  has  been  no  use  or 
exercise  of  it  in  England  in  any  sense  which  can  be  called  public." 
(2  Jf.  d  W.  644;  1  TTeft.  P.  C.  187;  M.  d  H.  65;  1  Jur.  627.) 

(/)  Carpsnteb  v.  Smith.    [1842J 

Action  for  the  infringement  of  a  patent  for  certain  improve- 
ments in  locks.  It  was  proved  that  a  lock,  substantially  the  same 
as  the  plamtifTs,  had  been  put  upon  a  gate  in  a  public  place,  and 
used  by  Mr.  Davies  for  many  years  before  the  date  of  the  patent. 
At  Nisi  Prius,  Abinger,  C.B.,  said :  *'  I  think  what  is  meant  by 
*  public  use  and  exercise,'  as  has  been  held  bv  my  predecessors 
before  (and  I  think  one's  own  common  sense  leads  one  to  adopt 
that  definition),  is  this :  a  man  is  entitled  to  a  patent  for  a  new 
invention,  and  if  his  invention  is  new  and  usenil,  he  shall  not 
be  prejudiced  by  any  other  man  having  invented  that  before, 
and  not  made  any  use  of  it;  because  the  mere  speculations  of 
ingenious  men,  which  may  be  fruitful  of  a  great  variety  of  in- 
ventions, if  they  are  not  brought  into  actual  use,  ought  not  to 
stand  in  the  way  of  other  men  equally  ingenious,  who  may  after- 
wards make  the  same  inventions,  and  apply  them."  (1  TFe&.  P.  O. 
634.)  The  defendant  subsequently  moved  for  a  new  trial,  on  the 
ground  of  misdirection.  The  court,  however,  refused  even  a  rule 
mm,  and  held,  that  "  the  public  use  and  exerdse  of  an  invention, 
means  a  use  and  exercise  in  public,  not  by  the  public."  To  invali 
date  a  patent  a  prior  user  need  not  continue  up  to  the  time  of 
taking  out  the  patent.     (9  M.  d  W.  300 ;  1  Fe6.  P.  C.  640.) 

(*)  Walton  v.  Batemaw.    N.  P.    [1842] 

Cresswell,  J.,  said  to  the  jury :  ^  With  respect  to  this  not  being^ 
a  new  invention,  the  nature  of  that  objection  is  distinct  and  clear 
upon  the  face  of  it.  It  involves  two  questions  for  your  considera- 
tion. First,  was  any  article  made  before,  answering  the  purposeB 
and  having  the  properties  of  that,  which  the  plaintiff  has  made 
and  claims  as  the  patent?  (1  Web.  P.  0.  616.)  ....  Then  even 
supposing  that  that  article  did  embody  the  principle  of  the  plain- 
tin's,  BO  as  to  present  to  persons  using  it  the  properties,  qualities, 
and  advantages  in  principle  of  that  article  which  the  plaintiff 
makes,  the  question  for  you  will  be,  whether  that  user  is  not  to  be 
considered  rather  in  the  nature  of  an  experiment  than  of  any  public 
use  of  the  article,  so  as  to  deprive  the  plaintiff  of  the  fruit  of  thia 
discovery  in  respect  of  this  manufacture."    (lb.  619.) 

(T)  The  Househill  Company  v.  Neilson.    H.  L.    [1843] 
Lord  Lyndhurst,  L.C.,  said :  "  If  it  is  proved  distinctly  that  a 
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machine  of  the  same  kind  was  in  exifitenoe,  and  was  in  pnblic  Use/ 
that  is,  if  use  or  if  trials  had  been  made  of  it  in  the  eye  and  in  the 
presence  of  the  public,  it  is  not  necessary  that  it  should  come 
down  to  the  time  when  the  patent  was  granted.  (1  Web,  P.  C, 
709.)  .  •  .  .  If  it  is  discontinued,  provided  it  has  oeen  once  in 
public  use,  and  the  recollection  of  it  has  not  been  altogether  lost. 
It  will  be  sufficient  to  invalidate  the  letters  patent,  although  the 
use  may  be  discontinued  at  the  time  when  the  letters  patent  were 
granted.  {lb.  710.)  ....  It  must  not  be  understood  that  your 
lordships,  in  the  judgment  you  are  about  to  pronounce,  have  given 
any  decision  upon  this  state  of  facts,  namely,  if  an  invention  had 
been  formerly  used  and  abandoned  many  years  ago,  and  the  whole 
thing  had  been  lost  sight  of.  That  is  a  state  of  facts  not  now  before 
us.  Therefore,  it  must  not  be  understood  that  we  have  pronounced 
any  opinion  whatever  upon  that  state  of  things."    {lb.  717.) 

(m)  Stead  v.  Williams.    N.  P.    [1843] 

Action  for  the  infringement  of  a  patent  *'  for  making  or  paving 
public  streets  and  highways,  and  public  and  private  roads,  courts 
and  bridges  with  timber  or  wooden  blocks."  The  defendants 
proved  that  the  porch  of  a  private  dwelling-house  had  been  paved, 
prior  to  the  date  of  the  patent,  in  a  manner  similar  to  that  described 
in  the  plaintiffs  specification.  Cresswell,  J.,  told  the  jury  that,  if 
they  thought  this  paving  was  essentially  the  same  as  that  described 
in  the  plaintiff's  specification,  the  patent  would  be,  in  point  of  law, 
invalid.  '*  it  was  intended  to  be  public,  not  to  be  made  a  matter 
of  merchandise  certainly,  but  merely  for  his  own  private  use  ;  but 
the  knowledge  of  it  exposed  to  the  public  an  article  in  public  use, 
and  continued  to  be  used  down  to  the  time  in  question.  There- 
fore, if  you  think  that  is  the  same  thing  in  substance  as  that 
which  the  plaintiff  claims,  I  think  that  it  was  publicly  used  before, 
and  that  he  cannot  have  his  patent.  Whether  it  had  been  used  by 
one  or  used  by  five,  I  do  not  think  it  makes  any  difference.'* 
(2  Web.  P.  a  136.) 

(m  ♦)  Stead  v.  Anderson.    N.  P.    [1846] 

In  this  case,  the  facts,  as  regards  user,  were  the  same  as  in  the 
case  of  Stead  v.  WiUiama.  (S<^  last  case).  Parke,  B.,  in  directing 
the  jury,  said :  ''  As  to  the  alleged  user,  the  only  question  is,  that  a 
similar  pavement  had  previously  been  laid  down  at  Sir  W.  Wora- 

ley's If  the  mode  of  forming  and  laying  the   blocks  at 

Sir  W.  Worsley's  h«ui  been  precisely  similar  to  the  plaintiff's,  that 
would  have  been  a  sufficient  user  to  destroy  the  plaintiff's  patent, 
though  put  in  practice  in  a  spot  to  which  the  public  had  not  free 
"     (2  Web.  P.  a  149.) 


(n)  Hancock  v.  Somervell.    N.  P.    [1851] 

In  directing  the  jury  upon  the  issue  of  novelty,  Williams,  J., 
said  :  "  The  defendants  say  that  the  invention  had  been  substan- 
tially published  and  was  in  use,  not  in  secret  use,  but  in  public  use 
in  England  before  the  date  of  the  patent ;  and,  if  that  is  so,  it 
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vonld  entitle  the  defendants  no  donbt  to  a  verdict  npon  these 
novelty  issues.  Upon  that  part  of  the  case  the  view  that  it  seems 
to  me  onght  to  be  taken  by  you  is  this :  you  will  first  consider 
whether  the  material  was  before  the  public, — ^it  is  not  necessary  it 
should  be  used  by  the  public — if  it  is  in  public  use,  not  in  secret 
use.  ....  If  you  should  be  of  opinion  the  material  was  so  before 
the  public,  in  public  use,  before  the  date  of  the  patent,  then  the 
question  would  be  this :  it  is  said  on  behalf  of  the  plaintiff — ^first 
of  all  denying  that  there  is  any  evidence  of  the  material  having 
been  at  all  in  public  use  before  the  date  of  the  patent,  that  even 
if  it  were,  so  that  although  the  material  was  before  the  public, 
yet  the  invention  was  not — ^that  the  invention  required  to  be 
discovered.  On  the  other  hand,  on  the  part  of  the  defendant, 
what  is  said  is  this :  that  the  material  being  in  public  use,  the 
ready  means  of  the  invention  were  also  necessarily  before  the 
public;  because  it  is  said  that  the  article  presented  in  itself 
such  means  of  knowledge  to  the  public  as  to  enable  any  one  of 
ordinary  competence  to  re-produce  the  article.  And  if  you  should 
come  to  the  conclusion  upon  the  facts  that  the  material  was  in  use 
before  the  date  of  the  patent,  then  the  question  resolves  itself  into 
this :  What  is  your  opinion  as  to  whether  the  publication  of  the 
material  was  snbstantiaUy  a  publication  of  the  invention?" 
(NewUnCs  London  Joumalj  vol.  39,  jp.  158.) 

(o)  Heath  v.  Smith.    [1864.] 

Action  for  the  infringement  of  a  patent  for  certain  improvements 
in  the  mauufacture  of  iron  and  steel.  The  defendant  pleaded  (inter 
alia)  that  the  invention  was  not  new,  but  had  been  publicly  and 
generally  used  in  England  before  the  date  of  the  patent.  It  was 
proved  at  the  trial  that,  before  the  date  of  the  patent,  five  persons 
had  used  the  process  independently,  three  of  them  without  conceal- 
ment, and  that  all  five  had  publicly  and  generally  sold,  for  their 
own  profit,  the  article  thereby  produced.  Held,  that,  npon  this 
evidence,  the  plea  was  proved.  Lord  Campbell,  C.  J.,  in  the  course 
of  his  judgment,  said :  "  It  is  said  that,  according  to  judicial  deter- 
minations, the  user  must  be  public.  If  we  are  to  make  this  addi- 
tion to  the  statute  (21  Jac.  1,  c.  3,  «.  6),  has  there  not  been  a  public 
user  within  the  meaning  of  the  words  ?  Can  a  patent  be  granted 
for  a  manufacture  which  other  people  have  used,  not  indeed  in  the 
market-place,  but  without  any  concealment  whatever  ?  If  this 
user  without  concealment  does  not  constitute  a  public  use,  what 
does  ?  "  Erie,  J.,  said  :  "  If  one  party  only  had  used  the  process, 
and  had  brought  out  the  article  for  profit,  and  kept  the  method 
entirely  secret,  I  am  not  prepared  to  say  that  then  the  patent 
would  have  been  valid."  (3  Ell.  d  Bl.  256 ;  2  Wd).  P.  (f.  268 ; 
2  a  L.  B.  1584;  18  Jur.  601 ;  23  L.  J.,  Q.  B.  166.) 

(p)  In  re  Adamson's  Patent.     Ch.     [1856] 

Adamson,  whilst  engaged  in  carrying  into  effect  a  contract  for 
the  erection  of  a  pier,  invented  certson  machinery,  which  he  used 
on  the  works  for  several  months  before  applying  for  a  patent. 
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during  wbioh  time  it  was  open  to  the  inspection  of  the  public. 
Heldj  that  the  invention  had  been  dedicated  to  the  pnblio,  and  that 
he  was  not  entitled  to  the  patent.  Lord  Chancellor  Cranworth, 
in  his  judgment,  said :  '*  In  this  case  the  petitioner,  bv  his  own 
showing,  had  publidy  used  the  invention  for  four  months,  not  for 
the  purpose  of  testing  it  by  experiments,  but  in  carrying  out  a 
contract  in  which  he  was  engaged,  before  he  took  any  steps  to 

obtain  a  patent  for  it If  tiie  stage  (the  subject  of  the 

patent)  had  been  raised  simply  for  the  purpose  of  testing  the  in- 
vention, though  the  inventor  had  been  obliged  to  let  it  be  seen  by 
the  public,  the  publicity  so  given  to  it  would  have  formed  no 
objection  to  the  granting  of  the  patent."  (6  De  0.  M.  d  0,  420 ; 
25  L.  J.,  Ch.  4560 

(q)  Betts  v.  Menzibs.    [1859] 

Action  for  the  infringement  of  a  patent  for  making  capsules. 
It  was  proved  that  between  the  time  of  the  application  for,  and 
the  issuing  of  the  letters  patent,  the  plaintiff  manufactured  a 
quantity  of  the  capsules  in  tne  making  of  which  he  had  discovered 
improvements.  They  were  made  by  his  own  workmen,  and  were 
not  sold  before  the  patent  was  granted.  The  defendant  having 
obtained  a  rule  to  set  aside  the  verdict,  it  was  held,  that  the 
manufacture  of  capsules  by  the  plaintiff,  prior  to  the  grant,  did 
not  invalidate  the  patent.  (1  Ell.  d  Ell.  990 ;  28  L.  J.,  Q.  B.  361 ; 
5  c/ur.,  JV.  8.  1164.)  Lord  Campbell,  C.J.,  delivering  judgment 
upon  the  point,  said :  *'  Under  these  circumstances,  I  am  of 
opinion  that  the  manufacturing  of  the  capsules  according  to  the 
new  invention  would  not  invalidate  the  patent.  I  quite  agree  that 
if  you  look  at  the  section  of  the  Statute  of  Monopolies  which  has  been 
referred  to  (sect.  6)  .  .  .  the  reservation  which  must  be  relied  upon 
here  is  this,  ^  which  others  at  the  time  shall  not  use.'  Now,  others 
had  not  used  this  before  the  patent  was  granted.  It  was  used  only 
by  the  inventor,  the  patentee  himself,  and  the  use  of  it  by  the  ser- 
vants and  mechanics  whom  he  employed  must  be  considered  to  have 
been  his  use,  and  therefore  it  was  not  used  by  others.  But  still, 
if  it  could  be  shown  that  the  effect  was  really  to  extend  the  time 
of  the  monopoly,  that  would  be  fatal.  But  the  defendant  has 
entirely  failed  in  showing  that,  because  any  person  might  have 
used  this  manufacture  lawfully,  until  the  patent  was  sealed,  and 
the  fourteen  years  had  begun  to  run,  there  was  a  period  of  more 
than  fourteen  years,  during  which  the  monopoly  existed.  That 
period  was  not  in  the  slightest  degree  exceeded,  and  no  incon- 
venience or  grievance  is  caused  to  any  one  individual  nor  to  the 
country,  by  saying  that  this  manu&cture  of  the  capsules  according 
to  the  new  process  before  the  patent  was  sealed,  shaU  not  invali- 
date the  patent."  (1  EU.  &  EU.  1008 ;  28  L.  J.,  Q.  B.  36$ ;  5  Jur., 
N.  8.  1065.) 

(r)  Ha&wood  v.  The  Great  Northern  Railway  Compant.     H.  L. 

[1860-1865] 

The  plaintifiis  were  the  executors  of  Wild,  to  whom  a  patent 
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had  been  granted  for  *'  improvements  in  fishes  and  fish  joints  for 
connecting  the  rails  of  railways."  The  fishes  were  made  of  iron, 
with  a  groove  on  the  enter  surface,  for  the  purpose  of  preventing 
the  square  heads  of  the  bolts,  passing  through  them  and  the  rail, 
from  turning  round,  and  also  for  the  purpose  of  procuring  greater 
strength  with  an  eqnal  weight  of  metal  than  could  have  been 
obtained  from  a  fish  of  the  same  thickness  throughout.  Before 
these  letters  patent  had  been  granted,  grooved  iron  plates,  with 
bolts  let  into  the  groove,  had  been  nsed  for  the  purpose  of  fastening 
timbers  placed  vertically  upon  one  another,  or  placed  horizontally 
side  by  side.  In  one  case  of  a  bridge,  a  channelled  plate  with  bolts 
had  been  used  for  the  purpose  of  fishing  a  scarf  joint  where  the 
ends  of  two  timbers  met  together,  but  it  had  not  been  used  with 
the  view  either  of  fixing  the  heads  of  the  bolts,  or  with  the  view 
of  obtaining  greater  strength  with  an  equal  weight  of  metal. 
The  Court  of  Queen's  Bench  held,  that  this  was  not  a  prior  use 
which  would  invalidate  the  patent.  (29  L,  J.,  Q.  JB.  193;  6  Jur.^ 
N.  S.  993.)  Cockbum,  C.«J.,  thus  expressed  himself  upon  this 
point :  *'  Now  the  question  is,  whether  the  accidental  use  of  a 
particular  piece  of  machinery,  forming  part  of,  or  the  whole  of, 
the  mechanical  contrivance,  which  may  be  applied  afterwards  to 
some  nlterior  purpose,  without  any  intention  of  producing  the 
result,  is  such  an  anticipation — such  a  user — of  the  invention,  as 
shall  prevent  a  patent.  I  entirely  concur  with  my  brother 
Blackbnm — ^that  it  turns  upon  what  is  the  meaning  of  the  language 
to  be  found  in  the  Statute  of  Monopolies ;  that  a  man  shall  not 
have  a  patent  for  that  which  others  do  use  at  the  time  he  takes 
out  his  patent.  What  is  the  meaning  of  that  ?  Surely  it  must 
be  construed  to  mean,  what  others  have  invented  and  used  for 
the  purpose  for  which  tlie  man  who  afterwards  comes  forward 
as  the  inventor,  and  claims  to  have  a  patent,  and  obtains  a 
patent,  intends  to  use  it."  (29  L.  J.,  Q.  B.  199.)  Blackburn,  J., 
in  the  course  of  his  judgment,  said :  "  The  word  *  manu£BM3ture ' 
has  been  frequently  considered,  and  it  extends  not  only  to 
principles  that  mav  be  supposed  to  be  patented,  but  to  the 
modes  of  applving  those  principles,  in  practical  use,  in  the  result. 
.  .  .  But  when  you  look  at  the  '  use,'  it  must  be  that  kind  of 
use  which  a  man  has  when  he  uses  a  manufacture.  I  cannot 
think  that  a  man  can  use  a  manufacture  in  the  sense  in  which  the 
words  must  be  understood  in  this  Act,  and  as  they  would  be  under- 
stood by  any  man  using  them,  because  accidentally,  and  without 
in  the  least  degree  intending  it,  he  does  that  thing  which,  if  it 
were  habitually  done  on  purpose,  and  for  the  purpose  of  trade, 
would  be  a  manufacture.  I  cannot  think  there  is  a  use,  either 
public  or  private,  in  that  sense,  unless  there  be  some  knowledge 
and  some  intention.  ...  I  would  not  be  understood  to  say,  that 
I  think  it  is  at  all  essential  for  the  public  use  of  a  manufeuyture 
that  a  man  who  really  uses  it  intending  to  use  it,  shonld,  at  the 
time,  have  full  knowledge  of  all  the  advantages  that  will  arise 
from  the  user.  I  can  easily  imagine  many  cases  in  which  he 
might  use  the  thing  as  a  manufacture,  although  there  were  many 
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incidenial  advantages  which  he  was  not  aware  of,  and  that  nser 
might  prevent  another  person  from  taking  out  another  patent  for 
those  inoidental  advantages  afterwards."  (29  L.  J,,  Q,  B.  202.) 
On  appeal  to  the  Exchequer  Chamber  it  was  held,  that  the  patent 
was  bad,  as,  even  without  reference  to  the  case  of  the  bridge,  the 
nse  of  grooves  in  pieces  of  iron  for  holding  materials  togetiber  by 
means  of  bolts  and  nuts,  had  been  given  to  the  world,  together 
with  all  its  advantages,  before  the  date  of  the  patent  in  question. 
Willes,  J.,  who  delivered  the  judgment  of  the  court,  said :  "  We 
by  no  means  say  that  prior  use  of  an  invention  is  to  bo  of  no  avail 
becauEO  the  principle  upon  which  it  acts  was  either  unknown  or 
misapprehended."  (31  L.  J.,  Q.  B.  198;  8  Jur.,  N.  8.  1126.) 
This  judgment  was  affirmed  in  the  House  of  Lords,  upon  the 
genenJ  question  of  prior  use,  without  reference  to  the  special 

gjint  raised  by  the  judgments  of  the  judges  in  the  Court  of  Queen's 
ench.     (11  H.  L.  Cas.  654;  35  L.  J.,  Q.  B.  27 ;  12  L.  T.  Bep.. 
N.  8.  771.) 

(«)  Betts  v.  Neilson  :  Bktts  v.  De  Vitre.     Ch.     [1868] 

In  order  to  establish  the  prior  public  use  of  a  patented  article, 
so  as  to  invalidate  the  patent,  it  is  not  necessary  to  show  that  the 
article  had  been  manufactured  for  sale.  (L.  i^.,  3  Oh.  429 ; 
37  L.  J,,  Eq.  321 ;  18  L.  T.  JBep.,  N.  S.  165.) 

(t)  Baelow  v.  Baylis.    [1870] 

In  an  action  for  infringement  of  a  patent  for  a  machine  for 
manufacturing  nuts  by  a  single  operation,  it  was  shown  that  a 
machine  had  been  patented  in  1852  for  the  same  purpose  by  one 
Berry.  The  jury  being  asked  whether  Berry's  ever  was  a  machine 
or  invention  in  this  sense  that  a  workman  could  from  his  specifica- 
tion and  drawings  make  the  machine  described  so  that  it  would 
more  or  less  badly  do  the  work  required  of  it,  found  that  it  would 
not.  Heldj  that  judgment  was  rightly  entered  for  the  plaintiff  on 
the  question  of  anticipation.     {Griff.  44.) 

(u)  BrERETON  V,  BiCHARDSON.      [1884] 

An  improved  method  of  driving  a  tricycle  by  means  of  pedals 
and  cranks,  which  was  the  invention  claimed,  had  been  used  by 
one,  Jackson,  on  a  tricyle,  which  was  so  well  known  in  the  neigh- 
bourhood of  Maiden  as  to  be  called  Jackson's  patent  threshing- 
machine  : — Heldy  to  be  a  public  user.  Field,  J. ;  "I  quite  understand 
that,  if  there  were  at  this  moment  an  axle  running  under  an 
omnibus,  which  I  could  not  see,  it  might  or  might  not  be  a  public 
user.  I  think  it  would  be  a  public  user."  {Oriff.  54 ;  10.  B, 
166  at  p.  174.) 

(y)  Croysdale  v.  Fisher.    [1884] 

Whether  a  patent  is  anticipated  by  a  specification,  or  by  publica- 
tion in  a  book,  or  by  previous  user,  the  principle  is  the  same; 
because  in  each  case  it  must  be  shown  that  some  person  has  com- 
municated to  the  public  that  which  the  patentee  claims.    But  tliere 
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is  a  vast  difference  in  the  application  of  the  principle;  for,  in 
caseB  of  user,  it  does  not  profess  that  there  is  a  publication  to  the 
world.  The  more,  perhaps,  as  different  modes  of  refinement  and 
variations  and  improvements  continue  to  multiply,  the  more  does 
it  happen  that  one  portion  of  the  manufacturing  world  does  not 
know  what  is  being  done  by  another  portion.     Stm  more,  does  the 

Eublic  not  know,  with  great  nicety,  what  is  going  on  in  the 
tboratories  or  manufactories  attached  to  any  particular  trade.  In 
order  to  form  a  disclosure  by  user,  then  it  is  not  necessary  that  the 
user  should  be  by  the  public  proper,  provided  only,  that  it  is  a  user 
in  public,  as  contra-distinguished  from  a  mere  experimental  user, 
with  a  view  of  patenting  a  thing  which  may  or  may  not  be 
existing.     (Griff.  73 ;  10.  B.  17.) 

(»)  KowcLiFFE  V.  Morris.    [1885] 

A  patent,  granted  for  improvements  in  frames  for  spring  mat- 
tresses : — JBeM,  to  have  been  anticipated  by  prior  use  of  different 
bedsteads.   (3  0.  B.  17.) 

(x)  GuiLBERT  Martin  v.  Kerr.    [1886] 

Patent  for  a  gauge  glass,  backed  with  a  stripe  of  red  enamel  on 
a  white  enamel  ground : — Heldj  to  have  been  anticipated  by  the 
public  ute  of  similar  gauge  glasses,  made  under  a  patent  for  a 
gauge  glass  with  a  white  or  coloured  enamel  back.  (4  0.  B.IS; 
a  T.  L.  B.  87.) 

(y)  HuMPHERSON  V.  Syer.     C.  a.     [1887] 

In  an  action  for  infringement  of  a  patent  for  an  improved  waste 
water  preventer,  the  defendant  was  the  owner  of  a  similar  invention, 
for  which  he  obtained  provisional  protection  about  six  weeks  before 
the  date  of  the  plaintiff's  patent,  and  which  he  used  publicly  before 
the  same  date : — Hdd^  that  the  plaintiff's  patent  was  invalid,  on 
the  ground  that  the  combination  was  the  same  as  that  which  the 
defendant  had  publicly  used,  with  a  modification  which  was  not  the 
subject  of  a  patent  Fry,  L. J. ;  '*  Is  it  the  fair  conclusion  from 
the  evidence  that  some  English  people,  under  no  obligation  of 
secrecy  arising  from  confidence  or  good  faith  towards  the  patentee, 
knew  of  the  invention  at  the  date  when  the  plaintiff  took  out  his 
patent.  That  appears  to  me  to  be  the  question.'*  (4  0.  B.  184, 
407,  at  p.  414.) 

(a;)  Morgan  v.  Windover.    C.  A.    [1888] 

If  there  is  a  complete  anticipation  by  prior  user  the  abandon- 
ment of  it  is  nothing.     (5  O.  B.  296 ;  3  T.  L.  B.  748.) 

(a)  PoDMORE  V,  Wright.    [1888] 

Prior  user  by  the  defendants  proved,  of  a  machine  for  manu- 
facturing the  top  notches  of  umbrellas  patented  by  the  plaintiff. 
(5  O.  B.  380.) 

(6)  Badham  v.  Bird.    [1888] 

The  plaintiff's  patent  was  fur  combined  manhole  covers  and 
ventilators  for  sewers : — HeJdj  to  have  been  anticipated  by  prior 
user  of  articles  similar  in  all  essential  points.    (5  O.  B.  238.) 

R 
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(6)  Gheetham  v.  Oldham  and  Fogg.    [1890] 

The  plaintifTs  patent  was  for  improvements  in  the  mannfactnre 
of  felt  hats  : — Held,  to  have  been  anticipated  by  hats  made  by  a 
similar  process  and  sold  in  the  ordinary  course  of  trade.  (7  O.  B. 
116.) 

Secret  Use. 

(c)  Tennant's  Case.    [1802] 

Action  for  the  infringement  of  a  patent  for  a  method  of  making 
a  bleaching  liquor.  The  general  ignorance  of  bleachers  with 
respect  to  such  bleaching  liquor,  until  after  the  date  of  the  plain- 
tiff's patent,  was  proved.  On  the  part  of  the  defendant  it  was 
established,  that  a  bleacher  had  used  the  same  means  of  preparing 
his  bleaching  liquor  for  five  or  six  years  anterior  to  the  date  of 
the  plaintiff's  patent,  but  that  he  had  kept  his  method  a  secret 
from  all  but  his  two  partners,  and  two  servants  employed  in  pre- 
paring it ;  and  a  chemist  at  Glasgow  deposed,  that  he  had  suggested 
to  the  plaintiff  a  material  part  of  the  method  which  formed  the 
subject  of  the  patent.  Ellenborough,  C.J.,  nonsuited  the  plaintiff 
on  two  grounds— first,  that  the  process  had  been  used  five  or  six 
years  prior  to  the  date  of  the  patent;  and  secondly,  that  the 
plaintiff  was  not  the  inventor  of  an  indispensable  part  of  the 
process.  (Git  Dav.  F.  C.  429;  1  Web.  P.  0.  126;  1  Cary.  P.  C. 
177.) 

(d)  Bentley  v.  Fleming.    N.  P.     [1844] 

If  the  inventor  of  a  machine  lend  it  to  another  in  order  to  have 
its  qualities  tested,  and  that  other  use  it  for  some  weeks  in  a 
public  workroom,  this  is  not  giving  the  invention  such  publicity 
as  to  deprive  the  inventor  of  his  right  to  obtain  letters  patent  for 
it.    (1  C.  &  K.  587.) 

(e)  Smith  r.  Davidson.     [1857] 

Action  for  infringement.  The  jury  found  that  the  improvements 
used  by  the  defenders,  the  same  as  those  independently  invented 
and  patented  by  the  pursuer,  were  invented  by  the  defender 
Davidson  before  November  14th,  1853,  the  date  of  the  pursuer's 
provisional  specification.  That  Davidson  did  not  use  his  invention 
for  the  purposes  of  his  trade  before  November  14th,  1853 ;  but 
that  the  machine  invented  by  him  was  capable  of  being  so  used 
before  that  date.  That  Davidson  used  his  invention  for  the 
purposes  of  his  trade  between  November  14th,  1853,  and  Feb- 
ruary 1st,  1854. 

Held^  that  neither  the  secret  user  before  November  14th,  nor  the 
public  user  after,  invalidated  the  pursuer's  patent.  The  Lord 
President  said :  *'  In  order  to  invalidate  letters  patent  on  the 
ground  of  previous  use,  it  is  necessary  not  only  that  the  use  shall 
have  been  prior  to  the  date  of  the  letters  patent,  but  that  it  should 
be  a  public  and  not  a  secret  uhc.  Accordingly,  in  this  case,  the  issue 
puts  the  question,  ^  Whether  improvements  sub:itantially  the  same 
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as  those  mentioned  in  the  letters  patent  and  specification,  were 
known  and  used  within  the  United  Kingdom  prior  to  the  date  of 
the  said  letters  patent  ?  *  Now,  '  known  and  used '  means  known 
to  the.  public,  and  openly  used.  The  jury  have  by  their  verdict 
fixed  the  nature  and  extant  of  the  use.  They  find  that,  prior  to 
14th  November,  1853,  the  machine  invented  by  Davidson  was 
capable  of  being  used  for  the  purposes  of  his  trade,  but  was  not  so 
used  until  after  that  date,  and  they  have  not  found  that  it  was 
used  fur  any  other  purpose  before  that  date,  nor  does  it  appear  that 
it  had  been  published  or  made  known  before  that  time.  Indeed  it 
appears  from  the  evidence  that  Davidson  at  that  time  contemplated 
applying  for  a  patent,  and,  consistently  with  that,  he  could  not  do 
otherwise  than  avoid  publication  of  his  invention.  His  experiments 
were  over,  and  the  invention  was  complete  and  ready  for  publi- 
cation and  to  be  put  in  use,  but  it  was  not  so  published  or  used. 
In  these  circumstances,  it  cannot  be  held  that,  prior  to  the 
14th  of  November,  the  improvements  patented  by  the  pursuer 
were  *  known  and  used  *  in  the  sense  of  the  issue,  or  in  any  sense 
which  could  be  held  as  invalidating  the  letters  patent.'*  (19  0.  8. 
691.) 

(f)  Hills  v.  London  Gaslioht  Company.    N.  P.    [1860] 

Bramwell,  B.,  at  the  trial  at  Nisi  Prius,  said  to  the  jury :  ^'  If  a 
person  has  invented  anything  which  is  the  subject  of  a  patent  and 
has  kept  it  to  himself,  or  communicated  it  privately  to  one  or  two,, 
in  fact,  has  not  made  it  pubb'c  knowledge,  if  anyone  else  discovers 
that  invention,  it  is  new,  that  is  to  say,  new  in  the  sense  that  the 
first  invention  has  not  been  published."  And  again :  "  If  a  man 
practises  his  invention  privately,  or  by  way  of  experiment  only, 
such  a  practising  would  not  be  a  publication  of  the  invention,  so 
as  to  prevent  a  person  subsequently  finding  it  out  from  being 
the  inventor  of  new  matter,  the  subject  of  a  patent."  (5  J7«  dt  JV. 
336.) 

(g)  PouPARD  V.  Fardbll.    Ch.    [1869] 

A  pitent  for  improvements  will  not  be  bad  on  the  ground  of  prior 
user,  thf)ugh  the  use  of  an  article  of  the  same  kind  be  proved, 
with  appendages  exactly  answering  the  words  of  the  specification, 
if  the  appendages  to  the  article  previously  used  had  a  different 
object  to  that  of  the  patented  improvements,  and  did  not  produce 
the  same  effects,    (18  W.  B.  127.) 

(h)  Saxby  v.  GLoucEyrEB  Wagon  Company.    H.  L.    [1883] 

The  anticipation  aUeged  consisted  in  drawings  of  a  signalling 
apparatus  made  by  the  London  and  North  Western  Bailway 
Company,  and  a  working  model  made  for  use  at  a  siding.  All  the 
company's  servants  were  sworn  to  secrecy,  and  the  drawings  were 
seen  only  by  them: — Held,  that  as  the  user  was  not  for  the 
purpose  of  experiment  the  secrecy  made  no  difference,  and  that 
there  had  been  publication.     (2  Oriff.  54.) 

R  2 
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Pubiicatwn  in  a  Booh  or  Specificatum. 

(X)  B.  r.  Arkwriqht.    Scire  fctciaa.    [1785] 

Boiler,  J.,  said  :  '*  It  is  admitted  that  (this)  is  not  a  new  dis- 
covery, for  Emerson's  book  was  producea,  wnich  was  printed  a 
third  time  in  1773,  and  that  is  precisely  the  same  as  thiB."  (1  Web, 

P.  a  72.) 

(t)  Hill  v.  Thompson.    [1818] 

Heldj  that  a  book  printed  and  published,  prior  to  the  grant  of 
the  patent,  which  in  substance  informed  the  public  of  what  the 
specification  of  the  patent  professed  to  inform  them,  completely 
negatived  the  novelty  of  the  alleged  invention.  (2  B.  Mo.  424 ; 
8  Taunt.  376;  1  Web.  F.  C.  239.) 

(j)  Cornish  v.  Keenb.    [1837] 

The  defendants  put  in  evidence  the  specification  of  a  prior  patent 
obtained  by  the  plaintiff,  which,  the  defendants  aUeged,  described 
the  invention  for  which  the  patent  in  question  was  granted. 
Tindal,  C. J.,  in  addressing  the  jury,  said :  "  Undoubtedly,  if  you 
could  show  under  the  hand  of  the  plaintiff,  or  anybody's  hand, 
that  the  secret  had  been  publicly  communicated  to  the  world  which 
was  intended  to  be  covered  by  the  subsequent  patent,  there  is  an  end 
of  that  patent ;  if  the  world  at  large  had  been  informed  by  the 
specification  of  the  colour,  fabric  and  manufacture,  which  is 
intended  to  be  effected  by  the  subsequent  patent,  the  subsequent 
patent  must  fall  to  the  ground,  otherwise  a  man  would  have 
nothing  to  do  but  to  take  out  patent  after  patent  when  the  former 
has  nearly  expired,  and  so  afterwards  procure  to  himself  an  un- 
limited privilege."  (1  Web.  P.  C.  610.)  On  a  motion  for  a  new 
trial  in  the  Court  of  Common  Pleas,  it  was  Heldy  that  a  patent  will 
not  be  set  aside  for  want  of  novelty  by  proof  that  after  the  date  of 
the  patent,  although  before  the  date  of  the  y>ecificaiion,  the  invention 
was  described  or  mentioned  in  the  specification  of  some  prior 
patent.  (3  Bing.  N.  0.  blO ;  4  Scott,  337 ;  2  Hodg.  281 ;  1  Web. 
P.  a.  613 ;  2  Carp.  P.  C.  371.) 

(i)  Heurteloup's  Patent.    [1836] 

It  would  seem  that  the  deposit  of  a  foreign  work  in  the  British 
Museum,  which  work  contained  the  specification  of  a  French  patent 
for  an  invention,  in  (ipreat  part  the  same  as  that  for  which  a  patent 
had  subsequently  been  obtained  in  England,  was  sufficient  to 
vitiate  the  latter  patent  on  the  ground  of  want  of  novelty.  (1  Wd). 
P.  a  563.)    (Fufe  inf  pp.  268  {q)  and  269  (u).) 

(Z)  Morgan  v.  Seaward.    [1837] 

Alderson,  B.,  referring  to  the  case  of  Dolhnd's  patent,  cited  in 
BouUon  V.  Bull,  said  :  '*  If  Dr.  Hall  had  published  his  discoveries 
in  a  book,  I  apprehend  that  would  have  put  an  end  to  DoUond^s 
patent."    (2  M.  &  W.  664;  1  W^.  P.  C.  190.) 
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(ffi)  ThU  Househill  Company  v.  N&uson.    H.  L.    [1843] 

Lord  Lyndhurst  said :  '*  If  the  machine  la  published  in  a  hook, 
distinctly  and  clearly  described,  corresponding  with  the  description 
in  the  specification  of  the  patent,  though  it  has  never  been  aotnally 
worked,  is  not  that  an  answer  to  the  patent  ?  It  is  continually  the 
practice  on  trials  for  patents  to  read  out  of  printed  works,  without 
reference  to  what  has  been  done." 

Lord  Brougham :  ^'  It  negatives  being  the  true  and  first  inventor, 
which  is  as  good  as  negativing  the  non-user.  The  book  that  is 
generally  referred  to'  is,  the '  Bepertory  of  Arts  and  Sciences.'  It 
must  not  be  a  foreign  book,  but  published  in  England."  (1  Web. 
P.  a  718  n.) 

(«)  JoNBS  V.  Berqer.    [1843] 

Manle,  J. :  '*  I  think  it  is  an  objection  to  the  patent,  and  not 
evidence  simply  of  an  objection,  that  there  has  been  a  previous 
patent  and  a  specification  enrolled,  and  therefore  published  being 
enrolled,  containing  the  invention."  (1  Web.  P.  0.  550 ;  6  ScoU^ 
N.  B.  219.) 

(o)  MuHTZ  V.  Poster.    Ch.    [1843] 

The  novelty  of  a  patent  is  not  impeached  by  a  similar  process, 
described  in  a  previous  specification,  which  will  not,  when  carried 
out,  produce  the  patented  article.     (2  Web.  F.  C.  94.) 

(jp)  MuNTZ  V.  Foster.    N.  P.    [1844] 

If  a  patentee  has  had  his  mind  furnished  with  the  material  of 
his  invention  by  a  prior  specification,  and  has  merely  put  it  into  a 
fnore  detailed  shape,  it  would  neither  be  a  new  invention,  nor  would 
he  be  the  first  and  true  inventor.     (2  Web.  P.  C.  107.) 

(g)  Str^d  r.  WiLUAMS.    [1844] 

Action  for  the  infringement  of  a  patent  granted  to  the  plaintiff 
for  '*  making  or  paving  public  streets  and  highways,  and  public 
and  private  roads,  courts  and  bridges,  with  timlier  or  wooden 
blocks."  Gresswell,  J.,  directed  the  jury  to  consider :  first,  whether 
the  publications  relied  on  by  the  defendant  came  to  the  knowledge 
of  the  plaintiff;  secondly,  if  they  did,  whether  they  disclosed  that 
for  which  he  claims  a  patent;  for  although  he  may  have  read 
those,  if  they  do  not  disclose  that  which  is  the  essential  part  of  his 
patent,  then  it  does  not  invade  -at  all  his  privilege  of  having  a 
patent  right.  Verdict  for  the  plaintiff.  (2  Web.  P.  C.  130.)  A 
rule  was  subsequently  obtained,  and  made  absolute,  for  a  new 
trial,  on  the  ground  of  misdirection.  The  defendant's  counsel 
contended  that  the  mere  fact  of  a  prior  publication  is  conclusive 
against  the  validity  of  the  patent,  though  the  patentee  might  have 
no  knowledge  of  the  existence  of  such  prior  publication.  The 
Court  of  Common  Pleas  held  that,  *'  If  the  invention  has  already 
been  made  public  in  England,  by  a  description  contained  in  a 
work,  whether  written  or  printed,  which  has  been  publicly  circu- 
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lated,  in  suoh  Case  the  patentee  is  not  the  first  and  tme  inventor 
witbm  tlie  meaning  of  the  statute,  whether  he  has  himself  bor- 
rowed his  iuyention  from  such  publication  or  not;  because  we 
think  the  public  cannot  be  precluded  from  the  right  of  using  such 
information  as  thev  were  already  possessed  of  at  the  time  the 
patent  was  granted.  It  is  obvious  that  the  application  of  this 
principle  must  depend  upon  the  particular  circumstances  which 
are  Irought  to  bear  on  each  particular  case.  The  existence  of  a 
single  copy  of  a  work,  though  printed,  brought  from  a  depositoiy, 
where  it  has  long  been  kept  in  a  state  of  obscurity,  would  afford  a 
very  different  inference  from  the  production  of  an  encyclopaedia,  or 
other  work  in  general  circulation.  The  question  will  be,  whether 
upon  the  whole  evidence  there  has  been  such  a  publication  as  to 
make  the  description  a  part  of  the  public  stock  of  information." 
(8  Scott,  N.  B.  472;  7  M.  d  Gr.  842;  2  Weh.  P.  C.  .142;  8  Jur. 
933;  13  X.  J.,  C.  P.  220.) 

(r)  Stead  v,  Anderson,    [1847] 

I'he  first  person  who  discloses  an  invention  to  the  public  is  con- 
sidered as  the  inventor.  A  knowledge  and  publication  after  the 
plaintiff's  invention  does  not  avoid  a  patent  granted  to  the  true 
and  first  inventor,  who,  having  invented,  obtained  his  patent 
before  his  invention  was  used.  (16  L,  Jl,  C.  P.  260 ;  2  Weh.  P.  CL 
151.)  A  prior  invention,  in  order  to  avoid  a  patent,  must  have 
become  known  in  the  sense  that  it  has  become  known  to  the  people 
in  the  trade.     (2  Web.  P.  0. 148.) 

(«)  DoBBS  V.  Pbnn.    [1849] 

A  patent  granted  to  A.  for  "  improvements  in  the  construction 
of  racks  and  pulleys  for  window-blinds  ami  other  useful  purposes," 
besides  claiming  a  mode  of  making  the  frames,  by  constructing 
them  in  a  particular  manner  of  drawn  open  metal  tubes,  claimed  a 
mode  of  fixing  the  pulley  in  the  frame,  by  turning  the  knob  of  the 
spindle,  upon  which  the  pulley  revolved,  and  thereby  of  screwing 
a  piece  of  metal,  made  to  slide  within  the  frame,  tight  to  the  edge 
of  the  frame ;  by  which  means  the  pulley  spindle  became  firmly 
fixed  to  the  frame.  By  a  patent  previously  granted  to  B.,  the 
same  object  was  effected  by  a  similar  method,  but  with  the  addition 
merely  of  a  piece  of  thin  metal,  called  an  escutcheon,  which  worked 
outside  the  frame ;  but  the  specification  stated,  that  the  pulleys 
might  be  made  without  the  escutcheon.  Heldj  that  the  two 
patents  were  subutantially  the*  same  as  to  one  of  the  things 
claimed,  and  therefore  that  A.'s  patent  was  void.     (3  ^xcL  427.) 

(t)  In  re  Lamenaude's  Patent.     [1850] 

Lord  Brougham :  '*  You  may  have  a  patent  as  the  importer  of  a 
foreign  invention,  because  that  is  the  construction  that  the  courts 
have  put  upon  the  statute  that  you  are  the  quasi  inventor,  if  you 
import  it  for  the  first  time.  But  has  it  ever  been  said  that  such 
importation  of  a  foreign  invention  is  negatived  by  a  book  in  this 
country  stating  the  foreign  invention  ?     I  am  not  aware  that  it  has 
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been  held  to  negative  the  right  of  an  importer  of  a  foreign  inven- 
tion that  a  book  had  stated  it  before."     (2  Web.  P.  0. 169.) 

(u)  R.  «.  Steiner.    Scire  facias.     [1851] 

Lord  Campbell,  C.  J.,  told  the  jury  that  if  the  improvement  for 
which  the  patent  was  granted  was  contained  in  the  specification  of 
a  prior  patent,  or  was  described  in  a  book,  published  abroad  but 
sold  in  England,  the  patent  would  be  void.  (40  Newton^s  London 
Joumaly  71.) 

(»)  Betts  v.  Menzies.     Ch.     [1867] 

Sir  W.  P.  Wood,  V.-C,  said  :  "  I  conceive  that  the  law  is,  that 
where  an  ingenious  person  makes,  for  instance,  an  improvement  in 
the  glasses  of  a  telescope,  or  the  wheels  of  a  carriage,  for  his  own 
use,  and  which  he  uses  accordingly,  but  without  publishing  it 
anywhere,  or  if,  on  the  other  hand,  he  publishes  in  a  book  his 
invention  which  he  has  so  made  and  used  for  his  own  private 
accommodation,  much  more  when  he  takes  out  a  patent  for  it, 

there  can  be  no  case  for  a  subsequent  patentee I  think  that 

if  a  man  sits  down  and  takes  out  a  patent  from  his  own  conjec- 
tures, without  ever  having  tried  the  experiment  set  forth  in  it, 
that  will  not  invalidate  a  subsequent  patent  taken  out  and  prac- 
tically worked,  especially  when  it  turns  out  that  the  method  pre- 
scribed by  the  earlier  patent  is  practically  useless."  (3  Jitr., 
N.  3.  358.) 

(w)  Betts  v.  Menzies.    H.  L.     [1869-1862] 

At  the  trial  of  an  action  for  the  infringement  of  a  patent  for  "  a 
new  manu&oture  of  capsules,  and  of  a  material  to  be  employed 
therein,  and  for  other  purposes,"  the  defendant  contended  that  the 
process  which  the  plain tifl  claimed  as  his  invention  was  not  new, 
as  it  had  been  discovered  by  one  Dobbs,  and  by  him  disclosed  to 
the  world  by  two  specifications,  one  of  the  date  of  1804,  and  the 
other  of  1820.  Campbell,  C.J.,  in  summing  up  to  the  jury,  said; 
"  I  ask  you  whether  you  think  that  a  person  of  ordinary  skill, 
reading  Dobbs's  specifications,  and  having  no  other  information 
upon  the  subject,  could  at  once  proceed  to  make  Betts's  metal,  not 
making  experiments  and  getting  out  bit  by  bit,  but  whether  it  is 
stated  enough  to  enable  him  at  once  to  sit  down  and  make  Betts's 
metal  ?  "  The  Court  of  Queen's  Bench  held,  that  this  was  not  the 
proper  question  to  be  left  to  the  jury,  for  though  a  workman 
might  not  in  that  way  be  able  to  make  Betts's  metal,  still  Dobbs's 
specifications,  or  something  done  under  them,  might  have  disclosed 
some  part  of  that  which  the  plaintiff  claimed.  Eule  absolute  for  a 
new  trial.  (8  ML  &  B.  923.)  At  the  new  trial  a  verdict  was 
found  for  the  plaintiff.  The  defendant  having  obtained  a  rule  to 
set  aside  the  verdict,  it  was  held,  that  the  plaintifiTs  patent  was 
invalid,  as  it  appeared,  on  a  comparison  of  Betts's  and  Dobbs's 
specifications,  that  the  former  claimed  that  which  had  been  already 
described  by  the  latter.  (1  EU,  &  Ell  990;  28  L.  /.,  Q.  B.  3G1  ; 
5  Jur.,  N.  S.  1164.) 
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On  appeal  to  the  Exchequer  Chamber  judgment  affirmed ;  Wil- 
liams and  Willes,  JJ.,  however,  differed  from  the  rest  of  the  court, 
holding  that  the  plaintiff's  patent  was  good,  and  not  invalidated  by 
Dobbs's ;  since  Dobbs's  patent  was  practically  incapable  of  being 
carried  into  effect.  (1  Mil  d  EU.  1020 ;  30  L.  J.,  Q.  B.S1;Q  Jur.^ 
N.  S.  1290.)  On  appeal  to  the  House  of  Lordii  the  patent  was 
held  good.  Blackburn,  J.,  in  the  course  of  his  judgment,  said : 
*'  It  seems  to  me  that,  if  Dobbs  had  made  it  part  of  the  public 
knowledge  how  to  produce  a  new  material,  as  a  practical  result, 
and  Betts  had  afterwards  claimed  to  have  a  patent  for,  amongst 
other  thingH,  producing  that  result,  he  would  have  claimed  what 
was  not  new,  but  if  Dobbs  had  not  made  it  part  of  the  public 
knowledge  how  to  produce  a  result,  then  Betts  would  not  have 
claimed  anything  already  known."  Lord  Chancellor  Westbury, 
after  stating  the  facts,  said :  '*  To  defeat  a  new  patent,  it  must  be 
clear  that  the  antecedent  specification  disclosed  a  practical  mode  of 
producing  the  result  which  was  the  object  and  effect  of  the  subse- 
quent discovery.  A  barren  general  description,  therefore,  though 
containing  some  suggestive  information,  or  involving  some  specu- 
lative theory,  could  not  be  treated  as  avoiding,  for  want  of  novelty, 
a  subsequent  specification  or  invention,  unless  it  was  ascertained 
that  the  antecedent  publication  involved  the  same  amount  of 
useful  information.  As  to  the  two  specifications  in  this  case,  it 
was  clear  that  the  first  was  a  mere  general  suggebtion,  the  other  a 
specific  practical  invention.  The  one  might  lead  to  the  other ;  but 
the  latter  alone  complied  with  the  conditions  under  which  protec- 
tion was  given  by  the  patent  law.  Here  there  was  nothing  to 
show  that  Dobbs's  patent  was  capable  of  a  practical  application ; 
and  on  the  principle  contained  in  the  answer  of  the  judges,  it  was 
clear  that  the  decision  of  the  two  courts  below  ought  to  be  re- 
versed." (10  H.  L.  Cos.  117 ;  31  L.  /.,  Q.  B.  233 ;  9  Jur.,  N.  8.  29 ; 
nW.B,l;7  L.  T.  Bep.,  N.  S.  110.) 

(x)  Hills  ».  London  Gaslight  Company.    [1860] 

The  plaintiff  in  1849  obtained  a  patent  for  the  employment  of 
the  hydrated  oxides  of  iron  in  purifying  coal  gas  from  sulphuretted 
hydrogen. 

In  1840  one  CroU  took  out  a  patent,  in  the  specification  of  which, 
after  speaking  of  the  use  of  black  oxide  of  magnesia  for  the  purpose 
of  removing  the  sulphuretted  hydrogen,  he  said  :  "  The  same  effect 
may  be  produced  by  the  application  of  the  oxide  of  zinc,  and  the 
oxides  of  iron."  The  court  construed  this  as  a  claim  for  the  use  of 
the  hydrated  and  anhydrous  oxides  of  iron.  And,  further,  that  as 
there  are  many  oxides  of  iron,  the  hydrated  and  anhydrous,  the 
natural  and  artificial,  some  of  which  will,  and  some  will  not 
answer  the  purpose,  it  is  a  matter  of  investigation  and  experiment 
to  see  which  will.  Upon  this  ground  it  was  held  that  CroU  had 
not  anticipated  the  plaintiff.     (6  E:.dN,S12;  29  L.  /.,  Ex.  409.) 

(y)  Oxley  v.  Holdbn.    [1860] 

A  provisional  specification  was  filed  on  the  17th  of  March,  and 
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afterwards  abandoned  by  the  inventor,  who  delivered  another 
specification  for  the  same  invention  on  the  10th  of  April,  in  respect 
of  which  a  patent  was  granted  to  him  on  the  12th  oi  October,  but 
dated  as  of  the  10th  of  April.  It  was  contended,  that  the  filing 
by  the  plaintiff  of  the  provisional  specification  of  the  17th  of 
March,  and  his  afterwards  allowing  it  to  expire,  was  such  a 
dedication  to  the  public  as  prevented  his  obtaining  a  valid  patent 
for  the  same  invention  on  the  subsequent  application  of  the  10th 
of  April.  This  objection  was  overruled,  and  Erie,  C.J.,  in  deliver-: 
ing  the  judgment  of  the  Court  of  Common  Pleas,  said :  "  We  are 
of  opinion  that  a  provisional  specification  abandoned  does  not 
become  public  by  abandonment.  The  statute  15  &  16  Vict.  c.  83, 
8.  29,  authorizes  the  publication,  but  until  that  event  it  is  not 
public.  Furthermore,  although  the  first  provisional  specification 
may  afford  an  objection,  either  to  rp^ceiving  a  second  for  the  t-ame 
invention,  or  to  granting  a  patent  for  the  invention  after  the  first 
specification  has  expired,  there  is  no  principle  of  law,  and  no 
enactment  making  the  patent  void,  if  it  is  so  granted;  and,  on 
the  contrary,  sect.  24  enacts,  that  the  patent  dated  as  of  the  day 
the  provisional  specification  was  delivered  in  shall  be  of  the  same 
force  and  validity  as  if  it  had  been  sealed  on  that  day.  This 
patent  is  dated  as  of  the  10th  of  April ;  on  that  day  the  protection 
given  under  the  specification  of  the  17th  of  March  existed,  and 
the  patent  is  valid  by  the  operation  of  this  section."  (30  L.  /., 
O.  P.  68;  8  Com.  B.  Bep.,  N.  S.,  666;  8  W.  B.  626;  2  L.  T.  Bep., 
N.  8.,  464.) 

(«)  Hills  i;.  Evans.    Ch.    [1862] 

In  giving  judgment  in  this  case,  Lord  Westbury,  L.C.,  said : 
*'  The  antecedent  statement  must  (in  order  to  invalidate  a  subse- 
quent patent)  be  such  that  a  person  of  ordinary  knowledge  of  the 
subject  would  at  once  perceive,  understand,  and  be  able  practically 
to  apply  the  discovery  vdthout  the  necessity  of  making  further 
experiments,  and  gaining  further  information  before  the  invention 
can  be  made  useful.  .  .  .  The  information  as  to  the  alleged  inven- 
tion given  by  the  prior  publication  must,  for  the  purposes  of 
practical  utility,  be  equal  to  that  given  by  the  subsequent  patent. 
The  invention  must  be  shown  to  have  been  before  made  known. 
Whatever,  therefore,  is  essential  to  the  invention  must  be  read  out 
of  the  prior  publication.  If  specific  details  are  necessary  for  the 
practical  working  and  real  utility  of  the  alleged  invention,  they 
must  be  found  substantially  in  the  prior  publication.  Apparent 
generality,  or  a  proposition  not  true  to  its  full  extent,  will  not 
prejudice  a  subsequent  statement  which  is  limited,  accurate,  and 
gives  a  specific  rule  of  practical  application.  The  reason  is  mani- 
fest, because  much  further  information,  and  therefore,  much  further 
discovery,  are  required  before  the  real  tnith  can  be  extricated  and 
embodied  in  a  form  to  serve  the  uses  of  mankind.  It  is  the  differ- 
ence between  the  ore,  and  the  refined  and  pure  metal  which  is 
extracted  from  it."  (31  L.  J.  Ch.,  463 ;  8  Jwr.,  N.  8.,  529 :  6  L.  T. 
Hep.,  N.  8.,  93.) 
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(a)  Lang  v.  Gisborne.    Ch.    [1862] 

An  invention  was  described  in  a  book  pablisbed  in  Franco, 
copies  of  which  were  sent  to  England,  to  a  bookseller,  for  sale : — 
Held,  that  this  was  a  pnblication  of  the  invention.  The  Master 
of  the  Bolls  said :  '*  In  my  opinion  there  are  two  modes  by  which 
an  invention  may  be  made  public.  One  is  by  such  user  as  would 
alone  make  it  a  part  of  the  stock  of  public  information,  and  the 
other  is  by  the  simple  fact  of  what  in  law  is  called  •  a  publication.' 
I  am  of  opinion  that  the  true  result  of  the  cases  is  this : — that 
the  observations  to  be  found  in  them  as  to  the  circumstances  which 
make  an  invention  become  a  part  of  the  stock  of  public  information, 
apply  to  those  cases  where  somebody  has  used  the  invention,  not 
for  the  purpose  of  experiment,  but  for  the  purpose  of  really  making 
use  of  it  as  a  complete  invention.  ...  A  publication  takes  place 
when  the  inventor  of  any  new  discovery,  either  by  himself  or 
by  his  agents,  makes  a  written  description  of  it,  and  prints  it 
in  a  book,  and  sends  it  to  a  bookseller's  to  be  published  in  this 
country.  I  am  of  opinion  that  it  is  not  at  all  necessary  to  estab- 
lish the  fact  that  one  volume  of  that  book  has  been  sold,  for  I 
think  that  as  soon  as  an  inventor  informs  the  public  of  what  his 
invention  consists,  and  prints  it  in  a  book,  which  he  sends  to  a 
publisher  to  sell,  from  the  moment  that  the  book  is  exposed  for 
sale  in  the  bookseller's  shop,  there  becomes,  in  point  of  law,  a 
complete  publication  of  the  invention."  (31  Beav,  135  ;  31  X.  tT., 
Ch.  770;  8  Jur.,  N.  S,,  736;  10  W.  B.  639;  6  L.  T.  Bep.,  N.  &, 
772.) 

(6)  You»Q  i;.  Fernie.    Ch.    [1864] 

Inventions  in  mechanics  are  as  totally  different  from  inventions 
in  economical  chemistry,  as  the  laws  and  opei-ations  of  mechanical 
powers  differ  from  the  laws  of  chemical  aflfinities,  and  the  result  of 
analysis  in  the  comparatively  infant  science  of  chemistry,  with  its 
boundless  field  of  undiscovered  laws  and  substances.  Where, 
therefore,  prior  to  the  date  of  an  inventor's  patent,  something 
necessary  for  the  useful  application  of  a  chemical  discovery,  for 
manufacturing  purposes,  remained  to  be  discovered,  which  the 
plaintiff's  invention  supplied,  held,  that  the  manufacture,  with 
the  materials  and  process  in  the  specification,  was  a  ^'  new  manu- 
facture not  in  use  "  at  the  date  of  tne  patent.  (4  Giff.  bll;  10  Jur,y 
N.  &,  926;  12  W.  B.  901 ;  10  L.  T.  Bep.,  N.  S.,  861.) 

(c)  Betts  v.  Neilson.    Betts  v.  De  Vitrb.    Ch.    [1868] 

The  specification  of  a  patent  may  describe  the  process  to  be 
adopted  so  insufficiently  as  to  invalidate  the  patent,  and  yet 
disclose  enough  to  show  that  what  is  claimed  by  a  subsequent 
patent  is  not  new.  A  prior  publication  will  not  invalidate  a 
patent,  unless  it  has  imparted  information  so  as  to  enable  anyone 
working  upon  it  to  reckon  with  confidence  on  the  result.  (L,  B., 
3  Ch.  429  ;  37  L.  /.,  Ch.  321 ;  18  L.  T.  Bep.,  N.  &,  165.)  [Con- 
sidered in  Plimpton  v.  Malcolmson,  inf.  p.  251  (/).] 
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(d)  BoviLL  V,  CowAi?.     [1868] 

The  plaintiflTs  invention,  whicli  was  for  improvements  in  the 
working  of  millstones,  consisted  in  an  exhaust  just  adequate  to 
suck  away  the  accumulation  of  hot  air  round  the  stones,  carrying 
away  and  utilising  the  stive,  leaving  the  meal  to  descend  through 
the  spout  clear,  and  free  from  clamminess,  and  leaving  the  air  of 
the  mill  case  of  the  same  density  as  the  external  air.  This  was 
alleged  to  be  anticipated  by  three  French  patents  published  pre- 
viously by  deposit  in  the  British  Museum.  Cairns,  L.O.  (affirming 
Bomiliy,  M.R.) :  "  It  is  not  suggested  that  any  person;  either  in 
this  country  or  elsewhere,  was  ever  led  by  reading  any  of  the 
specifications  of  these  French  patents  to  adopt  a  process  the  same 
as  the  plaintiff's,  and  all  that  (the  defendant's  witness)  says  of  them 
is  that  the  text  and  drawings  contain  description  clear  and  suffi- 
cient for  a  millwright  of  ordinary  skill  to  construct  and  carry  into 
effect  a  fit  and  proper  means  for  exhausting  the  stive  without 
carrying  away  the  meal  and  exhausting  the  dusty  air,  when  the 
same  has  been  blown  through  the  grinding  surfaces  of  the  mill- 
stones, and  also  for  passing  the  dust  or  stive  through  suitable 
porous  fabrics.  In  one  sense  I  have  no  doubt  this  is  the  casa  I 
think  it  very  probable  that  a  skilled  workman,  if  informed  of  the 
injurious  effect  of  an  unremoved  plenum  round  the  millbtones,  and 
desired  to  remove  that  plenum  by  an  exhaust  which  would  remove 
it,  and  do  nothing  more,  might  use  or  adjust  the  machinery 
described  in  these  French  patents  in  a  way  that  would  effect  that 
end ;  but  the  real  question  is,  do  these  French  patents  profess  to 
set  forth  as  their  discovery  the  removal  of  the  plenum  in  this 
sense,  and  do  they  describe  a  process  designed  and  fitted  on  the 
face  of  it  to  attain  this  end  ?  I  am  clearly  of  opinion  they  do 
not."     (2  Griff.  46,  at  p.  46.) 

(e)  Neilson  v.  Betts.    H.  L.     [1871] 

Per  Lord  Oolonsay : — It  is  not  enough  that  there  has  been,  in  a 
former  patent,  a  general  disclosure  of  tho  object  to  be  attained, 
unless  there  is  a  specification  clearly  pointing  out  the  mode  of 
attaining  it.     {L.  B.,  5H.L.2;40  L.  /.,  Ch.  317 ;  19  W.  B.  1121.) 

(/)  Plimpton  v.  Malcolmson.    M.  E.    [1876] 

Jessel,  M.  R.,  referring  to  the  issue  of  novelty,  said :  "  The  cases 
cited  may  be  rather  used  as  illustrations  of  what  will  amount  to 
sufficient  evidence  than  as  deciding  anything  in  principle,  beyond 
this,  that  it  must  be  sufficiently  known."  (L,  B.,  3  Ch.  D.  bhl.^ 
Referring  to  Stead  v.  Anderson  (2  Web.  P.  C.  149),  his  lordship 
continued :  *'  The  case  goes  to  this,  that  a  book  must  be  made 
public  to  such  an  extent  as  to  be  generally  known  among  persons 
practising  in  such  matters.  It  is,  therefore,  not  merely  publica- 
tion, though,  as  a  general  rule,  according  to  the  RousehiU  Goal 
Company  v.  Neilson  {Web.  P.  C.  718,  n.),  when  you  say  a  book  is 
published,  and  noboby  contests  it,  you  assume  that  several  copies 
have  been  printed  and  circulated,  unless  somebody  asserts  the 
contrary.  But,  as  regards  the  law,  you  must  go  a  step  further. 
Does  that  doctrine,  therefore,  apply  to  a  case  of  this  kind  ?     There 
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is  one  copy  of  the  book,  whicli  is  all  that  has  ever  been  printed 
and  published,  and  that  copy  of  the  book  was  always  kept  in  the 
back  parlour  of  the  bookseller's  shop,  and  never  was  seen,  so  far 
as  the  evidence  went.  Would  that  satisfy  the  doctrine  ?  Clearly 
not."  (16.  668.)  "  If  it  were  shown  that  no  copy  had  ever  got 
into  the  hands  of  the  public,  and  the  public  knew  no  more  about 
it  than  seeing  the  back  of  the  book  in  the  bookseller's  window, 
and  every  copy  could  be  accounted  for,  and  that  none  had  been 
sold  though  exposed  for  sale,  that  would  not  be  a  sufficient  publi- 
cation to  avoid  a  subsequent  patent."  (16.  662.) 
;  **  What  is  required  as  regards  prior  description  ?  I  should  have 
thought,  independently  of  authority,  that  no  prior  description 
ought  to  invalidate  a  patent,  unless  you  could  make  the  thing 
from  the  description.  I  mean,  unless  a  person  of  ordinary  skill  in 
the  trade  could  make  it  from  the  description.  But  it  has  been 
alleged  that  something  less  will  do.  As  I  read  the  authorities, 
that  is  not  so.  The  question  has  been  before  the  House  of  Lords 
in  the  case  of  Neilson  v.  Betia  (L,  B.,  6  H,  L,  1.)  The  judgment 
of  Lord  Westbury  and  Lord  Colonsay  comes  to  tnis — ^that  the  des- 
cription in  the  book  must  be  equivalent  to  a  specification.  I  may 
say  that  this  is  entirely  in  accordance  with  the  case  of  HiU  v.  Evans 
(4  D.  F,  d  J.  300),  and  the  case  of  Beits  v.  Memies  (10  H.  X.  Cos. 
117) ;  and,  even  if  I  differed  from  them,  which  I  do  not,  I  should 
be  bound  by  those  decisions.  On  the  other  hand,  there  is  a 
decision  of  BetU  v.  Ndhon  (L.  B.,  3  Oh.  431),  which  says  that  less 
will  do;  that  the  principle  having  been  disclosed,  although  a 
workman  could  not  make  the  machine  (that  is,  the  substance  of 
it),  that  would  be  sufficient  to  avoid  the  patent.  All  I  can  say  is, 
that  I  do  not  think  that  is  fair  to  a  patentee,  and  I  should  not 
have  so  decided  had  the  matter  been  res  integra ;  but  it  is  not  res 
Integra^  and  I  have  no  right  to  depart  from  what  has  been  laid 
down  by  the  House  of  Lords  and  the  Court  of  Appeal  in  the  three 
other  cases."  (16.  667.)  His  lordship  also  held,  that  such  prior 
description,  like  a  specification,  must  be  intelligible  to  an  *'  ordinary 
workman,  using  that  amount  of  skill  and  intelligence  which  is 
fairly  to  be  expected  from  him."    (i6.  669.) 

(J)  Stoker  v.  Todd.    M.  R.    [1876] 

Where  a  provisional  specification  contains  an  imperfect  descrip- 
tion of  an  invention,  part  of  which  was  omitted  in  the  filial 
specification : — Hddy  that  there  was  no  prior  publication  of  the 
part  omitted  so  as  to  vitiate  a  subsequent  patent  for  a  similar 
invention  on  the  ground  of  want  of  novelty.     (L.  B.,  4  Gh,  D.  68.) 

Jessel,  M.R. :  **  When  we  find  in  the  final  specification  that,  in 
the  description  of  one  of  the  subordinate  matters  of  the  invention, 
one  of  the  details  has  been  abandoned,  that  is  a  notification  to  the 
public  that  the  inventor  could  not  work  it,  or  thought  it  useless, 
and  has  consequently  omitted  it  altogether.  Therefore  I  do  not 
consider  that  the  iusertion  of  a  sketch  in  this  provisional  specifica- 
tion gives  such  information  to  the  world  as  to  amount  to  publica- 
tion.   At  the  same  time  I  exclude  from  consideration  those  cases 
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in  which  the  proyisioual  specification  contains  as  complete  a  des- 
cription of  the  invention  as  the  final  specification,  and  I  confine 
mj  remarks  to  those  cases  in  which  there  is  a  mere  sketch.  I  am 
not  one  of  those  who  think  that  inventors  are  to  be  deprived  of  the 
fruits  of  their  labours  by  previous  sketches  of  inventions  by  others. 
There  are  very  few  inventions  that  have  not  been  in  some  way 
anticipated  or  preceded  by  some  notion  or  trial  that  has  not  been 
snccessfnlly  prosecuted.  This  may  be  illustrated  by  the  invention 
of  the  steam-engine,  and  by  the  discovery  of  the  circulation  of  the 
blood.  There  is  nothing  that  is  entirely  novel.  Therefore  the 
Court  should  be  slow  to  listen  to  those  who  say  that  the  same 
invention  has  been  published  before  in  a  sketch  like  this  which 
is  more  or  less  perfect."    (16.  60.) 

(h)  Plimpton  v.  Spillbr.    C.  A.    [1877] 

On  the  25th  August,  1865,  a  patent  for  improvement  in  the 
construction  of  skates  was  granted  to  the  agent  of  the  inventor,  who 
was  a  resident  in  America,  and  to  whom  tiie  patent  was  afterwards 
assigned.  Two  years  previously  an  American  book,  containing  a 
brief  description  of  the  invention  (but  not  sufficiently  particular 
to  enable  persons  to  manufacture  the  skates),  and  five  weeks  pre- 
viously an  American  book  of  illustrations,  containing  a  drawing  of 
the  invention,  were  sent  to  the  library  of  the  Patent  Office  in 
London.  This  book  of  illustrations  was  not  entered  in  the  book  of 
donations  or  in  the  catalogue,  but  it  was  placed  on  a  bookshelf  in 
a  room  open  to  the  public,  and  was  seen  there  by  a  librarian 
before  the  plaintiff's  patent  was  taken  out : — Held  (affirming  the 
decision  of  the  Master  of  the  Bolls),  that  there  was  no  prior  publi- 
cation of  the  invention  in  this  country.     {L.  B.y  6  Ch,  D,  412.) 

James,  L.J.,  in  delivering  judgment,  said:  "As  a  matter  of 
£ekct,  it  is  impossible  to  say  that  this  American  book  ever  was  in 
the  library  in  any  sense  in  which  it  could  be  construed  to  be 
accessible  to  the  public,  or  that  portion  of  the  public  which  con- 
sists of  persons  conversant  with  this  particular  subject.  .... 
That  being  so,  it  is  not  necessary  to  go  further,  but  I  should,  if  it 
were  necessary,  desire  much  further  time  to  consider  whether, 
even  if  it  were  proved  that  the  book,  one  copy  of  which  hewi  been 
sent  over  as  a  present  from  a  gentieman  in  America,  was  on  the 
shelf  in  the  library  between  the  20th  July  and  the  25th  August, 
that  would  be  a  sufficient  publication,  and  would  be  such  an 
addition  to  the  stock  of  common  knowledge  in  this  country  su9 
would  have  prevented  a  man  from  being  the  first  and  true 
inventor  of  this  patent ;  such  an  addition  to  the  stock  of  common 
knowledge  as  a  man  was  not  entitled  (to  use  the  language  of  one 
of  the  cases)  to  deprive  the  public  of."    (Jb,  429.) 

Brett,  L. J.,  in  delivering  judgment,  said :  "  The  real  question 
to  be  decided  by  the  Court  with  regard  to  this  matter  is  whether 
the  invention  was  before  the  patent  in  question  known  to  the 
public  in  the  sense  that  the  Master  of  the  Bolls  has  described,  t.e., 
not  known  to  all  the  public,  but  known  to  a  sufficient  number,  so 
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that  you  may  properly  say  it  was  known  in  England.  In  order 
to  prove  or  disprove  that  fundamental  proposition,  you  may  show 
by  way  of  evidence  that  there  has  been  a  prior  invention,  and  that 
it  has  become  as  a  fact,  although  it  has  never  been  written, 
known  to  the  people  in  the  trade.  That  is  what  Baron  Parke 
says,  in  Stead  v.  Anderson  (2  Web.  P.  C.  148),  that  it  has  become 
generally  known  in  the  sense  that  it  has  become  known  to  the 
people  in  the  trade.  That  is  only  one  form  of  evidence  which 
may  be  given  in  proof  of  the  fundamental  proposition.  Another 
mode  of  proving  the  fundamental  proposition  is  to  show  that  a 
description  of  the  invention  has  been  published.  But  then,  to 
show  that,  it  is  not  sufficient  merely  to  show  that  it  has  been  pub- 
lished in  one  sheet  or  book.  As  Baron  Parke  himself  says :  *  Pub- 
lished means  ofifered  or  dedicated  to  the  public'  He  then  goes  on 
to  say  that  the  question  with  regard  to  that  is,  was  the  invention 
published  or  offered  to  the  public  to  such  an  extent  as  that  it  was 
generally  known  among  engineers  or  persons  interested  in  the 
matter?  The  mere  fact  of  its  being  dedicated,  the  mere  fact  of 
its  being  published,  is  not  sufficient,  it  must  be  so  far  published 
as  that  you  may  fairly  say  it  is  known  to  a  sufficient  number  of 
the  public."     (16.  434.) 

(i)  Patterson  v.  The  Gas  Light  and  Coke  Company.   H.L.   [1877] 

The  plaintiff,  one  of  the  three  gas  referees  appointed,  by  the 
Board  of  Trade,  under  the  City  of  lK)ndon  Gas  Act,  1868,  obtained 
a  patent,  while  acting  as  such  referee  for  *'  improvements  in  the 
purification  of  coal  gas,"  and  subsequently  filed  a  bill  against  the 
defendants  to  restrain  them  f  i  om  infringing  the  same.  The  appli- 
cation for  the  patent  was  dated  the  9th  of  March,  1872,  and  the 
first  publication  of  the  invention  was  in  an  official  report  published 
by  all  the  referees  jointly,  which  bore  date  January  31,  1872,  but 
was  kept  back  from  the  official  authorities,  the  Board  of  Trade, 
until  the  26th  of  March  following,  and  was  generally  circulated  a 
few  days  after.  The  gas  referees  were  required  by  the  alx)ve  Act 
of  Parliament  to  prescribe  and  certify  the  maximum  amount  of 
impuiity  in  each  form  with  which  gas  supplied  by  a  company  shall 
be  allowed  to  be  charged;  and  the  referees  had,  in  accordance 
with  their  duty  as  prescribed  by  the  Act  of  Parliament,  included 
in  their  repoi-t  iustructions  and  suggestions  for  the  guidance  of 
gas  companies.  Held  (affirming  the  Court  of  Appeal),  that  the 
whole  of  what  was  contiained  in  the  report  wsu9  public  property, 
before  the  report  was  sent  in  to  the  Board  of  Trade,  and  conse- 
quently, that  from  the  time  when  the  report  was  framed,  t.c.,  the 
31st  of  January,  1872,  at  least,  there  was  no  consideration  for  the 
patent,  as  the  subject  of  it  had  ceased  to  be  a  new  manufacture 
before  the  date  of  the  patent.     (L.  B.,  3  App,  Cos.  239.) 

Lord  Blackburn  :  "  The  consideration  tor  a  patent  is  the  com- 
munication to  the  public  of  a  process  that  is  new.  In  Hindmarch 
on  Patents,  it  is  laid  down  that  *  if  the  public  once  become  pos- 
sessed of  an  invention,  by  any  means  whatever,  no  subsequent 
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patent  for  it  can  be  granted,  either  to  the  true  or  first  inventor 
himself,  or  any  other  person,  for  the  public  cannot  be  deprived  of 
the  right  to  use  the  invention,  and  a  patentee  of  the  invention 
oould  not  give  any  consideration  to  the  public  for  the  grant,  the 
public  already  possessing  everything  that  he  could  give/  This 
is,  in  my  opinion,  a  correct  statement  of  the  law. 

*'  It  is  not  necessary  that  the  invention  should  be  used  by  the 
public  as  well  as  known  to  the  public.  If  the  invention  and  the 
mode  in  which  it  can  be  used  has  been  made  known  to  the  public 
by  a  description  in  a  work  which  has  been  publicly  circulated 
(Stead  V.  WiUiams,  7  M.  d  G.  818,  842),  or  in  a  specification  duly 
enrolled  {Bush  v.  Fox,  6  H.  L.  Cos.  707  ;  Betts  v.  Menzies,  10  H.  L. 
Cos.  117),  it  avoids  the  patent,  though  it  is  not  shown  that  it  ever 
was  actually  put  in  use.  It  is  true  that  the  later  case  establishes 
that  '  an  antecedent  specificatiou  ought  not  to  be  held  to  be  an 
anticipation  of  a  subsequent  discovery,  unless  you  have  ascertained 
that  the  antecedent  specification  discloses  a  practical  mode  of  pro* 
ducing  the  result  which  is  the  effect  of  the  subsequent  discovery.* 
(Per  Lord  Westbury,  C,  10  H.  L.  Cos.  154.)  But  all  difficulty  on 
that  score  is,  in  this  cade,  removed  by  the  statement  in  the  37th 
paragraph  of  the  bill  of  complaint  already  cited.  If  the  date  of 
the  patent  had  been  after  the  circulation  of  the  report  amongst 
the  gas  companies,  instead  of  being,  as  it  was,  a  few  weeks  earlier, 
the  case  would,  it  seems  to  me,  have  been  quite  unarguable.  The 
date  of  the  patent  was,  however,  before  the  contents  of  the  report 
were  known  to  the  gas  companies,  though  several  weeks  after  they 
were  known  to  the  whole  of  the  referees  and  their  secretary ;  and, 
as  I  have  already  pointed  out,  from  the  moment  the  referees 
became  aware  of  what  was  in  the  report,  it  became  the  property  of 
the  public,  and  they  were  bound  to  make  it  known.  The  appellant, 
ind^d,  contends  that  he  made  it  known  to  the  referees  only  con- 
fidentially. I  do  not  pause  to  inquire  whether  this  was  the  fact 
or  not,  for  I  think  it  immaterial.  I  do  not  mean  to  throw  any 
doubt  on  the  doctrine  in  Morgan  v.  Seaward  (2  M,  &  W,  544),  that 
a  disclosure  to  assistants  or  partners  of  an  invention  whilst  it  is 
being  perfected,  under  an  obligation  to  keep  it  secret  till  the 
patent  is  taken  out,  is  not  a  disclosure  to  the  public,  for  such 
persons  oould  not  make  the  invention  known  without  a  breach  of 
duty.  But,  in  the  present  case,  the  disclosure  was  to  paid  public 
officers,  who  could  not  keep  it  secret  without  a  breach  of  duty. 
They  were  bound  to  make  it  known,  and  even  if  they,  in  breach 
of  their  duty,  kept  it  back,  the  invention  was  not  the  less  the 
property  of  the  public  from  the  time  the  referees  knew  it,  which 
was  at  least  as  early  as  the  date  of  the  report."    (2&.  244.) 

(j)  Bailet  i;.  KoBERTON.    H,  L.    [1878] 

A  patent  for  "  improvements  in  preserving  animal  substances," 
in  which  the  invention  consists  in  preserving  fresh  meat  by 
dipping  it  into  a  solution  of  bisulphite  of  lime,  is  anticipated  by  a 
prior  patent  for  "  improvements  in  preserving  organic  substances," 
in  which  the  invention  consists  in  preserving  moat  already  par- 
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tially  preeerved,  either  by  salting,  drying  or  smoking,  or  tbe  like, 
by  dipping  it  into  a  like  solution. 

Lord  Blackbum :  '*  Conld  it  be  said,  you  have  dipped  a  ham  into 
bisulphite  of  lime,  and  so  stopped  the  putre&crion ;  but  I  say  you 
shall  not  dip  a  leg  of  fresh  pork  into  it.  I  think  you  cannot  do 
better  than  take  the  old  illustration.  The  old  illustration  was, 
you  cannot  take  out  a  patent,  saying  :  You  have  eaten  soup  with 
a  spoon,  I  will  take  out  a  patent  for  eating  pea  soup  with  a  spoon. 
You  have  taken  out  a  patent  for  sweeping  an  old  carpet  with  a 
new  broom,  I  will  take  out  a  patent  for  sweeping  a  new  cai*pet 
with  an  old  broom.  I  quite  agree  there  may  be  cases  in  which 
there  is  real  invention  and  discovery,  though  an  apparent  applica- 
tion of  an  old  principle ;  the  best  case  for  illustration  is  one  in 
which,  I  believe,  the  patent  was  granted,  but  the  invention  was  not 
found  practicable.  About  thirty  years  ago  an  ingenious  man,  seeing 
the  plastic  nature  of  the  dough  of  flour,  and  knowing  that  the 
Neapolitans  spin  all  kinds  of  macaroni  out  of  it  very  ingeniously, 
came  to  the  conclusion  that  if  he  could  only  manage  to  take  red 
hot  iron  almost  melting  he,  by  an  analogous  process,  could  spin 
gas  pipes,  but  the  piinciple  failed  in  practice ;  as  might  be  sup- 
posed, it  was  rather  a  difficult  thing  to  do.  Nobody  would  have 
doubted,  if  he  had  succeeded  in  it,  that  it  would  have  been  a  very 
great  invention.  But  there  is  no  such  invention  here ;  it  is  merely 
saying  the  exact  mode  in  which  B.  has  been  preserving  his  semi- 
cured  meat  is  to  be  prohibited  to  him  when  it  is  applied  to  meat 
which  is  not  cured  at  all.  I  must  say  it  strikes  me  that  would 
not  be  a  good  patent  at  all."     (L,  B.,  3  App.  Cos.  1079.) 

(k)  United  Telephone  Company  v.  Harrison,  Cox,  Walker,  and 
Company.    [1882] 

An  instrument  which  was  alleged  to  be  an  anticipation  of  an 
invention  patented  in  1876,  for  improvements  in  electric  telephony 
and  telephonic  apparatus  was  described  with  plates  in  a  paper 
written  in  German  in  a  scientific  journal  called  the  *  Zeitschrift ' 
of  the  German- Austrian  Telegraph  Union,  published  in  1862,  in 
Berlin.  A  copy  of  the  *  Zeitschrift  *  was  in  the  library  of  the 
Patent  Office  in  London,  and  another  copy  was  in  the  library  of 
the  Listitute  of  Civil  Engineers,  where  it  was  accessible  to  all  the 
members,  more  than  3000  in  number,  and  to  friends  introduced  by 
them.  It  was,  however,  entered  in  the  catalogue  only  under  the 
head  of  Journals,  not  under  the  head  of  Telephones  or  Telegraphs. 
A  telegraphic  engineer  gave  evidence  that  before  the  date  of  the 
patent  he  had  seen  the  description  in  the  '  Zeitschrift,'  and  that 
though  he  could  not  read  German,  he  was  able  from  his  knowledge 
of  the  technical  words  used,  with  the  assistance  of  the  plates,  to 
understand  the  substance  of  the  invention.  Held^  that  there  was 
evidence  from  which  it  ought  to  be  inferred  that  the  description  in 
the  journal  must  be  considered  to  have  been  within  the  knowledge 
of  persons  skilled  in  such  matters  in  this  country.  But  heldy  on 
the  facts,  that  the  description  was  not  an  anticipation  of  the 
patented  invention.     (21  Ck.  D.  720.) 
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(Z)  Davis  ».  Feldman.    C.  A.     [1884] 

Another  way  of  btating  the  question  whether  a  specification  is 
an  anticipation  of  a  particular  invention  in  a  material  part,  is  to 
try  the  question:  ** Would  the  patentee  by  using  his  patented 
invention  be  infringing  the  patent  which  did  or  would  have 
resulted  from  the  completion  of  the  prior  specification  ?  "  (Oriff,  75 ; 
1  O.  B.  193.) 
(m)  Philpott  v.  Hanbury.    [1884-5] 

Grove,  J. :  "  My  opinion  is  that  there  is  not  the  same  neces- 
sity for  accurate  description  of  how  an  invention  shall  be  carried 
into  effect  for  the  purpose  of  anticipating  an  invention,  as  there 
is  for  the  purpose  of  sustaining  a  patent  in  the  hands  of  a 
patentee,  because  in  the  latter  case  a  description  ought  to  be 
given  which  ought  not  to  merely  inform  the  minds  of  every 
skilled  person  or  scientific  person  in  the  trade,  but  should  inform 
the  minds  of  ordinary  persons  who  are  accustomed  to  work  at  the 
trade.  Therefore  I  think  that  there  is  a  distinction,  but  I  am 
willing  to  rest  my  definition  or  description  of  what  anticipates  a 
patent  on  this,  that  there  must  be  a  publication,  which,  when  read 
by  persons  versed  in  the  trade,  skilfal  and  well  acquainted  with 
the  trade  (I  might  even  limit  it  perhaps  to  those  in  the  trade 
who  are  most  skilled,  the  higher  class  of  skilled  workmen),  would 
enable  them  to  understand  it.  If  it  be  such  it  anticipates  the 
patent.  If  it  is  a  mere  suggestion,  if  it  is  so  erroneous  in  the 
description  that  they  cannot  by  reasonable  application  of  the  mind 
find  out  what  it  means,  it  does  not  anticipate  the  patent."  (Oriff' 
185;  2  O.^ii.  33,  at  p.  43.) 

(n)  Jensen  v.  Smith.     [1885] 

It  was  alleged  that  the  plaintiff's  patent  for  improvements  in 
lubricators,  wherein  the  lubricant  was  forced  through  a  pipe  by 
a  screw  actuated  by  a  cap,  had  been  anticipated  by  a  lubricator 
having  a  top  through  which  a  screw  passed,  and  a  piston  inside 
actuated  by  the  screw : — Held,  that  assuming  that  the  plaintiff's 
patent  had  been  valid  the  alleged  anticipation  would  have  been 
an  infringement  of  it,  and  that,  therefore,  there  was  not  sufficient 
invention  in  it.     (Oriff  136;  2  0.  B.  249.) 

(o)  POOLEY  V,  POINTON.      [1885] 

The  specification  which  was  alleged  to  be  an  anticipation  was 
80  clogged  with  superfluous  apparatus  that  the  patented  process 
never  obtained  currency  in  England.  Pearson,  J.:  "It  may  be 
said  that  inasmuch  as  his  apparatus  was  so  costly  and  so  cumber- 
some that  it  prevented  the  use  of  his  process,  that  he  had 
described  no  \>  ay  by  which  that  process  could  be  effectually  used, 
and  that  accordingly  his  patent  must  be  considered  as  a  dead  letter, 
and  did  not  stand  in  the  way  of  any  person  who  should  take 
out  a  patent  for  a  similar  principle  shown  in  the  process  easy  and 
without  cost."  But  whether  this  Wiis  so  or  not  the  judge  held 
that  the  plaintiff  in  his  patent  had  not  got  any  further  than  the 
prior  specification,  and  that,  therefore,  the  patent  was  bad.  (Oriff, 
199;  2  O.B,  167,  at  p.  171.) 
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(p)  Lawrence  v.  Perry.    [1885] 

A  patent  for  improvements  in  lead  and  crayon  holders  was 
alleged  to  have  been  anticipated  by  various  specifications,  one  of 
which  was  only  provisional.  North,  J. :  **  I  have  felt  some  diffi- 
culty in  seeing  how  the  plaintiffs  invention  can  be  nsefol  if  it 
only  differs  jfrom  an  earlier  one  by  an  ingredient  which  does 
neither  harm  nor  good."  (2  O.  JR.,  p.  184.)  It  was  alleged  **  that 
no  case  has  occurred  yet  in  which  the  description  contained  in  a 
provisional  specification  has  been  held  sufficiently  precise  to 
destroy  a  later  patent  for  a  like  subject.  Be  this  as  it  may  there 
is  nothing  in  that  remark  relevant  to  the  present  case.  ...  In 
this  case  I  am  clearly  of  opinion  that  Wiley's  provisional  specifica- 
tion does  contain  quite  a  sufficient  description  of  the  nature  of  the 
invention,  and  also  of  the  manner  in  which  it  is  to  be  performed 
to  bring  the  case  within  the  ruling  of  Lord  Westbury  in  HilU  v. 
Evans,  I  find  a  clear  description  how  to  construct  an  instrument 
which  is  completely  covered  by  the  first  claiming  clause  of  the 
plaintiff's ;  and  this  is,  in  my  opinion,  quite  sufficient  to  prevent 
there  being  subsequent  first  and  true  inventors  within  the  realm 
of  the  instrument  so  described  even  if  the  description  in  the 
provisionid  specification  of  other  alternative  forms  of  instrument 
were  mere  sketches  only."     (Griff.  143;  2  0.  B.  180,  at  p.  187.) 

(q)  Otto  ».  Steel.    C.  A.    [1886] 

A  French  treatise  was  placed  in  the  British  Museum  in  1863. 
The  Museum  Catalogue  is  kept  with  reference  to  author's  names ; 
books  are  arranged  according  to  subject  matter ;  readers  can  under 
guidance  search  for  books  on  particular  subjects : — Hdd^  that  there 
was  no  prior  publication  in  England  of  matter  contained  in  the 
treatise  so  as  to  avoid  a  patent  taken  out  in  1876.  (31  Ch.  D,  241 ; 
55  L.  J.  C%.  196 ;  54  L.  T.  Bep.,  N.  S.  157 ;  34  W.  B.  289;  3  0.  B. 
109.) 

(r)  Lister  v.  Norton.    [1886] 

The  defendant  in  an  action  for  infringement  alleged  want  of 
novelty  on  the  ground  that  the  patentee  had  filed  a  provisional 
specification  on  the  24th  July,  1880,  the  provisional  specification 
of  the  completed  patent  being  filed  on  the  21st  January,  1881,  and 
had  so  used  and  published  the  invention  between  these  dates  as 
to  distinguish  this  case  from  Oxley  v.  Holden,  and  to  invalidate  the 
patent : — Held,  that  there  was  evidence  of  user  during  this  period, 
but  that  this  user  in  public  was  covered  by  the  grounds  on  which 
Oxley  V.  Holden  was  decided,  and  was  protected  by  the  first  pro- 
visional specification.     {Oriff.  148;  3  O.  B.  199.) 

(ti)  Fletcher  r.  Arden.     [1887] 

The  plaintiff's  patent  was  for  an  improved  gas-cooking  appa- 
ratus : — Held,  that  it  had  been  anticipated  by  an  apparatus  from 
which  it  differed  only  in  the  substitution  of  a  hinge  or  a  pivot 
for  a  slide  as  a  means  of  attaching  certain  deflector  plates. 
(5  O.  B.  46.) 
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(i)  Mb8ELfiY  V.  The  Victoria  Rubber  Company.    [1887] 

Chitty,  J.  (following  EilU  v.  Evans) :  "  The  information  as  to 
the  alleged  invention  given  by  the  prior  publication  must,  for 
the  purposes  of  practi^  utility,  be  equal  to  that  given  by  the 
subsequent  patent."  (4  O.  B.  25!2.)  The  defendants  rolied  on  four 
specifications  covering  a  period  of  fourteen  years,  and  the  latest 
nearlv  twentv  years  ^fore  the  plaintifiTs  patent.  No  one  had  pro- 
duoed  from  them  an  artide  such  as  that  produced  by  the  plaintiff's 
process: — fleW,  no  anticipation.    (4  0.  B.  241.) 

(tt)  Harris  v.  Eothwbll.    C.  A.    [1887] 

In  December,  1878,  and  February,  1880,  specifications  in 
German  with  drawings  of  two  patents  were  deposited  in  the  free 
library  at  the  Patent  Office,  and  the  Commissioners'  Journal, 
amongst  the  lint  of  patents  granted  in  Germany,  contained  entries 
of  these  patents  with  notes  that  the  specifications  might  be  con- 
sulted in  the  library  of  the  office.  In  April,  1880,  a  patent  was 
obtained  for  a  himilar  invention  : — Held^  that  there  was  evidence 
from  which  to  infer  prior  publication  in  this  country,  and  that 
this  inference  was  not  affected  by  the  prior  specifications  being 
in  German.  Lindley,  L.  J. :  "  Frimd  facie  a  patentee  is  not  the 
first  inventor  of  his  patented  invention  if  it  be  proved  that  before 
the  date  of  his  patent  an  intelligible  description  of  his  invention, 
either  in  English  or  in  any  other  language  commonly  known  in 
this  country,  was  known  to  exist  in  this  country  either  in  the 
Patent  Office  or  in  any  other  library  to  which  the  public  are 
admitted,  and  to  which  persons  in  search  of  information  on  the 
subject  to  which  the  patent  relates  would  naturally  go  for  infor- 
mation. But  if,  as  in  Plimpton  v.  Malcolmson,  Plimpton  v.  Spiller^ 
and  Otto  v.  Sted^  it  be  proved  that  the  foreign  publication, 
although  in  a  public  library,  was  not  in  fact  known  to  be  there, 
the  unknown  existence  of  the  publication  is  not  fatal  to  the 
patent."  (35  Cfh.  D.  416,  at  p.  431 ;  56  L.  J.  Ch.  459 ;  56  L.  T.  552 ; 
35  W.  B.  581 ;  3T.L.  B.  653.) 

j(y)  Ehrlich  v.  Ihlbe.    C.  A.    [1888] 

Where  the  only  anticipation  alleged  is  by  description  in  a 
specification  or  otherwise,  it  must  be  such  as  would  enable  any 
oompetent  person  to  make  from  it  the  machine  for  which  pro- 
tection is  ckimed.     (5  0.  B.  437.) 

(it)  Kate  v.  Chubb.    H.  L.    [1888] 

Semble  :  A  worthless  and  abandoned  patent  may  be  an  anticipa- 
tion of  a  subsequent  invention  if  it  describe  such  invention  in 
terms  which  fully  and  sufficiently  disclose  it  and  the  manner  in 
which  it  is  to  be  practised.     (5  6.  B,  641.) 

(x)  Hkrburqer  Schwander  et  Cie.  v.  Squire.    0.  A.    [1889] 

An  invention  which  was  merely  the  adjustment  in  a  beneficial 
manner  of  the  distance  between  two  of  the  working  parts  of  a  known 
machine : — Held^  to  be  anticipated  by  a  drawing  in  a  previous 
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specification  ^hich  showed  the  same  position  of  the  parts,  though 
the  subject  of  that  invention  was  the  substitution  of  metal  for  wood, 
^6  0.  R  393.)  Esher,  M.R.:  "I  should  say  that  if  a  person  has 
^rawn  a  picture  of  a  machine  without  describing  it  at  all  and 
published  that  picture  in  a  book,  and  that  picture  was  one  which  any 
machinest  would  understand  and  could  make  a  machine  from  that 
picture  alone,  although  the  man  had  not  claimed  the  thing  by  a 
patent  or  as  subject  matter  of  a  patent,  if  he  had  published  it  so  as 
to  be  generally  known,  then  a  person  cannot  take  out  a  patent 
in  respect  of  a  machine  made  substantially  like  that,  which  would 
be  an  infringement  of  it  if  it  had  been  patented."     (6  0.  B.  194.) 

(y)  Thomson  v.  Batty.    [1889] 

In  the  plaintiffs  patent  the  third  claim  was  for  the  employment 
in  compasses  of  a  large  bowl  filled  or  partially  filled  with  a 
viscous  fluid,  and  the  fluid  operated  to  retard  the  vibrations  of 
the  bowl  in  which  it  rested,  which  operated  to  steady  the  compass 
bowl.  In  the  alleged  anticipation  the  viscous  fluid  was  directly 
in  contact  with  the  compass  bowl  and  prevented  its  shifting  its 
place : — Held,  that  as  in  the  plaintiff's  patent  the  fluid  steadied 
the  compass  bowl  not  by  pressing  against  it,  but  by  friction 
against  the  vessel  in  which  it  was  itself  contained,  there  was  no 
anticipation.    (6  0.  B,  84.) 

(z)  WiNBY  V,  Manchester  Steam  Tramways.    [1889] 

"Where  the  only  anticipation  alleged  is  by  description  in  a 
specification  or  otherwise,  it  must  be  such  as  would  enable  any 
competent  person  to  make  from  it  the  machine  for  which  pro- 
tection is  claimed : " — Held,  that  there  was  no  anticipation  where 
the  patent  was  for  improvements  in  points  for  tramways  where 
the  tongue  was  actuated  vertically  instead  of  horizontally  by  a 
spring,  and  was  automatic ;  and  the  alleged  anticipation  was  for 
improvements  in  points  in  railways,  and  the  tongue  was  worked 
vertically  instead  of  horizontally,  but  was  held  by  blocks  while 
the  train  passed  over  it.  (6  O,  B.  359.)  Sent  down  by  the 
Court  of  Appeal  for  a  new  trial  on  question  of  infringement 
(7  O.  JR.  30.) 

(a)  King,  Brown  and  Company  ».  Anglo-American  Brush  Cor- 
poration.   [1889] 

The  plaintiffis,  whose  customers  had  been  repeatedly  threatened 
by  the  defendants  with  proceedings  in  respect  of  compound  wound 
dynamo  machines,  alleged  to  be  infringements,  commenced  an 
action  to  have  the  defendants*  patent  declared  void  on  grounds  of 
variance,  want  of  novelty,  and  improper  amendment.  The  de- 
fondantvs'  patent  claimed  practically  (1)  the  form  of  commutator 
described  (as  to  which  the  court  hold  that  there  was  a  fatal  vari- 
ance between  the  specifications) ;  and  (2),  the  series-shunt  machine, 
which  the  defendants  alleged  had  been  patented,  and  used  by 
Varley.  Held,  that  Varley's  patent  did  sufficiently  describe  a 
series-shunt  machine  to  enable  a  workman  to  make  one.     Lord 
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Trayner :  "  But  even  assuming  the  fact  to  be  that  from  Varley's  de^ 
Bcription  alon«  the  ordinary  skilled  workman  could  not  have  con- 
structed a  series-shunt  machine,  that  is  by  no  means  conclusive. 
A  specification  may  so  insufficiently  describe  the  process  or  the 
machine  patented  as  to  render  the  patent  invalid.  It  may,  never* 
theless,  contain  sufficient  description  to  disclose  or  publish  the 
invention  so  as  to  prevent  its  being  validly  patented  by  another 
subsequentlj'." 

Hdd^  further,  that  a  machine  constructed  under  Varley*s  patent 
was  in  fact  a  series- shunt  machine,  and  that  as  it  was  used  to 
illustrate  certain  operations  in  a  divinG;-tank  before  the  public, 
this  was  a  sufficient  publication.     (6  O.  22.  414.) 

(h)  American  Braided  Wire  Company  v.  Thomson.    H.  L.    [1889] 

A  patent,  which  consisted  substantially  in  the  application  of 
tubular  sections  of  braided  hard  wire  to  bustles,  was  alleged  to  be 
anticipated  by  a  specifi.cation  which  described  certain  applications 
of  braided  wire  to  satchels,  handles,  and  other  articles,  and  men- 
tioned that  the  material  might  be  applied  to  bustles;  and  by 
another  specification,  for  the  application  of  braided  hard  wire  to 
enshions — but  there  had  not  been  any  use  of  braided  hard  wire 
within  the  realm.  Held^  that  this  invention  was  not  anticipated. 
(5  0.^.113;  6  0.  J5.  618.) 

(c)  Deutsche  Nahmaschinen  Fabrik  v.  Pfafp.    C.  A.    [1889] 

The  plaintiff's  patent  was  for  an  improvement  in  sewing-machine 
shuttles,  and  consisted  in  the  interposition  of  springs  between  the 
point  and  heel  of  the  shuttle  and  the  driver  in  order  to  avoid 
noise,  and  moderate  the  tension  of  the  thread.  In  the  sewing 
machine,  which  was  alleged  to  be  an  anticipation,  there  was  one 
spring  only,  viz.,  at  the  heel.  Heldy  that  there  was  not  sufficient 
invention  in  the  improvement  to  support  the  plaintiff's  patent. 
(7  O.  B.  16.)  Affirmed  by  the  Court  of  Appeal,  after  hearing  the 
defendant's  evidence,  on  the  ground  that  the  patentee  had  only 
varied  the  strength  of  a  spring  in  a  well-known  machine. 
(7  O.  B.  251.) 

(c  *)  Cheetham  v.  Oldham  and  Fogg.    [1890] 

The  plaintiff's  patent  was  for  improvements  in  the  manufacture 
of  felt  hats : — Hetd^  that  it  was  anticipated  by  a  patent  which  had 
attained  a  similar  object,  namely  the  utilisation  of  the  fur  dust. 
(7  O.  B.  116.) 

Publication  by  Experiment. 

(d)  Bramah  v.  Hardcastle.     N.  P.     [1789] 

The  plaintiff  had  made  two  or  three  of  his  patent  machines 
before  the  date  of  his  patent,  but  it  was  admitted  that  that  circum- 
stance would  not  of  itself  avoid  the  grant.     (Holroyd,  81 ;  1  Weh. 

P.  a  44, «.) 
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(«)  Jones  v,  Pearcb-    N.  P.    [1832] 

The  plaintiff  obtained  a  patent,  dated  1826,  for  *'  an  improved 
•method  of  making  carriage  wheels.''  The  defendant  proved  that 
Mr.  Stnitf,  in  1814,  had  wheels  constructed  upon  the  same  prin- 
ciple as  the  patent,  but  dififering  from  it  in  the  details  of  construc- 
tion. These  wheels  were  used  on  a  cart  for  a  year,  but  subse- 
quently getting  out  of  order  were  laid  aside.  Patterson,  J., 
referring  to  the  novelty  of  the  invention,  said  to  the  jury  :  **  It  is 
not  necessary  to  show  that  it  was  actually  in  use  at  the  moment 
of  taking  out  the  patent.  The  circumstance  of  ceasing  to  use  it 
would  not  make  it  new.  The  question  is,  was  there  really  an 
invention  by  Mr.  Strutt  in  use,  known  to  others  ?  If  you  should 
think  his  was  an  abortive  attempt,  and  a  failure,  or  a  mere  experi- 
ment which  did  not  answer,  then  it  would  not  invalidate  the 
plaintiff's  patent."  (1  Carp.  P.  C.  629.)  .  .  .  **It  is  for  you  to 
say,  if  on  the  whole  of  this  evidence,  either  on  the  one  side  or 
the  other,  it  appeared  this  wheel  constructed  by  Mr.  Strutt's  order 
in  1814,  was  a  wheel  on  the  same  principles,  and  in  substance 
the  same  wheel  as  the  other  for  wiiich  the  plaintiff  has  taken 
out  his  patent,  and  that  was  used  openly  in  public,  so  that  every- 
body might  see  it,  and  had  continued  to  use  the  same  thing  up  to 
the  time  of  taking  out  the  patent,  undoubtedly  then  that  would 
be  a  ground  to  say  that  the  plaintiff's  invention  is  not  new, 
and  if  it  is  not  new,  of  course  his  patent  is  bad,  and  he  cannot 
recover  in  this  action ;  but  if,  on  the  other  hand,  you  are  of  opinion 
that  Mr.  Strutt's  was  an  experiment,  and  that  he  found  it  cUd  not 
answer,  and  ceased  to  use  it  altogether,  and  abandoned  it  as  use- 
less, and  nobody  else  followed  it  up,  and  that  the  plaintiff's  inven- 
tion, which  came  afterwards,  was  his  own  invention,  and  remedied 
the  defects,  if  I  may  so  say,  although  he  knew  nothing  of 
Mr.  Strutt's  wheel,  he  remedied  the  defects  of  Mr.  Strutt's  wheel, 
then  there  is  no  reason  for  saying  the  plaintiff's  patent  is  not 
good."     {lb.  630;  1  Web.  P.  C.  122.) 

(/)  Oalloway  v.  Blbaden.    N.  p.    [1839] 

Tindal,  C.  J.,  thus  laid  down  the  law  with  regard  to  the  novelty 
of  an  invention :  *'  A  mere  experiment,  or  a  mere  course  of  experi* 
ments,  for  the  purpose  of  producing  a  result  which  is  not  brought 
to  its  completion,  but  begins  and  ends  in  uncertain  experiments, 
that  is  not  such  an  invention  as  should  prevent  another  person, 
who  is  more  successful,  or  pursues  with  greater  industry  the  chain 
in  the  line  that  has  been  laid  out  for  him  by  the  preceding  inventor, 
from  availing  himself  of  it,  and  having  the  benefit  of  it.  (1  Web. 
P.  a  525.) 

{g)  Gibson  v:  Brand.    N.  P.    [1841] 

Tindal,  C. J. :  **  It  would  not  be  sufficient  to  destroy  the  patent 
to  show,  that  learned  persons  in  their  studies  had  foreseen,  or  had 
found  out  this  discovery,  that  is  afterwards  made  public,  or  that  a 
man  in  his  private  warehouse  had  by  various  experiments  endea- 
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voured  to  discoYor  it  and  failed,  and  had  given  it  up."    (I  Wehp 
P.  a  628.) 

(k)  The  HousEHiLL  Company  v.  Neilson.    H.  L.    [1843] 

.  Trials  of  an  incomplete  invention,  by  way  of  experiment,  are  not 
evidence  of  a  prior  use  for  the  purpose  of  invalidating  a  patent. 
(9  a  dt  F.  788;  1  Web.  P.  C.  673.) 

(t)  Be  Newall  and  Eluot.    [1858] 

A  necessary  and  unavoidable  disclosure  of  an  invention  to  othera, 
if  made  in  the  course  of  mere  experiments,  is  not  such  a  publica- 
tion as  will  avoid  the  subsequent  grant  of  a  patent,  though  the 
same  disclosure,  if  made  in  the  course  of  a  profitable  use  of  an  in- 
vention previawly  ascertained  to  he  useful,  would  be  a  publication  ; 
but  an  experiment  performed  in  the  presence  of  others,  which  not 
only  turns  out  to  be  successful,  but  actually  beneficial  in  the  par- 
ticular instance,  is  not  necessarily  a  publication,  so  as  to  constituto 
a  gift  of  the  invention  to  the  world.  (4  C.  B,,  N.  8.  269 ;  4  t/iir., 
N.  S.  562;  27  L.  /.,  G.  P.  337.) 

(f)  Hills  v.  Tiie  London  GASLiaHT  Company.    [1860] 

Action  for  the  infringement  of  a  patent,  obtained  in  1849,  for 
the  purification  of  coal  gas  by  means  of  hydrated  oxided  of  iron.  In 
1840,  C.  had  obtained  a  patent  for  the  purification  of  gas,  and 
claimed  the  use  of  all  oxides  of  iron  for  that  purpose.  It  was 
proved  at  the  trial  that  the  hydrated  oxides  alone  would  answer  the 
purpose.  In  working  for  the  purpose  of  completing  the  specifica- 
tion of  his  patent,  C.  had  used  oxides  of  iron  for  the  purification  of 
gas,  and  the  gas  purified  by  him  to  the  extent  of  20,000  feet  a  day, 
had  for  many  days  been  mixed  with  the  ordinary  gas,  and  supplied 
to  the  public  from  the  mains  of  a  gas  company.  He  had  renovated 
the  material  by  exposing  it  to  heat  on  the  top  of  some  retort  beds. 
The  oxides  were  originally  in  a  hydrated  state,  and  the  heat  used 
by  him  while  so  working  was  not  sufficient  to  render  them  anhy- 
drous; but,  not  knowing  the  difference  between  hydrated  and  an- 
hydrous oxides,  and  supposing  that  a  better  result  would  thereby 
be  obtained,  he  directed  in  his  specification  that  the  material 
should  be  raised  to  a  red  heat,  which  would  render  the  oxides 
anhydrous.  The  jury  having  found  that  what  C.  did  was  in  the 
nature  of  an  experiment,  and  was  not  a  publication  to  the  world, 
the  Court  held  that  it  did  not  invalidate  the  plaintiff's  patent. 
Bramwell,  B.,  in  delivering  the  judgment  of  the  Court,  said  ;  "  The 
word  *  experiment '  in  the  oases  referred  to  has  been  used,  not  as 
the  sole  test  upon  a  matter  of  this  sort,  but  it  has  been  used  as 
indicating  a  class  of  practice.  There  is  no  particular  virtue  in  the 
word  '  experiment,'  and  it  has  been  used  for  the  purpose  of  showing 
that,  if  there  has  not  been  a  user  of  an  invention  of  a  substantial 
character,  but  rather  of  an  experimental  character,  or  of  a  character 
analogous  to  an  experiment,  why  then,  although  the  thing  has 
been  done  before,  it  does  not  preclude  a  person  from  taking  out  a 
patent  for  it;  so  that  although  what  Croll  did  may  not  have  been 
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fitriotly  in  the  nature  of  an  experiment,  being  something  more, — ^it 
may  or  may  not  have  been  so, — still  the  jury  have  so  found  it,  and 
we  cannot  grant  a  new  trial."    (5  H.  &  N.  312 ;  29  L.  Jl,  Exeh,  409.) 

{k)  BoviLL  V.  GooDiER    N.  P.     [1866-71] 

Byles,  J. :  "  There  may  have  been  a  great  many  experiments  in 
many  cases  before  the  real  thing  was  found  out ;  nay,  sometimes 
what  turns  out  to  be  the  real  thing  has  often  been  uned,  but  only 
by  way  of  experiment,  and  then  given  up.  That  is  not  an  an- 
ticipation of  a  patent.  A  man  must  have  brought  his  invention, 
or  his  invention  of  a  combination,  to  a  successful  issue,  so  that  the 
thing  can  bo  done,  and  it  must  be  done,  not  as  a  mere  experi- 
ment. ...  If  he  had  a  machine  which  did  do  the  thing,  and  he 
did  not  do  it,  and  knew  nothing  about  it,  this  being  a  patent  for  a 
process,  that  is  not  an  anticipation."  In  this  case,  the  patent 
being  for  an  improved  method  of  working  millstones,  by  which 
the  exhaust  was  made  just  sufficient  to  suck  away  the  accumulated 
hot  air,  a  witness  stated,  that  he  had  seen  machineiy  before  the 
date  of  the  patent,  which  could  be  worked  so  as  to  exhaust  the  hot 
air,  and  no  more.  Byles,  J.,  said :  "  Of  course,  it  can  be ;  because, 
if  a  man  has  a  powerful  exhaust,  he  can  exhaust  to  a  very  small 
degree  so  as  to  produce  less  effect,  or  to  a  larger  degree,  to  go  up 
to  the  plenum  and  go  beyond  it  and  suck  up  the  stive  to  the  meal 
spout.  He  may  do  all  that,  but  the  question  here  is  did  they 
invent,  or  even  know  of  that  precise  point  at  which  you  are  to 
stop  ?  .  .  .  This  is  a  patent  for  a  process,  and  as  if  there  be  a  patent 
for  a  medicine  composed  of  several  ingredients,  and  one  of  them 
is  very  hurtful  in  one  dose  and  very  beneficial  in  another,  the 
amount  of  the  dose  is  the  very  essence  of  the  invention,  so  here 
the  quantity  of  air  you  suck  up  is  the  essence  of  the  invention." 
(2  Qriff.  47,  at  p.  48 ;  BovilVa  Pat,  p.  186.) 

(I)  Saxby  v.  Gloucester  Waggon  Company.    H.  L.    [1883] 

The  ir.vention,  which  was  the  subject  of  the  plaintiff's  patent, 
related  to  railway  signalling.  Prior  to  the  date  of  the  patent, 
Edwards,  who  had  been  in  the  plaintiffs  service,  was  employed  by 
the  L.  &  N.  W.  R.  in  the  manufacture  of  signalling  apparatus,  and, 
in  the  course  of  his  employment,  caused  drawings  to  be  mskde  of 
the  invention  by  his  own  clerks,  and  those  of  the  railway  company. 
From  these  drawings  a  working  machine  was  made,  for  use  in  a 
siding,  but  was  not,  in  fact,  used,  and  the  drawings  were  submitted 
to  the  locomotive  committee,  but  were  not  approved: — Held,  that, 
as  this  was  done,  not  with  a  view  of  taking  out  a  patent,  but  with 
a  view  to  working  the  invention,  there  was  a  publication;  and  that, 
as  the  invention  belonged  to  Edwards,  and  not  to  the  company,  it 
was  immaterial  that  the  servants  of  the  company  to  whom  the 
disclosure  was  made  were  bound  to  secrecy.    (2  Griff.  54 ;  Oood. 

P.  a  417.) 

(m)  Useful  Patents  Company  v.  Rylands.     [1885] 

Before  the  provisional  specification  was  filed,  the  intending 
patentee  sent  a  tool  for  cutting  grooves  in  bottles,  substantially 
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the  same  as  the  alleged  infringement,  to  the  defendant  Rylands. 
In  fact,  the  patentee  intended  that  Bylands  alone  should  use  it,  and 
should  keep  it  secret.  Rylands  had  two  other  similar  tools  made 
by  permission  of  the  patentee,  and  turned  out,  at  least,  600  dozen 
bottles  as  samples : — Held^  that  this  was  all  experimental,  and  that 
there  ivas  no  publication.     (Griff.  234;  2  0.  jB.  266.) 

(»)  WiNBY  V.  Manchester  Steam  Tramways.    [1889] 

A  model  of  an  invention  for  improved  points,  similar  to  that 
patented  by  the  plaintiff,  had  been  made  a  year  before  the  patent, 
by  manufacturers  at  Stoke-upon-Trent,  for  a  Mr.  Ayton,  and  had 
been  left  for  some  timd  in  the  sheds  of  the  North  Staffordshire 
Tramways  Company.  Later,  it  got  into  the  possession  of  the 
City  Contract  Corporation,  who  sent  it  to  the  defendants'  solicitors. 
No  points  had  ever  been  made  from  the  model : — Held,  that  this  was 
only  experimental,  and  not  publication.  (6  0.  E.  35^.)  Ordered, 
to  go  down  for  a  new  trial  on  the  question  of  infringement. 
(7  O.  B.  30.) 

Publication  by  Sale. 

(p)  Wood  ».  Zimmer.    N.  P.    [1816] 

Gibbfl,  C.J. :  "  The  public  sale  of  that,  which  is  afterwards  made 
the  subject  of  a  patent,  though  sold  by  the  inventor  only,  made  the 
patent  void."  (1  HoU, N.  P.  0.60;  1  Web.  P.  O.U;  1  Carp.  P.  C. 
294.) 

(jp)  Morgan  v.  Seaward.    [1837] 

Parke,  B.,  said :  '*  It  must  be  admitted,  that  if  the  patentee 
himself  had,  before  his  patent,  constructed  machines  for  sale  as  an 
article  of  commerce  for  gain  to  himself,  and  been  in  the  practice  of 
selling  them  publicly,  that  is,  to  any  one  of  the  public  who  would 
buy,  tne  invention  would  not  be  new  at  the  date  of  the  patent. 
This  was  laid  down  in  the  case  of  Wood  v.  Zimmer,  and  appears  to 
be  founded  on  riason.  For  if  the  inventor  could  sell  his  invention, 
keeping  the  secret  to  himself,  and  when  it  was  likely  to  be  dis- 
covered by  another  take  out  a  patent,  he  might  have  practically  a 
monopoly  for  a  much  longer  period  than  fourteen  years.  Nor  are 
we  prepared  to  say,  that  if  such  a  sale  was  of  articles  that  were 
only  fit  for  a  foreign  market,  or  to  be  used  abroad,  it  would  make 
any  difference;  nor  that  a  single  instance  of  such  a  sale  as  an 
article  of  commerce,  to  any  one  who  choose  to  buy,  might  not  be 
deemed  the  commencement  of  such  a  practice,  and  a  public  use  of 
the  invention,  so  as  to  defeat  the  patent."  (2  M.  d  W.  669 ;  1  Jur. 
528;  1  Web.  P.  C.  194.) 

(g)  LosH  V.  Hague.    N.  P.    [1838] 

The  publicly  making  and  selling  an  article  to  one  individual, 
though  there  be  no  demand  or  use  for  it  by  the  public,  will  vitiate 
a  subsequent  patent.     (1  Web.  P.  G.  205.) 
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(r)  Gibson  v.  Brand.    N.  R    [1841] 

Tindal,  C.J.,  said :  "  If  you  peroeive  on  the  eyidenoe,  tHat  the 
thing  which  is  now  sought  to  be  protected  by  the  patent  has  been 
used,  and  for  a  considerable  period,  and  used  so  far  to  the  benefit 
of  the  public  as  to  be  sold  to  anybody  that  thought  proper  to 
purchase  it  of  those  who  made  it,  then  it  becomes  a  material 
question,  whether  such  mode  of  user  is  not  in  your  judgment  a 
public  using  of  the  article,  of  the  process,  or  of  the  invention,  before 
the  letters  patent  were  granted."     (1  Web.  P.  C.  628.) 

(»)  Cabpbntkr  v.  Smith.    N.  P.    [1841] 

Action  for  the  infringement  of  a  patent  fiir  certain  improve- 
ments in  locks.  It  was  proved  that  seven  and  a  half  dozen  of  the 
locks  had  been  manufactured  before  the  date  of  the  patent,  and 
exported  to  America.  Abinger,  C.B.,  said:  *'Here  you  have  an 
article,  manufactured  by  an  English  manufacturer,  and  sold,  and, 
in  my  opinion,  if  it  was  sold  even  for  the  assumed  purpose  of 
being  sent  to  America,  I  cannot  but  think  that  that  would  be 
destructive  of  the  novelty  of  the  plaintiflTs  invention.  And  here 
let  me  be  clearly  understood ;  I  do  not  mean  to  say,  that  if  a  man 
in  America  employs  an  agent  to  see  if  he  can  get  an  article  manu- 
factured in  England  by  a  particular  model,  and  chooses  to  take  out 
a  patent  for  it  himself,  but  not  with  a  view  of  making  it  pubHo  at 
all,  I  do  not  mean  to  say  that  that  man  is  to  be  considered  as  not 
entitled  to  the  invention  afterwards,  because  he  employs  a  workman 
to  assist  him  in  it,  or,  that  if  he  had  failed  entirely,  that  some 
other  man  might  make  the  invention  in  England ;  but  where  a 
model  is  sent  to  a  workman,  who  sells  seven  and  a  half  dozen,  and 
sells  them  for  a  certain  price,  I  must  say  I  think  the  invention 
was  used  and  publicly  exercised."    (1  Web.  P.  0.  536.) 

(t)  Hancock  v.  Somervell,    N.  P.    [1861] 

An  invention  may  come  into  public  use  by  being  handed  about 
the  country  for  the  purpose  of  attracting  customers,  althouffh  no 
actual  sale  has  taken  place.    (^Ncw.  Lan,  Jour,^  vol,  39,  p.  158.} 

(tt)  MuLLiNS  r.  Hart.    N.  P.     [1852] 

The  prior  deposit  of  articles,  of  novel  manufacture,  in  a  ware- 
house for  sale,  although  no  sale  takes  place,  is  a  sufficient  publication 
to  defeat  a  patentee's  claim  to  novelty  in  the  invention  of  similar 
articles.    (3  Ckir.  d  K.  297.) 

(»)  HoNiBALL  V.  Bloomer.    N.  P.    [1854] 

If  an  article,  subsequently  patented,  be,  even  in  a  single  instance, 
sold  in  the  regular  way  of  business,  although  it  turns  out  a  failure, 
the  patent  cannot  be  supported.    (2  Web.  P.  C.  200.) 

(w)  OxLEY  r.  HOLDEN.      [1860] 

The  manufacture  of  a  patent  article  for  the  pui-pose  of  sale,  and 
offering  it  for  sale,  although  no  sale  is  actually  effected,  is  a  user 
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of  tHe  invention.  And  aen^le^  per  Byles,  J.,  that  it  ifl  equally  a 
Ttser,  though  the  article  is  made  merely  as  a  sample.  (8  (7.  B.^ 
N.  S.,  666.) 

(to)  HoLLiNS  V.  Capper  &  Co.    [1888] 

The  defendants  proved  that  they  had  sold  to  three  persons 
before  the  date  of  the  patent  teapots  similar  to  those  of  which  the 
plaintiff  complained  as  infringements.  The  judge  directed  the 
jnry  that  the  defendants  had  proved  anticipation.     (5  0.  JS.  289.) 

Question  for  the  Jury, 
(x)  Cornish  v.  Keene.    [1837] 

Tindal,  C.J.,  in  delivering  the  judgment  of  the  Court,  said: 
**  The  question  raised  for  the  jury  was  this :  whether  the  various 
instances  brought  forward  by  the  defendants  amounted  to  proof 
that  before  or  at  the  time  of  taking  out  the  patent,  the  manufac- 
ture was  in  public  use  in  England ;  or  whether  it  fell  short  of  that 
point,  and  proved  only  that  experiments  had  been  made  in  various 
quarters  and  had  been  afterwards  abandoned  ?  This  question  is, 
from  its  nature,  one  of  considerable  delicacy ;  a  slight  alteration  in 
the  effect  of  the  evidence  will  establish  either  the  one  proposition 
or  the  other,  and  the  only  proper  mode  of  deciding  it  is  by  leaving 
it  to  the  jury."  (1  Weh.  P.  C.  519 ;  2  Hodg.  294;  3  Bing.  N.  C. 
688.) 

(y)  Elliott  v.  Aston.    N.  P.    [1840] 

The  question  of  public  use  is  for  the  jury;  as,  whether  the 
instances  adduced  show  a  manufacture  to  have  been  in  public 
use.     (I  Web.  P.  C.  222.) 

(z)  MuNTZ  V.  Foster.    N.  P.    [1844] 

It  is  for  the  jury  to  say  whether,  on  reading  a  prior  specifica- 
tion and  comparing  it  with  the  plaintiff's  specification,  the  plaintiff 
has  borrowed  his  invention  from  such  prior  specification.  (2  Web. 
P.  O.  107.) 

(a)  Spencer  v.  Jack.    [1864] 

In  a  suit  for  an  injunction  to  restrain  the  infringement  of  a 
patent,  the  Court  directed  four  issues  to  be  tried  at  law,  one 
amongst  them  being  "whether  the  invention  was  a  new  manu- 
facture." The  judge  at  common  law,  in  the  course  of  the  trial 
of  the  issues,  expressed  his  opinion  that  a  question  of  law  woidd 
arise,  whether  there  was  upon  the  facts  a  sufficiency  of  invention 
to  warrant  the  granting  of  a  patent.  The  judge,  nevertheless, 
went  on  with  the  trial,  and  put  two  questions  to  the  jury : — "  Is 
the  invention  new?"  and,  "Is  it  a  substantial  improvement?" 
The  jury  found  for  the  plaintiff  in  the  affirmative  upon  both 
issues.  Upon  the  cause  coming  back  to  equity,  the  Master  of 
the  Bolls  took  up  the  point  of  law  reserved,  without  considering 
the  verdict  of  the  jury,  and,  on  the  motion  of  the  defendants, 
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granted  a  new  trial : — Held,  on  appeal,  that  the  judge  in  equity 
ought  to  have  considered  the  verdict  of  the  jury,  and  that,  had 
he  done  so,  the  only  point  of  law  remaining  would  have  been 
this, — whether  a  combination  of  things  previously  well  known, 
which  combination  could  be  rightfully  denominated  a  substantial 
improvement,  could  be  the  subject  of  a  patent? — ^the  answer  to 
which  must  have  been  in  the  affirmative.  The  order  of  the  Master 
of  the  Rolls,  directing  a  new  trial,  was  consequently  reversed. 
(11  L.  T.  Bej>.,  N.  S.,  242.) 

Oath.     Law  Officers  may  examine  witnesses  on.    See  Patents  Act,  1883, 
sect.  38,  p.  379. 

ObjectionB, 

to  ^rant  of  patent,  pp.  38  to  51 

to  extension,  pp.  128  to  130 

notice  of.    See  under  Practice,  pp.  299  to  317. 

Obstructive  patent  cannot  be  supported,  p.  429  (7). 

Offences, 

falsely  representing  that  article  sold  is  patented.    Patents  Act,  1883, 

sect.  105,  p.  268 
imauthorised  use  of  Royal  Arms.    Patents  Act,  1883,  sect.  106,  p.  268 
article  not  to   be  marked  "patent"  before  acceptance  of    complete 
specification,  p.  268  (c). 
Patents  Act,  1883.     105.  (1.)  Any  person  who  represents  that  any 
article  sold  by  him  is  a  patented  article,  whea  no  patent  has  .been  granted 
for  the  same,  shall  be  liable  for  every  ofifence  on  summary  conviction  to  a 
fine  not  exceeding  five  pounds. 

(2.)  A  person  shall  be  deemed,  for  the  purposes  of  this  enactment,  to 
represent  that  an  article  is  patented,  if  he  sells  the  article  with  the  word 
*'  patent,"  "  patented,"  or  any  word  or  words  expressing  or  implying  that  a 
patent  has  been  obtained  for  the  article  stamped,  engraved,  or  impressed  on, 
or  otherwise  applied  to,  the  article. 

106.  Any  person  who,  without  the  authority  of  Her  Majesty,  or  any  of  the 
Koysd  family,  or  of  any  Government  Department,  assumes  or  uses  in  connection 
with  any  trade,  business,  calling,  or  profession,  the  Koyal  arms,  or  arms  so 
nearly  resembling  the  same  as  to  be  calculated  to  deceive,  in  such  a  manner 
as  to  be  calculated  to  lead  other  persons  to  believe  that  he  is  carrying  on  his 
trade,  business,  calling,  or  profession  by  or  under  such  authority  as  ajforesaid, 
shall  be  liable  on  summary  conviction  to  a  fine  not  exceeding  twenty 
pounds. 

(c)  Beg.  v.  Wallis.    [1886] 

The  defendant  was  selling  a  lamp  with  "  patent "  on  it  when 
he  had  only  lodged  a  provisional  specification,  which  had  been 
accepted: — Held,  in  the  Mansion  House  Police  Court,  that  sect.  14 
of  the  Act  of  1883  (see  p.  396)  did  not  justify  this,  and  a  penalty 
imposed  under  sect.  106.     (3  O.  R.  1.) 

(d)  Reg.  v.  Crampton.    [1886] 

The  defendant 'sold  several  electric  bells  marked  "patent" 
before  the  patent  had  been  granted,  and  the  magistrate  followed 
Reg.  V.  WalliSf  and  imposed  a  penalty.    (3  O.  B,  367.) 
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Officers.  Appointment  of.  Sect.  83  of  Patents  Act,  1883,  provides  that 
the  Board  of  Trade  may  appoint  the  comptroller,  and  examiuers,  and  other 
officers. 

Old  Machine.    Application  of,  to  new  use.    See  pp.  522  to  532 
,y  yy  Addition  to  :  See  pp.  518  to  522. 

Omission,  in  Specification,  pp.  436  (jg),  439  (n) 

„  of  part  of  process.    See  pp.  513  (d),  514  (t),  515  (/). 

Opposition, 

to  amendment.    See  under  Amendment. 

to  grant.    See  Application  for  Letters  Patent,  Opposition,  pp.  38  to  51 

to  extension.    See  Extension,  pp.  107, 140  (g),  (r),  141, 142. 

Order, 

of  performing  process,  change  in,  p.  514  (g) 
for  injunction,  form  of,  p.  351  (e) 

construction  of,  p.  352  (f) 
of  Privy  CJouncil,  revocation  of,  p.  105  (t). 

Faiticulars  of  Breaches.    See  pp.  294  to  299 

of  Objections.    See  pp.  299  to  317. 

Parties,  to  action.    See  pp.  286  to  290. 

Partnership, 

what  agreement  creates,  pp.  207  (t),  (k\  208  (n) 

interest  creates,  p.  20%  (g) 
in  prospective  patents  for  particular  object,  p.  207  {j) 
right  severally  to  use  patent  under,  p.  208  (m) 
estoppel  in  cases  of,  pp.  91  (q),  (a),  (t),  338  (s) 
disclosure  of  an  invention  to  partner,  p.  254  (t) 
partner  of  licensee  not  estopped,  p.  92  (u) 
right  to  use  patent  after  dissolution  of,  p.  208  (o). 

Patent, 

definition  of.    Patents  Acts,  1883,  sect.  46,  p.  269 

extent  of,  sect.  16,  p.  269 

form  of,  schedule  1,  p.  270 

date  of,  sect.  13,  p.  80,  sect.  26  (8),  p.  402  and  sect.  103,  p.  61 

term  of,  sect.  17,  p.  559 

to  be  for  one  invention  only,  sect.  33,  p.  269 

test  of  unity  of  invention  in  common  purpose,  p.  271  (d),  (c),  (/). 

Patents  Act,  1883,  sect.  46.  In  and  for  the  purposes  of  this  Act, "  patent," 
means  letters  patent  for  an  invention. 

Sect.  16.  Every  patent  when  sealed  shall  have  effect  throughout  the  United 
Kingdom  and  the  Isle  of  Man. 

S^t.  33.  Every  patent  may  be  in  the  form  in  the  First  Schedule  to  this 
Act,  and  shall  be  granted  for  one  invention  only,  but  may  contain  more  than 
one  claim  ;  but  it  shall  not  be  com{)etent  for  any  person  in  an  action  or  other 
proceeding  to  take  any  objection  to  a  patent  on  the  ground  that  it  comprises 
more  than  one  invention. 
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FoBM  OF  Patent. 

VICTORIA,  by  tlie  jjrace  of  God,  of  the  United  Kingdom  of  Great  Britain 
and  Ireland,  Queen,  Defender  of  the  Faith :  To  all  to  whom  these  presents 
'  shall  oome  greeting :  Whereas  John  Smith  of  29,  Perry  Street,  Birmingham, 
in  the  county  of  Warwick,  Engineer,  hath  by  his  solemn  declaration 
represented  unto  us  that  he  is  in  possession  of  an  invention  for  "Improve- 
ments in  Sewing  Machines,"  that  he  is  the  true  and  first  inventor  thereof,  and 
that  the  same  is  not  in  use  by  any  other  person  to  the  best  of  his  knowledge 
and  belief :  And  whereas  the  said  inventor  haUi  humbly  prayed  that  we 
would  be  graciously  pleased  to  grant  unto  him  (herein-after  together  with 
his  executors,  administrators,  and  assigns,  or  any  of  them,  referred  to  as  the 
said  patentee)  our  Royal  Letters  Patent  for  the  sole  use  and  advantage  of  his 
said  invention :  And  whereas  the  said  inventor  hath  by  and  in  his  complete 
specification  particularly  described  the  nature  of  his  invention :  And  whereas 
we  being  willing  to  encourage  all  inventions  which  may  be  for  the  public 
good,  are  graciously  pleased  to  condescend  to  his  request : 

Know  ye,  therefore,  that  We,  of  our  especial  grace,  certain  knowledge,  and 
mere  motion  do  by  these  presents,  for  us,  our  heirs  and  successors,  give  and 
grant  unto  the  said  patentee  our  especial  licence,  full  power,  sole  privilege, 
and  authority,  that  the  said  patentee  by  himself,  his  agents,  or  licensees,  and 
no  others,  may  at  all  times  hereafter  during  the  term  of  years  herein 
mentioned,  make,  use^  exercise,  and  vend  the  said  invention  within  our 
United  Kingdom  of  Great  Britain  and  Ireland,  and  Isle  of  Man,  in  such 
manner  as  to  him  or  them  may  seem  meet,  and  that  the  said  patentee  shall 
have  and  enjoy  the  whole  profit  and  advantage  from  time  to  time  accruing  by 
reason  of  the  said  invention,  during  the  term  of  fourteen  years  from  the  date 
hereunder  written  of  these  presents:  and  to  the  end  that  the  said  patentee 
may  have  and  enjoy  the  sole  use  and  exercise  and  the  full  benefit  of  the  said 
invention,  We  do  by  these  presents  for  us  our  heirs  and  successors,  strictly 
command  all  our  subjects  whatsoever  within  our  United  Kingdom  of  Great 
Britain  and  Ireland,  and  the  Isle  of  Man,  that  they  do  not  at  any  time  during 
the  continuance  of  the  said  term  of  fourteen  years  either  directly  or  indirectly 
make  use  of  or  put  in  practice  the  said  invention,  or  any  part  of  the  same,  nor 
in  anywise  imitate  the  same,  nor  make  or  cause  to  be  made  any  addition 
thereto  or  subtraction  therefrom,  whereby  to  pretend  themselves  the  inventors 
thereof,  without  the  consent  licence  or  agreement  of  the  said  patentee  in 
writing  under  his  hand  and  seal,  on  pain  of  incurriog  such  penalties  as  may 
be  justly  inflicted  on  such  offendere  for  their  contempt  of  this  our  Royal 
command,  and  of  being  answerable  to  the  patentee  aocordiug  to  law  for  his 
damages  thereby  occasioned  :  Provided  that  these  our  letters  patent  are  on 
this  condition,  that,  if  at  any^time  during  the  said  term  it  be  made  to  appear 
to  us,  our  heirs,  or  successors,  or  any  six  or  more  of  our  Privy  Council,  that 
this  our  grant  |is  contrary  to  law,  or  prejudicial  or  inconvenient  to  our 
subjects  in  general,  or  that  the  said  invention  is  not  a  new  invention  as  to  the 
public  use  and  exercise  thereof  within  our  United  Kingdom  of  Great  Britain 
and  Ireland,  and  Isle  of  Man,  or  that  the  said  Patentee  is  not  the  first  and 
true  inventor  thereof  within  this  realm  as  aforesaid,  these  our  letters  patent 
shall  forthwith  determine,  and  be  void  to  all  intents  and  purposes,  notwith- 
standing anything  herein-before  contained:  Provided  also,  that  if  the  said 
patentee  BhsUl  not  pay  all  fees  by  law  required  to  be  paid  in  respect  of  the 
grant  of  these  letters  patent,  or  in  respect  of  any  matter  relating  thereto  at 
the  time  or  times,  and  in  manner  for  the  time  being  by  law  provided ;  and 
also  if  the  said  patentee  shall  not  supply  or  cause  to  be  supplied,  for  our 
service  all  such  articles  of  the  said  invention  as  may  be  required  by  the 
officers  or  commissioners  administering  any  department  of  our  service  in  such 
manner,  at  such  times,  and  at  and  upon  such  reasonable  prices  and  terms  as 
shall  be  settled  in  manner  for  the  time  being  by  law  provided,  then,  and  in 
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any  of  the  said  cases,  these  our  letters  patent,  and  all  privileges  and 
advantages  whatever  hereby  granted  shall  determine  and  become  void 
notwithstanding  anything  herein-before  contained :  Provided  also  that  nothing 
herein  contained  shall  prevent  the  granting  of  licences  in  such  manner  and 
for  such  considerations  as  they  may  by  law  be  granted :  And  lastly,  we  do 
by  these  presents  for  us,  our  heirs  and  successors,  grant  unto  the  said 
patentee  that  these  our  letters  patent  shall  be  construed  in  the  most 
beneficial  sense  for  the  advantage  of  the  said  patentee.  In  witness  whereof 
we  have  caused  these  our  letters  to  be  made  patent  this  one 

thousand  eight  hundred  and  and  to  be  sealed  as  of  the 

one  thousand  eight  hundred  and 

To  he  for  One  Invention  Ofdy, 

(d)  Jones'  Patent. 

The  general  object  of  the  invention  is  the  test  by  which  to 
decide  whether  a  provisional  specification  should  be  refused  on 
the  ground  that  it  contains  more  than  one  invention.  If  yon  have 
a  particular  general  object — e.g.,  to  make  rails  rest  more  secnrely, 
and  yon  describe  two  or  three  cognate  devices  for  carrying  it  into 
effect,  they  are  all  one  invention;  but  if  there  is  no  common 
purpose  and  no  connection  between  them  except  that  both  are 
used  in  connection  with  rails,  there  would  be  two  inventions. 
{Oriff.  265.) 

(e)  Heabson's  Patent.    [1886] 

Hearson  applied  for  a  patent  for  ^'  improvements  in  apparatus 
for  rapidly  heating  flowing  water,  a  part  of  which  improvements  is 
applicable  to  other  purposes : '' — Held,  that  the  part  italicised  in  the 
tiUe,  and  the  corresponding  part  in  the  provisional  specification, 
must  be  omitted.    (Griff.  266.) 

(/)  Kobinson's  Patent. 

Application  for  a  patent  for  **  improvements  in  the  art  of  pro- 
ducing and  utilizing  induced  electrical  currents  for  telegraphy 
and  other  purposes :  —Heldy  that  the  patentee  might  elect  either 
to  protect  his  appliance  for  all  purposes  or  to  protect  the  improved 
telegraphic  apparatus  described ;  and  the  words  *^  for  telegraphy 
and  other  purposes,"  and  the  description  of  the  telegraphic  appa- 
ratus, were  struck  out.    (Qriff.  267.) 

Patent  Agent,    See  Agent,  p.  3. 

Patentee, 

•    Who  may  he — 

Patents  Act,  1883,  sects.  4,  34,  and  46,  p.  272. 

First  and  true  inventor — 
of  invention  new  in  England,  p.  272  (g) 
known  but  not  published,  p.  272  (h) 
communicated  by  British  subject,  p.  277  (h) 
simultaneous  discoveries,  p.  272  (t) 
servant  while  in  employ  of  master,  pp.  273  (A),  276  (w) 
may  employ  professional  assbtanoe,  p.  273  (I) 
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must  be  able  to  claim  the  merit  of  the  invention,  pp.  275  (v),  276  (y) 
official  inventing  in  course  of  his  duty,  p.  276  (z). 

Importer  of  Foreign  invention — 

may  take  out  patent  in  his  own  name,  pp.  276  (as),  278  (e),  (jj),  279  (h) 
although  holding  in  trast  for  foreij^ner,  p.  278  (d) 
where  the  communicant  is  a  British  subject,  p.  278  (c) 
must  not  take  patent  as  for  original  invention,  p.  145  (Z) 
miless  he  has  sufficiently  improved  it,  pp.  278  (e),  279  (A). 

Who  may  he, 

Patentb  Act,  1883,  Sect.  4.  (1.)  Any  person,  whether  a  British  subject  or 
not,  may  make  an  application  for  a  patent 

(2.)  Two  or  more  persons  may  make  a  joint  application  for  a  patent,  and  a 
patent  may  be  granted  to  them  jointly. 

Sect.  46.  In  and  for  the  purposes  of  this  Act,  *•  Patentee  ^  means  the 
person  for  the  time  being  entitled  to  the  benefit  of  a  patent. 

Sect  34.  (1.)  If  a  person  possessed  of  an  invention  dies  without  making 
application  for  a  patent  for  the  invention,  application  may  be  made  by,  and  a 
patent  fur  the  invention  granted  to,  his  legsd  representative. 

(2.)  Every  such  application  must  be  made  within  six  months  of  the 
decease  of  such  person,  and  must  contain  a  declaration  by  the  legal  representa- 
tive that  he  believes  such  person  to  be  the  true  and  first  inventor  of  the 
invention. 

TruA  and  First  Inventor, 

{g)  Edgeberey  v,  Stephens.    [1691] 

A  grant  of  a  monopoly  may  be  to  the  first  inventor,  by  the 
21  Jac.  1 ;  and,  if  the  invention  be  new  in  England,  a  pitent  may 
be  granted,  though  the  thing  was  practised  beyond  sea  before ;  for 
the  statute  speaks  of  new  manufactures  within  this  realm ;  so  that, 
if  it  be  new  here,  it  is  within  the  statute ;  for  the  Act  intended  to 
encourage  new  devices  useful  to  the  kingdom,  and  whether  learned 
by  travel  or  by  study,  it  is  the  same  thing.  (2  Salk.  447 ;  Comb.  84 ; 
Dav.  P.  C.  36;  1  Web,  P.  0,35;  1  Carp.  P.  C.  35.) 

(K)  Dollond's  Patent.    [1758] 

Patent  for  a  new  method  of  making  the  object-glasses  of  refract- 
ing telescopes.  Before  the  date  of  the  patent  Dr.  Hall  had  made 
and  used  object-glasses,  of  a  precisely  similar  construction  in  his 
own  observatory,  but  had  not  made  any  publication  of  their  mode 
of  construction  or  use : — Held,  that  this  was  not  such  a  prior  use 
as  to  invalidate  the  patent.  (Git.  in  Boulton  y.  Bull,  2  H.  Bl.  469, 
470,  487  ;  Dav.  P.  C.  170,  171,  172,  199;  1  Web.  P.  C.  45;  1  Catp. 
P.  C.  28.) 

(t)  Forsyth  v.  Biviere.    [1819] 

If  several  persons  simultaneously  discover  the  same  thing,  the 
party  first  communicating  it  to  the  public,  under  the  protection  of 
letters  patent,  becomes  the  legal  inventor.  (Ghittys  Prerog,  Crown, 
182;  1  Web.  P,  C.  97 ;  1  Carp.  P.  C.  401.) 
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0')  ft-  V.  Whbelbb.    ScL  fao.    [1819] 

Abbott,  CJm  delivering  the  judgment  of  the  Court,  said :  **  If 
the  patentee  has  not  invented  the  matter  or  thing  of  which  he 
represents  himself  to  be  the  inventor,  the  consideration  of  the 
royal  grant  fails,  and  the  grant  consequently  becomes  void.  And 
this  will  not  be  the  less  true,  if  it  should  happen  that  the  paffcentee 
has  invented  some  other  matter  or  thing,  of  which,  upon  a  due 
representation  thereof,  he  might  have  been  entitled  to  a  grant  of 
the  exclusive  use."    (2  B.  dt  Aid.  349.) 

(h)  Barber  v.  Walduck.    N.  P.    [1823] 

Action  for  the  infringement  of  a  patent  for  an  improvement  in 
making  hats.  One  of  the  plaintiff's  witnesses  proved  that  he  had 
made  the  improvement,  which  was  the  subject  of  the  patent,  while 
employed  in  their  workshop.  Holroyd,  J.,  ordered  a  nonsuits 
(Oit.  iCdP.  567;  1  Carp.  P.  C.  438.) 

(T)  Bloxam  v.  Elsbe.    N.  P.    [1825] 

Action  for  the  infringement  of  a  patent  for  ^'a  machine  for 
making  paper  in  single  sheets  without  seam  or  joinings."  The 
principle  of  this  invention  consisted  in  receiving  the  pulp  to  be 
made  into  paper  upon  an  endless  wire  web,  stretched  upon  re- 
volving cylinders,  so  that  the  paper  was  moved  forward  as  iast 
as  it  was  formed.  The  patentee  discovered  the  principle  of  this 
invention,  but  the  mechanical  details  necessary  for  carrying  the 
invention  into  complete  effect  were  numerous  and  complicated, 
and  therefore  he  engaged  Mr.  Bonkin,  an  engineer,  to  give 
him  his  professional  assistance,  and  several  parts  of  the  machine 
were  suggested  to  the  patentee  by  Mr.  Donkin.  It  was  objected 
by  the  defendants  that  the  patentee^  under  these  circumstances, 
could  not  be  the  inventor ;  but  it  was  answered  that  Mr.  Donkin 
was  merely  acting  as  the  patentee's  servant,  and  the  objection  was 
not  sust^ed.  (1  0.  &  P.  567 ;  1  Weh.  P.  C.  182,  n. ;  1  Cfcwy.  P.  C. 
434.) 

(n)  Lewis  v.  Marling,    [1829] 

Action  for  an  infringement  of  a  patent  for  certain  improve- 
ments on  shearing  machines.  It  was  proved  by  the  defendant, 
that  the  specification  of  a  similar  machine  had  previously  been 
enrolled  in  America,  that  a  model  of  an  exactly  similar  machine 
had  been  exhibited  to  three  or  four  persons  in  England,  and  that 
a  manufacturer  in  England  had  commenced  the  constmction  of 
a  machine  from  the  American  specification.  Bayley,  J.,  said: 
'*  If  it  had  been  shown  that  the  plaintiff  had  seen  the  model,  and 
had  borrowed  from  it,  he  would  not  have  been  the  true  inventor, 
and  would,  therefore,  have  misled  the  Crown ;  but  if  I  mado  a 
discovery,  and  am  enabled  to  produce  an  effect  from  my  own 
experiments,  judgment,  and  skill,  it  is  no  objection  that  some 
one  else  has  made  a  similar  discovery  by  his  mind,  unless  it  has 
become  public.     So,  if  I  introduce  a  discovery,  Inma  fide  maile,  I 
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may  have  a  patent  for  it,  though  a  person  might  have  leceived 
privately  a  communication  from  abroad,  which  would  have  enabled 
him  to  have  made  the  machine."     (1  Web.  P.  C.  493.) 

(o)  MiNTER  V.  Wells.    N.  P.     [1834] 

Action  for  the  infringement  of  a  patent  for  "  improvements  in 
the  construction,  making,  .or  manufacturing  of  chairs."  The 
patentee  claimed  "the  application  of  a  self-adjusting  leverage 
to  the  back  and  seat  of  a  chair,  whereby  the  weight  on  the  seat 
acts  as  a  counterbalance  to  the  pressure  against  the  back  of  such 
chair,  as  above  described."  The  defendants  contended  that  the 
invention  was  made,  not  by  the  patentee,  but  by  a  person  by 
the  name  of  Sutton.  Alderson,  B.,  in  summing  up  to  the  jury, 
said :  "  He  (the  patentee)  claims  under  the  patent,  stating  it  in 
his  petition  to  the  Crown,  that  he  is  the  true  inventor  of  the 
machine  in  question ;  and  if  it  could  be  shown  that  he  was  not 
the  true  inventor,  but  that  some  one  else  had  invented  it,  the 
Crown  is  deceived  in  that  suggestion,  which  was  the  foundation 
on  which  it  granted  the  patent;  and  then  the  law  is,  that  a 
patent  obtained  under  such  circumstances  would  be  void,  and 
no  action  could  be  maintained  against  a  party  for  the  infringe- 
ment  of  the  patent,  by  reason  of  the  suggestion  to  the  Crown 
not  being  true."     (1  Web,  P.  C.  127  ;  1  C!arp.  P.  C.  622.) 

(p)  Cornish  v,  Keene.    N.  P.    [1835] 

Action  for  the  infringement  of  a  patent,  which  was  held 
invalid  for  want  of  novelty.  Tindal,  C.J.,  in  summing  up  to 
the  jury,  said :  "  Sometimes  it  is  a  material  question  to  determine 
whether  the  party  who  got  the  patent  was  the  real  and  original 
inventor  or  not,  because  these  patents  are  granted  as  a  reward, 
not  only  for  the  benefit  that  is  conferred  upon  the  public  by  the 
discovery,  but  also  to  the  ingenuity  of  the  first  inventor ;  and, 
although  it  is  proved  that  it  is  a  new  discovery  so  far  as  the 
world  is  concerned,  yet  if  anybody  is  able  to  show  that  although 
that  was  new — that  the  party  who  got  the  patent  was  not  the 
man  whose  ingenuity  first  discovered  it,  that  he  had  borrowed 
it  from  A.  or  B.,  or  taken  it  from  a  book  that  was  printed  in 
England,  and  which  was  open  to  all  the  world — then,  although 
the  public  had  the  benefit  of  it,  it  would  become  an  important 
question  whether  he  was  the  first  and  original  inventor  of  it." 
(1  F66.  P.  C.  607.) 

(5)  Lose  v.  Hague.    N.  P.    [1838] 

Abinger,  C.B. :  *'  If  a  man  claims  by  his  patent  a  number  of 
things,  as  being  the  inventor  of  them,  whether  they  consist  of 
impiovements  or  original  inventions,  and  it  turns  out  that  some 
of  them  be  not  original  and  not  improvements,  his  patent  is  void." 
(1  Wd).  P.  <7.  203.) 

(r)  Gibson  ».  Brand.    N.  P.    [184l] 

Tindal,  C.J.,  in  summing  up  to  the  jury  in  this  case,  said: 
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•*  A  man  may  publish  to  the  world  that  which  is  perfectly  new 
in  all  its  use,  and  has  not  before  been  enjoyed,  and  yet  he  may 
not  be  the  first  and  true  inventor:  he  may  have  borrowed  it 
from  some  other  person,  he  may  have  taken  it  from  a  book,  he 
may  have  learnt  it  from  a  specification,  and  then  the  legislature 
never  intended  that  a  person  who  had  taken  all  his  knowledge 
from  the  art  of  another,  from  the  labours  and  assiduit^^  or 
ingenuity  of  another,  should  be  the  man  who  was  to  receive  the 
benefit  of  another's  skill.  There  is  some  distinction,  although 
perhaps  not  a  very  broad  one,  between  the  plea  which  alleges  the 
plaintiffs  were  not  the  first  and  true  inventors,  and  that  on  which 
I  conceive  the  principal  question  between  the  parties  will  turn — 
the  third  in  order,  viz.,  whether  the  subject-matter  of  this  patent 
was  known  in  England  at  the  time  tike  letters  patent  were 
granted."     (1  Weh.  P.  G.  628.) 

(«)  Walton  v.  Potter.    N.  P.    [1841] 

Tindal,  C. J. :  "Though  the  matter  may  not  have  been  usel, 
the  party  is  not  entitled  to  his  patent  unless  he  is  the  first  and 
true  inventor ;  therefore,  if  the  subject-matter  of  the  patent  has 
been  discovered,  has  been  published  in  a  dictionary,  for  example, 
though  it  has  not  been  reduced  into  practice,  if  a  man  merely 
adopts  it,  the  merit  is  so  small  that  his  patent  for  it  would  be 
worth  nothing.*'     (1  Web.  P.  C.  692.) 

(0  Walton  v.  Bateman.    N.  P.    [1842] 

Creeswell,  J.:  "The  party  obtaining  the  patent  must  be  the 
true  and  first  inventor  in  this  country.  If  he  import  from  a 
foreign  country  that '  which  others  at  the  time  of  the  making  of 
such  letters  patent  and  grants  did  not  use,'  it  will  suffice." 
(1  Weh.  P.  a  615.) 

(tt)  Stead  v.  Williams.    N.  P.    [1843] 

Cresswell,  J.,  in  directing  the  jury,  said:  "Then  comes  this 
question,  that,  long  before  the  patent  was  granted,  the  invention 
was  ])ublicly  known  in  this  country.  Now,  as  to  its  being 
publicly  known  in  this  country,  I  take  it  that  there  is  a  great 
difference  between  the  knowledge  of  it  as  a  thing  that  would 
answer,  and  was  in  use,  and  the  knowledge  of  it  as  a  mere  ex- 
periment that  had  been  found  to  be  a  failure  and  thrown  aside. 
If  you  are  dealing  with  an  article  of  merchandise,  or  with  an 
article  of  ordinary  use — ^if  a  person  has  h  id  a  scheme  in  his 
head,  and  has  carried  it  out,  but,  after  a  trial,  has  thrown  it 
aside,  and  the  thing  is  forgotten  and  gone  by — then,  another 
person  le-introducing  it,  may,  within  the  meaning  of  this  Act,  be 
the  inventor  and  the  first  user  of  it,  so  as  to  justify  a  patent." 
(2  W^.  P.  a  135.) 

(»)  MuNTZ  V.  Foster.    N.  P.     [184  i] 

Tindal,  C. J. :  "First  of  all,  it  is  said  that  the  manufacture 
which  is  described  in  this  patent  is  not  a  new  one.     In  tlie  next 
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place  it  is  said,  even  if  it  is  a  new  one,  that  tlie  plaintiff  is  hot 
the  true  and  first  inventor.  Now  these  two  objections  go  very 
nearly  to  the  same  point ;  they  are  not  precisely  the  same,  there 
may  be  a  diflference  between  them,  but  it  will  be  very  much  the 
same  train  of  reasoning  that  will  apply  to  the  one  as  to  the  other. 
It  may  be  very  true  that  the  manufacture  might  be  a  new  manu- 
facture, not  known  in  this  kingdom  till  the  time  of  the  patent, 
and  yet  it  might  also  be  true  that  Mr.  Muntz  might  not  be  the 
first  and  true  inventor ;  because,  although  a  man  may  take  it  from 
an  old  book,  or  from  some  description  that  he  has  got  elsewhere, 
where  it  has  been  worked,  although  not  generally  known,  •  .  •  yet 
if  he  had  taken  it  from  Collins's  specification, ...  he  would  not  be 
entitled  to  that  benefit  which  the  statute  of  James  intended,  namely, 
for  the  merit  of  having  by  experiment,  or  by  imitation,  or  by  his 
sagacity,  made  a  discovery  himself ;  but  would  only  be  clothing 
himself  with  a  discovery  which  would  be  the  result  of  another 
man's  labour."     (2  Weh.  P.  C.  102.) 

(w)  Allkn  v.  Kawson.     [1845J 

In  this  case,  Tindal,  C.J.,  said :  "  It  would  be  difficult  to 
define  how  far  the  suggestions  of  a  workman,  employed  in  the 
constructioTi  of  a  machine,  are  to  be  considered  as  distinct  inven- 
tions by  him,  so  as  to  avoid  a  patent  incorporating  them  taken  out 
by  his  employer.  Each  case  must  depend  upon  its  own  merits. 
But,  when  we  see  that  the  principle  and  object  of  the  invention 
are  complete  without  it,  I  think  it  is  too  much  that  a  suggestion 
of  a  workman,  employed  in  the  course  of  the  experiments,  of 
something  calculated  more  easily  to  carry  into  effect  the  oonoeptions 
of  the  inventor,  should  render  the  whole  patent  void."  (1  C.  B. 
574.) 

(x)  Nickels  v.  Boss.    [1849] 

A  party  availing  himself  of  information  from  abroad  is  an 
inventor  within  21  Jao.  1,  c.  3,  s.  6.     (8  C.  B.  679.) 

(y)  In  re  Honiball's  Patent.     [1855] 

A  first  and  original  inventor  means  a  person  who  could  claim 
the  merit  of  first  invention,  without  reference  to  the  user.    (9  Moo, 

P.  a  a  378.) 

(z)   rATTERSON    V.    ThE    GaS    LiGHT    AND     COKE    COMPANY.        H.    L. 

[1876-7] 

The  plaintiff,  one  of  the  three  gas  referees  appointed  by  the 
Board  of  Trade,  under  the  City  of  London  Gas  Act,  1868,  obtained 
a  patent  while  acting  as  such  referee,  for  "  improvements  in  the 
purification  of  coal  gas  ;  "  and  subsequently  filed  a  bill  against  the 
defendants  to  restrain  them  from  infringing  the  same.  The  appli- 
cation for  the  patent  was  dated  March  9,  1872,  and  the  first  pub- 
lication of  the  invention  was  in  an  official  report,  published  by  all 
the  referees  jointly,  which  bore  date  January  31,  1872,  but  was 
kept  back  from  the  official  authorities  until  the  26th  of  March 
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following,  and  was  generally  circulated  a  few  days  after.  The 
official  report  of  the  referees  contained  instructions  and  suggestions 
for  the  guidance  of  gas  companies ;  and  the  gas  referees  are  re- 
quired by  the  above  Act  of  Parliament  to  prescribe  and  certify 
the  maximum  amount  of  impuril^  in  each  form  with  which  gas 
supplied  by  a  company  shall  be  allowed  to  be  charged. 

James,  L.  J.,  on  appeal  from  Y.-C.  Bncon,  said :  '*  Although  it  is 
not  necessary  for  the  determination  of  this  suit  to  pronounce  any 
final  decision  on  this  point,  we  deem  it  right  to  say  that  we  think 
it,  at  the  very  least,  very  questionable  whether  it  can  be  com- 
petent for  a  member  of  an  official  commission  or  committee  to  take 
out  a  patent  for  the  subject  matter  of  their  official  investigation, 
for  the  results  of  such  investigation  embodied  in  their  official 
report  to  the  public  authorities,  or  to  treat  as  piratical  infringers 
those  who  have  followed  the  suggestions  and  directions  contained 
in  such  report. .  . .  The  consideration  for  every  patent  is- the  com- 
munication of  useful  information  to  the  public.  What  considera- 
tion is  there  when  the  information  was  already  the  property  of 
the  State  ?  "     (2  Ch.  D.  832.) 

In  the  House  of  Lords  Lord  Gordon  said  :  "  The  public  not  only 
received  no  consideration  for  the  patent,  but  the  subject  of  it  was 
actually  the  property  of  the  public.  I  entertain,  therefore,  the 
gravest  doubt  whether  the  appellant  was  not  legally  precluded 
from  obtaining  the  patent,  and  whether  it  is  not  altogether  void." 
(3  App.  Cos.  251.) 

(a)  Cheavin  v.  Walkee.    V.-C.  B.    [1876] 

A  patent  may  be  granted  jointly  to  an  adult  and  a  minor. 
(6  Ch.  D.  868.) 

(6)  Maesden  r.  The  Saville  Street  Foundry.    C.  A.     [1878] 

The  communication,  made  in  England  by  one  British  subject  to 
another,  of  an  invention  does  not  make  the  person  to  whom  the 
communication  is  made  the  first  and  true  inventor  within  the 
meaning  of  the  statute  21  Jac.  1,  c.  3,  so  as  to  enable  him  to  take 
out  letters  patent  for  the  invention. 

Jessel,  M.B.,  in  delivering  judgment,  said:  ''This  is  a  mere 
experiment.  From  the  time  of  the  passing  of  the  statute  21  Jac.  1, 
c.  3,  down  to  the  present  time,  no  one,  so  far  as  I  know,  has  con- 
tended in  a  court  of  law,  much  less  has  any  court  of  law  allowed, 
the  validity  of  such  a  contention  as  that  a  communication  made  in 
England  by  one  British  subject  to  another  British  subject  can  be 
patented  by  the  receiver  of  a  communication,  so  as  to  make  the 
receiver  the  true  and  first  inventor  within  the  meaning  of  the 
patent  laws.  It  has  been  argued  that,  before  the  statute  of  James, 
such  patents  were  valid  and  were  allowed  by  the  judges,  and  that 
the  statute  merely  restricts  the  duration  of  the  patent,  and  does 
not  destroy  the  right  as  it  previously  existed.  Even  supposing 
that  were  so,  the  statute  defines  who  are  considered  to  be  worthy 
recipients  of  the  grant  of  such  a  monopoly,  as  it  was  then  called, 
and  the  definition  so  given  has  been  allowed  ever  since.     It  is 
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difficult  to  say,  a  priori,  on  what  principle  a  person  who  did  not 
invent  anything,  but  who  merely  imported  from  abroad  int)  this 
realm  the  invention  of  another,  was  treated  by  the  judges  as  being 
the  first  and  true  inventor.  ...  It  has  never  been  declared  by  any 
judge  or  authority  that  there  is  such  a  principle,  and,  not  being 
able  to  find  one,  all  I  can  say  is,  that  I  must  look  upon  it  as  a  sort 
of  anomalous  decision,  which  has  acquired  by  time  and  recognition 
the  force  of  law."     (L.  E.,  3  Exch.  D.  203-4.) 

(c)  Kurtz  v.  Spence.    [1888] 

The  question  who  is  first  and  true  inventor  is  a  question  of  fact, 
which  is  not  concluded  by  the  grant  of  letters  patent.  A  subse- 
quent patentee  is  at  liberty  to  prove  himself  first  and  true  inventor. 
Two  partners.  Held,  to  be  the  first  and  true  inventors,  though 
many  steges  in  the  discovery  were  due  to  a  subordinate  agent 
alone,  and  although  one  partner  devoted  himself  mainly  to  the 
commercial  business  of  the  firm.    (5  0.  B.  179.) 

Importer  of  Foreign  Invention. 

(d)  Beaed  v.  Egerton.     [1846] 

A  patent  granted  to  a  British  subject,  in  his  own  name,  for  an 
invention  communicated  to  him  by  a  foreigner,  the  subject  of  a 
state  in  amity  with  this  country,  is  not  void,  although  such  patent 
be  in  truth  taken  out,  and  held  by  the  grantee,  in  trust  for  such 
foreigner.     (3  C.  B.  97.) 

(e)  MiLLiGAN  V.  Marsh.     [1856] 

When  a  patent  is  taken  out  as  for  an  original  invention,  the 
subject  of  the  patent  being  in  fact  a  communication  from  a  Britibh 
.subject  resident  abroad,  the  patent  is  void.  Semble,  that  an  agent 
in  this  country  of  an  inventor  abroad  receiving  a  confidential 
communication  of  an  invention,  not  in  a  practically  useful  state, 
may  take  out  a  patent  for  his  own  benefit,  if  he,  pursuing  the  idea 
'  thus  thrown  out,  discovers  a  practical  way  of  carrying  it  into 
effect.     (2  Jur.,  N.  S.  1083.) 

(/)  Plimpton  v,  Malcolmson.    M.  R.     [1876] 

There  is  no  law  which  says  that  if  a  man  from  abroad  commu- 
nicates to  A.,  who  communicates  to  B.,  B.  may  not  take  out  the 
patent.  When  the  patent  is  for  an  invention  communicated  from 
abroad,  the  patentee  need  only  tell  the  public  what  he  himself 
knows ;  the  patent  is  not  void  because  the  original  inventor  knew 
something  more,  which  he  did  not  communicate  to  the  public. 
(L.  B.,  3  Ch.  D.  552.) 

(g)  In  re  Wirth's  Patent.    L.  C.    [1879] 

Letters  patent  might  be  granted  to  an  alien  resident  abroad  for 
an  invention  communicated  to  him  by  another  alien  also  resident 
abroad.     (L.  i?.,  12  C%.  2>.  303.) 
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(i)  In  re  Avery's  Patent.     [1887] 

Avery,  a  subject  of  the  United  States,  employed  an  attorney, 
who  in  turn  appointed  one  Lindsay  to  take  out  a  patent  in  England 
for  Avery's  invention.  Lindsay  took  out  a  patent  in  his  own 
name  for  the  invention,  together  with  some  improvements  of  his 
own,  without  stating  in  the  hpocificaiion  that  it  or  any  part  of  it 
was  communicated  from  abroad ;  and  made  a  statutory  declaration 
that  he  was  the  true  and  first  inventor.  The  Court  declined  to 
express  an  opinion  whether  the  patent  was  or  was  not  void,  the 
case  being  decided  on  another  ground.     (36  Ch.  D.  307.) 

Payments,  enlargement  of  time  for.    Patents  Act,  1883,  sect.  17,  p.  559 

calculation  of  time  for,  p.  143 

if  not  made,  patent  ceases,  sect.  17,  p.  559. 
Penalty  for  falsely  representing  article  to  be  patented.  See  Offences,  p.  268 

for  unauthorised  use  of  Koyal  Arms.  Patents  Act,  1883,  sect.  106,  p.  268. 
Personal  representative  may  apply  for  patent.  Patents  Act,  1883,  sect.  34,  p.  81. 
Post. 

Patent  Act,  1883,  sect.  97.  (1)  Any  application,  notice,  or  other  document 
authorised  or  required  to  be  left  made  or  given  at  the  Patent  Office  or  to  the 
comptroller,  or  to  any  other  person  under  this  Act,  may  be  sent  by  a  prepaid 
letter  through  the  post ;  and  if  so  sent  shall  be  deemed  to  have  been  left  made 
or  given  respectively  at  the  time  when  the  letter  containing  the  same  would 
be  delivered  in  the  ordinaiy  course  of  post.  (2)  In  proviui?  such  service  or 
sending,  it  shall  be  sufficient  to  prove  that  the  letter  was  properly  addressed 
and  put  into  the  post. 

Patent  Rule,  1890,  16a  is  to  the  same  effect. 
Practice, 

Parties  to  the  Action^ 
plaintiff — ^patentee  and  assignee  jointly,  p.  286  (%) 
assignees,  pp.  287  (o),  (p),  288  (w),  (y) 

of  bankrupt  patentee,  p.  286  (k) 
of  part  of  invention,  p.  287  {t) 
survivor  of  tenants  in  common,  p.  287  («) 
licensees,  p.  288  (w) 

one  of  several  joint  owners,  p.  288  (0,  289  (a) 
agent  for  sale  of  invention,  p.  288  (z) 
mortp^agee  need  not  be  joined,  p.  290  (c) 
defendant— original  grante**,  p.  288  (u) 

person  physically  using  invention,  not  person  giving  instruc- 
tions, p.  287  (r) 
directors  of  company,  for  acts  of  workmen,  p.  288  (a?) 

though  in  contravention  of  orders,  p.  288  (a?) 
foreigner  in  this  country,  p.  287  {q) 
assignor,  p.  288  (y) 
J       out  of  the  jurisdiction,  p.  288  (v) 

company  claiming  equitable  interest  only,  p.  286  (m) 
purchasers  of  business  not  added  as,  p.  289  (6) 
carriers  and  consignees,  p.  289  (d) 
third  party  appearing  as  to  indemnity  only,  p.  289  (c). 

Pleading — 
bill  should  show  sufficient  case  without    admissions    in    defendant's 
answer,  p.  290  {%) 


Digitized  by  VjOOQ  IC 


280  PKACTICE. 

need  not  set  out  specification,  p.  290  (/),  (k) 

nor  aver  novelty  of  invention,  p.  291  Tk) 

as  to  statement  of  payment  of  stamp  duties,  quasre,  p.  291  (J) 
claim  that  action  should  be  supplemental  to  discontinued  action  struck 

out,  p.  292  (p) 
pleas,  pp.  219  (s*),  290  (g),  291  (w»),  292  (q\  (r),  293  («*) 

Consolidation  of  Actions — 
order  for,  validity  tried  in  first  instance,  p.  293  {u) 
advice  respecting,  p.  294  (v) 
order  for  not  revoked  on  ground  of  neglect  to  appeal,  p.  294  (w). 

Particulo/rs  of  Breaches — 

plaintiffs  must  deliver,  Patents  Act,  1883,  sect  29  (1),  p.  294 

certificate  as  to  proof  of,  Patents  Act,  1883,  sect.  29  (6),  p.  294 

court  has  common  law  right  to  order,  p.  295  (cc),  (y) 

should  point  out  particular  parts  of  invention  infringed,  pp.  295  (a;),  (a), 
296  (e) 

unless  it  would  embarrass  the  plaintiff,  p.  295  (jj) 

or  the  invention  consists  of  but  one  process,  p.  295  (a) 

or  when  thing  alleged  to  be  an  infringement  is  an  exhibit,  p.  297  (/) 

should  specify  instances  of  infringement  intended  to  be  proved,  p.  296  (6) 

as  to  particular  persons  and  occasions,  p.  295  {z) 

should  not  be  more  complicated  than  specification,  p.  295  (z) 

to  be  read  with  pleadings,  p.  296  (c) 

insufficiency  of  defendant's  answers  to  interrogatories  no  answer  to 
application  for  better,  p.  295  (a) 

amendment  of,  p.  319  (w) 

need  not  be  so  detailed  as  particulars  of  objection,  p.  298  (m) 

including  acts  of  third  party,  p.  298  (w). 

Particulars  of  Objections — 

generally, 

defendant  must  deliver.  Patents  Act,  1883,  sect.  29,  p.  299 

jurisdiction  of  court,  p.  300  (r) 

further  and  fuller,  may  be  ordered  hy  judge,  pp.  300  (r),  301  (v),  302  (c), 
310  (k) 

should  generally  afiford  more  information  than  pleas,  pp.  300  (r),  301  (v), 
(»),  302  (6) 

not  sufficient  unless  applicable  to  some  plea,  p.  301  (u),  (tc;),  (a;) 

omission  to  give,  on  pleading,  p.  300  (f) 

confined  to  matter  affecting  validity  of  patent,  p.  302  (d) 

not  part  of  the  record,  p.  302  (a) 

generality  of,  cannot  be  objected  to  at  trial,  pp.  301  (t;),  310  (m),  314  (z) 

not  intended  to  be  urged  llefore  jury,  p.  300  (fy 

plaintifiTs  particulars  of  breaches  cannot  be  called  in  aid  of,  p.  310  (k) 

by  reference  to  co-defendant's  particulars,  p.  305  (r) 

amendment  of,  pp.  305  (jp),  (2),  («)>  (0>  300  (v),  lw\  {x\  (a) 
as  to  first  and  true  inventor — 

need  not  say  who  was,  p.  307  (2) 
as  to  prior  user — 

hy  A.  B.  **  and  others,'*  pp.  304  (Z),  308  Q)\  (c),  (e),  311  (0) 

by  a  particular  class  of  persons,  pp.  303  (y),  309  (A) 

addresses  of  users,  pp.  308  (e),  310  (k) 

at  A.  B.  "  and  elsewhere,"  pp.  304  (>),  309  (h),  (1) 

generally  at  particular  places,  pp.  303  (y),  310  (l) 

of  what  part  of  invention,  pp.  308  (/),  (g),  312  (»),  313  (v),  (w) 

publication  in  books,  pp.  309  (A),  Ci),  313  (x) 

circumstances  of,  pp.  304  (/),  307  (z) 
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amendment  of,  pp.  302  (/),  303  (jg\  304  (0,  (w),  305  (jp),  (j),  («),  (0, 

306  (x),  (a) 
of  a  particular  preparation,  p.  303  ( j) 
dates  of,  pp.  304  (0,  312  (jp),  (t) 
general  public  knowledge,  p.  313  (x) 
must  state  the  claims,  but  not  the  parts  of  the  invention  anticipated, 

pp.  312  («),  313  (w) 
08  to  spectficaHofiy 

variance  of,  from  patent  and  drawings,  p.  314  (y) 
deception  in,  p.  314  (») 

insufficiency  of  generally,  pp.  314  (z),  (a),  315  (c),  (d*) 
distinguishing  what  is  new  from  what  is  old,  p.  314  (fi) 
not  describing  most  beneficial  method,  p.  314  (b) 
'  variance  between  provisional  and  complete,  p.  315  (d) 
as  to  fraud  and  mUrepresentation — 
in  specification,  p.  314  (h) 
on  procuring  report  of  Privy  Council,  p.  301  (y) 
eertificate  that  they  have  been  proven  or  were  reasonahle  and  proper, 
no  costs  o^  allowed  without.  Patents  Act,  1883,  sect  29  (6),  p.  299 
court  must  be  satisfied  that  they  are  reasonable  before  granting,  p.  316  (^) 
as  to  particulars  not  proved  as  unnecessary,  pp.  315  (e\  316  (/),  (i\ 

317  (*•),  (0,  (0).  (p),  318  (9),  (r),  (.) 
granted  if  defeudant  was  prepared  to  prove  them,  pp.  316  (i),  317  (p) 
court  will  not  hear  case  for  purpose  of  giving,  p.  318  (j) 
but  may  give  certificate  on  reading,  p.  318  (0) 
Court  of  Appeal  has  power  to  grant^  pp.  317  (n),  318  (<^) 
not  granted  on  petition  for  revocation,  p.  317  (m) 
limited  to  objections  put  in  cross-examination  of  plaintifif,  p.  317  (k), 
Inierrog<Uorie8  and  Discovery — 
rest  on  same  principle,  p.  318  (t) 
defendant  must  answer  fully,  pp.  318  (0,  320  (x),  («),  321  (/) 

even  though  he  disclose  trade  secrets,  pp.  320  (x),  (a),  324  (^) 
and  admit  plaintiff's  title,  p.  318  (t) 
exception  in  case  of  title  deeds  and  professional  communications,  p.  318  (t) 
plaintiff  entitled  to  separate  answer  from  each  of  numei-ous  delendants, 

p.320(y) 
not  allowed  of  instances  of  prior  user,  p,  320  (&),  (c) 
formerly  confined  to  question  of  infringement,  when  denied,  p.  319  (v) 
of  plaintiff's  case,  p.  321  (e) 
allowed  where  answers  would  expose  third  parties  to  actions,  pp.  319  (u^\ 

321  (/) 
form  and  extent  of,  p.  320  (d) 
not  allowed  before  declaration,  p.  319  (iv) 
rules  as  to,  are  same  for  patents  as  for  other  cases,  p.  323  (t) 
communications  made  to  patent  agent  who  is  also  solicitor,  p.  323  (m) 
documents  used  in  prior  litigation  as  to  same  patent,  pp.  323  (n),  (p\ 

324  (q) 
may  reter  to  matters  covered  by  particulars,  p.  322  (/ ) 
allowed  on  a  petition  for  revocation,  p.  323  (k). 
Inspection — 
may  be  granted  whenever  action  pending,  sect.  30,  p.  324 
not  a  matter  of  course,  p.  326  (x) 
right  to,  exercised  as  in  Chancery,  p.  326  (b) 
affidavits  in  support  of,  p.  326  (y) 
of  plaintiff's  patent  article,  p.  325  (v) 
of  defendant's  machinery,  pp.  325  («),  (t),  (w),  326  (a),  (b) 
specimens  for  analysis,  p.  327  (c) 


Digitized  by  VjOOQ  IC 


282  PRACTICE. 

of  defendant's  books,  pp.  319^  («),  324  {p\  326  («),  (6) 

during  pendency  of  appeal,  p,  328  (A) 

where  trade  secrets  would  be  disclosed,  pp.  325  {w\  328  (/),  329  (J), 

330  (n^; 
when  granted,  p.  328  (e),  (/),  (g) 
confined  to  several  classes  of  machines  sold,  p.  328  (e) 
and  to  those  as  to  which  prima  facie  cak^e  has  been  shown,  p.  330  (to) 
of  plaintiff's  process  granted  to  defendants,  pp.  325  (0,  329  (k) 
does  not  compel  defendant  to  work  his  macbiner}',  p.  329  (0 
of  defendant's  evidence  of  prior  user,  cannot  be  ordered,  p.  330  (n). 

Injtmction — 
attachment  for  disregard  of,  pp.  331  (2?),  333  (y) 
where  infringement  is  threatened,  pp.  163  0^)>  332  (w) 
against  master  of  ship  fitted  with  patented  invention,  p.  332  (x) 
against  agent  of  foreign  sovereign,  p.  332  (v) 
attempt  to  evade  may  not  be  a  contempt,  p.  333  (z) 
notice  of  order  for,  is  sufficient  without  service,  p.  333  (y). 

Injunction — Validity  of  Patent — Uninterrupted  Enjoyment — 
admission  of  plaintifif*s  title,  pp.  336  (i),  338  (v),  350  (a) 
effect  of  delay  in  establishing  legal  title,  p.  337  {p) 
as  between  late  partners,  p.  338  {s\ 
validity  considered  on  motion  for  mtcrim,  p.  342  (Q 
active  user,  pp.  340  (6),  343  (») 
where  injury  to  defendant  irreparable,  p.  337  (r) 
against  foreigners  in  England,  p.  340  (6) 
considerations  of  nation^,  policy,  p.  340  (6) 
pending  appeal  or  motion  for  new  trial,  pp.  335  (/),  337  (n),  338  (u), 

340  (a),  (c),  343  ( p),  381  (c) 
to  restrain  sale  of  old  as  improved  machines,  refused,  p.  343  (9) 
rule  that  title  must  be  established  at  law  no  longer  applies,  p.  344  (<) 
user  for  three  years  not  sufficient,  p.  344  (u) 
user  for  ten  years  may  be  sufficient,  p.  344  (y) 
although  patent  may  be  invalid,  p.  344  (c;). 

Injunction — Infringement — 
admission  of,  p.  345  (6) 
prima  facie  case  of,  p.  346  (c),  (rf) 
what  evidence  of,  necessary,  p.  345  (d) 
by  sale,  plaintiff  must  prove  article  not  made  by  himself  or  his  agents, 

p.  346  («) 
party  selling  article  used  by  others  for,  restrained,  pp.  154  (c),  165  (»), 

345  (a) 
discontinued  user  is  not  sufficient,  p.  346  (^). 

Injunction — Delay  and  Acquiescence^ 
saved  by  notice,  p.  346  (n) 
not  excused  by  pendency  of  action,  p,  348  (n) 
omission  to  proceed  by  scire  facias,  p.  348  (to) 
plaintiff,  if  called,  should  be  cross-examined  as  to,  p.  348  (p) 
excused  because  infringing   company  had  not  a   substantial  capital, 

p.  349  (0. 
Injunction — Expired  Patents — 
sale  of  articles   after  expiration  of  term   restrained  if  manufactured 

before  expiration,  p.  349  (w),  (u) 
account  for  previous  infringement  of,  pp.  349  {w\  371  (m) 
motion  to  commit  for  breach  of  injunction  restraining  infringement  of, 

p.  350  (x). 
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Injunctum'^  Order  f or  ^ 

form  of,  pp.  351  (c),  352  (f) 
construction  of,  pp.  352  (/),  (/**),  333  (z) 

Venue — 
motion  to  change,  p.  353  (t),  (J) 

in  case  of  infringement  by  posting  from  Scotland,  p.  353  (k) 
change  to  assize  town  when  convenient,  p.  353  (m). 

Fostpanement  of  Trial,  p.  353. 

Trial  of  Questions  of  Law  and  Fact — 
under  old  and  new  practice,  p.  355  (x) 

issue  granted  as  to  novelty,  but  refused  as  to  utility  and  specification, 
p.  355  (w) 

novelty  of  invention  and  manufacture,  p.  354  (jp) 
variance    between    complete    and    provisional  specification, 
p.  354  M 
will  not  be  granted  if  opposed  by  plaintiff,  p.  356  (z) 
may  be  granted  before  iiearing,  p.  356  (a) 
separate  issues  not  peremptory,  p.  354  {t) 
new  issues  not  suggested  by  answer,  p.  355  (y) 
evidence,  p.  355  (w) 

when  directed  to  take  place  at  assizes,  pp.  353  (m),  354  (s) 
question  of  construction  not  to  be  argued  first,  p.  356  (2>). 

Jury — 
none,  unless  directed  by  Court,  sect.  28,  p.  65 
granted  where  either  party  require  it,  p.  357  (e?),  (e) 
certifying  for  special,  p.  356  (c) 
whether  inquiry  as  to  damages  can  be  referred  to,  p.  357  (t). 

Affidavits — 
rules  as  to  swearing.  Patent  Rules,  1890, 17  and  17a.,  p.  358 
on  application  for  injunction,  p.  358  (/),  (Jc\  Q) 
must  stt  forth  plaintiff's  legal  title,  p.  360  («),  (v),  (w) 

belief  that  he  is  the  onginal  inventor,  p.  358  (J) 
belief  that  invention  is  new,  pp.  358  (Z),  360  (s) 
nature  of  infringement  with  particularity,  p.  358  (J) 
dispensed  with  where  patentee  dead,  p.  359  (n) 
variation  of  from  bill,  p.  359  (o) 

postponement  of  trial,  for  filing  of,  pp.  359  (g),  360  (v),  (w) 
cannot  be  read  if  filed  after  hearing  begun,  p.  359  (q) 
suflBciency  of,  pp.  358  Q"),  360  (s) 
as  to  manufacture  of  article,  p.  360  (x) 
by  assignee,  p.  360  (s). 

Evidence  of  Subject-matter  of  Fatent — 
for  improvement,  p.  361  (z) 
specification,  where  conclusive  of,  pp.  361  (a),  364  (p\  («). 

Evidence  of  Novelty  of  Invention — 
plaintiff  must  make  out  prima  facie  case  of,  pp.  361  (a),  362  (/),  364  (n) 
may  be  by  negative  evidence,  pp.  361  (c),  362  (f) 

allegation  of  grant  and  production  of  patent,  pp.  291  (k\  363  (Q 
comparison  of  specifications,  pp.  362  (g\  487,  488,  489 
how  affected  by  development  of  the  trade,  p.  363  (i) 
refreshing  memory  of  witness  by  drawing,  p.  362  (S) 
statement  of  prior  user  who  is  dead,  admissibility  of,  p.  362  (h). 

Evidence  of  the  Grant  of  Letters  Fatent — 
patent^  prima  facie  evidence  of,  p.  363  (A;),  (m). 
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Evidence  of  sufficiency  of  Specification — 

pLuntiff  must  make  out  prima  facie  case  of,  p.  364  (n) 
where  not  clear  to  ordinary  workman,  p.  364  (j>) 
experiments  in  support  of,  p.  365  (t) 
by  experts,  p.  442  (c). 

Evidence  of  Infringerrient — 
similarity  of  manufactured  article,  pp.  365  (u),  366  (z) 

coupled  with  possession  of  necessary  macmnery,  p.  365  (v) 
in  considering,  patent  assumed  to  be  valid,  p.  365  (w) 
by  experts,  p.  366  (a),  (b/^) 
by  manufacture  abroad,  pp.  171  (a),  366  (h) 
by  alleged  secret  process  heard  in  camera,  p.  366  (c). 

Evidence  of  Documents  in  Patent  Office — 

copies  certified  and  sealed  to  be  admitted  as,  Patents  Act,  1883,  s,  89,  p.  75. 

Account  of  Sales  and  Profits — 
jurisdiction  of  court  to  order,  Patents  Act,  1883,  sect.  30,  p.  367 

Slaintifi'  not  entitled  to,  in  addition  to  damages,  pp.  368  (J),  369  (m),  375  (n) 
iscretionary  with  court  to  direct  account,  or  to  leave  parties  to  their 


remedy  at  law,  pp.  369  (m^,  (n),  373  (gr),  374  (h) 
between  joint  owners,  pp.  369  (m*),  370  (o),  (»),  T" 
where  defendant  has  sold  for  no  profit,  p.  367  {g) 


where  defendant,  having  infringed  through  ignorance,  submits,  p.  370  (s) 

ofier  to  keep,  no  answer  to  motion  for  injunction,  p.  371  (t) 

under  licence,  p.  367  (K) 

as  between  patentee  and  manufacturer,  p.  371  (v) 

from  infriogement  of  patent  expired  at  the  hearing,  pp.  349  (w\  371  (u) 

of  profits  before  action,  pp.  368  (A),  369  (0 

where  defendant  trustee- to  plaintiff  for,  pp.  368  (k),  372  (h) 

where  ordered  before  verdict,  p.  369  (t) 

granted  as  soon  as  verdict  given,  p.  371  (tu) 

not  delayed  by  appeal,  p.  371  (w) 

to  assignee  only  from  date  of  registration  of  assignment,  p.  370  (r) 

of  defendant's  profits  not  plaintiff's  loss,  pp.  331  (;),  370  (r) 

may  be  proved  for  in  bankruptcy,  p.  372  (b) 

none  where  clearly  no  profits  have  been  made,  p.  372  (2) 

assignee  of  sharo  is  entitled  to,  p.  372  (z) 

of  profits  prior  to  infringement  for  purpose  of  comparison,  p.  372  (c). 

Damages — 
after  failure  to  pay  fees.  Patents  Act,  1883,  sect.  17  (4)  (b.),  p.  373 
after  amendment  has  been  allowed.  Patents  Act,  1883,  sect.  2M),  p.  373 
inquiry  into,  not  granted  in  addition  to  account,  p.  375  (»),  (0) 

refused  where  bill  filed  immediately  before  expiry  of  patent, 

p.  375  (m) 
where  not  specially  prayed,  p.  375  (J) 
lorm  of  inquiry,  p.  374  (t) 
royalties  received  by  inlringer,  a  measure  of,  p.  375  (k) 
may  be  obtained  against  manufactiu-er  or  user,  p.  374  ( j) 
but  not  against  both  for  same  machine,  p.  375  (k) 
determination  of,  where  left  to  jury,  pp.  374  (h\  376  (q) 
jurisdiction  to  award,  relates  back  to  time  of  filing  bill,  p.  374  (i) 
allegation  of  defendant's  inability  to  answer,  relevant  on  motion  for  in- 
junction, pp.  349  (0,  373  (e) 
include  profit  rental  of  articles  whether  in  use  or  not,  p.  376  (p) 
net  profits  made  by  the  infringer  but  which  would  have  been  made  by 

patentee,  pp.  376  (r),  377  (0 
power  of  Palatine  Court  to  grant,  p.  377  (s). 
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Kew  Trials 
on  motion  for,  Ck)urt  of  Apx^eal  will  not  reverse  finding  on  issue  of  fact, 

p.  378  (x) 
and  will  only  consider  whether  evidence  warranted  verdict,  p.  378  (x) 
on  ground  of  rejection  of  evidence,  p.  378  (x) 
refiual   to    put    questions    not  on    record    to   jury,  no    ground    for, 

p.  378  (u) 
nor  fresh  evidence  which  might  have  been  found  sooner,  p.  379  (2). 

Appeal — 

Appeal  to  Law  Officers — 
cases  in  which  the  Patents  Act,  1883,  gives  an,  p.  379 
procedure  on  appeals  to  law  officers.  Patents  Act,  1883,  sect  38,  p.  379 
Kules  as  to,  made  by  law  officers,  p.  380. 

Appeal  to  Court  of  Appeal — 
hearing  evidence  on,  pp.  381  (J),  ((?),  (e),  (/),  382  {g^)  , 

copy  of  judge's  notes  to  be  furnished  on,  p.  382  (^) 
delivering  up  infringing  machines  pending,  p.  381  (a) 
account  not  stayed  pending,  p.  381  (c) 
fresh  evidence  must  be  not  merely  affidavits,  p.  381  (&). 

Judgment  on  the  Fleadings — 
enquiry  limited  to  admitted  instances  of  infringement,  p.  382  (t). 

general,  of  cause,  pp.  383  0,  392  (2) 

of  issues,  pp.  383  (/),  390  (p),  391  {q\  («),  (v),  392  (ti;),  (o),  394  (k) 
of  notice  of  objections,  pp.  384  (s),  395  (v) 
before  trial,  p.  385  (w) 
triple,  pp.  383  (m),  384  (p) 

certificate  "  that  validity  of  patent  came  in  question,**  Patents  Act,  1883^ 
sect.  31,  p.  382 
where  given,  p.  383  Qc) 
must  be  put  in  evidence,  p.  385  (v) 
after  completion  of  trial,  pp.  383  (wi),  384  (p) 
not  a  *^  usual  certificate,"  p.  385  (y) 
whether  granted  where  judgment  goes  by  default,  pp.  383  (»), 

389  (^0,  390  (m),  391  (u) 
where  validity  not  disputed  in  subsequent  suit,  p.  386  (z) 
applicable  only  to  subsequent  suit,  p.  387  (h) 
could  not  be  given  by  Palatine  Court,  p.  392  (y) 
is  not  a  judgment  or  order  so  as  to  be  appealable,  p.  393  (jg) 
eranted  in  an  action  to  restrain  threats,  p.  393  (/) 
does  not  apply  to  action  already  commenced,  p.  394  (r) 
will  not  be  granted  a  second  time  as  to  same  patent,  p.  394  (p) 
certificate  that  breaches  had  been  proved,  Patents  Act,  1883,  secL  29  (6), 
p.  294 
not  given  where  patent  was  void,  p.  389  (i) 
certificate  that  particulars  of  objections  were  reasonable    and  proper. 
Patents  Act,  1883,  sect.  29,  p.  299 
Court  of  Appeal  has  power  to  grant,  p.  393  (i) 
not  granted  on  a  petition  for  revocation,  p.  394  (Z) 
limited  to  those  particulars  which  were  put  in  cross-examination  of 

pldintifi;  p.  393  (d) 
does  not  include  those  which  defendant  has  had  no  opportunity  to 

prove,  p.  393  (e) 
unless  defendant*8  counsel  states  that  he  was  prepared  to  prove 
them,  p.  317  {p) 
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where  only  two  out  of  many  anticipations  are  proved,  p.  317  (o) 
court  will  not  hear  objections  for  mere  purpose  of  giantiug,  p.  318  (jj) 

of  injunction,  pp.  384  (n),  (o),  (0,  389  (A;) 

where  nominal  damages  only  recovered,  pp.  163  (/*),  383  (m) 

judge  cannot  certify  for,  after  taxation,  p.  383  (m) 

of  special  jury,  pp.  384  («),  385  (w) 

of  rule  for  account  of  profits,  p.  386  (y) 

of  re-amending  notice  of  objections,  p.  387  (c) 

of  counsel,  pp.  384  (0,  387  (rf),  388  (/) 

of  appeal,  pp.  387  (c),  390  (?) 

of  perusing  affidavits,  p.  387  (d) 

where  defendant  submits,  pp.  387  (a),  390  (n) 

against  directors  of  company  personally,  p.  386  (x) 

security  for,  pp.  384  (r),  385  (t*) 

necessary  that  judge  should  certify  for,  p.  384  (q) 

of  drawincjs  of  exhibits,  p.  388  (/) 

of  scientific  witnesses,  p.  388  (/),  (g) 

of  models,  p.  3S8  (g) 

after  amendment  of  particulars,  pp.  305  (9),  (t),  306  (w),  (x),  387  (c) 

of  issue  of  infringement  when  patent  invalid,  pp.  390  (p),  391  (j),(  v),  393  (j) 

trustees  of  bankrupt  defending  are  liable  for,  p.  389  (j) 

of  appeal,  when  partially  successful,  p.  390  (I) 

of  inquiry  not  given  until  it  has  been  held,  pp.  301  (t),  395  («) 

altter  of  inquiry  on  undertaking  as  to  damnges,  p.  392  (b) 

of  issue  tried  at  assizes,  p.  395  (u) 

of  reference,  to  be  dealt  with  by  referee,  p.  395  (t). 

Practice — Parties  to  the  Action. 

(f)  BouLTON  V.  Bull.    N.  R    [1795] 

When  a  patentee  has  assigned  part  of  his  patent  he  may  join 
with  his  assignee  in  bringing  an  action.     (2  H.  BL  464.) 

(y)  George  «.  Bea-umont.    Ch.     [1815] 

Damages  may  be  recovered  against  infringers,  not  only  by  the 
patentees  but  also  by  all  who  have  obtained  licences  from  them. 
Per  Lord  Eldon,  L.C.     (27  Bep.  Arts,  2nd  Series,  252.) 

(k)  Bloxam  t7.  Elsee.     [1827] 

The  assignees  of  a  bankrupt  patentee  may  maintain  an  action 
for  infringement  of  a  patent.     (6  B,  d  O.  169.) 

(l)  Derosne  v.  Fairie.     N.  P.     [1835] 

Per  Abinger,  C.B. :  A  mere  licensee  can  maintain  no  action  for 
the  infringement  of  the  patent  fcr  which  he  has  a  licence.    (1  Web. 

P.  a  155.) 

(m)  Westuead  r.  Keene.     [1838] 

Where  a  company  had  been  formed  for  the  purchase  of  the 
plaintiff's  patent,  and  no  written  contract  had  been  signed,  and 
no  as-ignment  had  been  executed  by  the  plaintiff,  but  the  com- 
pany claimed  some  equitable  interest  in  the  patent,  a  demurrer  to 
a  bill,  to  which  the  company  had  been  made  defendants,  on  the 
ground  of  misjoifider  of  parties,  was  overruled.     (1  Beav.  287.) 


Digitized  by  VjOOQ  IC 


Parties  to  the  Action.  287 

(n)  Chanter  v.  Leksb.    Ex.  Ch.    [1839] 

In  suing  npon  an  agreement  between  A.,  B.  and  C.  of  the  one 
part,  and  D.  of  the  other  part,  for  royalties  under  an  exclusive 
licence,  founded  upon  a  consideration  to  part  of  which  A.,  B.  and 
C.  were  each  conducing  parties,  the  action  should  be  brought  by 
all  the  parties  to  the  agreement  of  the  first  part  jointly.  (1  H.  d  A 
224 ;  affirmed  in  Ex.  Ch.,  5M.dW.  698.) 

(o)  Spilsbury  v.  Clough.    [1842] 

When  a  patentee  assigned  a  third  of  his  patent  to  A.,  and  then 
entered  a  disclaimer,  and  subsequently  assigned  the  remaining 
two-thirds  of  his  patent  to  B.,  the  two  assignees,  A.  and  B.  may 
sue  f(»r  an  infringement  committed  after  the  date  of  the  disclaimer. 
(2  Gale  d  Dav.  17.) 

Q>)  Electric  Telegraph  Company  v.  Brett.    [1861] 

The  assignees  of  a  patent  may  maintain  an  action  for  infringe- 
ment.    (10  a  B.  838.) 

(q)  Caldwell  r.  Vanvlissengen.    Ch.    [1861] 

Foreigners  coming  into  this  country  are  subject  to  actions  for 
injuries  done  by  their  infringiDg  on  the  sole  and  exclusive  right 
granted  by  the  Crown  to  patentees  of  inventions,  in  conformity 
with  the  law  and  constitution  of  this  country.     (9  Hare,  41.5.) 

(r)  Denley  v.  Blore.    N.  P.    [1851] 

The  person  physically  using  a  patented  invention,  and  not  the 
person  giving  instructions  and  plans  which  include  its  use,  is  the 
party  to  be  sued  for  an  infringement ;  the  contractor,  for  instance, 
and  not  the  architect,  in  the  case  of  a  contrivance  employed  in 
house-building.     (38  Lon.  Jour.  224.) 

($)  Smith  v.  The  London  &  North  Western  Bailway  Company. 
[1853] 
Where  A.  and  B.  are  tenants  in  common  of  a  patent  assigned  to 
them,  if  B.  dies,  actions  for  infringements  committed  in  B.'s 
lifetime  survive  to  A.,  who  is  entitled  at  law  to  recover  the  whole 
damages.     (2  Ell  d  B.  Q9  ;  17  Jur.  1071.) 

(<)  DuNNicLiFF  V.  Mallett.     [1859] 

It  is  competent  to  the  assignee  of  a  separate  and  distinct  por- 
tion of  a  patent  to  sue  for  an  infringement  of  that  part,  without 
joining  one  who  has  an  interest  in  another  part, — the  damages  to 
be  recovered  in  the  action  accruing  to  the  former  alone.  (7  (7.  -B., 
N.  S.  209 ;  6  Jur.,  N.  S.  262 ;  29  L.  J.,  0,  P.  70 ;  8  W.  B.  260.) 

Erie,  C.J.,  in  deUvoring  judgment,  said :  **  The  question  is, 
whether  an  assignment  of  part  of  a  patent  is  valid.  I  incline  to 
think  that  it  is.  It  is  every  day's  practice,  for  the  sake  of  economy, 
to  include  in  one  patent  several  things  which  are  in  their  nature 
perfectly  distinct  and  severable.  It  is  also  every  day's  practice 
by  disclaimer  to  get  rid  of  part  of  a  patent  which  turns  out  to  be 
old.  Being,  therefore,  inclined  to  think  that  a  patent  severable  in 
its  nature  may  be  severed  bv  the  assignment  of  a  part,  I  see  no 
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reason  for  holding  ihat  the  assignee  of  a  separate  part  which  is  thd 
subject  of  infringement  may  not  maintedn  an  action.  (7  0.  £., 
jy:  8.  227.) 

(<)  Davenport  v.  Eichards.    [1860] 

Where  one  only  of  several  joint-owners  of  a  patent,  amongst 
whom  any  damages  recovered  would  be  divisible  is  made  tiie 
plaintiff,  the  bill,  if  not  demurred  to,  is  sufficient.  (3  L.  T,  Bep»t 
N.  S.  603.) 

(a)  Walton  v.  Lavatee.    [1860] 

The  assignee  of  a  patent  may  maintain  an  action  for  an  infringe- 
ment, even  though  he  has  acquired  the  right  by  assignment  of 
two  separate  moieties,  and  the  party  sued  is  the  original  grantee. 
(8  a  B.,  N.  8.  162;  29  L.  J.,  0.  P.  275;  6  Jur.,  N.  8.  1251; 
3  L.  r.  Bep.,  N.  8.  272.) 

(v)  Beits  v.  Nkilson.    [1865] 

Where  the  principals  of  a  firm,  which  had  infringed  a  patent, 
were  out  of  the  jurisdiction,  and  not  amenable  to  the  process  of 
the  court,  the  court  restrained  the  managers  who,  though  out  of 
the  jurisdiction,  had  appeared  to  the  bilL    (6  N,  B.  221.) 

(w)  Renabd  V,  Levinstein.    Ch.    [1865] 

An  exclusive  licensee  of  a  patent  has  a  right  to  use  the  name  of 
the  patentee  in  an  action  for  infringement.     (2  JJ.  d:  M.  628.) 

{x)  Beits  v.  De  Vitre.    Ch.     [1868] 

The  directors  of  a  company  are  personally  responsible  for  the 
infringement  of  a  patent  by  their  workmen,  notwithstanding  such 
infringement  may  be  in  contravention  of  orders.  (L.  JSep.,  3  Ch. 
441 ;  37  L.  J.,  Ch.  325;  16  W.  B.  529.) 

(y)  Hassall  v.  Wwght.     [1870] 

The  assignee  of  a  patent  may  maintain  a  suit  against  the 
assignor,  and  subsequent  licensees  from  the  assignor  wil^  notice  of 
the  assignment,  to  restrain  them  from  using  the  patent,  although 
at  the  time  of  the  institution  of  the  sait  the  assignment  has  not 
been  registered.  8emble,  that  registration  of  the  assignment  of  a 
patent  relates  back  to  the  date  of  the  assignment,  so  as  to  entitle 
the  assignee  to  maintain  a  suit  to  restrain  an  infringement  insti* 
tuted  between  the  dates  of  the  assignment  and  the  registration. 
(L.  E.,  10  Eq.  509;  18  W.  B.  821.) 

(2)  Adams  v.  North  British  Eailway  Ck)MPANY.    [1873] 

A  general  agent  of  the  patentees  of  an  American  invention 
agreed  >vith  the  plaintiff,  that  the  plaintiff  was  to  have  the  sole 
agency  and  control  of  the  working  of  the  patent  in  England  upon 
certain  terms,  including  a  share  of  royalties  and  profits : — Held, 
that  the  plaintiff  was  a  mere  agent  for  the  sale  of  the  invention, 
and  was  in  no  such  position  as  gave  him  the  right  to  file  a  bill, 
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which  was  in  the  form  of  a  patentee's  bill  for  infringement.     (29 
L.  T.  Bep.y  N.  A,  367.) 

(a)  Sheehan  v.  Great  Eastern  Railway  Company.    [1880] 

One  of  several  co-owners  of  a  patent  has  a  right  to  sue  alone  for 
the  recovery  of  profits  due  for  the  use  of  the  patent.  An  objection, 
by  a  defendant,  that  other  persons  should  have  been  joined  as 
plaintiffs,  should  be  made  promptly,  and  uot  postponed  to  the 
hearing,  when  no  impediment  exists  to  raising  the  objection  at 
once.     (16  Ch.  D.  69.) 

(6)  Brigqs  v.  Lardeur.     [1884] 

In  A  defence  to  an  action  for  infringement,  the  defendants 
alleged  that  they  had,  since  action  brought,  sold  their  business  to 
a  company,  and  obtained  an  order  at  Chambers  to  add  the  company 
as  defendants.  On  appeal,  to  Pearson,  J.,  the  order  was  dis- 
charged.    {Griff.  55;  2  0.  B.  13.) 

(c)  Edison  and  Swan  v.  Holland  and  the  Jablockhoff  Company. 

[1886] 

In  an  action  for  infringement  of  a  patent  for  incandescent 
lamps,  the  defendants,  having  shown  that  the  lamps  in  question 
had  been  supplied  by  the  Brush  Company,  and  that,  after  action 
commenced,  the  Jablockhoff  Company  had  obtained  an  indemnity 
from  the  Brush  Company,  applied  for  leave  to  issue  a  third  party 
notice  to  the  Brush  Company: — Hetd,  by  Bacon,  V.-C,  that,  the 
notice  should  issue ;  and,  on  an  application  by  the  Jablockhoff 
Company  for  directions.  Held,  by  Kay,  J.,  that  the  Brush  Company, 
admitting  their  liability  to  indemnify,  shuuld  have  liberty  to 
appear  at  the  trial,  and  should  be  bound  by  the  decision  of  the 
Conrt  on  any  question  as  to  the  indemnity  arising  between  them 
and  the  defendants,  but  no  further.     (3  0.  B.  395. ) 

Heldj  subsequently,  that  as  the  third  parties  haa  not  been  made 
defendants,  nor  put  im  terms  to  submit  to  any  judgment,  excepting 
as  stated  above,  the  Court  had  no  power  to  grant  an  injunction 
against  them ;  but,  that  as  they  had  appeared  on  the  appeal,  there 
was  power  to  make  them  pay  the  costs  of  the  appeal.  (6  0.  B. 
243.) 

(d)  Washburn  and  Moen   Manufactoring    Company   v.  Cunard 

Steamship  Company,  and  Parkes  and  Sons.     [1889] 

The  plaintiffs,  who  are  patentees,  commenced  an  action  against 
the  Cunard  Line,  to  restrain  them  from  dealing  with  goods  in 
their  possession  at  Liverpool,  which  were  alleged  to  be  infringe- 
ments of  the  plaintiffs'  patent.  The  Cunard  Company  stated,  that 
they  were  carriera  of  the  goods  to  Liverpool,  under  a  bill  of  lading, 
to  the  order  of  Parkes  and  Sons,  of  Dublin.  Leave  was  then  given 
to  add  Parkes  and  Sons  as  defendants,  and  to  serve  them  out  of  the 
jurisdiction ;  and  this  having  been  done,  Parkes  and  Sons  moved 
to  set  aside  the  service : — Held,  by  Stirling,  J.,  that,  the  action  was 
properly  brought  against  the  Cunard  Company;  that  if  Parkes 
and  Sons  had  been  within  the  jurisdiction,  they  as  consignees,  and 
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(as  it  turned  out)  owners,  would  have  been  properly  added  as 
defendants;  and  that  it  followed,  that  they  were  parties  who 
might  be  served  out  of  the  jurisdiction.    (6  0.  S.  398.) 

(e)  Van  Geldbr,  Apsimon  and  Company  ».  Sowerby  Bridge  United 

District  Flour  Society.    C.  A»    [1890] 

In  an  action  by  assignees  of  a  patent,  for  an  injunction  and 
damages  for  infringement,  the  defendants  took  a  preliminary 
objection,  that  the  plaintiffs  were  not  the  legal  owners  of  the 
patent,  as  they  had  assigned  the  patent  to  mortgagees  by  a  deed 
duly  registered,  which  gave  power  to  license  the  use  of,  or  sell 
the  patent,  after  the  mortgagors  had  made  default: — Hdd,  by 
Kekewich,  J.,  that  the  mortgagors  alone  could  not  maintain  the 
action,  and,  that  unless  they  paid  the  costs  thrown  away,  and  got 
the  mortgagees'  consent  to  he  joined  as  co  plaintiffs,  the  action 
must  be  dismissed.  (6  T.  L.  B.  160;  69  L.  J.  292;  7  O.  B.  41.) 
Meldj  by  the  Court  of  Appeal,  that  this  judgment  must  be  reversed 
and  that  the  mortgagor  was  entitled  to  sue  alone.  Liberty  was 
reserved  to  the  defendants  to  apply  to  the  Court  below  to  have 
the  mortgagees  made  co-defendants,  in  case  it  should  appear  that 
the  defendants  would  be  subject  to  any  danger  from  their  absenoe. 
(W.  N.  1890,  p.  109 ;  7  O.B.  208.) 

Practice — Pleading, 

(f)  Kay  v.  Marshall.    [1836] 

It  is  sufficient  for  the  plaintiff  to  state  on  the  face  of  the  bill  that 
he  has  done  all  thatis  required  by  the  patent,  and  it  is  unnecessary 
for  him  to  set  out  the  specification.  (2  Weh,  P.  (7.  39 ;  1  M,d  u 
373.) 

(g)  Kay  v.  Marshall.    M.  E.    [1836] 

Motion  for  leave  to  file  a  double  plea.  The  bill  was  filed  to 
restrain  the  infringement  of  the  plaintiff's  patent.  The  defendants 
disputed  the  validity  of  the  patent  on  the  grounds  that  so  far  as 
the  invention  was  new  it  was  useless,  and  that  so  far  as  it  was 
useful  it  was  not  new.    Leave  granted.    (1  Keene^  190.) 

(h)  Westhead  v.  Keene.    [1838] 

A  bill  filed  by  a  patentee,  to  restrain  the  piracy  of  his  patent 
and  for  an  account,  did  not  distinctly  state  the  specification,  or 
explain  the  nature  of  the  invention  for  which  the  patent  right  was 
claimed.  The  Court  (not  without  some  doubt)  Heldy  on  the 
authority  of  Kay  v.  Marshall,  that  the  bill  was  not  demurrable. 
(1  Beav.  287  ;  2  Web.  P.  C.  36  (n.).) 

(•)  Curtis  v.  Cutts.    [1839] 

Where  a  bill  is  filed  to  restrain  the  infringement  by  the  defendant 
of  letters  patent,  a  sufficient  case  to  justify  the  injunction  must  be 
stated  by  the  plaintiff  on  the  face  of  the  bill,  and  he  must  not 
depend  solely  on  the  admissions  contained  in  the  defendant's 
answer  for  the  granting  or  continuing  of  the  injunction.     If  the 
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answer  deny  the  invention  to  be  new,  and  also  tbe  enjoyment 
nnder  the  letters  patent,  and  state  (as  is  the  fact)  that  the  specifica- 
tion is  imperfectly  set  forth  in  the  bill,  the  Court  will  dissolve  an 
injunction  previously  obtained,  on  affidavit,  giving  the  plaintiff 
liberty  to  bring  an  action,  although  the  defendant  admits  by  his 
answer  that  he  has  made  machines  upon  the  principle  comprised 
in  the  letters  patent.     (8  L,  /.,  Ch.  184.) 

(t)  YouNa  V.  White.    [1853] 

The  fact  that  a  medal  has  been  granted  to  the  plaintiff  as  the 
inventor,  is  not  admissible  in  evidence  on  the  plea  that  he  is  not 
the  true  and  first  inventor.     (23  L.  /.,  Ch.  190.) 

(/)  Sakazin  V,  Hamel.     [1863] 

Whether,  under  a  bill  to  restrain  the  infringement  of  a  patent, 
it  was  necessary  to  allege  that  the  patentee  had  duly  paid  the 
instalments  of  stamp  duties  necessary  to  keep  the  patent  alive, 
under  the  16  &  17  Vict,  a  6,  s.  2,  qfisere.     (32  Beav.  146.) 

(h)  Amoey  V,  Brown.    [1869] 

In  a  bill  to  restrain  an  infringement  of  a  patent,  an  express 
averment  of  the  novelty  of  the  invention  protected  by  the  patent 
is  not  necessary.     (L.  iJ.,  8  Eq.  663 ;  38  L.  Z.,  Ch  593.) 

Sir  W.  M.  James,  V.-C,  said:  **  I  was  at  first  struck  at  the 
absence  of  an  averment  as  to  the  novelty  of  the  invention,  and  I 
doubted  whether  such  an  averment  was  not  necessary  to  support  a 
bill  in  restraint  of  an  infringement  of  a  patent.  But  on  looking 
at  the  form  of  a  declaration  at  law  for  damages  for  the  infringe- 
ment, I  find  that  it  contains  no  allegation  of  the  novelty  of  the 
invention.  The  allegation  of  the  grant  and  production  of  the 
letters  patent  throws  upon  the  defendant  the  onus  of  disputing  the 
novelty,  and  therefore  I  think  the  bill  sufficient  without  it." 
(8  If.  B.  Eq.  664.) 

(/)    HOLSTE  V.  BOBERTSON.      C.  A,      [1876] 

The  Court  will  at  any  time  during  the  progress  of  a  patent  suit 
allow  the  defendant  to  raise  a  fresh  issue  on  the  discovery  of  facts 
which  could  not  with  due  diligence  have  been  discovered  before. 
(X.  JR.,  4  Ch.  D.  9.) 

(fli)  LiARDET  V.  Hammond  Electric  Light  Company.  C.  A.  [1883] 

The  plaintiffs  had  entered  into  an  agreement  with  the  defendant 
company  to  sell  certain  electrical  patents  to  them  upon  terms,  one 
of  which  was  that  the  purchasers  should  be  bound  to  keep  the 
manufacture  of  the  accumulators  to  which  one  of  the  patents 
related  in  their  own  power,  and  should  themselves  manufacture 
the  same.  In  an  action  for  specific  performance  of  the  agreement 
and  damages  the  defendants  pleaded  that  it  was  an  implied  term 
of  the  agreement  that  the  patents,  and  more  especially  the  patent 
as  to  the  accumulators  of  which  the  defendants  were  bound  to 
keep  the  manufacture  in  their  own  power,  should  be  good  and 
valid,  and  that  they  were  not  good  or  valid : — Held^  by  the  Court 
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of  Appeal,  that  there  was  no  implied  warranty  in  the  agreement^ 
that  tiie  patents  were  valid,  and  that  the  plea  must  be  struck  out 
as  embarrassing.     (31  W.  B.  710.) 

(n)  United  Telephone  CoMPiLNY  r.  Mottishead.    [1886] 

The  defendants  denied  the  validity  of  the  patent  and  denied 
infringement,  and  moved  for  an  order  that  the  issue  as  to  infringe- 
ment be  tried  first.  Eay,  J.,  said  that  unless  the  defendants 
admitted  the  validity  of  the  patent  this  could  not  be  done.  (Griff. 
230;  3  0.5.213.) 

(o)  Edison  Electric  Light  Company  v.  Shippey.    [1887] 

The  defendant  by  his  statement  of  defence  had  admitted  the 
plaintiffs*  title  and  the  validity  of  the  respective  patents,  but 
denied  infringement.  At  the  trial  the  defendant,  who  appeared  in 
person,  applied  for  leave  to  amend  his  defence  by  putting  in  issne 
the  validity  of  one  of  the  patents  and  the  title  of  the  plaintiffs 
thereto.    Leave  refused.     (4  0. 12.  471.). 

(p)  United  Telephone  Company  v.  Tasker.    [1888] 

In  1884  the  plaintiffs  brought  an  action  against  the  defendants 
for  infringement,  but  in  consequence  of  evidence  given  on  behalf 
of  the  defendants  on  interlocutory  proceedings  discontinned  it.  In 
1888  the  plaintiffs  issued  a  writ  for  the  same  object.  The  state- 
ment of  claim  in  this  new  action  contained  an  allegation  that 
since  discontinuing  the  former  action  the  plaintiffs  had  found  that 
the  defendant's  evidence,  which  led  to  its  discontinuance,  was 
false,  and  in  a  subsequent  paragraph  a  claim,  not  on  the  writ,  that 
this  action  might  be  treated  as  supplemental  to  the  previous 
action.  Both  these  paragraphs  were  ordered  to  be  struck  out. 
(W.  N.  1888,  222.) 

{q)  Badische  Anilin  und  Soda  Fabrik  v.  Dawson.    [1889] 

In  an  action  for  infringement  the  defendant  set  np  in  his 
defence  that  colouring  matter  stated  to  be  an  infringement  was 
purchased  from  persons  with  whom  the  plaintiffs  have  agreed  not 
to  take  proceedings  in  respect  of  the  said  goods.  It  was  proved 
that  the  defendant  sold  the  product  in  question  : — Held,  that  the 
onus  was  on  him  to  prove  this  plea,  and  as  he  called  no  witnesses 
judgment  was  given  against  him.     (6  0,  JR.  387.) 

(r)  Philips  v.  The  Ivel  Cycle  Company.    [1890J 

Kekewich,  J.  (referring  to  the  distinction  drawn  in  HoUiday  v. 
Heppenstall  between  evidence  to  prove  anticipation  and  evidence 
to  prove  prior  common  knowledge) :  "  It  would  probably  be 
necessaiy  for  those  who  draw  pleadings  and  particulars  of  objec- 
tion, which  are  part  of  the  pleadings  in  patent  cases,  to  consider 
whether  some  improvement  of  the  common  form  is  not  now 
required.  The  common  form,  which  is  adopted  in  these  cases,  is 
to  deny  novelty — ^i.e.,  to  allege  in  the  particulars  of  objection 
that  the  said  alleged  invention  was  not  new  at  the  date  of  the 
said  patent.  It  occurs  to  me  that  that  has  hitherto  been  under- 
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stood  as  being  very  little  more  than  introductory  to  what 
invariably  follows :  some  statement  of  the  different  publications 
which  are  relied  upon  as  anticipation.  I  think  there  are  some 
words  to  be  found  in  the  case  to  which  I  have  referred  supporting 
the  notion,  and  certainly  it  is  a  notion  to  my  mind  well  founded, 
that  if  the  defendant  intends  to  depend  for  resistance  to  the 
plaintifi's  claim  upon  common  knowledge  as  distinguished  from 
anticipation,  it  will  be  found  convenient,  if  not  necessary,  to  plead 
that  distinctly."     (7  0.  B.  11,  at  p.  82.) 

Every  effort  should  be  made  in  a  patent  action  to  confine  the 
pleadings  to  the  real  points  at  issue.  Accordingly  where  the 
defendants  had  denied  infringement  with  the  view  of  compelling 
the  plaintiff  to  explain  how  thev  had  infringed,  they  were  not 
allowed  any  costs  of  that  issue,     (ih,  85.) 

(«)  Law  v.  Ashworth.     [1890] 

In  an  action  to  restrain  threats  made  by  patentees,  the  plaintiffs 
in  their  statement  of  claim  alleged  the  invalidity  of  the  defen- 
dants' patent,  and  delivered  pai-ticulars  of  objection.  The  defen- 
dants applied  before  putting  in  their  defence  for  further  and 
better  particulars  (a)  of  the  alleged  threats ;  (6)  of  the  objections 
to  the  patent : — Held  (a)  that  they  were  entitled  before  defence  to 
particulars  of  the  alleged  threats,  but  not  to  the  names  of  cus- 
tomers whom  the  plaintiffs  had  in  consequence  thereof  promised 
to  indemnify ;  (V)  that  the  patent  being  for  a  machine,  the  par- 
ticular machine  or  part  of  a  machine  alleged  to  be  an  anticipation 
must  be  pointed  out.     (7  0.  B.  86.) 

(«i)  MagDougall  Brothers  v.  Partington.    C.  A.     [1890] 

In  an  action  on  a  contract  relating  to  a  patent  the  plaintiff 
limited  his  claim  to  relief  in  respect  of  that  contract,  but  the 
defendant  included  in  his  pleas  the  ordinary  defences  to  an  action 
for  infringement: — Held,  that  the  latter  must  be  struck  out  as 
embarrassing.     (7  0.  B.  216.) 

Practice — Consolidation  of  Actions. 

(f)  DiLLY  v.  DoiG.     [1794] 

Loughborough,  L.C. :  "I  do  not  remember  any  case  upon 
patent  rights*  in  which  a  number  of  people  have  been  brought 
before  the  Court  as  parties,  acting  all  separately  upon  distinct 
grounds;  it  has  always  been  against  a  particular  defendant." 
(2  Ves.  jun.  487.) 

(tt)  FoxwELL  V.  Webster.     [1863] 

One  hundred  and  thirty-four  suits  were  instituted  against  as 
many  defendants  by  a  patentee  for  infringement  of  his  patent,  and 
interrogatories  were  served.  Seventy-seven  defendants,  combining 
together  amongst  themselves  so  as  to  make  four  bodies  in  all, 
moved,  before  putting  in  any  answer,  that  the  plaintiff  might  be 
directed  to  proceed  with  one  suit  only  until  it  should  have  been 
determined,  or  until  the  validity  of  the  patent  should  have  been 
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finally  determined,  or  until  fm-ther  order ;  and  that  the  proceed- 
ings m  the  other  suits  might  in  the  meantime  be  stayed,  or  that 
the  time  for  answering  and  producing  documents  might  be 
enlarged,  the  moving  defendants  undertaking  to  be  bound  by  the 
result  of  the  selected  suit  so  far  as  the  question  of  the  validity  of 
the  patent  was  concerned.  The  Court,  upon  terms,  and  the 
plaintiff  not  opposing,  made  an  order  with  a  view  of  trying  before 
itself  the  question  of  validity  in  the  first  instance,  before  entering 
upon  the  question  of  infringement.     (4  De  (?.,  /.  dt  8,  77.) 

(i?)  BoviLL  V.  Crate.    [1866] 

Wood,  V.-C. :  "  After  getting  information  of  case  after  case  of 
infringement,  the  plaintiff  might  select  that  which  he  thought  the 
best  in  order  to  try  the  question  fairly,  and  proceed  in  that  case 
to  obtain  his  interlocutory  injunction.  He  might  write  at  the 
same  time  to  all  the  others  who  were  in  simili  cam^  and  say  to 
them :  *  Are  you  willing  to  take  this  as  a  notice  to  you  that  the 
present  case  is  to  determine  yours?  Otherwise  I  shall  proceed 
against  you  by  way  of  interlocutory  injunction ;  and  if  you  vnll 
not  object  on  the  ground  of  delay,  I  do  not  mean  to  file  bills 
against  all  of  you  at  once.  Am  I  to  understand  that  you  make  no 
objection  of  that  kind  ? '  I  do  not  think  any  Court  could  complain 
of  a  patentee  for  taking  the  course  I  am  suggesting."  (£.  jB., 
1  Eq.  391.) 

(w)  Thomas  v.  Winter.    [1867] 

The  defendant  was  one  of  twenty-six  against  whom  the  plaintiff 
brought  separate  actions  for  infringement  of  the  patent  of  a  sewing- 
machine.  A  consolidation  order  was  made  by  consent,  and  the 
plaintiff  was  authorized  to  select  one  action  for  trial,  the  defendants 
undertaking  to  be  bound  and  concluded  by  the  result  of  that 
action.  Provision  was  made  by  the  order  for  security  for  plaintiff's 
costs  in  case  of  an  appeal.  In  the  case  selected  by  the  plaintiff 
the  decision  both  at  the  trial  and  in  banc  were  in  favour  of  the 
plaintiff,  and  the  defendant  neglected  to  prosecute  an  appeal  to 
the  Exchequer  Chamber  : — Held,  upon  application  by  the  present 
defendant,  who  was  not  in  the  action  tried,  to  be  allowed  to  carry 
the  case  decided  to  a  superior  Court, — that  the  fact  of  the  neglect 
to  appeal  was  not  sufficient  ground  for  the  Court's  exercising  its 
equitable  jurisdiction,  in  amending  or  revoking  the  consolidation 
order.    (17  L.  T.  Uep.,  N.  &,  148.) 

Practice — Particulars  of  Breaches, 

Patents  Act,  1883,  sect.  29  (1).  In  an  action  for  infringement  of  a 
patent  the  plaintiff  must  deliver  with  his  statement  of  claim,  or  by  order  of 
the  Court  or  the  Judge,  at  any  subsequent  time,  particulars  of  the  breaches 
complained  of. 

Sub-sect.  [6],  On  taxation  of  costs  regard  shall  be  had  to  the  particulars 
delivered  by  the  plaintiff  and  by  the  defendant ;  and  they  respectively  shall 
not  be  allowed  any  costs  in  respect  of  any  particular  delivered  by  them  unless 
the  same  is  certified  by  the  Court  or  a  Judge  to  have  been  proven  or  to  have 
been  reasonable  and  proper,  without  regard  to  the  general  costs  of  the  case. 

[For  the  remaining  sub-sections,  see  p.  299.] 
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(a?)  Pbkky  v.  Mitchell.    [1840] 

The  Court  has  power,  irrespective  of  any  statute  to  that  effect, 
to  order  the  plaintiff,  in  an  action  for  the  infringement  of  a  patent, 
to  deliver  particulars  in  writing  of  the  infringements  on  which  it 
is  intended  to  rely.     (1  Web.  P.  C.  269.) 

Patent  for  the  manufacture  of  improved  pens.  The  specification 
described  thirteen  different  kinds  of  improvements,  referring  to 
them  by  numbers.  The  Court  ordered  the  plaintiff  to  give  the 
defendant  particulars  by  the  number  of  the  pen  on  which  infiinge- 
ments  were  alleged.     (26.) 

(y)  The  Electric  Telegraph  Company  v.  Nott.    [1847] 

In  an  action  for  infringing  a  patent,  the  Court  has  a  general 
power  to  order  a  pai-ticular  of  the  alleged  infiingement.  But, 
wheie  the  specificati(m  claimed  a  combination  of  numerous  im- 
provements (in  electric  telegraphs),  the  Court  refused  to  compel 
the  plaintiffs  to  give  the  defendants  such  particulars,  conceiving 
that  from  the  nature  of  the  patent,  the  plaintiffs  would  be  thereby 
put  to  great  difiiculty  and  embarrassment,  and  tliat,  under  the 
circumstances  (the  matter  having  been  debated  in  Chancery  upon 
a  motion  for  an  injunction),  the  defendants  must  be  taken  to 
possess  adequate  information  upon   the  subject.     (4  C.  B.  462 ; 

16  L.  j:,  a  p.  174.) 

(«)  Talbot  v.  La  Koche.    [1854] 

In  an  action  for  infringement  of  a  patent  for  "improvements 
in  obtaining  pictures  or  representations  of  objects,"  the  court 
refused  to  compel  the  plaintiff  in  his  particulars  of  breaches  to 
specify  particularly  the  persons  and  occasions,  or  the  particular 
parts  of  the  specification  alleged  to  have  been  infringed,  although 
the  declaration  merely  averred  an  infringement  in  general  terms. 
(15  a  B.  310;  2  C.  L.  Bep.  836.) 

Jervis,  C.J. :  "  If  the  two  processes  described  in  the  specification 
are  wholly  distinct  from  each  other,  and  the  defendant's  process 
may  be  an  infringement  of  the  one  and  not  of  the  other,  he  ought 
to  have  better  particulars.  But,  if  the  whole  is  substantially 
one  process,  he  is  not  entitled  to  them.  .  .  .  We  must  not 
make  the  particulars  more  complicated  than  the  specification." 
(Jb.  320.) 

(a)  Jones  «.  Lees.    [1856] 

In  an  action  by  a  patentee  against  his  licensee  on  a  covenant  to 
pay  for  roving  machines  made  with  the  plaintiff's  invention,  and 
to  make  none  without, — breach,  first,  in  not  paying  for  roving 
machines  made  with  the  invention;  and,  secondly,  in  making 
machines  without  it ;  the  defendant  having,  in  answer  to  inter* 
rogatories,  admitted  the  making  of  many  hundreds  of  roving 
machines,  but  not  with  the  plaintiff's  invention,  and  having 
declared  that  he  could  not  state  to  whom  they  were  sold, 
nor  give  any  further  information  about  them,  without  disclosing 
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• 
his  own  evidence;  and  the  plaintiff  claiming  in  respect  of  all 
the  machines  the  defendant  had  made,  under  one  or  other  of  the 
covenants,  and  asserting  that  he  had  seen  some  of  them  which 
had  his  invention  applied  : — Held,  that  the  defendant  was  entitled 
to  such  particulars  as  should  describe  those  portions  of  the 
machines  to  which  the  plaintiff  contended  that  his  invention  had 
been  applied,  so  as  to  enable  the  defendant  to  understand,  as  far 
as  possible,  the  nature  of  the  machines  as  to  which  he  was  to  be 
charged  under  either  of  the  covenants,  and  that  it  was  no  answer 
to  the  application  for  such  particulars  that  the  defendant's  answer 
to  the  interrogatories  was  insufficient  to  enable  the  plaintiff  to 
furnish  the  particulars,  for  if  the  answers  were  insufficient,  they 
should  have  been  objected  to.     (25  L.  J.,  Exch.  241.) 

(6)  The  Patent  Type  Founding  Company  v.  Eichards.    [1860] 

Upon  an  order  for  the  delivery  of  further  particulars  of 
breaches,  the  plaintiffs  enumerated  certain  instances,  and  added, 
'*and  the  plaintiffs  state  these  particular  iu stances  by  way  of 
example  only,  and  not  so  as  to  preclude  them  from  proving  any  of 
the  infringements  mentioned  in  the  former  particulars  of 
breaches : " — Heldy  that  this  clause  should  be  struck  out  of  the 
particulars.     (2  L.  T.  Eep.,  N.  S,  359.) 

(c)  Needham  v.  Oxley.     Ch.     [1863] 

Particulars  of  breaches  delivered  with  view  to  a  jury  trial  of  a 
patent  case  in  this  Court  are  sufficient,  if,  taken  together  with  the 
pleadings,  they  give  the  defendant  full  and  fail*  notice  of  the  case 
to  be  made  against  him.     (1  H,  &  M.  248.) 

Sir  W.  Page  Wood,  V.-C.,  said :  "  The  object  of  having  these 
particulars  delivered  is  to  give  the  defendant  fair  notice  of  what 
the  complaint  against  him  is,  not  to  tie  the  plaintiffs  down  to  the 
preciRe  terms  of  any  verbal  definition,  or  to  make  the  trial  of  the 
issue  turn  upon  a  point  of  form."    (It.  51.) 

{d)  Curtis  v.  Platt.    H.  L.     [1866] 

The  plaintiffs  are  bound  by  the  particulars  of  breaches  delivered. 
(35  Z.  J.,  Ch.  852.) 

(e)  Wren  r.  Wkild.     [1869] 

The  plaintiffs  carried  on  the  business  of  machine  makers,  and  in 
their  business  sold  machines  to  certain  persons.  The  defendant 
wrote  letters  and  made  verbal  statements  to  such  persons,  alleging 
that  the  machines  so  sold  were  infringements  of  a  patent  which  he 
had  obtained  for  such  machines,  and  making  claims  in  respect  of 
such  alleged  infringement  and  the  use  of  the  machines. 

An  action  having  been  brought  by  the  plaintiffs  in  respect  of 
the  injury  caused  by  these  letters  and  statements,  the  defendant 
pleaded  not  guilty, 

The  Court  ordered  him  to  deliver  particulars  to  the  plaintiffs, 
showing  in  what  part  or  parts  the  machines  of  the  plaintiffs 
mentioned    in    the    declaration    were    an    infringement    of    the 
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defendant's  patents,  and  pointing  out  by  reference  to  line  and 
page  of  his  specifications  what  part  of  the  inventions  therein 
described  he  alleged  to  have  been  infringed.  (Z.  B.j  4  Q,  B,  21S ; 
38  L.  /.,  Q,  B.  88 :  20  L.  T.  Bep.  N.  S,  277.) 

(/)  Batlet  17.  Kynock.     [1874] 

Although,  upon  the  trial  of  questions  in  a  patent  suit,  the 
plaintiflTs  particulars  of  breaches  should  give  the  defendant  full, 
fair  and  distinct  notice  of  the  ca.se  intended  to  be  made  against 
him,  it  is  not  nece;jsary,  in  the  case  of  an  alleged  infringement 
of  a  patent  for  improvements  in  a  particular  article  (e.^.,  cart- 
ridges), for  the  particulars  to  point  out  the  precise  portions  of 
the  specification  alleged  to  have  been  infringed  when  the  thing 
alleged  to  be  an  infringement  has  been  made  an  exhibit.  (L.  B,^ 
19  Eq.  229.) 

(g)  FiirsEGAN  V.  James.     [1874] 

The  practice  in  equity  ought  in  patent  suits  as  nearly  as  pos- 
sible to  conform  to  the  practice  at  common  law,  and  the  plaintiff 
ought  to  state  the  particulars  of  breaches,  either  in  his  bill  or  in 
a  separate  document  delivered  with  it.  (L.  i2.,  19  Bq.  72; 
44  L.  J.  Ch.  185.) 

(^*)  Lamb  v.  Nottingham  Manufacturing  Company.    [1874] 

The  form  of  order  used  in  this  case  for  delivery  of  further  par- 
ticulars of  breaches  is  set  out.     (Seton  on  Decrees,  Ed.  4,  p.  349.) 

(A)  Adair  v.  Young.    V.-C.  B.    [1879] 

Where,  in  an  action  to  restrain  the  infringement  of  a  patent, 
the  defendants  do  not  confine  themselves  to  meeting  the  case 
opened  by  the  plaintiff,  but  open  and  call  evidence  to  prove  an 
entirely  different  case,  the  plaintiff  is  entitled  to  call  evidence  in 
reply ;  and,  notwithstanding  the  41st  sect,  of  15  &  16  Vict.  c.  83, 
to  give  instances  of  infringement  not  included  in  his  particulars 
of  breaches  delivered  in  the  action.     (  W.  N.  1879,  p.  8.) 

(»)  Sykes  v.  Howarth.     Fry,  J.     [1879] 

The  plaintiff  in  his  particulars  of  breaches  alleged  that  the 
defendant  had  at  divers  times  infringed  the  patent  by  the  manu- 
facture, sale  and  use  of  the  patented  machine,  and  particularly 
in  the  cases  of  S.  and  S.  The  defendant  having  admitted,  in 
answer  to  interrogatories,  manufacture  for  and  sale  to  H.,  and  the 
defendant  not  having  applied  for  amended  particulars  according 
to  the  case  of  Hull  v.  Bollard  (25  L.  /.,  Ex,  304)  .—Held,  that 
evidence  of  the  transactions  with  H.  tendered  by  the  plaintiff  must 
be  received.     (X.  B.,  12  Ch.  D.  826.) 

Fry,  J. :  "I  find  the  case  of  Hirst  is  within  the  literal  meaning  of 
the  particulars.  If  I  had  found  that  the  case  of  Hirst  was  likely 
to  create  surprise,  or  likely  to  introduce  any  point  not  raised  by 
Smithes  or  Shaw's  case,  I  should  probably  have  given  an  opportunity 
to  the  defendant  to  bring  any  fresh  evidence."     (16.  830.) 
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(j)  United  Telephone  Company  v.  Harbison,  Coz,  Walker  &Ck). 

[1882] 

Where  at  the  trial  of  an  action  for  infringement,  the  Court  is  of 
opinion  that  there  has  been  an  infringement,  bnt  holds  on  a  legal 
ground  that  the  patent  is  void,  it  will  not  give  the  plaintiff  a 
certificate  under  sect.  43  of  the  Patent  Act  of  1852,  that  breaches 
of  the  patent  by  the  defendant  have  been  proved.  (21  Ch, 
D.  720 ;  61  L.  J.  Ch,  705.) 

(k)  Tilghman's  Sand  Blast  Company  v.  Wright.    [1884] 

On  a  summons  for  better  particulars  of  breaches,  Pearson,  J., 
gave  the  plaintiffs  leave  to  add  general  words,  as  in  Talbot  v. 
Laroche,  when  they  gave  an  exhibit,  and  said  they  did  not  mean  to 
confine  themselves  to  that ;  and  that  was  considered  sufficient. 
The  case  of  the  Patent  I'yP^  Founding  Company  against  Bichards 
was  different,  because  in  that  case  the  defendants  were  manufac- 
turers.    (Griff.  216 ;  1  O.B,  103.) 

(I)  Bussell  v.  Hatfield.    [1885] 

The  chief  clerk  having  made  an  order  fur  better  particulars  of 
breaches,  the  plaintiff  appealed,  and  Pearson,  J.,  said  that  as  the 
defendant  had  full  knowledge  of  all  his  own  sales,  the  application 
should  stand  over  until  he  had  given  the  plaintiff  disoovery,  and  it 
being  pointed  out  that  the  plaintiff  had  not  applied  for  discovery, 
the  defendant  was  given  liberty  to  apply.  (Oriff.  204;  2 
O.  B.  144.) 

(I  *)  Badische  Anilin  und  Soda  Fabrik  v.  Levinstein.  C.  A.  [1885] 

Although  holding  the  patent  invalid,  the  Court  gave  the  plain- 
tiffs the  costs  occasioned  by  the  issues  raised  by  the  particulars 
of  breaches.    C29  Ch.  D.  418.) 

(m)  Ledgard  V,  Bull,    P.  C.     [1886] 

The  solo  object  of  sect.  34  of  the  Indian  Act,  corresponding  to 
sect.  41  of  the  English  Patent  Act  of  1857,  is  to  give  the  defendant 
&ur  notice  of  the  case  he  has  to  meet ;  and  it  is  quite  immaterial 
whether  the  information  be  given  in  the  plaint  or  in  a  separate 
paper.  Under  a  plea  of  want  of  novelty,  the  Court  requires  the 
particulars  to  condescend  upon  the  particular  instances,  the 
matter  there  not  being  within  the  knowledge  of  the  patentee. 
But  it  is  otherwise  in  particulars  of  breaches,  for  the  defendant 
must  know  whether  and  in  what  respects  he  has  been  guilty  of 
infringement.  The  plaintiff  in  this  case  pointed  out  a  particular 
kiln,  constructed  and  used  by  the  defendant,  and  in  his  plaint 
referred  to  his  three  patents,  and  indicated  in  the  case  of  each  the 
distinctive  features  alleged  to  have  been  appropriated  by  such 
construction  and  use.  Held,  to  be  sufficient  particulars  of 
breaches.   (11  -4pp.  (7.,  648 :  eub.  wow.,  Petman  v.  Bull,  3  0.  B.  390.) 

(n)  United  Telephone  Company  v.  Fleming.    [1886] 

The  particulars  of  breaches  were  so  worded  as  to  cover  two 
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valve  telephones,  supplied  by  third  parties  under  a  guarantee  of 
indemnity.  The  third  parties  submitted  that  they  were  perfectly 
willing  to  defend  these  valve  telephones,  and  ultimately  the 
plaintiffs  amended  their  particulars  so  as  to  exclude  them,  and  the 
third  parties  were  discharged  from  the  action.    (3  0.  JB.,  268.) 

(p)  Elsey  v.  Butler,    [1886] 

The  plaintiff  delivered  particular  of  breaches,  alleging  that  the 
defendant  had  infringed  by  the  production  in  a  twist  lace  machine 
of  l€kce  fabrics  in  the  manner  described  in  the  specification,  p.  3, 
1.  22  to  p.  9, 1.  39,  or  in  a  manner  only  colourably  differing  there- 
from ;  and  by  the  use  of  the  improved  combination  of  apparatus 
therein  described,  and  also  in  particular  by  the  production  in  a 
twist  lace  machine,  of  fabric  known  as  double  tie  Swiss  net,  in  the 
manner  described  in  the  specification,  p.  6.  1.  57,  to  p.  7. 1.  38, 
or  in  a  manner  only  colourably  differing  therefrom.  A  summons 
for  further  and  better  particulars,  or  for  leave  to  administer 
interrogatories,  was  dismissed.     (Qriff,  96 ;  1  0.  i2. 189.) 

(p)  Walter  C.  Church  Engineering  Company  r.  Wilson.    (1886) 

The  plaintiffs  said  that  they  complained,  "in  particular  and  byway 
of  illustration  of  the  following  "  specified  sales,  and  an  application 
fur  better  particulars  was  dismissed.  Grove,  J. :  "I  have  seldom 
got  much  information  from  particulars  of  objections  or  particulars 
of  breaches."     {QHff.  236 ;  3  0.  B.  123,  at  p.  126.) 

(^)  Cheetham  v.  Oldham.    [1888] 

When  the  invention  is  not  difficult  to  describe,  and  the  claims 
in  the  specification  are  short  and  defined,  it  vi  enough  in  the 
particulars  of  breaches  to  refer  to  the  claims  alleged  to  have  been 
infringed,  and  references  by  page  and  line  need  not  be  given, 
(5  O.  JB.  624.) 

FracHce — Particulars  of  Objections. 

Patents  Act,  1883,  Sect.  29,  Sub-s.  (2)  The  defendant  must  deliver  with  his 
statement  of  defence,  or  by  order  of  the  Court  or  a  Judge,  at  any  subsequent 
time,  particulars  of  any  objections  on  which  he  relies  in  support  thereof. 

(3)  if  the  defendant  disputes  the  validity  of  the  patent,  the  particulars 
delivered  by  him  must  state  on  what  grounds  he  disputes  it,  and  if  oue  of 
those  grounds  is  want  of  novelty  must  state  the  time  and  place  of  the 
previous  publication  or  user  alleged  by  him. 

^4)  At  the  hearing  no  evidence  shall,  except  by  leave  of  the  CJourt  or  a 
Juage,  be  admitted  in  proof  of  any  alleged  infringement  or  objection  of  which 
particulars  are  not  so  delivered. 

(5)  Particulars  delivered  may  be  from  time  to  time  amended,  by  leave  of 
the  Court  or  a  Judge. 

(6)  On  taxation  of  costs  regard  shall  be  had  to  the  particulars  delivered 
by  the  plaintiff  and  by  the  defendant ;  and  they  respectively  shall  not  be 
allowed  any  costs  in  respect  of  any  particular  delivered  by  them  unless  the 
same  is  certified  by  the  Court  or  a  Judge  to  have  been  proven  or  to  have  been 
reasonable  and  proper,  without  regard  to  the  general  costs  of  the  case. 


Digitized  by  VjOOQ  IC 


300  PRACTICE: 

Pariiculara  of  Objections,  generally, 

(r)  BuLNois  V,  Mackenzie.     [1837] 

In  actions  for  infringing  a  patent,  the  notice  of  objection 
delivered  by  the  defendant  under  5  &  6  WilL  4,  c.  83,  s.  5,  is  not 
conclusive  at  his  peril;  but  the  court,  under  its  general  jurisdic- 
tion, may  model  its  proceedings  and  order  a  fuller  and  further 
notice.  The  jurisdiction  of  the  Court  as  to  these  questions  is 
analogous  to  that  of  set  off.  It  is  for  the  Court  to  decide  upon  the 
sufficiency  of  the  notice ;  this  power  is  not  created  by  the  statute. 
(1  Weh.  P.  a  260 ;  4  Bing.  N.  C.  127.) 

The  notice  of  objections  is  meant  to  afford  more  specific 
information  than  the  pleaa.     (1  Weh.  P.  C.  263.) 

(«)  Fisher  r.  Dewick.     [1838] 

Application  to  the  Court  for  an  amended  notice  of  objections. 
Tindal,  C.J.,  in  delivering  judgment,  said :  *'  The  object  of  the 
statute  (6  <fe  6  Will.  4,  c.  83)  was  not,  indeed,  to  limit  the  defence, 
but  to  limit  the  expense  to  the  parties,  and  more  particularly  to 
prevent  the  patentee  from  being  upset  by  some  unexpected  turn 
of  the  evidence.  Under  the  fifth  section,  therefore,  it  waa  in- 
tended that  the  defendant  should  give  an  honest  statement  of  the 
objections  on  which  he  means  to  rely.  ...  If  he  (the  defendant) 
would,  in  the  Scotch  phrase,  condescend  upon  the  parts  to  which 
he  objects  there  would  be  an  end  to  the  difficulty."  (1  Weh. 
P.  a  267.) 

Coltman,  J.  ''  The  defendant  is  not  precluded  from  bringing  for- 
ward any  number  of  objections,  but  he  must  state  with  precision 
what  they  are." 

(t)  LosH  t?.  Hague.    [1838] 

llie  defendant  had  omitted,  on  pleading,  to  give  to  the 
plaintiff  a  notice  of  any  objections  on  which  he  meant  to  rely  at 
the  trial,  and  a  summons  was  subsequently  taken  out  before  a 
judge  at  chambers  for  leave  to  deliver  such  notice  nunc  pro  tunc. 

This  summons  being  opposed,  on  the  ground  that  a  judge  had 
not  the  power  to  grant  the  application,  the  word  "other"  in  the 
section  showing  conclusively  iJtiat  unless  some  objections,  one  at 
least,  had  been  given  in,  the  authority  under  the  statute  could  not 
be  exercised,  the  matter  came  before  the  Court. 

Parke,  B. :  "  The  Court  has  power  to  grant  the  defendant  leave 
to  plead  de  novo.  Therefore,  let  the  pleas  already  pleaded  be 
considered  as  if  pleaded  de  novo,  and  let  the  objections  be  then 
added,  and  considered  as  if  delivered  along  with  the  pleas." 
(1  Web.  P.  a  203  (n.).) 

Abinger,  C.  B.,  in  addressing  the  jury  at  the  trial  at  nisi  jmus, 
said :  •'  I  never  conceived  those  objections  were  intended  to  be 
urged  before  the  jury ;  I  thought  they  were  merely  to  apprise  the 
plaintiff  of  what  he  was  to  be  prepared  to  meet."  (1  Wd).  P.  0. 
203  (n).) 

Digitized  by  VjOOQ  IC 


Particulars  of  Ohjeetions.  301 

(«)  GiLLBTT  V.  WiLBY.      N.  P,      [1839] 

It  is  not  sufficient  to  state  an  objection  in  a  notice  of  objections 
nnless  there  be  a  plea  to  ivhion  it  can  be  applied.  (1  Web. 
P.  a  270.) 

(ti)  Neilson  V,  Harford.    [1841] 

If  the  objections  are  not  sufficiently  specific,  the  plaintiff's 
course  is  to  apply  to  a  judge  *at  chambers  for  an  order  for  the 
delivery  of  a  more  specific  notice;  but  if  he  omits  to  do  so,  he 
cannot  object  to  the  generality  of  the  notice  at  the  trial :  the  only 
question  then  is,  whether  the  notice  is  sufficiently  large  to  include 
the  objections  relied  on  by  the  defendant.  (8  M,  d  W,  806; 
1  Fe6.  P.  a  331.) 

Parke,  B.,  delivering  the  judgment  of  the  Court,  said :  "  The  Act 
(5  &  6  Will.  4,  c.  83,  s.  5)  must  be  construed  to  mean  that  a  mere 
copy  of  the  pleas  will  not  be  a  sufficient  compliance  with  its  pro- 
visions. It  was  passed  after  the  new  rules  had  required  the 
several  defences  to  be  pleaded,  and  must,  therefore,  be  considered 
as  having  intended  to  give  to  a  plaintiff  some  additional  advantage 
beyond  the  information  which  the  record  would  give  him.  But 
that  did  not  mean  to  say,  nor  do  we  think  the  Common  Pleas 
meant  to  decide,  that  it  would  not  be  sufficient  in  some  cases  to  give 
notice  in  the  terms  of  the  plea  itself;  the  objection  may  be  so 
completely  and  so  fully  expanded  on  the  record,  that  a  mere 
transcript  of  the  plea  itself  may  be  sufficient ;  in  other  cases  the 
plea  mav  be  so  general  in  its  language  as  to  be  insufficient  as  a 
notice,  if  transcribed  from  the  plea  merely.  Each  case  must 
depend  on  its  peculiar  circumstances."     (I  Weh,  P.  C.  370.) 

(w)  Walton  v.  Bateman.    N.P.    [1842] 

The  notice  of  objections  should  be  drawn  with  reference  to  the 
pleas,  or  notice  given  of  the  pleas  to  which  the  objections  are  to 
be  applied.     (1  Weh.  P.  C.  616.) 

(x)  Macnamara  r.  Hulse.    N.  P.     [1842] 

Lord  Abinger,  C.B. :  "  Whatever  objections  the  defendants 
may  have  given  you  notice  of,  they  cannot  go  beyond  their 
pleas.  I  apprehend  that  the  statute  {5  &  6  Will.  4,  c.  83)  does 
not  make  the  notice  of  objections  stand  in  the  place  of  pleas." 
(2  TTefe.  P.  a  128  (n.).) 

(^)  EussELL  V.  Ledsam.    [1843] 

To  an  action  for  infringement  it  was  pleaded  that  the  report  of 
the  Judicial  Committee  of  the  Privy  Council  and  the  letters 
patent  thereupon  were  procured  by  fraud  and  misrepresentation : 
— Held^  that  the  notice  of  objections  delivered  under  6  &  6  Will.  4, 
c.  83,  s.  5,  ought  to  state  the  species  of  fraud  or  misrepresentation 
relied  on.     (11  M.  d  W.  647.) 

(«)  Jones  v,  Berqer.    [1843] 

The  notice  of  objections  must  point  out    the    defence  with 
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greater  particularity  than  the  record.  The  Court  will  see  that 
the  objection  is  stated  with  reasonable  particularity,  according 
to  the  circumstances  of  the  case.     (1  Web,  P.  C.  544 ;  5  M,  d  G, 

208.) 

(o)  E.  «.  Mill.    Sci.fac.    [1850] 

The  notice  of  objections  is  not  part  and  parcel  of  the  record, 
so  as  to  be  incorporated  with  the  issues  raised,  and  show  that 
those  specific  objections  are  in  issue.  (1  L.  M,  &  P.  695;  10 
a  B.  379.) 

(b)  Betts  v.  Walker.    [1860] 

In  an  action  for  infringing  a  patent,  if  the  defendant's  notice  of 
objections  under  stat.  5  <fe  6  Will.  4,  c.  83,  s.  5,  is  too  general  to 
give  such  information  as  the  plaintiff  is  entitled  to,  it  is  no  answer 
to  a  motion  for  better  notice  that  the  notice  is  as  specific  as  the 
pleas.     (14  Q.  B,  363.) 

(c)  Hull  v.  Bollakd.    [1866] 

In  an  action  for  the  infringement  of  a  patent,  if  the  particulars 
of  objections,  delivered  with  the  pleas  pursuant  to  the  15  &  16  Vict, 
c.  83,  s.  41,  are  too  general,  the  party  who  means  to  object  to  them 
must  procure  an  order  for  better  particulars.  (1  H,  &  N.IM; 
25  L.  J.  Exch.  304.) 

(d)  Chollet  r.  Hoffman.    [1857] 

The  requirements  of  the  statutes  5  &  6  Will.  4,  c.  83,  and 
15  (S^  16  Vict.  c.  83,  as  to  the  notices  by  the  defendant,  are  confined 
to  notices  affecting  the  validity  of  the  patent ;  and  the  defendant 
may,  therefore,  object  to  the  want  of  registration  of  an  assign- 
ment of  the  patent  to  the  plaintiff,  although  it  is  not  specially 
mentioned  in  his  notices  of  objections.  (7  Ell,  d  Bl  686 ;  26  L.  J., 
Q.  B.  249.) 

(e)  CtJBTis  V.  Platt.     [1863] 

The  principle  upon  which  the  Court  proceeds  in  regulating  the 
form  of  particulars  of  objections  on  the  trial  of  a  patent  case,  is  to 
guard  against  a  surprise  upon  a  plaintiff  by  production  on  the 
trial  of  evidence  of  prior  user  or  publication  of  which  he  has  no 
notice.  Therefore  it  will  require  the  defendant,  in  stating  those 
instances  on  which  ho  intends  to  rely,  to  put  the  plaintiff  in 
possession  of  all  he  himself  knows,  so  far  as  to  enable  him  to 
identify  the  instances  alleged.     (8  L.  T.  JBcp.,  N,  8.  657.) 

(/)  Eenard  r.  Levinstein.    [1864] 

On  the  trial  of  a  suit  in  equity  to  restrain  the  infringement 
of  a  patent,  the  Court,  sitting  without  a  jury,  will  not  use  the 
same  strictness  in  matters  of  pleading  as  would  be  necessary  in  a 
trial  before  a  jury ;  but  will  follow  that  course  of  procedure  which 
it  deems  best  in  order  to  diminish  the  expense,  and  hasten  the 
determination  of  the  suit.     Therefore,  although  a  defendant  gave 
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no  notice  of  objection  to  the  patent  on  the  ground  of  prior  publica- 
tion Tip  to  the  time  of  proving  the  cause,  and  only  gave  notice  of 
snch  objection  after  the  plaintiff's  case  was  closed  and  the 
defendant's  had  been  opened,  the  Court  then  allowed  a  motion  by 
the  latter  to  amend  his  particulars  of  objection  by  an  allegation  of 
prior  publication  in  a  given  document.  Costs  of  motion  and  extra 
costs  thereby  incurred  to  be  paid  by  the  defendant  in  any  event. 
(11  X.  T.  Bep.,  N.  S.  506 ;  13  W.  B.  229.) 

(g)  Daw  v.  Eley.     [1865] 

The  defendant  will  not  be  allowed,  in  the  course  of  the  hearing 
before  the  Court  without  a  jury,  to  introduce  evidence  of  a  prior 
user  not  disclosed  by  the  particulars  of  objection,  although  such 
evidence  may  have  only  come  to  his  knowledge  since  the  delivery 
of  the  particulars  of  objection.  Senibley  that  the  Court  will  give 
the  defendant  leave,  on  short  notice  of  motion,  to  amend  his  par- 
ticulars of  objection,  so  as  to  introduce  such  newly  discovered 
evidence*    (L.  B,y  1  Eq.  38.) 

(h)  BOVILL  V.  GOODIEB*     [1866] 

The  defendant  will  not  be  required  to  deliver  particulars  of  his 
objections  to  the  patent,  where  replication  has  been  filed  and  the 
Court  has  refused  to  direct  issues.  (L.  Ji.,  1  Eq,  36 ;  36  L.  /.,  Ch. 
174 ;  36  Beav.  264.    But  see  Finnegan  v.  James^  L,  B.  19  Eq.  72.) 

(i)  Daw  v.  Eley.    [1866] 

A  plaintiff  in  a  patent  case,  where  the  novelty  of  the  invention 
7B  denied  by  the  answer,  has  no  right  to  a  discovery  of  the  par- 
ticulars on  which  the  defendant  relies  as  showing  a  user  of  the 
thing  patented  prior  to  the  date  of  the  patent.  (2  Hem.  d  M, 
12b.) 

(j)  Morgan  v.  Fuller.    [1866] 

In  a  suit  to  restrain  the  infringement  of  a  patent  for  improve- 
ments in  the  construction  of  carriages,  the  alleged  invention  con- 
sisting of  a  particular  mode  of  opening  and  closing  the  heads  of 
carriages,  particulars  of  objections  stating  that  head-joints  similar 
to  those  used  in  the  plaintiff's  alleged  invention  had  been,  before 
the  date  of  the  patent,  commonly  used  by  carriage  huHdh-s  generally 
ihr<mghout  Great  Britain^  and  that  head-joints,  similar  to  those 
described  in  the  specification,  had  been  actuated  in  their  motions 
in  the  way  described,  before  the  date  of  the  patent,  hy  various 
carriage  builders  in  or  near  London^  Liverpooly  Manchester  and 
Southampton,  and  various  other  of  the  principal  towns  of  Great  Britain^ 
were  held  insufficient. 

Semble,  that  where  the  objection  points  to  the  public  use  of  a 
particular  preparation,  the  words  "  by  various  makers  in  or  near 
London,"  might  be  sufficient. 

Semble  also,  if  the  defendant  could  not  give  the  names  of  the 
carriage  builders  t»  or  near  London,  dc,  he  would  be  required  to 
specify  the  class  or  classes  of  carriages  with  respect  to  which  the 
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alleged  prior  user  had  taken  place,  and  that  might  have  been  held 
sufficient.     {L.  B.y  2  Eq.  297.; 

(h)  BoviLL  V.  Smith.    [1866] 

In  a  suit  to  restrain  an  infringement  of  a  patent  which  is  con- 
tested on  the  gronnd  of  anticipation  by  prior  use,  the  plaintiff  is 
not  entitled  to  dibcovery  from  the  defendant  in  answer  to  a 
general  interrogatoiy  as  to  the  instances  of  prior  user  on  which  he 
reUes.     (L.  B.,  2  Eq.  459.) 

(I)  Penn  v.  Bibby.     [1866] 

Particulars  of  objections  filed  by  a  defendant  were  ordered  to  be 
amended  by  the  insertion  of  words  specifying  "the  persons  by 
whom,  the  places  where,  the  dates  at,  and  the  manner  in  which," 
there  had  been  the  alleged  user  prior  to  the  date  of  the  plaintiff^s 
patent. 

In  complying  with  this  order,  the  defendant  was  permitted,  in 
his  amended  particulars,  to  preface  his  statement  of  the  specific 
instances  of  alleged  prior  user  with  the  words  '*  amongst  other 
instances,"  in  order  to  give  him  an  opportunity  of  applying  for 
leave  to  re-amend  by  inserting  any  further  instances  of  prior  user 
which  he  might  discover.     (L.  i^.,  1  Eq.  648.) 

(m)  BoviLL  V.  GooDiKR.     [1867] 

The  object  in  directing  issues  to  be  tried  at  law  is  to  ascer- 
tain the  real  state  of  the  facts  :  and  therefore  the  Court  in  a 
patent  case  will  allow  further  particulars  of  prior  user  of  the 
invention  to  be  brought  forward  on  proper  notice.  (36  X».  J., 
Ch.  360.) 

(n)  FiNNEGAN  V.  James.    [1874] 

A  plaintiff  in  a  patent  suit  ought  either  to  state  in  his  bill  the 
particulars  of  the  breaches  complained  of,  or  to  deliver  along  with 
his  bill  a  written  statement  of  such  particulars,  which  statement 
need  not  be  filed.  A  defendant  in  a  patent  suit  ought  to  set  forth 
in  his  answers  the  particulars  of  any  objections  on  which  he  relies. 
(L.  B.y  19  Eq.  72  ;  44  L.  /.,  Eq.  185.) 

(o)  Flower  v.  Lloyd.    C.  A.    [1876] 

In  a  patent  suit  the  form  of  order  requiring  the  defendant  to 
furnish  further  and  better  particulars  of  objections  should  follow 
the  words  of  sect.  41  of  the  Patent  Law  Amendment  Act,  1852, 
but  under  such  order  the  defendant  must  furnish  full  and  sufficient 
particulars.     (45  L.  /.,  Ch.  746.) 

Under  such  an  order  the  defendants  delivered  an  amended 
notice  of  objections  that  the  process  had  been  used  by  three 
persons  whose  names  and  addresses  they  gave,  and  by  other  per- 
sons in  Biimingham  and  London.  Field,  J.,  said  :  "  If  defendants 
knew  that  their  processes  have  been  used  by  other  persons  in  London 
and  Birmingham  besides  tht)se  specified,  they  must  know  the  persons 
by  whom  they  have  been  used,  and  must  give  more  specific  informa- 
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tion.  I  do  not  say  that  tbey  need  give  the  name  and  address  of 
every  such  person,  but  they  mnst  give  fair  information."  (20 
Sol.  J,  860.) 

(j>)  Baird  v.  Moule's  Patent  Earth    Closet    Company.    [1876] 

AND  AVELING  V.  McLaREN.      [1880] 

Forms  of  orders  made  giving  defendants  leave  to  amend  their 
particulars  of  objections  to  the  validity  of  the  plaintiflTs  patent, 
and  providing  for  the  plaintiff  to  have  time  to  elect  whether  he 
would  discontinue  and  for  the  costs.     (17  Ch.  D.,  139(  n.).) 

(5)  Edison  Telephone  Company  v.  India  Kubber  Company.    [1881] 

In  granting  the  defendant  in  a  patent  action  afte^  issue  has  been 
joined,  and  a  day  fixed  for  the  hearing,  leave  to  amend  his  par- 
ticulars of  objection,  the  Court  will  place  the  plaintiff  in  the  same 
position  as  to  discontinuing  the  action  or  disclaiming  a  portion  of 
bis  invention  as  he  would  have  been  in  if  the  original  particulars 
had  contained  the  proposed  amendments.     (17  Ch.  D.^  137.) 

(r)  Cropper  v.  Smith.    H.  L.    [1885] 

A  patentee  having  gone  into  liquidation  his  trustee  assigned  the 
patont  The  patentee  afterwards  went  into  a  trade  partnership 
with  S.  The  assignees  brought  an  action  against  the  patentee  and 
S.  for  an  injunction  and  damages  for  infringement  committed  by 
the  partnership.  The  defendants  having  obtained  leave  to  be 
treated  as  having  severed  in  their  defence  delivered  particulars  of 
objections  which  commenced  thus :  ''  Take  notice  that  at  the  trial 
of  this  action  the  defendants  will  deny  that  they  have  infiinged 
the  letters  patent  in  the  statement  of  claim,  and  the  defendant  S. 
-will  rely  on  their  objections  to  the  validity,  &c."  Held,  reversing 
the  decision  of  the  Coui-t  of  Appeal,  that  under  15  &  16  Vict.  c.  83, 
8.  41,  it  was  not  necessary  for  every  one  of  two  or  more  defendants 
defending  in  the  same  interest  to  deliver  particulars  of  objections, 
and  that  the  patentee  was  not  precluded  from  setting  up  at  the 
trial  the  invalidity  of  the  patent  on  the  ground  of  want  of  novelty 
and  insufficiency  of  the  specifications.     (10  Aj)p.  Cos.  249.) 

(s)  Moss  V.  Malings.    [1886] 

During  the  trial  the  defendant  asked  to  be  allowed  to  apply  for 
a  postponement  and  leave  to  amend  his  particulars  of  objections  on 
tlie  ground  that  since  the  crot^s-examination  of  the  plaintitf  he  had 
discovered  some  new  facts  which  showed  want  of  noveltr.  The 
application  was  refused  on  the  ground  that  defendant  had  not 
shown  that  he  could  not  with  reasonable  diligence  have  discovered 
tlie  new  facts  sooner.     (33  Ch.  D.  603 ;  35   W.  B.  165.) 

(i)  Ehrlich  v.  Ihlee.    [1886] 

In  granting  the  defendant  leave  to  amend  his  particulars  of 
objections,  the  Court  will  impose  such  terms  as  will  place  the 
plaintiff  in  the  same  position  as  if  the  particulars  as  amended  had 
been  delivered  with  the  defence,  even  if  the  plaintiff  was  aware  of 
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the  alleged  anticipation  before  the  action  was  brought.     (56  X.  T, 
819.) 

(tt)  Union  Electrical  Power  and  Light  Company  v.  Electrical 
Storage  Company.    C.  A.    [1888] 

The  defendants  threatened  the  plaintiffH*  cnstomers  with  pro- 
ceedings for  infringement  of  any  of  their  patents  for  electric  ac- 
onmulators.  The  plaintiffs  asked  for  an  injunction  to  restrain 
such  tJbreats,  and  alleged  that  all  the  patents  were  bad.  The 
defendants  applied  for  particulars  of  objections.  Ordered,  that 
on  the  defendants  giving  a  list  of  the  patents  on  which  they 
intended  to  rely,  the  plaintiffs  slionld  within  three  weeks  deliver 
particulars  of  objections  to  the  validity  of  those  patents.  (38 
Ch.  D.  326.) 

(y)  Britain  v.  Hirsch.    C.  A.    [1888] 

Sect.  29,  sub-sect.  (4)  gives  the  Court  at  the  trial  a  discretion  to 
allow  evidence  beyond  the  particulars  of  objections  independently 
of  the  power  of  amendment  under  sect.  29,  sub-sect.  (5).  (6  O.  B, 
220.) 

(w)  Parker  v.  Maignen's  Filtre  Rapide  Company.    [1888] 

Leave  to  amend  particulars  of  objecti^ms  on  eve  of  trial  given  on 
terms.     (5  0.  B.  207.) 

(x)  Darrah  v.  Purser.    [1889] 

Leave  to  amend  particulars  of  objections  was  given  to  the 
defendant  by  Bristowe,  V.-C,  and  the  order  was  drawn  up  as  in 
Edison  v.  India  Rubber  Company.     (6  0.  B.  365.) 

(y)  Law  v.  Ashworth.     [1890] 

The  particular  machine  or  part  of  a  machine  alleged  to  be  an 
anticipation  must  be  pointed  out.     (7  0.  B.  86.) 

(z)  Smith  v,  Lang.     C.  A.     [1890] 

In  an  action  to  rebtrain  threats,  and  for  a  declaration  that  the 
patent  (which  was  for  improvements  in  the  construction  of  wire 
ropes)  was  invalid,  the  plaintiff  alleged  that  the  invention  was 
previously  published  by  the  manufacture,  sale,  use,  or  public 
exhibition  of  wire  ropes  made  by  W.  from  the  year  1832  to  1862: 
^Heldy  that  this  was  too  vague,  and  that  further  and  better  par- 
ticulars ought  to  be  given.     (7  0.  B.  148.) 

(a)  Pascall  v.  Toope.    [1890] 

At  the  trial  the  defendant's  witnesses  gave  evidence  of  instances 
of  prior  user  which  were  different  from  those  set  out  in  his  par- 
ticulars. '  At  the  plaintiff^s  request  Eay,  J.,  adjourned  the  case 
for  three  weeks,  to  give  him  an  opportunity  of  meeting  those 
instances,  but  declined  to  make  an  oider  such  as  that  made  in 
Edison  v.  India  Bubber  Company  (sup.  305  (q)).     (7  0.  B.  125.) 
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As  to  true  and  first  Inventor. 

(y)  Fisher  v.  Dewick.    [1838] 

On  the  delivery  of  amended  particulars  pursuant  to  an  order 
of  the  Court,  a  sumnioDs  for  further  amended  parti culai's  was 
taken  out  and  heard  before  the  Lord  Chief  Justice  Tindal  at 
chambers.  His  Lordship,  after  time  taken  to  consider,  made  the 
following  alteration:  The  words  "that  the  plaintiff  was  not  in 
possession  of  the  said  alleged  improvement8  before  or  at  the  date 
of  the  letters  patent,"  were  struck  out  of  the  objection,  that  the 
plaintift  was  not  the  true  and  first  inventor  of  the  whole  or  of  any 
part  of  the  said  improvements.     (1  Web,  P.  C.  551  (».)•) 

{z)  BussELL  V.  Ledsam.     [1843] 

To  an  action  for  the  infringement  of  a  patent,  the  defendant 
pleaded :  That  the  patentee  was  not  the  true  and  first  inventor  :• 
Heldy  that  the  notice  of  objections  delivered  under  5  &  6  Will.  4, 
c.  83,  s.  5,  need  not  state  who  the  first  inventor  was,  or  under  what 
circumstances  the  invention  bad  been  previously  used.  (11  M.  db 
W.  647 ;  12  L,  /.,  Exch.  439.) 

Parke,  B.,  in  delivering  the  judgment  of  the  Court,  said :  "  The 
principal  point  di^cussed  was,  whether  or  no  it  was  necessary  in 
an  objection  on  the  ground  that  the  patentee  was  not  the  first 
inventor,  or  that  the  invention  was  not  Dew,  that  the  defendant 
should  state  who  was  the  first  inventor,  or  when,  and  in  what 
place  and  under  what  circumstances  it  was  used  before.  This 
point  IB  not  new,  for  it  has  been  already  before  this  Court  and  also 
before  the  Court  of  Common  Fleas,  in  the  case  of  Bulnois  v. 
Mackenzie.  In  that  case  the  Court  of  Common  Pleas  would  not 
require  those  particulars  to  be  given,  and  their  example  has  been 
followed  by  this  Court  in  the  case  of  Heath  v.  Unwin.  In  the  sub- 
sequent case,  however,  of  c/bnes  v.  Berger,  the  Court  of  Common 
Pleas  deviated  from  their  former  decision  in  Bulnois  v.  Mackenzie, 
and  compelled  the  defendant  to  give  the  name  of  the  first  inventor. 
On  consideration  of  the  matter,  however,  we  think  that  we  ought 
to  abide  bj'  the  cases  of  Heath  v.  Unwin  and  Bulnois  v.  Mackenzie^ 
and  that  no  particulars  of  the  circumstances  under  which  this 
invention  may  have  been  previously  used  should  be  required  from 
the  defendant ;  and  we  are  fortified  in  this  view  by  the  decision  of 
the  Court  of  Queen's  Bench  in  the  case  of  Beg.  v.  Walton,  in  which 
they  adopted  the  same  view.  That  was  oiiginally  an  application 
to  the  Master  of  the  Rolls,  which  afterwards  came  before  the  Court 
of  Queen's  Bench,  which  we  find,  on  inquiry,  to  have  deteimined 
this  point  the  same  way."    (11  M.  &  W.  651.) 

As  to  prior  User. 

(a)  Bulnois  v.  Mackenzie.    [1837] 

It  is  doubtful  whether  under  the  words  (5th  section  of  5  &  6 
Will.  4,  o.  83)  •*  notice  of  objection  "  the  Court  can  require  a 
defendant  to  furnish  the  names  of  those  who  are   alleged    to 
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have  used  the  plaintiff's  invention.  Application  refosed  on  the 
ground  that  it  might  prejudice  the  defendant.  (4  Bing.  N.  C. 
132.) 

(6)  Fisher  v.  Dewick.    [1838] 

An  objection  stated  that  "  a  particular  improvement  had  been 
used  by  A.  B.,  &o,  (giving  names  and  addresses),  and  divers  other 
people  within  this  kingdom  and  elsewhere;"  the  judge  at 
chambers  struck  out  the  words  '*  and  divers  other  people,"  adding 
that  ''if  the  defendant  discover  other  persons  not  named  in  the 
objections,  he  has  the  power  of  applying  to  a  judge  to  add  suoh 
persons."     (1  Web.  P.  C.  661  (n).) 

(c)  Galloway  v.  Bleaden.    [1839] 

Coltman,  J.,  ordei*ed  names,  addresses,  and  descriptions  to  be 
given,  and  the  words  "  divers  other  persons  "  to  be  struck  out, 
(1  Web.  P.  C.  268  (n).) 

(d)  Carpenter  v.  Walker. 

The  objection  stated  the  making  of  locks  similar  to  the  subject 
of  the  patent  by  the  defendant  and  others,  several  years  before  the 
date  of  the  letters  patent,  and  their  sale  to  divers  persons,  and 
among  others  to  one  S.  T.,  of,  &o.  On  summons  to  strike  out  the 
words  ''  to  divers  persons,  and  among  others,"  or  to  state  the  names 
and  descriptions  of  the  others  besides  S.  T.,  to  whom  sales  were 
made,  the  parties  were  referred  to  the  Court,  who  refused  the 
application.    (1  Weh.  P.  C.  268  (n.).) 

(e)  Reg.  ».  Walton.    Sd.fae.    [1842] 

On  8ci.  foe.  to  repeal  a  patent,  the  prosecutor  having,  while  the 
record  was  in  Chancery,  filed  notice  of  objections,  under  b  &  6 
Will.  4,  c.  83,  s.  6,  namely,  that  other  persons  than  the  patentee 
had  used  the  invention  in  England  before  grant  of  the  patent, 
the  Court  of  Queen's  Bench,  on  motion  supported  by  an  affidavit 
stating  that  the  defendant  had  no  other  means  of  gaining  the 
information  required,  and  was  afraid  of  being  taken  by  surprise  at 
the  trial,  refused  to  order  delivery  of  a  particular  stating  the 
names  and  addresses  of  such  persons.     (2  Q.  B.  969.) 

(f)  Heatu  v.  Unwin.    [1842] 

It  is  not  sufficient  notice  of  an  objection  to  say  that  the  inven- 
tion was  wholly  or  in  part  used  before,  but  it  ought  to  point 
out  what  portions  were  previously  in  use.  (10  M.  dt  W.  684 ; 
1  Web.  P.  a  661 ;  2  D.  N.  S.  482;  6  Jur.  1068;  12  L.  J.,  Ex. 
46.) 

(^)  Russell  v.  Ledsam.    [1843] 

To  an  action  for  the  infringement  of  a  patent,  the  defendant 
pleaded:  That  the  invention  was  not,  when  the  letters  patent 
were  granted,  a  now  invention  : — Hdd^  that  the  notice  of  objec- 
tions delivered  under  5  &  6  Will.  4,  c.  83,  c.  6,  should  specify 
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'whether  the  defendant  objects  to  tho  patent  generally  as  not  new, 
or  to  part  only,  and,  if  so,  to  what  part  (11  M.  dt  W,  647;  1 
D.  d  L.  347 ;  7  Jur.  685 ;  12  L.  /.,  Exch  439.) 

(A)  Joiras  V.  Berger.    [1843] 

The  words  "  and  elsewhere  "  should  be  omitted,  the  places  to 
be  specified  should  fresh  evidence  arise.  The  notice  of  objections 
is  sufficient  if  it  limits  the  inquiry  to  a  particidar  species  and 
class  of  persons,  who  are  using  it  in  a  particular  trade.  (1  Web. 
Pi  a  649.) 

Maule,  J.,  said:  ''It  seems  to  me  to  be  a  reasonable  particu- 
larization  if  it  (the  notice  of  objection)  points  out  to  the  party 
who  is  to  sustain  the  patent  sufficiently  the  nature  of  the  inquiry 
that  the  objector  intends  to  rely  on  as  to  the  patent.  It  seems  to 
me  not  unreasonable  to  say  '  at  Nottingham  and  elsewhere ; '  for 
the  nature  of  the  fabric  being  specified,  and  the  particular  kind 
of  starch  also  specified,  it  might  well  be,  as  my  brother  Bompas 
has  argued  forcibly,  that  there  might  be  fabrics  of  that  kind  in 
the  market,  which  could  be  shown  to  have  been  made  of  that 
kind  of  starch,  though  you  may  not  be  able  to  trace  where  they 
came  from.  I  don't  think  it  worth  while  to  differ  from  my  Lord 
Chief  Justice  in  that  respect."     (1  Web.  P.  C.  650.^ 

The  defendant  should  specify  books  or  publications  intended  to 
be  reUed  on.     (1  Web.  P.  C.  548.) 

{%)  Beiitley  v.  Keiohley.     [1844] 

In  case  for  infringing  of  a  patent  for  improvements  in 
machinery,  the  notice  of  objections  delivered  pursuant  to  6  &  6 
"WilL  4,  c.  83,  s.  5,  stated  that  the  invention  was  known  to  and 
used  by  A.  and  B.,  and  others,  before  the  grant.  The  Court 
refused  to  require  the  defendant  to  strike  out  the  words  "  and 
others."  Maule,  J.,  in  the  course  of  the  argument,  said :  "  The 
plaintiff  may  know  one  person,  and  he  may  know  that  there  are 
others  who  have  used  the  article.  Suppose  the  patent  to  be  for 
an  improvement  in  shipping,  and  the  defence  relied  on  were, 
that  it  had  been  used  before,  the  defendant  would  not  be  bound, 
in  his  particular,  to  state  the  names  of  all  the  owners  of  all  the 
ships  in  which  he  had  seen  the  alleged  improvement  applied. 
But,  if  he  states  that  the  invention  had  been  published  to  the 
world  in  a  certain  magazine  or  journal,  and  also  in  other  books 
and  writings,  he  ought  to  specify  all  the  books  and  writings." 
(7  M.  d  O.  652;  8  Scott,  N.  B.  372;  1  D.  d  L.  9U;  13  L.  J., 

a  p.  167.) 

(J)  Holland  v.  Fox.    [1853] 

Where  the  defendant  in  an  action  for  infringement  of  a  patent 
states  in  the  particulars  of  objection  delivered  with  his  pleas  that 
the  invention  of  the  plaintiff  had  been  used  before,  inter  alia,  at 
Sheffield,  Birmingham  and  London,  the  Court  made  an  order, 
under  the  16  &  16  Vict.  c.  83,  for  further  and  better  particulars. 
(1  a  L.  Bep.  440 ;  1  W.  B.  448.) 
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(k)  Palmer  v.  Cooper.    [1853] 

The  4l8t  section  of  the  15  &  16  Vict,  c*  83,  requires  the 
defi*ndant  in  an  action  for  the  infringement  of  a  patent,  to 
deliver  with  his  pleas  the  particulars  of  any  objections  on  which 
he  means  to  rely  at  the  trial :  and  when  he  intends  to  rely  upon 
a  prior  user  or  publication,  the  particulars  must  state  the  place  or 
places  at  which,  and  in  what  manner,  the  invention  has  been  used 
or  published  prior  to  the  date  of  the  patent ;  and  in  the  absence 
of  such  statement,  the  defendant  will  be  precluded  from  giving 
evidence  of  such  prior  user  or  publication.  The  plaintiflTs 
particulars  of  breaches  cannot  be  called  in  aid  of  the  defective 
particulars  of  objections.  Although  a  judge  at  chambers  has 
power  to  order  the  amendment  of  the  particulars,  he  cannot 
introduce  into  such  order  any  terms  relative  to  the  admissibility 
of  evidence  at  the  trial  under  such  particulars  which  are  incon- 
sistent with  the  provisions  of  the  41st  section.  (9  Exch.  231  ; 
2  a  L.  B.  430 :  23  L,  J.,  Exch,  82.) 

Parke,  B. :  "  i  he  defendant's  particulars  ought  to  give  the 
plaintiff  such  information  as  will  enable  him  to  make  the 
necessary  inquiries  at  the  places  named."     (9  Exch,  236.) 

Alderson,  B. :  "I  think  that  the  present  residence  of  the 
parties  who  have  been  the  users  of  the  invention  ought  to  be 
stated,  as  otherwise  the  plaintiff  would  not  know  where  to  go 
for  his  evidence."     (i6.) 

(I)  Palmer  v.  Wagstaffe.     [1853] 

Where,  in  an  action  for  the  infringement  of  a  patent,  the 
defendant  relies  on  a  general  user  of  the  supposed  invention,  it 
is  sufficient  to  state,  in  his  particulars  of  objection,  under  15  &  16 
Vict.  o.  83,  s.  41,  that  the  invention  was  used  by  manufacturers 
generally  at  a  particular  place,  without  naming  any  person  or 
specifying  any  manufactory.  (8  Exch.  840 ;  1 7  Jur,  581 ;  22 
L.  /.,  Exch.  295.) 

Alderson,  B. :  "  A  defendant  may  rely  either  on  a  specified  user 
by  certain  persons  named,  or  on  a  genei-al  user  by  all  persons 
at  a  particular  place.  In  the  former  case,  if  he  proves  a  user 
by  any  one  of  the  persons  named,  that  will  support  his  objection  ; 
but  if  he  rests  his  case  on  a  general  user,  proof  of  a  user  by 
one  person  will  not  do.  In  fact,  the  plaintiff  has  no  reason 
to  complain  of  the  generality  of  the  statement,  for  the  more 
general  it  is,  the  more  the  defendant  must  prove  under  it." 
(8  Exch.  842.) 

(to)  Hull  v.  Bollard.    [1856] 

The  15  &  16  Vict.  c.  83,  s.  41,  does  not  prevent  defective 
particulars  from  being  available  at  the  trial,  and  the  plaintiff 
cannot  resist  the  admiss'on  of  evidence  which  is  within  the 
literal  meaning  of  the  particulars,  on  the  ground  that  the 
statement  is  too  general,  and  that  the  particulars  do  not  give 
the  required  information  as  to  the  place  in  which  the  invention 
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IB  alleged  to  have!  been  used.     (1  E.  &  N.  134 ;  25  L.  J.y  Exch. 
304.) 

Pollock,  C.  B. :  "  It  is  trae  that  the  statute  contains  a  pro- 
viso that  the  place  or  places  at  which  the  invention  is  alleged 
to  have  been  used  shall  be  stated,  but  that  pioviso  does  not 
prevent  partictdars  not  containing  such  statement  from  being 
available,  if  not  objected  to  on  that  ground  before  the  trial." 
(1  H.  &  N.  137.) 

(m*)  Grover  and  Baker  Sewikq  Machine  CoMPAmr  v,  Wilson. 
[1870] 

The  defendant  had  been  ordered  to  give  amended  particulars 
stating  pages  and  lines  of  the  prior  specifications  relied  on,  and 
the  parts  of  the  machines  alleged  to  have  been  used  before,  and 
afterwards  obtained  leave  to  add  other  specifications  and  other 
names  of  prior  users.  Heldy  that  he  ought  to  have  given  pages 
and  lines  and  the  parts  of  the  machines  in  the  additional  par^ 
ticulars.     (TT.  N.  1870,  p.  78.) 

(n)  Wilson  v.  Gann.    V.-C.  H.    [1875] 

In  a  patent  suit  which  had  been  set  down  for  hearing,  an 
application  made  by  the  defendant,  after  notice  given  to  the 
plaintiff,  for  leave  to  produce  at  the  hearing  of  the  cause  the 
evidence  as  to  prior  user  of  a  new  witness  discovered  since  the 
cloBing  of  the  evidence,  was  allowed.     (23  TT.  B.  546.) 

(o)  Flower  v.  Lloyd.    C.  A.    [1876] 

In  a  patent  suit  the  form  of  order  requiring  the  defendant  to 
furnish  further  and  better  particulars  of  objections  used  to  follow 
the  words  of  section  41  of  the  Patent  Law  Amendment  Act,  1852, 
and  require  the  defendant  to  state  in  his  particulars  merely 
"the  plfiU)e  or  places  at,  or  in  which,  and  in  what  manner,  the 
invention  is  alleged  to  have  been  used  or  publi»ihed  prior  to  the 
date  of  the  patent,"  but  under  such  an  order  the  defendant 
must  furnish  full  and  sufficient  particulars.  (45  L.  J,,  Ch* 
746.^ 

The  defendant  gave  the  names  and  addresses  of  three  persons, 
and  stated  that  the  patented  process  had  also  been  used  by  *'  other 
persons  in  London  and  Birmingham."  The  plaintiff  took  out  a 
summons,  which  was  adjourned  into  Court,  asking  that  the  words 
in  inverted  commas  might  be  struck  out,  on  the  ground  that  the 
notice  of  objection  was  not  in  compliance  with  the  order  or  with 
the  statute  15  &  16  Vict.  c.  83. 

It  was  contended  on  behalf  of  the  defendants  that,  on  the 
authority  of  Bentley  v.  Keighley  (7  Man.  d  Or.  652),  and  Palmer  v. 
Wagsiaffe  (8  Exch.  840),  it  was  sufficient,  under  an  order  to  specify 
the  places  where  the  process  had  been  used,  to  give  the  names  of 
the  towns. 

Field,  J. :  "I  cannot  follow  the  cases  that  have  been  cited. 
We  have  advanced  in  our  ideas  since  they  were  decided.  If  the 
defendants  knew  that  their  processes  have  been  used  by  other 
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persons  in  Londoiti  and  Birmingliam  besides  those  specified,  they 
must  know  the  persons  by  whom  they  have  been  nsed,  and  must 
give  more  hpecifio  information.  I  do  not  say  that  they  need  give 
the  name  and  address  of  every  such  person,  but  they  must  give 
fair  information.  If  they  can  give  no  further  information,  the 
words  in  question  are  useless  and  too  indefinite,  and  must  be 
struck  out."     (Solicitors'  Journal,  1876,  p.  860.) 

(p)  Plimpton  v.  Spiller.    Field,  J.    [1876] 

The  defendants  alleged  by  their  objections  that  the  invention 
was,  before  the  date  of  the  alleged  patent,  patented  in  the  United 
States  of  America,  and  the  said  prior  American  patent  was 
surrendered  before  the  defendants  made  and  used  the  said 
invention.  That  "before  the  date  of  the  alleged  letters  patent 
the  alleged  invention  had  been  published  in  England  in  the 
Commibsioners  of  Patents  Journal  of  the  6th  of  February,  1863, 
and  in  the  Scientific  American  of  the  24th  of  January,  1863,  and 
in  sketches  and  drawings  deposited  in  the  Patent  Office  Library 
in  July,  1865 : " — Held,  that  the  defendant  must  give  better 
particulars.  They  must  state  the  date  of  the  American  patent, 
the  name  of  the  patentee,  and  the  date  of  the  alleged  surrender. 
The  pages  of  the  publication  mentioned  in  the  above  objections 
must  be  specified,  but  nut  the  lines,  and  the  drawings  mucst  be 
identified  in  writing,  whether  contained  in  books  or  not.  The  last 
part  of  the  order  to  be  in  the  terms  of  Flower  v.  Lloyd,  (20 
Solicitors'  Journal,  1876,  p.  860.) 

(q)  Sugg  v.  Silber.    C.  A.    [1877] 

Under  notice  of  objection  by  a  defendant,  that  the  invention 
was  not  new,  he  can  at  the  trial  show  that  one  of  two  inventions 
described  in  the  specification  is  not  new,  and  that  the  patent  is 
therefore  bad.     (2  Q.  B.  D.  493.) 

(r)  BiKCH  V.  Mather.    [1883] 

In  a  patent  action  the  plaintiff  is  entitled  under  the  4l6t  section 
of  the  Patent  Law  Amendment  Act,  1852,  to  have  the  names  and 
addresses  of  the  persons  mentioned  in  the  particulars  by  whom  it 
is  alleged  that  prior  user  was  made  as  well  as  the  places  where 
the  prior  user  has  taken  place.     (22  Ch.  D,  629.) 

(«)  London  &  Leicester  Hosiery  Company  t7.  Highah. 

Defendant  was  ordcTed  to  state  what  portions  of  the  specifications 
alleged  as  prior  publications  wei-e  alleged  to  anticipate  the 
plaintiff's  patent,  with  a  reference  to  pages  and  lines  of  such 
specifications,  and  also  what  portions  of  plaintiff's  inventions  are 
alleged  to  have  been  published  prior  to  the  letters  patent  with 
reference  to  the  claiming  clauses  of  the  specifications  of  such 
letters  patent.     {Lawson's  Patents,  pp.  75,  330.) 

(/)  Boyd  v,  Horrocks.    [1886-8] 

Allegations  of  prior  user  by  named  persons  in  given  years  held 
sufficient.     (3  0.  U.,  285 ;  5  O.  JB.  562.) 


Digitized  by  VjOOQ  IC 


Particulars  of  Objections  as  to  Prior  User.  313 

(fi)  Fowler  t7.  Gaul.    [1886] 

It  is  not  Bnfficient  for  a  defendant  to  say,  I  impeach  the  patent 
on  the  ground  of  want  of  novelty,  and  then  to  state  the  time  and 
place  of  the  previous  publication  or  user  alleged  by  him  and  no 
more.  He  must  state  on  what  grounds  he  disputes  it,  and  if  one 
of  those  is  want  of  novelty,  he  must  state  reasonably  on  what 
grounds  in  respect  of  want  of  novelty  he  disputes  it,  and  the  time 
and  place  of  the  previous  publication  or  user  alleged.  In  this 
case  the  want  of  novelty  suggested  was  the  prior  publication  of 
two  specifications  and  of  two  provisional  specifications.  It  is  un- 
reasonable to  fling  at  the  bead  of  the  plaintiff  the  two  specifications 
alone,  it  being  perfectly  within  the  knowledge  of  the  defendant, 
and  not  within  the  knowledge  of  the  plaintiff,  what  parts  he 
intends  to  rely  on ;  and,  if  there  are  several  things,  which  in  nine 
cases  out  of  ten  there  are,  it  is  right  that  he  should  be  called  upon 
to  say,  "  I  say  that  the  thing  shown  in  every  part  of  that  is  an 
anticipation,"  or  "  in  the  diagram  so  and  so,"  or  "  in  paragraph  so 
and  so,"  or  *'in  the  explanation  given  in  pages  so  and  so  from 
aome  line  to  some  other  line,"  just  sufficiently  to  enable  the 
plaintiff  to  know  in  what  respect  he  is  to  be  attacked.  (Orijf,  99 ; 
3  O.  JR.  247.) 

(©)  Habkis  v.  Eothwell.    [1886J 

Order  for  better  particulars  of  objections  to  be  given,  stating  to 
what  claim  in  the  plaintiff's  specifications  each  of  the  objections 
was  pointed,  and  referring  to  the  particular  parts  of  the  specifica- 
tions and  publication  on  which  the  defendant  relied  as  antici- 
pations.    (Qriff.  109 ;  3  O.  i?.  243.) 

(it)  Boyd  «.  Farrae.    [1887] 

In  an  action  for  damages  and  an  injunction  in  respect  of 
infringement  of  a  patent  for  complicated  machinery,  the  defendant 
delivered  particulars  of  objections,  stating  that  prior  to  the  date  of 
the  patent  (1),  articles  made  according  to  the  supposed  invention 
were  publicly  exhibited  in  use  by  Messrs.  H.  at  their  (named) 
works  in  May,  1887,  and  (2),  the  supposed  invention  was  published 
in  certain  specifications  which  were  enumerated  with  references  to 
pages  and  lines  where  the  alleged  anticipations  were  to  be  found : — 
Held,  that  the  defendant  ought  to  specify  the  particular  machines 
or  articles  alleged  to  be  anticipations,  but  not  the  parts  of  the 
plaintiff^s  machine  anticipated  thereby,  as  the  plaintiff  must  be 
taken  to  know  his  own  invention ;  and  further,  as  to  (2),  that  the 
defendant  must  state  with  reference  to  each  specification  which 
parts  of  the  plaintiff's  invention,  by  reference  to  claiming  clauses 
of  the  plaintiff's  specification  were  alleged  to  be  anticipated 
thereby.     (W.  N.,  1887,  157  ;  67  L.  T.  866 ;  5  0.  B.  33.) 

(«)  Holliday  V,  Heppekstall.    C.  a.    [1889] 

It  is  not  necessary  or  proper  for  a  defendant  who  relies  on 
general  public  knowledge,  to  state  in  his  particulars  of  objections 
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the  books  which  contain  that  knowledge,  but  ^snch  general  public 
knowledge  must  be  proved  by  ordinary  evidence  with  a  reference 
to  well-known  books  if  necessary.  But,  of  course,  if  a  defendant 
relies  on  any  publications  as  anticipations,  he  must  state  what 
publication  he  relies  on,  and  that  he  relies  on  it  as  an  anticipation, 
and  not  as  showing  the  state  of  general  public  knowledge,  and  he 
ought  to  state  the  nature  of  the  alleged  anticipation*  «nd  to 
specify  where  in  particular  it  is  to  be  found,  without,  in  an 
ordiuary  case,  being  obliged  to  give  AOteal  pages  and  lines.  (6 
O.  JB.  320.) 

Defendants  in  an  action  for  infringement  of  a  patent  for  a 
dyeing  process,  alleged  want  of  novelty  and  anticipation,  and 
being  called  on  for  particulars,  refen-ed  to  about  twenty  specifica- 
tions and  a  voluminous  collection  of  extracts  from  books.  Ordered 
that  the  defendants  should  strike  out  the  publications  on  which 
they  relied  as  showing  general  knowledge  which  prevented  the 
process  being  an  invention,  and  should  state  the  nature  of  the 
anticipations  alleged,  and  should  point  out  which  parts  of  the 
specifications  they  relied  on  as  showing  such  anticipations.  (TF.  N.^ 
1889,  p.  66.) 

As  to  Specification. 

(y)  Fisher  t?.  Dewick.    [1838] 

On  the  objection,  "  that  the  invention  for  which  the  said  letters 
patent  were  granted  is  more  extensive  than,  and  did  not  correspond 
with,  the  invention  described  in  the  specification,"  his  Lordship 
remarked,  ''I  think  the  attention  of  the  pUintiff  should  be  called 
to  the  particular  part  or  parts."  His  Lordship  made  the  same 
remark  on  an  objection  of  discrepancy  between  the  drawings  and 
specification.     (1  Web.  P.  C.  551  (n.).) 

(«)  Neilson  v.  Harford.    [1841] 

A  statement  in  the  notice  of  objections, "  that  the  specification  is 
calculated  to  deceive,"  is  sufficient  to  let  in  evidence  as  to  any 
particular  passage  being  false.  (1  Weh,  P.  C.  324  («.)•)  Where 
the  objection  simply  states  the  specification  to  be  insufficient,  if 
the  plaintiff  is  contented  to  take  ihat  as  notice,  any  objection  may 
be  made  at  the  trial  to  show  that  the  specification  is  insufficient. 
{lb.  332.) 

(o)  Heath  v.  Unwin.    [1842] 

It  is  a  sufficient  notice  to  state  "  that  the  invention  is  not  pro- 
perly set  forth  in  the  specification,"  for  the  legislature  never 
intended  that  the  defendant  should  argue  his  case  in  the  statement 
of  objections,  which  he  delivers  in  compliance  with  the  Act.  (10 
M.  &  W.  687 ;  12  L.  J.,  Ex.  48.) 

(6)  Jones  v.  Beroer.    [1843] 

The  objection  that  the  plaintiflf's  specification  did  not "  sufficiently 
distinguish  between  what  was  old  and  what  was  new,"  held  suffi- 
cient, as  the  objection  was  to  an  omission  in  the  specification.   The 
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allegation  that  the  plaintiff  did  not  state  in  his  specification  **  the 
most  beneficial  method  with  which  he  was  then  acquainted,  of 
practising  his  mid  invention,"  held  sufficiently  precise.  (5  M.  &  G. 
208.) 

(c)  Leaf  v.  Topham.    [1845] 

In  an  action  for  the  infringement  of  a  p«ient,  the  defendant, 
pursuant  to  sect.  5  of  5  <fe  6  Will.  4,  o.  83,  delivered  %  notice  of 
objections,  one  of  which  stated  that  the  patentee  did  not,  hy  tbe 
specification  in  the  declaration  mentioned,  sufficiently  describe 
the  nature  of  the  suppo.^'ed  invention ;  and  the  other  stated  that 
he  had  not  caused  any  specification  sufficiently  describing  the 
nature  of  the  supposed  invention  to  be  duly  enrolled  in  chancery : 
— Htld^  that  the  last  objection  was  not  sufficiently  precise ;  and 
the  Court  ordered  an  amendment,  which  was  made  by  inserting 
the  word  **  other"  before  "specification."  (14  Jtf.  &  W.  146;  14 
L.  /.,  Exch.  231.) 

Parke,  B. :  '*  1  think  the  meaning  of  the  last  objection  is  too 
obscure.  It  may  either  mean,  that  there  is  no  specification 
existing  among  the  rolls  of  the  Court,  or  that  that  which  has 
been  enrolled  is  defective  in  not  sufficiently  describing  the  inven- 
tion."   (14  M.  d  W.  148.) 

(d)  Anglo-American  Brush  Light  Company  t7.  Crompton.    C.  A. 

[1886] 
In  an  action  for  infringement,  a  defendant  gave  notice  of  an 
objection,  that  there  was  a  variance  between  the  provisional  and 
complete  specification.  Ordered  to  deliver  further  and  better  par- 
ticulars, so  as  to  inform  the  plaintiff  of  the  scope  and  nature  of  the 
objection,  and  to  show  in  what  the  alleged  difference  consists. 
(35  W.  B.  125  ;  34  Ch.  D.  162.)  Order  affirmed  on  appeal.  (4  0.  B. 
27  ;   W.  N.  1886,  188.) 

(d*)  Crompton  v.  Anglo-American  Electric  Light  Company.  C.  A. 
[1887] 
In  an  action  for  infringement,  the  defendant  denied  the  vali- 
dity of  the  patent,  and  stated  the  objection  that  the  specification 
did  not  sufficiently  describe  the  nature  of  the  invention,  and  how  it 
was  to  be  performed.  Being  ordered  to  furnish  further  particulars, 
be  repeated  the  above,  with  this  addition,  "  inasmuch  as  it  does 
not  contain  a  sufficient  direction  to  enable  workmen  skilled  in  the 
manufacture  of  electrical  machinery  to  make  a  dynamo  electric 
machine,"  with  the  property  claimed.  Kay,  J.,  ordered  further 
particulars,  and  the  Court  of  Appeal  declined  to  interfere  with 
that  order.    (36  Ch.  D.  283 ;  4  0.  -B.  197.) 

Certificate  that  particulars  of  Objection  have  been  proven  or    were 
reasonable  and  proper, 

(6)  HoNiBALL  o.  Bloomer.     [1854] 

In  an  action  for  the  infringement  of  a  patent,  the  43rd  section 
of  the  15  <fc  16  Vict.  c.  83,  made  the  certificate  of  the  judge  who 
tried  the  cause,  that  the  defendant's  particulars  of  objections  had 
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been  proved  by  the  defendant,  a  condition  precedent  to  bis  rigbt 
on  taxation  to  any  costs  in  respect  of  sncb  particulars,  even  in  the 
case  of  a  nonsuit.  (10  Exch,  538 ;  1  Jur.,  N.  8.  188 ;  24  L.  J., 
Exch.  11.) 

Pollock,  C.B.,  said :  "  With  respect  to  the  costs  of  the  issnes, 
there  is  no  doubt  that,  where  the  plaintiff  is  nonsuited,  the  defen- 
dant is  entitled  to  all  the  costs  of  the  issues,  that  is  to  say,  of  the 
pleadings  and  evidence  necessary  to  support  them.  But  as  these 
particulars  are  the  creatures  of  this  statute,  and  the  costs  of  this 
particular  class  of  proceedings  are  declared  by  the  legislature  to 
be  no  part  of  the  general  costs  of  the  cause,  and  that  in  the  absence 
of  a  certificate  they  shall  not  be  recoverable,  they  are  not  recover- 
able." (10  Exch.  542.)  (But  see  ParneU  v.  Mori,  Lidddl  d  Co. 
inf.  p.  316  (f).) 

(/)  Greaves  v.  The  Eastern  Counties  Bailway  Company.    [1859] 

The  plaintiff  having  abandoned  his  action  before  trial :  Hdd^ 
that  the  defendants  were  entitled  to  the  costs  of  the  particulars, 
and  of  the  evi(lence  in  support  of  them,  for  sect.  43  of  15  <fe 
16  Vict.  c.  83  did  not  apply  except  when  the  cause  came  on  for 
trial.     (1  EU.  d  EU.  961 ;  28  L.  J.,  Q.  B.  290.) 

(g)  6erh  Milling  Company  v.  Eobinson  (No.  2.)    [1885] 

On  an  application  for  a  certificate  that  particulars  are  reasonable 
and  proper  under  sect.  29,  sub-sect.  6,  of  the  Patents  Act^  1883, 
it  is  not  enough  that  such  particulars  do  not  appear  to  be  other- 
wise than  reasonable  and  proper,  but  the  Court  must  be  satisfied 
that  they  are  reasonable  and  proper ;  and  for  the  purpose  of 
determining  this  question  the  Court  will  rely  solely  upon  know- 
ledge derived  from  the  trial  of  the  action,  and  where  an  action 
comes  to  an  end  without  both  sides  being  heard  will  not  allow 
additional  evidence  to  be  called.  The  Court  will  not  grant  a 
certificate  to  a  party  who  is  not  entitled  to  any  costs  of  the  action. 
(55  L.  T.  282 ;  1  T.  L.  E.  38 ;  2  T.  L.  B.  785.) 

(K)  Cropper  t7.  Smith  and  Hancock.    [1885] 

The  defendant  Smith  delivered  three  objections,  the  first  only  of 
which  was  relied  on  by  Hancock  in  his  particulars.  The  House  of 
Lords  held  that  the  first  two  objections  failed,  but  that  the  third 
was  sufficient  to  invalidate  the  patent,  and  that  Hancock  was  not 
shut  out  from  the  benefit  of  that  decision.  Pearson,  J.,  being 
applied  to  by  both  defendants  as  judge  of  first  instance  for  a  cer- 
tificate, certified  that  the  defendant  Smith  had  established  his 
third  objection.     (TT.  N.  1885,  p.  11.) 

(f)  Parnell  v.  Mort,  Liddell  and  Company.    C.  A.    [1886] 

The  Judge  of  the  County  Palatine  Court  held  the  patent  invalid 
for  an  objection  appearing  on  the  face  of  it,  but  stated  that  the 
defendants  ought  to  have  the  costs  of  the  witnesses  brought  to 
support  their  particulars  of  objections.  Hddj  that  the  Vice- 
Chancellor  had  power  to  allow  the  costs,  as  the  Palatine  Court 
was  not  affected  by  15  &  16  Vict.  c.  83  nor  fettered  by  analogy. 
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Bowen,  L.J. :  *'  I  entertain  some  doubt  as  to  HonibM  v.  BloomeTy 
but  the  point  will  probably  never  occur  again."    (29  Ch.  D,  325.) 

(j)  RowcuFFB  17.  Morris.    [1886] 

Where  a  successful  defendant  did  not  apply  at  the  trial  for  a 
oertifioate  that  he  had  proved  his  particulars  of  objection,  but 
moved  for  one  six  months  afterwards,  he  was  given  a  certificate 
but  no  costs  of  the  motion.     (3  0.  £.  145.) 

(h)  Badham  V,  Bird.     [1888] 

The  certificate  as  to  particulars  of  objection  was  limited  to 
those  which  were  put  to  the  plaintiff  in  cross-examination.  (5 
O.  B.  238.) 

(k*)  LoNGBOTTOM  V.  Shaw.     [1888] 

A  certificate  of  particulars  of  objection  which  the  defendant,  not 
being  called  on,  had  had  no  opportunity  of  proving,  was  refused. 
(5  O.  B.  502.) 

(l)  Oddy  v.  Smith.    [1888] 

The  defendant  succeeded  on  the  grounds  of  no  infringement  and 
no  subject-matter,  and  a  certificate  as  to  other  particulars  of 
objection  which  were  thereby  rendered  unnecessary  was  refused. 
(5  O.  B.  509.) 

(ill)  Goulard  and  Gibbs  Patent.    [1888] 

On  a  petition  for  revocation  the  judge  was  of  opinion  that  there 
-was  no  power  to  give  a  certificate  as  to  particulars  of  objection. 
(5  O.  B.  537.) 

(»)  Cole  v,  Saqui  and  Lawrence.    C.  A.    [1888] 

The  Court  of  Appeal  in  reversing  a  decision  in  favour  of  a 
patent  has  jurisdiction  to  grant  a  certificate  under  sect.  29,  sub- 
sect.  6  of  the  Patents  Act,  1883,  that  the  defendant's  particulars  of 
objection  were  reasonable  and  proper.     (TT.  N.  1888,  229.) 

(o)  Thomson  v.  Batty.    [1889] 

Where  the  defendant  gives  in  his  particulars  a  long  list  of 
anticipations,  and  counsel  only  mentions  one  or  two  in  court,  the 
Court  seldom  fails  to  exercise  the  power  of  giving  the  plaintiffs 
the  costs  in  any  event,  and  on  the  higher  scale,  of  the  alleged 
anticipations  which  have  not  been  proved.     (6  0.  B.  84.) 

(p)  Griffin  v.  Feaver.    [1889] 

In  an  action  for  infringement  where  the  patent  was  challenged 
on  the  ground  inter  alia  of  anticipation,  and  (the  plaintiff's  first 
witness  being  unable  to  distinguish  one  of  the  alleged  anticipa- 
tions) judgment  was  given  for  the  defendant  without  hearing 
further  evidence,  Kekewich,  J.,  gave  a  certificate  that  the  par- 
ticulars of  objection  as  to  prior  usey  were  reasonable,  having  first 
ascertained  from  the  defendant's  counsel  that  he  was  prepared  to 
prove  them  if  they  had  been  required.     (6  0.  B,  396.) 
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(g)  LoNGBOTTOM  t7.  Shaw.     [1889] 

In  this  case  the  Court  of  fiiBt  instance  decided  on  the  specifica- 
tion alone  that  the  patent  was  bad  for  want  of  subject-matter,  and 
the  Court  of  Appeal  took  the  same  view.  To  each  Court  applica- 
tion was  made  for  a  certificate  that  the  particulars  of  objections 
were  reasonable,  and  each  Court  refused  to  grant  one  on  the  ground 
that  the  statute  did  not  require  the  Court  to  hear  objections  (which 
were  not  necessary  as  it  turned  out)  for  the  mere  purpose  of  giving 
costs.  On  taxation  the  taxing-master  allowed  the  defendants  the 
costs  governed  by  the  particulars  of  objections.  Hddy  by  Kay,  J., 
that  no  costs  of  the  particulars  could  be  allowed.     (6  0.  B.  610.) 

(r)  Boyd  v.  Horrocks.    C.  A.    [1889] 

The  Court  of  first  instance  found  that  there  was  infringement 
and  that  the  patent  was  valid.  The  Court  of  Appeal  revened  the 
finding  as  to  infringement  and,  therefore,  dedined  to  go  into 
the  question  of  validity.  Seldy  that  the  action  must  be  simply 
dismissed  with  costs,  and  the  Court  would  not  consider  whether 
the  defendants  were  entitled  to  a  certificate  of  objections  or  the 
plaintifib  to  the  costs  of  some  of  the  issues.     (6  0.  B,  152,  528.) 

(r*)  MORQiJf  17.  WiNDOVER.      [1690] 

The  House  of  Lords  having  decided  against  the  patent,  the  Court 
of  first  instance  gave  a  certificate  limited  to  the  objections  brought 
forward  at  the  trial.     (25  N.  C.  103.) 

(«)  Philips  v.  The  Ivel  Cycle  Company.    [1890] 

Particulars  of  objection  need  not  be  proved  in  order  to  obtain  a 
certificate;  it  is  for  the  judge  to  read  them  and  say  whether  they 
are  reasonable  and  proper ;  a  certificate  was  given  for  particulars 
which  led  the  way  to  the  anticipations  which  proved  fatal  to  the 
patent.     (7  0.  R.  77 ;  42  L.  T.  392.) 

(«♦)  Deutsche  Nahmaschinen  Fabrik  v.  Pfaff.     C.  A.    [1890] 

The  Judge  of  first  instance  not  having  heard  evidence,  the 
Court  of  Appeal  heard  the  defendant's  evidence,  and,  without 
finding  that  all  the  objections  were  proven,  gave  a  certificate  that 
they  were  reasonable  and  proper.     (7  0.  B.  257.) 

PrcLctice^ — Discovery  and  Interrogatories, 
(t)  SwiNBORNE  V,  Nelson.    [1853] 

The  plaintiff's  right  to  discovery  and  to  production  rest  on  the 
same  principle.  A  defendant  who  submits  to  answer  must  answer 
fully ;  he  cannot  by  denial  of  the  plaintiff's  title  escape  answering. 
Discovery  of  title-deeds  and  of  professional  communications  forms 
an  exception.  The  plaintiff  and  defendant  had  both  patents  for 
making  gelatine.  The  plaintiff  instituted  his  suit  for  redre88 
against  an  alleged  infringement  of  his  patent,  and  the  bill  con- 
tained searching  questions,  requiring  the  defendant  to  set  forth 
all  the  articles  manufactured  by  him,  the  names  and  addresses 
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of  Ilia  oustomers,  the  prioes  and  the  pTofit43,  &q.  The  defendant 
denied  all  infidngement.  He  said  he  had  made  his  articles 
aocordinfi;  to  his  own  and  not  aocording  to  the  plaintifiTs  patent, 
and  he  declined  to  give  an  account  of  such  articles : — Held,  that, 
notwithstanding  his  denial,  he  was  bound  to  do  so.   (16  Beav.  416.} 

(tt)  Smith  v.  The  Great  Western  Eailway  Company.    [1854] 

Where,  in  an  action  for  an  infringement  of  a  patent,  the  plain- 
tiff seieks,  under  sect.  6  of  14  &  15  vict.  o.  99,  to  discover  by  an 
examination  of  the  defendant's  books  the  amonnt  of  damage  sus- 
tained by  him  by  the  infringement  of  his  patent  by  the  defendant, 
the  Court  will  not  compel  the  defendant  to  grant  such  inspection, 
unless  a  primd  facie  legal  right  be  established  by  the  plaintiff;  and 
it  is  not  enough  for  the  plaintiff  to  show  that  he  has  been  injured 
in  his  patent,  and  that  it  is  probable  the  amount  of  such  injury 
will  be  ascertained  by  the  examination  asked  for.     (3  W.  B,  69.) 

(»•)  Tetley  v.  Easton.    [1856] 

Where  a  defendant  does  not  deny  the  infringement,  it  is  no 
ground  for  his  refusing  to  answer  interrogatories,  that  the  answers 
would  expose  persons  to  whom  he  had  sold  the  patented  articles 
to  actions.    (18  C.  B.  643 ;  25  L.  J.  C.  P.  293.) 

(©)  De  la  Bue  v.  Dickinson.    [1857] 

When  a  defendant  by  his  answer  denies  the  fact  of  infringe- 
ment, he  is  protected  from  making  any  discovery  immaterial  to 
that  question,  and  which  when  that  question  in  decided  would  be 
given  under  the  decree.  And  it  is  not  necessary  to  set  up  a 
defence  of  this  nature  by  plea.     (3  K,  d  J.  388.) 

(to)  Jones  v.  Pratt.    [1861] 

The  plaintiff^  in  an  action  commenced  in  1861  for  damages  for  an 
infringement  of  his  patent,  granted  in  1841,  applied  to  be  allowed 
to  administer  interrogatories  to  the  defendant  before  delivery  of 
declaration,  asking,  inter  alia,  for  particulars  of  the  number  of 
machines  manufactured,  altered  or  sold  by  the  defendant  between 
the  years  1841  and  1855,  when  the  patent  expired.  The  applica- 
tion was  made  on  affidavits  by  the  plaintifirs  agent,  that  he  had 
ascertained  and  believed  that  many  machines,  containing  infringe- 
ments of  the  plaintiff's  patent,  had  been  made  and  sold,  without 
the  leave  of  the  plaintiff,  by  the  defendant,  between  the  said  years, 
and  that  answers  to  the  interrogatories  would  disclose  many  more 
breaches  of  the  plaintiff's  patent  than  had  as  yet  been  discovered, 
and  that  the  discovery  sought  by  the  interrogatories  was  essential 
for  the  drawing  the  declaration  in  the  action.  The  Court  refused 
to  allow  the  interrogatories  to  be  delivered  before  declaration,  but 
intimated  that  the  plaintiff  might  probably  be  entitled  to  deliver 
them  after  issue  joined,  and  that  he  would  then  be  at  libei-ty  to 
amend  the  particulars  of  the  breaches  he  would  be  bound  to 
deliver  with  his  declaration,  in  accordance  with  the  answers  the 
defendant  might  give.     (30  L.  J".,  Exch.  365 ;  6  H.  dt  N.  697.) 
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(x)  Howe  v.  M*Kernan.    [1862] 

The  plaintiff  complained  that  the  defendant  had  sold,  under  the 
plaintiff's  name,  sewing-machines  which  had  not  been  manufac- 
tured by  him,  and  he  sought  a  discovery  of  all  the  machines  sold  by 
the  defendant,  the  price,  the  profit,  the  names  of  the  purchasers 
and  other  particulars.  The  defendant  refused  to  answer,  saying, 
that  he  would  thereby  disclose  the  names  of  his  customers  and  the 
secrets  of  his  trade : — Held^  that  he  was  bound  to  answer.  (30 
Beav.  647.) 

(y)  FoxwELL  ».  Webster.    [1863] 

The  defendant  will  not  be  excused  from  answering  fully,  and  at 
once,  on  the  ground  that  the  validity  of  the  patent  will  require  to 
be  established  by  an  issue.  When  separate  bills  have  been  filed 
against  numerous  defendants,  the  plaintiff  is  entitled  to  a  separate 
answer  from  each  defendant.     (3  N.  B.  103.) 

(z)  Ceossley  v.  Stewaet.    [1863] 

In  a  suit  to  restrain  infringement  the  defendants  were  required 
to  set  out  the  names  and  addresses  of  all  persons  from  whom  they 
had  received  sums  of  money  for  the  use  of  articles  allied  to  be 
manufactured  in  infringement  of  the  plaintiff's  rights,  even  though 
such  persons  might  reside  abroad.    (1  N.  B.  426.) 

(a)  Eenard  17.  Levinstein.    [1864] 

In  a  suit  to  restrain  the  infringement  of  a  patent  for  making 
dyes  in  a  particular  manner,  the  defendant  denied  that  his  process 
was  an  infringement,  and  alleged  that  his  process  was  secret,  and 
that  his  trade  depended  on  keeping  it  secret : — Held^  that  he  was 
bound  to  answer  whether  he  used  the  materials  mentioned  in  the 
specification,  and  whether  he  used  any  additional  materials ;  bat 
he  was  not  bound  to  disclose  the  proportions  in  which  he  used  the 
specified  materials,  or  what  the  additional  materials  were.  (3  N.  B. 
665 ;  10  L.  T.  Bep.,  N.  S.  94.) 

(h)  Daw  v.  Elet.    [1866] 

Where  the  novelty  of  the  invention  is  denied  by  the  answer,  the 
plaintiff  h&a  no  right  to  a  discovery  of  the  particulars  on  which  the 
defendant  relies  as  showing  a  user  of  the  thing  patented  prior  to 
the  date  of  the  patent.     (2  H.  dt  M.  725.) 

(c)  BoviLL  V.  Smith.    [1866] 

In  a  suit  to  restrain  an  infringement  of  a  patent  which  is  con- 
tested on  the  ground  of  anticipation  by  prior  user,  the  plaintiff  is 
not  entitled  to  discovery  from  the  defendant  in  answer  to  a  general 
interrogatory  as  to  the  instances  of  prior  user  on  which  he  relies. 
(L.  B.,  2  Eq.  459.) 

(d)  Thomas  v.  Tillib.    [1866] 

See  this  case  for  the  form  and  extent  of  interrogatories  which 
may  be  exhibited  to  a  defendant  in  an  action  for  infringement 
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of  a  patent  before  plea  pleaded.  (17  Ir.  C.  L,  B,  783.)  The 
same  interrogatories  were  allowed  in  England,  not  reported. 
ilb.  785.) 

(e)  Hoffmann  v.  Postill.    [1869] 

In  answering  interrogatories  filed  by  a  defendant  for  the  ezami- 
xiation  of  the  plaintiff,  the  general  rule  applies  that  he  who  is 
bound  to  answer  must  answer  fully. 

Interrogatories  for  the  examination  of  a  plaintiff  are  on  a  different 
footinvc  from  those  for  the  examination  of  a  defendant  in  this 
i-espect,  that  a  plaintiff  is  not  entitled  to  disc5oveiy  of  the  defendant's 
case :  but  a  defendant  may  ask  any  questions  tending  to  destroy 
the  plaintiff's  claim. 

A  defendant  in  a  suit  for  infringement  of  a  patent,  in  order  to 
prove  that  there  was  no  novelty  in  the  plaintiff's  patent,  interro- 
gated the  plaintiff  as  to  the  inventions  described  in  the  specifica- 
tions of  previous  patents,  and  asked  him  to  show  in  what  respect 
they  differed  from  his.  The  plaintiff  declined  to  answer  these 
interrogatories  on  the  ground  that  the  questions  were  not  questions 
of  fact,  and  that  they  related  to  the  plaintiff^s  case  ;  the  defendant 
t'xoepted  to  the  auvswer,  a^d  the  exceptions  were  allowed.  (L.  jB., 
4  Ch.  673 ;  17  W.  B.  901 ;  20  L.  T.  Bep.,  N.  S.  893.) 

(/)  Murray  v.  Clayton.    [1872] 

An  injunction  having  been  granted  to  restrain  the  infringement 
of  a  patent,  with  an  inquiry  as  to  damages,  an  order  was  made  in 
chambers  for  an  affidavit  by  the  defendants  as  to  the  number  of  the 
patented  machines  sold  by  them,  and  the  names  and  addresses  of 
the  purchasers  and  of  the  agents  concerned  in  the  transactions. 
They  gave  the  number  of  the  machines  sold,  but  not  the  names  of 
the  purchasers.  On  an  application  by  the  plaintiff  to  consider  the 
sufficiency  of  the  affidavit,  and  another  by  the  defendants  to  strike 
out  of  the  order  the  words  they  objected  to  answer,  unless  the 
plaintiff  would  undertake  not  to  take  proceedings  against  the  pur- 
chasers : — Held,  that  the  plaintiff  was  entitled  to  have  discovery  of 
the  names  and  addresses  of  the  purchasers,  but  not  of  the  agents 
concerned,  there  being  nothing  to  show  that  any  agents  had  been 
employed.     (42  L.  J,,  Ch,  191 ;  L,  B,,  15  Eq,  115.) 

(g)  Lea  v.  Saxby.     Exch.  D.     [1875] 

In  an  action  brought  upon  an  indenture  licensing  the  defendants 
to  manufacture  certain  gates  upon  a  patented  principle,  in  which 
the  defendants  covenanted  to  pay  certain  royalties  upon  all  gates 
manufactured  by  them  accordiDg  tu  the  said  principle,  and  to 
deliver  quarterly  statements  of  the  gates,  so  manufactured  by  them, 
to  the  plaintiff,  and  to  stamp  the  gates  so  manufactured  by  them, 
and  not  to  sell  any  gates  so  manufactured  b}'  thoni  below  certain 
specified  prices,  the  Court  refused  to  allow  iiiteiTogatories  to  bo 
administered  to  the  defendants,  asking  the  number  of  gates  con- 
btructed  by  the  defendants  wherein  the  apparatus  for  closing  or 
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opening  the  gates  acted  Bimultaneously  upon  signals.  The  patent 
being  one  for  an  improved  apparatus  for  closing  and  opening  gates 
acting  simultaneously  upon  signals,  there  being  other  methods 
besides  the  patented  one  of  constructing  gates  so  acting,  and  it 
being  denied  by  the  defendants  that  they  had  broken  their  cove- 
nants, interrogatories  as  to  the  prices  of  gates  sold  were  also  dis- 
allowed, it  not  appearing  that  the  plaintiflF  relied  upon  this  as  a 
substantial  cause  of  action.     (32  L,  T.  JBep.,  N,  S,  731.) 

(^)  Crossley  ».  ToMEY.    V.-C.  M.    [1876] 

In  a  suit  to  restiain  the  infringement  of  a  patent  the  defendant 
was  required  to  state  whether  he  was  not  making  articles  in  all 
respects  identical  with  those  of  the  plaintifiF,  and  to  sot  foi-th  in 
what  respects  they  differed  and  by  what  process  they  were  made : 
— Held,  that  the  defendant,  who  alleged  prior  user  by  himself  and 
others,  had  sufficiently  answered  by  stating  that,  save  so  far  as 
the  articles  manufactured  by  him  before  the  date  of  the  patont  were 
similar  to  those  of  the  plaintiff,  the  articles  now  made  differed  from 
those  made  by  the  plaintiff,  but  he  could  not  show  in  what  they 
differed  without  ocular  demonstration.  Held,  also,  that  the  defen- 
dant was  bound,  in  alleging  prior  user  by  other  persons,  to  net 
forth  the  names  of  some  of  those  persons.     (2  Ch.  Div.  533.) 

(t)  Rolls  v.  Isaacs.    V.-C.  B.    [1878] 

The  plaintiff  alleged  that  the  defendants  infringed  his  pat-ent, 
dated  1871,  by  manufacturing  a  liquid  composition,  the  piincipal 
ingredient  of  which  was  the  gum  of  the  euphorbia  plant. 

The  defendants  denied  the  infringement  and  disputed  the  validity 
of  the  plaintiff^s  patent,  and  alleged  that  they  manufactured,  under 
a  patent  dated  1875,  a  composition  for  protecting  the  bottom  of 
ships,  in  which  the  resinous  part  of  gum  euphorbia  was  used. 

The  plaintiff  inteiTogated  defendants  as  to  whether  they  had 
manufactured  for  protecting  ships'  bottoms  a  composition  in  which 
euphorbia  gum  was  an  ingredient,  and  not  being  a  composition 
prepared  exactly  in  accordance  with  the  specification  of  their  1875 
patent,  and,  if  so,  asking  the  defendant  to  set  forth  the  ingredients 
of  such  composition,  and  further  interrogated  as  to  the  ships  to 
which  the  defendants  had,  since  the  date  of  the  plaintiff's  patent, 
applied  any  composition  in  which  euphorbia  gum  was  an  ingre- 
dient, although  such  ships  were  not  mentioned  in  the  particulars 
of  breaches.  All  above  interrogatories  disallowed,  (TT.  N.  1878, 
p.  37.) 

(/)  Birch  v.  Mather.    [1883] 

In  a  patent  action,  where  either  party  makes  out  a  proper  casCf 
the  Court  has  jurisdiction  to  order  interrogatories  to  be  answered, 
notwithstanding  the  provisions  in  the  Patent  Law  Amendment 
Act,  1852,  as  to  particulars,  and  if  the  interrogatories  are  properly 
worded,  they  may  refer  to  the  very  matters  which  ought  to  bo 
covered  by  the  particulars.     (22  Ch,  D,  629.) 
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(Jk)  In  re  Haddan's  Patent.    [1884] 

It  is  the  practice  now,  if  the  Court  should  think  fit,  to  allow  a 
petitioner  for  revocation  of  a  patent  to  administer  interrogatories  to 
the  claimant.  Leave  granted  where  the  petitioner  objected  to  the 
^tent  on  six  grounds,  one  of  which  was  fraud.  (W.  N.  1884, 
p.  192.)  The  ordinary  practice  as  to  discovery  is  applicable  to 
a  petition  for  revocation  of  a  patent  under  sect.  26  of  the  Patents 
Act  of  1883.     (64  L.  J,,  Gh.  126  ;  61  L.  T.  190 ;  33  W.  K  96.) 

(I)  Lister  v.  Norton.    [1886] 

The  rules  of  the  Court  as  to  discovery  do  not  draw  any  distinc- 
tion between  dififerent  subject-matters  when  in  dispute,  and  the 
principle  which  Jessel,  M.R.,  laid  down  in  Parker  v.  Wells,  viz., 
that  the  defendant  need  not  give  discovery  of  that  which  will  only 
help  the  plaintiff  in  case  he  gets  a  decree,  and  will  not  help  him  to 
get  it  (18  Ch,  D.  477),  is  applicable  quite  as  much  to  the  case  of  a 
patent  action  as  it  is  to  the  case  of  a  trust  action.     {Oriff.  148 ; 

2  O.  B.  68.) 

(m)  MosELEY  V.  Victoria  Rubber  Company.    [1886] 

The  defendant  in  an  action  for  infringement  interrogated  the 
plaintiff  as  to  documents  relating  to  the  preparation  of  the  specifi- 
cations. The  plaintiff's  patent  agent,  Mr.  Johnson,  was  also  his 
solicitor,  and  privilege  was  claimed  for  communications  made  to 
him.  A  further  answer  was  ordered  on  the  ground,  that  it  being 
clear  that  the  communications  to  Mr.  Johnson  qua  patent  agent 
were  not  privileged,  it  was  incumbent  on  the  plaintiif,  whose  oath 
was  conclusive,  to  distinguish  as  precisely  as  possible  those  which 
were  communications  to  Mr.  Johnson  qua  solicitor.     {Oriff.  163  ; 

3  O.  B.  361 ;  66  L.  T.  482.) 

(n)  Haslam  Company  v.  Hall.    C.  Div.    [1887] 

Documents  relating  to  prior  litigation  concerning  the  patent 
instituted,  or  intended  to  be  instituted  by  plaintiffs  before  they 
became  owners  of  the  patent,  must  be  produced,  except  such  as  the 
plaintiffs  state  on  oath  to  have  come  into  existence,  merely  to  be 
communicated  to  the  solicitor  for  the  purpose  of  litigation,  actual 
or  intended,  and  either  as  materials  for  briefs,  or  for  his  advice 
and  consideration.     (6  0.  B.  1.) 

(o)  BowN  V.  Sansom.    C.  a.    [1888] 

The  plaintiff  had,  in  a  former  action  in  reference  to  the  same 
patent  filed  ceiiain  affidavits,  stating  that  the  anticipation  alleged 
by  the  defendants  was  fraudulent.  The  former  action  had  been 
settled,  and  the  affidavits  were  ordere<l  to  be  taken  off  the  file.  In 
an  affidavit  in  the  present  action,  the  plaintiff  refeiTed  to  these 
affidavits,  but  they  were  not  mentioned  in  his  affidavit  of  docu- 
ments : — Held,  that  the  former  affidavits  were  relevant  to  the  same 
issue  in  the  present  action,  and  that  a  further  and  better  affidavit 
of  documents  must  be  made.     (5  0.  J^.  510.) 

y  2 
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(jp)  American  Braided  Wire  Company  v,  Thompson.    [1888] 

Tbo  defendants  were  ordered  to  produce,  for  the  purposes  of  an 
inquiry  as  to  damages,  all  such  parts  of  docunientfi  in  their  posses- 
sion as  disclosed  the  names  of  the  customers  of  the  firm  of 
Thompson  and  Co.,  to  whom  articles  made,  in  infringement  of  the 
plaintiffs'  patent,  had  been  sold.     (5  O.  B,  375.) 

{q)  Thomson  v.  Hughes.    C.  A.    [1889] 

Order  for  affidavit  by  plaintiff,  of  documents  confined  to  pleadings 
and  orders,  shorthand  notes  of  judgments  or  orders,  and  particulars 
of  objections  in  any  actions  relating  to  the  patent,  upheld  on  appeal ; 
the  plaintiff  offering  also  to  include  shorthand  notes  of  evidence, 
and  affidavits  in  other  actions.     (TF.  N,  1889,  212  ;  7  O.  B,  187.) 

(q*)  Rylands  v.  Ashley's  Patent  Bottle  Company.  C.  A.  [1890] 
In  an  action  for  infringement  of  a  patent  for  improvements  in 
apparatus  for  manufacturing  glass  bottles  the  defendant  pleaded 
(inter  alia)  want  of  utility.  The  plaintiff  objected  to  answer  an 
interrogatory  as  to  whether  it  was  not  necei^sary  to  introduce 
modifications  into  his  apparatus  to  successfully  manufactuie  long- 
necked  bottles,  on  the  grounds  that  it  was  not  material  and  that 
he  was  introducing  improvements  which  he  objected  to  disclose 
to  a  rival  trader,  and  referred  to  another  answer  which  t^aid  that 
it  was  not  impossible  and  that  such  bottles  had  been  manufac- 
tured, though  not  for  sale.  Held^  that  the  interrogatory  was* 
relevant  and  the  answer  insufficient,  as  it  might  bo  that  long- 
necked  bottles  could  not  be  made  successfully  for  commercial 
purposes  by  the  apparatus  without  modifications,  bur.  that  the 
defendants  were  not  entitled  to  know  what  the  modifications 
proposed  by  the  plaintiffs  were.     (7  0.  B.  176.) 

(«)  Ashworth  V,  Koberts.     [1890] 

On  the  defendant  declining  to  answer  as  to  ueer  on  the  ground 
that  his  process  was  secret,  the  plaintiff  asked  as  to  each  separate 
step  in  the  specification  whether  the  defendant  had  read  it: — fleW, 
that  the  defendant  must  answer.   (W.  N,  1890,  p.  154;  25  N.  C.  111.) 

(/)  Rawes  V,  Chance.     C.  A.     [1890] 

Korth,  J.  refused  to  order  discovery,  before  the  trial,  of  tho 
defendant's  books  containing  analyses  of  the  materials  used  by 
tliem,  on  the  ground  that  if  the  plaintiffs  failed  to  support  their 
patent,  such  tiiscovery,  being  only  material  to  infringement,  might 
become  unnecessary.     An  appeal  was  dismissed.     (7  0.  B,  275.) 

Practice. — Inspection. 

Patents  Act,  1883,  sect.  30.  In  an  action  for  infiingcmcnt  of  a  ^latent 
the  Court  or  a  Judge  may  on  tlie  application  of  either  party  make  such  onler 
for  an  Uijiinctioii,  inspection,  or  account,  and  impose  such  tcnns  and  ^livesucU 
directions  nspectiug  the  same  and  the  proceedings  thereon  as  the  Court  or  a 
Judge  may  see  fir. 

(r)  BoviLL  17.  Moore.     [1815] 

Lord  Eldon  :  **  There  is  no  use  in  this  Court  directing  an  action 


Digitized  by  VjOOQ  IC 


Inspection,  325 

to  he  brought  if  it  docs  not  possess  the  power  to  have  the  action 
properly  tried.  The  plaintiff  has  a  patent  for  a  machine  used  in 
making  bobbin  lace.  The  deft^ndant  is  a  manufacturer  of  that 
article,  and,  as  the  plaintitf  alleges,  he  is  making  it  with  a  machine 
constructed  upon  the  principle  of  the  machine  protected  by  the 
plaintiff's  patent.  Now  the  manufactory  of  the  defendant  is  carried 
on  in  secret.  The  machine  which  the  defendant  uses  to  make 
bobbin  lace,  and  which  the  plaintiff  alleges  to  be  a  piracy  of  his 
invention,  is  in  the  defendant's  own  possession,  and  no  one  can 
Have  access  to  it  without  his  permission.  The  evidence  of  the 
piracy  at  present  is  the  bobbin  lace  made  by  the  defendant.  The 
witnesses  say  that  tiiis  lace  must  have  been  manufactured  by  the 
plaintiff's  machine,  or  by  a  machine  similar  to  it  in  principle. 
This  is  obviouhly  in  a  great  measure  conjecture.  No  Court  can  be 
content  with  evidence  of  this  description.  There  must  be  an  order 
that  plaintiff's  witnesses  shall  be  permitted,  before  the  trial  of  the 
action,  to  inspect  the  defendant  s  machine,  and  to  see  it  work." 
(2  Coop,  a  a  56  (n.).) 

(«)  Brown  v.  Moore.    [1816] 

Lord  Eldon,  referring  to  this  ca<»e  in  Kijnaston  v.  The  East  India 
Company y  said :  *•  I  remember  a  case,  where,  on  a  suggestion  that  a 
machine  used  by  the  defendant  was  an  infringement  of  a  patent, 
the  Court  ordered  the  defendant  to  allow  an  entry  into  his  pre- 
mises for  the  purpose  of  ascertaining  by  inspection  whether  the 
machine  was  an  infringement."     (3  Swan.  264.) 

(f)  KossELL  V.  Cowley.     [1832] 

Tbe  Court  not  only  ordered  that  the  plaintiff's  witnesses  should 
inspect  the  defendant's  machinery  at  work,  but  that  the  defendant's 
witne^ises  should  inspect  the  plaintiff's  patented  machinery  at  work 
pending  an  action  for  infringement,  the  object  of  the  Court  being  to 
enable  the  parties  to  give  the  best  evidence  as  to  whether  the  defen- 
dant had  been  guilty  of  infringement  or  not.     (1  Weh.  P.  C.  458.) 

(tt)  Morgan  v.  Seaward.    [1835J 

The  defendant  was  ordered  to  permit,  after  reasonable  notice,  an 
inspection  of  machinery  made,  or  to  be  made,  in  pursuance  of  a 
certain  contract.     (1  Web.  P.  C.  169.) 

(v)  Crofts  v.  Peach.    [1836] 

In  an  action  for  the  infringement  of  a  patent,  the  plaintiff  will  not 
be  compelled  to  produce  a  specimen  of  the  p^ttent  articles,  to  enable 
the  defendant  to  prepare  his  defence  to  the  action.     (2  Hodg.  110.) 

(ui)  Russell  v.  Crichton.    [1837] 

On  motion  by  plaintiff  for  an  order  to  inspect  defender's  works, 
the  defender  alleged  that  his  manufacture  involved  a  secret  process, 
the  value  of  which  would  be  lost,  if  inspection  was  allowed : — 
Held,  that  some  inspection  must  be  allowed,  or  else  any  patent 
might  be  infringed  with  impunity ;  and  order  pronounced  for 
giving  inspection  of  the  worVs  and  manufacture  of  both  parties; 
the  viewers  being   warned  not   to  use   any   private   information 
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which  they  might  acquire  throiigh  that  inspection,  except  for  the 
purpose  of  giving  evidence.     (15  Dec.  of  Crt,  ofSeia.  1270.) 

(x)  Amies  v.  Kelsey.    [1852] 

An  application  to  inspect  the  defendant*8  machinery  may  be 
made  by  the  plaintiff  under  15  &  16  Vict.  c.  83,  s.  42,  whenever  an 
action  is  pending,  even  before  the  delivery  of  the  declaration ;  but 
such  in^pection  will  not  be  granted  as  of  course,  or  without  the 
party  applying  for  it  showing  that  the  inspection  is  material  for 
the  purposes  of  the  cause.  (22  L.  J.,  Q.  B.  84,  I  B.  C.  C.12S  ;  16 
Jur.  1047.) 

(jy)  Shaw  v.  The  Bank  of  England.     [1852] 

In  an  action  for  the  infringement  of  a  patent,  the  Court  will  not 
grant  an  order,  under  the  15  &  16  Vict.  c.  83,  s.  42,  for  an  inspection 
of  a  machine  upon  an  affidavit  "  that  the  machine  used  by  the 
defendants  is  the  same  for  which  the  plaintiff  baa  obtained  a 
patent."     (22  L.  /.,  Exch.  26.) 

(y*)  Harrison  v.  SpraE.     [1853] 

A  rule  nisi  for  an  order  to  inspect  defendant's  machinery  was 
granted  on  motion.     (22  L,  T,  Hep,  92.) 

(z)  Vmi  V.  Smith.    [1854] 

The  "inspection"  mentioned  in  the  42nd  section  of  etat. 
15  &  16  Vict.  c.  83,  is  an  inspection  of  the  instrument  or  machinery 
manufactured  or  used  by  the  parties,  with  a  view  to  evidence  of 
infringement,  and  does  not  refer  to  an  inspection  of  books,  which 
is  provided  for  by  another  Act  of  Parliament.  (3  EIL  d  B.  969 ; 
1  Jur„  N.  &,  14;  23  L.  J.,  Q.  B.  342.) 

(a)  Jones  v.  Lees.    [1856] 

In  an  action  by  a  patentee  against  his  licensee  on  a  covenant  to 
pay  for  roving  machines  made  with  the  plaintiff's  invention,  and 
to  make  none  without, — ^breach,  first,  in  not  paying  for  roving 
machines  made  with  the  invention;  and,  secondly,  in  making 
machines  without  it ;  the  defendant  having,  in  answer  to  interro- 
gatories, admitted  the  making  of  many  hundreds  of  roving 
machines,  but  not  with  the  plaintiff's  invention,  and  having 
declared  that  he  could  not  state  to  whom  they  were  sold,  nor  give 
any  further  information  about  them,  without  disclosing  his  own 
evidence ;  and  the  plaintiff  claiming  in  respect  of  all  the  machines 
the  defendant  had  made,  under  one  or  other  of  the  covenanta,  and 
asserting  that  he  had  seen  some  of  them,  which  had  his  invention 
applied : — Heldy  that  the  defendant  was  entitled  to  such  particu- 
lars as  should  describe  those  portions  of  the  machines  to  which  the 
plaintiff  contended  that  his  invention  had  been  applied,  and  that 
the  plaintiff  might  inspect  the  machines  on  the  premises  of  the 
defendant,  and  also  examine  him  viva  voce.     (25  L.  J.y  Exch.  241.) 

(6)  Meadows  v.  Kireman.     [1860] 

In  an  action  for  the  infringement  of  a  patent  for  a  mode  of  making 
veneers  or  mouldings,  the  Court  refused  to  order  an  inspection  by 
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the  plaintiff  of  the  defendant's  manufactory  and  machinery;  it 
"being  doubtful  on  the  plaintiff's  affidavit  whether  his  patent  was 
for  the  kind  of  veneering,  or  for  the  process  by  which  it  was  done ; 
and  the  defendant  positively  swearing  that  he  used  no  machinery 
in  the  process.     (29  L.  J.,  Exch.  205.) 

Pollock,  C.B.,  said :  "  We  ought  not  to  grant  such  an  inspection 
without,  at  least,  as  good  a  ground  for  it  as  would  be  required  in  a 
Court  of  Equity;  or  for  any  inspection  of  books  or  documents. 
Then  it  must  appear  that  what  is  asked  is  really  required  to  prove 
the  plaintiff's  case." 

(c)   The  Patent  Type   Founding  Company   v,  Lloyd;  Same  v. 
Walter.    [1860] 

In  an  action  against  a  printer  for  an  infringement  of  a  patent 
for  improvements  in  the  manufacture  of  type,  the  improvements 
consisting  in  the  use  of  lead,  tin  and  antimony  in  certain  propor- 
tions, the  plaintiff  applied  to  the  Court  under  the  42nd  section  of 
the  15  &  16  Vict.  c.  83,  for  leave  to  inspect,  and,  if  necessary,  to 
take  specimens  of  the  type  for  the  purpose  of  analysis.  His  affidavit 
stated  that  he  had  obtained  from  the  defendant  specimens  of  the 
type  and  caused  them  to  be  analysed  by  a  chemist  who  was  dead, 
and  that  the  type  so  analysed  was  an  infringement  of  the  patent ; 
but  did  not  set  out  the  report  of  the  chemist  or  state  its  substance, 
or  whether  or  not  it  was  in  writing.  The  Court  refused  to  make 
an  order  that  the  plaintiff  should  be  at  liberty  to  take  specimens 
for  analysis.  (5  H.  d  N.  192 ;  29  L.  J.,  Exch.  207 ;  6  Jur.,  N.  S., 
103.) 

Martin,  B. ;  "I  think  that  we  ought  to  look  at  the  injunction, 
inspection  and  account  in  the  same  spirit,  and  grant  or  refuse 
them  on  such  terms  as  would  be  fair  between  the  parties."  (5 
H.  d  N.  198.) 

Bramwell,  B.,  said :  "  It  is  difficult  to  say  that  a  person  autho- 
rized to  inspect  might  not  consume  a  small  portion  of  the  matter  to 
be  inspected.  Probably  inspection  must  be  construed  with  refer- 
ence to  the  matter  to  be  inspected. .  If  the  party  inspecting  cannot 
•otherwise  understand  its  nature  and  quality,  he  may  probably 
consume  some  small  portion  of  it ;  but  when  a  sensible  meaning 
with  reference  to  the  subject-matter  can  be  given  to  the  word 
inspection  by  construing  it  inspection  by  the  eye,  I  think  it  must 
be  confined  to  that.  Type  can  be  inspected  by  the  eye.  J  think 
in  the  present  case  that  more  is  asked  for  than  the  Court  has  power 
to  grant."     (Ih.  200.) 

Channell,  B.,  said  :  "  I  do  not  say  that  the  application  in  point 
of  form  must  be  for  an  injunction,  yet  I  think  that  the  right  (to 
grant  inspection)  depends  on  the  plaintiff  satisfying  the  Court  that 
they  would  have  granted  an  injunction  if  asked  for."     {lb.) 

On  an  application  to  the  Court  of  Chancery,  Wood,  V.-C,  Held, 
that  laches  sufficient  to  defeat  the  plaintiffs'  right  to  an  interlo- 
cutory injunction  was  no  bar  to  an  order  on  the  same  motion  for 
inspection,  and  made  an  order  that  the  plaintiffs  should  be  at 
liberty  to  take  specimens  of  the  type  for  analysis.     (John,  727.) 
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(d)  Davenport  v.  Jkpson.    [1862] 

Ordered  that  the  plaiutifFs  and  the  defendant,  Henry  Jepson, 
by  their  Bolicitors  and  scientific  witnesses,  be  at  liberty,  from 
time  to  time,  upon  giving  three  days'  notice  of  their  intention 
so  to  do,  mutually  to  inspect  the  machines  heretofore  used  by 
the  plaintiffs  and  the  said  defendant  in  the  manufacture  of 
chenille,  and  that  the  same  machines  be  put  to  work  upon  such 
inspection,  and  that  the  plaintiffs  and  the  said  defendant,  by  their 
said  witnesses  and  solicitors,  be  at  liberty  to  take  samples  of 
the  chenille  made  or  to  be  made  upon  the  said  machines. 

And  further  ordered  that  the  plaintiffs,  by  their  solicitors  and 
witnesses  as  aforesaid,  be  at  liberty,  upon  the  like  notice,  to 
inspect  the  machines  or  exhibits  marked,  &c.,  produced  by  the 
said  defendant,  and  referred  to  as  exhibits  in  certain  affidavits 
filled,  &c.,  and  to  put  the  last-mentioned  machines  to  work  and  to 
take  samples  of  the  produce  thereof.     (1  N,  E.  307.) 

(e)  The  Singer  Sewing  Machine  Company  v,  Wilson.     [1865] 
Where  the  defendant  deals  in  machines  which  are,  as  is  alleged 

by  the  plaintiff,  an  infringement  of  his  patent,  the  defendant  wU 
not  be  ordered,  in  a  suit  in  respect  of  such  infringement,  to  allow 
the  plaintiff  to  inspect  all  the  machines  in  his  stock  ;  but  he  will 
be  directed  to  verify  on  affi(iavit  the  several  kinds  of  machines 
that  he  has  sold  or  exposed  for  sale,  and  to  produce  one  machine 
of  each  class  for  inspection.  It  is  a  matter  of  coui-se  to  grant 
inspection  where  a  prima  facie  case  has  been  made  out.  (5  N.  JR. 
505  ;  12  L.  T,  Bep.,  N.  S.  140.) 

(/)  PiGGOTT  V.  The  Anglo-American  Telegraph  Company.  [1868] 
Inspection  refused  where  it  would  have  disclosed  important 
trade  secrets,  and  from  the  nature  of  the  case,  the  plaintiff  could 
have  no  difficulty  in  proving  the  nature  of  the  alleged  infringe- 
ment used  by  the  defendants.  (19  L.  T.  Eep.,  N,  S.  46.)  "The 
Court  ought  to  be  satisfied  of  two  things :  that  there  really  is  a 
case  to  be  tried  at  the  hearing  of  the  canso ;  and  that  the  in- 
spection asked  for  is  of  material  importance  to  the  plaintiff's  case, 
as  made  out  by  his  evidence."     {E).) 

(g)  Neilson  v.  Betts.     II.  L.     [1871] 

Where,  as  in  ordinary  cases,  the  duty  of  establishing  that 
the  thing  patented  has  been  pirated  lies  on  the  patentee,  courts  of 
equity  grant  limited  orders  of  inspection  for  the  purpose  of  enabling 
him  to  discharge  that  duty.  Such  orders  cannot  be  granted  where 
the  piracy  alleged  has  taken  place  abroad.     (L.  B,,  5  H.  L.  1.) 

(h)  Saxby  v.  Easterbrook.     [1872] 

The  plaintiffs  obtained  a  verdict  in  an  action  for  the  infringe- 
ment of  a  patent ;  a  rule  to  enter  the  verdict  for  the  defendants 
was  discharged ;  and  the  defendants  appealed.  An  order  was 
afterwards  made  for  an  account  of  profits,  which  was  not  appealed 
against,  but  on  the  parties  appearing  before  the  master  for  the 
purpose  of  taking  the  account,  the  defendants  refused  to  produce 
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their  books.  The  Court  made  absolute  a  rule  for  production  and 
inspection  of  the  defendants'  books,  and  for  interrogatories  to  the 
defendants,  notwithstanding  the  pendency  of  the  appeal.  (L.  i?., 
7  Exclu  207 ;  41  L.  /.,  Exch.  113.) 

(t)  Flower  v.  Lloyd.    C.  A.    [1876] 

Where  in  a  patent  case  the  plaintiff  and  defendant  are  com- 
petitors in  trade,  and  an  order  to  inspect  the  defendant's  works 
is  made,  it  should  be  c  nfined  to  scientiiic  men,  and  not  be  made 
to  include  the  plaintiff  himself.  {W.  .N.  1876,  pp.  169,  230.) 
The  plaintiffs  alleging  that  when  the  inspection  took  place,  the 
defendants  fraudulently  removed  some  of  the  stones  alleged  to 
be  infringements,  applied  for  a  rehearing.  Held^  that  the  stones 
having  been  removed  only  to  conceal  the  names  of  the  customers 
and  not  for  the  purpose  of  concealing  the  process,  there  was  no 
fraud.     (10  Ch.  D.  327). 

(y)  The  Plating  Company  r.  Farquharson.     [1879] 

The  plaintiffs,  patentees  for  improvements  in  electro-plating, 
applied  for  inspection  of  the  defendants'  process.  The  defendants 
objected  on  the  ground  that  the  process  was  a  secret  one.  The 
Court  appointed  an  analyst  to  see  the  process  and  take  samples 
of  the  solutions  used  and  to  report  to  the  Court  upon  the  facts 
and  his  opinions  founded  upon  them.  The  report  was  perused 
by  the  judge  and  the  leading  counsel  and  returned  to  the  judge, 
and  the  Court  refused  to  allow  the  analyst  to  be*  called  or  cross- 
examined.     {Griff.  187.) 

(i)  Germ  Milling  Company  v.  Robinson.     [1885] 

The  assignees  of  a  patent,  which  claimed  the  discovery  of  a 
new  process  or  product  but  not  any  novelty  in  machinery,  brought 
an  aciion  for  infringement.  They  obtained  an  order  for  in- 
spection of  the  defendants'  process  and  took  ninety-three  samples. 
The  defendants  applied  for  an  order  to  inspect  and  take  samples. 
Held^  that  both  the  Court  and  the  defendants  might  be  materially 
assisted  by  evidence  as  to  the  mode  in  which  the  patent  was 
worked  and  the  product  produced  on  behalf  of  the  plaintiffs  and 
that  the  defendants  ought  to  be  allowed  inspection  of  the  process 
as  worked  by  the  plaintiffs  or  their  licensees  (if  willing),  with 
liberty  to  take  samples.  (65  L.  J.  Ch.  287  ;  53  L.  T.  696 ;  34 
W.B.  194;  3  O.B.  11.) 

(Z)  Drake  v.  Muntz's  Metal  Company.     [1886] 

In  an  action  for  infringement,  the  plaintiff  took  out  a  summons 
before  delivering  his  statement  of  claim  for  an  affidavit  verifying 
the  machines  and  processes  used  by  the  defendants,  and  for  inspec- 
tion. The  defendants  had  already  offered  inspection.  Held,  that 
the  plaintiff  was  only  entitled  to  an  order  for  inspection,  the  Court 
having  no  power  to  require  the  defendant  to  make  an  affidavit, 
nor  to  work  the  machines  in  the  plaintiff's  presence.  Costs,  costs 
in  the  cause.     {Qriff^  78 ;  3  0.  J^.  43.) 
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(m)  Cheetham  V,  Oldham.     [1888] 

Inspection  must  be  limited  to  those  of  the  defendant's  processes 
as  to  which  a  primd  facie  case  of  infringement  has  been  made  out. 
(5  0.  B.  617.) 

(n)  Garrard  r.  Edge.     [1889] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
presses  for  pressing  roof  tiles,  the  defendants  set  up  anticipation 
by  dies  made  and  sold  prior  to  the  patent.  The  plaintififs  asked 
for  an  order  for  production  of  all  dies  and  parts  of  dies  and  models 
and  drawings  of  dies  intended  to  be  produced  by  the  defendants  as 
being  or  representing  dies  used  prior  to  the  patent.  The  case  of 
Nordenfelt  v,  Gardner  was  cited  as  a  precedent  for  such  an  order, 
but  it  appeared  that  the  order  in  that  case  was  made  by  consent, 
and  the  Court  of  Appeal,  affirming  Kay,  J.,  held  that  there  was  no 
jurisdiction  to  make  it,  except  by  consent.     (6  0.  B,  372.) 

(n*)  Rylands  v.  Ashley's  Patent  Bottle  Company.    C.  A.    [1890] 

In  an  action  for  infringement  of  a  patent  for  improvements 
in  apparatus  for  manuficturing  glass  bottles,  the  defendants 
applied  for  inspection  of  machines  which  they  alleged  were 
in  the  power  of  the  plaintiff.  The  plaintiff  objected  on  the 
grounds  that  the  macliines  belonged  to  a  limited  company  of 
which  the  plaintiff  was  a  director,  and  that  he  was  engaged  in 
making  improvements  on  the  machines,  and  it  would  be  injurious 
to  give  inspection  to  a  rival.  Held^  that  although  the  plaintiff 
ought  not  to  be  obliged  to  give  inspection  of  any  modifications, 
yet  that  it  would  aid  the  Court  to  have  inspection  of  the  machines 
Dv  which  long-necked  bottles  had  been  made,  and  that  the 
plaintiff  must  make  a  further  affidavit  as  to  whether  any  of 
those  machines  were  in  existence  without  modifications.  That 
there  was  a  primd  fcusie  case  for  saying  he  could  procure  inspec- 
tion, and  if  there  were  such  machines  in  existence,  he  must  make  a 
bond  fide  application  to  the  company  to  give  inspection,  and  make 
an  affidavit  as  to  the  result.  The  company  subsequently  offered 
inspection  of  the  machines,  but  not  at  work.  The  judge  ordered 
inspection,  and  intimated  that  if  it  could  be  done  without  dis- 
closing trade  secrets  the  machine  should  be  shown  at  work. 
(7  0.  B.  175.) 

Practice — Injunction, 

1.  lujunction  generally. 

2.  Validity  of  patent. 

3.  Infringement  must  be  shown. 

4.  Expiroi  patents. 

5.  Procedure. 

6.  Order. 

Injunction  generally. 

Patents  Act,  1883,  Sect.  30.  In  an  action  for  infringement  of  a  patent, 
the  Court  or  a  Judge  may  on  the  application  of  either  party  make  such  order 
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far  an  injunction  inspection  or  account,  and  Impose  such  terms  and  give 
such  directions  respecting  the  same  and  the  proceedings  thereon  as  the  Court 
or  a  Judge  may  see  fit. 

(o)  GiTTiNs  V.  Symes.     [1854] 

The  rale  for  a  writ  of  injunotion  was  formerly  a  rule  to  show 
cause  only  in  the  first  instance.     (15  G.  B.  362  ;  24  L.  J.,  C.  P.  48.) 

(p)  Clayton  r.  Percy.    [1864] 

The  plaintiff  having  recovered  a  verdict,  an  order  for  an  injunc- 
tion was  obtained  and  made  a  rule  of  court.  Upon  the  defendant 
continuing  the  infringement  after  peisonal  service  of  the  order  on 
him,  a  rule  was  made  absolute  for  attachment.     (48  Leg,  0.  150.) 

{q)  Lister  v.  EAStwooD.    [1855] 

Where,  after  verdict  in  an  action  for  the  infringement  of  a 
patent,  an  order  for  an  injunction  and  for  an  account  to  be  taken 
of  profits  made  by  the  defendant  was  applied  for  under  section  42 
of  the  Patent  Law  Amendment  Act,  1852,  the  Court  would  not 
make  an  order  for  an  injunction  until  it  was  shown  that  the 
defendant,  after  the  verdict,  had  continued  to  infringe  the  patent. 
(3  a  L.  Eep.  1249.) 

(r)  CoPELAND  V.  Webb.     [1862] 

Where  two  parties  had  obtained  patents  for  the  same  invention, 
the  Couit  of  Chancery  refused  to  interfere  by  injunction,  and  left 
them  to  try  the  legal  rij^ht,  and  meanwhile  ordered  that  the 
defendant  should  keep  an  account,  and  that  the  matter  should 
stand  over  till  the  hearing.     (11  W.  B.  134;  1  N.  B.  119.) 

(«)  Pldipton  v.  Spiller.    C.  A.    [1876] 

An  interim  injunction  will  be  granted  to  restrain  the  alleged 
infringement  of  a  patent,  the  plaintiff  undertaking  to  abide  by  any 
order  of  the  Court  as  to  damages,  when  the  defendant's  trade  is  a 
new  one  and  in  the  event  of- the  injunction  not  being  granted,  the 
j>laintiff  would  have  to  bring  a  multitude  of  actions  for  infringe- 
luent  against  the  purchasers  of  the  patented  article  sold  by  the 
defendant.     (4  Ch.  D.  286.) 

(t)  Heugh  v.  Maqill.    M.  R.    [1877] 

Where  a  patent  for  improvements  upon  a  machine,  the  subject 
of  a  prior  patent,  had  been  put  in  practice  by  the  patentee  for  a 
term  of  ten  years,  but  had  only  been  enjoyed  by  him  without  the 
licence  of  the  prior  patentee  for  about  one  year,  it  was  held  that, 
as  the  undisturbed  possession  of  the  patentee  did  not  commence 
until  after  the  expiration  of  the  prior  patent,  there  had  not  been  a 
snfiicientiy  long  enjoyment  to  entitle  him  to  an  interim  injunction. 
{W.  N.  1877,  p.  62.) 

(tt)  Flower  t;.  Lloyd.    V.-C.  B.    [1877] 

In  an  action  to  restrain  the  infringement  of  a  patent  for  im- 
provements in  the  method  of  making  ornamental  tin  plates,  the 
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plain tifis  obtained  an  injunction.  The  defendants,  being  about 
to  appeal,  moved  to  suspend  the  injunction  pending  the  appeal, 
offering  to  give  an}'  undertaking  as  to  damages  that  the  (jonrt 
might  think  fit  to  impose,  and  to  probecute  the  appeal  ivith  dili- 
gence, and  alleged  that  if  they  were  prevented  from  carrying  out 
the  numerous  contracts  they  had  in  hand,  the  result  would  be  to 
destroy  their  connection  and  to  cause  them  irreparable  damage  : — 
Held,  no  gruund  for  suspending  the  operation  of  the  injunction,  for 
that  the  defendants  could  buy  the  articles  in  the  market,  and  so 
fulfil  their  contracts.     (36  L.  T.  Bep.,  N.  S.  444.) 

(»)  Vavasseuu  v.  Krupp.     C.  A.     [1878] 

A  foreign  sovereign  bought  in  Germany  shells  made  there,  but 
said  U)  be  infringements  of  an  English  patent.  They  were  brought 
to  this  country  in  order  to  be  put  on  board  a  ship  of  war  belonging 
to  I  he  foreign  sovereign,  and  the  patentee  obtained  an  injunction 
ajiainst  the  agents  of  the  foreign  sovereign  and  the  persons  in 
M'hose  custody  the  shells  were,  restraining  them  from  removing 
the  shells.  The  foreign  sovereign  then  applied  to  be  and  was 
made  a  defendant  to  the  suit.  An  order  was  then  -made  by  the 
Master  of  the  Rolls,  and  affirmed  on  appeal,  that,  notwithstanding 
the  injunction,  he  should  be  at  liberty  to  remove  the  shells. 
(9  Ck,  D.  351.) 

{w)  Frearson  v.  Loe.     M.  R.     [1878] 

A  patentee  can  sustain  an  action  for  an  injunction  to  restrain  a 
threatened  infringement  of  his  patent,  even  if  no  actual  infringe- 
ment has  taken  place.     (9  Ch.  D,  48.) 

Jessel,  M.R.,  in  delivering  judgment,  said :  "  I  am  not  awaro 
of  any  suit  or  action  in  the  Couit  of  Chancery  which  has  been 
successful  on  the  part  of  a  patentee  without  infringement  having 
been  proved ;  but  in  my  opinion,  on  principle,  there  is  no  reason 
why  a  patentee  should  not  succeed  in  obtaining  an  injunction 
without  proving  actual  infringement.  ...  It  seems  to  me,  when 
you  consider  the  nature  of  a  patent  right,  that  where  there  is  a 
deliberate  intention  expressed  and  about  to  be  carried  into  execu- 
tion to  infringe  certain  letters  patent  under  the  claim  of  a  right  to 
use  the  invention  patented,  the  plaintiff  is  entitled  to  come  to  this 
Court  to  restrain  that  threatened  injury.  Of  course,  it  mu«t  be 
plain  that  what  is  threatened  to  be  done  is  an  infringement." 
(ii.  65.) 

(x)  Adair  v.  Young.     C.  A.     [1879] 

An  action  was  brought  against  the  master  of  a  ship  to  restrain 
him  from  using  pumps  which  were  an  infringement  of  the  plaintiff's 
letters  patent.  He  denied  having  used  any  pumps  which  were  an 
infringement  of  the  patent,  and  did  not  suggest  that  the  ownertf 
ought  to  be  parties.  It  was  shown  that  the  ship  was  fitted  up 
exclusively  with  pumps  which  were  an  infiingement  of  the  letters 
patent,  but  had  been  so  fitted  up  before  the  defendant,  who  was 
not  a  part  owner,  had  taken  command  of  her.  He  had  nothing  to 
do  with  putting  them  on  board,  and  they  had  never  been  worked 
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in  British  waters.  Held^  by  Brett  and  Cotton,  L.JJ.  (dissen- 
tiente  James,  L.J.),  afiSrming  the  judgment  of  Bacon,  V.-C.,  that 
the  plaintiif  was  entitled  to  an  injunction  restraining  the  defendant 
from  using  the  patented  invention,  on  the  ground  that  he,  being 
in  command  of  a  ship  exclusively  fitted  up  with  pumps  which  were 
an  infringement  of  the  letters  patent,  was  intending  to  use  the 
patented  invention.     (12  Gh.  D.  13.) 

James,  L.J.,  in  dissenting  to  the  judgment  in  this  case,  said : 
*'  I  think  that  an  injunction  ought  not  to  be  granted  against  a 
man  unless  he.  has  done  something  which  he  ought  not  to  have 
done,  or  permitted  something  which  he  ought  to  have  prevented. 
Now,  a  master  who  comes  on  board  ought  not  to  be  answerable  on 
the  ground  that,  when  he  takes  the  command,  there  is  on  board  a 
pump  which  infringes  a  patent.  He  does  not,  owing  to  his  quali- 
fied possession,  become  at  once  an  infringer.  .  .  .  An  injunction 
therefore  can  only  be  granted  on  the  principle  of  quia  timely  and  in 
applying  that  principle  I  think  it  wotdd  be  a  right  exorcise  of  the 
discretion  of  the  Court  not  to  grant  an  injunction  against  a  master, 
who  has  done  nothing  wrong,  when  there  is  no  difficulty  in  finding 
and  suing  the  owner  of  the  ship.  .  *  .  Whatever  appliances  there 
may  happen  to  be  on  board,  however  they  came  there,  pumps, 
anchors,  fire-extinguishers,  stolen  or  not  stolen,  pirated  or  not 
pirated,  it  is  his  bounden  duty  to  use  them  according  to  the  exi- 
gencies of  navigation  for  the  safety  of  the  ship,  cargo,  and  life." 
{lb.  20.) 

(jf)  United  Telephone  Company  ».  Dale.    [1884] 

In  order  to  justify  the  committal  of  a  defendant  for  breach  of  an 
injunction,  it  is  not  necessary  that  the  order  granting  the  in- 
junction should  have  been  served  upon  him,  if  it  is  proved  that  ho 
had  notice  of  the  order  aliunde  and  knew  that  the  plaintiff 
intended  to  enforce  it.  This  rule  is  not  limited  to  oases  in  which 
a  breach  is  committed  before  there  has  been  time  to  get  the  order 
drawn  up  and  entered.  Semble :  that  an  injunction  to  restrain  the 
sale  of  a  complete  machine  is  violated  by  the  sale  of  the  component 
parte  in  such  a  way  that  they  can  be  easily  put  together  by  any 
one.     (25  Ck.  D.  778.) 

(z)  Harvie  v.  Ross.     [1887] 

It  may  be  a  breach  of  interdict,  but  is  not  a  contempt  of  Court, 
for  a  defendant  against  whom  an  injunction  has  been  awarded  to 
attempt  to  escape  from  its  effect  by  manufacturing  articles  which 
lie  bona  fide  believes  not  to  bo  a  breach  of  the  injunction.  (4  0.  B, 
234.) 

(«*)  Spencer  v,  Ancoats  Vale  Rubber  Company.     C.  A.    [1888] 

The  owners  of  a  patent  dated  1877  for  vulcanized  india-rubber 
springs,  having  brought  an  action  to  restrain  infringement,  the 
defendant  company  agreed  to  a  judgment  that  they  should  be 
restrained  from  infringing  the  patent  of  1877,  but  without  pre- 
judice to  their  rij^ht  to  manufacture  vulcanized  india-rubber 
springs  according  to  an  earlier  and   expired   patent  of  1806,  of 
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which  also  the  plaintiffs  had  been  owners.  The  plaintifis  moTed 
subsequently  to  sequestrate  the  goods  of  the  company  and  to 
commit  certain  of  the  directors  for  breach  of  the  injunction,  and 
the  defendants  alleged  that  what  they  were  doing  was  covered 
by  the  proviso.  Held,  that  the  proviso  was  not  intended  to 
give  the  defendants  a  licence  to  use  the  1877  patent  so  far  as 
it  was  necessary  for  effectually  working  the  1866  patent,  that^ 
having  regard  to  what  was  known  at  tlie  time,  the  1877  patent 
must  be  construed  to  claim  as  an  improvement  on  the  186(> 
patent,  the  moulding  of  metal  and  india-rubber  together  before 
it  was  hardened,  that  the  defendant  company  had  made  use 
of  this  improvement  and  that  there  had  been  a  breach  of  the 
injunction.     (6  0.  B.  46.) 

Injunction — Validity  of  PcUent — Vnintetrupted  Enjoyment. 

(a)  Hicks  v.  Raincock.    [1783] 

Demurrer  to  a  bill,  for  an  injunction  to  stay  the  infringement  of 
a  patent  right,  that  the  plaintiff  had  not  established  his  right  at 
law,  overruled.     (2  Dick.  647.) 

(6)  BouLTON  V.  Bull.    [1796] 

Injunction  granted,  where  patentee  had  been  in  possession  for 
twenty-seven  years,  that  the  question  as  to  the  validity  of  the 
patent  might  be  tried.  There  was  a  verdict  for  the  plaintiff, 
subject  to  the  opinion  of  the  Court  upon  a  case  stated.  The  Court 
was  equally  divided  in  opinion  as  to  the  validity  of  the  patent : — 
Held,  that  the  injunction  should  be  continued  until  another  action 
was  brought.     (3  Ves.  140.) 

(6*)  Thomson  v.  Moore     H.  L.    [1890] 

Where  a  defendant  has  submitted  to  an  injunction,  he  cannot 
be  permitted  when  proceeded  against  for  renewed  infringements 
to  question  the  validity  of  the  patent.     (7  0.  U.  325.) 

(c)  Oxford  and  Cambridge  Universities  v.  Eichardson.    [1802] 

Injunction  granted  or  continued  to  the  hearing,  though  the 
patentee's  legal  title  be  doubtful. 

Lord  Eldon  said :  "  It  is  then  said,  in  cases  of  this  sort  the 
universal  rule  is,  that,  if  the  title  is  not  clear  at  law,  the  Court 
will  not  grant  or  sustain  an  injunction,  until  it  is  made  clear  at 
law.  With  all  deference  to  Lord  Mansfield,  I  cannot  accede  to 
that  proposition  so  unqualified.  There  are  many  instances  in  my 
own  memory,  in  which  this  Court  has  granted  or  continued  an 
injunction  to  the  hearing  under  Kuch  circumstances.  In  the  case 
of  patent  rights,  if  the  party  gets  his  patent,  and  puts  his  invention 
in  execution,  and  has  proceeded  to  a  sale,  that  may  be  called 
possession  under  it;  however  doubtful  it  may  be,  whether  the 
patent  can  be  sustained,  this  Court  has  lately  said,  possession 
under  a  colour  of  title  is  ground  enough  to  enjoin,  and  to  continue 
the  injunction,  till  it  shall  be  proved  at  law,  that  it  is  only  colour 
and  not  real  title."     (6  Fe*.  706.) 
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(d)  HarMeb  v.  Playnb.    [1807] 

Injunction  granted,  wher^  the  patentee  had  been  in  possesaion 
Tinder  the  patent  for  thirteen  years,  nntil  the  right  was  tried  at 
law ;  although  considerable  doubt  existed  as  to  the  validity  of  the 
patent.     (14  Ves.  130.) 

Lord  Eldon  :  "  The  ground  upon  which,  where  doubt  is  excited 
in  the  mind  of  the  Court,  an  injunction  is  granted,  until  the  legal 
question  can  be  tried,  a  ground  that  was  acted  upon  in  the  case  of 
JBoultcn  and  Watt,  in  some  cases  preceding  that  and  some  that 
have  occurred  since,  is  this :  where  the  Crown  on  behalf  of  the 
public  grants  letters  patent,  the  grantee,  entering  into  a  contract 
with  the  Crown,  the  benefit  of  which  contract  the  public  are  to 
have,  and  the  public  have  permitted  a  reasonably  long  and  un- 
disputed possession  under  colour  of  the  patent,  the  Court  has 
thought,  upon  the  fact  of  that  possession,  proved  against  the 
public,  that  there  is  less  inconvenience  in  granting  the  injunction, 
.until  the  legal  question  can  bo  tried,  than  in  dissolving  it  at  the 
hazard,  that  the  grant  of  the  Crown  may  in  the  result  prove  to 
have  been  valid.  The  question  is  not  really  between  the  parties 
upon  the  record ;  for,  unless  the  injunction  is  granted,  any  person 
might  violate  the  patent ;  and  the  consequence  would  be,  that  the 
patentee  must  be  ruined  by  litigation.  In  the  case  of  Boulton  and 
Watt^  therefore,  though  a  case  of  great  doubt,  upon  which  some  of 
the  ablest  judges  in  Westminster  Hall  disagreed,  yet  upon  the 
ground  of  the  possession  by  the  patentee  against  all  mankind,  the 
injunction  was  granted,  until  the  question  could  be  tried."  (lb, 
131.)  "I  do  not  say  a  case  might  not  exist  where  possession 
might  be  distinctly  proved,  and  yet  there  might  be  such  strong 
doubt  whether  the  specification  was  not  bad  in  law,  that  the  Court 
would  Irevi  manu  interfere,  and  put  an  end  to  the  injunction." 
(Jb.  133.) 

(e)  Gboegk  V,  Beaumont.    [1815] 

An  injunction  obtained  on  the  grounds  that  the  party,  under 
pretence  of  treating  with  the  patentees  for  a  licence,  had  watched 
the  process,  and  then  practised  it  without  a  licence,  will  be 
dissolved  if  the  validity  of  the  patent  be  doubted,  and  an  account 
will  be  ordered  to  be  kept  of  the  extent  to  which  the  invention  has 
been  practised,  until  the  validity  of  the  patent  can  be  tried  at  law. 
(27  Bep.  Arts,  2nd  Series,  252.) 

(/)  Hill  v.  Thompson.    [1817] 

Where  there  has  been  a  length  of  exclusive  enjoyment  under 
a  x>atent,  the  Court  will  grant  an  injunction  in  the  first  instance, 
Avithout  previously  putting  the  party  to  establish  his  right  at  law  ; 
otherwise  where  the  patent  is  recent  and  its  validity  is  disputed. 
Sometimes  the  Court  will  direct  the  party,  against  whom  the 
application  is  made,  to  keep  an  account  pending  the  discontinuance 
of  the  injunction.     (3  Mer.  622.) 

The    injunction    naving   been  dissolved,   with  liberty   to  the 
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plaintiff  to  bring  an  action  to  establish  his  patent  right,  and  the 
defendants  to  keep  an  account  in  the  meanwhile ;  a  verdict 
having  been  obtained  for  the  plaintiff  on  the  trial  of  the  action, 
on  application  being  made  to  revive  the  injunction,  it  was  objected 
that  the  defendants  intended  to  move  for  a  new  trial ;  and  the 
matter  was  ordered  to  stand  over  till  the  result  of  that  application 
should  be  known,  the  parties  continuing  to  keep  the  account  in  the 
interim.     (16.  631.) 

(g)  Russell  v.  Barnslky.    [1834] 

The  fact  of  the  pendency  of  an  action  against  another  party,  is 
not  a  sufficient  ground  for  continuing  an  ex  parte  injunction, 
without  putting  the  plaintiff  to  bring  an  action  against  the  new 
defendant.     (1  Weh.  P.  G.  472.) 

(h)  Russell  v,  Cowley.    [1834] 

Lord  Lyndhurst:  "This  Court  having  directed  a  trial  at  law, 
and  the  jury  having  found  for  the  patentee,  and  a  motion  that  the 
verdict  should  be  set  aside  and  a  nonsuit  entered  having  failed,  it 
is  quite  of  course  that  an  injunction  should  be  issued  until  the 
hearing  of  the  cause."     (2  Goop.  C,  C.  59  («.)•) 

(t)  Morgan  v.  Seaward.    [1835] 

Where  the  plaintiff  is  assignee  of  the  patent  the  Court  may, 
on  directing  a  trial  instead  of  granting  an  injunction,  accept  the 
defendant's  undertaking  to  admit  the  plaintiff's  title  to  the  patent. 
(1  Web.  P.  a  169.) 

(y)  Kay  v.  Marshall.    [1836] 

Lord  Cottenham,  L.C.,  said :  '*  The  equitable  relief  flows  from 
the  legal  title,  and  the  question  is  whether,  upon  the  statements  in 
the  bill,  the  Court  can  take  upon  itself  to  decide  that  the  plaintiff 
has  no  legal  title.  If  the  plaintiff,  asking  for  equitable  relief 
upon  the  ground  of  a  legal  title,  states  upon  his  bill  a  title  which 
cannot  be  supported  at  law,  the  defendant  may  take  advantage  of 
it  by  demurrer."     (2  WeK  P.  C.  42.) 

(k)  Beeston  v.  Ford. 

Per  Lord  L3'ndhurst :  "  There  may  be  considerable  doubt  as  to 
the  validity  of  a  patent;  still,  if  there  has  been  a  long  exclusive 
enjoyment,  the  doctrine  of  the  Court  is  that  an  injunction  shall  go 
to  protect  the  patent,  until  the  question  of  its  validity  is  duly 
determined  at  law."     (2  Coop.  Ch.  Ca.  58.) 

(Z)  LuKiE  V.  KoBSON.    [1837] 

An  ex  parte  injunction  having  been  obtained,  and  suffered  to  go 
undisturbed  for  two  years,  and  the  specification  appearing  free 
from  obscurity  and  the  evidence  of  novelty  sufficient : — Held,  that 
the  Court  could  not  bo  doing  wrong  in  upholding  the  injunction, 
(9  Bep.  Arts,  N.  S.  55.) 
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(»)  BiCKFORD  t?.  Skewes.    [1838] 

Shadwell,  V.-C. :  "  Whatever  may  be  the  objection  to  the  speci- 
fication, this  Court  is  bound  to  look  to  the  fact  that  there  has  been 
an  enjoyment  under  the  patent,  as  a  sort  of  practical  answer  to 
the  theoretical  objection."  Interlocutory  injunction  granted  after 
enjoyment  for  six  years.  His.  Lordship,  however,  said  :  "  I  admit 
that  if  you  were  to  say  six  years  are  Kufficient,  you  may,  by  cutting 
oflF  successive  portions,  reduce  the.  six  years  to  nothing.  But  I 
have  nothing  to  do  with  any  other  case  than  the  case  before  me." 
(1  Wd).  P.  C.  213.) 

(n)  CoLLARD  V.  Aluson.     [1839] 

Although  a  patent  is  of  long  standing,  yet  if,  from  the  nature  of 
the  alleged  invention,  or  the  conflicting  evidence  as  to  its  novelty, 
its  validity  appears  to  be  doubtful,  or  if  the  evidence  of  exclusive 
possession  is  not  satisfactory,  the  Court  will  not  grant  an  injunction 
until  the  title  has  been  established  at  law. 

After  the  patentee  had  obtained  a  verdict  in  an  action  brought 
\b  try  the  validity  of  the  patent,  the  Court  refused  to  giant  an  in- 
junction to  restrain  the  infringement  of  the  patent,  on  the  ground 
that  a  rule  «m  for  a  new  trial  had  been  obtained  and  was  pending 
in  the  court  of  law,  and  that  the  legal  title  of  the  patentee  was 
therefore  still  undecided.     (4  Jtf.  d  C.  487  ) 

(o)  Curtis  r.  Cutts.     [1839] 

Lord  Cottenham :  "  The  rule  upon  which  the  Court  acts  in 
granting  an  injunction,  where  the  validity  of  the  patent  alone  is 
disputed,  requires,  not  merely  that  there  shall  have  been  possession 
and  enjoyment  under  the  patent,  but  such  possession  and  enjoy- 
ment must  have  been  undisturbed  and  exclusive."  (2  Coop.  C,  C. 
60  (n.).) 

(jp)  BicKFORD  V.  Skewes.     [1839] 

When  the  Court  has  interfered,  in  aid  of  a  legal  right,  by  grant- 
ing an  injunction  upon  the  terms  of  the  plaintiffs  bringing  an 
action,  it  will  deprive  the  plaintitf  of  the  injunction  if  he  does  not 
oommence  and  proceed  with  his  action  with  due  promptness  ;  but 
it  will  not  do  this  if  the  defendant  has  been  supine  in  the  cause. 
(4  My.  d  Cr.  498 ;  8  L.  J.,  Ch,  188.) 

(5)  Neilson  v.  Harford.    [1841] 

Where  the  plaintiff  was  directed  to  proceed  at  law,  in  order  to 
try  the  validity  of  his  patent,  and  obtained  judgment,  an  injunc- 
tion was  allowed  almost  as  a  matter  of  course.  (1  Web.  P.  C 
373.) 

(r)  Neilson  v.  Forman.     [1841] 

The  legal  right  of  a  plaintiff  ought  to  be  established  beyond  all 
possibility  of  doubt  before  the  Court  will  be  justified  in  gi  anting 
an  injunction,.  which»  by  sto]>ping  extensive  works,  will    do   t* 
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mischief  to  the  defendant  that,  if  the  plaintiff  do  not  succeed,  can 
never  be  repaired.     (2  Coop.  61  (».)•) 

(»)  MuNTz  ».  Grenfell.    [1842] 

Per  Knight  Bnioe,  V.-C. :  **  The  patent  having  heen  worked 
hy  the  plaintiff  and  defendant  as  partners,  under  circnnifitanoes 
affording  a  presumption  that  the  defendant  did  not,  during  the 
existence  of  the  partnership,  dispute  that  the  patent  was^  valid, 
the  Conrt  of  Chancery  will,  upon  an  interlocutory  application 
for  an  injunction,  assume  that  the  patent  is  valid."  (2  Coop. 
61  (n.).) 
(t)  MuNTZ  V.  Poster.    [1843] 

Upon  an  appeal,  from  an  order  of  Bruce,  V.-C,  for  an  injunction 
to  restrain  the  infringement  of  a  patent,  Lyndhurst,  L.C.,^  said : 
'*  The  patentee  has  been  in  possession  of  his  exclusive  privilege 
for  several  (eleven)  years,  and  the  Court  will  not,  on  any  suggested 
defect  of  the  specification,  allow  the  enjoyment  of  that  privilege 
to  be  disturbed  until  the  title  has  been  decided  in  a  oourt  of  law." 
(2  Web.  P.  C.  95.) 

(tt)  Bridson  v.  M' Alpine.    [1845] 

Motion  for  an  injunction  to  restrain  an  infringement  ordered  to 
stand  over  for  the  plaintiff  to  bring  an  action  to  establish  hia  right. 
The  plaintiff  obtained  a  verdict,  but  the  defendant  tendered  a  bill 
of  exceptions,  which  could  not  be  determined  without  some  con- 
siderable delay.  Upon  the  motion  being  renewed,  the  Court,  under 
the  circumstances,  ordered  it  to  stand  over  till  the  bill  of  exceptions 
had  been  disposed  of.  (8  Beav.  229.)  Where  it  is  not  clear  either 
that  the  patent  is  legally  valid  or  that  it  has  been  infringed, 
it  depends  on  the  degree  of  doubt  which  exists  on  these  questions 
whether  the  Court  will  grant  the  interim  injunction.  In  such 
cases  the  Court  will  cautiously  consider  the  degree  of  convenience 
and  inc<mvenienoe  to  the  parties,  and  according  to  the  doubt  and 
the  degree  of  inconvenience  may  either  refuse  to  grant  the 
injunction  simply  or  refuse  it  on  terms  of  the  party  undertaking 
to  keep  an  account,  or  may  direct  the  motion  to  stand  over  on 
terms  of  plaintiff  proceeding  to  a  trial  at  law.     (J5.  230.) 

(y.)  DiRCKS  V.  Mellor.    [1845] 

If  the  defendant  admit  the  validity  of  the  patent,  the  title  of 
the  plaintiff  and  its  infringement  by  him,  the  Court  will  at  once 
issue  its  injunction  with  costs.     (26  Lond.  Jour.  268.) 

(w)  Heath  ».  Unwin.    [1847] 

The  plaintiff,  having  obtained  a  patent  for  an  improved  method 
of  making  steel  by  the  application  of  carburet  of  manganese, 
brought  an  action  against  the  defendant  for  infringing  his  patent 
by  using  two  ingredients,  which,  when  fused,  would  produce 
carburet  of  manganese.  The  Court  of  Exchequer  held  that  the 
patent  had  not  been  infringed,  either  directly  or  indirectly,  because 
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the  defendant  was  ignorant  of  the  fact  that  he  was  using  the  same 
sabstance  as  that  employed  by  the  plaintiff.  A  motion  for  an 
injunction  upon  a  bill  filed  prior  to  the  action  was  now  opposed, 
on  the  ground  that  the  decision  of  the  court  of  law  was  final,  and 
the  bill  ought  to  be  dismissed.  The  Court  oouKidered  that  although 
the  act  was  committed  unconsciously,  the  defendant  was  liable  for 
the  injury  he  had  done,  and  consequently  retained  the  bill,  and 
gave  liberty  to  the  plaintiff  to  bring  another  action.  (16  L.  J., 
Ck.  283.) 

(x)  The  Elrctric  Telegraph  Company  ».  Nott.    [1847] 

As  a  general  rule,  the  Court  ought  not  to  give  its  aid  to  the 
legal  right  by  injunction  unless  satisfied,  the  legal  right  being 
disputed,  that  in  the  result  such  legal  right  will  be  Cbtablished ; 
or,  the  legal  ri^^ht  not  being  disputed,  that  the  acts  complained  of 
are  a  violation  of  it.  There  is  an  exception  where  the  sole  question 
is  the  validity  of  a  patent,  and  there  has  been  a  user  of  the  patent, 
and  an  exclusive  enjoyment  under  it  for  a  reasonable  time.  The 
Court  will  in  such  a  case  interpose  by  injunction,  until  the  validity 
of  the  patent  has  been  ascertained  by  a  trial  at  law.  But  where, 
though  the  validity  of  the  patent  is  not  disputed,  yet  there  is 
oonflicting  evidence  upon  the  question  of  infringement,  the  general 
rule  applies,  the  Court  will  not  grant  an  injunction  until  it  has 
been  ascertained  by  a  trial  at  law  that  thei-e  has  been  an  infringe- 
ment.    (2  Coop.  41.) 

(y)  Stevens  v.  Keatino.     [1847] 

Application  to  restrain  defendant  from  infringing  plaintiff's 
patent.  Shadwell,  V.-C,  said :  I  think,  "  with  reference  to  the 
very  language  used  in  Kay  v.  Marshall,  that  where  a  patent  has 
been  taken  out  for  several  years,  and  there  has  been  a  dealing 
upon  it,  a  user  of  it,  that  it  is  not,  at  the  end  we  will  say  of  twelve 
years,  to  be  set  aside  merely  because  speculations  may  be  made  of 
more  or  less  fon-o  upcm  its  validity  as  regards  the  language  of  the 
specification.  I  cannot  but  myself  think,  therefore,  that  in  this 
case  there  has  been  such  a  prima  facte  established  legality  of 
the  plaintiff's  patent,  that  it  is  the  duty  of  the  Court  to  grant 
the  injunction;  but  the  plaintiff,  of  course,  must  be  put  to 
bring  such  action  as  will  try  the  validity  of  the  patent,  and 
then  the  defendant  will  have  the  opportunity  of  trying  the 
question  fairly."  (2  Web.  P.  C.  176.)  Affirmed  on  appeal, 
Cottenham,  L.C.,  said:  The  rule,  that  **in  doubtfal  cases  great 
care  ought  to  be  taken  by  this  Court  not  to  grant  an  injunction 
^s^hich  is  at  all  likely  to  prove  unfounded  ...  is  conGned  to  cases 
^s^here  there  is  a  serious  doubt  in  the  mind  of  the  judge  as  to 
-whether  the  title  to  the  injunction  is  made  out  or  not,  for  if  the 
Court  sees  that  there  is  a  dear  case  for  an  injunction,  it  would  be 
absurd  to  say,  go  to  law  and  prove  that  which  you  have  already 
proved  here,  before  1  grant  an  injunction.  In  patent  cases,  how- 
ever, a  rule  steps  in  which  is  quite  consistent  with  the  general 
rule  to  which  I  have  just  referred,  and,  indeed,  is  only  an  instance 
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of  the  exception  which  a  correct  statement  of  that  rale  must  always 
include,  viz.,  that  long  and  uninterrupted  posKCSsion  shall  be 
considered  such  prtmdfade  eviHence  of  title  as  to  justify  the  Court 
in  protecting  the  patent  ri«j;ht  by  an  injunction  until  its  invalidity, 
if  it  be  invalid,  shall  have  been  established  by  an  action  at  law/' 
(2  Ph.  335 ;  2  Web.  P.  C.  177.) 

(z)  Cro&skill  17.  EvoRY.     [1848] 

Though  a  patentee  had  enjijyed  his  patent  for  a  considerable 
time,  and  had  succeeded  in  several  actions  for  an  infringement 
thereof  in  upholding  bis  patent,  yet  there  being  a  new  infringement 
by  a  different  party,  an  injunction  to  restrain  him  was  refused 
until  after  a  trial  at  law.     (10  L.  T.  Rep.  459.) 

(a)  Bridson  v.  Benecke.     [1849] 

The  plaintiff  having  been  put  to  establish  his  legnl  right, 
succe(ided  on  the  trial,  but  the  defendants  tendered  a  bill  of 
exceptions.  An  injunction  was  granted,  under  the  circumstances, 
before  the  bill  of  exceptions  had  been  disposed  of.     (12  Beav.  I.) 

(6)  Caldwell  v.  Vanvlissengen,    [1851] 

Injunction  granted  against  subjects  of  the  kingdom  of  Holland, 
t«»  restrain  them  from  using  on  board  their  ships  within 
the  dominions  of  England,  without  the  licence  of  the  plaintiffs, 
an  invention,  to  the  benefit  of  which  the  plaintiffs  were  exclu- 
sively entitled  under  the  Queen's  patent,  the  title  of  which  had 
been  maintained  at  law  against  several  attempts  to  impeach  it. 
Where  a  legal  right  exists,  the  Court  cannot  refuse  to  interfere 
for  its  protection,  upon  grounds  which  depend  exclusively  on 
considerations  of  national  policy.  (9  jffarc,  415 ;  21  L.  J.  Ch,  97 ; 
16Jttr.  115.) 

Turner,  V.-C. ;  "  Where  there  has  been  long  enjoyment  under 
the  patent  (the  enjoyment  of  course  including  use),  the  public 
hive  had  the  opportunity  of  contesting  the  patent ;  and  the  fact 
of  their  not  having  done  so  successfully  affords,  at  least  prima 
facie,  evidence  that  the  title  of  the  patentee  is  good ;  and  the 
Court  therefore  interferes  before  the  right  is  established  at  law.'" 
(9  Hare,  424.) 

(o)  Baxter  v.  Combe.     Ir.  Ch.     [1851] 

On  a  motion  for  an  injunction  to  restrain  the  infringement  of 
a  patent,  an  order  was  made  that  the  motion  should  stand  until 
the  plaintiff  '  brought  an  action  at  law.  There  was  a  verdict 
for  the  plaintiff,  and  the  defendant  tendered  a  bill  of  exceptions, 
pending  which  the  motion  was  renewed ;  the  Court  granted  an 
injunction,  the  plaintiff  undertaking  to  abide  any  order  which  the 
Court  might  make,  by  directing  an  issue,  or  otherwise,  to  asoeitaiu 
the  damage,  if  any,  which  the  defendant  should  sustain  by  obeying 
the  order,  in  case  the  defendant  should  obtain  judgment  in  the 
action  at  law.     (3  Ir.  Ch.  B,  245.) 
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(d)  Brown  v.  Kidstone.    [1862]  .    •        :  "  , 

The  patent'  was  not  obtained  for  Scotland  till  some  months  after 
it  hod  been  obtained  for  England.  In  tlie  interval  a  description 
of  the  invention  had  appeared  in  a  magazine  circulated  in 
Scotland  : — Heldj  that  this  publication  created  such  a  prima  facie 
objection  to  the  patentee's  title,  that  he  could  not  interdict  parties 
in  Scotland  alleged  to  be  using  the  invention  without  a  llcenco. 
(15. -31.(0  P.  769.) 

(c)  Newall  i;.  Wilson,    [1852] 

Where  a  patent  had  been  in  force  fox*  twelve  years,  and  had 
been  the  subject  of  four  suits  against  diflferent  pei"sons,  al|  of 
ivbich  terminated  favourably  to  the  patentee,  and  in  two  of 
■which  verdicts  had  been  given  in  favour  of  the  validity  of  the 
patent : — Held^  that  in  a  fifth  case,  the  patentee  was  entitled  lo 
an  injunction  pending  the  trial  of  the  legal  right,  although  a 
fresh  fact  was  brought  forward,  tending  to  impeach  the  novelty 
of  the  invention.     (2  De  G.,  M.  &  G.  282.) 

(y)  Hancock  v.  Moulton.    [1852] 

Length  of  time  and  uninterrupted  enjoyment  of  a  patent 
give  a  colour  of  right  even  where  there  has  not  been  a  trial  at 
law.  The  Court  ought  not  to  grant  an  injunction  to  restrain  au 
infringement  of  a  patent  before  a  trial  at  law,  unless  the  evir 
dence  of  infringement  be  such  that  the  Court  would  on  the  same 
evidence  commit  the  defendant  for  a  breach  of  the  injunction. 
(JJf.  Dig.  506.) 

(<;)  Lister  v.  Eastwood.     [1855] 

Where  a  patentee  had  brought  an  action  for  damages,  and 
at  the  trial  an  arbitration  liad  been  agreed  to,  upon  which  the 
arbitrator  by  his  award  had  established  the  validity  of  the  patent, 
and  the  patent  had  been  again  invaded ;  the  Court,  upon  a  bill 
filed  for  an  injunction  to  restrain  the  infringement,  held^  that  the 
award  of  the  arbitrator  must  be  considered  as  equivalent  to  a 
verdict  establishing  the  validity  of  the  patent,  against  which  there 
liad  been  no  motion  for  a  new  triaL     (26  L.  T.  S^.  4.) 

(A)  Gardner  v.  Broadbent.    [1856] 

Sir  J.  Stuart,  V.-C,  said :  "  If  the  plaintiflF  is  in  a  position  to 
support  by  proper  evidence  his  title  to  the  patent,  and  to  prove 
the  fact  of  its  having  been  infringed,  he-  is  in  every  other  resjxict, 
in  spite  of  the  recency  of  its  date  (1855),  entitled  to  move  in  this 
court  ex  parte  for  an  injunction.  .  .  .  There  is  no  law  of  this  coui*t 
^which  prevented  a  patentee  by  the  recency  of  his  patent  from 
applying  for  an  injunction  ex  parte ;  and  1  wish  it  to  be  understood 
that  the  law  of  the  court  is  that  laid  down  by  Lord  Eldon  in  the 
case  of  The  Universities  of  Oxford  and  Cambridge  v  Richardson,^* 
.  (2  Jttr.,  K  S.  1041.) 
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(t)  Betts  r.  Menzies.    [186^ 

YITliere  there  is  doubt  as  to  the  Taliditj  of  the  plaintifiTa  patent, 
but  he  has  had  eight  years  of  Tindistiirbed  enjoyment  under  it, 
and  the  defendant  bad  neglected  to  dispute  the  yalidity  of  the 
patent  on  a  former  occasion,  when  he  had  the  opportunity  of  doing 
so,  an  injunction  was  granted,  and  plaintiff  ordered  to  proceed  to 
trial  at  law.     (3  Jur.  N.  S.  357.) 

Wood,  V.-C. :  "  The  law  of  tms  court  is,  that  where  the  patentee 
has  had  long  enjoyment,  there  he  shall  have  an  injunction  to 
protect  his  rights  until  trial,  even  although  his  rights  under  his 
patent  be  doubtful"     (16.  358.) 

(y)  Clark  «.  Fergusson.    [1859] 

Bill  for  an  injunctiou  to  restrain  the  defendants  from  working 
the  plaintiff's  patent,  dated  April,  1859,  for  an  improved  kind  of 
block  for  lowering  boats.  The  defendants  were  employed  to  manu- 
facture blocks  for  the  plaintiff,  but  having,  as  they  claimed,  dis- 
covered an  improvement  on  the  plaintiff's  invention,  they  requested 
the  plaintiff  to  introduce  such  alleged  improvements  into  his  speci- 
fication, and  allow  the  defendants  a  share  of  the  profits.  The 
plaintiff  having  refused  this  the  defendants  applied  for  a  patent, 
and  claimed  a  right  to  work  their  invention  independently  of  the 
plaintiff.  Injunction  granted,  under  the  circumstances,  in  spite  of 
the  recent  date  of  the  plaintiff's  patent.  (1  Giff,  184.)  Sir  J. 
Stuart,  V.-C. :  "  It  is  not  a  mere  matter  of  course,  because  a  patent 
is  recent,  to  call  on  the  patentee  to  establish  his  rights  at  law 
before  he  can  obtain  relief  in  this  court.  It  is  in  the  di)$cretion  of 
the  Court  to  require  a  plaintiff  to  assert  his  rights  at  law  or  other- 
wise, according  to  the  nature  of  the  case."    (IS.  187.) 

(k)  Hills  r.  Evans.    [1862] 

Lord  Westbury :  "  It  is  the  habit  and  the  rule  of  a  Court  of 
Equity  not  to  grant  that  injunction  (to  restrain  infringement),  at 
all  events  at  the  hearing,  and  not  to  make  it  perpetual  unless  the 
legal  validity  of  the  patent  has  been  conclusively  established." 
(4  De  G.,  jP.  d  J.  289.) 

(Z)  Davenport  v.  Jemon.    [1862] 

The  Court  will,  since  the  25  &  26  Yict.  c.  42,  enter  into  the 
question  of  the  validity  of  a  patent  on  a  motion  for  an  interim  in- 
junction. The  powers  of  the  Court  are  not  limited  by  the  above 
Act.     (1  JV:  B.  173.) 

(m)  Rbnard  V,  Levinstein.    [1864] 

Lord  Justice  Knight  Bruce :  *'  It  is  necessary,  to  support  a 
motion  to  dissolve  an  injunction,  that  there  should  be  at  least  a  fair 
prima  facie  case  in  the  opinion  of  the  judge  or  judges  who  may 
have  to  decide  the  matter  as  to  the  validity  of  the  specification ;  if 
not  in  every  patent  case,  at  least  in  one  which  arises  upon  a  patent 
of  no  great  age.  .  .  .  With  a  patent  no  older  than  the  present 
patent  is  (three  years),  though  its  age  is  no  objection  to  an  inter* 
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looutory  injunction  of  itself,  in  the  present  stage  of  the  cause  there 
ought  to  l)e  no  injunction,  and  upon  that  ground  alone  I  am  of 
opinion  that  this  injunction  should  for  the  present  be  dissolved." 
Defendant  to  keep  an  account.    (10  L,  T.  Bep.^  K  8.  177.) 

(n)  Dayesvokt  v.  Goldberg.    [1866] 

Where  the  plaintiffs  have  had  thirteen  years'  user  of  their  patent, 
their  right  to  which  had  been  established,  once  at  law  and  once  in 
a  Court  c.f  Chancery,  the  validity  of  the  patent  in  primd  fade 
sufficiently  established  as  against  an  infringer.     (2  H.  d  M.  282.) 

(o)  BOVILL  V.  GOODIER.      [1866] 

A  defendant  is  not  to  be  concluded  by  a  trial  at  law,  establishing 
the  validity  of  the  patent,  to  wuich  he  is  no  party,  and  is  not  to 
bo  driven  to  contest  the  validity  of  the  patent  by  a  scire  facias. 
(35  Beav.  427.) 

(jp)  Penk  r.  BiBBY.     [1866] 

.  After  a  trial  before  the  Vice-Chancellor,  without  a  jury,  in  which 
issues  were  found  for  the  plaintiff,  a  motion  for  a  new  trial  having 
been  refused  by  the  Vice-Cbancellor,  and  on  appeal  refusovl  by  the 
Liord  Chancellor,  was  being  taken  by  appeal  to  the  House  of  Lords. 
The  Court  declined  to  suspend  the  final  order  for  an  injunction, 
pending  the  appeal  to  the  House  of  Lords.  (L.  B,,  3  Eq.  308 ;  86 
JL.  jr.,  Ch.  277.) 

(q)  The  Willcox  and  Gibbs  Sewing  Machine  Company  v.  Wood, 
[1869] 

The  Court  refused  to  restrain  the  defendants  from  selling  as  the 
plaintiflfe'  sewing  machines,  **  with  the  latest  improvements,"  old 
sewing  machine;^  manufactured  and  patented  hy  the  plaintiffs 
-without  such  improvements.     (20  L,  T.  Bep.,  N.  S.  10.) 

(r)  Dudgeon  v.  Thomson.    [1874] 

Sir  G.  Jessel :  **  The  Court  can  grant  an  injunction  before  the 
bearing  where  the  patent  is  an  old  one,  and  the  patentee  has  been 
in  long  and  undisturbed  enjoyment  of  it,  or  where  its  validity  has 
been  established  elsewhere,  and  the  Court  sees  no  reason  to  doubt 
the  propriety  of  the  result,  or  where  the  conduct  of  the  defendant 
is  such  as  to  enable  the  Court  to  say  that,  as  against  the  defendant 
himself,  there  is  no  reason  to  doubt  the  validity  of  the  patent." 

The  fact  of  an  interdict  havin^i;  been  granted  against  the  defen- 
dant by  the  Court  of  Sessions  in  January,  1873,  held  to  be  sufficient 
prima  facie  evidence  of  the  validity  of  a  patent  for  the  United 
Kingdom  granted  in  1866,  to  warrant  the  Court  granting  an  inter- 
locutory injunction.     (30  L.  T.  Bep.,  N.  S.  244.) 

(»)  Plimpton  v.  Malcolmson.    [1875] 

An  injunction  to  restrain  an  alleged  infringement  will  not  be 
granted  on  an  interlocutory  applicition,  unless  it  can  be  shown 
that  there  has  been  active  user  of  the  invention,  even  where  the 
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patent  has  been  in  foroe  fur  eight  yearfi.    (L.  B.  20  Eq.  37 ;  44  L.J.\ 

Ch.  257.) 

(<)  Jackson  r.  Needle.    [1884] 

Formerly  the  Court  was  not  in  the  habit  of  granting  injunctions 
to  restrain  infringements  until  the  title  had  been  established  by  an 
action  at  law.  That  rule  no  longer  applies,  but  at  the  same  time 
the  Court  has  not  shown  the  same  disposition  to  grant  injunctions 
where  the  patent  said  to  be  infringed  iu  of  recent  date.  So  far,  at 
any  rate,  as  cases  arising  before  the  Act  of  1883  are  concerned,  the 
Court  abstains  from  interfering  by  injunction  in  the  catse  of  a 
recently  dated  patent,  when  there  is  really  a  substantial  question 
to  be  tried.  Under  the  Act  of  1883  the  question  which  has  still  to 
be  determined  is,  whether  the  investigation  and  protection  which 
is  given  to  the  public  under  sects.  10  and  11,  may  alter  this  nile 
when  the  owner  of  a  patent  of  recent  date  comes  for  an  interim 
injunction.     {Oriff.  132;  1  0.  B.  174;  2  O.  B.  191.) 

(tt)  Lister  17.  J^ORTON.    [1884] 

Chitty,  J. ;  ''  As  to  what  is  exactly  a  recent  patent,  and  what  is 
a  patent  of  sufficient  age  to  support  an  injunction,  that  is  a  matter 
no  doubt  more  or  less  of  discretion.  But  the  discretion  is  limited 
by  the  practice  ;  and  according  to  my  recollection  of  the  practice  a 
patent  three  vears  old  would  not  be  sufficient  where  it  is  disputed.*' 
(Griff.  148 ;  i  0.  B.  114,  at  p.  115.) 

(t?)  Briggs  v.  Lardeur.    [1884] 

In  an  action  for  infringement  if  the  patent  is,  on  the  face  of  it, 
so  hopelessly  and  irretrievably  bad  that  it  is  absolutely  impossible 
that  it  could  be  supported,  the  Court  will  consider  before  granting 
an  interim  injunction,  but  where  a  patent  has  not  been  challenged 
for  ten  years,  the  Coui-t  ought  to  assume  for  the  purposes  of  a  motion 
for  an  interim  injunction  that  the  patent  is  a  good  patent;  leaving 
it  open  till  the  case  comes  on  for  trial  to  determine  that  the  patent 
is  as  bad  a  patent  as.was  ever  taken  out.  (Oriff,  65  ;  10.  JR.  126.) 
There  was  an  appeal,  but  owing  to  a  settlement  it  was  not  heard, 
(1  0.  B.  192.) 

(to)   EOTHWELL  V,  KiNG.      [1886] 

Bristowe,  V.-C.  (citing  Davenport  v.  Jepson) :  •*  Where  thei-e 
has  been  long  enjoyment  (in  that  c^se  it  was  nine  }  ears),  the 
Court  will  not  refuse  an  interlocutory  injunction  merely  on  the 
ground  that  the  defendant  if  ultimately  successful  will  have  been 
more  injured  by  its  being  granted  than  the  plaintiffig  by  ita  not 
having  been  granted.'*  User  for  six  years  held  sufficient  where 
there  had  been  no  action  fought,  but  the  plaintiffis  had  on  four 
diiferent  occasions  induced  people  to  discontinue  infringing. 
(3  O.  JR.  379,  at  p.  380.) 

(x)  British  Tanning  Company  v.  Gkotii.    [1889] 

The  plaintiffs  owned  a  patent  two  years  old  for  improved  appa- 
ratus for  tanning  by  aid  of  electricity,  and  moved  for  an  inteiim 
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injunction  against  the  defendant  who  was  working  a  subsequent 
patent  for  the  same  purpose.  The  defendant  denied  the  Talidity 
of  the  plaintiffs'  patent,  and  alleged  that  the  patentees  had  entered 
into  an  agreement  with  him  not  to  oppose  any  company  formed 
to  purchase  his  invention.  Held^  that  as  the  patent  was  of  recent 
date,  and  it  was  not  clear  that  the  processes  were  identical,  and 
having  regard  to  the  agreement,  although  the  defendant  refused  to 
undertake  to  keep  an  account,  no  order  should  be  made,  except 
that  the  motion  stand  to  the  trial.     (7  O.  i{.  1.) 

Injunction — Threats  of  or  actital  Infringement  must  he  shown, 

(y)  Hill  v.  Thompson.     [1817] 

Lord  Eldon,  L.C. :  "  The  affidavits  in  support  of  the  injunction 
represent,  that  the  defendants  have  made. iron  in  the  way  men- 
tioned in  the  specification.  But,  whether  it  is  to  be  considered  as 
a  patent  for  extracting  iron  from  slags  or  cinders,  by  working  and 
smelting,  and  by  the  admixture  of  certain  materialgr,  to  reduce  the 
percentage  to  40  per  cent.,  or  for  mixing  cinders,  limestone,  and 
mine  rubbish  in  certain  proportions  ;  it  should,  before  any  injunc- 
tion was  granted,  have  been  pointed  out  that  the  patent  was 
actually  infringed  by  so  mixing  the  ingredients,  or  so  reducing 
the  percentage."     (3  Mer.  625.) 

(z)  Wood  v.  Cockerell.    [1819] 

Per  Lord  Eldon :  "  Where  there  is  one  question  whether  a  patent 
lis  valid,  and  another  question  whether  it  has  been  infringed,  the 
Court  of  Chancery  would  be  going  a  great  way  if  it  took  upon 
itself  to  grant  an  injunction."     (2  Coop.  68  (».)•) 

(a)  Abbott  v.  Williams.    [1837] 

A  party  will  be  restrained  from  selling  an  article  in  such  a 
state  that  it  may  be  applied  by  others  so  as  to  infringe  a  patent, 
thou(];h  they  may  not  be  restrained  from  applying  it  themselves  to 
a  different  purpose.     (9  Bep.  Arts^  103.) 

(6)  Lose  v.  Haqoe.    [1837] 

An  injnnction  being  applied  for,  it  is  not  sufficient  for  the 
defendant  to  admit  the  infiingement  and  promise  not  to  repeat  it, 
the  plaintiff  is  still  entitled  to  an  injunction,     (1  Weh.  P.  C,  200.) 

(«•)  Davenport  v.  Richards.    [1860] 

Where  there  is  a  prima  facie  case  of  infringement  of  a  patent,  the 
length  of  time  which  the  patent  has  been  enjoyed  by  the  patentee 
will  influence  the  Court  in  granting  an  injunction  against  the 
parties  whQ  are  alleged  so  lo  have  infringed  upon  the  patentee's 
rights.     (3  L.  T.  Bep.,  N.  S.  603.) 

(€i)  Neilson  t7.  Bei'Ts.     H.  L.     [1871] 

,  Where  an  alleged  piracy  has  taken  place  abroad  it  becomes  the 
duty  of  the  defendant  to  give  evidence  of  a  negative  character  to 
prove  (in  answer  to  the  prima  facie  case  made  by  the  patentee) 
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that  the  prooeas  used  was  of  a  different  oharaoter  from  that  which 
had  been  patented.  Where  that  negative  evidenoe  was  not  given 
by  the  deiendant,  but  positive  evidenoe  on  the  part  of  the  patentee 
was  given  by  one  workman  that  he  had  been  employed  at  the 
foreign  manufactory,  and  there  saw  the  capsules  manufactured  by 
a  process  not  distinguiahable  from  that  of  the  patentee  : — Held^ 
that  thoHO  circumstances  justified  the  conclusion  of  identity  of 
material  and  process,  and  were  sufficient  warrant  for  the  grant  of 
injimction.     (L.  22.,  5  H.  L.  1.) 

(e)  BeTTTS  v.  WlLLMOTT.      [1871] 

In  a  suit  to  restrain  the  sale  of  a  patented  article,  it  is  incumbent 
on  the  plaintiff  not  only  to  prove  the  sale,  but  to  prove  that  the 
article  was  not  made  by  himself  or  his  agents.  {L.  JB.,  6  Oh.  239  ; 
19  W.  B,  369.) 

(/)  Shillito  v.  Larmuth.    [1884] 

Where  the  patent  was  ten  years  old,  and  was  therefore  for  the 
purposes  of  the  motion  assumed  to  be  good  : — Held,  by  Bristo^we, 
V.-C,  that  the  plaintiff  need  only  satisfy  the  Court  for  the  pur- 
poses of  the  interlocutory  application  that  there  is  a  prima  facie 
case  as  regards  the  infringement  which  it  is  alleged  will  be  proved 
at  the  trial.    (2  O.  B.  1.) 

(g)  Proctor  r.  Bailet  and  Son.    C.  A.     [1889] 

Machines  which  had  been  held  in  the  case  of  Proctor  v.  Bennit 
to  be  an  infringement  of  the  plaintiff 's  patent,  which  had  been 
held  valid,  were  put  up  by  Bennis  on  the  defendants'  premises  in 
1882,  on  the  terms  that  they  were  to  be  paid  for  only  it*  successfal. 
Their  use  was  discontinued  after  a  few  months  as  they  were  not 
successful,  and  Bennis  was  asked  to  take  them  away  but  did  not 
do  so  until  1886.  Bristowe,  V.-(J.,  held  that  there  had  been 
infringement,  and  that  although  there  was  no  threat  to  continue 
it,  the  plaintiff  was  entitled  to  an  injunction  in  aid  of  his  legal 
rights.  Heldj  by  the  Court  of  Appeal,  that  although  the  defendants 
bad  denied  in  their  defence  that  what  they  had  done  was  within 
the  scope  of  the  plaintiff's  patent,  yet  that  as  it  was  impossible  in 
the  face  of  the  other  facts  in  the  case  to  infer  from  this  that  the 
defendants  had  any  intention  to  continue  infringing,  an  injunction 
oould  not  be  granted,  and  that  as  the  Palatine  Court  had  only- 
power  to  grant  damages  in  a  case  where  it  was  proper  to  grant  an 
injunction,  there  was  no  juriKdictiun,  and  the  action  must  be  dis- 
missed.   (6  O.  B.  106,  638.)    [But  now  see  63  &  64  Vict.  o.  23  s.  3.] 

Practice — Injunction — Delay  and  Acquiescence. 
(/i)  LosH  V,  Hague.    [1837] 

Sir  L.  Shadwell,  V.-C. :  "  On  the  23i'd  of  March,  the  plaintiff 
received  some  information  that  there  was  an  evasion  of  his  patent, 
and  some  portion  of  time  it  appears  was  spent  in  making  inquiries ; 
there  was  notice  given  distinctly  on  the  8th  of  May.     Then  some 
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further  correepondenoe  takes  place,  and  letters  between  the  parties ; 
and  then  a  bill  is  filed,  on  the  7th  of  July,  and  the  application  is 
virtually  made.  I  cannot  but  think,  therefore,  that  the  plaintiff 
has  come  in  sufficient  time."     (1  Weh.  P.  0.  201.) 

(t)  Bacon  v,  Jonks.    [1839] 

The  plaintiflF  knew  of  the  alleged  infringement  in  August,  1835, 
but  did  not  apply  for  an  injunction  till  1839.  The  Court  refused 
to  grant  an  injunction  or  to  retain  the  bill.     (4  My.  d  Or.  438.) 

Lord  Cottenham,  L.  C,  said :  *'  It  is  no  trifling  grievance  to  a 
defendant  to  have  a  chancery  suit  hanging  over  him  for  four  years, 
in  which,  if  the  Court  shall  so  determine  at  the  hearing,  he  will 
have  to  account  for  all  the  profits  he  has  been  making  during  the 
intermediate  period.  Is  a  defendant  to  be  subject  to  this  annoy- 
ance without  any  absolute  necessity,  or  even  any  proportionate 
advantage  to  his  adversary,  and  without  that  adversary  being 
able  to  show  any  reason  why  he  did  not  apply  at  an  earlier  time  ?  " 
(25.  439.) 

(j)  Bridson  V,  Benbckb.    [1849] 

A  special  injunction,  on  notice,  to  prevent  the  infringement  of  a 
patent  refuHcd,  on  the  ground  of  delay,  notwithstanding  the 
plaintiff's  long  enjoyment  under  the  patent,  and  the  est  iblishing 
of  its  validity  in  an  action  against  another  party.  The  plaintiff 
discovered  the  infringement  in  January,  but  did  not  file  his  bill 
till  the  following  December,     (12  Beav.  1.) 

Lord  Langdale,  M.K.,  said:  '*  I  think  that  a  party  coming  for 
the  assistance  of  this  Court  to  protect  a  legal  right,  not  absolutely 
established,  against  the  party  who  is  alleged  to  have  infringed  it, 
ought  to  come  at  an  early  period.  I  do  not  say,  at  the  earliest 
possible  period,  because  that  would  be  putting  an  application  for 
an  injunction  on  notice,  where  all  parties  have  on  opportunity  of 
being  heard,  in  the  same  condition  as  an  injunction  ex  parte^  which 
it  would  not  be  expedient  to  do.  The  rule  of  this  Court  is  very 
strict,  that  you  must  apply  in  proper  time."     (16.  3.) 

(jfe)  Baxter  v.  Combb.    Ir.  Ch.    [1860] 

Delay  in  filing  the  bill  is  a  ground  for  refusing  the  injunction. 

Where  the  patent  was  obtained  in  1846,  the  alleged  infringe- 
ment of  it  took  place  in  1847,  and  the  bill  was  not  filed  for  more 
than  two  years  afterwards,  the  injunction  was  refused.  (1  Ir. 
Ch.  B.  284.) 

(l)  Hakgock  v.  Moulton.    [1852] 

A  patentee  is  not  bound  to  bring  actions  in  respect  of  every 
infringement,  but  in  order  to  support  an  injunction  against  an 
infringer,  who  has  been  permitted  to  go  on  for  some  time,  and 
against  whom  no  action  has  been  brought,  distinct  notice  ought 
to  be  given  to  him  that  the  patentees  would  seek  to  enforce  their 
right.    (Jtf.  Dig.  506.) 

Digitized  by  VjOOQ  IC 


348  ,  PRACTICE: 

(m)  Newall  r.  Wilson.    [1862] 

A  patentee  does  not  acquiesce  in  the  infringement  of  his  patent 
by  omitting  to  proceed  by  scire  facias  to  set  aside  a  subsequent 
patent  extending  to  part  of  his  invention,  unless  such  subsequent 
patent  is  put  in  practice.     (2  De  O.,  M,  &  O.  282.) 

(»)  Smith  v.  The  London  and  South  Western  Kailway  Company. 

[1854] 

The  owners  of  a  patent  for  a  peculiar  mode  of  manufacturing 
iron  wheels  for  railway  carriages,  having  discovered  that  seveial 
railway  companies  were  violating  their  patent,  brouj^ht  an  action 
for  damages  against  one  of  such  companies  only,  but  did  not  in 
any  way  give  notice  to  the  other  companies  to  discontinue  their 
infringements  of  the  plaintiffs'  right.  In  the  action,  the  validity 
of  the  patent  was  disputed,  and  it  was  not  decided  until  three 
years  after  the  patent  had  expired,  when  a  verdict  was  given  tor 
the  plaintifife,  with  large  damages.  Thereupon  the  plaintiffs  £led 
a  bill  for  an  account  of  profits,  and  an  injunction  against  another 
of  the  companies  who  had  infringed  their  patent,  complaining  of 
acts  done  nine  years  before  : — Heldy  that  the  delay  was  not  excused 
by  the  pendency  of  the  action,  but  was  fatal  to  the  plaintiffs*  case. 
(Kay,  408.) 

(o)  BoviLL  V.  Crate.    [1865] 

Where  an  interlocutory  injunction  to  restrain  infnngement  of 
a  patent  was  moved  for  in  a  suit  in  which  the  bill  was  filed  in 
July,  and  it  appeared  that  the  plaintiff  wrote  complaining  of 
the  infringement  in  the  preceding  November,  and  knew  of  the 
defendant's  proceedings  in  the  previous  August,  the  injunction 
was  refused  on  the  ground  of  delay.     (X.  JR.,  1  Eq.  388). 

(p)  Osmond  v.  Hirst.     [1885] 

On  a  motion  for  an  interlocutory  injunction  to  restrain  infringe- 
ment in  1885,  it  appeared  that  the  defendants  manufactured  under 
a  patent  dated  1882  : — Held,  that  as  the  defendants  might  have 
cross-examined  the  plaintiff  or  proved  aliunde  that  he  stood  by  and 
suffered  the  defendants'  patent  to  be  worked,  there  had  been  no 
laches  shown  on  the  part  of  the  plaintiff.  (Oriff.  179 ;  2  0,11, 
265.) 

(g)  Head  v.  Andrew.     [1885] 

On  an'  application  for  an  interlocutory  injunction  it  appeared 
from  the  plaintiffs'  afiidavits  that  the  defendants  had  taken  over 
the  business  of  John  Andrew  and  Company,  who  were  supplied  by 
the  plaintiffs  with  the  patented  preparations  in  1873,  and  had 
used  these  preparations  since  that  date :  —Held,  no  ground  for 
refusing  an  interlocutory  injunction.     {Oriff-  201 ;  2  0.  E,  119.) 

(r)  Greer  v.  Bristol  Tanning  Company.     [1885] 

The  plaintiffs  commenced  an  action  for  infringement,  and  on 
December  2nd  moved  for  leave  to  serve  notice  of  motion,  and  for 
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an  interim  injunction : — Held^  that  as  they  had  had  evidence  of 
infringement  on  November  13th,  and  had  not  applied  at  once  the , 
interim  injunction  ex  'parte  must  be  refused.     (2  0.  B.  268.) 

(«)  Thomson  r.  Batty.     [1888] 

The  plaintiff  discovered  in  1885  that  the  defendant,  a  nautical 
instrument  maker,  was  making  and  advertising;  a  compass  card 
alleged  to  be  an  infringement  of  the  plaintiff's  patent.  Corre- 
8p<>ndenco  ensued,  but  proceedings  were  not  actuall}''  tiken  until 
1888,  the  plaintiff  saying  that  he  was  not  previously  aware  of 
actual  sales  by  the  defendant  An  interim  injunction  was  refused 
on  the  ground  of  delay,  the  costs  being  reserved.  (4  T,  L,  Bep.  36.) 
At  the  hearing  it  turned  out  that  the  plaintiff  had  known  of  this 
infringement  for  over  two  years : — Held,  by  Kekewich,  J.,  that, 
nevertheless,  as  the  plaintiff  whs  successful  in  thn  action  the  costs 
of  the  application  should  be  costs  in  the  cause.   •  (6  0,  B.  84.)  ' 

(f^  United  Telephone  Company  v.  Equitable  Telephone  Company 

[1888] 

The  Equitable  Telephone  f^ompany  had  written  to  the  ^ilaintiffs 
in  February  1887,  saying  that  they  intended  to  manufacture 
and  sell  the  S.  telephone,  and  inviting  the  plaintiffs  to  contest 
their  right  to  do  so.  The  plaintiffs  took  no  notice  until  March 
1 888,  when  they  commenced  an  action,  and  explained  the  delay 
by  saying  that  their  solicitors  advised  them  not  to  bring  an  action 
until  the  defendants  had  a  substantial  capital  and  were  selling  the 
telephone : — Held,  that  the  delay  did  not  disentitle  them  to  an 
interlocutory  injuncticm.     (5  0.  B,  233.) 

Practice  ^Injunction — Expired  Patents. 

(tt)  Crossley  ».  Beverley.    [1829] 

Injunction  granted  generally  to  restrain  the  sale,  both  before 
and  after  the  term  limited  by  the  patent,  of  machines  piratically 
mannfactured  while  the  patent  was  in  force.  (1  B.  &  JIf.  166; 
1  Weh.  P.  a  119.) 

(r)  Crossley  v.  The  Derby  Gas  Light  Company.    [1834] 

Althouj^h  a  patent  has  expired,  the  Court  will  grant  an  in- 
junction to  restrain  the  sale  of  articles  manufactured  in  fraud  of 
that  patent  previous  to  its  expiration.     (4  L.  J.,  Ch.  25.) 

(w)  Price's  Patent  Candle  Company  v.  Bauwen's  Patent  Candle 
Company.    [1858] 

On  the  28th  of  November,  1856,  the  plaintiffs  filed  a  bill  for  an 
injunction  to  restrain  the  defendants  from  infringing  their  patent. 
On  the  10th  of  December  the  motion  was  heard,  and  ordered  to 
stand  over  until  the  hearing,  the  plaintiffs  to  bring  an  action. 
At  the  heating  it  appeared  that  the  plaintiffs  had  obtained  a 
verdict,  and  the  defendants  admitted  that,  down  to  the  8th  of 
December,  they  had  used  the  plaintiffs'  patent  process,  but  denied 
that  th'^y  now  had  in  their  possession  any  candles  or  substances 
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of  which  the  bill  souf2;ht  to  have  an  account : — Hdd^  that,  under 
these  circnmstanoes,  the  Court  could  not  grant  an  injunction,  and 
consequently  could  not  decree  an  account,     (ji  K.  d  J.  727.) 

(x)  Daw  t;.  Eley.    [1867] 

A.  obtained,  in  a  suit  against  B.  for  infringement,  a  decree  by 
whiuh  the  validity  of  the  patent  was  declared,  and  an  injunction 
was  granted  to  restrain  infringement.  Upon  motion  to  commit  B. 
for  breach  of  the  injunction : — Hdd^  that  it  was  open  to  B.,  in 
answer  to  the  motion  to  commit,  to  show  that,  the  patent  having 
been  determined,  there  was  no  longer  any  order  of  the  Conrt  in 
existence  which  he  could  be  said  to  have  infringed.  (L.  B.^  3  Sq, 
496 ;  36  L.  Ji,  Ch.  482.) 

Procedure  on  Ajpplication  for  Injunction. 

(y)  Baoon  v.  Jones.    [1839] 

A  patentee  having  filed  a  bill  to  restrain  an  alleged  infringe- 
ment, made  no  interlocutory  application  for  an  injunction,  but 
went  into  evidence  in  support  of  his  case,  and  brought  the  cause  to 
a  hearing.  The  Master  of  the  Bolls,  being  of  opinion  that  the 
plaintiff,  upon  the  evidence,  had  not  made  out  a  case  which  i^ould 
have  supported  an  injunction  if  applied  for  in  the  interlocutory 
stage,  refused  to  give  him  an  opportunity  of  establishing  liis 
title  at  law,  and  dismissed  the  bill  with  costs ;  and  the  Lord 
Chancellor,  on  appeal,  affirmed  this  decision.     (4  My.  &  Or.  433.^ 

(«)  Bacon  v.  Spottiswoode.    [1839] 

Where  a  bill  is  filed  by  a  patentee  for  an  injunction  to  restrain 
an  alleged  infringement  of  his  patent,  the  plaintiff  is  not  precluded 
from  asking  for  an  injunction  at  the  hearing  by  the  fact  of  his  not 
having  applied  for  it  on  an  interlocutory  m<»tion;  but  the  not 
moving  for  the  injunction  imposes  on  the  plaintiff,  in  such  a  cuse, 
the  obligation  of  making  out  a  clear  and  unexceptional  title  at  the 
hearing ;  and  if  he  fails  in  that,  and  has  not  previously  obtained  an 
injunction,  he  will  not  be  allowed  to  use  the  facts  proved  in  the 
cause  as  evidence  of  a  prima  fade  case,  giving  him  a  right  to 
further  time,  for  the  purpose  of  enabling  him  to  establish  more 
satis&ctorily  his  legal  title.    (1  Beav.  382.) 

(a)  Bridson  r.  M* Alpine.    [1846] 

Lord  Langdale,  M.B. :  "Where  an  injunction  is  asked  to 
restrain  the  infringement  of  a  patent,  the  Court  has  occasion  to 
consider — first,  the  validity  of  the  patent ;  and,  secondly,  the  fact 
of  Xhfy  infringement.  Where  those  two  facts  are  established,  it  is 
within  the  power,  as  it  is  the  duty  of  the  Court,  to  grant  the 
injunction." 

"  According  to  the  doubt  which  may  exist  in  the  mind  of  the 
Court  upon  the  facts,  and,  according  to  the  degree  of  incon* 
venience  to  the  parties,  the  Court,  not  thinking  fit  to  grant  the 
injunction  at  the  time,  may  take  one  of  several  courses:  it  may 
either  refuse  to  grant  the  injunction  simply,  or  it  may  refuse  it  on 
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the  terms  of  the  party  undertaking  to  keep  an  account,  or  it  may 
direct  the  motion  to  stand  over,  on  the  terms  of  the  plaintiff 
proceeding  to  a  trial  at  law.  When  it  has  been  determined  that 
the  plaintiff  must  first  est^ibli^h  his  right  at  law,  the  Court  does  * 
not  generally  interfere  with  the  mode  of  trying  the  legal  question, 
though  in  some  instances  it  may  require  the  parties  to  make  the 
necessary  admissions  of  facts  to  facilitate  the  trial.  It  is  to  be 
remembered  that  the  proceeding  is  not  like  the  trial  of  an  issue, 
but  an  action  in  the  ordinary  form,  with  which,  generally  speaking, 
the  Court  will  not  interfere  until  the  legal  right  has  been 
determined  at  law.  I  must,  however,  qualify  this  by  saying  that, 
in  oases  of  overwhelming  mischief,  this  Court  has  authoiity  to 
interfere  at  any  time."     (8  Beat.  230.) 

(6)  Stevens  v.  Keating.    [1847] 

When  the  Court  grants  an  injunction,  the  order  ought  not 
merely  to  direct  that  an  action  shall  forthwith  be  brought,  with 
liberty  to  the  parties  to  apply  in  case  of  delay,  but  to  give  such 
directions  of  its  own,  in  the  first  instance,  as  will  insure  the  speedy 
trial  of  the  action.  An  injunction  gt  anted  pending  an  action  to  be 
brought  by  the  plaintiff,  for  the  speedy  trial  of  which  special 
directions  were  given,  was  dissolved  on  the  ground  of  the  plaintiff 
not  having  duly  complied  with  those  directions.  The  plaintiff  to 
keep  an  account.     (2  Ph,  333.) 

(c)  The  Patent  Type  Poqnding  Company  v.  Walter.    [1860] 

Sir  W.  Page  Wood,  V.-C:  "With  respect  to  obtaining  a 
perpetual  injunction,  the  rule  is  established  by  Bacon  v.  Jonea^  that 
in  patent  cases,  unless  the  plaintiff  takes  steps  to  bring  the  matter 
before  the  Court  by  motion  before  the  hearing,  he  will  not,  in 
general,  be  entitled  to  a  perpetual  injunction  at  the  hearing.  He 
is  therefore  not  at  liberty  to  wait  for  the  hearing,  but  the  Court 
requires  him  to  place  the  matter  in  course  of  investigation  at  the 
earliest  possible  period."     (John,  730.) 

(d)  Mayer  v.  Firth.    [1860] 

In  a  suit  for  an  injunction  to  restrain  the  defendants  from  in- 
fringing the  plaintiff's  patent,  and  for  an  account,  &c.,  the  plaintiff 
may  move  to  proceed  with  an  action  at  law  to  try  the  right,  on  a 
proper  affidavit,  without  previously  moving  for  an  injunction. 
(2  L  T.  Sep.,  N.  S.  636.) 

Practice  —Injunction — Order. 
(c)  Betts  v.  De  Vitre.    [1865] 

See  this  case  as  modifieil  on  appeal  for  form  of  order  for  a  perpetual 
injunction  to  restrain  defendants  from  further  infringement  of  a 
patent ;  as  to  costs  personally  against  directors  of  a  limited  liability 
company,  and  as  to  accounts  and  inquiries  to  ascertain  damages  sus- 
tained by  a  patentee  in  consequence  of  the  infringement  of  a  patent. 
(12  L.  T.  Bep.,  N.  8.  51.) 
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(J)  Murray  r.  Clayton.    [1872] 

The  plaintiff  was  patentee  of  a  brick-making  machine.  The 
defendants  patented  another  machine,  which  was  held  hj  the 
Lords  Justices,  overruling  the  decision  of  the  Vice-Chanoellor, 
to  be  an  infringement  of  the  plaintiff's  patent  on  the  ground  that 
the  plaintiff's  machine  was  entitled  to  protection  as  a  ne^r  and 
useful  combination  of  well  known  parts.  By  the  terms  of  the 
order  the  defendants  were  restrained  from  selling  any  machines 
similar  to  those  of  the  plaintiff  and  generally  from  imitating  the 
plaintiff's  invention,  **  or  any  part  thereof  or  making  any  addition 
thereto  or  subtraction  therefrom."  The  defendants  shortly  after- 
wards patented  a  new  invention,  in  which  many  of  the  parts  of 
the  plaintiff's  machine  were  used,  but  which  did  not  present  all  the 
distinctive  features  of  it  nor  exactly  the  same  combination : — 
Held  (on  a  motion  by  the  plaintiff  to  commit  the  defendants  for 
breach  of  the  injunction),  that  the  order  for  an  injunction  must  be 
taken  with  reference  to  the  pleadings,  and  the  allegatiouK  in  the 
bill,  and  that  the  defendants'  last  patent  was  not  within  the 
meaning  of  the  order,  but  that,  as  there  had  not  been  strict  com- 
pliance with  the  order  in  the  other  instances  brought  forward 
against  the  defendantfi,  no  costs  should  be  given  him«.  Affirmed  on 
appeal.     (21  W.  B.  498.) 

(jj)  United  Telephone  Company  v,  Tasker.    C.  A.    [1888] 

The  defendants  opposed  an  injunction  on  the  ground  that  the 
plaintiffs  had  broken  a  contract  to  supply  the  defendants  with 
telephones.  Kay,  J.,  granted  an  injunction  on  the  plaintiffs 
undertaking  to  supply  the  defendants  with  telephones  in  place 
of  those  which  they  were  prevented  from  using.  The  defendants 
had  admitted  using  fifty-two.  Subsequently  the  defendants  said 
that  they  found  they  had  forty-four  more  telephones  in  use,  and 
asked  to  be  supplied  with  others  in  place  of  those : — Held,  that  the 
undertaking  must  be  limited  to  the  fifty- two,  wiiich  number  was 
in  the  minds  of  the  parties  at  the  time.     (5  0.  B.  628.) 

(/i)  SPHaiCER  «.  Ancoats  Vale  Eubber  Company.     C.  A.     [1888] 

Where  an  injunction  is  grauted  by  consent,  the  order  should 
state  that  it  was  by  consent.     (6  0.  B,  55.) 

(A*)  Thomson  v.  Hughes,    [1890] 

The  defendants  admitted  that  they  sold  compass  cards  called  tlie 
Hughes  compass  cards,  but  denied  that  they  sold  the  Moore 
compass  cards,  but  as  the  latter  had  been  decided  to  be  an  in- 
fringement of  the  plaintiff's  patent,  on  a  motion  for  an  interim 
injunction,  they  undertook  not  to  sell  the  Moore  compass  cards, 
and  to  keep  an  account  of  the  Hughes  cards  sold  by  them.  The 
plaintiff  having  discovered  that  defendant  was  selling  a  third 
card  called  the  Paget  card,  which  appeared  to  be  practically  the 
same  as  the  Moore  card,  again  moved  for  an  interim  injunction : — 
Heldy  that  the  effect  of  the  undertaking  was  the  same  as  of  an 
injunction,  and  that  the  defendant  ought  not  to  have  sold  the 
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Paget  cards,  but  tbat  on  the  balance  of  convenience,  as  the  plaintiff 
coald  be  completely  recompensed  by  damages,  whereas  the 
defendant  could  not  be,  in  case  it  turned  out  that  the  Paget 
cards  were  not  an  infringement,  an  interim  injunction  should 
not  be  granted,  but  that  defendants  must  undertake  to  keep  an 
account.     (7  0.  B,  71.) 

Practice —  Venue, 

(t)  Cameron  t?..GRAY.    [1795] 

A  plaintiff  cannot  make  an  affidavit  that  the  cause  of  action,  in 
a  case  for  the  infringement  of  a  patent,  arose  wholly  in  any  par- 
ticular county  and  not  elsewhere,  since  the  substratum  of  the 
action,  namely,  the  patent,  is  at  Westminster.     (6  T.  B.  363.) 

(j)  Brunton  v.  White.    [1825] 

On  a  motion  to  change  the  venue,  in  a  case  for  infringement, 
the  Court  said  there  was  no  precedent  for  the  application,  and 
that  unless  some  instance  was  cited  in  which  it  had  been  done 
they  could  not  grant  the  motion.     Bule  refused.     (7  T>.d  B,  103.) 

(k)  Speckhart  r.  Campbell  Achnach  and  Company.    [1884] 

Action  for  an  injunction  against  a  defendant,  resident  in  Scot- 
land, to  restrain  infringements  by  posting  articles  made  according 
to  the  patent  from  Scotland  for  sale  in  England.  Leave  ^ven  to 
serve  the  writ  out  of  the  jurisdiction.    (TT.  N.  1884,  p.  24.^ 

(I)  Fairburn  v.  Household.    [1886] 

An  action  for  infringement  having  been  oommenoed  in  the  Chan- 
cery Division,  place  of  trial  Manchester,  Manisty,  J.,  made  an 
order  at  Manchester  that  it  should  be  tried  before  Kay,  J.,  in 
Liondon,  but  it  was  discharged  on  appeal.    {C^riff*  96 ;  2  0.  B.  195.) 

(i»)  Edmunds'  Patent.    [1889] 

On  a  petition  for  revocation  it  appeared  that  the  petitioners  and 
their  principal  witnesses  and  the  machinery  were  at  Birmingham, 
and  North,  J.,  ordered  the  petition  to  be  tried  at  Birmingham 
Assizes.  (The  order  was  drawn  up  wrongly  that  the  issue  of  fact 
only  was  to  be  so  tried.)    (6  0.  B.  355.) 

Practice — Postponement  of  Trial. 

(«»i)  Smith  v.  Upton.    [1843] 

The  trial  of  an  action  for  infringement  was  postponed  pending 
the  trial  of  a  sci.  fac.  to  repeal  the  patent.     (6  if.  d  0.  251.) 

(n)  MuNTz  V.  Foster.    [1844] 

Action  brought  on  the  21st  July,  and  cause  set  down  for  trial. 
A  writ  of  scire  facias  to  repeal  the  patent  issued  on  the  3rd  of  Maj-, 
at  the  instance  of  one  of  the  defendants.  In  the  ordinary  course, 
the  cause  would  have  first  come  on  for  trial.  The  Court  refused  to 
order  that  the  trial  of  the  cause  should  be  postponed  until  after 
the  scire  facias  had  been  determined.     (2  Web.  P.  C.  93,  (n.).) 

2  A 
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(o)  Patteson  ».  Holland.    [1845] 

Where  one  action  for  infringement  had  been  tried,  and  a  rale 
nisi  for  a  new  trial  had  been  obtained  and  argued,  and  another 
action  -was  pending  for  another  infringement  of  the  same  patent, 
and  a  scire  facias  had  been  sued  out  to  repeal  the  patent,  the  Oourt 
suspended  their  judgment  upon  the  rule  for  a  new  trial,  and  ordered 
the  trial  of  the  other  action  to  be  postponed  until  after  the  trial  of 
the  scire  facias,     {Hind,  on  PaL  293.) 

Practice — Trial  of  Questions  of  Law  and  Fact. 

(p)  Spencer  v.  Jack.    [1862] 

In  a  suit  instituted  to  restrain  an  infringement,  an  issue  was 
directed,  as  to  the  novelty  of  the  plaintifiTs  *^  invention,**  On  the 
defendant's  motion,  for  this  issue  was  substituted  one,  as  to  the 
novelty  of  the  plaintiffs  "  invention  or  manufacture"  On  appeal  it 
was  directed,  that  the  question  of  novelty  should  be  tried  on  two 
separate  and  distinct  issues ;  one,  as  to  whether  the  plaintiffs  im- 
pruvements  constituted  a  new  invention  ;  the  other,  whether  it  con- 
stituted a  new  manufacture,     (S  De  (?.,  J,  d  S,  346.) 

(g)  Davenport  v.  Jepson.    [1862] 

A  defendant  is  entitled  to  have  the  question  of  the  validity  of 
the  patent  raised,  even  on  an  interlocutory  motion.  (1  N,  B. 
173.) 

(r)  Needham  v.  Oxley.    [1863] 

On  the  trial  of  issues  in  a  patent  case,  the  Court  will  allow  an 
iKsue  to  go  to  the  jury,  for  the  purpose  of  raising,  as  a  question  of 
fact,  the  point  whether  there  is  a  substantial  variance  as  between 
the  complete  and  the  provisional  specification.  (8  L,  T.  Bep^ 
N,  S.  632.) 

(«)  Young  v.  Fernie.    [1863] 

In  order  to  bring  a  case  within  the  proviso  contained  in  the 
25  &  26  Vict.  c.  42,  s.  2,  authorizing  the  Court  of  Chancery,  not- 
withstanding the  Act,  whenever  it  shall  appear  that  a  question  of 
fact  may  be  more  conveniently  tried  by  a  jury  at  the  assizes,  or  at 
any  sitting  in  London  or  Middlesex  for  the  trial  of  isauea  in  the 
Superior  Courts  of  Common  Law,  to  direct  such  trial,  the  Court  of 
Chancery  must  be  satisfied  that  the  administration  of  justice  in  the 
particular  case  may  be  more  conveniently  exercised  and  promoted 
by  directing  such  issues,  than  by  completing  the  hearing  and  the 
inquiry  before  itself.  (1  De  Q,,  J.  ih  S.  353 ;  9  X.  T.  Bep,,  N.  S, 
590.) 

(i)  Curtis  v,  Platt.    [1864] 

The  practice  introduced  into  Chancery  of  having  separate  issues 
is  not  peremptory,  and  must  be  regarded  as  nothing  more  than  a 
convenient  mudo  of  arranging  the  questions  to  be  decided  by  the 
Court.     (11  X.  T,  Rep.,  N.  S,  250.) 
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(ii)  Penn  V,  Jack.    [1866] 

Upon  the  trial  of  issues  in  a  patent  case  the  plaintiff  is  entitled 
to  (»11  evidence  in  reply,  for  the  purpose  of  rebutting  a  case  of 
prior  user  set  up  by  the  defendant.  But  after  the  evidence  for  the 
defence  has  been  summed  up,  the  defendant  will  not  be  allowed  to 
adduce  further  evidence  in  answer  to  that  given  by  the  plaintiff  in 
reply.     (L.  JB.,  2  Eq.  314 ;  14  L.  T.  Bep.,  N.  8.  495.) 

(v)  Morgan  v.  Fuller.    [1866] 

A  defendant  was  not  allowed  to  add  a  totally  new  issue  of  &ot 
not  in  any  way  suggested  by  his  answer  to  the  issues  which  had 
been  already  directed  for  trial.     (X.  B.,  2  Eq.  296.) 

(to)  BOVILL  V.  GOODIER.      [1866] 

After  a  patentee  had  established  his  patent  as  against  one 
person  at  law,  he  instituted  proceedings  for  an  infringement 
against  another  in  equity.  The  Court  granted  the  defendant  an 
issue  as  to  the  novelty  of  the  invention,  but  refused  it  as  to  the 
utility  of  the  invention  and  the  sufficiency  of  the  specification, 
holding  that  the  utility  was  not  contested,  or  had  been  proved 
in  the  suit,  and  that  the  sufficiency  of  the  specification  had  been 
already  decided  in  the  action  at  law,  a  decision  in  which  this 
Court,  so  far  as  it  was  matter  of  law  not  depending  on  the 
novelty  of  the  invention,  concurred.  (L.  B.,  2  Eq,  195  ;  35  Beav. 
427.) 

(x)  Fbrnie  v.  Young.    H.  L.    [1866] 

Lord  Westbury :  "  In  the  procedure  of  Chancery,  according  to 
the  old  practice,  these  rules  were  established.  If,  in  the  evidence 
given  before  the  Court,  or  in  the  proceedings  before  the  Court,  there 
arose  a  considerable  controversy  upon  a  question  of  fact,  it  was 
usual  for  the  Court  of  Chancery  to  direct  an  issue  to  be  tried  before 
a  jury  at  common  law  for  the  purpose  of  informing  itself  in  what 
manner  that  question  of  fact  ought  to  be  answered;  but  when 
the  proceedings  before  the  Court  of  Chancery  involved  a  mixed 
question  of  law  and  fact,  then  it  did  not  direct  an  issue,  but  it 
footed  an  action,  or  it  retained  the  bill  in  order  that  an  action 
might  be  brought,  for  the  purpose  of  having  the  assistance  of  a 
Court  of  law  both  upon  the  question  of  fact  by  means  of  a  jury 
and  upon  the  question  of  law  by  means  of  the  Court.  A  third 
description  of  cases  was  this,  namely,  where  relief  was  sought  in 
equity  founded  entirely  upon  a  legal  title,  and  then,  where  the 
legal  title  had  not  been  established  by  the  decision  of  a  Court  of 
law,  it  was  the  habit  of  the  Court  of  Cnancery  to  direct  the  bill  to 
be  retained,  with  liberty  to  the  plaintiff  to  bring  an  action  to 
establish  his  title ;  and  such  in  the  case  of  a  bill  brought  by  a 
patentee  for  relief  in  a  Court  of  Chancery  was  the  settled  rule  of 
procedure,  with  the  exception  perhaps  only  of  cases  where  the 
patent  was  of  such  age  and  had  been  so  generally  recognized  and 
submitted  to  by  the  world  that  the  Court  of  Chancery  did  not 
require  that  its  legal  validity  should  first  be  established." 

2  A  2 
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Now  it  appeared  **  desirable  to  make  the  Court  of  Chancery  self- 
sufficient,  and  enable  itself  to  try,  by  the  aid  of  a  jury,  and  by  the 
oral  examination  of  witnesses,  all  questions  arising  before  it  both 
of  law  and  fact.  AccordiDgly,  by  the  Chancery  Amendment  Act, 
1858,  in  the  3rd  sect.,  power  was  given  to  the  Court  to  direct  any 
question  of  fiu^t  to  be  tried  by  a  jury  before  itself;  and  then,  in 
another  section,  the  Court  was  empowered  to  dispense  with  the 
jury  and  itself  to  try  the  question  of  fact.  This  power  given  to 
the  Court  was  converted  into  an  obligation  by  the  Act  of  1862, 
and  extended  to  questions  of  law  as  well  as  to  questions  of  fact. 
It  is  quite  clear,  therefore,  that  the  procedure  to  be  adopted 
under  these  statutes  would,  in  the  case  of  a  patent,  be  analogous 
to,  and  altogether  usurp  the  place  o^  the  old  mode  of  procedure 
which  would  have  been  adopted  under  the  former  practice/*  (X.  J3., 
1  H.  L.  78.) 

(y)  Hoffmann  v.  Postill.    [1868] 

y.-C.  Giffard  intimated  that  in  future  he  should  treat  the 
hearing  of  issues  in  patent  cases  as  the  hearing  of  the  cause, 
and  would  not  advance  them  before  the  cases  in  the  paper, 
except  upon  a  special  case  made.    (19  L.  T,  Bep.,  N.  S,  276.) 

(z)  Henderson  v.  Runcorn  Soap  and  Alkali  Company.    [1868] 

A  trial  of  issues  will  not  be  granted  at  the  request  of  the 
defendant  when  opposed  by  the  plaintiff.     (19  X.  T.  Bep.^  N.  S.  277.) 

(a)  Arnold  v.  Bradbury.    [1871] 

The  usual  issues  may  be  granted  in  a  patent  suit  before  the 
hearing  of  the  cause,  although  the  defendant  denies  the  validity  of 
the  patent  on  the  ground  of  the  generality  of  the  claim  in  the 
specification.    (L.  B.,  6  Ch.  706,  reversing  24  L.  T.  JBep.,  N.  S.  613.) 

(6)  Hutchison  v.  Pattullo.    [1888] 

In  an  action  for  infringement,  the  validity  of  the  patent  being 
challenged  on  the  ground   that  the  complete  went  beyond   the 

Srovisional  specification  and  on  other  grounds,  the  Lord  Ordinary 
ecided  to  have  the  objections  on  the  construction  argued  as  a 
point  of  law  without  hearing  evidence  as  to  the  rest  of  the  case 
and  held  the  patent  bad  (4  O.  B.  329)  .—Held,  by  the  Inner  House, 
that  the  Lord  Ordinary  was  wrong,  and  the  case  was  remitted  to 
him  to  proceed  in  the  ordinary  way.     (6  0.  B.  361.) 

Practice— Bight  to  a  Jury. 

[By  Patents  Act,  1883,  sect.  28,  an  action  or  proceeding  for  infringement 
or  revocation  of  a  patent  shall  be  tried  without  a  jury  unless  the  Court  shall 
otherwise  direct.    See  p.  65.] 

(c)  Needham  v.  Oxlby.    [1863] 

When  questions  of  fact  are  determined  by  a  special  jury  before 
the  Court  of  Chancery  itself,  it  is  not  necessary  to  certify,  under 
21  &  22  Vict.  c.  27,  for  the  special  jury.  (2  N.  B.  388;  8  L.  T. 
Bep.,  N.S.  604.) 
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(d)  Davenport  v.  Goldbkro.    [1865] 

The  defendant  in  a  suit  to  restrain  ihe  infringement  of  a  patent 
has  no  right  to  have  the  iflsues  of  fact  referred  to  a  jury  ex 
debito  justitim;  and  where  the  issues  raised  have  been  already 
determined^  such  reference  will  in  general  be  refused.  But  if  it 
appear  that  there  is  a  really  doubtfal  question  at  issue,  the  Court 
will  not  decide  it  for  itself,  if  either  party  desire  a  jury.  (2 
Hem.  &  M.  282.) 

(e)  Tangye  v.  Stott.    [1865] 

Where  the  plaintiff's  counsel  in  his  opening  made  charges  which 
-were  not  raised  by  the  pleadings,  and  the  defendant's  counsel 
thereupon  asked  for  a  jnry,  the  application  was  acceded  to,  and 
the  cause  ordered  to  stand  over.     (14  W.  B.  128.) 

(/)  BoviLL  V.  HrrcHOOCK.     [1868] 

The  defendant  to  a  bill  for  an  injunction  to  protect  a  legal 
right  cannot  ex  debito  justitim  require  to  have  such  right  tried 
by  a  jury ;  for  the  Court,  before  the  statutes  21  &  22  Vict.  o.  27, 
and  25  &  26  Vict.  c.  42,  sent  such  cases  to  be  tiied  at  law,  not 
in  order  that  they  might  be  tried  by  a  jury,  but  because  the 
Court,  having  no  jurisdiction  to  try  a  legal  right,  required  to 
have  the  judgment  of  a  Court  of  common  law  upon  it.  (L.  B.^ 
3  Ch.  417.) 

(^)  Patent  Marine  Inventions  Company  v.  Chadburn.    [1873] 

In  the  absence  of  special  circumstances  the  ordinary  issues 
in  a  patent  suit  will  be  tried  before  the  Court  itself  without  a 
jury.  (L.  JB.,  16  Eq.  447;  21  W.  B.  745;  28  L.  T.  B^.,  N.  S. 
614.) 

(h)  Sugg  v.  Silbeb.    [1876] 

Where  the  plaintiff  gives  notice  of  trial  before  a  judge  sitting 
with  assessors,  the  defendant  had  a  right  under  Ord.  XXXVI.,  r.  3, 
by  giving  notice  within  the  time  specified,  to  insist  on  a  trial 
before  a  judge  and  jury.     (1  Q.  B.  D.  362.) 

[Now  hy  Rules  of  Supreme  CJourt,  Order  36,  Rule  5,  the  Court  or  a  Judge 
may  direct  the  trial  without  a  jury  of  any  cause,  matter,  or  issue  requiriug 
any  scientific  investigation  which  cannot  in  their  or  his  opinion  conveniently 
be  made  with  a  jury;  and  by  Patents  Act,  1883,  sect.  28,  an  action  or 
proceeding  for  infringement  or  revocation  of  a  patent  shall  be  tried  without  a 
jury  unless  the  Court  shall  otherwise  direct  (p.  65).] 

(i)  AMERici.N  Braided  Wire  Company  v.  Thomson.    [1888] 

In  an  action  for  infringement,  an  inquiry  as  to  damages  having 
been  directed,  the  plaintiffs  applied  that  it  might  be  referred  to  a 
judge  and  jury : — Held^  that  the  Court  had  no  power  to  order  it. 
On  an  appeal  the  parties  agreed  to  a  reference,  and  the  Court 
of  Appeal  declined  to  express  an  opinion  on  the  point.  (5  0.  li. 
538,  696.) 
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Practice — Affidavits. 

Patent  Rules,  1890,  rule  17.  The  statutory  declarations  required  by  the 
s^d  Acts  and  these  Rules,  or  used  in  any  proceedings  thereunder,  shall  be 
made  and  subscribed  as  follows : — 

(a.)  In  the  United  Kingdom,  before  any  Justice  of  the  Peace,  or  any 
commissioner  or  other  oflScer  authorised  by  law  in  any  part  of  the 
United  Kin^^dom  to  administer  an  oath  for  the  purpose  of  any 
legal  proceeding; ; 
(5.)  In  any  other  part  of  Her  Majesty's  dominions,  before  any  Courr, 
Judge,  Justice  of  the  Peace,  or  any  officer  authorised  by  law  to 
administer  an  oath  there  for  the  purpose  of  a  legal  proceeding  ; 
and 
(c.)  If  made  out  of  Her  Majesty's  dominions,  before  a  British  Minister, 
or  person  exercising  the  functions  of  a  British  Minister,  or  a 
consul,  vice-consul,  or  other  person  exercising  the  functions  of  a 
British  Consul,  or  a  notary  public,  or  before  a  judge  or  magis- 
trate. 
17a.  Statutory  declarations  and  affidavits  shall  be  headed  in  the  matter 
or  matters  to  which  they  relate.    They  shall  he  divided  into  paragraphs 
consecutively  numbered,  and  each  paragraph  shall  so  far  as  possible  be  con- 
fined to  one  subject. 

(/)  Hill  v.  Thompson.    [1817] 

The  affidavit  in  Bupport  of  an  injunction  to  restrain  an  infringe- 
ment should  state  particularly  in  what  the  alleged  infringemen-t 
consists ;  and  when  the  proportions  mentioned  in  the  specification 
are  of  the  essence  of  the  invention,  it  should  state  the  defendant 
to  have  worked  by  them.     (3  Mer.  624.) 

When  an  injunction  is  applied  for  ex  parte,  it  is  incumbent  on. 
the  party  making  the  application  to  swear,  at  the  time  of  making* 
it,  as  to  his  belief,  that  he  is  the  original  inventor ;  fDr,  althongh^ 
when  he  obtained  his  patent,  he  might  very  honestly  have  sworn 
as  to  his  belief  of  such  being  the  fact,  yet  circumstances  may  have 
subsequently  intervened,  or  information  been  communicated, 
sufficient  to  convince  him  that  it  was  not  his  own  original 
invention,  and  that  he  was  under  a  mistake  when  he  made  his 
previous  declaration  to  that  effect,     (lb.) 

(k)  Hill  v.  Wilkinson.     [1817] 

In  the  case  of  an  alleged  infringement  of  a  patent,  the  in> 
junction  must  be  granted,  or  refused,  according  to  the  opinion 
the  Court  may  form  after  an  examination  of  the  affidavits. 
(2  Coop.  57  (n.).) 

(Z)  Stubtz  v.  De  la  Hue.    [1828] 

Lord  Lyndhurst,  L.C. :  "  There  can  be  no  doubt  that,  when  a 
party  comes  for  an  injunction  against  the  infringement  of  a  patent, 
he  ought  to  state  that  he  believes,  at  tbe  time  when  he  makes  the 
application,  that  the  invention  was  new,  or  l^ad  never  been 
practised  in  this  kingdom  at  the  date  of  the  patent.  It  is  not 
enough  that  it  was  believed  to  be  new  at  the  time  whenj  the 
patent  was  taken  out."     (5  Buss,  329.) 
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(m)  Lewis  «r.  Harlino.    [1829] 

New  facts  stated  upon  affidavit,  which  would  be  ground  for 
repealing  a  patent  by  scire  f<ieia8,  will  not  be  received  on  a  motion 
for  a  new  trial.     (1  Web.  P.  C.  495.) 

(«)  BiCKFORD  r.  Skewes.    [1837] 

Injunction  granted  although,  on  account  of  the  patentee  being 
dead,  there  was  no  affidavit  to  the  effiact  that  he,  at  the  time  of 
application,  believed  himself  to  be  true  and  first  inventor,  and 
that  the  invention  was  new.     (1  Web.  P.  C.  211.) 

(o)  Stocking  v.  Llewellyn.    [1842] 

If  there  is  any  material  variation  between  the  allegations  in 
the  Bill,  or  the  aid  sought  by  it,  and  the  affidavits  in  support  of 
the  plaintiffs  case,  the  injunction  will  be  dissolved,  with  costs. 
(3  L.  T.  Bep.  33.) 

(p)  In  re  Stead's  Patent.    [1846] 

Two  petitions  were  presented,  the  second  being  supplementary 
to,  and  stating  what  haii  taken  place  subsequent  to  the  presenta- 
tion of,  the  first.  The  affidavits  made  by  the  petitioner  in  support 
of  the  first  petition,  gave  a  general  history  of  his  invention,  ot  the 
communication  from  abroad  on  which  it  was  founded,  and  of  his 
attempts  to  introduce  it  into  this  country ;  and  those  in  support 
of  the  second  petition  stated  the  proceedings  at  law  which  had 
taken  place  since  presentation  of  the  first  petition,  the  publica- 
tions adduced  at  the  trial  as  impeaching  the  novelty  of  the 
invention,  and  the  title  of  the  petitioner.  The  counsel  for  the 
opponents  objected  to  the  affidavits  being  received  as  proof  of  the 
matters  contained  in  them,  the  intention  being  that  such  affidavits 
should  be  received  in  addition  to  other  evidence,  because  the 
applicant  having  made  a  good  case  might  be  the  only  person  who 
knew  the  real  case: — Held^  that  the  affidavits  were  required  to 
show  that  the  petitioner  believed  cei*tain  facts  to  be  true;  and 
that  the  opponents  could  prove  their  own  case  by  other  evidence. 
(2  Web.  P.  a  143.) 

(q)  Electric  Telegraph  Company  v.  Norr.     [1847] 

The  Court  will,  at  any  time  previous  to  the  hearing,  postpone 
the  hearing,  in  order  to  allow  time  fur  filing  affidavits ;  but  no 
affidavits  filed  after  the  hearing  has  begun  may  bo  read. 
(11  Jur.  273.) 

(r)  Shaw  v.  The  Bank  of  England.     [1852] 

In  an  action  for  the  infringement  of  a  patent,  the  Court  refused 
to  grant  an  order  for  inspection  of  a  machine  upon  an  affidavit 
**  that  the  machine  used  by  the  defendants  is  the  t^ame  for  which 
the  plaintiff  has  obtAined  a  patent."     (22  L.  J.  Exch.  2G.) 

Pt)ll(X5k,  C.B. :  "  The  affidavit  is  too  vague  and  defective  for 
the  Court  to  grant  this  application.    It  ought,  at  least,  to  state 
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that  there  is  such  a  machine,  and  that  the  plaintiff  has  reaaon  to 
believe  that  it  is  an  infringement."     (IhS) 

(«)  G-AJiDNEB  V.  Broadbbnt.    [1856] 

A.  B.  in  May,  1856,  became  the  purchaser  of  a  patent,  which 
the  defendant,  as  alleged,  infringed  subsequent  to  the  date  of  the 
purchase.  A.  B.  obtained  an  injunction  ex  parte  to  restrain  the 
defendant,  on  an  affidavit  in  support,  which  stated  that  the 
patent  had  been  recorded,  and  that  it  became  and  was  good  and 
valid.  The  Court  held  this  affidavit  insufficient,  and  on  that 
ground  dissolved  the  injunction,  with  costs.     (2  Jur,^  N.  8.  1041.) 

Sir  J.  Stuart,  V.-C,  said :  **  When  the  plaintiff  applied  for  aa 
ex  parte  injunction,  his  affidavit  ought  to  have  stated  clearlj  and 
distinctly  that  he  believed  the  patentee,  from  whom  he  purchased 
the  patent,  was  the  original  and  true  inventor,  and  that  he 
believed  that  the  invention  had  not  been  practised  at  the  time 
when  the  patent  was  granted."     (lb.) 

(t)  In  re  M'Kean's  Patent.    [1859] 

Where  a  petition  to  have  the  great  seal  affixed  to  a  patent  had 
been  filed,  and  the  respondents  served  with  notice  two  months 
before  the  first  day  of  Michaelmas  Term,  for  which  day  the 
petition  was  answered,  and  the  respondents  only  filed  affidavits  on 
the  morning  of  that  day : — Udd,  that  they  could  not  be  read  ; 
and  the  patent  was  ordered  to  be  sealed.  (1  De  G.,  F.  d  J.  2  ^ 
SW.B.1;  IL.T.  Bep.,  N.  8.  19.) 

(m)  Meadows  v,  Eirkman.    [1860] 

Order  for  inspection  of  defendant's  machinery  refused  where 
plaintiff's  affidavit  did  not  sufficiently  ascertain  the  nature  of  the 
invention  infringed.     (29  L.  J.  Exch.  205.) 

(r)  Whitton  v.  Jennings.    [1860] 

When  a  defendant  to  a  bill  filed  for  an  injunction  to  restrain 
an  infringement,  or  for  leave  to  bring  an  action  at  law,  stated 
by  his  answer  that  the  invention  was  not  novel,  and  that  the 
plaintiff's  patent  was  invalid,  the  Court,  on  a  motion  by  the 
plaintiff,  without  his  having  made  an  affidavit  as  to  the  novelty  of 
the  invention  or  validity  of  the  patent,  refused  to  grant  him  aa 
injunction  or  to  give  leave  to  bring  an  action,  unless  he  produced 
a  clear  and  distinct  affidavit  that  the  invention  was  novel  and 
the  patent  valid,  but  allowed  the  motion  to  stand  over  for  that 
purpose.     (1  Dr.  d  8.  110.) 

(w)  Maykr  r.  Spence.    [1860] 

In  an  injunction  suit  to  restrain  an  infringement,  a  motion  for 
leave  to  take  proceedings  at  law  ordered  to  stand  over  for  the 
plaintiff  to  make  an  affidavit  of  his  belief  of  his  title  to  the  patent, 
and  of  the  alleged  infringement.     (1  J,  d  H.  87.) 

(a?)  Betts  v.  Wilmot.     [1871] 

The  onus  being  on  the  plaintiff  to  show  not  merely  that  the 
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thing  made  is  liis  own  patented  article,  but  that  it  has  been 
unlawfally  sold,  he  must  be  prepared  to  swear  distinctly  that 
it  is  not  manufactnred  by  him  or  his  agent.  The  onus  is  theii 
thrown  upon  the  defendant.  (L.  B.  6  Ch.  239 ;  25  X.  T.,  N.  8. 
188.) 

(y)  Murray  r.  Clayton.    [1873] 

The  defendant  against  whom  an  inquiry  as  to  damages  has 
been  granted,  mnst  make  an  affidavit  as  to  the  number  of  the 
patented  machines  sold  by  him  and  the  names  and  addresses  of 
the  purchasers.     (L.  B.  15  Eq.  115.) 

Practice — Evidence  of  the  Subject-matter  of  a  Patent. 
(ar)  Lewis  v.  Davis.    N.  P.    [1829] 

In  an  action  for  the  infringement  of  a  patent,  professing  to  be 
an  improvement  on  a  former  patent,  the  specification  of  the  former 
patent  must  be  put  in  evidence,  in  order  to  show  what  the  im- 
provement reaUy  is.     (1  Web.  P.  C.  489  ;  3  C.  d  P.  502.) 

(a)  Batkman  t;.  Gray.     [1853] 

In  an  action  for  infringing  a  patent,  defendant  pleaded  only — 
not  guilty ;  (2)  a  traverse  that  plaintiff  was  the  inventor ;  and 
a  traverse  that  the  invention  was  new.  At  the  trial,  the 
plaintiff  put  in  the  specification,  which  claimed  three  old  things ; 
but  he  proved,  by  his  own  evidence,  that  the  invention  which  he 
really  claimed,  and  which  he  thought  he  had  described  in  his 
specification,  was  the  combination  of  the  three  things: — Held, 
iiiat  the  specification  was  evidence  for  the  jury,  but  not  conclu- 
sive ;  and  that  they  were  warranted  in  finding  that  the  invention 
was  the  combination.     (1  C.  L.  Bep.  512.) 

Pollock,  C.  B.,  said  :  **  We  think  that  what  was  the  invention  is 
a  question  for  the  jury,  and  that  the  specification  does  not  con- 
clude the  plaintiff.  It  was  evidence  to  be  considered  by  the  jury 
and  no  more."    (lb.  515.) 

(6)  Boyd  v.  Horrocks.    C.  A.    [1889] 

An  example  of  a  class  of  machines  may,  in  order  to  explain 
counsers  argument,  be  handed  up  and  looked  at  although  it  is  not 
in  evidence.     (6  0.  B.  152.) 

Practice — Evidence  of  Novelty  of  Invention, 
(c)  Manton  v.  Manton.    N.  P.    [1815] 

Action  for  the  infiringement  of  a  patent  for  a  hammer  for  the 
locks  of  fowling-pieces. 

Gibbs,  C.J.,  said  to  the  jury :  **  The  first  witness,  a  man  of  con- 
siderable experience,  had  never  seen  any  locks  with  the  lips  so 
perforated ;  primd  facie^  that  is  good  evidence ;  but  when  the 
question  is,  whether  this  had  existence  previous  to  the  patent,  fifty 
witnesses  proving  that  they  never  saw  it  before  would  be  of  no 
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avail  if  one  was  called  who  had  seen  it  and  practised  it."     (Dav* 
P.  a  350.) 

(d)  R.  V.  Hadden.    [1826] 

On  scire  facias  to  repeal  a  patent  for  a  machine,  on  the  ground 
that  it  is  not  new,  you  may,  to  prove  that,  put  into  the  hand  of  a 
witness,  who  had  constructed  a  machine  for  the  same  purposes,  a 
drawing  not  made  by  himself,  and  ask  him  whether  he  has  such  a 
.  recollection  of  the  machine  he  made,  as  to  be  able  to  say  that  that 
is  a  correct  drawing  of  it.     (2  C.  d  P.  184.)  , 

(e)  In  re  Cutler's  Patent.    Ch.     [1839] 

The  identity  of  purpose,  and  not  of  name,  is  the  criterion  in 
judging  of  the  similarity  or  dissimilarity  of  inventions.  (1  Web, 
P.  a  427.) 

(/)  Galloway  v.  Bleaden.    N.  P.    [1839] 

It  is  only  necessary  for  the  plaintiff  to  make  out  a  primd  facie 
tase  as  to  the  novelty  of  his  invention,  to  call  upon  the  other  side 
to  show  affirmatively  that  it  is  not  new.  This  the  plaintiff  may  do 
by  calling  persons  who  are  conversant  with  the  subject  of  the 
patent,  and  who  pass  their  time  in  understanding  the  nature  of 
patents,  and  in  following  up  and  discovering  what  are  the  inven^ 
tions  that  are  going  on  from  week  to  week,  to  say  that  they  had 
not  before  heard  that  there  had  been  such  a  discovery  previous  to 
the  grant  of  the  patent.    (1  Web.  P.  C.  626.) 

{g)  Walton  v.  Potter.    N.  P.    [1841] 

Tindal,  C.J.,  said  to  the  jury :  "  It  will  be  not  immaterial  to 
call  your  attention,  upon  this  first  head  of  inquiry,  to  the  specifi- 
cation of  the  plaintiff's,  and  next  that  of  the  defendants'  patent 
in  order  that  we  may  compare  them  together,  and  see  whether 
there  really  is  that  variation  in  substance  so  as  to  give  the  deno- 
mination  of  a  new  discovery  to  what  the  defendants  have  done,  or 
whether  they  are  not  following  out  the  invention  of  the  plaintiff, 
with  some  variation  in  the  description,  which  may  not  allow  it  the 
name  of  a  new  discovery."     (1  Web.  P.  0,  687.) 

(h)  Hyde  v.  Palmer.    [1863] 

In  an  action  for  the  infringement  of  a  patent  taken  out  in  1849, 
the  defendant,  in  support  of  a  plea  that  the  invention  was  not  new, 
gave  evidence  that  0.,  who  was  dead,  had  in  1846  used  a  process 
identical  with  that  in  the  patent.  On  the  cross-examination  of  the 
witnesses  it  appeared  that,  if  O.  used  the  invention  and  sold  the 
product  before  the  date  of  the  patent,  it  was  only  in  very  small 
quantities,  and  that  it  was  not  brought  into  general  use ;  and  one 
of  the  witnesses  was  asked  in  cross-exam inatiun  whether  0.  had  not 
sold  some  of  the  product  to  S.,  and  said  he  had.  The  plaintiff  in 
reply  called  S.,  who  gave  evidence  that  in  1850  or  1861,  0  sold  him 
a  small  quantity  of  the  product,  and  at  the  time  of  the  sale  said 
that  it  was  a  new  article,  that  he  did  not  wish  it  to  be  publicly 
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know1[i,  and  he  would  sell  him  all  he  could  manufacture : — Seld, 
that  evidence  of  what  0.  said  at  the  time  of  that  sale  was  not 
admissible  in  reply,  as  it  would  not  have  been  admissible  in  chief 
on  an  issue  whether  0.,  before  1849,  used  the  invention.  (3  B»  d  8. 
657 ;  11  W.  B.  433 ;  7  L.  T.  Bep,,  N.  S.  823 ;  32  X.  J.,  Q.  JB.  126.) 

(«)  Bbtts  v.  Neilson.    H.  L.    [1871] 

Where  a  patent  had  been  taken  out  by  D.  in  1804,  and  another 
patent  had  been  taken  out  by  B.  in  1849,  and  B.  took  proceedings 
against  N.  for  infiingement,  to  which  N.  set  up  as  an  answer  want 
of  novelty,  and  proved  D.'s  patent,  evidence  of  all  that  was  done 
in  the  trade  to  which  the  patent  related  between  the  date  of  D.'s 
patent  and  of  B.'s  patent,  was  admissible  on  this  question  of 
novelty.     (L.  B.,  5  H.  L.  2.) 

(j)  Boyd  r.  Horrocks.    [1888] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
winding  machines,  the  plaintiff  applied  after  the  evidence  had  been 
closed,  speeches  delivered,  and  judgment  reserved,  to  call  further 
evidence  with  regard  to  the  date  of  certain  changes  in  a  machine 
which  had  been  alleged  to  be  an  anticipation  of  the  plaintiff's : — 
Held,  that  the  evidence  was  relevant  to  a  main  issue  and  should  be 
admitted.    (5  0.  B.  567.) 

Practice — Evidence  of  the  Grant  of  Letters  Patent. 

(h)  MiNTER  V.  Wells.    N.  P.    [1834] 

Alderson,  B. :  "  The  patent  is  primd  fade  evidence  on  the  part 
of  the  person  who  claims  the  right  that  he  is  so  entitled,  and  it  is 
for  the  person  who  seeks  to  infringe  that  patent  to  show  some 
circumstance  whereby  that  right,  which  otherwise  would  be  pre- 
sumed to  exist,  is  defeated,  to  show  that  the  Crown's  grant  has 
been  improperly  obtained  by  the  present  plaintiff."  (1  W^.  P.  G* 
129.) 

(Z)  Russell  v,  Crichton.    [1837] 

Letters  patent  afford  pn'md  fade  evidence  of  the  originality  of 
the  alleged  invention.     (1  Weh.  P.  G.  677  («.).) 

(i»)  Nickels  v.  Boss.    [1849] 

At  the  trial  the  plaintiff  put  in  the  letters  patent  and  specifica- 
tion, and  gave  evidence  to  show  that  a  machine  like  his  had  never 
been  in  use  before  the  date  of  the  letters  patent : — Heldy  that  this 
entitled  the  plaintiff  to  a  verdict  upon  the  issue  joined  on  the  plea 
of  non  concessit. 

Held,  also,  that  the  plaintiff  was  entitled  to  a  verdict  on  the 
issue  joined  on  a  plea,  stating  that  the  plaintiff  had  obtained  the 
patent  on  a  false  representation  that  he  was  in  possession  of  the 
invention  in  consequence  of  a  communication  from  a  foreigner 
resident  abroad,  without  any  proof  that  the  invention  was  com- 
municated to  him  by  a  foreigner  residing  abroad,  as  alleged  in  the 
petition  recited  in  the  specification, — a  party  availing  himself  of 
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information  from  abroad,  being  an  inventor  within  the  meaning  of 
the  21  Jao.  1,  c.  3,  s.  6.     (8  C.  B.  679.) 

Evidence  of  Sufficiency  of  the  Specification, 

(n)  TuKNEE  V.  Winter.     [1787] 

Buller,  J. :  "I  do  not  agree  with  the  counsel  who  have  argued 
against  the  rule,  in  saying,  that  it  was  not  necessary  for  the 
plaintiff  to  give  any  evidence  to  show  what  the  invention 
was,  and  that  the  proof  that  the  specification  was  improper  lay 
on  the  defendant;  for  I  hold  that  a  plaintiff  must  give  some 
evidence  to  show  what  his  invention  was,  unless  the  other  side 
admit  that  it  has  been  tried  and  succeeds.  But  wherever  the 
patentee  brings  an  action  on  his  patent,  if  the  novelty  or  effect  of 
the  invention  be  disputed,  he  must  show  in  what  his  invention 
consists,  and  that  he  produced  the  effect  proposed  by  the  patent  in 
the  manner  specified.  Slight  evidence  of  this  on  his  part  is 
sufficient,  and  it  is  then  incumbent  on  the  defendant  to  falsify  the 
specification."     (1  T,  B.  606.) 

(o)  K.  V.  FussELL.     [1826] 

The  evidence  of  a  scientific  man,  that  to  carry  out  an  inven- 
tion from  the  specification  would  require  a  great  deal  of  con- 
trivance, is,  in  the  absence  of  evidence  to  the  contrary,  sufficient 
proof  of  the  insufficiency  of  the  specification.     (1  Carp.  P.  C.  449.) 

(p)  Brooks  t;.  Ripley.     [1831] 

If  the  specification  be  not  sufficiently  clear  to  be  understood 
by  an  ordinary  workman  (a  witness  for  the  plaintiff),  witnesses 
will  not  be  allowed  to  be  called  to  explain  the  intention  of  the 
patentees,  and  plaintiffs  will  be  nonsuited.  (2  Lond.  Jour,^  C.  S. 
35.) 

{q)  Mutter  v.  Wells.    N.  P.    [1834] 

Alderson,  B. :  "  The  plaintiff,  in  order  to  establish  his  right, 
must  show  that  the  invention  is  new,  and  that  it  is  useful,  and 
that  the  specification  is  such  that  an  ordinary  workman  could 
make  the  machine  which  would  answer  the  purpose  whioh  the 
patent  was  intended  to  accomplish."     (1  Web.  P.  C.  129.) 

(r)  Cornish  v.  Keene.    N.  P.     [1835] 

Upon  an  action  for  infringement,  the  specification  is  proved 
to  be  sufficient,  if  witnesses  are  called  by  the  plaintiff,  who  have 
actually  made  the  manufacture  without  any  instruction  except 
the  specification ;  and  none  are  called  by  the  defendant,  who  could 
not  understand  the  specification,  had  been  misled  by  it,  or  incurred 
expense  in  endeavouring  to  copy  or  to  imitate  it.    (1  Web.  P.  C.  502.) 

(«)  K.  V.  Nickels.    [About  1846] 

Where,  in  a  patent  for  machinery,  the  improvements  are  not 
sufficiently  ascertained  or  described  either  by  words  or  figures, 
parol  evidence  is  not  admissible  to  explain  the  specification  and 
show  what  is  new.     {Hind,  Law  of  PcU.  186.) 
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(f)  Young  v.  Pernib.    Ch.    [1864] 

Experiments  conducted  for  the  express  purpose  of  manufacturing 
evidence,  with  a  view  to  litigation,  are  to  be  looked  at  with 
distrust.     (4  Oiff.  609.) 

{!})  Edison  r.  Woodhouse.    C.  A.    [1887] 

If  a  workman  says  that  a  specification  is  a  sufficient  guide  to 
him,  and  the  Court  believes  him,  the  Court  must  hold  the  specifi- 
cation sufficient.     (3  0.  B.  183 ;  4  O.  £.  99.) 

Evidence  of  InfringemenU 
(tt)  HuDDART  V.  Gbimshaw.    N.  P.    [1803] 

Action  for  the  infringement  of  a  patent  for  a  new  mode  of 
making  cables  and  other  cordage.  Evidence  was  given  on  behalf 
of  the  plaintiff  by  an  engineer,  who  was  familiar  with  the  subject 
of  rope-making,  ^at  some  rope,  proved  to  be  of  the  defendant's 
manufacture,  agreed  in  its  structure  and  in  all  its  qualities  with 
the  rope  made  by  the  plaintiff's  patented  method.  The  witness 
knew  of  no  other  method  of  manufacturing  such  rope,  which  he 
believed  to  have  been  made  in  acoordanoe  with  the  plaintiff's 
patent : — Held,  that  this  was  primd  facie  evidence,  till  the  contrary 
was  shown,  of  an  infringement  of  the  plaintiff's  patent.  (Dav. 
P.  a  288;  1  Web.  P.  C.  91.) 

(v)  Hall  v.  Boor.    N.  P.    [1822] 

The  sale  of  an  article  which  might,  during  its  manufacture, 
have  been  improved  according  to  a  patent  process,  coupled  with 
the  fact  of  the  defendant  having  the  machine  necessary  for 
practising  such  process  in  his  possession,  is  sufficient  evidence  of 
infringement.     (1  Web.  P.  0.  100.) 

(«)  MUNTZ  V.  POSTBR.     N.  P.     [1844] 

Tindal,  C.J. :  *'Por  the  purpose  of  inquiring  whether  the 
defendants  have  infringed  the  patent  or  not,  we  are  to  assume  that 
it  18  a  good  patent,  that  no  objection  arises  either  to  the  nature  of 
the  grant  or  the  specification  which  has  been  enrolled  by  the 
pkintiff."     (2  Web.  P.  C.  99.) 

(x)  Palmer  t;.  Wagstaffe.    [1854] 

The  plaintiff's  patent,  obtained  for  "  the  mode  of  manufacture  of 
candles  by  the  application  of  two  or  more  plaited  wicks,  so  disposed 
that  the  ends  always  turn  outwards,"  is  not  proved  to  be  infringed 
by  the  mere  production  of  a  candle,  made  by  the  defendant,  in 
which  the  wicks  were  so  plaited  and  turned  outwards.  It  must 
be  further  shown  that  the  defendant  made  it  by  the  method 
described  in  the  plaintiff's  specification,  or  in  some  way  that  the 
jury  might  consider  colourable.  (9  Ex.  494 ;  23  L.  /,,  Ex.  217 ; 
2  a  L.  B.  1052.) 

(y)  Unwin  v.  Heath.    H.  L.     [1855] 

Crompton,  J. :  *'  Proof  of  a  user  of  an  invention  before  the 
patent  was  granted,  such  as  would  be  evidence  that  there  was 
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no  novelty,  if  taking  place  after  the  patent,  is  eyidenoe  of  an 
infringement."     (25  L.  /.,  C.  P.  13.) 

(2)  Davbnport  v.  Eichards.     Ch.    [1860] 

The  fact  that  the  articles  made  by  the  plaintiff's  and  defendant's 
machines  are  identical,  is  a  fair  argument  to  show  that  an  infringe- 
ment of  the  plaintiff's  patent  has  been  committed.  (3  X.  T.  B^., 
N.  S.  504.) 

(a)  Seed  v.  Higgins.    H.  L.    [1860] 

The  opinion  of  scientific  witnesses  as  to  whether  there  has  or 
not  been  an  infringement  ought  not  to  be  received.  Per  Lord 
Wensleydale.     (8  H.  L.  Cos.  650 ;   30  L.  /.,  Q,  B.  314 ;  6  Jur., 

N.  S.  1264.) 

(h)  Neilson  v.  Betts.    H.  L.    [1871] 

Senible,  that,  where  the  piracy  alleged  has  taken  place  abroad,  it 
becomes  the  duty  of  the  defendant  to  give  evidence  of  a  negative 
character  to  prove  (in  answer  to  the  primd  fade  case  made  by  the 
patentee)  that  the  process  used  was  of  a  different  character  from 
that  which  had  been  patented. 

Where  that  negative  evidence  was  not  given  by  the  defendant, 
but  positive  evidence  on  the  part  of  the  patentee  was  given  by  one 
workman  that  he  had  been  employed  at  the  foreign  manufactory, 
and  there  saw  the  capsules  manufactured  by  a  process  not  dis- 
tinguishable from  that  of  the  patentee : — Held,  that  these  circum- 
stances ju.^tified  the  conclusion  of  identity  of  material  and  process. 
(Ir.JB.,  5aX.  1.) 

(h  *)  Batley  v.  Kysock.     [1875] 

Bacon,  V.-C. :  "What  is  the  office  of  a  scientific  witness  in 
giving  evidence  in  this  Court?  His  office  is  to  point  ont  and 
explain  the  mechanism  by  which  power  is  applied,  and  the  means 
whereby  mechanical  effects  are  produced.  To  that  task  he  brings 
special  knowledge."     (X.  JB.  20  Eq.  637.) 

(c)  Badische  Anilin  und  Soda  Fabrik  v.  Levinstein.    [1883] 

On  the  question  of  infringement,  the  defendant  alleged  that  he 
used  a  secret  process  entirely  different  from  that  of  the  plaintiff's, 
and  was  allowed  to  refuse  to  answer  any  question  which  would 
disclose  it.  Subsequently  the  Court  being  of  opinion  that  the 
patent  was  valid,  gave  the  defendant  leave  to  state  his  process  tn 
camerd,  and  the  shorthand  writers'  notes,  which  would  have 
disclosed  the  process,  were  impounded.     (24  Ch.  D.  156.) 

(c*)  Automatic  Weighing  Machine  Company  v.  E^ght.    [1888] 

In  an  action  for  infringement,  it  was  held  that  there  had  been  no 
infringement.  The  Court  expressed  its  approval  of  the  conduct  of 
the  plaintiffs,  who  had  called  only  one  scientific  witness.  (  W,  N,y 
1888,  250.) 
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(S)  Cartsburn  Company  v.  Sharpe.    [1884] 

Where  it  appeared  that  the  articles  sold  by  the  respondents 
might  have  been  produced  by  machinery,  which  involved  no 
infringement  of  the  complainers'  patent: — Heldy  that  it  did  not 
lie  on  the  respondents  to  prove  that  the  articles  were  not  manu- 
factured according  to  the  specified  process,  and  that  the  oomplainers 
had  failed  to  prove  their  case.    (1  O.  JB.  181.) 

PrcLctice — Account, 

Patents  Act,  1883,  sect.  30.  lu  an  action  for  infringement  of  a  patent,  the 
Court  or  a  judge  may  on  the  application  of  either  party  make  such  order  for 
»n  injunction  inspection  or  account,  and  impose  such  terms  and  give  such 
directions  respecting  the  same  and  the  proceedings  thereon  as  the  Court  or  a 
judge  may  see  fit. 

(e)  Jones  v.  Fearce.    [1831] 

Shadwell,  V.-C. :  "  Where  an  undertaking  by  the  defendant  to 
keep  an  account  will  afford  to  the  Court  ample  means  of  doing 
justice  to  the  plaintiff,  should  his  legal  right  be  established,  the 
Court  rarely  grants  the  interim  injunction."     (2  Coop.  58.) 

(/)  Crossley  V.  The  Derby  Gas  Light  Company.    [1834] 

Where  the  words  of  the  decree  ordering  an  account  to  be  taken 
are  clear,  it  is  not  the  practice  of  the  Court  to  express  an  opinion 
for  the  guidance  of  the  master  as  to  particular  difficulties  which 
may  arise,  even  although  these  difficulties  may  be  foreseen.  Such 
difficulties  must  be  dealt  with  when  they  actually  occur  in  pur- 
suing the  invebtigation.     (3  M,  dt  Cr.  428.) 

(g)  Bacon  v.  Spottiswoode.    [1839] 

A  plaintiff  is  not  entitled  to  any  account,  even  though  he  may 
have  a  right  to  an  injunction,  when  the  bill  alleges  that  the 
defendant  has  sold  and  used,  it  being  the  fact  that  he  has  sold  for 
no  profit,  and  it  not  appearing  that  he  has  used  otherwise  than  by 
furnishing  the  patent  article  to  his  customers,  although  the 
defendant  may  have  derived  a  collateral  profit  from  the  use  of 
such  articles  by  his  customers,  where  that  case  is  neither  alleged 
in  the  bill  nor  proved.     (1  Beat.  387.) 

(A)  Hadden  v.  Smith.     [1847] 

The  plaintiff  granted  a  licence  to  the  defendant  to  use  two 
patents,  upon  payment  of  certain  royalties.  The  plaintiff  after- 
wards put  in  a  disclaimer  as  to  part  of  his  patent ;  the  defendant 
refused  to  continue  pa^'ing  the  royalties,  on  the  ground  that  the 
licence  was  void.  The  bill  prayed  an  account  of  royalties  under 
the  licence ;  and  in  case  the  defendant  should  dispute  the  plaintiff 's 
right  to  payment  by  reason  of  the  invalidity  of  the  patent  or 
otherwise,  then  that  the  defendant  might  be  restrained  from 
continuing  to  manufacture  articles  the  subject  of  the  patent ; — 
Held,  upon  demurrer,  that  if  the  licence  were  void,  and  the  de* 
feodant  was  not  bound  to  account,  he  ought  to  be  restrained  from 
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acting  without  the  authority  of  the  plaintiff.    Demurrer  overralecL 
(17  L.  /.,  Ch.  43.) 

(«)  Mitchell  v.  Barker.    [1851] 

Where,  upon  the  face  of  the  affidavits,  the  evidence  as  to  the 
validity  of  the  patent  and  its  infringement  was  distinctly  contra- 
dictory, an  injunction  was  refused,  but  the  plaintiff  was  directed 
to  bring  his  action  at  law,  the  defendant  undertaking  to  keep  an 
account  in  the  meantime.     (39  Lond.  Jour,  531.) 

(j)  Smith  v.  The  London  and  South  Western  Bailwat  Company. 

[1854] 

The  right  to  a  decree  in  equity  for  an  account  of  the  profits 
made  by  the  manufacture  and  use  of  articles  in  infringement  of 
a  patent  was  incident  to  the  right  to  an  injunction  to  restrain 
future  infringements ;  and  where  no  case  was  made  for  the  injunc- 
tion, the  account  was  not  decreed.     {Kay,  408.) 

Wood,  V.-C,  in  delivering  judgment,  said :  "  The  true  ground 
of  the  relief  in  these  cases  is  laid  down  in  Bailey  v.  Taylor 
(1  B.  d  M.  75),  where  Sir  J.  Leach,  M.R.,  says, '  The  Court  has  no 
jurisdiction  to  give  to  a  plaintiff  a  remedy  for  an  alleged  piracy, 
unless  he  can  make  out  that  he  is  entitled  to  the  equitable  inter- 
position of  this  Court  by  injunction ;  and  in  such  case  the  Court 
will  also  eive  him  an  account,  that  his  remedy  here  may  be 
complete.' 

(k)  Holland  v.  Fox.    [1854] 

In  an  action  for  the  infringement  of  a  patent,  plaintiff  obtained  a 
verdict  for  408.  damages.  Afterwards  he  obtained  a  rule,  absolute 
in  the  first  instance,  ordering  defendant  to  render  an  account  of  all 
the  articles  which  he  heid  before  and  since  the  commencement  of 
the  action  made  or  sold  in  breach  of  plaintiff's  patent  and  pay  to 
plaintiff  the  moneys  received  for  such  articles.  A  rule  nisi  was 
obtained,  on  the  part  of  the  defendant,  to  discharge  this  rule.  It 
appeared  that  defendant  had  made  profits  by  the  sale  of  the 
pirated  articles  since  the  commencement  of  the  action ;  but  that 
he  had  discontinued  the  manufiacture  since  the  verdict  and  before 
the  plaintiff's  rule  was  obtained.  And  it  appeared  that,  shortly 
after  the  action  commenced,  plaintiff's  attorney  had  told  the  other 
side  that  plaintiff  would  take  only  nominal  damages,  and  would, 
if  necessary,  file  a  bill  in  equity  to  obtain  an  accoimt  of  the  profits : 
— Held^  that  the  action  was  still  pending,  so  as  to  give  this  Court 
jurisdiction  under  the  Patent  Law  Amendment  Act,  1852,  sect  42 : 
— Held,  also,  that  there  having  been  a  verdict  with  damages,  and 
there  being  no  continuing  piracy  such  as  would  give  ground  for 
un  injunction,  no  account  of  profits  before  action  could  be  ordered ; 
but,  held,  that  the  defendant  might  be  considered  as  trustee  for 
the  plaintiff  of  those  profits  which  he  had  made,  pending  the  action, 
after  notice  that  plaintiff  would  require  them ;  and  that  an  account 
of  those  profits  might  be  ordered.     The  practice  of  the  equity 
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courts  followed.     (3  Ell  &  B.  977  ;  2  (7.  X.  B.  1576 ;  1  Jur.,  N.  S. 
13;  23  L,  «r.,  Q^  5.  357.) 

(Z)  ViDi  V.  Smith.    [1854] 

Pending  an  action  for  infringement  of  a  patent  for  an  invention, 
plaintiff  obtained,  under  the  Patent  Law  Amendment  Act,  1852,  a 
rule  nisi  that  defendant  should  render  on  oath  an  account  of  the 
s^le  of  the  articles  (alleged  to  be  pirated)  sold  before  the  action, 
and  of  the  profit  made  therefrom ;  and  keep  an  account  of  the 
articles  to  be  sold  and  of  the  profit  therefrom.  The  rule  was 
drawn  up  on  an  affidavit  that  plaintiff  had  the  patent,  and  that 
defendant  had  infringed  it  after  notice.  Cause  being  shown : — 
Heldy  that  no  retrospective  account  of  profits  made  by  sales  before 
the  action  ought  to  be  ordered  before  final  judgment,  and  so  much 
of  the  rule  was  discharged: — Held,  also,  that  the  Court  had  juris- 
diction to  order  an  account  to  be  kept  in  future,  though  no  injunc- 
tion was  asked  fdr,  it  appearing  that  there  was  a  prima  fade  case 
of  infringement :  and  the  Court  ordered  that  the  rule  should  be 
absolute  for  such  an  account,  on  condition  that  the  plaintiff  elected 
not  to  claim  damages  at  the  trial,  and  undertook,  if  he  failed  in 
the  action,  to  pay  defendant  the  expense  of  keeping  the  account  so 
ordered.  (3  Ell.  d  B,  969  ;  2  C.  L,  B.  1573  1  Jur.,  K  S,  14 ; 
23  L.  J.,  Q.  B.  342.) 

(to)  Price's  Patent  Candle  Company  v,  Bauwen's  Patent  Candle 
Company.     [1858] 

The  rule  in  patent  cases,  that  this  Court  could  not  decree  an 
account  unless  it  could  grant  an  injunction,  applied,  notwithstand- 
ing it  might  appear  at  the  hearing  that,  since  an  interim  injunc- 
tion was  moved  for,  the  defendants  had  sold  articled  which,  had 
the  facts  and  law  been  then  sufficiently  ascertained,  the  Court 
would  have  restrained  them  from  selling.     (4  K,  d  J,  727.) 

(m*)  Kernot  v.  Potter.     [1862] 

K.  and  P.  entered  into  an  agreement  that  K.  should  take  out  a 
patent  and  assign  it  to  P.,  and  that  P.  should  work  it  as  long  as  it 
could  be  worked  at  a  profit,  and  pay  royalties.  P.  ceased  working 
the  patent,  alleging  that  it  could  not  be  worked  at  a  profit,  and 
refused  to  pay  royalties.  K.  obtained  judgment  in  an  action  at  law 
for  royHlties,  and  then  applied  for  an  injunction  and  an  account 
of  subsequent  royalties,  or  if  the  agreement  were  determined 
for  relief  against  the  defendant  as  an  infringer : — Held,  that  in  a 
case  of  this  nature  it  was  in  the  discretion  of  the  Court  whether 
it  would  direct  an  account  or  leave  the  parties  to  their  remedy  at 
law,  and  that  the  account  being  only  a  part  of  an  agreement 
which  the  Court  could  not  wholly  enforce,  the  plaintiff  ought  to 
be  left  to  his  remedy  at  law.     (3  De  G.,  F,  <&  J.  447.) 

(n)  Hills  v.  Evans.     [1862J 

Where  an  injunction  was  granted  to  restrain  an  infringement, 
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liberty  was  given  to  the  plaintiff,  instead  of  an  account,  to  bring 
an  action  at  law  for  damages,  in  lieu  of  an  account.  (8  Jtir.,  N.  S. 
631.) 

(o)  Edwards  v,  Normandy.    [1864] 

E.  being  owner  of  one-third  of  an  American  patent,  assigned  his 
interest  therein  to  N.,  the  legal  owner  of  the  other  two-thirds,  in 
consideration  of  receiving  one-fifth  of  the  profits  to  arise  from  tsales 
of  the  invention  in  America,  for  which  N.  agreed  to  account  to  him, 
and  he  deprived  himself  of  all  right  to  interfere  in  arrangements 
made  for  licensing  such  sales.  N.  was,  in  this  transaction,  the 
agent  of  a  company  who  were  beneficial  owners  of  the  two- thirds 
oi  the  Ameiican  patent,  and  of  an  English  patent  for  the  same  in- 
vention, and  was  the  exclusive  manufacturer  of  the  invention  in 
England,  but  bound  to  supply  his  manufacture  to  the  company 
only.  The  company  granted  to  G.  an  exclusive  licence  for  the 
salti  of  the  invention  in  America,  supplyins?  l^l^i  with  machines  at 
certain  prices,  higher  than  those  at  which  they  bought  from  N., 
and  receiving  from  G.  one- third  of  the  net  profits  arising  from  the 
American  sales  : — Held^  1st,  that  G.  was  not  liable  to  account  to 
E.  for  his  profits ;  2nd,  that  the  company  were  bound  to  account  to 
E.  for  profits  arising  from  the  sale  to  G.  at  higher  prices  than  were 
paid  to  N. ;  3rd,  that  N.  was  not  bound  to  account  to  E.  for  the 
profits  arising  from  the  manufacture  of  the  invention.  (3  N.  B. 
662 ;  12  W.  B.  648.) 

(p)  Trotman  v.  Wood.     [1864] 

The  jury,  in  an  action  against  the  defendants  for  non-payment 
of  royalties  and  for  an  account,  found  that  the  defendants  had  used 
a  part  of  the  plaintiff's  invention  : — Held,  that  the  plaintiff  was 
entitled  to  an  account.     (16  C.  B.,  N.  S.  479.) 

(q)  Mathers  ».  Green.    [1865] 

Where  a  patent  for  an  invention  is  granted  to  two  or  more 
pereons  in  the  usual  form,  each  one  may  use  the  invention  without 
the  consent  of  the  othens,  and  without  accounting  for  the  profits  so 
made.     (L.  B.,  1  Ch,  29.) 

(r)  Ellwood  V,  Christy.    [1865] 

The  Court  will  only  direct  an  account  to  be  taken,  under  the 
42nd  pection  of  15  &  16  Yict.  c.  83,  of  the  profits  which  have  been 
actually  made  by  the  defendant,  and  not  of  the  loss  tohich  the  plain- 
tiff has  sustained  hy  the  infringement  ;  and,  in  the  case  of  an  assignee 
of  the  patent,  the  account  will  only  be  taken  from  the  date  of  the 
registration  of  the  assignment  under  sect.  35.  (18  C.  B.^  N.  5. 
494;  34  L.  /.,  C.  P.  130;  13  W.  B.  498.) 

(«)  NuNN  t7.  D' Albuquerque.     [1865] 

The  defendant  having  in  ignorance  infringed  the  plaintiff's 
patent,  submitted,  and  he  offered  before  huit  to  pay  the  amount  of 
profits  made,  which  were  very  trifling.     At  the  hearing,  although 
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a  perpetnal  injunction  was  granted,  no  oosts  were  given,  and  an 
account  was  granted  only  upon  the  plaintiff's  request  and  at  his 
periL     (34  Beav.  595.) 

(<)  Eenard  v.  Levinstein.    [1865] 

It  is  no  sufficient  answer  to  a  motion  for  an  interlocutory  in 
jnnction  that  the  defendant  has  volunteered  to  keep  an  account. 
(2  Hem.  d  M.  628.) 

(tt)  Fox  V.  Dellestabls.    [1866] 

F.  obtained  a  patent  for  umbrella  ribs,  and  enjoyed  it  uninter- 
ruptedly to  its  conclusion,  with  the  exception  of  an  action  for 
damages  by  H.,  another  patentee,  who  recovered  £300,  and  a 
manufacture  and  sale  of  the  ribs  by  D.  &  D.  six  months  before  it 
expired.  F.  filed  a  bill  and  restrained  D.  &  D.,  and  the  cause 
came  to  a  hearing  nine  months  after  the  expiration  of  the  patent. 
Malins,  V.-C. :  "  Although  the  p  itent  has  expired,  if  the  bill  was 
previously  filed,  the  plaintifi  is  entitled  to  an  account,  if  the  Court 
sees  a  proper  case  for  it.  .  .  .  But  regard  must  be  had  to  the  par- 
ticular circumstances  of  the  case,  and  the  question  is  whether, 
under  the  circumstances  of  the  case,  I  ought  to  give  relief.  To 
justify  me  in  doing  so,  I  must  be  satisfied  of  the  validity  of  the 
patent."     (15  W.  B.  194.) 

(»)  MoxoN  V.  Bright.     [1869] 

A  patentee  agreed  with  a  machine  maker  that  the  machine 
maker  should  make  machines  according  to  the  patent  and  sell 
them,  taking  a  certain  sum  upon  CHch  machine  for  himself,  and 
paying  to  the  patentee  as  a  royalty  the  amount  charged  for  the 
machines  above  that  sum  : — Held,  that  the  patentee  could  not 
maintain  a  suit  in  equity  for  an  account  against  the  machine 
maker  as  agent,  although  in  one  dase  he  received  a  sum  of  money 
for  the  patentee.     (L.  B.,  4  Ch.  292.) 

(w)  Saxbt  v.  Easterbrook.     [1872] 

An  account  will  be  granted  as  soon  as  the  verdict  is  given,  and 
the  defendant  cannot  refuse  to  allow  his  books  to  he  inspected,  for 
the  purpose  of  taking  an  account,  on  the  ground  that  he  is  about 
to  appeal.     (L.  B.,  7  Exch.  207 ;  41  L.  /.,  Exch.  113.) 

(x)  De  VrrRE  v.  Betts.    [1873] 

The  rule  that,  upon  a  decree  against  a  party  for  the  infringe 
ment  of  a  patent,  the  patentee  is  not  entitled  under  21  &  22  Yict. 
c.  27,  ss.  2,  5,  to  have  both  an  account  of  profits  and  an  inquiry 
into  damages,  is  now  established,  and  applies  to  every  case  of  in- 
fringeiuent.  The  patentee  must  therefore  elect  which  of  the  two 
forms  of  relief  he  will  adopt.  (L.  B.,  6  H.  L.  319 ;  21  W.  B. 
705.) 

(y)  Adair  v.  Youno.     C.  A.     [1879] 

In  an  action  by  a  patentee  to  restrain  alleged  infringements  of 
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letters  patent  for  the  manufacture  of  pumps,  a  judgment  was  made 
giving  a  perpetual  injunction  against  the  defendants,  who  were 
pump  manufacturers,  and  directing  an  account  of  the  profits  made 
by  them  by  the  sale  of  pumps  made  in  infringement  of  the  letters 
patent.  The  defendants  forthwith  gave  notice  of  appeal,  and  set 
the  appeal  down  for  hearing,  and  then  applied  to  stay  proceedings 
under  the  account  till  the  appeal  was  heard.  This  application  was 
refused  by  Bacon,  V.-C.  .—  Held,  on  appeal,  that  as  the  discovery 
given  by  the  account  would  enable  the  plaintiff  to  take  proceed- 
ings against  the  customer-s  of  the  defendants,  and  the  defendants, 
supposing  them  to  be  ultimately  successful,  would  thus  sustain 
irreparable  injury  in  their  business,  the  appeal  ought  to  be  ad- 
vanced, and  proceedings  under  the  account  stayed  till  the  hearing. 
Costs  of  the  application  made  costs  of  the  appt-al.    (11  Ch,  D.  136.) 

(z)  Bergmann  v.  MacMillan.     [1881] 

An  account  of  profits  will  not  be  directed  if  it  is  clear  that  no 
profits  have  been  made. 

An  assignee  of  a  share  of  profits  is  entitled  to  an  account  from 
the  licensee,  but  the  account  must  be  taken  once  for  all  in  the 
presence  of  all  the  parties  interested.     (17  Ch,  D.  423.) 

(a)  Werderman  v.  Socitrt  G^n^rale  d';6lectricit6.    C.  A.    [1881] 

By  an  assignment  of  a  patent  it  was  agreed  that  the  patentee 
was  to  have  £1000  and  5  per  cent,  on  the  profits,  or  on  a  sale  out 
and  out  was  to  have  in  lieu  of  the  arrangement  as  to  profits  5  per 
cent,  of  the  net  purchase-money.  The  assignees  covenanted  for 
themselves  and  their  assigns  to  work  the  invention  to  the  best 
advantage,  and  that  an  account  of  profits  should  be  rendered  yearly 
by  them  or  their  assigns.  The  assignees  formed  a  company  to 
work  the  patent,  and  the  pateut  was  made  over  to  them  with 
notice  of  the  arrangement.  Held,  that  the  assignment  amounted 
to  a  contract  that  the  owners  for  the  time  being  of  the  patent 
should  account  for  and  piy  to  the  patentee  a  share  of  the  profits, 
unless  a  sale  within  the  meaning  of  the  deed  was  effected,  and  that 
no  one  taking  with  notice  of  this  contract  could  refuse  to  give  effect 
to  it.     (19  Ch.  D.  246.) 

(h)  Watson  v,  Holliday.     [1882] 

The  amount  of  profits  made  by  infringing  a  patent  is  recover- 
able by  the  patentee,  not  as  damages,  but  as  money  had  and 
received  to  his  use ;  and  the  patentee  is  therefore  not  prevented 
by  the  Slat  section  of  the  Bankruptcy  Act  of  1869,  from  proving 
in  the  bankruptcy  of  the  infringer  for  these  profits.  (20  Ch, 
D,  780.) 

(c)   SiDDELL  V,   ViCKERS   SoNS  AND   CoMPANY.      [1889] 

In  an  action  for  infringement  of  a  patent  for  an  improved 
appliance  for  use  in  large  forgings,  the  Court  of  Appeal  had 
ordered  *'  an  account  of  all  iron  or  steel  forgings,  manufactured  by 
the  defendants  by  the  use  of  the  plaintiff's  said  invention,  as  de- 
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scribed  in  figure  2  of  tbe  specification,  and  also  of  the  profits  made 
by  the  defendants  by  reason  of  such  use."  The  defendants  refused 
to  disclose  any  accounts  of  the  profits  made  by  them  prior  to  their 
commencing  to  use  the  plaintiff's  invention,  on  the  ground  that  the 
alterations  in  thtir  profits  were  not  due  to  using  the  plaintiff's 
invention,  but  to  other  causes.  Kekewich,  J.,  being  of  opinion 
that  for  the  purpose  of  ascertaining  the  profits  made  by  reason  of 
the  use  of  the  plaintiff's  invention,  it  was  necessary  to  inquire 
what  was  the  cost  of  forging  iron  and  steel  foigings  manufactured 
by  the  defendants,  both  prior  to  the  use  of  such  invention  and 
during  its  use,  ordered  the  defendants  to  give  such  information 
within  a  fortnight.     (6  O.  B.  464.) 

Practice — Damages, 

Patents  Act,  1883,  sect.  17,  sub-s.  4  (b.)  If  any  proceedincr  shall  be  taken 
in  respect  of  an  infringement  of  the  patent  committed  after  a  failure  to  make 
any  payment  within  the  prescribed  time,  and  before  the  enlargement  thereof, 
tlie  Court  before  which  the  proceeding  is  proposed  to  be  taken  may,  if  it 
shall  think  fit,  refuse  to  award  or  give  any  damages  in  respect  of  such 
infringement. 

[Sect.  17  is  set  out  in  full  at  p.  699.] 

Sect.  20.  Where  an  amendment  by  way  of  disclaimer,  correction,  or 
explanation,  has  been  allowed  under  this  Act,  no  damages  shall  be  given  in 
any  action  in  respect  of  the  use  of  the  invention  before  the  di^aimer, 
correction,  or  explanation,  unless  the  patentee  establishes  to  the  satis&ction  of 
the  Court  that  his  original  claim  was  framed  in  good  faith  and  with 
reasonable  skill  and  knowledge. 

(d)  Arkwrioht  17.  Nightingale.    [1785] 

Where  a  patentee,  who  has  failed  to  establish  his  right  under  the 
patent  upon  a  former  occasion,  sues  for  damages  for  an  alleged 
infringement,  the  defendant  is  allowed  to  give  evidence  to  show 
to  what  extent  persons  have  acted  upon  the  faith  of  the  former 
verdict.     (JDar.  P.  C,  55,  1  Webs.  P.  (7.  61.) 

(e)  Newall  v.  Wilson.    [1852] 

An  allegation  as  to  the  defendant's  inability  to  be  answerable  in 
damages,  held  not  irrelevant  upon  a  motion  for  an  injunction 
against  the  infringement  of  a  patent.     (2  De  O.j  M.  &  G,  282.) 

(/)  Smith   v.  London   and  North  Western   Kailway  Company. 

[1853] 

Where  the  defendants  have  gone  on  using  the  infringing  articles 
without  any  concealment,  believing  that  they  had  a  right  to  do  so, 
and  the  owner  of  the  patent  has  stood  by,  damages  ou^t  not  to  be 
assessed  as  if  the  defendants  had  purchased  every  article  at  the 
patentee's  price.     (Mac.  P.  C.  188.) 

(g)  Needham  17.  OxLEY.     [1863] 

Where  a  bill  prays  in  the  alternative  an  inquiry  as  to  damages, 
or  an  account  of  the  defendant's  profits,  but  no  issue  as  to  damages 
was  submitted  to  the  jury,  the  Court  will  not  refer  ^n  inquiry  to 
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assess    damages  to    chambers,  but    will    grant  the    alternative. 
(8  L.  T.  liep.,  N.  8.  604 ;  2  N.  R,  388.) 

(h)  Betts  v.  De  Vitrb.    [1864] 

The  jurisdiction  given  by  the  Chancery  Amendment  Act, 
1858,  to  award  damages  when  relief  is  sought  by  injunction 
against  wrongful  acts,  extended  to  the  case  where  the  Court  had 
previously  the  power  of  giving  some  other  form  of  remedy,  as,  for 
example,  an  account  of  profits. 

Since  the  Chancery  Acts,  1858  and  1862,  the  question  of 
damages  will  still  be  left  to  be  decided  by  a  jury  where  there  is 
extreme  difficulty  in  their  assessment  by  the  Court  itself. 

Therefore,  in  a  suit  for  an  injunction  by  a  patentee  who  had 
granted  no  licences,  the  Court  put  him  to  his  election  whether  he 
would  have  an  account  of  profits  or  an  action  for  damages  against 
the  defendants;  following  the  form  in  HUU  v.  Evans.  (11  Jur., 
N.S.9;  11  L.  T.  Bep.,  N.  S.  533.) 

(«)  Davenport  v.  Rylands.     [1865] 

The  plaintiff's  bill  prayed  for  an  injunction  against  the 
infringement  of  his  patent  by  the  defendant,  for  an  account  of 
profits  and  for  damages.  After  the  filing  of  the  bill,  but  before 
the  hearing  of  the  caute,  the  patent  expired.  The  infiiugemeDt 
being  proved,  the  Court  held  that,  for  the  purpose  of  awarding 
damages  under  the  Act  21  &  22  Vict.  c.  27,  its  jurisdiction  related 
back  to  the  time  of  the  filing  of  the  bill.  For,  otherwise,  tho 
object  of  the  statute,  which  was  to  enable  a  Court  of  Equity  to 
give  full  and  complete  relief  to  a  suitor  without  recourse  to  a  court 
of  law,  would  be  defeated.  (L.  ii.,  1  Eq.  302;  35  L.  J.,  Ch.  204; 
14  Ir.  r.  Bep.,  N.  S,  53.) 

Wood,  V.-C,  said  :  "  The  inquiry  will  be  in  the  form,  '  what 
damage  the  plaintiff  has  sustained,'  and  not '  what  damage,  if  any,' 
he  has  sustained,  as  it  would  be  in  the  case  of  a  trade-mark.  There 
is  this  difference  between  the  case  of  a  trade-mark  and  that  of  a 
patent :  in  the  former  case  the  article  sold  is  open  to  the  whole 
world  to  manufacture,  and  the  only  right  the  plaintiff  seeks  is 
that  of  being  able  to  say,  *  Don't  sell  any  goods  under  my  mark.' 
He  may  find  his  customers  fall  off  in  consequence  of  the  defen- 
dant's manufacture;  but  it  does  not  necessarily  follow  that  tho 
plaintiff  can  claim  damages  for  every  article  manufactured  by  the 
defendant,  even  though  it  be  under  that  mark.  On  the  other  hand, 
every  sale  without  licence  of  a  patented  article  mubt  be  a  damage 
to  the  patentee."     (L.  B.,  1  Eq.  308.) 

(J)  Penn  r.  BiBBY.     [1866] 

Where  bills  to  restrain  the  infringement  of  a  patent  have  been 
filed  against  both  the  person  who  manufactures  and  the  person 
who  uses  the  article,  and  issues  of  fact  have  been  found  for  the 
plaintiff,  it  is  the  right  of  the  plaintiff  to  have  not  only  an  account 
agaiubt  the  manufacturer,  but  also  damages  against  the  person 
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Qsing  the  article,  wherever  it  be  found.     (L*  £•  8  Eq,  308 ;  36 
X.  J.,  CL  277.) 

(i)  Penn  v.  Jack.    [1867] 

A  suit  was  instituted  to  restrain  the  defendants  from  infringing 
the  plaintiff's  patent  for  an  invention  applicable  to  steam  vessels. 
By  the  decree  the  defendants  were  ordered  to  pay  to  the  plaintiff 
the  damages  which  he  had  sustained  by  reason  of  the  defendants' 
user  or  vending  of  the  invention.  The  plaintiff  had  been  in  the 
habit  of  granting  licences  to  use  the  invention  at  the  rate  of  28.  6^2. 
per  horse-power  per  ship  : — Held^  that  the  compensation  to  which 
the  plaintiff  was  entitled  was  a  sum  calculated  on  this  basis  upon 
the  ships  to  which  the  defendants  had  applied  the  invention,  and 
that  he  was  not  entitled  to  any  additional  sum  in  respect  of 
contracts  which  he  had  missed  by  reason  of  the  defendants' 
piracy. 

The  plaintiff  having,  in  another  suit,  obtained  a  decree  against 
certain  wrongful  users  (not  being  manufacturers)  of  unlicensed 
machines  fitted  by  the  defendants  with  the  plaintiff 's  invention, 
had,  in  some  instances,  been  paid  his  ordinary  royalty  by  such 
users: — Held^  that,  in  every  such  instance,  no  further  royalty 
was  payable  by  the  manufacturer.  (L,  E.,  5  Eq,  81 ;  37  L,  J. 
Ch.  136.) 

(J)  Betts  17.  Neilson.    [1868] 

Damages  may  be  awarded,  although  not  specifically  prayed  by 
the  bilL    (18  L.  T.  Bep.,  N.  S.,  159.) 

(i»)  Bbtts  v.  Gallais.     [1870] 

The  Court  would  not  entertain  a  bill  for  the  mere  purpose  of  giving 
relief  in  damages  for  the  infringement  of  a  patent,  when  the  bill 
had  been  filed  so  immediately  before  the  expiration  of  the  patent 
as  to  render  it  impossible  to  have  obtained  an  interlocutory  in- 
junction.    (L.  B.,  10  Eq.  392 ;  22  L.  T.  Bep.,  N.  5.,  841.) 

(n)  Neilson  v.  Betts.    H.  L.    [1871] 

A  patent  having  been  sustained,  the  decree  granted  an  injunction 
against  further  infringement,  directed  an  inquiry  as  to  damages 
and  an  account  as  to  profits.  The  decree  was  varied  by  striking 
out,  in  accordance  with  the^ respondent's  election,  the  order  for  the 
account  of  profits.  Per  Lord  V\  estbury :  "  The  two  things  are  hardly 
reconcilable,  for  if  you  take  an  account  of  profits  you  condone  the 
infringement."     (L.  E.,  5  H.  L.  1.) 

(o)  De  Vitre  V.  Betts.     H.  L.     [1873] 

The  validity  of  the  patent  and  the  fact  of  infringement  by  the 
defendants  having  been  decided  in  the  plaintiff's  favour,  the  Coui  t 
below  directed  an  account  of  profits  made  by  the  defendants  by  the 
use  and  exercise  of  the  plaintiff's  invention,  and  an  inquiry  what 
sum  ought  to  be  paid  by  the  defendants  in  respect  of  damage  sus- 
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tained  by  the  plaintiff  by  the  defendants'  use  and  exercise  of  the 
plaintiff's  invention. 

The  Lord  Chancellor,  on  appeal  to  the  House  of  Lords,  said : 
"  The  case  of  NeiUon  v.  Belts  most  undoubtedly  decided  the  general 
principle  that,  upon  a  decree  against  a  party  for  the  infringement 
of  a  patent,  the  patentee  is  not  entitled  both  to  an  account  of 
profits  and  an  inquiry  into  damages.  That  principle  applies 
generally  and  without  any  distinction  at  all.  It  applies  to  every 
case  of  infringement;  and,  therefore,  it  must  be  taken  to  have 
settled  conclusively  that  point,  that  the  patentee  must,  in  all  these 
cases  where  he  has  a  decree,  elect  whether  he  will  have  an  account 
of  profits  or  an  inquiry  into  damages.  He  cannot  have  both." 
(Ir.  E.  6  K  L.  321.) 

(p)  United  Telephone  Company  v.  Walker.    [1886] 

The  plaintiffs,  whose  usual  practice  was  not  to  sell  but  to  let  out 
their  patented  article  at  a  royalty,  obtained  judgment  for  infringe- 
ment, and  an  inquiry  as  to  damages : — Held,  that  the  measure  of 
damages  was  the  profit  rental  during  the  entire  period,  from  the 
time  when  the  article  came  into  the  possession  of  the  infringer  until 
the  assessment  of  damages  or  delivery  up  of  the  article ;  that  it 
was  immaterial  whether  the  article  had  been  in  actual  use  or  not; 
and  that  the  defendants  could  not  set  off  the  value  of  any  infringing 
article  delivered  up  under  the  judgment  of  the  Court,  nor  any 
portion  of  an  agreed  sum  for  damages  already  recovered  by  the 
plaintiffs  against  the  manufacturer,  from  whom  the  defendants 
bought  the  articles ;  although,  at  the  time  of  such  action  being 
commenced,  the  goods  were  already  in  the  possession  of  the 
defendants ;  but,  that  if  the  damages  recovered  from  the  manu- 
facturer had  been  a  sum  representing  the  full  rental  or  royalty, 
the  defendants  would  have  been  entitled  to  set  it  off.  (56  L.  T, 
508  ;4  0.B.  63.) 

(g)  American  Braided  Wire  Company  v,  Thomson.    [1888] 

The  Court  of  Appeal  having  granted  an  injunction  and  an 
inquiry  as  to  damages,  the  plaintiff  applied  to  the  judge  of  first 
instance,  that  the  inquiry  might  be  referred  to  a  judge  and  special 
jury  for  trial.  Kekewich,  J.,  was  of  opinion  that  he  had  no 
jurisdiction  to  make  such  an  order:  on  appeal  from  this  decision, 
the  parties  consented  to  a  reference  to  an  official  referee,  and  the 
Court  of  Appeal  reserved  its  opinion  on  the  point,  but  decided 
that  such  an  order  should  be  asked  for  when  the  inquiry  is  granted. 
(5  O.B,  696.) 

(r)  United  Horseshoe  and  Nail   Company  v,  Stewart  and  Co. 
H.  L.     [1888] 

Action  by  assignees  of  a  patent,  who  did  not  grant  licences,  but 
themselves  manufactured  and  sold  the  nails  produced  by  their 
patented  machinery.  It  was  admitted  that  the  defenders  had  sold 
a  number  of  boxes  of  nails  manufactured  so  as  to  infringe  the 
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patent : — Heldj  that  to  the  extent  by  which  their  trade  was  injured 
by  the  sales,  the  pursuers  were  entitled  to  substantial  damages ; 
that  the  measure  of  damage  was  not  the  profit  made  by  the 
defenders,  but  the  profit  which  the  pursuers  would  have  made  out 
of  such  sales,  deducting  a  fair  percentage  in  respect  of  sales  due  to 
the  particular  exertions  of  the  defenders ;  and  that  the  possibility 
that  the  defenders  mii^ht  have  manufactured  similar  nails,  without 
infringing  the  patent,  was  no  ground  for  reducing  the  damages  to 
a  nominal  sum; — Heldy  further,  that  the  fact  that  the  pursuers 
had,  in  consequence  of  the  unluwful  competition  of  th«  defenders, 
reduced  the  price  of  nails  sold  by  themselves,  did  not  entitle  them 
to  recover  additional  damages  in  respect  of  the  reduction  in  the 
profits  on  such  sales. 

The  inherent  illegality  of  a  sale  of  goods  manufactured  without 
licence  by  patent  machinery  is  not  affected  by  the  circumstance 
that  the  infringement  consisted  in  using  a  small,  and  it  may  be 
the  least  useful,  part  of  the  invention.     (13  App,  C.  401.) 

(8)  Proctor  r.  Bailey.     [1889] 

In  an  action  for  infringement,  the  Palatine  Court  has  only  power 
to  grant  damages,  under  Lord  Cairns'  Act,  where  it  is  proper  to 
grant  an  injunction ;  and,  therefore,  if  the  infringement  is  of  old 
date,  and  there  is  no  evidence  of  intention  to  continue  it,  the  Pala- 
tine Court  has  no  jurisdiction.     (6  0.  B.  538.)     But  see  p.  346  {g), 

(/)  American  Braided  Wire  Company  v,  Thomson.    [1890] 

In  an  action  for  infringement,  an  inquiry  as  to  damages  was 
ordered,  and  the  official  referee  found  substantially  (1)  that  the 
reductions  in  prices  made  by  the  patentees  were  so  made  in  conse- 
quence of  the  sales  of  the  defendants;  and  that,  subject  to  the 
following  allowances,  the  plaintiffs  would  have  made  the  tales 
made  by  the  plaintiffs,  and  also  those  made  by  the  defendants  at 
the  plaintiffs'  original  prices ;  (2)  the  additional  profit  which  the 
plaintiffs  would  have  made  on  their  own  sales,  at  the  original 
price,  would  have  been  £7257,  from  which  20  per  cent,  was 
deducted  as  an  allowance  for  the  increase  of  sales  due  to  the 
reduction  in  price ;  (3)  the  profit  which  the  plaintiffs  would  have 
made  on  the  articles  made  and  sold  by  the  defendants,  if  the  plain- 
tifi&  had  made  and  sold  them  at  the  original  prices,  would  have 
been  £4028,  from  which  deductions  were  made  ^a)  of  10  per  cent. 
.  on  account  of  sales  due  to  the  connection  and  exertions  of  the 
defendants,  and  (b)  of  20  per  cent,  as  an  allowance  for  the  increase 
of  sales  due  to  the  reduction  in  price  ;  or  in  the  alternative,  (4)  the 
profits  which  the  plaintiffs  would  have  made  on  the  articles  msuie 
and  sold  by  the  defendants,  if  the  plaintiffs  had  made  and  sold 
them  at  the  prices  which  they  were  getting  was  £1838,  from 
which  a  deduction  of  10  per  cent,  was  made  on  account  of  the 
connection  and  exertions  of  the  defendants : — Held^  by  Kekewich,  J., 
following  the  United  Horseshoe  and  Nail  Company  v.  Stewart^  that  if 
the  patentee  thinks  fit  to  reduce  the  price,  he  is  not  entitled  to 
recover  the  difference  in  price  because  it  is  not  the  natural  and 
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direct  conseqnenoe  of  the  infringer's  acts ;  and  that,  therefore,  the 
alternative  measure  (4)  must  be  adopted  instead  of  (3),  and  that 
the  amount  found  in  paragraph  (2)  must  be  omitted  altogether. 
(7  O.  B,  47.)  But  heldj  by  the  Court  of  Appeal,  that  the  referee 
was  justified  in  finding  as  a  fact  that  but  lor  the  wrongful  act  of 
the  defendants  the  plaintiffs  would  have  sold,  at  the  original 
prices,  those  bustles  which  in  fact  they  sold  at  the  lower  price, 
and  those  which  the  defendants  themselvert  sold  at  a  lower  price : 
that  all  the  damages  found  were  the  direct  and  natural  consequence 
of  the  wrongful  acts  done  by  the  defendants,  and  that  the  plaintiffs 
were  entitled  to  the  full  amount.     (44  Ch.  D.  274 ;  7  O.  JB.  152.) 

Practice. — New  Trial. 
(tt)  Walton  v.  Potter.    [1841] 

Where  the  judge  has  left  to  the  jury  the  specific  issues  raised  on 
the  record,  and  refused  to  put  to  them  certain  questions  of  fact, 
Buggested  by  the  defendant  s  counsel : — Held,  no  mis-direction,  or 
ground  for  a  new  trial. 

Semble,  such  questions  can  only  be  asked  with  the  consent  of 
all  parties,  and  the  jury  are  not  bound  to  answer  them.  (11 
L.  /.,  a  p.  138.) 

(v)  Patteson  v.  Holland.     [1845] 

Where  one  action  for  infringement  had  been  tried,  and  a  rule 
nisi  for  a  new  trial  had  been  obtained  and  argued,  and  anotht-r 
action  was  pending  for  another  infringement  of  the  same  patent, 
and  a  scire  facias  had  been  sued  out  to  repeal  the  patent,  the  Court 
suspended  their  judgment  upon  the  rule  for  a  new  trial,  and 
ordered  the  trial  of  the  other  action  to  be  postponed  until  after  the 
trial  of  the  sdre  facias,     (Hind,  on  Pat.  293.) 

(ic)  Fernie  v.  Young.    H.  L.    [1866] 

Where  a  Court  of  Chancery  has  directed  an  issue  to  try  a 
question  of  fact,  before  a  jury,  or  before  a  judge  without  a  jnrj', 
and  a  verdict  has  been  found  by  the  jury  or  the  judge,  it  will  not 
enter  into  the  question  of  fact  and  set  aside  the  verdict  without  a 
motion  for  a  new  trial  or  for  judgment  non  ob^ante  i>eredicto. 
(L.  B.,  1  H.  L.  80.) 

{x)  Penn  v.  Bibby  ;  Penn  v.  Jack.     [1866] 

In  dealing  with  the  finding  of  the  Court  below,  upon  questions 
of  fact,  under  the  jurisdiction  given  by  the  Chancery  Amendment 
Act,  1858,  the  Court  of  Appeal  is  placed  precisely  in  the  situation 
of  the  judges  of  the  courts  of  common  law  when  a  rule  is  obtained 
to  set  aside  the  verdict  of  a  jury ;  consequently,  the  Court  will  not 
consider  whether  the  finding  was  proper,  but  merely  whether 
there  was  sufficient  evidence  to  warrant  the  verdict.  Where  the 
motion  for  a  new  trial  is  grounded  on  the  improper  rejection  of 
evidence,  the  evidence  ought  to  have  been  formall  v  tendered  to  the 
judge  of  the  court  below,  and  rejected  by  him.  (L.  B.y  2  Ch,  127; 
36  L.  /.,  Ch.  455.) 
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(y)  Daw  v.  Eley.    [1867] 

A.  obtained,  in  a  suit  against  B.  for  infringement,  a  decree  by 
which  the  validity  of  the  patent  was  declared,  and  an  injunction 
vas  granted  to  restrain  infringement.  If,  upon  motion  to  commit 
B.  for  breach  of  the  injunction,  it  is  shown  that  the  patent  had 
ceased  to  be  of  any  validity  at  the  date  of  decree : — HeJd^  that 
the  only  mode  of  getting  rid  of  the  decree  is  by  bill  of  review, 
showing  that  it  was  erroneous  in  delaring  the  patent  to  be  valid 
and  subsisting.     (X.  -B.,  3  Eq.  609 ;  36  L.  /.,  Ch,  486.) 

(z)  HiNDE  17.  Osborne.    C.  A.    [1885] 

In  an  action  for  infringement  the  defendants  pleaded  want  of 
novelty,  but  withdrew  the  plea  being  unable  to  give  particulars. 
On  appeal  they  alleged  that  since  the  trial  they  had  searched  the 
records  in  the  British  Museum  and  were  prepared  to  show  that  the 
invention  was  not  novel.  Brett,  M.  R. :  "  N\  hat  is  the  principle  of 
law  applicable  to  such  cases  ?  It  is  that  you  cannot  have  a  new  trial 
under  such  circumstances  unless  you  show  that  you  have  discovered 
fresh  evidence,  which  by  due  diligence  and  care  you  could  not 
have  discovered  before  the  trial.  Here  this  is  not  made  out ;  because 
one  of  the  ordinary  modes  of  objecting  to  the  novelty  of  a  patent, 
that  is,  of  seeking  for  evidence  to  show  that  it  is  novel,  is  to  go  to 
those  very  places  which  the  defendants'  advisers  now  say  they 
have  been  to."     (Qriff,  125 ;  2  0.  B,  64,  at  p.  67.) 

(a)  Germ  Milling  Company  v,  Robinson.     C.  A.    [1886] 

The  patentee  being  called  by  the  plaintiffs,  stated  that  he  hsui 
publicly  sold  flour  made  according  to  his  process  before  the  date 
of  the  patent.  The  plaintiffs  applied  for  a  new  trial  on  the 
ground  that  this  was  a  slip,  but  their  application  was  refused. 
(3  O.  B,  399). 

Practice — Appeals, 
Appeals  to  the  Law  Officers. 

(By  the  Patents  Act,  1883,  sects.  7,  9  and  18,  amended  by  48  &  49 
Vict,  c  63,  and  51  and  52  Vict.  c.  50,  where  the  comptroller  requires  an 
amendment  under  sect.  7  or  9  of  the  Patents  Act  of  1883,  or  refuses  leave  to 
amend  under  sect.  18,  and  the  applicant  appeals,  the  law  officer  shall,  if 
required,  hear  the  applicant  and  the  comptroller,  and  by  sect.  11,  amended 
by  51  and  52  Vict.  c.  50,  where  notice  of  opposition  is  given  imder  sect.  11, 
and  the  comptroller  decides  on  the  case  and  there  is  an  appeal,  the  law  officer 
shall,  if  required,  hear  the  applicant  and  any  person  so  giving  notice  and 
being  in  the  opinion  of  the  law  officer  entitled  to  be  heard  in  opposition  to 
the  grant,  and  shall  determine  whether  the  grant  ought  or  ought  not  to  be 
made,  and  by  sub-s.  (4)  the  law  officer  may,  if  he  thinks  fit,  obtain  the 
assistance  of  an  expert  who  shall  be  paid  such  remuneration  as  the  law 
officer,  with  the  consent  of  the  Treasiu-y,  shall  apiwint.) 

[These  sections  7,  9, 11  and  18,  will  be  found  set  out  in  full  on  pp.  34,  35, 
38,  and  10,  respectively.] 

Patents  Act,  1883,  sect.  38.  The  law  officers  may  examine  witnesses  on 
oath  and  administer  oaths  for  that  purpose  under  this  part  of  this  Act,  and 
may  from  time  to  time  make,  alter,  and  rescind  rules  regulating  references 
and  appeals  to  the  law  officers  and  the  practice  and  procediu^  before  them 
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under  this  part  of  this  Act ;  and  in  any  proceeding  before  either  of  the  law 
officers  under  this  part  of  this  Act,  the  law  officer  may  order  costs  to  be 
paid  by  either  party,  and  any  such  order  may  be  made  a  rule  of  the  Court. 

RuiiEs  Regulating  the  Practice  and  Procedure  on  Appeals  to  the 
Law  Officers,  1883, 

1.  When  any  person  intends  to  appeal  to  the  law  officer  from  a  decision  of 
the  comptroller  in  any  case  in  which  such  appeal  is  given  by  the  Act,  he 
shall  within  14  days  from  the  date  of  the  decision  appealed  against  file  in  the 
Patent  Office  a  notice  of  such  his  intention. 

2.  Such  notice  shall  state  the  nature  of  the  decision  appealed  against,  and 
whether  the  appeal  is  from  the  whole,  or  part  only,  and  if  so,  what  part  of 
such  decision. 

3.  A  copy  of  such  notice  of  intention  to  appeal  shall  be  sent  by  the  party 
so  intending  to  appeal  to  the  law  officers'  clerk,,  at  room  649,  Hoyal  Courts  of 
Justice,  London ;  and  when  there  has  been  an  opposition  before  the 
comptroller,  to  the  opponent  or  opponents ;  and  when  the  comptroller 
has  refused  to  seal  a  patent  on  the  ground  that  a  previous  application  for  a 
patent  for  the  same  invention  is  pending,  to  the  prior  applicant. 

4.  Upon  notice  of  appeal  being  filed,  the  comptroller  shall  forthwith 
transmit  to  the  law  officers*  clerk  ail  the  papers  relating  to  the  matter  of  the 
application  in  respect  of  which  such  appeal  is  made. 

5.  No  appeal  shall  be  entertained  of  which  notice  is  not  given  within 
14  days  from  the  date  of  the  decision  appealed  against,  or  such  further  time 
as  the  Comptroller  may  allow,  except  by  special  leave  upon  application  to  the 
law  officer. 

6.  Seven  days'  notice,  at  least,  of  the  time  and  place  appointed  for  the 
hearing  of  any  appeal,  shall  be  given  by  the  law  officers'  clerk,  unless 
special  leave  be  given  by  the  law  officer  that  any  shorter  notice  be  given. 

7.  Such  notice  shall  in  all  cases  be  given  to  the  comptroller  and  the 
appellant ;  and,  when  there  has  been  an  opposition  before  the  comptroller,  to 
the  op{)onent  or  opponents ;  and,  when  the  comptroller  has  refused  to  seal  a 
patent  on  the  ground  that  an  application  for  a  patent  for  the  same  invention 
is  pending,  to  the  prior  applicant. 

8.  The  evidence  used  on  appeal  to  the  law  officer  shall  be  the  same  as 
that  used  at  the  hearing  before  the  comptroller;  and  no  further  evidence 
shall  be  given,  save  as  to  matters  which  have  occurred  or  come  to  the 
knowledge  of  either  party,  after  the  date  of  the  decision  appealed  against, 
except  with  the  leave  of  the  law  officer  upon  application  for  that  purpose. 

9.  The  law  officer  shall,  at  the  request  of  either  party,  order  the  attendance 
at  the  hearing  on  appeal,  for  the  purpose  of  being  cross-examined,  of  any 
person,  who  has  made  a  declaration,  in  the  matter  to  which  the  appeal  relates, 
unless  in  the  opinion  of  the  law  officer,  there  is  good  ground  for  not  making 
such  order. 

10.  Any  person  requiring  the  attendance  of  a  witness  for  cro8s-«xamination 
shall  tender  to  the  witness  whose  attendance  is  required  a  reasonable  sum  for 
conduct  money. 

11.  Where  the  law  officer  orders  that  costs  shall  be  paid  by  any  party  to 
another,  he  may  fix  the  amount  of  such  costs,  and  if  he  shall  not  think  fit  to 
fix  the  amount  thereof,  he  shall  direct  by  whom  and  in  what  manner  the 
amount  of  such  costs  shall  be  ascertained. 

12.  If  any  costs  so  ordered  to  be  paid  be  not  paid  within  14  days  after 
the  amount  thereof  has  been  so  fixed  or  ascertained,  or  such  shorter  period  as 
shall  be  directed  by  the  law  officer,  the  party  to  whom  such  costs  are  to  be 
paid  may  apply  to  the  law  officer  for  an  order  for  payment  under  the 
provisions  of  section  38  of  the  Act. 

13.  All  documentary  evidence  required,  or  allowed  by  the  law  officer  to  be 
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filed,  shall  be  subject  to  the  same  regulations,  in  all  respects,  as  apply  to  the 
procedure  before  the  comptroller,  and  shall  be  filed  in  the  Patent  Office,  unless 
the  law  officer  shall  order  to  the  contrary. 

14.  Any  notice  or  other  document  required  to  be  given  to  the  law 
officers'  clerk,  under  these  rules,  may  be  sent  by  a  prepaid  letter  through 
the  post. 

Appeals  to  the  Court  of  Appeal. 

(a)  Washburn  Company  r.  Patterson.    [1884-6] 

Where  the  defendant  had  been  ordered  to  deliver  up  to  the 
plaintiff  the  infringing  machines,  the  Court  refused  to  suspend  the 
order  pending  an  appeal  unless  the  defendants  undeii;ook  not  to 
remove  the  machines  out  of  the  country  or  to  use  them  meanwhile. 

Where  security  for  the  costs  of  an  appeal  is  ordered,  and  three 
months,  or  what  the  Court  considers  a  reasonable  time,  has  elapsed 
without  such  security  being  given,  the  appeal  will  be  dismissed 
unless  extenuating  circumstances  are  shown.  (Oriff-  239 ;  1  0,  B, 
191  ;  2  O.  JX.  27.) 
(6)  HiNDB  V.  Osborne.    C.  A.     [1885] 

On  aH  application  to  the  Court  to  hear  fresh  evidence  on  appeal, 
there  must  be  some  ground  shown  to  satisfy  the  Court  that  there  is 
some  evidence  now  forthcoming  which  could  not  with  due  dili- 
gence have  been  got  before,  and  such  ground  must  be  not  merely 
swearing  by  affidavits  or  anything  of  that  kind,  but  something  in 
the  nature  of  the  production  of  a  lost  document  which  will  not 
expose  the  parties  to  a  mere  flood  of  affidavits,  made  up  to  meet 
the  defects  disclosed  at  the  trial.     {Qriff,  126 ;  2  O.  JX.  46.) 

(c)  Otto  v.  Steel.    C.  A.     [1886] 

Pearson,  J.,  having  refused  a  stay  pending  an  appeal,  the 
defendant  appealed  from  suish  refusal.  The  defendant  admitted 
infringeiuent,  but  disputed  the  validity  of  the  patent.  Held^  that 
as  the  patent  had  been  established  in  this  and  in  previous  actions, 
it  would  not  be  right  to  stay  the  account  or  the  operation  of  the 
injunction.     (3  O.  J^.  121.) 

(d)  Walker  v.  Hydro-Carbon  Syndicate.    C.  A.    [1886] 
Applications  for  leave  to  adduce  further  evidence  on  appeal, 

and  to  postpone  the  appeal  from  a  decision  dismissing  a  petition 
for  revocation  on  the  ground  that  the  petitioner  who  desired  to  be 
present  was  abroad  were  both  refused.  (Afterwards  the  appeal 
was  withdrawn  by  arrangement.)     (3  O.  B,  253.) 

(e)  Watling  v.  Stevens.    C.  A.     [1886] 

An  appellant  applied  for  leave  to  produce  further  evidence,  but 
was  refused  as  his  affidavit  did  not  show  that  the  further  evidence 
first  came  to  his  knowledge  after  the  trial.  On  the  second  day  he 
produced  such  an  affidavit,  but  was  told  it  was  too  late.  (Oriff* 
242 ;  ZO.B.  160.) 
(/)  Britain  v.  Hirsch.    C.  A.     [1888] 

The  Court  of  Appeal  not  being  satisfied  that  the  plaintiffs  had 
not  been  deterred  Irom  asking  one  of  their  witnesses    certain 
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questioTiB  by  the  expreBsed  opinion  of  the  judge,  gave  the  appel- 
lants an  opportunity  of  calling  such  witness  and  heard  witne^es 
on  behalf  of  the  respondents  upon  the  point.     (5  O.  B,  226.) 

(g)  Ellinoton  v.  Clark.    C.  A.    [1888] 

A  copy  of  the  judge's  notes  should  be  procured  in  all  cases 
depending  on  the  evidence  of  the  appellant,  or  the  case  will  be 
ordered  to  stand  over  at  his  expense.     (6  O.  B.  322.) 

(g*)  Spkncer  V,  Ancoats  Valk  Bubber  Company.     C.  A.    [1888] 

The  defendant  company  having  agreed  to  an  order  resti  aining 
them  from  infringement,  the  plain tiflfe  subsequently  moved  to 
sequestrate  the  company's  property,  and  to  commit  certain  of  the 
directors  for  breach  of  the  injunction  contained  in  the  order,  ai.d 
on  an  appeal  applied  to  introduce  further  evidence ; — Held,  that 
the  application  was  an  interlocutory  one,  and  that  the  further 
evidence  should  be  admitted.     (6  O.  B,  46.) 

Judgment  on  the  Pleadings. 

(h)  The  Grover  and  Baicer  Sewing  Machine  Company  v.  iAillapj). 

[1862] 

In  a  case  where  the  defendant,  who  was  out  of  the  jurisdiction 
of  the  Court,  had  not  put  in  an  answer,  although  the  time  for 
answering  had  long  expired,  and  had  never  appeared  to  the  bill, 
the  Court,  on  the  plaintiff  applying  for  leave  to  enter  an  appear 
ance  in  order  to  take  the  bill  pro  confesao,  ordered  that  notice 
should  be  given  to  the  defendant,  that  unless  he  put  in  an  answer 
within  fourteen  days  from  the  service  of  such  notice,  an  appearance 
would  be  entered  for  him,  and  proceedings  taken  to  take  the  bill 
pro  confesso.     (8  Jur.,  N.  8.  713.) 

(t)  United  Telephone  Company  v.  Donohoe.    C.  A.    [1886] 

In  an  action  for  infiingement  of  a  patent  the  defendant  in  his 
defence  admitted  ten  instances  of  infringement,  but  denied  that 
he  had  committed  any  others.  Held,  that  the  plaintiff  was 
entitled  to  a  perpetual  injunction,  and  an  inquiry  as  to  damages 
on  the  basis  that  there  were  ten  instances  of  infringement  and  no 
more.     (31  Ch.  D,  399.) 

(j)  United  Telephone  Company  «.  Smith.    [1889] 

United  Telephone  Company  v.  Mitchell. 

The  plaintiffs  in  each  action  delivered  particulars  of  breaches, 
and  in  their  statements  of  claim  stated  "  particulars  of  breaches  are 
delivered  herewith."  No  statement  of  defence  was  delivered  in 
either  action.  On  motion  for  judgment  Held,  that  for  the  purpose 
of  the  judgment  the  particulars  of  breaches  might  be  regarded 
as  forming  part  of  the  statements  of  claim.     (38  W.  B.  70.) 

Practice —  Costa, 

Patents  Act,  1883,  sect.  31.  In  an  action  for  infringement  of  a  patent,  the 
Court  or  a  judge  may  certify  that  the  validity  of  the  patent  came  in 
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question ;  and  if  the  Ck)urt  or  a  judo;e  so  certifies,  then  in  any  subsequent 
action  for  infringement,  the  plaintiff  in  that  action  on  obtaining  a  final 
order  or  judorment  in  his  favour  shall  have  his  full  costs  charges  and 
expenses  as  between  solicitor  and«  client,  unless  the  Court  or  judge  trying  the 
action  certifies  that  he  ought  not  to  have  the  same. 

{h)  GiLLETT  V.  WiLBY.     N.  P.      [1839] 

In  an  action  for  the  infringement  of  a  patent  three  pleas  were 
pleaded :  1st,  the  general  issue ;  2nd,  that  the  alleged  improve- 
ments were  not  new ;  and  3rd,  that  the  plaintiffs  were  not  the 
true  and  first  inventors  of  the  improvements: — Held,  that  the 
validity  of  the  patent  might  be  considered  as  having  come  in 
question  under  the  second  plea,  so  as  to  entitle  the  plaintiff  to  a 
certificate  to  that  effect,  under  the  3rd  section  of  the  statute  5  <fe  6 
Will.  4,  c  83.     (1  Web.  P.  C.  270 ;  d  G.  d  P.  334.) 

(I)  Losu  V.  Hague.    [1839] 

Where  a  defendant,  in  an  action  for  the  infringement  of  a 
patent,  succeeds  on  a  plea  which  goes  to  the  whole  action,  he  will 
be  entitled  to  the  general  costs  of  the  cause,  deducting  the  costs 
of  the  objections  on  which  the  plaintiff  has  succeeded,  and  of  the 
issues  found  for  him.  The  certificate  given  by  the  judge  under 
the  5  &  6  Will.  4,  c.  83,  s.  5,  should  be  as  to  the  determination  of 
each  objection  of  which  notice  has  been  given,  and  not  as  to  the 
issnes.     (6  M.  d  W,  387  ;  7  D.  P.  C.  495 ;  3  Jur.  409.) 

(to)  GiLLETT  V.  Green.    [1841] 

An  action  on  the  case  for  the  infringement  of  a  patent  is  within 
the  operation  of  the  3  &  4  Vict.  c.  24,  s.  2 ;  and  notwithstanding 
the  provisions  of  the  stat.  5  &  6  Will.  4,  c.  83,  s.  3,  the  plaintiff, 
recovering  only  nominal  damages,  cannot  have  his  full  costs,  or 
triple  costs,  without  a  certificate  under  the  former  Act.  After  the 
taxation  the  judge  has  no  power  to  grant  a  certificate.  (7.M,d  W. 
347 ;  9  D.  P.  C.  219 ;  1  Weh.  P.  C.  271.) 

(n)  Stqckeb  v.  Kodgers,     N.  P.     [1843] 

If,  in  an  action  for  the  infringement  of  a  patent,  the  defendant 
plec^  not  guilty,  that  the  invention  is  not  new,  and  that  the  speci- 
fication is  not  snfiicient ;  and  the  defendant  at  the  trial  consent  to 
a  verdict  for  the  plaintiff,  without  any  evidence  being  given,  the 
judge  will  not  certify  under  the  stat.  5  &  6  Will.  4,  c.  83,  s.  3, 
**  that  the  validity  of  the  patent  came  in  question  before  him." 
(1  a  d  K.  99.) 

Erskine,  J.,  said  :  "  My  certificate  would  affect  third  parties ; 
and  it  would  be  possible,  in  a  case  like  the  present,  for  two  parties, 
by  oollupion,  to  consent  to  a  verdict  in  favour  of  a  patent,  and,  if 
they  could  obtain  a  certificate  under  the  3rd  section  of  the  statute, 
to  use  it  afterwards  to  the  injury  of  another  party  who  was  really 
contesting  the  validity  of  the  patent."     (26.  100.) 
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(n)  Geary  v.  Norton.     [1846] 

The  plaintiff  is  entitled  to  the  costs  of  an  injunction,  although 
the  defendant  prumises  to  commit  no  farther  act  of  infringement. 
(1  De  G.  &  S,  9.) 

(o)  Stevens  v,  Keating.    [1850] 

On  a  bill  filed  for  an  injunction,  the  plaintiff  obtained  the 
injunction  on  motion,  the  defendant  appearing  and  opposing  the 
motion ;  the  bill  was  subsequently  dismissed  with  costs  : — Held, 
that  the  defendant  was  entitled  to  the  costs  of  the  motion  which 
he  had  unsuccessfully  opposed.     (1  Mac.  d  G,  659.) 

(j>)  Newall  v.  Wilkins.     N.  P.     [1851] 

After  the  plaintiff  in  an  action  for  infringement  has  obtained 
a  verdict,  the  record  of  a  former  trial,  in  which  the  patent  was 
affirmed,  is  admissible  to  show  that  the  plaintiff  is  entitled  to 
treble  costs.  The  defendant  s  case  ought  not  to  be  prejudiced  by 
the  admission  of  the  evidence  upon  the  trial ;  but  it  ought  to  be 
proved  subsequently.     (17  L.  T.  Hep,  20.) 

(q)  Lister  v.  Leather.     [1858] 

Where  the  Court  considers  the  plaintiff  entitled  to  full  costs  as 
between  solicitor  and  client,  the  decree  or  order  should  contain 
an  express  direction  that  the  costs  be  so  taxed,  notwithstanding 
the  43rd  section  of  the  Patent  Law  Amendment  Act,  1852,  pro- 
vides that  he  shall  have  such  full  costs,  unless  the  judge  snail 
certify  that  he  ought  not  to  have  them.     (4  K.  d  J.  425.) 

(r)  Clark  v.  Fergusson.    [1859] 

Where  the  bill,  praying  for  an  injunction  to  restrain  the 
infringement  of  a  patent,  described  the  plaintiff  as  a  lieutenant 
in  Her  Majesty's  ship  Gladiator^  now  on  service,  the  Court  refused 
to  compel  him  to  give  security  for  costs.     (1  Giff.  184.) 

(«)  Greaves  v.  The  Eastern  Counties  Railway  Company.     [1859] 

In  an  action  for  the  infringement  of  a  patent,  defendants  de- 
livered, with  their  pleas,  particulars  of  objections,  pursuant  to 
stat.  15  <&  16  Vict.  c.  83,  s.  41.  The  plaintiff  having  abandoned 
his  action  before  trial : — flcZd,  that  the  defendants  were  entitled  to 
the  costs  of  the  particulars  and  of  the  evidence  in  support  of  them, 
for  sect.  43  does  not  apply,  so  as  ta  limit  the  ordinary  right  to 
costs,  except  when  the  cause  comes  on  for  trial.  (1  Ell,  d  Ell. 
961 ;  28  L.  J„  Q,  B,  290  ;  5  Jur,,  N.  8,  733.)  Held,  also,  that  the 
cause  not  having  been  tried,  the  defendant,  under  6  Geo.  4,  c.  50, 
B.  34,  was  not  entitled  to  the  costs  of  a  special  jury  applied  for  by 
him.     (Ih.) 

(t)  Betts  v.  Clifford.     [1860] 

On  a  bill  to  restrain  the  infringement  of  a  patent,  a  motion  for 
injunction  was  ordered  to  stand  over  until  after  the  trial  of  an 
action,  nothing  being  said  about  costs.     In  the  action,  the  plaintiff 
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.Bncceeded  on  the  isBue  as  to  the  infriii^emeiit,  but  failed  in 
establishing  the  validity  of  his  patent.  The  bill  was  afterwards 
dismissed  with  costs: — Held,  thit  the  defendant's  costs  of  the 
motion  were  costs  in  the  cause. 

There  mnst  be  some  special  circumstances,  beyond  the  mere 
weight  of  the  cause,  to  justify  the  allowance  of  the  costs  of  a  ttiird 
counsel.  Examples  of  such  special  circumstances  are  cases  of 
illness,  and  cases  where  a  junior  counsel  is  called  within  the 
bar,  and  it  becomes  necessary,  according  to  the  rules  of  the  bar,  to 
retain  another  junior :  and  cases  where  the  third  counsel  (of  the 
common  law  bar)  has  been  engas;ed  in  a  case,  the  evidence  and 
judge's  notes  in  which  form  a  substantive  part  of  the  plaintiff 's 
case.     (1  J.  d  H.  74.) 

(tf)  Eenard  v.  Levinstein.    [1864] 

Where  the  defendant  was  ordered  to  pay  costs  incurred  by  him 
through  amending  his  particulars  of  objections,  the  Court  refused, 
on  the  application  of  the  plaintiff,  to  put  hira  upon  the  terms  of 
giving  security  for  their  payment  on  proof  that  he  had  a  place  of 
business  in  England.     (11  L.  T,  Bep.,  N.  S.  505;  13  W.  B.  229.) 

(r)  BoviLL  v.  Hadley.    [1864] 

The  43rd  sect,  of  the  15  &  16  Vict.  c.  83,  enacts,  that  it  shall  be 
lawful  for  the  judge  before  whom  an  action  for  infringing  letters 
patent  shall  be  tried,  to  certify  on  the  record  that  the  validity  of 
the  patent  came  in  question ;  and  that  "  the  record,  with  such 
certincate,  being  given  in  evidence  in  any  suit  or  action  for 
infringing  the  said  letters  patent,"  shall  entitle  the  plaintiff,  on 
obtaining  final  judgment,  to  ''  his  full  costs,  charges  and  expenses, 
taxed  as  between  attorney  and  client,"  unless  the  judge  shall 
ceitify  that  he  ought  not  to  have  such  full  costs. 

An  action  having  been  brought  by  a  patent- e  (substantially) 
for  the  recovery  of  royalties  under  a  due  licence,  a  compromise 
was  entered  into  before  the  plaintiff's  case  was  closed,  and  an  order 
of  nisi  prius  was  drawn  up,  under  whicii  the  defendant  was  to  pay 
an  agreed  sum,  and  a  verdict  was  to  be  entered  for  the  plaintiff  in 
the  action,  for  409.  damages,  and  casts,  with  all  *'  usual  certifi' 
cates."  After  the  cause  was  thus  disposed  of,  the  presiding  judge, 
upon  an  ex  parte  application,  indorsed  on  the  record  a  certificate 
that  the  record  in  a  certain  action  wherein  Bovill  was  plaintiff  and 
Keyworth  was  defendant,  and  the  certificate  thereon  indorsed,  was 
given  in  evidence  at  the  trial  of  this  action  i^Held,  that  this 
certificate  was  improperly  granted,  the  record  and  certificate  in  the 
former  action  not  having  been  given  in  evidence,  and  it  not  being 
under  the  circumstances  a  *'  usual  certificate  "  within  the  contem- 
plation of  the  parties.  (17  C.  B.,  N.  S.  435 ;  10  L.  T.  Bep,,  N.  S. 
660.) 

(w)  CuBTK  V.  Platt.    [1864] 

The  defendant  obtained  further  time  to  plead,  on  the  terms  that 
the  cause  should  be  put  down  for  trial  before  issue  joined « and  that 
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short  notice  of  trial  should  be  taken.  The  pleas  -were  delivered, 
and  the  plaintiff  had  a  special  jury  nominated,  bnt  not  struck. 
The  action  was  then  discontinued  before  issue  joined  or  notice  of 
trial  given: — Heldy  that  the  circumstances  of  the  case  did  not 
authorize  a  departure  from  the  general  rule,  that  costs  incurred 
before  notice  of  trial  shall  not  be  allowed.  (33  L.  /.,  (7.  P.  255  ; 
10  Jur.,  N.  S.  823;  10  L.  T.  Bep.,  N.  8.  383.)  Willes,  J.,  said: 
*'  With  respect  to  the  second  ground,  it  is  contended,  that  as 
notice  of  objection  is  delivered  with  the  pleas,  the  expenses  incurred 
in  prepairing  these  objections  ought  to  be  allowed  as  acoes^orj  to 
these  objections.  But  I  am  not  satisfied  that  these  expen»«es  were 
connected  with  the  objections ;  one  instance  given  has  been  the 
looking  into  specifications  of  patents  of  a  similar  character ;  but 
the  validity  of  such  a  claim  would  depend  on  whether  the  de- 
fendant knew,  when  he  delivered  the  objections,  the  particulars  of 
the  invention,  or  whether  he  was  merely  making  speculative 
inquiries.  I  have  strong  doubts  whether  such  expenses  should  be 
allowed  at  aU."    (10  Jw.,  N.  S.  S2S.) 

(x)  Betis  v.  De  Vitre.     [1864] 

The  directors  of  a  limited  company,  and  acting  as  its  agents, 
infringed  a  patent,  and  were  made  defendants,  together  with  the 
company,  to  a  suit,  the  bill  in  which  prayed  for  an  injunction  and 
costs : — Hddj  that  the  decree  must  be  made  against  the  directors 
as  well  as  the  company,  and  that  the  directors  were  personally 
liable  to  pay  the  costs.  (11  Jur,,  N.S.9;  11 L.  T.  Bep,,  N.  S.  533.) 
Sir  W.  Page  Wood,  V.-C. :  "  Where  there  is  a  wilful  act  against 
the  rights  of  a  patentee  after  he  has  obtained  a  verdict,  and  the 
certificate  of  a  judge  that  his  title  came  in  question,  all  the  world 
must  be  taken  to  know  that  that  was  fairly  and  completely  tried  and 
disposed  of,  and,  if  they  infringe  the  patent,  they  infringe  it,  with 
a  liability  for  costs,  in  consequence  of  the  full  right  being  dis- 
posed of."     (11  Jttr.,  N.  iS.  11.) 

(y)  Ellwood  v.  CHRiarr.    [1865] 

In  an  action  for  the  infringement  of  a  patent,  the  plaintiff 
claimed  in  their  declaration  a  writ  of  injunction,  and  an  account 
to  be  taken  of  all  profits.  The  plaintiffs  having  obtained  a  verdict 
on  all  the  issues,  a  rule  nisi  was  obtained  for  the  master  to  take  an 
account  of  all  profits  made  by  the  defendants.  The  defendants,  on 
showing  cause,  made  an  afldavit  stating  what  profits  they  had 
made.  The  Court  made  the  rule  absolute  on  the  terms  that,  if  the 
plaintiffs  should  not  succeed  in  surcharging  the  account  stated  in 
the  affidavit  by  one-sixth,  they  were  to  pay  costs  of  the  rule  and 
inquiry.     (13  W.  B.  498.) 

(«)  Davenport  v.  Eylands.    [1865] 

A  patentee  is  entitled  to  costs  as  between  solicitor  and  client 
at  the  discretion  of  the  judge,  under  the  15  &  16  Yict.  c.  83, 
s.  43,  in  any  suit  to  protect  his  rights  under  a  patent,  the 
validity   of   which    has    been    previously    established,  notwith- 
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standing  the  fact  that  the  validity  of  the  patent  is  not  qnee- 
tioned  in  the  sabsequent  suit.  (L.  £.,  1  Eq.  302;  35  L.  J.,  09L 
204.) 

(a)  NuwN  V.  D'Albuqukequb.    [1865] 

The  defendant,  having  in  ignoranoe  infringed  the  plaintiff's 
X>atent,  submitted,  and  he  offered  before  suit  to  pay  the  amount  of 
profits  made,  but  did  not  offer  to  pay  the  plaintiff's  costs.  At  the 
hearing,  the  Court  refused  to  give  the  plaintiff  his  costs,  although 
a  perpetual  injunction  was  granted.    (34  Beav,  595.) 

(5)  Penn  r.  BiBBY.     [1866] 

Where,  in  a  suit  to  restrain  the  infringement  of  a  patent,  issues 
are  directed,  and  the  judge  certifies  that  the  validity  of  the  letters 
patent  came  in  qnestion,  the  plaintiff  cannot,  at  the  hearing  of  that 
suit,  have  more  than  party  and  party  costs,  the  provisions  of  the 
43rd  section  of  the  Patent  Law  Amendment  Act,  1852,  applying 
only  to  subsequent  actions  and  suits.  (L.  £.  3  Eq.  308 ;  36  L,  J., 
Ch.  277.) 

(c)  Pejtn  v.  Bibby.    [1866] 

Upon  leave  being  granted  to  a  defendant  to  re-amend  objections 
by  inserting  certain  further  specified  instances  which  had  come  to 
his  knowledge,  he  was  ordered  to  pay  the  costs  of  the  application, 
and  the  costs  arising  out  of  and  consequent  upon  the  re-amend- 
ment were  reserved.     (L.  i^.,  1  Eq.  548.) 

(d)  Bbtts  v.  Cleaver.    [1872] 

Where  a  leader  has  been  employed  in  a  suit  but  not  retained, 
the  costs  of  employing  him  as  third  counsel  at  the  hearing  will  not 
be  allowed  as  between  party  and  party,  although  the  junior  counsel 
who  drew  the  pleadings  has,  before  the  hearing,  been  called  within 
the  bar. 

A  similar  affidavit  was  filed  by  the  plaintiff  in  each  of  several 
suits.  The  solicitor  for  the  defendants  took  an  office  copy  of  the 
affidavit  in  one  suit  only,  and  examined  at  the  Becord  Office  the 
affidavits  in  the  other  suits : — Held^  that  he  was  not  entitled  to 
charge  for  perusing  the  affidavits  in  the  other  suits.  (X.  J3.,  7  Ch. 
513.) 

(e)  De  Vitre  v.  Betts.    H.  L.    [1873] 

The  appellants  gave  notice  to  the  respondent  that  a  decision 
favourable  to  their  contention  on  one  point  of  the  pending  appeal 
having  been  given  in  another  case  by  a  court  of  final  appeal,  they 
were  prepared  to  withdraw  from  the  remaining  points  of  their 
appeal  and  pay  the  respondent's  costs  up  to  the  date  of  their  doing 
so,  on  condition  that  the  respondent  would  consent  to  a  variation  in 
the  order  appealed  from,  in  conformity  with  the  decision  favour- 
able to  the  appellants'  one  contention  which  had  been  so  given 
during  the  pendency  of  the  appeal.  The  appellants  added,  that 
in  the  event  of  the  respondent  rendering  it  necessary  to  proceed 
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-with  the  appeal  in  spite  of  sucli  decision  they  shonld,  if  sncceesful, 
ask  for  the  costs  of  the  appeal.  The  respondent  declined  to  consent 
to  such  Tariation : — Heldy  that  he  must  pay  the  costs  of  the  appeal 
from  the  date  of  his  refusal  to  accede  to  the  appellants'  proposal. 
(21  W.  B.  705.) 

(/)  Smith  v.  Buller.    V.-C.  M.    [1876] 

On  taxation  of  costs  as  between  party  and  party,  the  only  costs 
chargeable  against  the  unsuccessful  party  are  such  as  are  necessary 
for  the  conduct  of  the  litigation.  Any  charges  merely  for  con- 
ducting litigation  more  conveniently  may  be  called  luxuries,  and 
must  be  paid  by  the  party  incurring  them.  E.g.,  the  coerts  of 
drawings  of  exhibits  affixed  to  the  margin  of  counsers  briefs  were 
disallowed. 

Charges  for  the  attendance  of  a  solicitor's  clerk  in  addition 
to  the  solicitor  on  cross-examination  will  not  in  any-  case  be 
allowed. 

The  charge  to  be  allowed  for  counsel's  fees  for  cross-examination 
will  not  ordinarily  exceed  £5  5«.  a  day  after  the  first,  for  which  a 
larger  fee  may  be  allowed  in  heavy  cases :  and  where  the  case  is 
long  and  complicated,  as  much  as  £7  7«.  a  day  may  be  allowed  for 
the  subsequent  days. 

A  moderate  fee,  such  as  £7  7«.  a  day,  may  be  allowed  for  a 
scientific  witness  to  read  up  a  case  for  the  purpose  of  giving 
evidence. 

The  burden  of  proving  the  neceshity  for  employing  three  counsel 
rests  with  the  person  who  employs  them,  regard  being  had  to  the 
nature  of  the  case,  the  length  of  the  evidence,  the  subject-matter 
of  the  suit,  and  the  amount  of  property  involved. 

The  rule  of  the  Common  Law  Courts  as  to  refreshers  applies  to 
the  hearing  of  heavy  suits  in  Chancery,  whether  on  written  or 
viva  voce  evidence,  the  brief  fee  being  taken  to  cover  two  days. 
(L.  E.,  19  Eq.  473.) 

(g)  Batley  v.  Kynock.     V.-C.  B.     [1875] 

In  a  suit  to  restrain  infringement,  the  plaintiff,  before  the  hear- 
ing, obtained  the  common  order  to  dismiss  the  bill  with  costs.  On 
taxation,  objection  was  taken  to  the  allowance  of  drawing  particu- 
lars of  breaches  and  Rettling  same  by  connsel,  on  the  ground  that, 
by  15  <fe  16  Vict.  c.  83,  s.  43,  costs  "  shall  not  be  allowed  in  respect 
of  any  particular,  unless  certified  by  the  judge  before  whom  the 
trial  was  beard  to  have  lieen  proved  by  such  plaintiff  or  defendant 
respectively."     (L.  B.  20  Eq.  632.) 

Bacon,  V.-C. :  "  I  cannot  say  that  the  Master,  in  refusing  to 
disallow  the  defendants'  costs  of  preparing  their  defence,  was 
wrong.  .  ,  .  The  state  of  circumstances  contemplated  by  the 
statute  never  did,  and  never  conld,  arise.  The  case  referred  to 
at  common  law,  Honihall  v.  Bloomer  (10  Exch.  538),  has  no  appli- 
cation to  the  present  case." 

A  second  (Ejection  referred  to  the  payments  made  to  scientific  wii- 
nesses.     Bacon,  V.-C,  adopted  the  rule  of  the  Court  as  stated  by 
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the  officer  of  the  Court,  who  reported  that  "  It  is  the  practice  in 
equity  to  allow  a  proper  remuneration  to  scientific  witnesses." 
But  added,  "But  great  care  is  necessary  in  dealing  with  such 
charges  in  party  and  party  costs."     (lb,  637.) 

A  third  objection  was  as  to  a  model  prepared  for  the  hearing. 
Bacon,  V.-C. :  "  In  cases  of  patents  where  scientific  evidence  is 
brought  in,  the  use  of  a  model  is,  in  many  instances,  indis- 
pensable. Very  often  neither  the  plaintiffs  nor  the  defendants 
can  put  their  case  before  the  Court  at  all  without  the  assistance  of 
a  model.  Even  when  not  indispensable,  it  is  often  eminently 
useful,  without  laying  either  party  open  to  the  charge  of  indulging 
in  the  luxuries  of  which  V.-C.  Malins  (Smith  v,  Buller)  spoke." 
(25.  638.) 

(g*)  Ball  v.  Lelm.    [1881] 

The  defendant  strenuously  resisted  the  plaintiff's  action  for 
infringement  until  he  came  into  Court,  when  he  submitted  to 
judgment.  Kay,  J.,  refused  to  give  a  certificate  that  the  validity 
came  in  question.     (TimeSj  14th  April,  1881.) 

(h)  Edison  Telephone  Company  v.  India  Eubber  Company.    [1881] 

Where  after  issue  joined,  and  a  day  has  been  fixed  for  the 
hearing,  the  defendant  obtains  leave  to  amend  his  particulars  of 
objection,  all  costs  incurred  by  the  plaintiff  subsequently  to  the 
delivery  of  the  original  particulars  of  objection  must  be  paid  by  the 
defendant,  in  case  the  plaintiff  elects  within  a  time  fixed  by  the 
order  to  discontinue  the  action.     (17  Ch.  I>.  137.) 

(t)  IJNrrED  Telephonr  Company  v.  Harrison,  Cox,  Walker  and 
Company.    [1882] 

Where  at  the  trial  of  an  action  for  infringement  the  Court  is  of 
opinion  that  there  has  been  infringement,  but  holds  on  a  legal 
ground  that  the  patent  is  void,  it  would  not  give  the  plaintiff  a 
certificate  under  sect.  43  of  the  Patents  Act,  1852,  that  breaches  by 
the  defendant  had  been  proved.     (21  Ch.  D.  720.) 

(J)  Watson  v.  Holliday.    [1882] 

When  a  bankrupt,  sued  for  infringement  of  a  patent,  does  not 
appear  at  the  hearing,  and  his  trustees  appear  and  defend,  they 
are  liable  to  the  costs  of  the  action.     (20  Cfh»  D,  780.) 

(h)  Lister  v.  Norton.    [1884] 

Motions  for  interlocutory  injunctions  stand  on  a  different  footing 
in  patent  cases.  Where  there  is  an  independent  case  against  a 
motion,  so  that  the  defendant  may  say,  'M  f  you  succeed  at  the 
trial  yet  you  must  have  failed  ou  the  motion  by  reason  of  the 
delay,  and  therefore  you  have  exposed  me  in  any  view  to  unneces- 
sary expense,"  it  is  better  then  to  order  the  motion  to  stand  to  the 
trial,  if  the  defendant  asks  for  it,  instead  of  merely  making  the 
costs  in  the  motion  costs  in  the  action     (Griff,  149 ;  1  O,  E.  114.) 
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(J)  MooBB  V.  Bbknett.    H.  L.    [1884] 

On  appeal  the  general  rule  is  that  where  there  is  a  sncoessfiil 
party,  i.e.  a  party  who  has  brought  an  appeal  and  succeeded,  jprtmd 
/ocie,  he  gets  the  costs  of  the  appeal.  "Where  there  is  an  appeal 
upon  two  grounds,  and  the  appellant  succeeds  upon  one  and  the 
respondent  upon  the  other,  the  party  who  has  succeeded  upon  one 
was  justified  in  bringing  the  appeal,  but  he  has  not  succeeded 
altogether,  and  he  does  not  get  the  costs.  (Griff.  168 ;  1  O.  JS. 
129.) 

(m)  Peroni  v.  Hudson.    [1884] 

In  an  action  for  infringement  the  defendant  delivered  a  defence 
and  particulars  of  objections,  but  did  not  appear  at  the  triaL 
Kay,  J.,  refused  an  application  that  costs  might  be  on  the  higher 
scale.  He  gave  a  certificate  that  the  plaintiff  had  proved  his 
particulars,  but  refused  to  certify^  that  the  patent  had  come  in 
question,  holding  that  sect.  31  only  applied  where  the  patent  was 
established  in  a  case  contested  in  court.  (Griff.  184 ;  1  O.  B.  261.) 
But  see  Haydock  v.  Bradbury^  p.  391  (u). 

(n)  United  Telephone  Company  v,  Townshend.    [1885] 

When  the  defendant  was  willing  to  agree  to  submit  to  a  per- 
petual injunction,  and  to  pay  party  and  party  costs,  but  the  plain- 
tiffs having  a  certificate  that  Uie  validity  of  the  patent  had  already 
come  in  question,  claimed  solicitor  and  client  costs : — Held^  that  if 
the  defendants  consented  to  treat  the  hearing  of  the  motion  as  the 
trial  of  the  action  the  order  must  be  for  solicitor  and  client*s  costs. 
(3  O.  B.  10.) 

(o)  Cropper  v.  Smith  and  Hancock.    [1885] 

The  defendant  Smith  delivered  three  objections,  the  first 
only  of  which  was  relied  on  by  Hancock  in  his  particulars. 
The  House  of  Lords  held  that  the  first  two  objections  failed,  but 
that  the  third  objection  was  sufficient  to  invalidate  the  patent,  and 
that  Hancock  was  not  shut  out  from  the  benefit  of  that  decision. 
Pearson,  J.,  being  applied  to  by  both  defendants  as  judge  of  first 
instance  for  a  certificate,  certified  that  the  defendant  Smith  had 
established  his  third  objection.     (W.  N.  1885,  p.  111.) 

(p)  Badische  Anilin  und  Soda  Fabrik  v.  Levinstein.    [1885] 

Where  it  was  held  that  a  patentee  had  failed  in  establishing  the 
validity  of  his  patent,  but  succeeded  on  the  issue  of  infringement : 
ordered  that  the  plaintiff  should  pay  the  general  costs  of  the 
action,  but  that  the  defendant  should  pay  the  costs  occasioned  by 
the  issue  of  infringement,  the  one  set  of  costs  to  be  set  off  against 
the  other.  (29  Oh.  D,  366.)  There  was  a  cross  appeal  to  the 
House  of  Lords  on  this  order,  but  as  the  main  appeal  was  success- 
ful, it  became  unnecessary  for  the  cross  appeal  to  be  considered. 
(10  App.  a  710.) 
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(})   POOLEY  V.  POINTON.      [1885] 

Pearson  J. :  "  The  Court  of  Appeal  have  lately  decided  (and  I 
am  glad  they  have  been  able  to  come  to  that  decision),  that  al- 
though the  patent  of  the  plaintiff  may  be  absolutely  bad  and 
may  be  no  patent  at  all,  nevertheless  if  the  defendant  chooses  to 
deny  the  infringement  of  the  patent,  assuming  tlie  patent  to  be 
good,  and  puts  the  plaintiff  to  the  expense  of  meeting  that  issue, 
infringement  or  no  mfringement,  even  if  the  plaintiff  fails  in  the 
main  subject  of  the  suit,  by  reason  of  his  patent  not  being  a  good 
patent,  he  is  nevertheless  entitled,  as  against  the  defendant,  to  the 
costs  of  the  issue  in  respect  of  the  infringement."     i^^iff.  199  ; 

2  O.  B.  167,  at  p.  169.) 

(r)  Parnell  v.  Mort  Liddell  &  Co.    C.  A.     [1885] 

The  Court  of  the  County  Palatine  is  not  affected  by  the  Patent 
Law  Amendment  Act,  1852.  At  the  trial  of  an  action  for  in- 
fringement the  judge  held  that  the  patent  was  bad  on  its  face 
and  dismissed  the  action  with  costs,  saying  that  the  defendants 
ought  to  have  the  costs  of  the  witnesses  brought  to  support  their 
particulars  of  objections,  although  not  called.  Held,  that  there 
was  no  obligation  on  a  Court  of  Equity  not  bound  by  the  Act  to 
follow  the  rule  as  to  costs  of  particulars  of  objections  in  the 
Patents  Act  of  1 852,  and  that  therefore  the  judge  had  power  to 
give  these  costs.     (29  CJ.  D.  325.) 

(s)  Hocking  v,  Fraser.    [1885] 

Where  the  plaintiffs  claimed  for  infringement  of  two  patents 
and  succeeded  on  the  first,  but  offered  no  evidence  as  to  the  second : 
— Heldj  that  the  defendants  were  entitled  to  be  paid  the  costs  so 
far  as  they  were  increased   by  the  second  claim.     {Oriff»  129 ; 

3  0.  B.  3.) 

(<)  United  Telephone  Company  v.  Fleming.    (No.  2.)    [1886] 

A  statement  of  claim  and  particulars  of  breaches  having  been 
delivered  and  no  defence  having  been  put  in,  Chitty,  J.,  ordered 
an  injunction  and  delivery  up  of  instruments  and  costs  as  between 
solicitor  and  client  up.  to  and  including  judgment,  but  not  the 
costs  of  the  inquiry  until  after  it  had  been  held.  The  learned 
judge  said :  "  I  never  part  with  the  control  of  the  costs  ;  it  is  my 
fixed  rule."    (3  0.  B.  282.) 

(tt)  Haydock  v.  Bradbury.    [1886] 

In  an  action  for  infringement  the  defendant  denied  infringe- 
ment and  put  in  issue  the  validity  of  the  patent,  but  did  not 
appear  at  the  trial.  Held,  that  the  plaintiff  on  proving  his  case 
was  entitled  to  a  certificate  that  the  validity  of  the  patent  came  in 
question.     (4  0.  B.  74.) 

(v)  Guilbert  Martin  v.  Kerr.    [1886] 

Costs  of  the  issue  of  infringement  were  refused  to  the  unsuccessful 
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ful  plaintiffs  on  the  ground  that  the  issue  was  not  sufficiently 
distinct  from  the  rest  of  the  case.     (4  0.  B.  23.) 

(to)  Easterbrook  v.  Great  Western  Eailway  Company.    [1886] 

A  patentee  who  cannot  do  what  he  professes  to  do,  ought  not 
to  block  the  way  for  other  inventors  and  harass  them  with  actions 
when  they  have  succeeded  where  he  has  failed.  In  such  an  action 
when  the  questions  of  utility  and  infringement  could  not  be 
separated,  the  Court  would  not  take  away  from  the  defendants  the 
costs  of  the  issue  of  infringement  when  they  had  succeeded  as  to 
utility.     (2  0.  B.  210 ;  Griff.  86.) 

(x)  EowcLiFFE  V.  Morris.    [1886] 

In  an  action  for  infringement  Bristow,  Y.-C,  held  the  patent 
invalid  and  dismissed  the  action  with  costs.  The  defendant  did 
not  apply  at  the  trial  for  a  certificate  that  he  had  proved  his 
particulars  of  objections,  but  moved  fur  one  six  months  afterwards. 
The  plaintiff  opposed  the  motion.  The  Vice-Chancellor  granted 
the  certificate  but  gave  no  costs  of  the  motion.  (3  0.  JX.  146.) 
But  see  next  case. 

(y)  Proctor  v.  Sutton  Lodge  Chemical  Co.    [1887] 

The  Vice-Chancellor  of  the  County  Palatine  is  not  a  •*  Court " 
or  a  "Judge"  within  sect.  31,  and  consequently  a  certificate 
granted  by  him  that  the  validity  of  a  patent  came  in  question 
is  useless,  and  will  not  entitle  the  plaintiff  in  a  subsequent  action 
to  solicitor  and  client's  costs.  (6  0.  B.  184.)  [But  now  see  63  <fe  64 
Yict.  c.  23,  s.  3.]  This  action  being  vexatious,  the  judge  ex/ibundanie 
cauiela  gave  a  certificate  depriving  the  plaintiff  of  such  costs. 

(2)  Kayb  v.  Chubb.    C.  A.    [1887] 

The  costs  of  the  issue  of  infringement  on  which  the  plaintiff 
succeeded  being  trifling,  and  the  patent  being  held  to  have  been 
anticipated,  the  Court  of  Appeal,  exercising  the  same  discretion  as 
the  judge  at  the  trial  would  have  done,  gave  the  defendants  the 
whole  costs  of  the  action.     (4  O.  JS.  289.) 

(a)  American  Braided  Wire  Company  v.  Thomson.    [1887] 

Costs  of  issues  raised  by  some  of  the  defendants'  particulars  of 
objection  as  to  which  no  evidence  had  been  offered,  ordered  to  be 
paid  by  the  defendants  although  on  the  whole  succefisfal. 
(4  O.  B.  322.)  (The  decision  in  the  defendants'  favour  was  after- 
wards reversed,  see  p.  261  (6).) 

(6)  EoTHWELL  V.  Kino.    [1887] 

The  plaintiff  had  obtained  an  interim  injunction  on  giving  the 
usual  undertaking  as  to  dami^es.  The  injunction  was  subse- 
quently dissolved  by  consent  without  prejudice  to  the  under- 
taking. Held,  in  the  Palatine  Court,  that  the  defendant  \ias 
entitled  to  an  inquiry  as  to  damages  and  an  order  for  the  payment 
thereof  and  for  payment  of  the  costs  of  the  motion,  and  of  the 
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ioqiiiry,  and  that  tbe  ooBts  of  the  iDquiry  ought  not  to  be  Teserved. 
(4  O.  JB.  76.)  : — Hdd^  subsequently,  that  the  Court  oould  not  give 
the  defendants  a  oertificate  as  to  their  particulars  of  objection. 
(4  0.  B.  397.) 

(c)  Fletcher  v.  Arden. 

A  certificate  of  particulars  of  objection  was  given  with  a 
direction  that  it  should  not  operate  to  duplicate  costs.  (5  0,  E. 
69.) 

(d)  Badham  v.  Bird.    [1888] 

The  certificate  as  to  particulars  of  objectious  was  limited  to 
those  which  were  put  to  the  plaintiff  in  cross-examination* 
(6  O.  B.  238.) 

(e)  LONGBOTTOM  V.  ShAW.)      piqqqT 

and  Oddy  t?.  Smith,    f    L^^^^J 
Certificates  of  particulars  of  objections,  which  the  successful 
defendants  had  had  no  opportunity  of  proving,  were  refused. 
(5  0.  B.  502,  509.) 

(/)  Crampton  v.  The  Patents  Investment  Company.    [1888] 

A  certificate  of  validity  was  granted  in  an  action  to  restrain 
threats  without  prejudice  to  the  effect  of  such  certificate. 
(5  0.  B.  404.) 

{g)  Haslam  Foundry  and  Engineerin'g  Company  v.  Halt..    C.  A. 

[1888] 

A  certificate  made  under  sect.  31  of  the  Patents  Act  of  1883, 
that  the  validity  of  the  patent  came  in  question,  is  not  a  judgment 
or  order  against  which  an  appeal  lies  under  sect.  19  of  the 
Judicature  Acts,  1873.     (20  Q.  B.  D.  491.) 

A  certificate  had  been  granted  that  the  validity  of  the  patent 
came  in  question,  although  the  patent  was  held  invalid.  (5  0.  B. 
144.) 

(K)  Ellington  v,  Clark  Burnett  and  Co.    C.  A.    [1888] 

When  the  plaintifis  brought  scientific  witnesses  and  thereby 
rendeied  it  necessary  for  the  defendant;)  also  to  bring  scientific 
witnesses,  and  it  was  held  that  there  was  no  infringement : — Held^ 
that  costs  ought  to  be  allowed  on  the  higher  scale.     (5  0.  B.  319.) 

(i)  Cole  v.  Saqui  and  Lawrence.    C.  A.    [1888] 

The  Court  of  Appeal,  in  reversing  a  decision  in  favour  of  a 
patent,  has  jurisdiction  to  grant  a  certificate  that  the  particidars  of 
objection  were  reasonable  and  proper  so  as  to  entitle  the  defendant 
to  costs  in  respect  thereof.     (40  Oh.  D.  132.) 

(J)  Blakey  v.  Latham.    [1888] 

Where  a  patent  was  held  to  be  invalid,  but  the  Court  said  that 
"If  the  patent  was  valid  there  had  been  an  infringement,*'  the 
Court  refused  to  insert  a  declaration  in  the  judgment  that  there 
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bad  been  an  infringement,  or  to  allow  the  plaintifik  any  cost  in 
respect  of  such  issue.    (TT.  N.  1888,  p.  126.) 

(jfc)  Blank  e.  Footman.    [1888] 

Where  there  is  a  distinct  issue  upon  which  the  generally 
successful  party  fails,  and  that  issue  can  be  separated  from  the 
others  so  that  you  may  show  that  it  has  really  no  immediate 
connection  with  those  upon  which  the  party  has  succeeded,  he 
ought  not  to  have  the  costs  of  that  issue  on  which  he  has  failed, 
and  which  presumably  ought  never  to  have  been  raised.  (5  0.  B. 
661.)  The  costs  of  such  a  separate  issue  were  in  this  case  given 
to  the  unsuccessful  plaintiff. 

(I)  Goulard  and  Gibbs'  Patent.    [1888] 

On  a  petition  for  revocation  the  judge  was  of  opinion  that  there 
was  no  power  to  give  a  certificate  as  to  particulars  of  objections. 
(5  0.  B.  537.) 

(to)  Tiokelpenny  v.  Army  and  Navy  Co-operative  Society.    [1888] 

Costs  of  particulars  not  proved  by  plaintiffs  not  given  to 
defendants.    (5  0.  B.  411.) 

(n)  Kaye  v.  Chubb.    H.  L.    [1888] 

Costs  paid  without  an  undertaking  to  refund  can  be  ordered  to 
be  repaid  on  appeaL     (5  0.  B.  653.) 

(o)  Ward  v.  Livbsey.    [1888] 

The  plaintiff  charged  his  licensee  with  fraud  in  relation  to  the 
accounts  rendered,  but  failed  to  support  such  charge.  Heldj  that 
although  entitled  on  the  whole  to  the  relief  asked  for,  the 
plaintiff  was  not  entitled  to  get  his  costs  up  to  and  iucluding  the 
trial,  but  that  each  party  must  pay  their  own.    (5  0.  B.  110.) 

(p)  Edison    and    Swan    Electric   Light  Company   v,    Holland. 
[1889] 

Where  a  certificate  of  validity  has  been  granted  in  a  former 
action,  another  one  will  not  be  granted,  lest  doubt  should  be 
thrown  on  the  sufficiency  of  the  first.  (6  O.  B.  243.)  The  third 
parties  being  the  real  defendants  were  made  liable  for  the  oosts. 
(41  Ch.  D.  28.) 

(r)  Automatic   Weighing   Machine    Company   v.    International 
Hygienic  Society.    [1889] 

Held,  by  Charles,  J.,  that  where  a  oertificate  had  been  granted 
that  the  validity  of  the  patent  came  in  question,  but  this  action 
had  been  commenced  before  such  certificate  was  granted,  sect.  31 
had  no  application,  and  that  was  not  altered  by  the  defendants 
having  amended  their  defence  after  the  certificate  was  granted  : — 
HMy  iurther,  that  even  if  sect.  31  did  apply,  as  the  only  question 
was  infringement  of  an  admittedly  valid  patent,  a  certificate  ought 
to  be  granted  that  the  plaintiff  ought  not  to  have  his  costs  as 
between  solicitor  and  client.     (6  0.  £.  475.) 
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(•)  UNrna)  Telephone  Company  v.  Patterson.    [1889] 

In  an  action  for  infringement,  the  defendant  did  not  dispute  the 
validity  of  the  patents,  but  denied  infringement,  and  in  the  alter- 
native paid  £75  into  oourt.  The  plaintiffs  proved  certificates  of 
the  validity  of  the  patents  having  been  previously  tried,  and  the 
defendant,  at  the  hearing,  submitted  to  an  injunction  and  an 
inquiry,  but  objected  to  paying  solicitor  and  client  costs,  as  the 
vaUdity  had  not  been  disputed: — Held,  by  Chitty,  J.,  that  the 
mere  fact  that  the  validity  of  the  patent  was  not  called  in  question, 
was  no  ground  by  itself  for  the  judge  exercising  his  discretion,  and 
certifying  that  the  plaintiff  ought  not  to  have  solicitor  and  client 
costs  : — Hdd^  further,  that  the  costs  of  the  inquiry,  and  as  to  the 
issue  concerning  damages  must  be  reserved  until  after  the  inquiry, 
but  with  that  exception,  the  plaintiff  must  have  solicitor  and  client 
costs  up  to  judgment.    (6  0.  B.  140 ;  60  L.  T.  315.) 

(i)  Shaw  v.  Jones.    [1889] 

In  an  action  for  infringement,  Smith,  J.,  gave  judgment  for  the 
plaintiffs,  with  an  injunction  and  cobts,  and  referred  it  to  the 
referee  to  take  an  account,  and  gave  him  jurisdiction  over  the  costs 
of  the  reference,  in  order  that  if  the  plaintiffs  insisted  on  taking 
an  account,  which  turned  out  to  be  a  trumpery  thing,  they  might 
not  have  the  costs  of  doing  it.    (6  0,  B.  328.) 

(«)  Edmunds'  Patent.    [1889] 

Where  in  a  petition  for  revocation,  the  question  of  fact  had  been 
sent  to  be  tried  by  a  judge  at  assizes,  and  the  judge  found  that  the 
patent  should  be  revoked,  but  declined  to  deal  with  anything 
beyond  the  facts : — Held,  that  the  Chancery  Division  had  power  to 
deal  with  the  costs,  and  that  the  petitioner  ought  to  have  them. 
(6  0.  B.  365.) 

(«)  Garrard  v.  Edge.    0.  A.    [1890] 

The  defendants  having  succeeded  on  the  ground  of  non-infringe- 
ment, the  taxing-master  disallowed  the  costs  of  their  particulars 
of  objections,  as  no  certificate  had  been  obtained.  The  plaintiff 
then  carried  in  for  taxation  a  bill  of  costs  occasioned  by  his  having 
had  to  meet  the  defendants'  objections  : — Held,  that  as  the  costs  of 
defendants'  particulars  were  only  disallowed  in  consequence  of  the 
absence  of  a  certificate,  and  not  because  their  objections  were  un- 
reasonable, the  taxing-master  could  not  allow  any  of  the  plaintiff's 
costs  of  meeting  those  objections.  If  the  plaintiff  considers  that  in 
consequence  of  unreasonable  objections  be  has  incurred  extra  costs, 
he  ought  to  ask  the  Oourt  to  direct  the  taxing-master  to  consider 
that  question,  and  to  direct  that  defendants  shall  pay  the  costs  so 
incurred.    (42  L.  T.  510 ;  38  W.  B.  455.) 

Presumption  that  patentee  is  inventor,  p.  363  (I),  (m). 

Principle  as  subject-nuitter  of  patent.    See  under  Subject-matter,  pp.  540 
to  544. 
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Privy  Oounoll.    Jurifldiction  of,  to  grant  extension,  pp.  105, 106. 
*  Rules  as  to  petition  to,  pp.  98,  99. 

Procedure.    See  Practice. 

Process,  as  subject-matter  of  patent.    See  under  Subject-matter,  pp.  511 
to  618. 

Profits.    Account  of.    See  Practice,  Account,  pp.  367  to  373. 

Prohibition  to  Attorney-General  will  not  lie,  pp.  15  (A),  396  (a). 

(a)  Van  Gelder's  Patent.    C.  A.    [1888] 

The  Attorney-General  is  not  a  Court,  and  no  prohibition  will  lie 
to  prevent  him  from  granting  leave  to  amend  by  disclaimer. 
(6  0.  B.  22.) 

Prolongation  of  Patent.    See  Extension., 

Proof.    See  Practice,  Evidence,  pp.  358  to  366. 

Protection  by  Specification.    See  Specification. 

Provisional  FrotectiorK 

Patents  Act,  1883,  s.  14.  Where  an  application  for  a  patent  in  respect 
of  an  invention  has  been  accepted,  the  invention  may  during  the  period 
between  the  date  of  the  application  and  the  date  of  sealing  such  patent  be 
used  and  published  without  prejudice  to  the  patent  to  be  granted  for  the 
same ;  and  such  protection  from  the  consequences  of  use  and  publication  is  in 
this  Act  referred  to  as  provisional  protection. 

Protection  hy  Complete  Bpedficaiion, 

15.  After  the  acceptance'  of  a  complete  specification  and  until  the  date  of 
sealing  a  patent  in  respect  thereof,  or  the  expiration  of  the  time  for  sealing, 
the  applicant  shall  have  the  like  privileges  and  rights  as  if  a  patent  for  the 
invention  had  been  sealed  on  the  date  of  the  acceptance  of  the  complere 
specification :  Provided  that  an  applicant  shall  not  be  entitled  to  institute  any 
proceeding  for  infringement  unless  and  until  a  patent  for  the  invention  has 
been  granted  to  him. 

Provisional  Specification.    See  Specification,  pp.  411  to  414. 

Publication  in  a  book  or  specification.    Bee  under  Novelty,  pp.  244  to  261 
by  experiments.     See  under  Novelty,  pp.  261  to  265 
by  sale.    See  under  Novelty,  pp.  265  to  267. 

Public  Use.    See  under  Novelty,  pp.  232  to  242. 

Bectification  of  Register.    See  under  Register. 

Bettisal  of  grant  by  comptroller. 

Patbnts  Act,  1883,  sect  86.  The  comptroller  may  refuse  to  grant  a 
patent  for  an  invention,  or  to  register  a  design  or  trade  mark,  of  which  the 
use  would,  in  his  opinion,  be  contrary  to  law  or  morality. 

Register. 

to  be  kept  at  Patent  Office.    Patents  Act,  1883,  8.  23,  p.  397 
to  \^  prima  fcbcie  evidence,  sect.  23  (2),  p.  397 
trust  not  to  be  entered  on,  sect.  85,  p.  397 
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proprietor  to  be  entered  on.    Patents  Acts,  1883,  sect.  87,  and  1888, 

8.  21,  p.  397 
to  be  oDtin  to  public    Patents  Acts,  1883,  s.  88,  and  1888,  s.  22,  p.  397 
certified  extracts  from,  to  be  evidence,  sect.  89,  p.  75 
rectification  ol    Patents  Acts,  1883,  ss.  90  and  91,  and  1888,  s.  23,  p.  397 
making  false  entry  in,  sect.  93,  p.  398. 
Begistration — 
must  be  proved  on  action  for  infringement  by  assignee,  p  399  (w) 
absence  of,  need  not  be  specified  in  notices  of  objection,  p.  399  (u;) 

where  objection  to,  cannot  be  maintained,  p  400  (z) 
may  be  expunged  by  Court,  sect.  90,  p.  397 
or  corrected,  sect.  90,  p.  397 
relates  back  to  day  of  assignment,  p.  400  (z). 

Begister, 

PATEirrs  AoT,  1883,  sect.  23.  (1)  There  shall  be  kept  at  the  Patent  Office 
a  book  called  the  Register  of  Patents,  wherein  shall  be  entered  the  names  and 
addresses  of  grantees  of  patents,  notifications  of  assignments  and  of  trans- 
missions of  patents,  of  liceoces  under  patents,  and  of  amendments,  exteosions, 
and  revocations  of  patents,  and  such  other  matters  affecting  the  validity  or 
proprietorship  of  patents  as  may  from  time  to  time  be  prescribed. 

(2.)  The  Register  of  Patents  shall  be  prifnd/acie  evidence  of  any  matters  by 
this  Act  directed  or  authorised  to  be  inserted  therein. 

(3.)  Copies  of  deeds,  licences,  and  any  other  documents  affecting  the 
proprietorship  in  any  letters  patent  or  in  any  licence  thereunder,  must  be 
supplied  to  the  comptroller  in  the  prescribed  manner  for  filing  in  the  Piitent 
Office. 

Sect  85.  There  shall  not  be  entered  in  any  roister  kept  under  this  Act, 
or  be  receivable  by  the  comptroller,  any  notice  of  any  trust  expressed, 
implied  or  constructive. 

iSect.  87  (amended  by  51  &  52  Yict.  c.  50,  sect.  21).  Where  a  person 
becomes  entitled  by  assignment,  transmission,  or  other  operation  of  law  to 
a  patent,  the  comptroller  shall  on  request.,  and  on  proof  of  title  to  his 
satisfactioD,  cause  the  name  of  such  person  to  be  entered  as  proprietor  of 
the  patent,  in  the  Register  of  Patents.  The  person  for  the  time  being  entered 
in  the  Register  of  Patents,  as  proprietor  of  a  patent,  shall,  subject  to  tJie 
provisions  of  this  Act  and  to  any  rights  appearing  from  such  register  to  be 
vested  in  any  other  person,  have  power  absolutely  to  assign,  grant  licences  as 
to,  or  otherwise  deal  with,  the  same,  and  to  give  effectual  receipts  for  any 
consideration  for  such  assignment,  licence,  or  dealing.  Provided  that  any 
equities  in  respect  of  such  patent  may  be  enforced  in  like  manner  as  in 
respect  of  any  other  personal  property. 

Sect.  88  (amended  by  51  &  52  Vict.  c.  50,  sect  22).  Every  register 
kept  under  this  Act  shall  at  ail  convenient  times  be  open  to  the  inspection  of 
the  public,  subject  to  the  provisions  of  this  Act  and  to  such  regulations  as 
may  be  prescribed ;  and  certified  copies,  sealed  with  the  seal  of  the  Patent 
Office,  of  any  entry  in  any  such  register  shall  be  given  to  any  person 
requiring  the  same  on  payment  of  the  prescribed  fee. 

Sect.  90  (amended  by  51  &  52  Vict.  c.  50,  sect.  23).  (1.)  The  Court  may 
on  the  application  of  any  person  aggrieved  by  the  omission  without  sufficient 
cause  of  the  name  of  any  person  or  of  any  other  particulars  from  any  register 
kept  under  this  Act,  or  by  any  entry  made  without  sufficient  cause  in  any  such 
register,  make  such  order  for  makin^j,  expunging  or  varying  the  entry,  as 
the  Court  thinks  fit ;  or  the  Court  may  refuse  the  application ;  and  in  either 
case  may  make  such  order  with  respect  to  the  costs  of  the  proceedings  as  the 
Court  thinks  fit. 

(2.)  The  Court  may  in  any  proceeding  under  this  section  decide  any 
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qnestion  tliat  it  may  be  necessary  or  expedient  to  decide  for  the  rectification 
of  a  register,  and  may  direct  an  issue  to  be  tried  for  the  decision  of  any 
question  of  fact,  and  may  award  damages  to  the  party  aggrieved. 

(3.)  Any  order  of  the  Court  rectifying  a  register  shall  direct  that  due  notice 
of  the  rectification  be  given  to  the  comptroller. 

Sect.  91.  The  comptroller  may  on  request  in  writing  acoompanied  by  the 
prescribed  fee.  (a)  Correct  any  clerical  error  in  or  in  connection  wi&  an 
application  for  a  patent ;  or  (b)  Correct  any  clerical  error  in  the  name  style 
or  address  of  the  registered  proprietor  of  a  patent. 

Sect.  93.  If  any  person  makes  or  causes  to  be  made  a  false  entry  in  any 
register  kept  under  this  Act,  or  a  writing  falsely  purporting  to  be  a  copy  of 
an  entry  in  any  such  register  or  produces  or  tenders  or  causes  to  be  produced 
or  tendered  in  evidence  any  such  writing,  knowing  the  entry  or  writing  to  be 
false,  he  shall  be  guilty  of  a  misdemeanour. 

Sect  114.  (1^  The  registers  of  patents  and  of  proprietors  kept  under  any 
enactment  repealed  by  this  Act  shall  respectively  be  deemed  parts  of  the 
same  book  as  the  register  of  patents  kept  under  this  Act. 


Patent  Kules,  1890,  rule  67.  Upon  the  sealing  of  a  patent  the 
comptroller  shall  cause  to  be  entered  in  the  Register  of  Patents  the  name, 
address,  and  description  of  the  patentee  as  the  grantee  thereof,  and  the  title  of 
the  invention. 

68.  Where  a  person  becomes  entitled  to  a  patent  or  to  any  share  or  interest 
therein,  by  assignment  either  throughout  the  United  Kingdom  and  the  Isle 
of  Man,  or  for  any  place  or  places  therein,  or  by  transmission  or  other 
operation  of  law,  a  request  for  the  entry  of  his  name  in  the  register  as  such 
complete  or  partial  proprietor  of  the  patent,  or  of  such  share  or  interest 
therein,  as  the  case  may  be,  shall  be  addressed  to  the  comptroller,  and  left  at 
the  Patent  Office. 

69.  Such  request  shall  in  the  case  of  individuals  be  made  and  signed  by 
the  person  requiring  to  be  registered  as  proprietor,  or  by  his  agent  duly 
authorised  to  the  satisfaction  of  the  comptroller,  and  in  the  case  of  a  body 
corporate  by  their  agent,  authorised  in  like  manner. 

70.  Every  such  request  shall  state  the  name,  address,  and  description  of 
the  person  claiming  to  be  entitied  to  the  patent,  or  to  any  share  or  interest 
therein,  as  the  case  may  be  (hereinafter  called  the  claimant),  and  tbe 
particulars  of  the  assignment,  transmission,  or  other  operation  of  law,  by 
virtue  of  which  he  requires  to  be  entered  in  the  register  as  proprietor,  so  as  to 
show  the  manner  in  which,  and  the  pen«on  or  persons  to  whom,  the  patent, 
or  such  share  or  interest  therein  as  aforesaid,  has  been  assigned  or  transmitted. 

71.  Every  assignment  and  every  other  document  containing,  giving  effect  to, 
or  being  evidence  of,  the  transmission  of  a  patent  or  affecting  the  proprietorship 
thereof  as  claimed  by  such  request,  except  such  documents  as  are  matters  of 
record,  shall  be  produced  to  the  comptroller,  together  with  the  request 
above  prescribed,  and  such  other  proof  of  title  as  he  may  require  for  his 
satisfaction. 

As  to  a  document  which  is  a  matter  of  record,  an  official  or  certified  copy 
thereof  shall  in  like  manner  be  produced  to  the  comptroller. 

72.  There  shall  also  be  left  with  the  request  an  attested  copy  of  the 
assignment  or  other  document  above  required  to  be  produced. 

As  to  a  document  which  is  a  matter  of  record,  an  official  or  certified  copy 
shall  be  left  with  the  request  in  lieu  of  an  attested  copy. 

73.  A  body  corporate  may  be  registered  as  proprietor  by  its  corporate  name. 

74.  Where  an  order  has  been  made  by  Her  Majesty  in  Council  for  the 
extension  of  a  patent  for  a  further  term  or  for  the  grant  of  a  new  patent,  or 
where  an  order  has  been  made  by  the  Court  for  the  revocation  of  a  patent  or 
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the  recti6cati(m  of  the  register  under  section  90  of  the  Act  of  1883,  or 
otherwise  affecting  the  valimty  or  proprietorship  of  the  patent,  the  person  in 
whose  &Tour  such  order  has  heen  made  shall  forthwith  leave  at  the  Patent 
Office  an  office  copy  of  such  order.  The  register  shall  thereupon  be  rectified 
or  the  purport  of  such  order  shall  otherwise  he  duly  entered  in  the  register,  as 
the  case  may  be. 

75.  Upon  the  issue  of  a  certificate  of  ^ytnent  under  Rule  48,  the 
oomptroller  shall  cause  to  be  entered  in  the  Register  of  Patents  a  record  of 
the  amount  and  date  of  payment  of  the  fee  on  such  certificate. 

76.  If  a  patentee  fails  to  make  any  prescribed  payment  within  the 
prescribed  time  or  any  enlargement  thereof  duly  granted,  such  failure  shall  be 
duly  entered  in  the  register. 

77.  An  attested  copy  of  every  licence  granted  under  a  patent  shall  be  left 
at  the  Patent  Office  by  the  licensee,  with  a  request  that  a  notification  thereof 
may  be  entered  in  the  register.  The  licensee  shall  cause  the  accuracy  of 
such  copy  to  be  certified  as  the  comptroller  may  direct,  and  the  original 
licence  shall  at  the  same  time  be  produced  and  left  at  the  Patent  Office  if 
required  for  further  verification. 

78.  The  register  of  patents  shall  be  open  to  the  inspection  of  the  public  on 
every  week  day  between  the  hours  of  ten  and  four,  except  on  the  days  and 
the  times  following : — 

(a.)  Christmas  Day,  Good  Friday,  the  day  observed  as  Her  Majesty's 
birthday,  days  observed  as  days  of  public  fast  or  thanks- 
giving, and  days  observed  as  holidays  at  the  Bank  of  England ;  or 

(&.)  Days  which  may  from  time  to  time  be  notified  by  a  placard  posted 
in  a  conspicuous  place  at  the  Patent  Office : 

(c.)  Times  when  the  register  is  required  for  any  purpose  of  official  use. 

BegUiration, 
(v)  In  re  Green's  Patent.    [1857] 

A  patentee,  in  1853,  assigned  his  patent,  but  the  assignees  omitted 
to  register  it.  In  1855  the  patentee  assigned  the  patent  to  another 
person,  who  registered  it  on  the  same  day.  The  first  assignees 
registered  their  assignment  a  week  afterwards.  The  Court,  in 
1857,  on  the  motion  of  the  first  assignees,  ordered  the  register  of  the 
seoond  assignment  to  be  expnnged,  and  with  oosts,  under  the  38th 
sect,  of  15  &  16  Vict.  c.  83.     (24  Beav.  145.) 

(w)  Chollet  v.  Hoffman.    [1857]. 

To  a  declaration  for  the  infringement  of  a  patent,  brought  by  an 
alleged  assignee  (by  deed)  of  the  patent,  the  defendant  pleaded,  by 
denying  the  assignment,  modo  et  formd.  On  the  trial,  it  appeared 
that  an  instrument  of  assignment  had  been  executed  by  the 
patentee,  but  that  it  had  not  been  registered  under  15  &  16  Vict. 
o.  83 : — Held,  that  as,  by  sect.  35,  the  original  patentee  was,  until 
the  entry  of  the  registration,  to  be  deemed  and  taken  to  be  the 
Bole  and  exclusive  proprietor  of  the  patent,  the  defendant  was 
entitled  to  a  verdict,  although  the  objection  was  not  specified  in 
the  notice  of  objections  delivered  by  him.  (7  EU.  d  B.  686 ;  3  Jwr.^ 
N.  8.  935  ;  26  L.  J.,  Q.  B.  249.) 

(x)  In  re  Morey's  Patent.    [1858] 

Under  the  38th  sect,  of  the  15  &  16  Vict.  o.  83,  the  Court  could,  on 
motion,  expunge  an  entry  fraudulently  made  in  the  Begister  of 
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Proprietors  of  Patents ;  it  oonld  direct  any  faots  relating  to  the 
proprietorship  to  be  inserted  on  the  register,  bnt  not  the  legal 
inference  to  be  drawn  from  them.  A  patentee  assigned  half  a 
patent  to  A.,  and  afterwards  he  assigned  the  whole  to  B.  by  deed, 
reciting  that  he  had  already  granted  a  licence,  to  work  and  nse,  to 
A.  B.'s  assignment  was  first  registered : — Held^  that  B.  had  con- 
structive notice  of  A.'s  rights,  and  an  entry  was  ordered  to  be 
made  in  the  register,  that  the  licence  referred  to  in  B.'s  assign- 
ment was  the  deed  of  assignment  to  A.  subsequently  enterod. 
(26  Beav.  681 ;  6  TF.  JB.  612.) 

(y)  In  re  Horsley  and  Knighton's  Patent.    [1869] 

The  Court  will,  on  the  motion  of  the  persons  aggrieved,  correct 
an  entry  in  the  Register  of  Proprietors  of  Patents,  which  purports 
to  a£fect  the  right  of  persons  not  parties  to  the  deed  registered. 
One  of  two  joint  patentees  by  deed  assigned  his  interest  in  the 
patent  to  a  third  person,  and  released  to  him  all  the  rights  of 
action,  &o.^  against  him  of  both  the  patentees,  and  the  deed  was  set 
out  completely  in  the  Begister  of  Proprietors : — Hetd^  that  the 
other  patentee  was  entitled,  under  the  38th  section  of  the  Patent 
Law  Amendment  Act,  1862,  to  have  the  entry  struck  out.  (X.  £., 
8  Eg.  476;  39  L.  J.,  Ch.  167.) 

There  was  no  right  of  appeal  against  an  order  made  by  the 
Master  of  the  Bolls  to  expunge  an  entry  in  the  register.  (X.  £., 
4(7A.  784;  17  TF.  JS.  1000.) 

(z)  Hassall  v.  Wright.    Ch.    [1870] 

W.,  a  patentee,  agreed  with  H.,  that  H.  should  be  the  sole  manu- 
facturer under  the  patent.  This  agreement  was  embodied  in  a 
deed,  which  was  prepared  by  the  solicitor  of  W.,  H.  employing  no 
legal  adviser.  The  deed  was  not  registered  in  accordance  with  the 
Patent  Law  Amendment  Act,  1862,  s.  36,  until  after  bill  filed. 
Subsequently  W.  granted  a  right  of  manufacture  to  M.,  who  had 
full  notice  of  the  previous  agreement  with  H.  The  grant  to  M. 
was  also  unregistered: — Heldy  that,  under  the  circumstances,  W. 
could  not  avail  himself  of  an  objection  based  upon  the  non-regis- 
tration of  the  agreement  with  H.,  and  that  as  the  grant  to  M.  was 
also  unregistered,  M.  also  was  not  entitled  to  take  the  objection. 
Sembley  that  the  subsequent  registration  had  relation  back  to  the 
date  of  the  agreement.     (40  L.  J.,  Ch.  146.) 

(a)  In  re  Morgan's  Patent.    [1876] 

This  was  a  motion  by  a  transferee  of  letters  patent  to  have  an 
entry  of  a  subsequent  assignment  of  the  same  letters  patent  in  the 
Begister  of  Proprietors  of  Patents  expunged,  nnder  sect.  38  of 
16  &  16  Vict.  o.  83.  A  difficulty  arose  how  the  notice  of  motion 
should  be  intituled,  having  regard  to  the  Judicature  Act,  1873,  and 
it  was  Held^  that  it  should  be  intituled  in  the  High  Court  of 
Justice.    (24  W.  B.  246.) 

(6)  In  re  Myee's  Patent.    [1882] 

Under  the  Patent  Law  Amendment  Act,  1852,  sect.  38,  and  the 
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'Judicature  Aots,  a  judge  of  the  High  Court  had  jurisdiotion  to 
expunge  an  entry. .  (W.  N.  1882,  68.) 

(b*)  Parnbll's  Patent.    [1888] 

Pamell  and  Halkett  having  signed  a  doonment  relating  to  their 
shares  in  a  patent  proposed  to  be  taken  out  by  Pamell,  and  Pamell 
having  taken  out  a  patent,  Halkett  applied  to  the  comptroller  to 
register  the  document.  The  comptroller  refused  on  the  ground 
that  the  document  was  dated  before  the  grant  of  the  patent. — 
Heldj  that,  whether  this  was  a  good  ground  or  not,  the  refusal 
was  justified,  because  the  document  did  not  show  that  the  applicant 
was  a  proprietor.    (5  O.  B.  126.) 

(e)  Heap  v.  Hartley.    C.  A.    [1889] 

The  patentee  had  granted  to  the  plaintiff  an  exclusive  licence 
to  use  his  invention  within  a  certain  district,  and  the  licence  was 
duly  registered.  The  defendants  bought  machines  outside  the 
district,  which  had  been  purchased  from  the  patentee,  and  brought 
them  iuto  the  district  and  used  them : — Held^  at  the  trial,  that 
regi«>tration  was  not  in  itself  notice  to  the  world,  and  that  the 
defendants  had  not  actual  notice  of  the  licence.  (6  O.  B.  603.) — 
Hdd,  by  the  Court  of  Appeal,  that  the  plaintiff,  being  only  a 
licensee,  was  not  entitled  to  sue  in  his  own  name  without  joining 
the  patentee,  and  that  it  was  therefore  immaterial  to  consider 
whether  sect.  87  of  the  Act  of  1883  did  or  did  not  render  the  act 
of  the  defendants  an  infringement.    (42  Ch.  D.  461 ;  6  O.  JR.  495.) 

Remnneraiioil  of  inventor  considered  on  petition  for  extension,  pp.  120- 
127. 

RenewaL  The  xjayments  of  £50  and  £100  for  renewal  are  now  required 
at  the  ends  of  the  fourth  or  eighth  year  from  the  date  of  the  patent,  instead  of 
at  the  ends  of  the  fourth  or  seventh  year,  see  p.  143. 

Repair  of  patented  machines,  p.  21  (c),  182  (t). 

RepeaL    See  Revocation. 

Repugnancy  hetween  title  and  description,  see  pp.  665-569 
between  provisional  and  complete  specification,  pp.  414-421. 

Revocation  of  Patent. 

petition  to  Court  for.    Patents  Act,  1883,  sect.  26,  p.  402 

grounds  of,  sect.  26  (3),  p.  402 

by  whom  presented,  sect.  26  (4),  p.  402 

particulars  ot  objections  on,  sect.  26  (5),  and  (6),  p.  402 

delendant  to  begin,  sect.  26  (7),  p.  402 

new  patent  granted  where  successful,  sect.  26  (8),  p.  402 

joint  patentees  both  to  be  made  defendants,  p.  402  (d) 

petitioner  may  interrc^te,  p.  403  (/) 

petition  brought  under  wrong  sub-section  of  sect.  26,  p.  403  (g) 

petition  for,  is  in  every  sense  an  action,  pp.  403  (t),  404  (f) 

and  may  be  sent  to  Assizes,  p.  403  (4) 

particulars  not  confined  to  grounds  in  section,  p.  403  (A) 

2  D 
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Patbntb  Act,  1883,  sect.  26.  (1.)  The  proceeding  by  scire  faeioB  to 
repeal  a  patent  is  hereby  abolished. 

^2.^  Revocation  of  a  patent  may  be  obtained  on  petition  to  the  Court. 
(S,)  Every  ground  on  which  a  patent  might,  at  the  commencement  of  this 
Act,  be  repealed  by  scire  facias  shall  be  available  by  way  of  defence  to  an 
action  of  infringement  and  shall  also  be  a  ground  of  revocation. 
(4.)  A  petition  for  revocation  of  a  patent  may  be  presented  by — 
(a.)  The  Attorney-Gbneral  in  England  or  Ireland,  or  the  Lord  Advocate 

in  Scotland : 
(&.)  Any  penson  authorised  by  the  Attorney-General  in  England  or 

Ireland,  or  the  Lord  Advocate  in  Scotltrnd : 
(c.)  Any  person  alleging  that  the  patent  was  obtained  in  fraud  of  his 
rights,  or  of  the  rights  of  any  person  under  or  through  whom  he 
claims : 
((f.)  Any  person  alleging  that  he,  or  any  person  imder  or  through  whom 
he  claims,  was  the  true  inventor  of  any  invention  included  in  the 
claim  of  lie  patentee : 
(6.)  Any  person  alleging  that  he,  or  any  person  under  or  through  whom 
he  claims  an  interest  in  any  trade,  business,  or  manufacture,  had 
publicly  manufactured,  used,  or  sold,  within  this  realm,  before  the 
date  of  the  patent,  anything  claimed  by  the  patentee  as  his 
invention. 
(5.)  The  plaintiff  must  deliver  with  his  petition  particulars  of  the  objections 
on  which  he  means  to  rely,  and  no  evidence  shall,  except  by  leave  of  the 
Court  or  a  judge,  be  admitted  in  proof  of  any  objection  of  which  particulars 
are  not  so  delivered. 

(6.)  Particulars  delivered  may  be  from  time  to  time  amended  by  leave  of 
the  Court  or  a  jud$i;e. 

(7.)  The  defendant  shall  be  entitled  to  begin,  and  give  evidence  in  support 
of  the  patent,  and  if  the  plaintiff  gives  evidence  impeaching  the  validity  of 
the  patent  the  defendant  shall  be  entitled  to  reply. 

(8.)  Where  a  patent  has  been  revoked  on  the  ground  of  fraud,  the 
comptroller  may,  on  the  application  of  the  true  inventor  made  in  accordance 
with  the  provisions  of  this  Act,  grant  to  him  a  patent  in  lieu  of  and  bearing 
the  same  date  as  the  date  of  revocation  of  the  patent  so  revoked,  but  the 
patent  so  granted  shall  cease  on  the  expiration  of  the  term  for  which  the 
revoked  patent  was  granted. 

(d)  Eegina  r.  Betts  and  Stocker.    [1850] 

Where  a  patent  had  been  granted  to  two  jointly,  and  one  of  tho 
piatentees  had  assigned  all  his  interest  to  the  other,  Held^  that  both 
were  rightly  made  defendants  in  an  action  oi  scire  fadiu^  (19  L.  J*., 
Q.  B.  631.) 

(e)  Walker  v.  Hydrocarbon  Syndicate.    [1884] 

A  patentee,  whose  patent  was  dated  in  1875,  petitioned  for  the 
revocation  of  two  patents,  dated  1880  and  1881,  for  improvements 
in  apparatus  for  generating  heat  from  hydrocarbon  oils.  Evidence 
of  a  specification  prior  to  1875,  describing  a  method  similar  to  the 
petitioner's  was  admitted,  although  no  notice  had  been  given  of  it, 
to  show  the  state  of  knowledge  in  1875: — Held^  that,  eliminating 
from  the  petitioner's  patent  matters  of  common  knowledge,  the 
inventions  claimed  were  not  similar,  and  the  petition  was  dismissed. 
{Qriff.  238 ;  2  O.  E.  3.) 


Digitized  by  VjOOQ  IC 


KEVOCATION.  403 

(/)  In  re  Haddan's  Patent.    [1885] 

'  It  is  the  praotice  now,  if  the  Court  thinks  fit,  to  allow  a  peti- 
tioner, nnder  sect.  26  of  the  Patents  Act  of  1883,  to  administer 
interrogatories  to  the  claimant  of  a  patent.  (W.  N.  1884,  192  j 
54  L.  J.,  Ch.  126 ;  61  L.  T.  190;  33  W.  B.  96.)  The  petitioner 
showed  that  for  many  years  he  had  been  mannfactnring  food  by  a 
process  similar  to  that  patented : — Heldj  that  the  patent  mnst  be 
revoked.     (2  O.  B.  218.) 

(jj)  In  re  Avery's  Patents.    C.  A    [1887] 

Sect.  26,  sub-sect.  4  (c)  of  the  Patents  Act  of  1883  applies  only  to 
cases  of  fraud,  and  will  not  be  extended  to  cases  of  mistake.  Avery, 
a  subject  of  the  United  States,  gave  a  power  of  attorney  to  his  agent 
in  England  with  instructions  to  take  out  a  patent.  The  agent 
appointed  Lindsay,  who  was  interested  in  the  proposed  patent,  his 
substitute,  as  Avery *s  attorney,  to  apply  for  the  grant  Lindsay 
being  advised  by  a  patent  agent  that  he  might  properly  describe 
himself  as  the  true  and  first  inventor,  applied  for  and  obtained  a 
grant  to  himself  in  his  own  name,  without  declaring,  as  required, 
that  the  application  was  made  on  communication  from  abroad. 
Kimber,  a  solicitor,  as  attorney  fur  Avery,  presented  a  petition  for 
the  revocation  of  the  patent,  and  a  declaration  that  Avery  was  the 
first  and  tme  inventor.  The  petition  contained  no  distinct  allega- 
tion that  Avery  was  the  first  and  true  inventor.  Stirling,  J., 
ordered  the  petition  to  be  amended,  by  making  Avery  sole  peti- 
tioner, and  all  persons  beneficially  interested  in  the  patent 
respondents  : — Edd,  that  the  petition  was  clearly  intended  to  be 
under  clause  (c),  and,  therefore  failed,  as  there  was  no  fraud 
proved ;  but  it  was  dismissed,  without  prejudice  to  any  petition 
which  Avery  might  present  under  clause  (d)  of  sub-sect.  4.  (36 
€h.D.^S07;  4  O.  B.  152,  322.) 

(h)  In  re  Morgan's  Patent.    [1888] 

Any  person  having  any  qualification  mentioned  in  sect.  26  of  the 
Patents  Act  of  1883  may  petition  for  revocation.  The  petitioner 
alleged  that  he  had,  many  years  prior  to  the  date  of  the  patent, 
publicly  made  and  sold  carriages,  made  according  to  the  alleged 
invention;  and  that,  by  reason  of  the  matters  set  forth  in  the 
petition,  and  of  the  other  matters  appearing  in  the  particulars  of 
objections  f  which  related  to  acts  of  prior  user  by  other  persons), 
the  letters  patent  were  invalid  : — Held,  that  when  the  petitioner 
was  once  qualified,  and  his  petition  presented,  it  was  open  to  him 
to  impeach  the  patent  on  any  lawful  ground.  (58  L.  T.  713; 
5  0.  B.  186.) 

(t)  In  re  Edmond's  Patent.    [1889] 

A  petition  for  revocation  is  in  the  nature  of  an  "action"  or 
"  matter,"  so  that  there  is  power  to  order  it  to  be  tried  at  the 
assizes.  (W.  N,  1888,  p,  234.)  The  patent  was  revoked,  on  the 
ground  that  the  patentee  had  obtained  it  from  the  petitioner,  and 
that  the  petitioner  had  commonly  used  the  invention  before  the 
date  of  the  patent.    (6  O.  B.  355.) 
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(j)  In  re  Goulard  and  Gibbs'  Patent.  .  C  A.    [1R89] 

A  petition  for  the  revocation  of  a  patent,  under  sect.  26  of  the 
Patents  Act  of  1883,  is  in  every  sense  an  action,  except  that  it  is  not 
commenced  by  a  writ,  and  ought  to  be  tried  in  the  way  in  which 
actions  usually  are  tried,  and  set  down  accordingly.  The  respon* 
dents  to  such  a  petition  are  entitled  to  an  opportunity  of  calling 
viva  voce  evidence.  (34  Ch.  D.  396;  W.  N.  1888,  168.)  The 
patent  in  question  was  for  a  new  system  of  distributing  electricity 
for  the  production  of  lij;ht  and  power.  The  system  consisted  of  a 
combination  of  (1)  an  altemating  current  of  high  tension  ;  (2)  the 
passage  of  such  current  through  a  number  of  electrical  generators 
of  special  construction ;  (^3)  the  formation  by  such  passage  of 
induced  currents,  the  quality  and  value  of  which  depend  only  on 
the  construction  of  the  secondary  cells  of  the  generators ;  (4)  the 
utilisation  of  these  induced  currents  for  the  production  of  light 
or  motive  power.  The  Court  of  first  instance  Held^  that  there  was 
not  a  fatal  variance  between  the  complete  and  provisional  specifica- 
tion ;  but  that  the  complete  specification  did  not  sufficiently  de- 
scribe the  invention,  and  that  the  invention  was  not  subject-matter 
for  a  patent.  (5  0.  B.  189.) — Held^  by  the  Court  of  Appeal,  that 
there  was  no  anticipation,  as  no  one  had  previously  hit  on  a  com- 
binaticm  of  (1)  an  electric  dynamo-machine  producing  alternate 
currents  of  nigh  tension ;  (2)  a  long  main  wire ;  (3)  induction 
coils,  specially  constructed,  placed  along  it  at  intervals,  to  produce 
light  or  motion  where  required ;  that  the  invention  was  new  and 
useful,  and  th^t  the  specification  was  sufficient ;  but  Held^  that 
taking  the  construction  of  the  amended  specification,  for  which  the 
patentees  contended,  viz.  to  include  a  combination  of  a  dynamo 
giving  alternate  currents  of  high  tension  with  any  induction  coils 
such  as  those  described,  the  patent  was  hopelessly  bad;  (1)  as 
being  an  entirely  different  invention  from  that  described  in  the  pro- 
visional specification  :  and  (2)  because  tlie  amendment  had  greatly 
extended  the  scope  of  the  patent.    (TF.  N.  1889,  60  ;  6  0.  E.  215.) 

(k)  Drummond's  Patent.     [1889] 

The  patentee,  being  domiciled  and  resident  in  Scotland,  a  copy 
of  a  petition  fur  revocation  and  of  the  particulars  of  objections 
ha-l  been  sei*ved  on  him  there  ;  and  he  had  written  to  the  peti- 
tioner's solicitors,  that  he  did  not  intend  to  appear,  because  he  was 
not  subject  to  the  jurisdiction  of  the  Englibh  Courts.  North,  J., 
made  an  order,  that,  unless  the  respondent  should  appear  and 
object  on  or  before  a  day  named,  the  petition  should  be  tried  with 
viva  toce  evidence,  and  be  set  down  in  the  witness  actions.  If  the 
respondent  appeared,  it  would  be  open  to  him  to  dispute  the 
jurisdiction.     (43  Ch.  P.  80;   W.  N.  1889,  195;  6  0.  B,  676.) 

(I)  Edge's  Patent.     [1890] 

The  petitioner,  Edge,  being  the  owner  of  two  prior  patents  for 
a  similar  invention,  had  already  brought  an  action  in  the  Queen's 
Bench  Division,  alleging  that  the  patent  was  applied  for  so  that  a 
third    i)arty  nii;;ht    fraudulently  use   the   name  of   Edge.     This 
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petition  for  revocation  was  transferred  to  be  tried  with  the  action. 
(Tr.^:i890,p.  149.) 

Revocation  of  Order  of  Privy  Council  as  to  extension.    See  p.  134  (k)i 

Rival  patentees,  application  by.    See  pp.  54-56 

Court  of  Chancery  did  not  interfere  between,  by  injunction.    See  p.  331  (r)» 

Royal  Arms.    Penalty  for  using  without  a  licence.    See  Offences,  p.  268. 

Royalties, 

agreement  for  suspension  of,  for  non-restraint  of  infringement,  p.  214  (/) 

applies  only  after  notice  of  infringement  to  grantor,  p.  214  (/) 

and  the  lapse  of  a  reasonable  time,  p.  214  (/) 

covenant  to  pay,  not  quallfi  d  by  covenant  to  account,  p.  213  (2^ 

paid  for  use  of  invalid  patent,  cannot  be  recovered  back,  p.  211  (s). 

Rules  of  judicial  committee,  pp.  98,  99 

of  ooDstruction  of  specifications,  pp.  460-480. 

of  practice  before  Law  Officer,  p.  380 

of  Patent  Office,  for  index  see  at  the  end  of  Table  of  Ca&es. 

Sale, 

(^patented  Article, 

publication  by.    See  under  Novelty,  pp.  265,  266 
infringement  by.    See  under  Infringement,  pp.  163-171 
after  expiration  of  term  restrained,  if  manufactured  before  expiration, 
p.  349  (tt)  (v). 

of  Fateni, 
contract  for,  does  not  imply  warranty  of  title,  pp.  68  (n),  (0)  71  (z) 
or  that  patentee  is  true  and  first  inventor,  pp.  68  (ti\  70  (v) 
but  only  that  the  patent  has  been  granted,  p.  68  (0) 
set  aside  for  fraud,  p.  67  (t) 
time  of  the  essence  of  a  contract  for,  p.  67  (k) 
acceptance  of  part  payment  for,  p.  67  (k) 
contract  for,  en  completion  of  patent,  pp.  68  (r?*),  69  (t) 
of  part  of,  pp*  69  (g),  287  (0- 

Sales, 

account  of.    See  pp.  367-373, 

Scientific  principles  are  not  the  proper  subject  of  a  patent.   See  pp.  540-544. 

Scire  Facias, 

Patents  Act,  1883,  sect.  26.  (1.)  The  proceeding  by  scire  facias  to  repeal 
a  patent  is  hereby  abolished.    [See  under  Bevocation.] 

Scotland. 

Patents  Act,  1883,  sect.  107.  In  any  action  for  infringement  cf  a  patent 
in  Scotland  the  provisions  of  this  Act,  with  respect  to  calling  in  the  aid  of  an 
assessor,  shall  apply,  and  the  action  shall  be  tried  without  a  jury,  unless  the 
Court  shall  otherwiue  direct,  but  otherwise  nothing  shall  aflfect  the  jurisdiction 
and  forms  of  process  of  the  Courts  in  Scotland  in  such  an  action  or  in  any 
action  or  proceeding  respecting  a  patent  hitherto  competent  to  those  Courts. 

For  the  purposes  of  this  section  *'  Court  of  Appeal "  shall  mean  any  Court  ta 
which  such  action  is  appealed. 

108.  In  Scotland  any  offence  under  this  Act  declared  to  be  punishable  on 
summary  conviction  may  be  prosecuted  in  the  Sheriff  Court* 

109.  (1.)  Proceedinscs  in  Scotland  for  revocation  of  a  patent  shall  be  in 
the  form  of  an  action  of  reduction  at  the  instance  of  the  Lord  Advocate,  or  at 


Digitized  by  LjOOQ  IC 


406  SEA. 

the   iDstance  of  a   party   having    interest  with    his  ooncnrrence,  which 
concurrence  may  be  given  on  just  cause  shown  only. 

(2.)  Service  of  all  writs  and  summonses  in  that  action  shall  be  made 
according  to  the  forms  and  practice  existing  at  the  commencement  of  ihia 
Act. 

Sea, 

acts  done  at,  p.  159  (6) 

acts  done  on  foreign  ship  in  British  waters,  Patents  Act,  1883»  secL  43, 
p.  145. 

Newall  17.  Elliott.    [1864] 

A  patent  limited  to  the  United  Kingflom,  the  Channel  Islands, 
and  the  Isle  of  Man,  cannot  be  infringed  by  any  aot  done  on  board 
an  English  vessel  at  Malta  or  on  the  high  seas.  (10  cTur.,  N.  S. 
964.) 

Seal. 

Patents  Act,  1883,  sect..  84.  There  shall  be  a  seal  for  the  Patent  Office, 
and  impressions  thereof  shall  be  judicially  noticed  and  admitted  in  evidence. 

Sealing  of  Patent,  not  to  prevent  sealing  of  another  patent  on  an  earlier 
aj 'plication.    Patents  Act,  1883,  s.  13,  p.  80. 

Secret  Process,  evidence  of  will  be  heard  in  camera, 

(/)  Badische  Anilin  und  Soda  Fabrik  v,  Levinstein.    [1883] 

Where  in  an  action  for  infringement  of  a  patented  process  the 
defendant  alleges  that  he  attains  his  result  by  a  secret  process, 
differing  from  that  of  the  plaintiff,  he  will  not  be  compelled  to 
answer  questions  which  would  disclose  that  process,  but  he  may, 
if  necessary,  describe  it  to  the  Court  in  camerd.    (24  Ch.  D.  156.) 

Secretary  of  State. 

Patents  Act,  1883,  sect.  44.  (1.)  The  inventor  of  any  improvement  in 
InBtruments  or  munitions  of  war,  his  executors,  administrators,  or  assigns 
(who  are  in  this  section  comprised  in  the  expression  the  inventor)  may 
(either  for  or  without  valuable  consideration)  assign  to  Her  Majesty's 
Principal  Secretary  of  tState  for  the  War  Department  (hereinafter  referred  to 
as  the  Secretary  of  State),  on  behalf  of  Her  Majesty,  all  the  benefit  of  the 
invention  and  of  any  patent  obtained  or  to  be  obtained  for  the  same;  and  the 
Secretary  of  State  may  be  a  party  to  the  assignment. 

(2.)  The  assignment  shall  effectually  vest  the  benefit  of  the  invention  and 
patent  in  the  Secretary  of  State  for  the  time  being  on  behalf  of  Her  Majesty, 
and  all  covenants  and  agreements  therein  contained  for  keeping  the  invention 
secret  and  otherwise  shall  be  valid  and  effectual  (notwithstanding  any  want 
of  valuable  consideration),  and  may  be  enforced  accordingly  by  the  Secretary 
of  State  for  the  time  being. 

(3.)  Where  any  such  assignment  has  been  made  to  the  Secretary  of  State, 
he  may  at  any  time  before  the  application  for  a  patent  for  the  invention,  or 
before  publication  of  the  specification  or  specifications,  certify  to  the 
comptroller  his  opinion  that,  in  the  interest  of  the  public  service,  the 
particulars  of  the  invention  and  of  the  manner  in  which  it  is  to  be  performed 
should  be  kept  secret. 

(4.)  If  the  Secretary  of  State  so  certifies,  the  application  and  specification 
or  specifications  with  the  drawings  (if  any),  and  any  amendment  of  the 
specification   or   specifications,  and   any    copies    of  such  documents    and 
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clrawlDgs,  shall,  instead  of  being  left  in  the  ordinary  manner  at  the  Patent 
Office,  be  delivered  to  the  comptroller  in  a  packet  sealed  by  authority  of  the 
Secretary  of  State. 

(5.)  Such  packet  shall  until  the  expiration  of  the  term  or  extended  term 
during  which  a  patent  for  the  invention  may  be  in  force,  be  kept  sealed  by  the 
comptroller,  and  shall  not  be  opened  save  under  the  authority  of  an  order  of 
the  Secretary  of  State,  or  of  the  law  officers. 

(6.)  Such  sealed  packet  shall  Iw  delivered  at  any  time  durinoj  the  con- 
tinuance of  the  patent  to  any  person  authorised  by  writing  under  the  hand  of 
the  Secretary  of  State  to  receive  the  same,  and  shall  if  returned  to  the 
comptroller  be  assnn  kept  sealed  by  him. 

(7.)  On  the  expiration  of  the  term  or  extended  term  of  the  patent,  such 
sealed  packet  shall  be  delivered  to  any  person  authorised  by  writing  under  the 
hand  of  the  Secretary  of  State  to  receive  it. 

(8.)  Where  the  Secretary  of  State  oeriifies  as  aforesaid,  after  an  application 
fnr  a  p/itent  has  been  left  at  the  Patent  Office,  but  before  the  pubhcation  of 
the  specification  or  speciOcations,  the  application  specification  or  specifica- 
tions, with  the  drawings  (if  any),  shall  be  forthwith  placed  in  a  packet 
sealed  by  authority  of  the  comptroller,  and  such  packet  shall  be  subject  tj 
the  foregoing  provisions  respecting  a  packet  sealed  by  authority  of  the 
Secretary  of  State. 

(9.)  No  proceeding  by  petition  or  otherwise  shall  lie  for  revocation  of  a 
patent  granted  for  an  invention  in  relation  to  which  the  Secretary  of  State 
has  certified  as  aforesaid. 

(10.)  No  copy  of  anv  specification  or  other  document  or  drawing,  by  this 
section  required  to  be  placed  in  a  sealed  packet,  shall  in  any  manner  whatever 
be  published  or  open  to  the  inspection  of  the  public,  but  save  as  in  this  section 
otherwise  direct^  the  provisions  of  this  part  of  this  Act  shall  apply  in 
respect  of  any  such  invention  and  patent  as  aforesaid. 

(11.)  ITie  Secretary  of  State  may,  at  any  time  by  writino:  under  his  hand, 
waive  the  benefit  of  this  section  with  respect  to  any  particular  invention,  and 
the  specifications  documents  and  drawings  shall  be  thenceforth  kept  and 
dealt  with  in  the  ordinary  way. 

(12.)  The  communication  of  any  invention  for  any  improvement  in  instru- 
ifoents  or  munitions  of  war  to  the  Secretary  of  State,  or  to  any  person  or 
persons  authorised  by  him  to  investigate  the  same  or  the  merits  thereof,  shall 
not,  nor  shall  anything  done  for  the  purposes  of  the  investigation,  be  deemed 
use  or  publication  of  such  invention  so  as  to  prejudice  the  grant  or  validity  of 
any  patent  for  the  same. 

Secret  U8er»  does  not  invalidate  patent.    See  Novelty,  pp.  242,  243 

Servant,  invention  by,  pp.  46  (h),  407  (m). 

(m)  Bloxam  r.  Elsbe.    N.  P.    [1825] 

If  a  servant,  while  in  the  employ  of  his  master,  makes  an  inveh- 
tion,  that  invention  belongs  to  the  servant,  and  not  to  the  master. 
(1  a  d  P.  658 ;  By.  d  Mo,  187.) 

Simultaneous  Discoveries,  person  discovering  invention  contempo- 
raneously with  patentee  may  be  liable  for  infriugement,  p.  157  (y). 

Specification, 

Statutory  provisions — 
provisional  or  complete  to  accompany  application,  Patents  Act,  1883, 
sect.  6,  p.  410 
not  to  be  published  if  abandoned.  Patents  Act,  1885,  sect.  4,  p.  1. 
must  commence  with  title,  Patents  Act,  1883,  sect.  5  (5),  p.  410 
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provisional,  must  describe  nature  of  invention,  sect.  6,  p.  411 

and  be  accompanied  by  drawings  if  required^  sect.  6,  p.  411 

form  of,  sect.  33,  p.  146 
complete,  contents  of,  sect.  5  (4),  p.  410 

must  end  with  claim,  secU  5  (6),  p.  410 

may  refer  to  drawings  left  with  provisional.  Patents  Act,  1886» 
sect.  2,  p.  411 

form  of,  sect.  33,  p.  146 
reference  to  examiner,  Patents  Acts,  1883,  sects.  6,  7,  and  9  ;  and  1888» 

sects.  2  and  3,  pp.  34,  35 
time  for  leaving,  Patenrs  Acts,  1883,  sect.  8 ;  1885,  sect  3,  p.  35 
acceptance  of.  Patents  Act,  1883,  sect.  10,  p.  2 
protection  by,  sect.  14  and  15,  p.  396 
amendment  of,  sects.  18  to  21,  pp.  10, 11 
rules  as  to,  on  application,  Patent  Rules,  1890, 18  to  23,  p.  37, 
on  foreign  application,  rules  24  to  28,  p.  62, 
as  to  drawings  accompanying,  rules  30  to  33,  p.  84. 

JProviaional  »pecifieation — 

first  introduction  of,  pp.  412  (p),  415  (h) 

when  published  becomes  part  of  final  specification,  p.  414  (t) 

need  only  describe  natttre  of  invention,  pp»  411  (n),  412  (p),  (r),  414  (w) 

generality  of,  p.  412  (r) 

part  of,  may  be  omitted  from  complete  specification,  pp.  412  (r),  413  (s) 

will  not  supply  defect  in  complete  specification,  p.  412  (o) 

abandonment  ofi  pp.  248  (y),  414  (y) 

inspection  of,  p.  60  («) 

two  for  same  invention  by  different  inventors,  may  be  filed,  pp.  56  (k), 

414  (v) 
does  not  claim  anything,  p.  414  (u) 
omission  in,  p.  418  (e) 
need  not  describe  mode  of  carrying  out  invention,  p.  414  (w). 

Variance  bettoeen  prcvisUmal  and  comjpltte  specifications — 
variance  from  title,  pp.  565-^69 

Court  of  Chancery  granted  issue  for  jury  to  try  the  question  of,  p.  854  (r) 
when  alleged  infringement  is  not  covered  by  provisional,  p.  415  (b) 
claim  in  complete  is  not  foreshadowed  by  provisional,  p.  420  {f) 
two  instruments  mentioned  in  provisional  and  only  one  in  com- 
plete, p.  415  (z) 
complete  specification  describes  a  different  invention,  p.  418  (d) 
or  an  additional  invention,  p.  418  (e) 
patent  is  bad  altogether  and  not  only  as  to  addition,  p.  418  (J) 
fresh  discoveries  as  to  mode  of  carrying  out  invention   inserted    in 
complete,  pp.  419  (g%  420  (A),  (t). 

Complete  specification  must  he  sufficient  and  intelligible  witfiotU  e3i^[)eriments — 
must  describe  nature  of  invention,  pp.  421  (m),  422  (o),  424  (v),  425  (6), 

446  (n) 
and  how  it  is  to  be  performed,  pp.  422  (o),  424  (v),  (s),  425  (b\  430  (u\ 

432  (b) 
to  secure  useful  novelties  to  public,  pp.  422  (p),  (j),  429  (p),  (r),  436  (y) 
and  avoid  inadvertent  infringement,  pp.  425  (b),  427  (^,  429  (p),  («), 

446  (o)  447  («) 
must  be  c'lear,  pp.  421  (m),  423  (t),  426  (c),  429  («),  436  (t),  440  (u) 
precise,  pp.  423  (w),  424  (y),  (z),  442  (c) 
feir,  honest,  and  open,  pp.  425  (6),  426  (c),  428  (I) 
not  be  obstructing,  p.  429  (q) 
sufficiency  may  be  ascertained  by  experiment,  p.  430  (i;) 
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must  be  intelligible  to  penons  baving  skill  in  the  trade,  pp.  421  (m),  (n), 

422  fe),  424  («;),  (x),  426  (d),  (0,  427  (A'),  (0 
to  persons  of  ordinary  skill,  pp.  423  (r),  424  (w),  425  (6),  426  (/), 

427  (0,  429  («;),  430  («) 
correction  or  errors  by,  pp.  421  (n),  430  (0»  431  (y) 
to  mechanics,  pp.  421  (Q,  428  (n),  430  (a?) 
to  artists,  pp.  422  (o),  427  (0 
to  readers  of  specifications,  p.  428  (n) 
to  chemists,  pp.  428  (n),  436  (0 

must  be  sufficient  without  experiments,  pp.  423  (u),  430  (i) 
or  invention,  pp.  421  (Q,  426  (h\  426  (/),  428  (A) 
or  addition,  pp.  421  (Q,  424  (sc),  426  (/) 
or  correction,  pp.  426  (/),  430  (0 
or  repeated  trials,  pp.  421  (Z),  423  (u) 
to  produce  some  beneficial  effect,  pp.  406  (/),  428  (Jc) 
whether  it  is,  is  a  question  for  the  jury,  pp.  429  (a),  430  (u;). 

Musi  he  candid  and  not  misleading  or  ambiguous — 
must  be  candid  as  to  use  of  cheap  materials,  p.  436  (t) 
as  to  saving  of  labour,  p.  437  (k) 
as  to  mode  of  construction,  pp.  438  (Q,  442  (5),  443  (d) 
as  to  improvements  made  before  tiling  of  specification,  pp.  419  (</)» 

420(A),440(y),(r),457(2) 
must  not  state  many  modes  when  one  only  will  succeed,  p.  439  (o),  (p) 
must  not  be  misleadinz,  p.  436  (h) 
from  omissions,  pp.  436  (g\  439  (n) 
from  purposely  describing,  as  material,  useless  things  or  methods,  pp. 

436  (A),  (0,  437  O"),  438  (m),  439  (o),  (p),  441  (v),  443  (e) 
from  inaccuracy,  pp.  436  (t),  441  (x) 

must  not  be  ambiguous,  pp.  440  (t*),  441  (w),  442  (y),  (c),  445  (j) 
respecting  proportions  of  ingredients,  pp.  428  (?),  442  (c),  444  (/*) 

materials  to  be  used,  p.  444  (/),  (c^) 
when  ambiguity  affects  degree  of  benefit  only,  pp.  442  (y),  445  (t). 

Must  specify  an  improvement^  and  distinguish  what  is  new  from  what  is 
old — 
in  a  patent  for  a  combination,  pp.  448  (x\  (y),  449  (z),  450  (J\ 

improvements  on  a  known  machine,  pp.  445  (A;*  447  (p)» 

449(c) 
a  prior  patent,  pp.  446  (m),  447  (Q,  448  {w) 
a  partly  communicated  invention,  p.  449  (a) 
or  will  be  deemed  to  claim  all  described,  pp.  447  (r),  (t\  448  (w) 
except  things  notoriously  old,  pp.  448  {w\  460  (/) 
or  which'  manifestly  form  no  part  of  invention,  p.  448  (x) 
may  be  done  by  diawings,  p.  449  (ci). 

Mutt  not  daim  too  much — 

by  claiming  what  is  not  new,  pp.  454  (o),  455  (p),  (q),  (r),  456  (w\ 
457  (6),  458  (c),  (d) 

has  not  been  discovered,  pp.  455  (s\  456  (u\  (v) 
will  not  succeed,  pp.  456  (sc),  467  (y),  458  (e) 
application  instead  of  mode  of  application  of  principle,  pp. 
224  (d),  464  (o),  456  («),  457  (6),  458  (c),  (rf),  459  (g) 
immaterial  wliether  dune  fraudulently  or  inadvertently,  p.  455  {q) 
if  not  claimed  as  essential,  p.  456  (t) 

Construction  of — 
a  matter  of  law  for  the  Court,  pp.  461  (Z),  (p),  468  (»),  (j),  469  (n), 

470  (p) 
when  jury  have  explained  tenuF,  pp.  461  (7),  (^),  470  (|)) 
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to  be  taken  as  a  whole,  pp.  461  (n),  (p%  467  (c) 
*   and  in  connection  with  the  title,  pp.  462  («),  467  (c) 

but  cannot  be  extended  by  provisional  specification,  p.  470  (5) 
nor  ex|)lained  by  aid  of  disclaimer,  p.  23  (r) 
rules  of,  same  as  for  other  instruments,  pp.  471  («),  480  (n) 
should  be  in  the  most  beneficial  sense  to  the  advantage  of  the  jiatentee. 
Patents  Act,  1883,  Form  D.,  pp.  4G0, 480  (n) 
give  effect  to  intention  of  patentee,  p.  468  (g) 
words  to  be  construed  according  to  their  ord i  nary  meanin*r,  p. 463  (1*) 
and  read  as  by  a  person  of  ordinary  understanding,  p.  466  (a) 
of  claim,  most  strict,  pp.  460  (/),  466  (b) 
but  not  limited  to  method  described,  pp.  468  (A),  470  (o) 
verbal  errors,  immaterial  when  not  misleading,  pp.  4(51  (Q,(7/i),  (j?),471  (u) 
and  discoverable  without  experiments,  p.  471  (u) 
or  amounting  to  false  suggestion,  p.  471  (u) 
objections  to,  not  encouraged,  p.  472  (x). 
How  affected  by  stibseguent  discoveries — 
of  new  materials,  p.  480  (7) 
of  cheaper  methods,  p.  481  (0) 
of  improvements,  pp.  481  (?»),  497  (n) 
,       of  new  equivalents,  p.  481  (n) 

of  inutility  of  part  of  invention,  p.  481  (I) 
in  construing,  p.  430  (v). 
Tlie  claim — 
where  specification  contains  other  new  inventions  than  tliat  claimed, 
'       <    pp.  501  (c),  534  (w). 
Effect  of  drawings  anneoeed — 
execution  of.     See  rules  30  to  33,  pp.  84,  85 
form  part  of  specification,  p.  486  (t),  (h) 

may  of  themselves  form  a  sufficient  si^ecification,  pp.  486  (^),  (?),  487  («) 
may  explain  body  of  specification,  pp.  486  (A),  (/),  487  (m) 
errors  in,  p.  471  (tt) 
absence  of  a  scale,  p.  486  (Jc) 
Comparison  of  specifications,  p.  487 
Evidence  of  sufficiency  of  p.  364. 

Statutory  Provisions. 

Patents  Act,  1883,  sect.  6.  (I.)  An  application  for  a  patent  must  be 
made  in  the  form  set  forth  in  the  First  Schedule  to  this  Act,  or  in  such  other 
form  as  may  be  from  time  to  time  prescribed ;  and  must  be  left  at,  or  sent  by- 
post  to,  the  Patent  Office  in  the  prescribed  manner. 

(2.)  An  application  must  contain  a  declaration  to  the  effect  that  the 
applicant  is  in  possession  of  an  invention,  whereof  he,  or  in  the  case  of  a  joint 
{4>plication,  one  or  more  of  the  applicants,  claims  or  claim  to  be  the  true  and 
first  inventor  or  inventors,  and  for  which  he  or  they  desires  or  desire  to 
obtain  a  patent ;  and  must  be  accompanied  by  either  a  provisional  or  complete 
specification. 

(3.)  A  provisional  specification  must  describe  the  nature  of  the  invention, 
and  be  accompanied  by  drawings,  if  required. 

(4.)  A  complete  specification,  whether  left  on  application  or  subsequently, 
must  particularly  describe  and  ascertain  the  nature  of  the  invention,  and  in 
what  manner  it  is  to  be  performed,  and  must  be  accompanied  by  drawings,  if 
required. 

•  (6.)  A  specification,  whether  provisional  or  complete,  must  commence  with 
the  title,  and  in  the  case  of  a  complete  specification  must  end  with  a  distinct 
statement  of  the  Invention  claimed. 
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Patbmts  Acrr,  1886,  sect.  2.  The  requirement  of  sub-sect.  4  of  sect  5  of 
t&e  PateDtSy  Designs  and  Trade  Marks  Act,  1883,  as  to  drawings  shall  not 
be  deemed  to  be  insufficiently  complied  with  by  reason  only  that  instead  of 
being  accompanied  by  drawings  the  complete  specification  refers  to  the 
drawings  which  accompanied  the  provisional  specitication.  And  no  patent 
heretofore  sealed  shall  be  invalid  by  reason  only  that  the  complete  specification 
was  not  accompanied  by  drawings  but  referred  to  those  which  accompanied 
the  provisional  specification. 

Patents  Act,  1883,  sect.  6.  The  comptroller  shall  refer  every  application 
to  an  examiner,  who  shall  ascertain  and  report  to  the  comptroller  whether  the 
nature  of  the  invention  has  been  fairly  described,  and  the  application, 
specification,  and  drawings  (if  any)  have  been  prepared  in  the  prescribed 
manner,  and  the  title  sufficiently  indicates  the  subject-matter  of  the 
invention. 


Patents  Act,  1888,  sect.  2.  For  sect  7  of  the  principal  Act  the 
following  section  shall  be  substituted,  namely: — 7.  (1.)  If  tne  examiner 
reports  that  the  nature  of  the  invention  is  not  fairly  described,  or  that  the 
application,  specification,  or  drawings  has  not,  or  have  not,  been  prepared  in 
the  prescribed  manner,  or  that  the  title  does  not  sufficiently  indicate  the 
subject-matter  of  the  invention,  the  comptroller  may  refuse  to  accept  the 
application,  or.  require  that  the  application,  specification  or  drawings  be 
amended  before  he  proceeds  with  the  application :  and  in  the  latter  case  the 
application  shall,  if  the  comptroller  so  directs,  bear  date  as  from  the  time  when 
the  requirement  is  complied  with. 

[For  the  remainder  of  the  section,  see  p.  560.] 

Promaioncd  Specification, 

(n)  In  re  Newall  and  Elliott.     [1858] 

A.  was  the  inventor  of  "  improvements  in  apparatus  employed 
in  laying  down  submarine  electric  telegraph  wires."  In  the  pro- 
visional specification  the  invention  was  thus  described:  "The 
cable  or  rope  containin^r  the  insulated  wire  or  wires  is  passed 
round  a  cone,  so  that  the  cable  in  being  drawn  ofif  the  coil  is 
prevented  from  kinking  by  means  of  the  cone^  and  there  is  a 
cylinder  on  the  outside,  which  prevents  the  coil  from  shifting  in 
its  place."  In  the  complete  specification,  after  describing  the  in- 
vention in  the  same  terms,  the  inventor  proceeded  to  describe 
some  rings  which  were  placed  so  as  to  prevent  the  bight  of  the 
rope  from  flying  out  when  going  at  a  rapid  speed,  and  at  the  end 
claimed,  first,  coiling  the  wire  or  cable  round  a  cone ;  second,  the 
supports  placed  cylindrically  outside  the  coil  round  the  cone; 
third,  the  use  of  rings  in  combination  Mrith  the  cone  as  described : 
— Heldy  that  the  vaUdity  of  the  patent  was  not  aflfected  by  the 
omission  of  all  mention  of  the  metal  rings  in  the  provisional  speci- 
fication. Byles,  J. :  "  The  office  of  the  provisional  specification  is 
only  to  describe  generally  and  fairly  the  nature  of  the  invention, 
and  not  to  enter  into  all  the  minute  details  as  to  the  manner  in 
which  the  invention  is  to  be  carried  out ;  otherwise  the  provisional 
specification  must  be  as  full  as  the  complete  specification,  and 
drawn  with  as  much  care  and  deliberation.  Indeed,  the  statute 
itself  indicates  this  distinction  between  the  provisional  and  the 
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final  speoifioation ;  for,  it  calls  the  latter  the  complete  Bpecification^ 
implying  that  the  former  is,  or  may  legally  be,  in  some  respects 
executory  and  incomplete.  Moreover,  it  enacts  (s.  6)  that  the 
provisional  specification  in  to  describe  the  ncUure  of  the  invention, 
and  no  more ;  but  when  the  statute  comes  to  speak  of  the  complete 
specification,  its  language  is  altogether  different."  (4  C.  i?.,  N.  S^ 
269 ;  4  Jur.,  N.  8.  662 ;  27  L.  J.,  C.  P.  337.) 

(o)  Mackelcan  v.  Bennib.    [1862] 

Action  for  the  infringement  of  a  patent  for  "  improvements  in 
fioating  docks."  It  was  proved,  during  the  trial  at  nisi  piins, 
that  the  construction  was  not  novel,  floating  docks  having  been 
previously  constructed  of  timber.  The  plaintiff  then  alleged  his 
invention  to  consist  entirely  in  the  use^of  iron  in  their  construction, 
according  to  the  mode  pointed  out  in  the  specification.  The 
provisional  specification  did,  but  the  complete  specification  did 
not,  mention  iron  as  being  used  in  the  construction.  Erie,  C.J» 
(affirmed  by  the  Court  of  Common  Fleas),  heldj  that  the  provisional 
specification  could  not  be  prayed  in  aid  for  the  purpose  of  supply- 
ing a  defect  in  the  subsequent  complete  specification.  (13  C.  B.^ 
N.  8.  62.) 

(p)  NewilLL  v.  Elliott.    [1864] 

Pollock,  C.B. :  '*  The  object  of  the  statute,  which  requires  a 
provisional  specification,  is  nothing  more  than  a  legislative  recog- 
nition of  the  custom  which  called  upon  every  patentee,  when  he 
applies  for  the  patent,  to  give  some  notion  of  what  his  invention 
is.  That  has  been  followed  by  an  Act  of  Parliament  requiring  it 
to  be  done;  but  the  object  in  both  cases  is  to  ascertain  the 
identity  of  the  invention,  and  to  make  it  certain  that  the  patentee 
shall  mtimately  obtain  his  patent  for  that  invention  which  he 
presented  to  the  Attorney-General  in  the  first  instance  .  »  •  .  I 
have  no  doubt  that  the  object  of  the  Act  of  Parliament  was  not  to 
ascertain  the  entirety  of  the  invention,  but  the  identity  of  tho 
invention,  so  as  to  enable  the  Attorney-General,  and,  in  fact,  to 
enable  a  jury,  ultimately  to  determine  whether  the  invention  fully 
specified  was  the  same  invention  as  that  which  was  presented  to 
tne  notice  of  the  Attorney-General  by  the  provisional  specification.'* 
(10  Jttr.,  JV:  8.  966.) 

Of)  FOXWBLL  V.  BOSTOCK.      Ch.     [1864] 

The  provisional  and  complete  specifications  of  a  patent  ought 
not  so  to  differ,  as  that  the  nature  of  the  invention  as  described  iu 
the  one,  shall  be  materially  different  from  the  nature  of  the  inven- 
tion, as  described  in  the  other.  (4  De  G.,  J.  d  S.29Si  12  W.  B. 
723;  10  L.  T.  JBep.,  K  8.  144.) 

(r)  Penn  v.  Bibby  :  Penn  v.  Jacsl    Ch.    [1866] 

Chelmsford,  L.C.,  in  the  course  of  his  judgment,  said  :  *'  It  seems 
clear  from   these  uections   (Patent  Law  Amendment   Act,   1862» 
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sects.  6  and  8)  that  the  office  of  the  provisional  specification  is  to 
describe  the  nature  of  the  invention,  not  with  minute  particularity, 
but  with  sufficient  precision  and  accuracy  to  inform  the  law  officer 
what  is  to  bo  the  subject-matter  of  the  patent.  .  .  .  The  filing  of 
the  provisional  specification,  by  the  express  provisions  of  the 
statute,  protects  the  invention  for  six  months,  and  gives  the 
patentee,  during  this  period,  the  like  powers,  rights,  and  privileges, 
as  might  have  been  conferred  upon  him  by  letters  patent.  The 
object  of  this  protection  evidently  is,  to  enable  the  patentee  to 
perfect  his  invention  by  experiments,  which,  although  open  and 
known,  will  not  be  a  user  and  publication  to  the  prejudice  of 
letters  patent  to  be  afterwards  granted,  so  that  he  may  be  in  a 
condition  to  describe  in  his  complete  specification,  as  the  result  of 
his  experience,  the  best  manner  of  performing  the  invention.  It 
clearly  appears,  therefore,  that  the  complete  specification  is,  in  a 
sense,  supplemental  to  the  provisional  specification,  not  going 
beyond,  nor  varying  from  it  as  to  the  nature  of  the  invention,  but 
conveying  additional  information,  which  may  have  been  acquired 
during  the  currency  of  the  provisional  sptscification,  as  to  the 
manner  in  which  the  invention  is  to  be  performed.  From  this 
description  of  the  diflferent  offices  of  the  two  specifications,  it 
follows  that  upon  an  issue  '  whether  the  specification,  enrolled  in 
pui-suance  of  the  letters  patent,  describes  and  ascertains  the  nature 
of  the  invention/  if  the  claim  in  the  complete  specification  is  com- 
prehended within  the  terms  of  the  provisional  specification,  that 
issue  will  be  sati^fied.  The  relation  which  the  provisional  speci- 
fication bears  to  the  complete  specification  is  much  the  same  as  that 
which,  before  the  Patent  Law  Amendment  Act,  the  title  bore  to 
the  specification.  The  observations  of  Tindal,  C.J.,  in  Cook  v. 
Pearce^  are  as  applicable  to  the  provisional  specification  now,  as 
they  were  to  the  title  formerly."  (L.  JR.,  2  Ch.  132.)  •*  Nor  is  it 
at  all  necessary  that  the  complete  specification  should  extend  to 
evt-rything  comprehended  within  the  provisional  specification* 
Perhaps  a  better  illustration  of  this  proposition  could  not  be  given 
than  that  which  was  oflFered  in  the  course  of  the  argument.  If 
the  patentee  were  to  introduce  into  hisj  complete  specification 
everything  which  was  warranted  by  the  terms  of -the  provisional 
specification,  and  afterwards  found  that  a  part  of  that  which  he 
had  claimed  would  invalidate  his  patent  for  want  of  novelty, 
or  for  any  other  reason,  he  might  afterwards  cure  the  objection  by 
a  diKclaimer,  Now,  if  he  would  be  allowed  to  disclaim  in  such  a 
case,  which  is  matter  of  indulgence,  he  must  have  a  right  to 
waive  his  claim  to  any  portion  of  the  grant  which  the  allowance 
of  the  provisional  specification  had  entitled  him  to  demand." 
{lb.  134.) 

(«)  Thomas  v.  Wixch.     [1866] 

Any  part  of  the  provisional  specification  of  a  patent  may  be 
omitted  in  the  complete  specification,  if  there  is  no  fraud,  and  the 
effect  of  the  remamder  is  not  altered  by  the  omission.  (X.  JR., 
1  a  P.  192 ;  12  Jttr.,  N.  S.  316 ;  35  X.  J.,  a  P.  200.) 
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(0  Stoner  v.  Todd.    M.  B.    [1876] 

Jessel,  M.B. :  '*  A  provisional  Bpecification  was  never  intended 
to  be  more  than  a  mode  of  protecting  an  inventor  until  the  time 
for  filing;  the  final  specification.  It  was  not  intended  to  contain 
a  complete  description  of  the  thing  so  as  to  enable  any  workman 
of  ordinary  skill  to  make  it,  bnt  only  to  disclose  the  invention, 
fairly,  no  doubt,  but  in  its  rough  state,  until  the  inventor  could 
perfect  its  details.  Again,  the  provisional  specification,  as  such,  is 
not  and  cannot  be  known  to  the  public;  it  is  never  published 
unless  with  the  final  specification,  when  they  become  parts  of  the 
same  document,  except  in  cases  where  the  time  has  passed  within 
which  the  final  specification  must  be  filed  or  treated  as  abandoned. 
That  being  so,  we  do  not  find,  as  a  rule,  that  complete  description 
in  a  provisional  specification  which  is  required  to  enable  a  work- 
man of  ordinary  skill  to  carry  out  the  invention."     (4  Ch.  D.  69.) 

(m)  Lucas  ».  Miller.    [1885] 

It  is  not  the  function  of  a  provisional  specification  to  claim 
anything.     {Griff  156 ;  2  O.  JR.  165.) 

(»)  Lister  v.  Norton.    [1886] 

A  provisional  specification  was  the  creation  of  the  Act  of  1852, 
which  enacts,  in  sect.  8,  that  the  invention  therein  referred  to  may, 
during  six  months  from  the  date  of  application,  be  use<l  and 
published  without  prejudice  to  any  letters  patv;nt  "to  l>e  granted 
for  the  same."  The  phrase,  **  to  be  granted  for  the  same," 
means,  in  this  section,  and  in  the  9th  section,  for  the  Kamo 
invention,  and  does  not  refer  to  the  application  or  petition, 
and  accordingly  when  a  second  provisional  specification  is  filed 
during  the  six  months,  there  is  no  express  condition  in  the  Act 
avoiding  the  protection  conferred  in  respect  of  the  first,  and  the 
decision  in  Oxley  v.  Holden  does  not  allow  the  Court  to  say  tliat 
there  is  an  implied  condition.     (Griff  148 ;  S  O.  B,  199.) 

(»)  Woodward  ».  Sansum.    C.  A.     [1887] 

A  patentee  putting  in  a  provisional  specification,  showing  the 
nature  of  his  invention  is  not  bound  to  describe  the  way  in  which 
that  can  be  carried  out.     (4  0.  B.  166.) 

(«)   SiDDELL  V.   ViCKERS.      [1888] 

The  remarks  made  in  Woodward  v.  Sansum  (see  p.  420  (^))  as  to 
provisional  specification  cited  and  approved.    (39  Ch.  D.  92.) 

Variance  between  Provisional  and  Complete  Specifications. 

(y)  Penn  v.  Bibby:  Penn  v.  Jack.    [1866] 

The  provisional  specification  of  a  patent  for  an  improvement 
in  the  oearings  and  bushes  for  the  shafts  of  screw  and  submerged 
propellers,  described  the  invention  as  consisting  in  employing 
wood  in  the  construction  of  such  bearings  and  bushes.  The 
complete  specification,  after   describing  the  mode  in  which  the 
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wobd  was  used,  olaimed  the  employment  of  wood  in  the  confitrac- 
tion  of  the  bearings  and  bushes  *'  as  therein  described  " : — Held,  that 
this  was  no  such  variation  between  the  provisional  and  complete 
specification,  as  wonld  invalidate  the  patent.  (L.  B,  2  Gh,  127 ; 
36  L.  J.,  Ch.  455  ;  15  L.  T.  Eep.  N.  8.  399  ;  15  IF.  B.  208.) 

(z)  Thomas  v.  Welch.    [1866] 

The  provisional  specification  of  a  patent  for  sewing  machines, 
claimed,  amongst  other  improvements,  that  a  certain  instrument 
which  moved  the  work,  "  or  another  acting  therewith,"  acted  to 
hold  the  work  during  the  insertion  of  the  needle,  while  the 
complete  specification  appeared  to  describe  only  one  instrument  as 
moving  and  holding  the  work  : — Held,  that  such  a  variance  would 
not  invalidate  the  patent.  (X.  U.,  1  O.  P.  192;  12  Jur.,  N.  8. 
316;  35L.  J:,  O.  P.  200.) 

(a)  Wright  r.  Hitchoock     [1870] 

The  title  of  the  patent  being  for  improvements  in  the  manu- 
facture of  frills  or  ruffles,  and  the  provisional  specification 
describing  the  invention  as  relating  to  a  particular  manufacture  of 
frills  and  ruffles,  the  complete  specification  desciibed  the  invention 
as  relating  to  a  particular  manufacture  of  frills,  ruffles,  or 
trimmings : — Held,  that  this  was  no  such  material  variation,  as  to 
render  the  patent  invalid.  (L.  B.,  5  Exch.  37 ;  39  L.  J.,  Exch.  97.) 
Kelly,  C.B.,  said:  "A  third  point  made  is  that  there  is  an 
inconsistency  between  the  provisional  and  the  final  specification, 
the  word  *  trimming  *  being  added  in  the  latter.  But  by  whatever 
name  it  is  described,  the  thing  is  in  itself  identical ;  it  is  some- 
thing attached  to  any  part  of  the  dress,  either  of  men  or  women, 
whether  it  \a  called  the  frill  of  a  sleeve,  or  the  ruffle  of  a  shirt, 
or  the  trimming  of  a  lady's  dress.  These  are  all  ejusdem  generis, 
and  the  description  is  only  important  for  the  purpose  of  showing 
for  what  purpose  the  product  may  be  xdtimately  used  when  it  has 
been  manufactured  by  means  of  the  plaintiff 's  invention  "  (X.  Bep.^ 
5  Ex.  46.) 

(6)  Bailet  v.  Roberton.    H.  L.    [1878] 

The  provisional  specification  of  a  patent  stated  the  object  of 
the  invention  to  be  the  preserving  of  animal  substances  in  a 
fresh  state;  and  the  patentees  therein  claimed  the  use  of  a 
solution  composed  of  a  certain  quantity  of  gelatine  mixed  with 
bisulphite  of  lime,  but  in  the  complete  specification  they  claimed 
as  "  solution  No.  1 "  a  solution  composed  of  bisulphite  of  lime 
alone.  In  an  action  for  infringement  for  the  use  of  bisulphite 
of  lime,  pure  and  simple : — Held,  that  the  complete  specification,  if 
large  enough  to  cover  the  employment  of  bisulphite  of  lime  for 
the  preservation  of  animal  substances  as  practised  by  the  defenders, 
would  claim  an  invention  larger  than  and  difierent  from  that 
disclosed  in  the  provisional  specification,  and  that,  therefore,  the 
patent  was  not  valid  and  effectual  to  secure  to  the  patentees  the 


Digitized  by  VjOOQ  IC 


416  SPECIFICATION: 

invention  need  by  the  defenders,  though  it  mi^ht  be  valid  to 
secure  to  them  the  invention  described  in  the  provisional  specifica- 
tion.    (H  App.  Cos.  1055,^ 

.  Lord  Blackburn  :  "  Wnen  you  consider  the  history  of  patents  in 
England,  there  is  not  very  much  difficulty  in  construing  the 
statute  of  1852,  upon  which  it  all  turns,  so  far  as  regards  this 
particular  case.  This  is  a  Scotch  case,  but  I- think  that  the  Scotch 
patent  law  has  entirely  adopted  and  incorporated  the  English. 
The  patent  law,  dating  from  the  time  of  James,  gave  a  monopoly 
to  the  invention  of  the  first  inventor,  it  therefore  gave  a  monopoly 
solely  to  that  invention  which  was  his  invention ;  he  could  not 
claim  an  invention  greater  than  the  title  of  the  patent,  but  the 
titles  were  of  extreme  generality.     It  is  in  this  particular  instance 

*  for  improvements  in  preserving  animal  substances.'  Almost  any 
kind  of  thing  would  come  under  that  description ;  the  mere  title 
gave  very  little  instruction.  Then  in  the  time  of  Queen  Anne, 
the  attorney-general  of  the  day  invented  what  was  obviously  a 
very  great  improvement.  He  made  it  a  condition  that  the 
patentee  should,  within  six  months,  particularly  *  describe  and 
ascertain '  the  invention  and  the  manner  in  which  it  was  to  bo 
performed ;  if  not,  it  should  be  void.  If  that  was  done  at  the  end 
uf  six  months,  that  specification  fixed  what  was  the  invention 
for  which  the  patent  was  granted.  Then  during  the  six  months  it 
would  have  been,  and  before  specifications  were  invented  it  must 
have  been,  a  question  of  evidence  as  to  what  was  the  invention 
for  which  he  went  to  the  Crown,  and  for  which  the  Crown  granted 
a  monopol}',  and  the  traverse  of  that  would  be  the  proof.  Then 
came  the  statute  of  1852,  which  introduced  a  further  amendment. 
It  enacted  that  when  persons  went  to  apply  for  letters  patent  they 
should  deposit  a  provisional  specification.  That  provisional 
specification  describes  the  invention  in  terms  very  difierent  indeed 
from  those  in  which  the  final  specification  described  it.  In  this 
case,  instead  of  saying  *  it  shall  particularly  describe  and  ascertain 
the  nature  of  the  invention  and  in  what  manner  the  same  shall  be 
performed,'  all  that  the  statute  says  is  that  in  the  provisional 
specification  which  the  applicant  leaves  with  the  law  oftfoer  of  the 
Crown  when  he  applies  for  a  patent,  he  shall  state  the  nature  of 
the  invention — no  more  than  that ";  ai  d  then,  when  the  law  officer 
of  the  Crown,  to  whom  it  is  referred,  has  looked  at  it,  and  finds  it 
does  state  the  nature  of  the  iuvention,  but  thinks  the  nature  of 
the  invention  as  stated  is  large  or  too  vague,  he  may  require  him 
to  amend  it ;  but  if  not,  then  he  grants  his  certificate  to  use  the 
patent  publicly,  without  at  all  thereby  making  a  present  of  the 
discovery  to  the  public;  and  when  it  came  to  be  a  question 
whether  or  no  what  he  was  doing  during  that  six  months  did 
avoid  the  patent,  I  take  it  the  process  must  have  been  to  say^ 

*  look  at  the  nature  of  the  invention  described  in  the  provisional 
specification,  and  say  whether  this  which  you  have  been  doing, 
and  which  you  say  was  a  i>art  of  the  patent,  is  fairly  within  the 
nature  of  the  invention  you  have  desciibed,  in  that  case  you  are 
protected  ;  but  if  it  is  a  new  and  separate  invention,  and  a  different 
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one,  then  yon  are  not  proteoted.*  I  cannot  bnt  think  that  when 
that  is  once  looked  at,  it  becomes  pretty  clear  that  when  the 
nature  of  an  invention  has  been  described  in  the  provisional 
specification  in  the  way  which  has  been  mentioned,  if  something 
were  fonnd  out  during  the  six  months  to  make  the  invention  work 
better,  or  with  respect  to  the  mode  in  which  the  operation  may  be 
performed— a  thing  which  is  very  likely  to  happen  when,  in 
carrying  out  his  invention,  the  inventor  finds  that  some  particular 
bit  will  not  work  so  smoothly  as  he  expected,  and  it  is  necessary 
to  add  a  little  supplement  to  it — still  the  nature  of  his  invention 
remains  the  same,  and  it  is  no  objection  that  in  the  complete 
specification,  which  comes  afterwards,  the  invention  or  application 
is  described  more  particularly  and  in  more  detail,  or  even  if  it  be 
shown  that  there  has  been  more  discovery  made,  and  so  as  to 
make  the  invention  which  he  has  described  in  the  provisional 
specification  really  workable.  If  nothing  more  is  done  than  that, 
1  think  it  is  good ;  but  as  soon  as  it  comes  to  be  more  than  that, 
and  the  patentee  says,  in  the  provisional  specification,  I  describe 
my  invention  as  A,  and  in  the  complete  specification  he  says  I 
hereby  describe  A  and  also  B,  then,  as  far  as  regards  B,  it  is  void, 
because  the  letters  patent  were  granted  for  the  invention  that  was 
described  in  the  provisional  specification,  and  do  not  cover  the 
invention  that  is  described  in  the  other."  (16.  1073.)  (See 
Horrocks  v.  Siuhbs,  post,  p.  418  (/).) 

(c)  United  Tklephonb  Company  v,  Habrison,  Cox,  Walker  and 
Company.    [1882] 

In  the  complete  specification  filed  on  January  30th,  1878,  as 
modified  by  disclaimers :  Edison  claimed :  "  (3)  the  method  herein 
specified  of  recording  the  undulations  of  the  diaphragm  or  yielding 
material,  and  the  reproduction  of  sound  by  such  material  acting 
upon  a  diaphragm  to  communicate  to  the  same  vibrations  similar 
to  the  original  ones,  substantially  as  set  forth."  This  recording 
instrument,  which  became  known  as  the  phonograph,  was  fully 
described  in  the  complete  specification.  The  title  of  the  pro- 
visional specification  was  "  controlling  by  sound  the  transmission 
of  electric  currents  and  the  reproduction  of  corresponding  sounds 
at  a  distance."  After  pointing  out  that  the  friction  of  a  point  or 
surface  in  contact  with  a  properly  prepared  and  slowly  moving 
surface  is  very  much  increased  or  lessened  by  the  strength  of  the 
electric  wave  passing  at  the  point  of  contact,  and  that  from  this 
variation  in  the  friction  "  a  greater  or  less  vibration  is  given  to 
the  mechanism  or  means  that  produce  or  develop  the  nound  at  the 
receiving  station,  thereby  rendering  clear  and  distinct  the  sound 
received  that  otherwise  would  not  be  audible,"  the  pro- 
visional specification  proceeded :  *'  To  carry  out  the  peculiarities 
of  my  invention  under  the  varying  conditions  of  use,  I  have 
devised  several  modifications  of  the  transmitting,  receiving, 
and  intensifying  devices  employed  in  this  sound  telegraph; 
portions  of  the  apparatus  are  interchangeably  available  in  ti-ans- 
mitting  or  recording,  others  are  adapted  to  local  use ;  some  are 

2  E 


Digitized  by  VjOOQ  IC 


418  SPECIFICATION: 

only  Available  in  transmitting,  afid  others  only  for  reoeiying;  und 
some  portions  of  my  improvement  oan  be  availed  of  to  make  a 
record  of  the  atmospheric  sound  waves,  or  of  the  electrio  waves  or 
pulsations  corresponding  thereto  or  resulting  therefirom.*'  Meld^ 
by  Fry,  J.,  that  although  some  of  these  words  might  be  held  to 
refer  to  an  instrument  like  the  phonograph,  yet  that  as  -the  inven* 
tion  in  the  provisional  specification  was  confined  to  the  trans- 
mission of  sounds  by  electrical  agency  to  a  distance,  and  oould 
not  honestly  be  intended  to  include  the  phonograph  if  known  at 
the  time,  there  was  a  fatal  variance,  and  the  patent  was  bad. 
(21  Ch.  D.  720,  at  p.  746.) 

(d)  Lucas  v.  Miller.    [1885] 

The  patentee  of  an  invention  for  an  improved  bicycle  lamp, 
described  in  the  provisional  specification  the  mode  of  opening  the 
lamp  and  barrel,  and  afterwards  thought  it  would  be  an  improve- 
ment to  have  a  rim  within  the  barrel.  Heldy  by  Kay,  J.,  that  this 
was  not  an  invention  so  completely  apart  from  the  invention  de- 
scribed in  the  provisional  specification  as  to  make  the  patent  bad 
because  it  was  a  part  of  the  claim  in  the  complete  specification. 
(Griff.  166  ;  2  0.B.  155.) 

(e)  Watlinq  17.  Stevens.    C.  A.     [1886] 

Esher,  M.B. :  *'  If  the  complete  specification  sets  out  and  claims 
an  inventioA  independent  of  that  which  is  in  the  provisional 
specification,  besides  also  describing  that  invention  which  is  in  the 
provisional  specification,  then  the  complete  specification  is  bad. 
It  would  be  equally  bad  if  the  invention  described  in  the  complete 
specification  were  a  wholly  different  invention  from  that  described 
in  the  provisional  specification,  because  as  has  been  said  the  patent 
then  is  not  given  for  the  invention  which  is  described  in  the 
provisional  specification.  Therefore,  if  there  were  only  one  inven- 
tion described  in  the  provisional  application,  and  only  one  in  the 
complete  specification,  but  those  two  inventions  were  wholly  and 
substantially  different,  the  patent  would  be  bad.  So  if  an  inven- 
tion is  described  in  the  provisional  specification,  which  invention 
is  also  described  in  the  complete  specification,  but  in  the  com- 
plete specification  another  and  distinct  invention  is  described  and 
claimed,  then  it  is  bad,  because  with  regard  to  the  second  in- 
vention so  described  and  claimed  in  the  complete  specification, 
there  would  be  no  provisional  specification  to  cover  it.**  (Griff, 
240;  3  0.  JB.  147atp.  161.) 

(/)  HoRROCKS  V.  Stubbs.     [1886] 

The  claim  in  the  provisional  specification  was  for  improvements 
in  machinery  for  doubling,  twisting,  and  winding  threads,  and  the 
prime  object  of  the  whole  invention  was  the  arresting  of  the  whole 
machine  by  detector  mechanism.  In  the  complete  specification 
claim  8  claimed  *'  the  arranging  of  the  oscillating  frame  so  that  it 
can  be  sustainevl  when  lifted  by  a  prop,  which  is  withdrawn  when 
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£he  lever  is  lifted  to  start  the  winding."  This  prop  was  not 
mentioned  in  the  provisional  specification : — Held,  that  as  it  had  to 
do  with  piecing  the  thread  and  not  with  arresting  the  whole 
machine,  and  was  applicable  to  a  particular  isolated  portion  of  the 
machine,  it  was  not  a  part  of  nor  fairly  developed  from  or  fore^ 
shadowed  by  the  provisional  specification,  and  that,  therefore, 
there  was  a  fatal  variance.  In  the  course  of  his  judgment 
Bristowe,  V.-C,  referred  to  the  following  words  of  Blackburn,  L., 
in  Bailey  v.  BoherUm  (sup.  p.  417) :  "As  soon  as  it  comes  to  be 
more  than  that,  and  viq  patentee  says  in  the  provisional  specifi* 
cation,  I  describe  my  invention  as  A,  and  in  the  complete 
specification  he  says,  I  hereby  describe  A  and  also  B,  then  as 
far  as  regards  B  it  is  void,  because  the  letters  patent  were 
granted  for  the  invention  that  was  described  in  the  provisional 
specification,  and  do  not  cover  the  invention  that  is  described 
in  the  other ; "  and  proceeded,  "  I  have  always  considered  that 
his  Lordship  must  have  meant  by  that,  then  having  regard  to  B, 
the  patent  is  void,  not  as  regards  but  having  regard  to  B.  I 
think  that  is  the  true  view  when  you  compare  the  judgment  of 
Lord  Cairns  with  that  of  Lord  Blackburn."  (3  0.  B.  221,  at 
p.  232.) 

(jg)  MosELEY  V.  The  Victoria  Eubbbr  Company.    [1887] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
producing  designs  on  waterproof  fabrics,  it  appeared  that  the 
provisional  specification  spoke  of  vulcanisation  by  "the  well- 
known  cold  vulcanising  process."  At  the  date  of  the  provisional 
specification  the  best  known  cold  vulcanising  process  was  the  cold 
roller  process,  but  the  plaintiflf  in  the  complete  specification 
referred  to  a  different  process  called  the  cold  vapour  process: — 
Held,  on  the  facts  that  the  cold  vapour  process  was  known  and  in 
use  at  the  earlier  date ;  that  the  term  "  well-known  cold  vulcan- 
ising process"  was  sufficient  to  include  the  cold  vapour  process; 
that  even  if  the  provisional  specification  did  not  mention  the  cold 
vapour  process  the  omission  was  not  sufficient  to  invalidate  the 
patent,  and  that  if  the  patentee  made  the  discovery  in  the 
interval,  he  was  bound  to  mention  the  cold  vapour  process  in  the 
final  specification.     (4  0.  B,  241.) 

The  provisional  specification  also  mentioned  the  use  of  colours 
as  follows  :  "  If  the  design  is  to  be  produced  before  vulcanisation, 
I  imprint  it  in  colours  upon  the  surface  of  the  farina-coated  fabric 
by  suitable  means,  such  for  example  as  those  employed  in  colour 
printing."  The  complete  specification  stated  that  colours  might 
be  used  for  printing  the  design,  and  that  they  should  be  mixed 
with  or  dissolved  in  suitable  media,  which  would  combine  with, 
temporarily  soften  or  otherwise  act  upon  the  surface  of  the 
india-rubber  so  as  to  cause  the  colour  to  adhere  thereto  or 
combine  therewith,  and  then  named  several  suitable  media: — 
Held,  that  the  omission  to  mention  the  suitable  media  in  the 
provisional  specification  was  no  ground  for  upsetting  the  patent. 
(lb.  249.) 
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(h)  Woodward  v.  Sansqm.    C.  A.    [1887] 

A  patentee  in  his  proYisional  specifLcation  described  a  mode  of 
carrying  his  invention  into  effect  which  was  different  from  that 
which  he  stated  in  the  complete  specification  : — Heldj  that  as  both 
modes  were  really  within  the  same  invention,  which  was  described 
in  general  terms  in  the  provisional  specification,  the  patent  was 
not  bad.  A  patentee  putting  in  a  provisional  specification  need 
not  describe  any  way  in  which  it  can  be  carried  out,  and  if  he 
does  describe  a  way,  and  before  filing  the  complete  specification  he 
finds  out  an  improved  way  of  carrying  out  what  is  described  as 
his  invention  in  the  provisional  specification,  then  he  not  only 
may  but  must  give  the  public  the  benefit  of  what  he  has  dis- 
covered as  regards  the  mode  of  carrying  the  invention  into  effect, 
even  although  there  may  be  improvement  and  even  invention 
which  were  not  known  to  him  at  the  time  of  the  provisional  speci- 
fication.    (4  0.  B.  166.) 

(ft*)  Hutchison  v.  Pattullo.    [1888] 

Where  the  provisional  specification  contemplated  a  particular 
process  for  the  treating  of  oils  and  fats,  but  the  complete  specifica- 
tion did  not  treat  the  process  as  an  essential  part  of  the  invention 
at  all,  and  claimed  (1)  the  process,  (^2)  the  combined  thickened 
vegetable  or  animal  oils  or  fats  with  mineral  oils : — Held^  that  there 
was  a  fatal  variance.     (5  O.  B.  351.) 

(t)  SiDDBLL  V.  ViCKERS.     C.  A.  and  H.  L.     [1888] 

The  remarks  made  by  Cotton,  L.J.,  in  Woodward  v.  Sansufn^  as 
to  variance  between  provisional  and  complete  specification  in  the 
mode  of  carrying  out,  cited  and  approved.    (39  Ch,  D.  92.) 

Where  it  is  alleged  that  one  of  three  processes,  claimed  in  the 
complete  specification,  is  not  covered  by  the  provisional,  the  pro- 
visional specification  must  be  construed  with  reference  to  the 
complete.  (6  0.  i^.  81.)  The  new  machinery  of  the  comptroller  and 
examiner  has  not  superseded  the  necessity  of  conformity  between 
the  provisional  and  complete  specifications.     (7  0.  B.  292.) 

(»*)  Crampton  v.  Patents  Investment  Company.    C.  A.    [1889] 

Where  the  variance  alleged  amounted  to  nothing  more  than 
possibly  some  additional  discovery  of  the  same  nature  as  that  indi- 
cated in  the  provisional  specification : — Held^  that  it  was  not  fatal. 
(6  0.  B.  287.) 

(f)  King,  Brown  and  Company  v,  Anglo-American  Brcsh  Corpora- 
tion. [1889] 
In  a  patent  for  improvements  in  apparatus  for  generating 
electricity,  the  Court  found  that  all  that  was  foreshadowed  in  the 
provisional  specification  (in  so  far  as  it  related  to  the  commutator 
which  was  a  most  important  part)  was  included  in  the  second 
claim  in  the  complete  specification,  and  that  as  the  fourth  claim, 
which  also  related  to  the  commutator  could  not  be  regarded  as 
mere  repetition,  there  was  a  material  variance  between  the 
specifications.     (6  0.  B,  414.) 
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(t)  In  re  Gaulard  and  Gibbs'  Patent.    C.  A.    [1889] 

Tlie  complete  specification  had  been  amended  by  striking  out  an 
erroneous  statement  which  remained  in  the  provisional  specifica- 
tion : — Heldy  that  the  patentees  by  their  amended  specification  so 
altered  their  claim  that  the  invention  was  not  the  same  as  that 
described  in  the  provisional  specification,  and  was  greatly  ex- 
tended in  scope,  and  that  the  patent  was  therefore  bad,  (W,  N. 
1889,  60;  6  0.  B.  215.) 

(k*)  Andersen  and  Andersen's  Application.    [1890] 

Held,  by  the  law  oflScer,  that  there  was  no  disconformity  between 
the  applicants'  specifications  proved  sufficiently  for  him  to  act  upon, 
(7  O.  B.  323.) 

Must  he  Sufficient  and  Intelligtble  without  Exjperimenia. 

(Z)  Eeg.  0  Arkwright.    Sci.fac.     [1785] 

BuUer,  J. :  "  It  has  been  truly  said  by  the  counsel,  that  if  the 
specification  be  such  that  mechanical  men  of  common  understand- 
ing can  comprehend  it,  to  make  a  machine  by  it,  it  is  sufficient ; 
but  then  it  must  be  such  that  the  mechanics  may  be  able  to  make 
the  machine  by  following  the  directions  of  the  specification  with- 
out any  new  inventions  or  additions  of  their  own."  (1  Web.  P.  0. 
66 ;  Dav,  P.  C,  106.)  "  It  does  not  piove  that  a  specification  is 
sufficient  because  a  man  from  the  knowledge  he  has  got  from  three 
trials,  and  seeing  people  immediately  employed  about  it,  is  able  to 
make  use  of  it."     {lb.  67.) 

(w)  Arkwright  v.  Nightingale.    N.  P.    [1785] 

Lord  Loughborough  :  "  One  of  the  requirements  (of  the  patent 
law)  is,  that  a  specification  shall  be  enrolled,  stating  the  nature  of 
the  invention ;  the  object  of  which  is,  that  after  the  term  is 
expired  the  public  shall  have  the  benefit  of  the  invention,  but 
without  that  condition  is  complied  with,  the  patentee  forfeits  all 
the  benefit  he  derives  from  the  great  seal."  {Dav.  P.  G.  55  ; 
1  Web.  P.  0.  61.)  The  clearness  of  the  specification  must  be 
according  to  the  subject-matter ;  it  is  addressed  to  persons  in  the 
profession  having  skill  in  the  subject,  and  if  it  is  understood  by 
them  it  is  intelligible.    {Dav.  P.  C.  37  ;  1  Web.  P.  C.  60.) 

(n)  Boulton  v.  Bull.     [1795] 

Action  for  the  infringement  of  a  patent  for  lessening  the  con- 
sumption of  steam  and  fuel  in  fire-etfgines.  The  defendants  con- 
tended (inter  alia)  that  the  ])atentee  had  not  sufficiently  specified 
his  invention.  £yre,  C. J.,  in  the  course  of  his  judgment,  said : 
*'  The  substance  of  the  invention  is  a  discovery,  tiiat  the  conden- 
sing the  steam  out  of  the  cylinder,  and  protecting  the  cylinder 
fi'om  the  external  air,  and  keeping  it  hot  to  the  degree  of  steam 
heat,  will  lessen  the  consumption  of  steam.  .  .  .  Now,  the  speci- 
fication of  such  a  discovery  seems  to  consist  in  nothing  more 
than  saying  to  the  constructor  of  a  fire-engine,  *  for  the  future 
condense  your  steam  out  of  the  bodv  of  the  cylinder,  instead  of 
condensing  it  within  it,  put  something  round  the  cylinder  to 
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protect  it  from  the  external  air,  and  to  preserve  the  heat  within 
it,  and  keep  your  pifiton  air-light  without  water.'  Any  particular 
manner  of  doing  this,  one  should  think,  would  hardly  need  be 
pointed  out,  for  it  can  scarcely  be  supposed  that  a  workman 
capable  of  constructing  a  fire-engine  would  not  be  capable  of 
making  such  additions  to  it  as  should  be  necessary  to  enable  him 
to  execute  that  which  the  specification  requires  him  to  do." 
(2  fl*.  Bl,  497.)  "  Suppose  a  new  invented  chemical  process,  and 
the  specification  should  direct  that  some  particular  chemical  sub- 
stance should  be  poured  iipon  gold  in  a  state  of  fusion,  ...  it 
would  be  hardly  necessary  to  state  in  the  specification  the  manner 
in  which,  or  the  utensils  with  which,  the  operation  of  putting 
gold  into  a  state  of  fusion  was  to  be  performed.  These  are  mere 
incidents  with  which  every  man  acquainted  with  the  subject  is 
famUiar."     (lb.  498.) 

(o)  HORNBLOWER  V.  BOULTON.      [1799] 

Grose,  J.,  said :  "  By  a  proviso  in  the  patent,  the  patentee  is 
bound  particularly  to  describe  and  ascertain  the  nature  of  his 
invention,  and  in  what  manner  the  same  was  to  be  performed,  by 
an  instrument  in  writing  under  his  hand  and  seal,  and  to  cause 
the  same  to  be  enrolled  in  chancery.  On  which  another  question 
arises,  namely,  whether  the  specification  enrolled  be  sufficient. 
The  aim  of  the  legislature  is  obvious;  on  the  one  hand,  it  was  to 
encourage  ingenious  artificers  and  able  and  studious  men  to  invent 
and  bring  forward,  for  the  use  of  the  public,  new  manufactures, 
the  produce  of  their  own  ingenuity,  by  holding  out  to  them  the 
reward  of  fourteen  years*  monopoly ;  on  the  other  hand,  to  secure 
to  the  public  the  benefit  of  the  discovery,  by  causing  to  be  en- 
rolled a  complete  description  of  the  thing  to  be  done,  and  the 
manner  of  doing  it,  that  others  might  be  fully  informed  of  it ;  and, 
at  the  end  of  fourteen  years,  to  be  enabled  to  work  or  make  the 
manufacture  of  which  the  patentee  was  the  inventor."  (8  jT.  B. 
100 ;  Dav.  P.  C.  227.)  If  the  specification  be  such  as  to  enable 
artists  to  adopt  the  invention  and  make  the  manufacture,  it  is 
sufficient.  {Dav.  P.  C.  228.)  Lord  Kenyon,  C.J. :  "  No  technical 
words  are  necessary  to  explam  the  subject  of  a  patent."     (lb.  224.) 

(p)  Cartwright  v.  Eamer.    [1800] 

Per  Lord  Eldon :  "  The  patent  is  to  be  considered  as  a  bargain 
with  the  public,  and  the  specification,  therefore,  is  to  be  construed 
on  the  same  principle  of  g6od  faith,  as  that  which  regulates  all 
other  contracts.  If,  therefore,  the  disclosure  be  such  that  the 
invention  can  be  communicated  to  the  public  the  statute  is 
satisfied"  (cited  14  Ves.  131, 136).     (1  Good  P.  C.  1.12.) 

(q)  Harmar  v.  Playne.     [1809] 

Ellenborough,  C.  J.,  in  the  course  of  the  argument,  said : 
'*  When  Lord  Mansfield  said,  in  the  case  of  Liardei  v.  JohnaoHy  that 
the  meaning  of  the  specification  was,  that  others  might  be  taught 
to  do  the  thing  for  which  the  patent  was  granted,  it  must  be 
u^der8tood  to  enable  persons  of  reasonably  competent  skill  in  such 

Digitized  by  VjOOQ  IC 


Mitst  he  Sufficient  and  Intelligible  wtthovt  Experiments.    423 

niatters  to  make  it;  for  no  sort  of  specification  would  probably 
enable  a  plongbman,  utterly  ignorant  of  the  whole  art,  to  make  a 
watch."  (Dar.  P»  C,  318.)  A^d  again  :  "  The  object  of  requiring 
a  specification  to  be  enrolled  seems  to  be  to  enable  persons  of 
reasonable  intelligent  skill  in  the  subject-matter  to  tell  from  the 
inspection  of  the  specification  itself  what  the  invention  was  foi 
which  the  patent  was  granted,  and  how  it  was  to  be  executed." 
(16.  316.) 

(r)  Manton  V,  Manton.    [1815] 

Oibbs,  C.J.:  It  is  neoessary  that  the  patentee  **  should  show 
that  he  has  accurately  explained  the  nature  of  his  invention  in  his 
specification,  separating  that  which  is  new  from  that  which  is  old, 
so  as  to  enable  a  person  of  tolerahle  skill  to  make  the  thing  by 
means  of  his  specification."     (Dav.  P.  G.  349.) 

(«)  Hill  ».  Thompson.    [1817] 

The  intelligibility  of  the  description  in  the  specification  is  a 
matter  of  fact  for  the  jury,  but  whether  or  not  the  patent  is 
defective  in  attempting  to  cover  too  much  is  a  question  of  law. 
(3  Met.  626 ;  1  TT.  P.  C.  235 ;  1  Carp,  P.  C.  377.) 

(<)  Newbery  v.  James.    Ch.    [1817} 

Eldon,  L.C. :  **  In  order  to  support  a  patent,  the  specification 
jahould  be  so  clear,  as  to  enable  all  the  world  to  use  the.  invention 
as  soon  as  the  term  for  which  it  had  been  granted  was  at  an  end." 
(2  Mer.  451 ;  1  Garp.  P.  G.  368.) 

(tt)  B.  «.  Wheeler.    Sci.fac.    [1819] 

Patent  for  "  a  new  or  improved  method  of  drying  and  preparing 
malt."  In  the  specification  it  was  stated,  that  the  invention  con- 
sisted in  exposing  malt  previously  made  to  a  verv  high  degree  of 
heat :  but  it  did  not  describe  any  new  machine  mvented  for  that 
purpose ;  nor  the  state,  whether  moist  or  dry,  in  which  the  malt 
was  originally  to  be  taken  for  the  purpose  of  being  subjected  to 
the  process ;  nor  the  utmost  degree  of  heat  which  might  be  safely 
used;  nor  the  length  of  time  to  be  employed ;  nor  the  exact 
criterion  by  which  it  might  be  known  when  the  process  was 
accomplished.  Held,  that  the  specification  was  not  sufficiently 
precise.     (2  P.  d  AM.  345 ;  1  Carp.  P.  0.  394.) 

Abbott,  C.J.,  in  delivering  the  judCTient  of  the  Court,  said : 
'*  It  was  argued  that  the  term  *  malt '  is  applied  to  the  grain  as 
soon  as  it  has  germinated  by  the  effect  of  moisture,  and  before  it 
has  been  dried ;  that  malt  in  that  state  might  be  taken  and  used 
for  the  objects  of  the  defendants  invention ;  and,  as  these  were  to 
be  accomplished  by  heat,  his  was  an  invention  for  drying  malt. 
But,  if  this  were  so,  then  the  specification  would  be  defective  in 
not  informing  the  reader  that  the  malt  to  be  used  for  the  intended 
object  might  or  ought  to  be  taken  in  that  state,  and  in  leaving  him 
to  discover,  by  experiment,  whether  it  should  be  taken  in  that  state, 
or  after  drying,  which,  according  to  the  most  common  use  of  the 
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word  malt,  he  might  very  reasonably  snppoee."  (2  B.  &  Aid.  353.) 
A  specification  which  casts  upon  the  public  the  expense  and  labour 
of  experiment  and  trial  is  undoubtedly  bad.     (lb,  354.) 

(t?)  Brunton  v.  Hawkes.    [1821] 

Best,  J. :  *'  The  specification  must  embrace  two  objects ;  it  must 
first  clearly  describe  the  nature  of  the  invention ;  and  secondly, 
the  manner  in  which  it  is  to  be  performed."     (4  JB.  A  Aid.  556.) 

(»)  Stubtz  v.  De  la  Eue.    Ch.    [1828] 

The  specification  must  describe  the  invention  in  such  a  way  that 
a  person  of  ordinary  skill  in  the  trade  shall  be  able  to  carry  on  the 
process.     (5  Bum,  327.) 

(x)  Crossley  v.  Beverley.    N.  P.    [1829] 

It  appeared  from  the  evidence  that  the  specification  did  not  give 
any  directions  respecting  a  condenser,  which  was  well  known  to 
be  an  essential  part  of  every  gas  apparatus.  It  was  objected  for 
the  defendant  that  the  things  comprised  in  the  specification  would 
not  make  a  gas  apparatus,  because  it  would  be  incomplete  for  want 
of  a  condenser.  Tenterden,  C.J.,  however,  held,  that  a  workman 
who  was  capable  of  making  a  gas  apparatus  would  know  that  he 
must  put  that  in,  and  that  although  the  specification  did  not  direct 
a  condenser  to  be  put  in,  yet,  as  it  did  not  say  that  it  was  to  be 
left  out,  .it  was  sufficient.  (3  C.  cfe  P.  513;  Mo.  A  Mai.  283; 
1  Weh.  P.  a  106.) 

Of)  Felton  v.  Greaves.    N.  P.    [1829] 

A  patent  was  granted  for  a  machine  to  sharpen  knives  and 
scissors,  and,  in  the  specification,  this  was  directed  to  be  done  by 
passing  their  edges  l]«ickward  and  forward,  in  an  angle  formed  by 
the  intersection  of  two  circular  files ;  and  in  the  specification  it 
was  also  stated,  that  other  materials  might  be  used  according  to 
the  delicacy  of  the  edge.  It  was  proved  that,  for  scissors,  there 
ought  to  be  one  circular  file  and  a  smooth  surface,  but  that  two 
Turkey  stones  might  also  succeed.  Held,  that  the  specification 
was  bad,  as  it  neither  directed  the  machines  for  scissors  to  be  made 
with  Turkey  stones,  nor  to  be  made  with  one  circular  file  and  a 
smooth  surface.     (3  G.  &  P.  611.) 

(z)  Derosne  v.  Fairie.    [1835] 

Patent  for  certain  improvements  in  extracting  sugar  or  syrup 
from  cane-juice  and  other  substances  containing  sugar,  and  in 
refining  sugar  and  syrup.  In  the  specification  the  patentee  said : 
*'  The  invention  consists  in  a  means  of  discolouring  syrups  of  every 
description  by  means  of  charcoal,  produced  by  the  distillation  of 
bituminous  schistus  alone,  or  mixed  with  animal  charcoal,  and 
even  of  animal  charcoal  alone."  The  specification  then  stated  that 
the  "  discoloration "  was  to  be  produced  by  means  of  a  filter  of 
the  charcoal,  and  continued  :   ''  The  carbonization  of  bituminous 
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BChistns  has  nothing  partionlar ;  it  is  prodnced  in  closed  vessels,  as 
is  done  for  producing  animal  charcoal,  only  it  is  convenient  before 
the  carbonization  to  separate  from  the  bituminous  schistus  the 
sulphurets  of  iron  which  are  mixed  with  it."  The  specification 
said  nothing  as  to  any  previous  operation  on  the  syrup  before  it 
was  submitted  to  tiie  filter,  but  it  did  state  that  syrup  in  a  proper 
state  might  be  obtained  by  a  mixture  of  sugar  and  water.  The 
defendant  objected  to  the  sufficiency  of  the  sjpecification.  Held, 
first,  upon  proof  that  the  invention  was  applicable  with  advan- 
tage to  the  syrup,  after  it  had  undergone  a  certain  degree  of  heat, 
though  it  failed  when  applied  to  the  first  drawings  of  the  syrup, 
that  the  specification  was  sufficient.  Secondly,  that  it  was  incum- 
bent on  the  patentee  to  prove,  that  the  presence  of  iron  in  the 
bituminous  schistus,  used  in  the  process  of  filtering,  would  not  be 
injurious ;  or  else,  that  the  method  of  extracting  the  iron  from  it 
was  so  simple  and  well  known,  that  a  person  ordinarily  acquainted 
with  the  subject  could  remove  it  with  ease ;  or,  that  the  bitu- 
minous schistus,  as  known  in  England,  could  be  used  in  the 
process  with  advantage.  (5  Tyr.  393  ;  2  Or.  M.  d  B.  476 ;  1  Oale^ 
109  ;  1  Weh.  P.  O.  158.) 

(a)  Cornish  v.  Kkenb.    N.  P.    [183oj 

In  the  absence  of  evidence  on  the  part  of  the  defendants  that 
persons  could  not  understand,  or  have  been  misled  by  the  specifica- 
tion, it  is  sufficient  for  the  plaintiff  to  call  persons  who  say  that  to 
them  it  is  clear.    (1  Web.  P.  C.  602.) 

(6)  MoEOAN  V.  Seaward.    N.  P.    [1836] 

Alderson,  B.,  in  addressing  the  jury,  said:  "It  is  the  duty  of  a 
party  who  takes  out  a  patent  to  specify  what  his  invention  really 
is,  and  although  it  is  the  bounden  duty  of  a  jury  to  protect  him  in 
the  fair  exercise  of  his  patent  right,  it  is  of  great  importance  to 
the  public,  and  by  law  it  is  absolutely  necessary,  that  the  patentee 
should  state  in  his  specification,  not  only  the  nature  of  his  inven-^ 
tion,  but  how  the  invention  may  be  carried  into  effect.  Unless  he 
be  required  to  do  that,  monopolies  would  be  given  for  fourteen 
years  to  persons  who  would  not  on  their  part  do  what  in  justice 
and  in  law  they  ought  to  do,  state  fairly  to  the  public  what  their 
invention  is,  in  order  that  other  persons  may  know  what  is  the 
prohibited  ground,  and  in  order  that  the  public  may  be  made 
acquainted  with  the  means  by  which  the  invention  is  to  be  carried 
into  effect.  .  .  .  He  (the  patentee)  has  described  two  inventions, 
and  if  either  of  those  inventions  is  insufficiently  specified,  the 
patent  fails,  for  if  a  person  runs  the  hazard  of  putting  two  inven- 
tions into  one  patent,  he  cannot  hold  his  patent,  unless  each  can 
be  supported  as  a  separate  patent.  (1  Web.  P.  C.  173.).  .  .  .  The 
public,  on  the  one  hand,  have  a  rignt  to  expect  and  require  that  - 
the  specification  shall  be  fair,  honest,  open  and  sufficient ;  and  on 
the  other  hand,  the  patentee  should  not  be  tripped  up  by  captious 
objections  which  do  not  go  to  the  merits  of  the  specification." 

Digitized  by  VjOOQ  IC 


426  SPECIFICATidNr 

(16.  174.).  .  .  .  The  defendant  put  in  evidence  a  model  mad^ 
according  to  the  specification  which  would  not  work  on  account  of 
one  part  being  a  Kttle  too  small.  Alderson,  B.,  said :  "  A  work- 
man of  ordinary  skill  when  told  to  put  two  things  together  so  as 
to  move,  would  of  course  by  the  ordinary  knowledge  and  skill  he 
possesses  make  them  of  sufficient  size  to  move.  .  .  .  That  is  within 
the  ordinary  knowledge  of  every  workman."     (J&.  176.) 

(c)  Galloway  v.  Bleadek.    N.  P.    [1839] 

Tindal,  C.J. :  The  specification  must  contain  *^  such  a  fair  and 
6lear  statement,  that  a  person  with  a  competent  degree  of  know- 
ledge upon  the  subject-matter  to  which  the  patent  relates,  would 
be  able  to  make  that  which  the  plaintiff  enjoys  the  exclusive 
privilege  of."     (1  Weh.  P.  C.  624.) 

(d)  Elliott  v.  Aston.    N.  P.    [1840] 

Coltman,  J.,  said  :  "  The  patentee  must  give  such  a  description 
in  his  specification  as  would  enable  a  workman  of  competent  skill, 
conversant  with  the  trade,  to  carry  the  invention  into  effect." 
(1  Web.  P.  C.  224.) 

(e)  BicKFOBD  V.  Skkwes.    [1841] 

The  specification  is  addressed,  not  to  persons  entirely  ignorant 
of  the  subject-matter,  but  to  artists  of  competent  skill  in  that 
branch  of  manufactures  to  which  it  relates.  (I  Q,  B,  988 :  1  TFe6. 
P.  a  214;  10  L.  J".,  Q.  B.  302.)  The  sufficiency  of  the  specifica- 
tion is  a  question  for  the  jury.    (1  Q.  B.  938 ;  1  G.  d>  D.  736.) 

(/)  Nmlson  v.  Harford.    [1841] 

A  specification  is  sufficient,  if  without  invention  or  addition  it 
enables  a  person  of  ordinary  skill  and  knowledge  of  the  subject,  to 
construct  the  patented  machine,  and  such  machine  is  to  some 
extent  an  improvement. 

Parke,  B.,  said  to  the  jury ;  "  You  are  not  to  ask  yourselves  the 
question,  whether  persons  of  great  skill,  a  first-rate  engineer,  or  a 
second-class  engineer,  as  described  by  Mr.  Farey — whether  they 
Would  do  it;  because  generally  those  persons  are  men  of  great 
science  and  philosophical  knowledge,  and  they  would  upon  a  mere 
hint  in  the  sx)ecification  probably  invent  a  machine  which  should 
answer  the  purpose  extremely  well ;  but  that  is  not  the  descrip- 
tion of  persons  to  whom  this  specification  may  be  supposed  to  be 
addressed;  it  is  supposed  to  be  addressed  to  a  practical  workman, 
who  brings  the  ordinary  degree  of  knowledge  and  the  ordinary 
degree  of  capacity  to  the  subject."  (1  Weh.  P.  0.  314.)  ••  If  ex- 
periments are  necessary  in  order  to  construct  a  machine  to  produce 
some  beneficial  effect,  no  doubt  this  specification  is  defective.  If 
experiments  are  only  necessary  in  order  to  produce  the  greatest 
beneficial  effect,  in  that  case  I  think  the  patent  is  not  void." 
Abinger,  C.B.»  said :  ^*  YHiere   the   specification    uses  scientific 
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terms,  which  axe  not  understood  except  by  persons  acquainted 
with  the  *  nature  of  the  business,  the  specification  is  not  bad 
because  an  ordinary  man  does  not  xmderstand  it,  provided  a 
scientific  man  does;  but  where  the  specification  does  not  make 
use  of  technical  terms,  where  it  uses  common  language,  and 
where  it  states  that  by  which  a  common  man  may  be  misled, 
though  a  scientific  man  would  not — when  it  does  not  profess  to  use 
scientific  terms,  and  an  ordinary  man  reading  the  specification 
is  misled  by  it — it  would  not  be  good."  (lb.  341.)  The  con- 
struction of  the  specification  is  to  be  given  by  the  Court,  but  the 
intelligibility  of  it  is  for  the  jury.     (lb.  295.) 

{g)  Neilson  v.  Thompson.    [1841] 

Cottenham,  .L.O. :  *'  The  public  are  entitled  to  know  for  what  it 
is  that  the  patentee  claims  the  invention,  that  they  may  be  saved 
inconvenience  upon  the  subject ;  therefore,  the  specification  must 
tell  the  public  for  what  it  is  that  he  claims  protection."  (1  Web. 
P.  a  283.) 

(h)  Walton  v.  Poiteb.    N.  P.    [1841J 

The  specification  is  the  price  paid  by  the  inventor  for  the  patent 
he  obtains.    (1  Web.  P.  C.  695.) 

(A*)  Gibson  v.  Brand.    N.  P.    [1841] 

The  specification  ought  to  be  so  clearly  worded  as  to  enable 
any  person  of  sufficient  understanding  on  the  particular  subject 
to  attain  the  result  without  doubt  or  difficulty,  it  being  the  price 
paid  by  the  inventor  for  keeping  the  public  out  of  the  enjoyment 
of  the  manufacture.     (1  Web.  P.  0.  629.) 

(i)  The  Househill  Company  v.  Neilson.    N.  P.    [1842] 

It  is  not  necessary  that  the  apparatus,  described  in  the  speci- 
fication, should  be  productive  of  the  greatest  amount  of  benefit ; 
it  is  sufficient  if  an  ordinary  workman,  acquainted  v^idi  the 
subject,  could,  by  following  the  specification,  construct  an  appa- 
ratus productive  of  some  benefit.  Lord  Justice  Clerk  Hope,  in 
addressing  the  jury,  said :  '*  The  specification  is  to  be  read  as 
addressed  to  artists,  or  persons  of  competent  skill  in  the  branch  of 
manufacture  or  process  to  which  it  is  applicable.  Hence,  known 
machinery  need  not  be  described,  when  the  use  of  them  is  to  be 
made  in  carrying  out  the  object  of  the  patent."  (1  Web.  PfO.  676.) 
*'  Workmen  of  ordinary  skill,  means  those  competent  in  the  ordinary 
business  and  conducting  of  the  particular  trade — to  furnish  and 
construct  apparatus  for  the  purpose  required.  Certainly,  the 
pursuer  does  not  satisfy  the  condition  of  law,  if  he  says  men  of  the 
greatest  science — first-rate  engineers — could  understand,  him,  and 
would  know  what  to  do,  or  what  direction  to  give.  That  is  not 
enough.  The  specification  must  be  for  the  benefit  of  the  trade 
when  the  patent  is  out."    (lb.  692.) 
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(/)  Walton  v.  Bateman.    N.  P.    [1842] 

It  is  a  question  for  the  jury  whether  the  description  of  the 
invention  and  of  the  manner  of  carrying  it  out  is  such  as  will  enable 
a  workman  of  competent  skiU  in  that  line  of  business  to  act  upon 
it.     (1  W^.  P.  a  621.) 

(jfc)  Macnamara  v.  Hulse.    N.  P.    [1842] 

Action  for  the  infringement  of  a  patent  for  *'  certain  improve* 
ments  in  paving,  pitching,  or  covering  streets,  roads,,  and  other 
ways."  Tne  patentee,  in  his  specification,  said :  **  My  invention 
consists  in  an  improved  mode  of  cutting  or  forming  stone,  or  other 
suitable  material^  for  paving  or  covering  roads,"  &c.  The  speci- 
fication directed  the  blocks,  to  be  used  for  paving,  to  be  bevelled 
both  inwards  and  outwards,  but  said  nothing  as  to  the  precise 
angle  at  which  the  bevels  were  to  be  made.  The  infringement 
complained  of  was  the  manufacture  of  wooden  blocks  according  to 
the  improvement  of  the  plaintiff.  Abinger,  C.B.,  said :  "  If  the 
specification  leaves  it  to  experiment  to  determine  what  is  the 
proper  angle,  it  is  not  good;  but  if  any  angle  is  a  benefit,  it 
will  do."  After  verdict,  his  Lordship  said  :  *'  I  may  now  say  that 
my  opinion  was  against  the  plaintiff  as  to  the  angle  not  being 
stated,  and  that  the  specification  in  that  respect  was  insufficient." 
(1  Car.  A  Marsh.  477 ;  2  Web.  P.  0.  129.) 

(/)  MuNTz  V.  Foster.    N.  P.    [1844] 

Action  for  the  infringement  of  a  patent  for  "an  improved 
manufacture  of  metal  plates  for  sheathing  the  bottoms  of  ships 
or  other  such  vessels."  The  patentee,  in  his  specification,  directed 
copper  and  zinc  to  be  melted  together  '*  in  the  usual  manner,  in 
proportions  between  60  per  cent,  of  copper  to  60  per  cent,  of  zinc, 
and  63  per  cent,  of  copper  to  37  per  cent,  of  zinc,  both  of  which 
extreme  and  all  intermediate  proportions  will  roll  to  a  red  heat." 
Held,  that  if  it  was  left  so  uncertain,  upon  the  face  of  the  speci- 
fication, whether  the  quantities  were  to  be  taken  with  reference  to 
the  measured  quantities  that  are  cast  into  the  fusing-pot,  or 
whether  they  specify  that  which  will  be  the  result  when  taken  out, 
as  to  create  in  the  mind  of  a  workman  any  degree  of  doubt,  it 
would  be  fatal  to  the  specification.     (2  Web.  P.  C.  109.) 

(w)  Beard  v.  Egerton.    [1849] 

A  specification  is  sufficient  if  it  is  free  from  any  such  mistake  or 
obscurity  as  would  mislead  a  person  of  fair  intelligence.  Maide,  J ., 
during  the  argument,  said :  *'  A  specification  is  not  to  compel  a 
person,  who  is  determined  to  misunderstand,  to  learn,  but  to  direct 
one  who  is  willing  to  understand."  (19  L.  /.,  0.  P.  36;  8  C  B. 
166;  13  Jur.  1004!)  The  judge  is  to  state  what  the  specification 
orders  to  be  done,  the  jury  are  to  say  whether  it  would  produce 
the  result.     (19  L.  /.,  0.  P.  38.) 

(n)  Heath  v.  Unwin.    Ex.  Ch.    [1862] 

Alderson,  B.,  said :  ''  Every  specification  is  to  be  read  as  if  by 
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persons  acquainted  with  the  general  faots  of  the  meohanical  or 
ohemical  scienoes  involved  in  snch  invention.  Thus,  if  a  parti- 
cular mechanical  process  is  specified,  and  there  are  for  some  parts 
of  it  as  specified  other  well-known  mechanical  equivalents,  the 
specification  of  those  parts  is  in  truth  a  specification  of  the  well- 
known  equivalent  also  to  those  to  whose  general  knowledge  we 
refer,  namely,  mechanics,  and  readers  of  specifications ;  and  so  it 
is  with  chemical  equivalents  also  in  a  specification  which  is  to  be 
read  by  chemists.  But  it  ma^  be  that  there  are  equivalents, 
mechanical  and  chemical,  existing,  but  previously  unknown  to 
ordinary  skilfdl  mechanics  and  chemists.  These  are  not  included 
in  the  specification,  but  must  be  expressly  stated  there."  (2  Web. 
P.  0.245.) 

(o)  Walungton  V,  Dale.    [1852] 

The  sufficiency  of  the  description  of  an  invention,  contained  in  a 
specification,  is  a  question  for  the  jury.    (7  Ex.  888.) 

(jp)  Holmes  v.  London  &  Noeth  Western    Bailway   Company. 

[1852] 

Jervis,  0. J.,  said :  '^  The  object  of  the  condition  in  the  patent 
requiring  a  specification  is  twofold;  first,  that  useful  novelties 
should  be  given  to  the  public,  of  which,  at  the  end  of  the  term 
granted  to  the  patentee,  they  should  have  the  fall  benefit ;  and, 
secondly,  that  no  person  should  inadvertently  infringe  the  rights 
of  the  patentee  during  the  term  for  which  the  patent  has  been 
granted."     {Macr.  P.  O.  16.) 

{q)  Crossley  v.  Pottee.    N.  P.     [1853] 

Pollock,  C.B.,  said :  "  This  patent  is  taken  out  for  the  making 
of  coach  lace,  carpets,  velvets,  and  velveteens  of  all  sorts,  and  it 
must  be  competent  to  do  all  and  every  part  of  that  work,  by  the 
means  stated  in  the  specification,  otherwise  the  patent  is  not 
good  ....  a  patent,  the  object  of  which  is,  not  to  benefit  the 
world  by  its  communication,  but  to  obstruct,  by  the  very  general 
character  of  the  claims  made  for  conferring  peculiar  privileges 
on  the  patentee ;  such  a  patent  as  that,  in  my  judgment,  cannot 
be  supported."     (Macr.  P.  C,  245.) 

(r)  Hills  v.  London  Gas  Light  Company.    [1860] 

Pollock,  C.B. :  ''  The  condition  that  a  patentee  shall  specify  is 
introduced  into  letters  patent  in  order  to  prevent  patents  being 
granted  for  known  things,  and  to  secure  the  public  the  benefit  of 
new  inventions."     (h  U,  &  N.  340.) 

(«)  Morton  v.  Middletfon.    [1863] 

Lord  President :  '^  In  judging  of  the  sufficiency  of  a  specifica- 
tion, it  is  necessary  to  see  whether  the  patentee  sets  forth  clearly 
the  nature  of  his  invention,  and  sets  it  forth  so  as  to  serve  the 
double  purpose — ^first,  of  showing  a  workman  of  ordinary  know- 
ledge and  skill  how  he  can  construct  the  thing  specified  in  the 
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patent ;  and  second,  of  showing  persons  who  read  the  patent  what 
they  nitist  avoid  doing  if  they  would  not  infringe  the  patent." 
The  su£Bciency  of  the  specification,  as  servitig  this  double  purpose, 
is  a  matter  for  the  jury.    (1  Cr.  8.  3rd  series,  721.) 

(«)  FOXWELL  V.  BOSTOCK.     [1864] 

The  law  requires  that  a  specification  should  be  intelligible  to 
a  workman  of  ordinary  skill  and  information  on  the  subject.  (10 
L.  T.  Bep.,  N.  S.  147.) 

(«)  Simpson  v.  Hollidat.    Ch.    [1866] 

Lord  Westbury :  *^  When  it  is  stated  that  an  error  in  a  specifica- 
tion which  any  workman  of  ordinary  skill  and  experience  would 
perceive  and  correct,  will  not  vitiate  a  patent,  it  must  be  under- 
stood of  errors  which  appear  on  the  face  of  the  specification,  or  the 
drawings  it  refers  to ;  or  which  would  be  at  once  discovered  and 
corrected  in  following  out  the  instructions  given  for  any  process 
or  manufacture;  and  the  reason  is  because  such  errors  cannot 
possibly  mindead.  But  the  proposition  is  not  a  correct  statement 
of  the  law,  if  applied  to  errors  which  are  discoverable  only  by 
experiment  and  further  inquiry ;  neither  is  the  proposition  true  of 
an  erroneous  statement  in  a  specification  amounting  to  a  false 
BU^estion,  even  though  the  error  would  be  at  once  observed  by  a 
workman  possessed  of  ordinary  knowledge  of  the  subject."  (13 
W.  B.  678 ;  12  L.  T.  JScp.,  N.  8.  99.) 

(u)  Thomas  v.  Welch.    [1866] 

It  is  necessary  that  the  specification  should  state  the  object  of 
the  invention,  and  the  means  by  which  the  patentee  proposes  to 
effect  it.    (Ir.  JS.,  1  0.  P.  201.) 

(»)  Betts  v.  Neilson.    Ch.    [1868] 

Whether  a  specification  contains  a  sufficient  description  can 
only  be  ascertained  by  experiment ;  and  in  making  the  experiment, 
knowledge  and  means  may  be  employed  which  have  been  acquired 
since  the  date  of  the  patent.    (Ir.  B,,  3  Ch.  429.) 

(it)  Parkes  v.  Stevens.    [1869] 

The  sufficiency  of  a  specification  is  not  a  question  of  law, 
but  a  question  of  fact  in  each  particular  case.  {L,  B.^  8  Eq. 
368;  38  L.  J.,  Ch.  627;  affirmed,  X.  i2.,  6  Ch.  36;  22  L.  T.  JBcp., 
N.  8.  636.) 

(a;)  PLiMFroH  v.  Malcolmson.    M.  K.    [1876] 

Jessel,  M.B.,  said  : — "  It  is  plain  that  the  specification  of  a  patent 
is  not  addressed  to  people  who  are  ignorant  of  the  subject-matter.  It 
is  addressed  to  people  who  know  something  about  it.  But  then  there 
are  various  kinds  of  people  who  know  something  about  it.  If  it  is 
a  mechanical  invention,  as  this  is,  you  have,  first  of  all,  sdentifio 
mechanicians  of  the  first  class,  eminent  engineers ;  then  you  have 
scientific  mechamdans  of  the  second  class,  managers  of  great  manu* 


Digitized  by  VjOOQ  IC 


Must  he  Sufficient  and  Intelligible  witliout  Ea^eriments.    431^ 

factories,  great  employers  of  labour,  persons  who  have  studied 
mechanics — not  to  the  same  extent  as  tbe  first  class,  the  scientific 
engineers,  but  still  to  a  great  extent — ^for  the  purpose  of  conducting 
manufactories  of  complicated  and  unusual  machines,  and  who 
therefore  must  have  made  the  subject  a  matter  of  considerable 
study ;  and  in  this  class  I  should  include  foremen,  being  men  of 
superior  intelligence,  who,  like  their  masters,  would  be  capable  of 
invention,  and,  like  the  scientific  engineers,  would  be  able  to  find 
out  what  was  meant  even  from  slight  hints,  and  stiU  more  from 
imperfect  descriptions,  and  would  be  able  to  supplement,  so  as  to 
succeed,  even  from  a  defective  description,  and,  even  more  than 
that,  would  be  able  to  correct  an  erroneous  description.  That  is 
what  I  would  say  of  the  two  first  classes,  which  I  will  call  the 
scientific  classes.  The  other  class  consists  of  the  ordinary  work- 
man, using  that  amount  of  skill  and  intelligence  which  is  fairly  to 
be  expected  from  him — not  a  careless  man,  but  a  careful  man, 
though  not  possessing  that  great  scientific  knowledge  or  power  of 
invention  which  would  enable  him  by  himself,  unaided,  to 
supplement  a  defective  description  or  correct  an  erroneous  descrip- 
tion. Now,  as  I  understand,  to  be  a  good  specification,  it  must  be 
intelligible  to  the  third  class  I  have  mentioned,  and  that  is  the 
result  of  the  law."    (X.  B.,  3  Ch.  D.  668.) 

(y)  HiNKS  V.  Safety  Lightino  Company.    M.  E.    [1876] 

Where  a  description  in  the  specification  of  a  lamp-burner 
omitted  to  state  where  the  hole  for  the  admission  of  air  was  to  be 
made,  it  was  held  that  the  specification  was  bad.  {L.  JB.,  4  Ch, 
D.  607.) 

Jessel,  M.B. :  "  Then  comes  the  question,  how  far  I  am  at 
liberty  to  correct  the  specification.  The  specification  does  not  tell 
me  where  the  opening  is  to  let  in  the  air.  All  it  says  is,  *  A 
circalar  hole  is  made  in  the  cone  or  deflector,  through  which  the 
circular  flame  passes.'  It  is  said  that,  though  there  is  no  opening 
in  the  drawing,  yet  a  workman  could  correct  the  drawing  by 
putting  in  the  opening,  and  he  could  correct  it  because  he  is  told 
there  is  a  cone  or  deflector,  and  the  cone  or  deflector  of  the  lamp 
means  something  or  other  which  will  deflect  air,  and  therefore 
there  must  be  su£&cient  air  to  be  deflected  and  support  the  light, 
and  make  it  bum  well.  But,  unfortunately  for  that  argument,  a 
lamp  may  bum  badly  although  it  is  patented,  and  the  patentee 
said  it  would  bum  badly,  even  though  the  holes  were  exceedingly 
small,  or  as  I  understood,  if  there  were  no  holes  at  all  it  would 
bum,  but  it  would  be  an  imperfect  combustion.  .  .  .  Now,  this 
being  so,  I  am  not  prepared  to  say  that,  when  you  put  your 
specification  into  the  hands  of  a  skilled  workman,  he  is  to 
exercise  invention  to  make  a  lamp  useful,  that  he  is  to  correct  it 
without  being  told  anything  to  correct  it  by."    (lb.  616.) 

(z)  Baile7  v.  Koberton.    H.  L.    [1878] 

The  complete  specification  of  a  patent  for  "improvements  in 
preserving  animal   substances,"  said :   "  The   manner   in  which 
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our  said  invention  is  performed  is  as  follows : — We  employ  a 
solution,  hereinafter  distinguished  aa  solution  No.  1,  being  a 
solution  of  bisulphite  of  lime  (usually  expressed  by  the  formula 
CaO,2S02),  in  water  of  the  specific  gravity  1050."  The  specifica- 
tion then  described  the  formation  of  solutions  Nos.  2,  3  and  4,  by 
mixing  solution  No.  1  with  other  bodies,  and  the  mode  of  employ- 
ing them  in  preserving  various  animal  substances,  but  contained 
no  statement  as  to  how  the  solution  No.  1  was  to  be  applied  or 
used  for  the  purposes  of  the  invention.  The  patentee  clsamed  the 
use  of  solution  No.  1  for  preserving  animal  substances,  and  the 
preservation  of  particular  animal  substances  by  the  various  other 
solutions  **  in  manner  hereinbefore  described."  Held,  that,  if  the 
final  specification  claimed  the  independent  and  separate  use  of 
solution  No.  1,  for  preserving  animal  substances,  there  was  no 
sufficient  description  of  the  manner  in  which  the  invention  was  to 
be  performed.  (L.  jB.,  3  App.  Cas.  1066.)  Lord  Cairns,  L.C., 
said :  ''  If  it  is  the  case  that  solution  No.  1  is  set  up  merely  as  a 
basis  to  be  afterwards  admixed  with  No.  2,  No.  3  and  No.  4,  then, 
inasmuch  as  your  lordships  find  an  accurate  and  complete  descrip- 
tion of  the  manner  in  which  the  solutions  of  No.  2,  No.  3  and 
No.  4  are  to  be  used  and  applied,  certainly  the  complete  specifica- 
tion is  open  to  no  charge  of  being  defective  as  not  showing  how 
the  invention  is  meant  to  be  performed.  Bat,  on  the  other  hand, 
if  the  solution  No.  1  is  not  only  set  up  as  a  basis  to  be  afterwards 
admixed  with  No.  2,  No.  3  and  No.  4,  but  to  be  used  by  itself  pure 
and  simple,  then,  my  lords,  I  am  bound  to  say  that  I  must  concede 
the  cogency  of  the  observations  of  the  learned  judges  in  the 
court  below,  that  there  is  absolutely  no  statement  of  any 
kind  how  the  solution  No.  1  is  to  be  applied  and  used."  (lb. 
1065.) 

(a)  Wegmann  v.  Corcoran.    Fry,  J.    [1879] 

Although  the  grantee  of  a  patent  for  an  invention  communi- 
cated to  Mm  by  a  foreigner  resident  abroad,  is  only  bound  to  tell 
the  public  all  that  he  himself  knows,  yet,  if  the  original  inventor 
has  not  told  him  enough  to  enable  him  so  to  describe  the  invention 
as  that  it  can  be  constructed  by  the  aid  only  of  the  specification, 
the  patent  will  be  invalid.     (X.  i2.,  13.  Ch.  D.  66.) 

(6)  British  Dynamite  Company  and  Others  v.  Erebs  and  Others. 
H.  L.     [1879] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
explosive  compounds,  and  in  the  means  of  igniting  the  same,  the 
defendants  denied  the  novelty  of  the  invention  and  the  sufficiency 
of  the  specification.  The  specification  stated:  *'This  invention 
relates  to  the  use  of  nitro-glycerine  in  an  altered  condition,  which 
renders  it  far  more  practical  and  safe  for  use.  The  altered 
condition  is  effected  by  causing  the  nitro-glycerine  to  be  absorbed 
in  porous  unexplobive  substances,  such  as  charcoal,  silica-paper 
or  similar  materials,  whereby  it  is  converted  into  a  powder  which 
I  call  dynamite  or  Nobel's  explosive  powder.    By  this  absorption 
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of  the  nitro-glyoerine  in  some  porons  substances  it  becomes  in  a 
high  degree  insenhible  .to  shocks,  and  can  also  be  burned  over  fire 
without  exploding.  The  safety  powder  is  exploded:  (1)  when 
under  confinement  by  means  of  a.  spark  or  any  mode  of  ignition 
used  for  firing  ordinary  gunpowder ;  (2)  without  or  during  con- 
finement by  means  of  a  special  fulminating  cap  containing  a 
strong  charge  of  fulminate  which  is  adapted  to  the  end  of  a  fuse, 
and  is  strongly  squeezed  to  the  latter  for  the  purpose  of  more 
effectually  confining  the  charge  so  as  thereby  to  heighten  the 
effect  of  the  detonation.  (3)  By  means  of  an  additional  charge 
of  ordinary  gunpowder  the  explosion  of  the  latter  will  cause  the 
dynamite  to  go  off  even  when  it  is  only  partially  confined.  I 
claim  as  the  invention  the  mode  herein  sot  forth  of  manufacturing 
the  safety  powder  or  dynamite  herein  described,  and  also  tho 
modes  of  firing  the  same  by  special  ignition  as  herein  set  forth." 

Dynamite  was  in  fact,  made  by  pouring  nitro-glyoerine  over  a 
kind  of  silicious  earth  called  keiselguhr,  which  was  first  calcined 
and  reduced  to  powder. 

Orlando  Webb,  manager  of  some  slate  quarries,  deposed  fur  the 
plaintiffs  that  he  and  hiu  workmen  had  tried  to  make  dynamite 
in  1867  by  absorbing  nitro-glycerine  with  powdered  slate,  using 
the  cuttings  from  the  machines,  and  that  finding  this  not  suffi- 
ciently absorbent,  he  mixed  the  slate  powder  with  brick-dust, 
when  considerably  more  liquid  was  taken  up. 

The  Court  of  Appeal  (Jessel,  M.R.,  James  and  Thesiger,  L.J  J.), 
reversing  Fry,  J.,  gave  judgment  for  the  defendants  on  the 
gi'ound  that  the  specification  did  not  give  directions  by  which  an 
ordinary  workman  could  without  experiment  produce  a  practical 
useful  commercial  article ;  inasmuch  as  there  was  nothing  to 
indicate  that  the  material  was  to  be  pulverized.  And  further 
on  the  ground  that  the  patentee  made  a  distinct  claim  to  a  mode 
of  igniting  by  means  of  a  special  fijlminating  cap  which  was 
not  a  novelty  at  the  time  the  patent  was  taken  out. 

On  appeal,  the  House  of  Lords  restored  the  order  of  Fry,  J. 

Cairns,  L.C. :  "  The  construction  of  the  specification  is  for  the 
Court  to  be  determined  like  the  construction  of  any  other  written 
instrument,  the  Court  placing  itself  in  the  position  of  some  person 
acquainted  with  the  surrounding  circumstances  as  to  the  state 
of  art  and  manufacture  at  the  time,  and  making  itself  acquainted 
with  the  technical  meaning  in  art  or  manufacture  which  any 
particular  word  or  words  may  have.  When  the  nature  of  the 
invention  is  thus  ascertained  by  the  Court  as  a  matter  of  con- 
struction, the  Court  has  then  to  inquire  whether  the  manner  in 
which  the  same  is  to  be  performed  is  sufficiently  described  in  the 
specification  to  the  comprehension  of  any  workman  of  ordinary 
skill  in  the  particular  art  or  manufacture ;  and  this  the  Court  can 
best  do  by  the  evidence  of  workmen  of  that  description,  and  by 
evidence  of  what  workmen  of  that  description  have  actually  done 
under  the  patent. 

**Now  I  cannot  doubt  that  looking  to  the  description  of  the 
invention  as  separate  from  the  description  of  the  way  in  which 
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it  is  to  be  performed,  we  have  the  nature  of  the  invention 
sufficiently  and  intelligibly  described.  .  .  .  Bat  then  it  is  said 
there  is  no  sufficient  description  of  the  manner  in  which  the 
invention  is  to  be  performed.  .  .  .  The  matter  is  one  which  must 
be  determined  by  evidence.  Orlando  Webb  (admittedly  a  skilled 
witness)  states  that,  in  1867,  his  attention  was  drawn  to  this 
specification  and  that  he  made  dynamite  under  it.  Neither  he 
nor  his  workmen  had  any  difficulty  in  making  it.  .  .  .  No  work- 
man whatever,  skilled  or  unskilled,  has  been  produced  by  the 
respondents  who  states  that  he  has  been  or  would  be  misled  by 
the  specification  (ir  unable  to  make  dynamite  by  following  its 
directions.  I  come  to  the  conclusion  that  there  is  no  insufficiency 
in  the  specification. 

^*  The  second  question  is  as  to  the  extent  of  the  claim.  ...  I 
look  upon  the  means  of  explosion,  even  assuming  them  to  be 
known  as  applicable  to  other  substances,  to  be  part  and  parcel 
of  the  invention  which  the  patentee  was  bound  to  give  to  the 
public  as  a  complete  invention,  and  I  understand  him  to  claim 
these  means  of  explosion  only  as  part  and  parcel  of  this  invention. 
He  does  nut,  as  it  seems  to  me,  claim  the  means  of  explosion  tii 
gro98,  but  only  as  appendant  to  dynamite,  and  he  would  not  be 
allowed  under  this  patent  to  claim  them  for  any  other  purpose. 
.  .  .  The  second  claim  being  as  it  seems  to  me  merely  a  claim  to 
the  user  of  that  which  is  included  in  the  first,  I  cannot  think 
that  the  patent  should  be  avoided  by  the  introduction  of  that 
which  is  merely  useless."    (1  Oood,  P.  0,  88,  at  p.  91.) 

(5*)  Philpott  v.  Hanbuey.    [1886] 

A  patentee  is  required  to  particularly  describe  and  ascertain  the 
nature  of  his  invention,  and  the  means  of  performing  the  same. 
Those  are  two  quite  different  things.  The  object  of  requiring  the 
nature  of  the  invention  to  be  stated  in  the  specification  is  that 
persons  reading  it  may  know  with  reasonable  clearness  and  facility 
what  they  are  prohibited  from  using.  The  object  of  requiring  the 
patentee  to  particularly  ascertain  the  means  of  performing  the 
same  is  to  prevent  him  from  extending  his  monopoly  by  keeping 
secret  the  mode  in  which  he  did  it.     (2  0.  B.  38.) 

(c)  Edison  v.  Woodhouse.    (No  2.)    C.  A.    [1887] 

The  defendants  did  not  show  that  the  directions  in  the  speci- 
fication were  not  practically  sufficient  to  enable  a  competent 
person  to  make  the  patented  articles;  but  relied  on  the  words 
used  in  the  specification,  and  evidence  that  the  temperature  would 
have  to  be  kept  up,  which  the  Court  found  was  implied  in  the 
specification : — Held,  that  this  was  not  sufficient  to  invalidate 
the  patent,  for  if  the  language  of  a  specification  is  clear  enough 
to  guide  a  competent  workman,  the  Court  cannot  hold  the* 
language  insufficient  in  point  of  law.  No  doubt  it  is  for  the 
Court  and  not  for  a  worlonan  to  construe  the  specification ;  but 
if  a  workman  says  it  is  a  sufficient  guide  to  him,  and  the  Court 
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believes  Lim,  the  Court  must  hold  that  as  regards  oleamess  of 
description  tlie  specification  is  in  point  of  law  sufficient.  lOriff. 
96;  3  0.  i2.  183;  4  0.  i2.  99.) 

(c  •)  Bray  v.  Gardiner.    [1887] 

If  the  patentee's  claim  to  the  new  thing  is  so  expressed  that  an 
intelligent  reader  must,  after  fair  perusal  and  reasonable  reflection, 
conclude  what  the  production  is  of  which  the  patentee  has  a 
monopoly,  then  the  nature  of  the  invention  (as  distinguished  from 
the  means  of  performing  it)  is  sufficiently  described.  (4  0.  B. 
400.) 

{d)  MosELEY  V.  The  Victoria  Kitbber  Company.    [1887] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
the  production  of  designs  upon  waterproof  fabrics: — Held,  as  a 
matter  of  construction  of  the  specification  taken  in  connection 
with  the  evidence  that  the  cold  vapour  process  referred  to  was 
sufficiently  described.     (4  0.  B.  241.) 

(e)  Badische  Aniun   und   Soda   Fabrik  v.  Levinstein.      H.  L. 

[1887] 

Two  isomeric  forms  of  naphthylamine  were  known  to  exist  at 
the  date  of  the  plaintiff's  patent,  but  one  only,  alpha  naphthy- 
lamine, was  known  in  commerce,  the  other  being  only  mentioned  in 
scientific  books.  Beta  naphthylamine  had  only  been  known  for 
a  few  years,  before  which  time,  and  to  some  extent  afterwards, 
alpha  naphthylamine  had  been  known  as  naphthylamine.  The 
plaintiffs  specification,  which  was,  from  its  nature,  addressed  t4> 
advanced  students  of  organic  chemistry,  mentioned  naphthylamine 
as  an  important  factior  in  his  process,  without  stating  which. 
Beta  naphthylamine  would  not  produce  the  desired  result : — Held^ 
reversing  the  decision  of  the  Court  of  Appeal,  that  the  specification 
was  sufficient,  and  not  open  to  the  cnarge  of  ambiguity.  (12 
4pp.  a  710;  4  0.  JB.  449.) 

(/)  Edison  and  Swan  Electric  Light  Company  v.  Holland  and 
Others.    C.  A.    [1889] 

In  considering  the  sufficiency  of  a  specification  for  an  incan- 
descent light  dated  in  1879,  it  must  be  remembered  that  there  was 
no  trade  then  of  manufacturing  incandescent  lamps,  and  therefore 
the  specification  should  be  so  explicit  as  to  enable  an  intelligent 
working  man  to  make  an  incandescent  lamp  without  having  to 
try  experiments.  (T.  L.  Bep.  IV.  386^  i—Held,  by  Kay,  J.,  that 
the  directions  contained  were  not  sufficient  to  enable  the  processes 
described  to  be  followed  out  without  careful  experiments  and 
numerous  failures,  and  that  therefore  the  specification  was  in- 
sufficient. (5  0.  B.  459).  But  held  by  theCourt  of  Appeal  that 
the  specification  was  sufficient.  Lindley,  L. J. :  ''  Two  conditions 
imposed  by  the  old  Patents  Act,  15  &  1(5  Yict.  c.  83,  sect.  9,  in 
order  to  sustain  a  patent  are  distinct,  and  compliance  with  one  is 
not  necessarily  compliance  with  the  other.    The  first  condition  is 
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that  the  patentee  must  state  in  clear  and  intelligible  language 
what  the  invention  really  is,  bo  that  others  may  know  what 
addition  the  patentee  has  made  to  what  was  known  before,  and 
what  they  are  hot  at  liberty  to  do  without  his  consent.  The 
second  condition  is  that  he  muNt  state  in  clear  and  intelligible 
language  how  the  patented  invention  is  to  be  performed,  so  that 
others  may  learn  from  it  how  practically  to  avail  themselves  of  it.*' 
(QO.B.  243.) 

Must  he  Candid,  and  not  Misleading  or  Ambiguous, 

(g)  LiAUDET  V.  Johnson.     N.  P.     [1778] 

**  The  meaning  of  the  specification  is,  that  others  may  be  taught 
to  do  the  thing  for  which  the  patent  is  granted,  and  if  the  speci- 
fication is  false  the  patent  is  void,  for  the  meaning  of  the  specifi- 
cation is,  that  after  the  term  the  public  shall  have  the  benefit  of 
the  discovery." 

In  a  patent  for  trusses  for  ruptures,  the  patentee  omiited  what 
was  very  material  for  tempering  steel,  which  was  rubbing  it  with 
t  dlow,  and  for  want  of  that  Lord  Mansfield  held  it  void.  (1  Wc6. 
P.  a  63 ;  Bull  N.  P.  76.) 

(A)  Eeg.  r.  Arkwright.     Sci.fac.     [1785] 

Buller,  J.,  in  addressing  the  jury,  said :  "  It  is  clearly  settled 
at  law  that  a  man,  to  entitle  himself  to  the  benefit  of  a  patent  for 
a  monopoly,  must  disclose  his  secret,  and  specify  his  invention  in 
such  a  way  that  others  may  be  tAiight  by  it  to  do  the  thing  for 
which  the  patent  is  granted;  for  the  end  and  meaning  of  the 
specification  is,  to  teach  the  public,  after  the  term  for  which  the 
patent  is  granted,  what  the  art  is,  and  it  must  put  the  public  in 
possession  of  the  secret,  in  as  ample  and  beneficial  a  way  as  the 
patentee  himself  uses  it.  This  I  take  to  be  clear  law,  as  far  as  it 
respects  the  specification ;  for  the  patent  is  the  reward,  which, 
under  the  Act  of  Parliament,  is  held  out  for  a  discovery,  and 
therefore,  unless  the  discovery  be  true  and  fair,  the  patent  is  void. 
If  the  specification,  in  any  part  of  it,  be  materially  false  or  defec- 
tive, the  patent  is  against  law,  and  cannot  be  supported."  (1  fVc6. 
P.  C,  66 ;  Dav,  P.  0.  106.)  According  to  the  evidence,  certain 
parts  of  the  machine  described  were  useless.  Buller,  J.,  said  :  "  If 
those  are  of  no  use  but  to  be  thrown  in  merely  to  puzzle,  I  have 
no  difficulty  to  say,  upon  that  giound  alone  the  patent  is  void." 
{Dav.  P.  C.  118.)  *'If  f  »ur  things  only  were  necessary  instead 
of  ten,  the  specification  does  nut  contain  a  good  account  of  the 
invention."     (J6.  125.) 

(t)  Turner  v.  Winter.     [1787] 

Action  for  the  infringement  of  a  patent  for  "a  method  of  pro- 
ducing a  yellow  colour  for  painting  in  oil  or  water,  making  white- 
lead,  and  separating  the  mineral  aAkali  from  common  salt,  all  to 
be  performed  in  ono  sinj^le  process.'*  Three  objections  were  taken 
to  the  specificatiun.     '*  First,  that,  after  directing  that  lead  should 
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be  calcined,  it  directed  another  ingredient  to  be  taken,  which 
would  not  answer  the  purpose,  viz.  minium.  Neither  was  it  said 
that  minium  should  be  calcined  or  fused ;  but  if  it  had  any  refer- 
ence to  the  preceding  words,  then  it  should  be  calcined,  which 
would  not  produce  the  e£fect,  fusion  being  neccHsary.  Second, 
that  'fossil  salt'  was  improperly  mentioned.  There  were  many 
kinds  of  fossil  salt,  only  one  of  which,  viz.  saP  gem,  would  answer 
the  purpose,  because  it  must  be  a  marine  salt.  Third,  that  the 
white  substance  produced  was  not  that  cnminonly  known  as  white- 
lead  :" — Held,  that,  if  any  of  these  objectionn  were  well  founded,  it 
would  avoid  the  patent.  (1  T,  B.  602 ;  JOav.  P.  C.  145 ;  1  Web. 
P.  C.  77.)  BuUer,  J.,  said:  "If  the  patentee  says  that  by  one 
process  he  can  produce  three  things,  and  he  fails  in  any  one,  the 
consideration  of  his  meiit,  and  for  which  the  patent  was  granted, 
fails,  and  the  Crown  has  been  deceived  in  the  grant.  Slight 
defects  in  the  specification  will  be  sufiBcient  to  vacate  the  patent." 
(1  Web.  P.  a  82.)  "  If  he  (the  patentee)  make  the  article  for 
which  the  patent  is  granted,  with  cheaper  materials  than  those 
enumerated,  although  the  latter  will  answer  the  purpose  equally 
well,  the  patent  is  void,  because  he  does  not  put  the  public  in 
possession  of  his  invention,  or  enable  them  to  derive  the  same 
benefit  which  he  himself  does.     (16.  81.) 

(f)  HuDDART  V.  Grimshaw.    N.  P.     [1803] 

The  insertion  or  representation  of  anything  as  material,  not 
being  so  in  fact,  will  vitiate  the  specification.  (Dav,  P.  C.  295 ; 
1  W^.  P.  a  93.) 

(k)  Wood  v.  Zimmer.    N-  P.    [1815] 

In  this  action,  to  try  the  validity  of  Zinck's  patent  for  **  a  method 
of  making  verdigris/'  it  appeared  that  the  method  described  in 
the  specification  was  sufifioient  to  make  the  verdigris,  but  that 
Zinck  had  been  accustomed  clandestinely  to  put  aquafortis  into  the 
boiler,  whereby  one  of  the  ingredients,  copper,  was  dissolved  more 
rapidly;  but  the  verdigris  so  produced  was  neither  better  nor 
cheaper  than  that  made  according  to  the  specification,  which  did 
not  mention  aquafortis  in  any  way  whatever.  Gibbs,  C.J. :  **It  is 
said  that  the  method  described  makes  verdigris,  and  that  the  speci- 
fication is,  therefore,  sufilcient.  The  law  is  not  so ;  a  man  who 
applies  for  a  patent,  and  possesses  a  mode  of  carrying  on  that 
invention  in  the  most  beneficial  manner,  must  disclose  the  means 
of  producing  it  in  equal  perfection,  and  with  as  little  expense  and 
labour  as  it  costs  the  inventor  himself.  The  price  that  he  pays 
for  his  patent  is,  that  he  will  enable  the  public,  at  tne  expiration 
of  his  privilege,  to  make  it  in  the  same  way,  and  with  the  same 
advantages.  If  anything  that  gives  an  advantageous  operation  to 
the  thing  invented  be  concealed,  the  specification  is  void.  Now, 
though  the  specification  should  enable  a  person  to  make  verdigris 
substantially  as  good  without  aquafortis  as  with  it,  still,  inasmuch 
as  it  would  be  made  with  more  labour  by  the  omission  of  aquafortis^ 
it  is  a  prejudicial  concealment,  and  a  breach  of  the  term,  which 
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the  patentee  makes  with  the  public."  {Holt^  N.  P.  58 ;  1  Feft. 
P.  a  82.) 

(I)  BoViLL  V.  Moore.    N.  P.    [1816] 

Gibbs,  C.J.,  in  addressing  the  jury,  said:  "There  is  another 
consideration  respecting  the  specification,  which  is  also  a  material 
one,  and  that  is,  whether  the  patentee  has  given  a  full  specification 
of  his  invention,  not  only  one  that  will  enable  a  workman  to 
construct  a  machine  answering  to  the  patent,  but  one  that  vnll 
enable  a  workman  to  qpnstruct  a  machine  aDSwerable  to  the  patent 
to  the  extent  most  beneficial  within  the  knowledge  of  the  patentee 
at  the  time ;  for  a  patentee,  who  has  invented  a  machine  useful  to 
the  public,  and  can  construct  it  in  one  way  more  extensive  in  its 
benefit  than  in  another,  and  states  in  his  specification  only  that 
mode  which  would  be  least  beneficial,  reserving  to  himself  the 
more  beneficial  mode  of  practising  it,  although  he  wiU  have  so  far 
answered  the  patent  as  to  describe  in  his  specification  a  machine 
to  which  the  patent  extend« ;  yet  he  will  not  have  satisfied  the 
law  by  communicating  to  the  public  the  most  beneficial  mode  he 
was  then  possessed  of,  for  exercising  the  privilege  granted  to  him. 

If  at  the  time  when  he  obtained  his  patent  he  was 

apprised  of  this  more  beneficial  mode  of  working,  and  did  not, 
by  his  specification,  communicate  this  more  beneficial  mode  of 
working  to  the  publid,  that  will  have  been  a  fraudulent  conceal- 
ment from  the  public,  and  will  render  his  patent  void."  (Dov. 
P.  a  400.) 

(w)  Savory  v.  Price.    N.  P.    [1823] 

Action  for  the  infringement  of  a  patent  for  a  method  of  making 
seidlitz  powder.  The  specification  gave  three  recipes  for  preparing 
the  ingredients,  which  were  Eochelle  salt,  carbonate  of  soda,  and 
tartaric  acid.  It  was  proved  that  by  following  the  directions 
given  in  the  specification,  the  result  was  obtained,  and  that  it  was 
new  and  useful.  It  api)eared  also  that  the  three  recipes  were 
only  common  processes  for  preparing  the  ingredients,  which  were 
sold  in  shops  before  the  date  of  the  patent.  The  specification  did 
not  give  any  name  to  the  ingredients  resulting  &om  the  three 
recipes : — Held^  that  the  patent  was  void.  (1  By,  d  Mo.  1 ;  1  TFe5. 
P.  0.  83.)  Abbot,  C.J.,  in  delivering  judgment,  said  :  "  It  is  the 
duty  of  any  one,  to  whom  a  patent  is  granted,  to  point  out  in  his 
specification  the  plainest  and  most  easy  way  of  producing  that  for 
which  he  claims  a  monopoly,  and  to  make  the  public  acquainted 
with  the  mode  which  he  nimself  adopts.  If  a  person,  on  reading 
the  specification,  would  be  led  to  suppose  a  laborious  process 
necessary  to  the  production  of  any  one  of  the  ingredients,  when, 
in  fact  he  might  go  to  a  chemist's  shop  and  buy  the  same  thing  as 
a  separate  simple  part  of  the  oompound,  the  public  are  misled. 
If  the  results  of  the  recipes,  or  of  any  of  them,  may  be  bought  in 
shops,  this  specification,  tending  to  make  people  believe  an  elabo- 
rate process  essential  to  the  intervention,  cannot  be  supported." 
(1  By.dtMo.S,) 


Digitized  by  VjOOQ  IC 


Mvst  he  Candidy  cmd  not  Misleading  or  Ambiguous.      439 

(n)  Sturtz  r.  Db  LA  EuB.    Ch.    [1828] 

The  patent  was  "  for  cei'tain  improvements  in  copper  and  other 
plate  printing."  The  specification  declared  that  '*  me  nature  of 
the  invention  consisted  in  putting  a  glazed  or  enamelled  surface 
on  paper  to  be  used  for  copper  and  other  plate  printing,  by  means 
of  white-lead  and  size."  This  glaze  or  enamel  was  directed  to  be 
made  by  mixing  size,  in  certain  proportions,  with  **  the  finest  and 
purest  chemical  white- lead,"  but  the  evidence  went  to  show  that 
there  was  no  substance  generally  known  in  the  trade  by  that 
denomination.  Lyndhurst,  L.O.,  said :  **  It  is  a  principle  of  patent 
law,  that  there  must  be  the  utmost  good  faith  in  the  specification. 
It  must  describe  the  invention  in  such  a  way,  that  a  person  of 
ordinary  skill  in  the  trade  shall  be  able  to  catTy  on  the  process. 
Here,  the  specification  says,  that  there  is  to  be  added  to  the  size 
certain  proportions  '  of  the  finest  and  purest  chemical  white-lead.' 
A  workman  would  naturally  go  to  a  chemist's  shop,  and  ask  for 
*  the  fine^5t  and  purest  chemical  white-lead ;'  the  answer  which  he 
would  receive  would  be,  that  there  was  no  substance  known  in  the 
trade  by  that  name.  He  would  be  compelled  to  ask  for  the  purest 
and  finest  white-lead ;  and,  according  to  the  evidence,  the  purest 
and  finest  white-lead  that  can  be  procured  in  London  will  not 
answer  the  purpose.  It  is  said  that  there  is  a  substance  prepared 
on  the  Continent,  which  is  white-lead,  or  some  preparation  of 
white-lead ;  and  that,  by  using  it  in  the  manner  described  in  the 
specification,  the  desired  efiect  is  produced.  If  that  be  so,  the 
patentee  ought  to  have  directed  the  attention  of  the  public  to  that 
circumstance."     (6  Buss.  327 ;  1  Web.  P.  C.  83.) 

(o)  Cbompton  v.  Ibbotson.    [1828] 

The  patent  was  for  an  improvement  in  drying  and  finishing 
paper.  The  patentee  said  in  his  specification  :  "  The  invention  I 
claim  consists  in  conducting  the  paper,  by  means  of  cloth  or  cloths^ 
against  the  heated  cylinders,  which  cloth  may  be  made  of  any 
suitable  material,  but  I  prefer  it  to  be  made  of  linen  warp  and 
woollen  weft."  The  evidence  showed,  that,  before  the  date  of  the 
specification,  the  patentee  had  tried  several  fabrics  for  the  purpose, 
but  none  had  answered  except  the  one  made  of  linen  and  wool : — 
Held,  that  the  specification  was  bad,  as  it  tended  to  mislead  the 
public.  Tenterden,  C.J. :  "  Other  persons,  misled  by  the  terms  of 
this  specification,  may  be  induced  to  make  experiments  which  the 
patentee  knows  must  fail,  and  the  public,  therefore,  has  not  the 
full  and  entire  benefit  of  the  invention."  (^Dan.  d  L.  S4t;  1  Wt^, 
P.  a  S3;  1  Carp.  P.  0.  462.) 

(p)  Lewis  v.  Mablino.    [1829] 

A  party  took  out  a  patent  for  an  improved  shearing  machine,  to 
shear  woollen  cloths,  and  claimed  four  things  as  his  invention. 
One  of  them  was  a  proper  substance  to  brush  the  cloth.  In 
describing  the  machine  in  the  specification,  he  directed  plush  to 
be  used  for  this  purpose,  but  he  nowhere  stated  that  this  was  an 
essential  part  of  his  machine.     Before  the  time  of  the  patentee's 
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invention  some  kind  of  bras]!  had  been  uniformly  xxaed,  but  it  was 
subsequently  ascertained  that  with  this  machine  no  brush  was 
necessary : — Held^  that  this  did  not  invalidate  the  patent.  (10  B, 
dt  €.22;  4:0.  dtp.  66;  5M.dB.66;  1  Web.  P.  0.493.)  Tenter- 
den,  C. J.,  said :  **  If  the  patentee  mentions  that  as  an  essential 
ingredient  in  the  patent  article,  which  is  not  so,  nor  even  useful, 
and  thereby  he  misleads  the  public,  his  patent  may  be  void ;  but 
it  woulH  be  very  hard  to  say  that  this  patent  should  be  void 
because  the  plaintiffs  claim  to  be  the  inventors  of  a  certain  part  of 
the  machine  not  described  as  essential,  and  which  turns  out  not  to 
be  useful."  (I  Web.  P.  C.  495.)  Bayley,  J.,  said :  "  If  the  party 
knew  that  it  (the  brush)  was  unnecessary,  the  patent  would  he 
bad,  on  the  ground  that  this  was  a  deception,  but  if  he  thought  it 
was  pioper,  and  only  by  a  subsequent  discovery  finds  out  that  it 
is  not  necessary,  I  think  that  it  forms  no  ground  of  objection. .  .  . 
If  the  patentee  suppresses  anything,  or  if  he  misleads,  or  if  he 
does  not  communicate  all  he  knows,  his  specification  is  bad.  So, 
if  he  says  there  are  many  modes  of  doing  a  thing,  when  in  fact 
one  only  will  do,  this  wiU  also  void  the  patent ;  but  if  he  makes  a 
full  and  fair  communication,  as  far  as  his  knowledge  at  the  time 
extends,  he  has  done  all  that  is  required."     (lb.  496.) 

{q)  Crossley  v.  Beverley.     [1829] 

Bayley,  J. :  •'  It  is  the  duty  of  the  inventor,  if  between  tho 
period  of  taking  out  the  patent  and  enrolling  the  specification  ho 
makes  discoveries  which  will  enable  it  better  to  effectuate  the 
thing  for  which  the  patent  was  obtained,  not  only  that  he  is  at 
liberty  to  introduce  them  into  his  patent,  but  that  it  is  his  bounden 
duty  bo  to  do,  and  that  it  is  not  sufiicient  for  him  to  communicate 
to  the  public  the  knowledge  which  he  had  at  the  time  he  obtained 
the  patent,  but  be  ought  to  communicate  to  the  public  the  know- 
ledge he  has  obtained  before  the  specification."  (1  Web.  P.  (7. 
117.) 

(r)  Jones  v.  Heaton. 

Tindal,  C.J. :  "  The  patentee  is  bound  to  give  in  his  specifica- 
tion the  most  improved  state  of  his  invention  up  to  the  time  of 
enrolling  his  specification."     (1  Web.  P.  C.  404,  (n.)) 

(«)  Derosne  v.  Fairie.     [1835] 

A  specification  must  state  at  least  one  method  which  will 
succeed.     (2  C,  M.  d  B.  493 ;  1  Web.  P.  C.  165.) 

(t)  Morgan  v.  Seaward.    N.  P.     [1836] 

Alderson,  B. :  "  If  a  patentee  is  acquainted  with  any  particular 
mode  by  which  his  invention  may  be  more  conveniently  carried 
into  effect,  he  ought  to  state  it  in  his  specification."  (1  Web.  P.  0. 
174.) 

(w)  Galloway  v.  Bleaden.    N.  P.    [1839] 

Tindal,  C. J.,  referring  to  the  specification,  said :  "  If  there  is  a 
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want  of  clearness,  so  that  the  public  cannot  afterwards  avail  them* 
selves  of  it,  much  more  if  there  is  any  studied  ambiguity  in  it,  so 
as  to  conceal  from  the  public  that  which  the  patentee  for  a  term  is 
enjoyiug  the  exclusive  benefit  of,  no  doubt  the  patent  itself 
would  be  completely  void."     (1  Weh.  P.  C.  524.) 

(v)  BiCKFORD  V,  Skewes.     [1841] 

Patent  for  a  miner's  safety  fuse.  The  specification  directed  the 
use  of  "  gunpowder,  or  other  proper  combuhtible  matter,"  fur  the 
manufacture  of  the  fuse.  Jt  was  objected,  on  behalf  of  the  defen- 
dants, that  the  plaintiff  had  failed  to  show  that  anv  other  material 
but  gunpowder  had  ever  been  used  in  the  fuse  ;  or,  if  introduced, 
would  answer  the  purpose  desired.  Denman,  C.J.,  in  delivering 
the  judgment  of  the  Court,  said :  "  The  first  part  of  this  objection 
is  true  in  fact ;  but  it  seems  to  us  immaterial ;  for  if  other  materials, 
not  specified  (and  it  is  certainly  not  necessary  to  specify  all),  but 
still  within  the  description  given,  will  answer  the  purpose,  no 
ambiguity  is  occasioned,  nothing  that  can  mislead  the  public,  or 
increase  the  difficulty  hereafter  of  making  the  instrument,  by  the 
introduction  of  terms  which  import  that  the  patentee  has  himself 
nsed  them.  The  latter  part  of  the  objection,  if  true  in  fact,  would 
have  been  more  material,  because  it  does  tend  to  mislead  if  it  be 
stated  that  a  whole  cla^s  of  substances  may  be  used  to  produce  a 
given  effect,  when,  in  fact,  only  one  is  capable  of  being  used  suc- 
cessfully."    (1  Q.  B.  948 ;  1  Weh.  P.  C.  218.) 

(w)  Walton  v.  Potter.    N.  P.    [1841] 

Tindal,  C.J.,  in  addressing  the  jury,  said  :  "  The  object  of  the 
specification  is,  that  it  is  the  price  wliich  the  party  who  obtains 
the  patent  pays  for  it,  and  it  would  be  a  hard  bargain  on  the  part 
of  the  public,  if  he  were  allowed  to  clothe  his  discovery  and  his 
description  in  characters  so  dark  and  so  ambiguous,  that  no  one 
could  make  from  it  when  the  fourteen  3*ears  have  expired,  and  he 
should  not  have  paid  the  price  for  which  he  enjoyed  the  exclusive 
privilege,  but  that  he  should  have  it  in  his  own  hands  still  for  as 
long  a  period  as  he  chooses ;  and  therefore,  it  is  always  a  proper 
answer  when  a  patent  is  set  np,  to  say  that  you  have  not  so 
described  it,  that  it  may  be  understood."     (1  Web.  P.  C.  695.) 

(^x)  Neilson  v.  Harford.    [1841] 

A  specification,  which  contains  a  false  statement  in  a  material 
circumstance,  of  a  nature  that,  if  literally  acted  upon  by  a  compe- 
tent workman,  would  mislead  him,  and  cause  the  experiment  to 
fail,  is  bad,  and  the  patent  invalidated,  although  the  jury  finds 
that  a  competent  workman,  acquainted  with  the  subject,  would  not 
be  misled  by  the  error,  but  would  correct  it  in  practice.  The 
patentee,  in  his  specification,  said :  '*  The  shape  of  the  receptacle  " 
(a  part  of  his  machine)  ''  is  immaterial  to  the  effect."  This  was 
held  to  cast  upon  the  patentee  the  necesHity  of  proving  to  the 
satisfaction  of  the  jury  that  any  shape  which  could  reasonably  be 
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expected  to  be  made  by  a  competent  workman,  wonld  prodnoe  ■ 
beneficial  effect,  and  be  a  valuable  discovery.  (8  If.  d  W,  806.) 
At  nisi  prius  it  was  held  that  the  omission  to  mention  anything 
which  may  be  necessary  for  the  beneficial  enjoyment  of  the  in- 
vention is  a  fatal  defect,  aliter  if  such  omission  go  only  to  the 
degree  of  the  benefit.  (Web.  P.  C.  317.)  The  omission  to  mention 
in  the  specification  anvthing  which  the  patentee  knows  to  be 
useful,  is  fatal.     {lb.  320.) 

(y)  Macnamara  v.  Hulse.     [1842] 

In  a  patent  for  blocks  for  pavement,  the  patentee  claimed  as  his 
invention,  that  his  block  whs  bevelled  both  inwards  and  outwards 
on  the  same  side  of  the  block ;  but  the  specification  did  not  state 
at  what  angle  the  bevels  should  be  made ;  and  one  witness  stated 
that  the  angle  was  material,  but  another  witness  stated  that  any 
angle  would  be  of  some  benefit : — Held^  that  if  the  jury  thought 
that  a  bevel  at  any  angle  would  be  beneficial,  the  specification 
would  be  good,  although  it  omitted  to  state  any  pArticular  angle  at 
which  the  bevels  should  be  made.     {Car.  d  M.  471.) 

(2)  Walton  v.  Bateman.    N.  P.    [1842] 

If  a  patentee  knows  a  better  mode  than  that  which  he  states  in 
his  specification  of  carrying  out  his  invention,  his  pateut  is  void. 
(1  Web.  P.  a  622.) 

(a)  Tetley  v.  E ASTON.    N.  P.    [1852] 

Pollock,  C.B. :  "  A  man  has  no  right  to  patent  a  principle,  and 
then  give  to  the  public  the  humblest  instrument  that  can  be  made 
from  his  principle,  and  reserve  to  himself  all  the  better  part  of  it." 
{Macr.  P.  a  76.) 

(b)  Heath  v.  Unwin.    Ex.  Ch.    [1862] 

Coleridge,  C.J.,  in  the  course  of  his  judgment,  said  :  "  The  speci- 
fication, to  be  perfect,  must  be  taken  to  specify  impliedly  all  the 
chemical  equivalents  of  those  chemical  means  expressl}'  stated  for 
producing  the  promised  result,  which  were  at  the  time  of  specifying 
known  to  ordinarily-bkilled  chemists  or  to  the  patentee  himself; 
the  latter  of  these  seems  to  me  to  be  as  necessary  as  the  former. 
If  the  inventor  of  an  alleged  discovery,  knowing  of  two  equivalent 
agents  for  effecting  the  end,  could  by  the  disclosure  of  one  preclude 
the  public  from  the  benefit  of  the  other,  he  might  for  his  own  profit 
force  upon  the  public  an  expensive  and  difficult  process^  keeping 
back  the  simple  and  cheap  one,  which  would  be  directly  contrary 
to  the  good  faith  requir^  from  every  patentee  in  his  communi- 
cation with  the  public."     (2  Web.  P.  C.  243.) 


(c)  The  Patent  Type  Founding  Company  v.  Richards.   Ch.    [1859] 

consists  in  the  use 
LOt  necessarily  bad 
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tmoertainty,  though  the  patentee  does  not  limit  himself  to  the 
precise  proportions  recommended.  The  patentee  is  bound,  according 
to  the  authorities,  to  state  what  he-  considers  the  best  proportions. 
A  specification  stated  in  substance,  that  the  usual  practice  in 
the  manufacture  of  type  was,  to  employ  lead  and  antimony,  and 
in  some  cases  to  add  a  small  percentage  of  tin ;  that  the  object  of 
the  invention  was  to  obtain  tougher  metal  by  employing  tin  in 
large  proportions  with  antimony,  greatly  reducing  or  wholly 
omitting  the  use  of  lead ;  that  the  best  proportions  were  seventy- 
five  of  tin  and  twenty-five  of  antimony,  but  that  this  might  be,  to 
some  extent,  varied ;  and  that,  if  lead  were  used,  it  mu.st  not 
exceed  fifty  per  cent,  of  the  whole,  one  p  irt  of  antimony  to  three  of 
tin,  or  tin  and  lecui,  being  the  best : — Held,  on  demurrer,  that  the 
specification  was  not  bad  on  the  face  of  it  for  uncertainty,  and 
that  the  evidence  of  persons  acquainted  with  the  usual  modes 
of  manufacture  was  necessary  to  determine  whether  the  inven- 
tiou  was  stated  with  sufficient  precision.  (1  John  Bep.  381 ; 
6  Jttr.,  N.  8.  39.) 

(d)  Mackelcan  v.  Eennie.     [1862] 

Williams,  J. :  *'  The  plaintiff  in  this  case  had  obtained  a  patent 
for  '  improvements  in  floating-docks.'  In  the  course  of  the  trial,  it 
appeared  that  the  construction  of  floating-docks  was  not  novel. 
The  plaintiff  then  alleged  that  his  invention  did  not  consist  in  the 
construction  of  floating-docks,  but  in  the  application  of  iron  so  as 
to  form  air-tight  and  water-tight  chambers.  The  Lord  Chief 
Justice  was  of  opinion  that,  inasmuch  as  there  was  no  mention  of 
iron  in  the  complete  specification,  the  plaintiff  had  not  complied 
with  the  conditions  of  the  letters  patent  by  duly  describing  the 
nature  of  his  invention,  and  in  what  manner  it  was  to  be  carried 
into  effect ;  and,  accordingly,  he  directed  a  nonsuit  to  be  entered. 
We  are  all  of  opinion  that  he  was  quite  right  in  so  doing."  (13 
a  B.,  N.  S.  69.) 

(c)  SniPSON  V.  HOLLIDAY.      [1864] 

Patent  for  "  improvements  in  the  preparation  of  red  and  purple 
dyes."  The  patentee  in  his  specification  said:  *' I  mix  aniline 
with  dry  arsenic  acid,  and  allow  the  mixture  to  stand  for  some 
time ;  or  I  accelerate  the  operation  by  heating  it  to,  or  near  to,  its 
boiling-point."  The  operation  would  not  succeed  if  conducted 
by  the  first  of  these  methods,  viz.  without  heat.  Wood,  Y.-C, 
said :  "  If  the  Court  had  any  notion  whatever  that  it  (the  first 
method)  was  put  in  with  an  intent  to  mislead,  then  without  doubt 
or  hesitation  it  would  hold  the  patent  to  be  bad ;  because  there  are 
two  points  in  these  cases  of  somewhat  confused  description  in 
specifications  which  the  Court  mainly  attend  to — whether  or  no  it 
has  been  put  in  with  a  fraudulent  intent  to  mislead,  so  as  to  have 
a  larger  claim — on  the  one  hand,  that  species  of  fraudulent  intent 
to  mislead,  which  at  once  leads  the  Court  to  decide  against  the 
validity  of  the  patent ;  or,  on  the  other  hand,  whether,  although 
put  in  innocently  by  mistake,  and  without  any  fraudulent  intent, 
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it  is  sncli  a  description  as  will  or  can  mislead  any  ordinary  work* 
man  in  the  operation  that  he  has  to  carry  on."  (20  Newt.  Lon. 
Jour.,  N.  S.  108.) 

(/)  Ralston  v.  Smith.    H.  L.    [1866] 

Lord  Westbury:  "There  were  some  objections  raised  to  the 
specification,  and  particularly  with  reo^ard  to  the  uncertainty  of 
the  material,  the  language  of  the  amended  specification  being  that 
the  plaintifi*  took  '  a  roller  of  hard  metal,  or  other  suitable  material.' 
I  do  not  think  those  words  *  or  other  suitable  material '  contain 
anything  like  such  a  generality  of  direction  as  would  be  fatal  to 
the  patent ;  '  other  suitable  material '  no  doubt  would  mean  any 
material  equally  sufficient  for  the  purpose  with  hard  metal.*'  (11 
H.  L.  Caa.  248 ;  35  L.  J.,  C.  P.  66  ;  20  C.  B.,  N.  S.  47 ;  13  L.  T. 
Eep.,  N.  S.  4.) 

(/*)   POOLEY  V.  POINTON.       [1885] 

The  plaintiff  patented  a  process  fur  making  malt  bread;  in  the 
same  year  he  issued  directions  as  to  the  proportionb  to  be  used, 
which  differed  from  those  in  the  specification,  and  in  subsequent 
years  he  issued  corrections,  one  of  which  was  marked  "  private  "  : — 
Held,  that  the  specification  was  insufficient.     (2  0.  E.  167.) 

(g)  Edison  v.  Woodhouse.     [1886] 

A  patent,  dated  as  to  its  final  specification,  May,  1880,  claimed 
an  electric  lamp  with  a  carbon  filament  for  its  illuminating  con- 
ductor. I'he  patentee  took  out  a  subsequent  patent,  dated  as  to  its 
provisional  specification,  December,  1879,  for  a  method  of  making 
carbon  filaments  for  electric  lamps: — Held,  that  there  being  no 
claim  in  the  first  patent  for  the  manufacture  of  carbon  filaments, 
there  had  been  no  such  want  of  disclosure  as  to  avoid  the  first 
patent.  (32  Ch.  B.  620 ;  3  0.  B.  167  ;  4  0.  -B.  79 ;  56  L.  J.,  Ch. 
943;  66  L  T.  263 ;  34  W.  B.  626.) 

(h)  Coles  v.  Baylis,  Lewis  and  Co.    [1886] 

The  plaintiff  was  the  assignee  of  a  patent  for  the  preparation  of 
lithographic  surfaces,  on  which  designs  had  been  produced  in  the 
ordinary  manner  by  applying  suitable  materials  to  the  designs,  and 
amalgamating  them  by  fusing  so  as  to  form  enamelled  designs  in 
relict.  After  the  assignment,  and  before  filing  the  complete 
specification,  the  plaintiff  gave  instructions  to  a  licensee  of  the 
patent,  headed  :  ''  Instructions  for  working  the  etching  process — 
the   burning  etching  process."     "  In  the  case  of  transfei-s  from 

engravings,   leliefs,   &o the  stone  must  be  etched,  <&c.'* ; 

and  amongst  other  directions  it  was  mentioned,  that  *'  the  prepared 
stone  being  blown  dry  ....  being  kept  for  thirty  minutes,  the 
colour  being  dusted  on  with  cotton  wool ;  when  this  is  done,  the 
whole  must  be  covered  with  French  chalk,  fresh  cotton  wool  being 
used."  And  it  was  said,  that  you  must  be  careful  to  use  good 
French  chalk,  for  common  French  cbalk  would  not  answer.  None 
of  these  directions  were  embodied  in  the  complete  specification  : — 
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HM,  as  these  were  inBtriictioiis  for  working  the  specification,  and 
as  the  invention  might  he  c^jmpleted  so  as  to  work  by  following  out 
the  specification  alone,  that  whatever  might  be  their  efiect  as 
showing  want  of  disclosure  at  the  trial,  the  question  was  too  fine 
to  prevent  the  granting  of  an  interim  iniunction.  The  case  was 
settled  before  trial.    (Chiff.  58 ;   3  0.  B.  178.) 

(t)  Thomson  v.  Batty.    [1888] 

In  the  specification  of  the  plaintiff's  patent  for  improvements  in 
compasses,  and  in  the  means  for  ascertaining  and  correcting  its 
errors,  the  third  claim  was  for  the  employment  in  compasses  of  a 
large  bowl  filled,  or  partially  filled,  with  a  viscous  fluid.  It  was 
proved  that  "  partially  filled  "  was  necessary  in  order  to  secure  the 
complete  effect,  but  that  **  filling  "  would  give  some  effect : — Held^ 
that  this  was  not  sufficient  to  invalidate  the  patent.     (6  0.  B.  84.) 

(j)  Shaw  v.  Jones.    [1889] 

In  the  complete  specification,  the  claim  ran :  "  We  claim  the 
production  of  printing  surfaces,  &o.,  &c.,  by  the  combination  of 
type-high  geometrical  squares,  curves,  angles,  &o.": — Held,  that 
the  first  two  "  &c.'s "  were  only  put  in  ex  ^ahundarUe  cautela,  and 
meant  "a  printing  surface,  or  any  other  name  that  you  call  it 
b}' " ;  that  they  were  not  put  in  to  mislead,  and  did  not  vitiate  the 
patent.     The  other  &c.  was  not  attacked.     (6  0.  B.  328.) 

Must  Specify  an  Improvement^  and  distinguish  what  is  New  from  what 

is  Old. 

(Ic)  Williams  v.  Brodib.    [Before  1785] 

The  invention  was  an  improvement  upon  an  old  stove,  but  in  the 
specification  the  whole  stove  was  described,  including  both  the  old 
and  new  parts,  without  describing  the  invention  as  a  new  improve- 
ment upon  an  old  thing,  and  it  was  held,  that  the  patent  was 
therefore  void.     (Cit.  Bav.  P.  C.  96.) 

(T)  HORNBLOWER  ».  BOULTON.      [1799] 

The  specification  of  a  patent  for  a  "  method  of  lessening  the 
consumption  of  steam  and  fuel  in  fire-engines,"  stated  that  the 
"  method  consisted  in  the  following  principles,"  and  then  described 
the  mode  in  which  those  principles  were  applied  to  the  purposes  of 
the  invention.  Lord  Kenyon,  C.J.,  in  delivering  judgment,  said  ; 
"  I  do  not  consider  it  as  a  patent  for  the  old  engine,  but  only  for  the 

addition  to,  or  improvement  of,  the  old  engine It  possibly 

occurred  to  the  inventor,  that  if  the  patent  were  to  be  obtained  for 
the  whole  engine,  it  might  be  open  to  cavil,  and  therefore  he  took 
out  his  patent  not  for  the  engine,  but  fur  his  invention  of  a  method 
of  lessening  the  consumption  or  steam  and  fuel  in  fire-engines.  The 
method  is  disclosed  in  the  specification,  and  it  is  by  the  addition  of 
what  is  there  disclosed,  and  by  managing  it  in  the  way  described. 
The  patent  therefore  is  only  for  that  additional  improvement  as 
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described  in  the  specificatioTi ;  and  there  is  no  pretence  to  say  that 
he  claims  or  oonid  claim  the  sole  making  of  the  old  engine." 
(8  T.  E.  103.) 

(m)  Harmab  v.  Playnb.    [1809] 

The  patent  in  this  case  was  granted  for  improvements  in 
machinery,  secured  by  previous  letters  patent.  It  was  admitted 
by  the  defendant,  that  the  improvements  for  which  the  second 
patent  was  granted  are  included  in  the  second  specification,  which 
gives  a  fall  and  proper  description  of  the  whole  machine  in  its 
improved  state.  But  it  was  objected,  that  the  second  specification 
does  not,  in  any  manner,  point  out  or  explain  the  improvements 
upon  the  former  patented  machine,  for  which  the  second  patent 
was  granted,  and,  therefore,  that  it  was  insufficient : — Held^  that 
the  specification  was  sufficient  (11  East,  101;  Dao,  P.  C.  311.) 
Ellenborough,  C.  J.,  in  the  course  of  the  argument,  said  :  *^  The 
difficulty  which  presses  most  is,  whether  this  mode  of  making  the 
specification  be  not  calculated  to  mislead  a  person  looking  at  it, 
and  induce  him  to  suppose  that  the  term  for  which  the  patent  is 
granted  may  extend  to  preclude  the  imitation  of  other  parts  of  the 
machine  than  those  for  which  the  new  patent  is  granted ;  when  he 
can  only  tell  by  compftring  it  with  some  other  patent  what  are  the 
new,  and  what  are  the  old  parts ;  and  if  this  may  be  done  with 
reference  to  one,  why  not  by  reference  to  many  other  patents,  so 
as  to  render  the  investigation  very  complicated?  It  may  not  be 
necessary,  indeed,  in  stating  a  specification  of  a  patent  for  an 
improvement,  to  state  precisely  all  the  former  known  parts  of  the 
machine,  and  then  to  apply  to  those  the  improvement;  but,  on 
many  occasions,  it  may  be  sufficient  to  refer  generally  to  them. 
As  in  the  instance  of  a  common  watch  ;  it  may  be  sufficient  for  the 
patentee  to  say,  take  a  common  watch,  and  add  or  alter  such  and 
such  parts,  describing  them."     (11  East^  107  ;  Dav.  P.  C.  318.) 

(n)  Manton  v.  Manton.    N.  P.    [1816] 

Gibbs,  C.  J.,  in  addressing  the  jury,  said  :  *'  It  is  necessary  that 
the  patentee  should  show  that  he  has  accurately  explained  the 
nature  of  his  invention  in  his  specification,  separating  that  which  is 
new  from  that  which  is  old,  so  as  to  enable  a  person  of  tolerable  skill 
to  make  tiie  thing  by  means  of  his  specification."  {Dav.  P.  (7. 
349.) 

(o)  Macfarlane  v.  Price.    N.  P.    [1816] 

A  person  ought  to  be  warned  by  the  specification  against  the  use 
of  the  particular  invention.  Therefore,  in  the  specification  of  a 
patent  for  an  improved  instrument,  it  is  essential  to  point  out  pre- 
cisely what  is  new,  and  what  is  old,  and  it  is  not  sufficient  to  give 
a  general  description  of  the  construction  of  the  instrument  without 
making  such  distinction,  although  a  plate  is  annexed,  containing  a 
detached  and  separate  representation  of  the  parts  in  which  Sie 
improvement  consists.    (1  Stark,  199 ;  1  Web.  P.  C.  74) 
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(pi)  BoviLL  V.  Moore.    N.  P.    [1816] 

Action  for  the  infringement  of  a  patent  for  a  machine  or  ma- 
chines for  making  lace.  The  specification  described  the  whole 
machine,  without  pointing  out  any  particular  part  or  parts  of  it,  as 
the  invention  of  the  patentee.  Gibbs,  C.  J.,  held,  that,  if  a  combi- 
nation of  a  certain  number  of  the  parts  of  the  machine  up  to  a  given 
point,  had  existed  before  the  date  of  the  patent,  and  if  the  paten- 
tee's invention  sprang  from  that  point,  and  added  other  combina- 
tions to  it,  then  the  specification,  stating  the  whole  machine  as  his 
invention,  was  bad.    (Dav,  P.  C.  361.) 

(g)  Hill  v.  Thompson.    C.  P.    [1818] 

If  the  invention  be  an  improvement,  it  must  distinctly  appear 
on  the  face  of  the  specification  to  be  claimed  as  such,  and  not  as  an 
original  discovery.     (1  Web.  P.  C.  247.) 

(r)  Carpenter  v.  Smith.    N.  P.    [1841] 

Abinger,  C.B.,  in  his  remarks  to  the  jury,  said  :  ''  It  is  required 
as  a  condition  of  every  patent,  that  the  patentee  shall  set  forth  in 
his  specification  a  true  account  and  description  of  his  patent  or  in- 
vention, and  it  is  necessary  in  that  specification  that  he  should 
state  what  his  invention  is,  what  he  claims  to  be  new,  and  what  he 
admits  to  be  old ;  for,  if  the  specification  states  simply  the  whole 
machinery  which  he  uses,  and  which  he  wishes  to  introduce  into 
use,  and  claims  the  whole  of  that  as  new,  and  does  not  state  that  he 
claims  either  any  particular  part,  or  the  combination  of  the  whole 
as  new,  why  then  his  patent  must  be  taken  to  be  a  patent  for  the 
whole,  and  for  each  particular  part,  and  his  patent  will  be  void  if 
any  particular  part  turns  out  to  be  old,  or  the  combination  itself 
not  new."     (1  Weh.  P.  0.  532.) 

($)  Gibson  v.  Brand.    [1842] 

Cresswell,  J. :  "  Every  party  is  bound  to  tell  the  public  clearly, 
by  his  specification,  what  he  claims,  and  what  they  may  do,  or  not 
do,  without  risk  of  an  action  for  infringing  his  patent."  (1  Web. 
P.  a  640.) 

(i)  Crane  v.  Price.    [1842] 

It  is  no  objection  to  the  validity  of  a  patent  that  the  invention 
cannot  be  used  except  by  means  of  a  former  patented  invention, 
where  the  second  patentee  expressly  disclaims  any  part  of  snch 
former  invention.  (4  M.  d  G.  680.)  Tindal,  C.J.,  in  delivering 
the  judgment  of  the  Court,  said :  "  Unless  the  grantee  of  the  new 
letters  patent  is  bound  by  law  to  specify  whether  such  former  in- 
vention, which  is  excepted,  was  so  excepted  on  the  ground  of  its 
heing  generally  known,  and  used  by  the  public,  or  because  it  was 
the  subject  of  a  patent  which  secured  the  U8e  of  it  to  a  former 
patentee,  the  new  patent  will  be  good.  But  that  distinction  is  as 
much  in  the  knowledge  of  the  public  as  in  that  of  the  grantee  of 
the  patent.    If,  indeed,  the  new  patent  had  been  taken  out  for  an 
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improvement  or  alteration  of  an  invention  secured  by  a  former 
patent,  then,  for  obvious  reasons,  a  greater  paiiicularity  would  bo 
necessary  to  distinguish  the  new  from  the  pld,"     (lb.  608.) 

(tt)  M* Alpine  v.  Mangnall.    [1846] 

If,  taking  the  whole  specification  together,  and  giving  its  words 
a  fair  and  reasonable  interpretation,  the  Court  can  see  that  the 
specification  only  claims  an  improvement  on  an  old  machine,  it  will 
be  sufficient.     (3  C.  B.  618.) 

(v)  Holmes  v.  The  London  and   North- Western   Eailway   Com- 
pany.    [1852] 

The  plaintiff  obtained  a  patent  for  *'  an  improved  turning-table," 
all  the  component  parts  of  which,  except  one,  were  comprised  in  a 
prior  patent,  the  specification  of  which  was  not  enrolled  until  after 
the  date  of  the  plaintiff's  patent.  The  plaintiff,  in  his  specification, 
claimed  **the  improved  turning-table  hereinbefore  described," 
without  showing  that  anjr  part  of  it  was  old.  The  jury  found  that 
the  introduction  of  certain  suspending  rods  made  the  table  a  new 
instrument : — Heldy  that  the  specification  was  bad,  as  it  did  not 
distinguish  what  was  new  from  what  was  old.     (Macr.  P.  C.  13.) 

(w)  Tetley  r.  Easton.    [1853] 

A  specification  describing  a  patent  invention  must,  unless  a  con- 
trary intention  appears,  be  deemed  to  claim  all  that  it  describes, 
not  only  as  a  whole  taken  in  combination,  but  also  all  the  essential 

Sarts  of  which  such  combination  is  composed.  (2  Ell,  d  BL  956 ; 
Tacr.  P.  C.  82.)  Coleridge,  J.,  said :  "  This  riue  maj,  perhaps, 
admit  of  some  modification  in  favour  of  the  patentee,  in  respect  of 
things  incidentally  mentioned,  which  are  old  and  universally 
known  to  be  so ;  for,  if  he  had  occasion  to  introduce  a  hinge  into 
his  machinery,  it  would  be  absurd  to  expect  that  he  should  point 
out  that  the  hinge  was  not  new."     {Macr.  P.  C.  87.) 

(x)  Lister  v.  Leather.    [1858] 

A  patent  for  a  combination  is  not  a  claim  that  each  part  thereof 
is  new.  (8  E.  &  B,  1004 ;  3  Jwr.,  -Y.  S,  811.)  Aflirmed  on  appeal 
to  the  Exchequer  Chamber : — JTeW,  also,  that  a  patent  is  a  patent 
for  a  combination,  if  a  combination  is  distinctly  stated  in  the  speci- 
fication to  be  a  part  of  the  invention,  although  the  combination  is 
not  expressly  claimed  ;  for  a  claim  was  not  an  essential  to  a  speci- 
fication, or  necessary  for  the  protection  of  the  invention.  Nor  is  it 
necessary  to  disclaim  those  matters  which  manifestly  form  no  part 
of  the  invention.     (8  E.  &  B.  1031 ;  27  L.  J.,  Q.  B.  295.) 

(y)  Morton  ».  Middleton.    [1863] 

Lord  President :  "  The  usual  mode  of  claiming  as  new  merely  a 
combination  or  arrangement  of  certain  things,  not  in  themselves 
new,  is  to  set  forth,  that  what  the  patentee  claims  is  not  each  of 
the  parts,  but  the  combination  and  arrangement  of  them,  so  as  to 
produce  either  a  new  result,  or  a  greater  and  better  one  than  has 
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1)6611  attained  before.  But  tliis  ootirse  is  not  essential.  If  it 
appears  irom  the  reading  of  the  document,  that,  although  the 
patentee  does  not  in  so  many  words  say,  '  I  limit  my  claim  to  so 
and  so,' — ^yet  if  it  plainly  enotigh  appears  that  he  actually  does 
only  daim  so  and  so,  that  is  enough."     (1  Or,  /9.,  3rd  Ser,  722.) 

(z)  Nbwall  v.  Elliott.    [1864]  ; 

Pollock,  C.B. :  **  The  patentee  of  a  combination  is  bound  to  state 
what  part8  of  the  combination  h4  claims  to  be  new,  or  what  parts 
of  the  combination  he  has  taken  from  that  general  stock  of 
knowledge  which  is  common  to  all  the  public."  (10  Jur.j  N.  S. 
956.) 

(a)  Renard  it.  Levinstein.     Ch.    [1864] 

Lord  Justice  Knight  Bruce :  "  Considering  the  different  conse- 
quences that  may  arise  as  to  the  part  of  an  invention  communicated 
^m  a  foreign  country,  and  as  to  the  part  of  the  same  invention,  or 
set  of  inventions,  which  may  be  dee.med  to  be  in  every  respect  new, 
I  consider  it  to  be  a  serious  and  very  arguable  question,  whether  it 
is  or  is  not  incumbent  on  the  patentee  to  distinguish,  to  define,  and 
to  particularize  what  is  new  and  what  is  old.*'  (10  X.  T.  Bep,^  N.  & 
177.) 

(h)  FoxwELL  V.  BosTOCK.    Ch.    [1864] 

In  a  patent  for  an  improved  arrangement  or  new  combination  of 
machinery,  the  specification  must  describe  the  improvement  and 
define  the  novelty,  otherwise,  and  in  a  more  specific  form,  than  by 
the  general  description  of  the  entire  machine.  It  is  not  sufficient 
that  a  person  possessed  of  all  the  knowledge  existing  at  the  time  of 
the  patent  on  the  subject-matter  of  the  patent,  will  discern  the  im- 
provement ;  or,  that  it  may  be  discovered  upon  a  minute  comparison 
and  collation  of  all  existing  combinations  with  the  new  combina- 
tion that  is  claimed.  The  term  **  combination  of  machinery "  is 
nothing  but  an  extended  expression  of  the  word  "  machine."  (10 
X.  T.  &p.,  N.  8.  144;  12  W.  E.  723.)  (But  see  Harrison  r.  And^r- 
ston  Foundry  Company^  post,  p.  460  (g).) 

(c)  Dangbefibld  r.  Jones.    Ch.    [1865] 

Where  the  patented  machine  or  apparatus  is  entirely  new,  the 
patentee  is  not  bound  to  describe  and  distinguish  the  different 
parts ;  but  where  the  invention  consists  of  a  machine  which  is  only 
an  improvement  upon  an  old  machine,  he  must  distinguish  and 
describe  all  the  parts  which  he  claims  as  new.  (13  L,  T,  Bep,,  N.  S, 
144.) 

(d)  Daw  v.  Eley.    Ch.    [1865] 

Where  a  specification,  in  the  first  instance,  describes  the  inven- 
tion in  too  general  terms,  but  afterwards,  in  describing  the  method 
of  performing  the  invention,  refers  to  certain  figures  in  drawings 
annexed  thereto,  and  the  claim  made  is  for  the  manufacture  of  the 
invention  described  with  reference  to  those  figures,  the  specification 

2  G 
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lis  sufficient.  The  patent  was  for  improvements  in  central-fire 
breech-loading  cartridges.  The  specification,  describing  the  method 
of  perfoiming  the  invention,  referred  to  certain  figures  in  drawings 
annexed  thereto,  but  did  not  distinguihh  between  what  was  new 
and  what  was  old.  The  patentee  claimed  **the  manufacture  of 
cartridges  described  with  reference  to  figs.  1,  2,  and  1*;  and  I 
also  claim  the  manufacture  of  cartridges  described  with  reference 
to  figs.  3,  4,  and  3* :  " — Held,  that  the  patent  might  be  upheld  by 
limiting  the  claim  (as  in  Seed  v.  Higgins)  for  the  manufacture  of 
cartridges  described  with  reference  to  the  above-mentioned  figures. 
{L.  E.,  3  Eq.  500  n,  613  ;  14  W.  B.  126 ;  13  L.  T.  Bep.,  N.  S.  399.) 

(e)  Parkes  v.  Stevens.    [1869] 

Where  a  patentee  has  taken  out  a  fresh  patent  for  improvements 
on  his  original  invention,  it  is  sufficient,  if,  reading  his  second 
specification  with  the  first,  an  artisan  would  have  no  substantial 
difficulty  in  ascertaining  what  was  claimed.  (L.  JB.,  8  Eq,  358 ; 
judgment  affirmed,  X.  B,,  5  Ch.  36.)  Sir  W.  M,  James,  V.-C,  in 
the  course  of  his  judgment,  said  :  **  It  is  obvious  that  a  patentee 
does  not  comply,  as  he  ought  to  do,  with  the  condition  of  his  grant, 
if  the  improvement  i6  only  to  be  found,  like  a  piece  of  gold,  mixed 
up  with  a  great  quantity  of  alloy,  and  if  a  person  desiring  to  find 
out  what  was  new  and  what  was  claimed  as  new,  would  have  to  get 
rid  of  a  large  portion  of  the  specification  by  eliminating  from  it  all 
that  was  old  and  common-place,  all  that  was  the  subject  of  other 
patents,  or  of  other  improvements,  bringing  to  the  subject  not 
only  the  knowledge  of  an  ordinarily  skilled  artisan,  but  of  a 
patent  lawyer  or  agent."  (L.  i2.,  8  Eq.  365.)  See  also  Murray  v. 
Clayton  (L.  -B.,  7  Ch.  585,  587). 

(/)  Wright  v.  Hitchcock,    [1870] 

A  patent  was  taken  out  by  W.  for  "improvements  in  the 
manufacture  of  frills  or  ruffles,  and  in  the  machinery  or  apparatus 
employed  therein."  The  specification  described  a  process  of 
plaiting  fabrics  by  means  of  a  reciprocating  knife  in  combination 
with  a  sewing-machine : — Held^  that  looking  at  the  whole  speci- 
fication and  claim,  the  sewing-machine  was  treated  as  a  known 
invention  already  in  use,  and  that  it  was  distinct  from  the  mode  of 
crimping  or  plaiting  to  which  the  plaintiff  laid  claim.  (39  L.  J.^ 
Ex.  97 ;  L.  B.,  5  Ex.  37.) 

(jn)  Harrison  v.  Anderston  Foundry  Company.    H.  L.    [1876] 

Eeferring  to  the  case  of  Fofcwell  v.  Boatock  (4  De  O.  J.  &  S.  298), 
Lord  Cairns,  L.C.,  said :  "  It  is  said  to  have  been  determined  in 
that  case,  that  where  there  is  a  patent  fur  a  combination  there 
must  be  a  discovery  or  explanation  of  the  novelty,  and  the 
specification  must  show  what  is  the  novelty  and  what  the  merit 
of  the  invention.  I  cannot  think  that,  as  applied  to  a  patent  for  a 
combination,  this  is,  or  was  meant  to  be,  the  effect  of  the  decision 
in  Foxwell  v.  Bostock.  If  there  is  a  patent  for  a  combination,  the 
combination  itself  is,  ex  necessitate,  the   novelty;  and  the  com- 
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bination  is  also  the  merit,  if  it  be  a  merit,  which  remains  to  be 
proved  by  evidence."  (L.\B.,  1  App.  Cos.  577.)  Lord  Hatherley, 
referring  to  the  same  case,  said :  **  It  was  there  held — and  that,  I 
tbink,  was  all  that  was  held — that  it  is  not  competent  to  a  man  to 
take  a  well-known  existing  machine,  and  having  made  some  small 
improvement,  to  place  that  before  the  public  and  say,  *I  have 
made  a  better  machine.  There  is  the  sewing-mn chine  invented  by 
so  and  so;  I  have  improved  upon  that.  That  is  mine;  it  is ^ 
much  better  machine  than  his.'  That  will  not  do ;  you  must  state 
clearly  and  distinctly  what  it  is  in  which  you  say  you  have  made 
an  improvement.  To  use  an  illustration  which  was  adopted,  I 
think,  by  Lord  Justice  James  in  another  case,  it  will  not  Ho,  if 
you  have  invented  the  gridiron  pendulura,  to  say,  '  I  have  in- 
vented a  better  clock  than  anybody  else,'  not  telling  the  public 
what  you  have  done  to  make  it  better  than  any  clock  which  is 
known."     (16.683.) 

(A)  Clark  v,  Adie  (First  App.).    H.  L.    [1877] 

Where  a  person  has  invented  an  improvement  in  the  form  of  a 
particular  apparatus  or  machine,  but  combines  that  individual 
improvement  with  other  things  which  are  not  his  invention,  his 
specification  must  claim  that  particular  individual  thing,  and 
not  leave  it  doubtful  whether  the  claim  is  made  for  the  whole 
combination,  of  which  that  thing  really  only  forms  a  part. 
(L.  JR.,  2  App.  Cm.  315.)  Lord  Hatherley :  "The  case  of 
Foxwell  V.  Bostock  (4  De  O.  J.  d  S.  298)  decides  this,  that  where 
you  take  a  well-known  machine  (as  the  sewing-machine  was  in 
that  case  and  as  the  horse-clipper  was  in  this),  an  instrument 
which  was  well-known  before  the  date  of  the  patent,  you  may,  if 
you  think  fit,  improve  all  the  various  parts  of  that  machine  by 
introducing  into  two  or  three  of  its  definite  parts,  if  there  are  so 
many,  that  which  is  new  either  by  way  of  combination,  or  by  way 
of  discovery,  and  you  may  claim  for  each  of  those  parts  into  which 
you  have  so  introduced  something  new,  the  privilege  of  protection, 
just  as  if  you  had  taken  out  letters  patent  for  each  of  those  new 
things  separately — and  you  may  claim  for  those  parts  A,  B  and  C, 
which,  considered  as  separate  things,  are  in  themselves  deserving 
of  a  patent — you  may  claim  for  them,  when  united,  a  beneficial 
result  which  may  entitle  you  to  a  patent  for  the  whole  machine. 
But,  I  apprehend,  my  lords  (and  I  do  not  read  the  decision  in 
the  case  of  Foxwell  v.  Bostock  as  deciding  more  than  I  am  stating), 
you  must,  in  some  way  or  other,  inform  those  whom  you  aie 
dealing  with,  by  which  I  mean  the  general  public — whom  you 
wish  to  exclude  for  a  certain  limited  number  of  years  from 
using  your  invention, — ^you  must  inform  them,  in  some  mode  or 
other,  whether  you  have  subdivided,  if  I  may  use  the  term,  your 
machine  into  those  separate  parts  and  claim  for  each  part  the  merit 
of  novelty,  or  whether  you  are  simply  making  a  combination  of 
things  per  se  old,  but  which  have  never  been  used  before  in 
combination,  and  which  make  up,  as  you  say,  your  machine,  for 
which  you  claim  protection  as  a  novel  and  useful  machine,  e^nd 
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which  machine  must  not  be  made  by  anybody  but  yourself.  If 
you  claim  protection  also  for  a  portion  of  the  machine  you  must 
make  it  plain,  I  do  not  say  necessarily  by  words  or  by  any 
pai-ticular  mode,  but,  in  some  definite  mode  or  other,  you  must 
point  out  what  is  the  combination  of  parts  which  you  ask  to 
have  protected,  and  what  are  the  subordinate  parts  which  also 
you  9^k  singly  and  respectively  in  themselves  to  have  protected.*' 
(Ih.  328.) 

(t)  Eades  V,  Starbuck  Wagon  Company.    [1881] 

In  an  action  for  infi-ingement  of  a  patent  for  improvements  in 
the  construction  of  tramcars,  described  as  being  a  method  of 
making  the  body  of  a  tramcar  so  as  to  swivel  upon  the  under- 
frame  : — Ueld,  that  the  specification  was  bad,  because  it  did  not 
describe  either  an  addition  to  or  improvement  upon  an  old 
invention,  but  it  specified  an  invention  for  turning  tramcars, 
which  was  in  fact  the  subject  of  an  old  patent  of  which  the 
patentee,  when  he  took  out  his  patent,  had  never  heard.  (IT.  N.^ 
1881,  160.) 

(/)  Moore  v,  Bennett.    H.  L.    [1880-4] 

When  a  claim  is  made  for  a  general  combination  and  arrange- 
ment of  the  different  parts  of  a  machine,  if  the  Court  sees  that  the 
combination  is  not  new,  but  that  there  is  some  particular  improve- 
ment in  some  particular  part,  it  will  not  do  to  claim  the  whole 
combination  as  new,  but  you  must  condescend  upon  that  which  is 
improved.  Upon  the  principle  that  the  specification  should  not 
be  vague  but  should  give  sufficient  information,  it  ought  not  to 
disguise  the  real  invention  by  a  claim  so  wide  that  any  one  would 
suppose  something  to  be  claimed  as  new  which  is  not.  Where 
the  claim  is  for  a  combination  and  not  for  particular  subordinate 
things  included  in  that  combination,  if  the  combination  is  a  new 
one,  and  if  the  manner  of  arriving  at  it  and  working  it,  and  the 
purpose  for  which  it  is  useful  are  all  properly,  sufficiently  and 
correctly  described  in  the  specification,  so  that  any  one  acquainted 
with  the  subject  will  know  in  what  respect  it  differs  from  the 
things  which  have  gone  before,  then  it  would  be  contrary  to  the 
whole  policy  which  allows  such  combinations  to  be  the  subject  of 
a  patent,  to  say  that  besides  describing  the  manner  of  doing  it  in 
a  way  which  would  show  every  one  acquainted  with  the  subject 
what  was  the  novelty  in  the  thing,  you  are  to  go  on,  and  although 
you  do  not  want  to  claim  subordinate  parts  as  distinct  from  the 
entire  combination,  nevertheless  you  must  specify  the  subordinate 
parts  as  constituting  new  elements.     {Griff.  158,  1  0.  B.  129.) 

If  the  case  of  FoxweU  v.  Bostock  were  to  be  taken  as  it  was 
understood  before  it  was  explained  in  Harrison  v.  Anderston 
Foundry  Company,  it  would  make  it  impossible  to  draw  a  good 
specification  for  a  combination  of  old  materials  without  such  a 
degree  of  prolixity  as  would  render  it  practically  impossible. 
(1  O.B.  \4'J,  Griff.  162.) 
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(1)  Cabtsburn  Sugar  Refining  Company  v.  Sharp.    [1884] 

A  patent  for  an  improvement  must  distinctly  specif}^  the  part  of 
the  machine  which  is  alleged  to  be  improved,  and  the  particular 
improvement  for  whioh  protection  is  claimed. 

In  the  specification  the  first  claim  was,  **  First,  in  a  sugar- 
moulding  machine  the  rotatory  drum  and  series  of  moulds  combined 
with  the  hopper  and  distributors  and  the  packer  is  inclined 
towards  and  adapted  to  fill  the  mouldn  substantially  as  desciibed." 
The  only  part  of  this,  which  could  be  said  to  be  novel,  was  the 
packer : — Seldy  by  Lord  Einnear,  that  the  claim  was  bad,  inasmuch 
as  no  one  would,  without  a  knowledge  of  the  previous  patents, 
suppose  from  the  specification  that  the  novelty  for  which  protection 
was  claimed  was  the  packer.     (1  0.  B.  181.) 

(T)  RowcLiFFB  V.  Morris.    [1885] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
frames  for  spring  mattres&es,  it  appeared  that  the  invention  was  in 
fact  a  combination  of  four  old  parts,  viz.  (1)  a  rectangular  frame, 

(2)  a  transverse  ad justable  •  bar  resting  thereon,  (3)  adjustable 
screws  passing  into  or  through  the  bar,  and  (4)  webbing  fixed  to 
the  end  of  the  framework  and  held  in  tension  by  the  adjustable 
screws  : — Held,  by  Bristowe,  V.C.  (after  a  careful  consideration  of 
Foxwell  V.  Bostocky  and  Harrison  v.  AnderBion  Foundry  Company), 
that,  as  there  was  nothing  in  the  specification  to  show  that  the 
invention  claimed  was  limited  to  the  combination,  the  patent  was 
invalid.    (3  0.  -B.  17.) 

(I  *)  Fairburn  and  Hall  v.  Household  and  Rosher.    [1886] 

The  plaintiffs'  patent,  which  was  for  improvements  in  tramcar 
engines,  was  held  invalid  on  the  ground  that  the  specification  did 
not  indicate  with  any  approach  to  clearness  or  certainty  what  the 
patentee  claimed  as  new.     (3  0.  B.  128.) 

(Zf)  Watuno  v.  Stevens.    C.  A.    [1886] 

The  plaintiff's  patent  was  for  improvements  in  spring  tip-vans. 
The  tipecification  was  sufficiently  clear  to  inform  any  person  of 
adequate  knowledge  that  what  really  was  claimed  was  the  combi- 
nation of  three  things :  friction  rollers  to  move  the  frame ;  mechan- 
ism by  whicb  the  rolling  back  produced  the  tipping;  and  the 
control  over  the  angle  of  the  tip : — Held,  that  the  specification, 
although  it  was  as  near  as  possible  to  being  bad,  did  just  suffi- 
ciently discriminate  between  what  was  new  and  what  was .  old . 
(3  0.  B.  41, 163.) 

(m)  Proctor  v.  Bennis.    C.  A.    [1887] 

Where  a  patent  is  taken  out  for  a  combination,  and  the  com- 
bination is  the  invention,  if  that  invention  is  new,  it  is  immaterial 
to  its  validity  whether  the  patentee  has  pointed  out  how  far  he 
does  or  does  not  claim  particular  portions,  though  if  an  alleged 
infringement  consists  only  in  taking  part  of  the  combination  it  is 
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neceflsary  that  the  patentee  should  have  claimecl  the  part  so  taken 
a»  new.  Curtis  v.  Plati  (see  p.  192  («)),  distinguished  on  the  ground 
that  there  the  result  was  old,  and  the  novelty  of  the  invention 
consisting  only  in  improvements  in  a  known  machine  for  producing 
that  known  result,  the  patentee  was  strictly  tied  down  to  the  mode 
described  of  effecting  the  improvements.     (36  Ch,  D.  740.) 

(to  *)  Kaye  v.  Chubb.    H.  L.    [1888] 

Watson,  L. ;  "  If  you  claim  a  combination  you  need  not  say 
which  of  the  parts  are  old."     (5  0.  J5.  641,  at  p.  649.) 

(n)  Boyd  i?.  Horrocks.    C.  A.    [1889] 

The  plaintiffs  patent  was  for  improvements  in  machinery  for 
winding  yam  or  thread.  In  the  specification  the  plaintiff  Siiid, 
*'  In  a  sixth  detector  arrangement,  which  is  shown  in  fig.  14,  the 
detectors  are  wires  hanging  on  the  yarns  or  threads,  and  guided  on 
a  swinging  plate  carried  on  by  a  horizontal  wire  or  rod  and  having 
fixed  on  it  the  catch-plate  holding  up  the  slip  lever  arm.  ...  I 
do  not  claim  the  combination  of  the  swinging  plate  with  the 
detector  wires  and  rotating  wiper  shaft,  but  merely  the  application 
to  that  combination  of  the  catch-plates  with  their  arrangement  in 
relation  to  the  lever.'*  Arrangements  by  which,  when  a  thread  is 
broken,  a  portion  of  the  machinery,  leaving  the  rest  going  on, 
had  been  stopped  by  means  of  detector  wires,  were  very  old : — 
Held^  that  the  plaintiff's  invention  being  to  do,  what  had  been  done 
long  ago,  by  improved  means,  the  rule  laid  down  in  Curtis  v.  Piatt 
applied,  viz.  that  where  there  is  a  well-known  machine,  and  there 
is  an  improvement  in  a  part  of  that  machinery  for  effecting  the 
old  object,  though  in  a  better  way,  you  must  confine  the  patentee 
to  the  improvement  which  he  claims  in  effecting  that  particular 
object.  The  question  does  not  come  to  be  whether  the  alleged 
infringement  is  or  is  not  a  mechanical  equivalent,  but  have  you 
really  taken  in  substance  that  which  was  the  invention  of  the 
plaintiff:— ITeZd,  also,  that,  owing  to  the  disclaimer,  catches  in  the 
claim  could  not  refer  to  any  catch,  whatever  might  be  the  means  of 
effecting  it,  that  the  machinery  being  old  the  plaintiff  ought  to  be 
confined  to  the  particular  details  invented  by  him  and  introduced 
as  improvements  into  the  old  machinery,  and  that  as  the  defendant 
did  not  use  catch-plates  anything  like  the  plaintiff's  there  was  no 
infringement.     (6  0.  B.  162.) 

Claiming  to  much. 
(o)R. «.  Else     Sci.fac.    [1785] 

Where  a  patent  claimed  the  exclusive  liberty  of  making  lace, 
composed  of  silk  and  cotton  thread  mixed,  and  not  any  particular 
mode  of  mixing,  it  was  held  to  be  void,  on  proof  that  silk  and 
cotton  thread  had  been  before  mixed  on  the  same  frume  for  lace, 
although  not  in  the  same  mode.     (1  Weh,  P,  C  76.) 
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(p)  HuDDABT  IT.  Qrimshaw.    N.  P.    [1803] 

Ellenborongh,  C.J.,  in  addressing  the  jary,  said :  "  In  claiming 
the  benefit  of  a  pateut,  it  is  required  that  there  shall  be  enrolled  a 
specification,  which  shall  convey  to  the  public  a  corresponding 
advantage  with  that  of  the  individual  whose  sole  right  is  protected 
for  that  time,  so  that  any  person  looking  at  a  specification,  who 
is  skilled  in  the  subject,  may  be  able  to  accomplish  the  end; 
and  if,  in  stating  the  means  necessary  to  the  production  of  that 
end,  he  oversteps  the  right,  and  appropriates  more  than  his  own, 
he  cannot  avail  himself  of  the  benefit  of  it."  (Dav,  P.  C.  279 ; 
1  Web.  P.  a  86.) 

{q)  BoviLL  V.  Moore.     N.  P.    [1816] 

Gibbs,  C.  J.,  in  the  course  of  bis  remarks  to  the  jury,  said :  "  If 
the  plaintiff  has  in  this  specification  asserted  to  himself  a  larger 
extent  of  invention  than  belongs  to  him,  if  he  states  himself  to 
have  invented  that  which  was  well  known  before,  then  the  specifi- 
cation will  be  bad,  because  that  will  affect  to  give  him,  through  the 
means  of  this  patent,  a  larger  privilege  than  could  legally  be 
granted  to  him."  (Dav.  P.  C.  404.)  If  the  patentee  has  claimed 
too  much,  it  is  immaterial  whether  he  has  done  so  fraudulently  or 
inadvertently.     (lb.  414.) 

(r)  Hill  v.  Thompson.    Ch.     [1817] 

Eldon,  L.C. :  "  The  specification  must  not  attempt  to  cover  more 
than  that  which,  being  both  matter  of  actual  discovery,  and  of 
useful  discovery,  is  the  only  proper  subject  for  the  protection  of  a 
patent.  And  I  am  compelled  to  add,  that  if  a  patentee  seeks  by 
hLt  specification  any  more  than  he  is  strictly  entitled  to,  his  patent 
is  thereby  rendered  ineffectual,  even  to  the  extent  to  which  he 
would  be  otherwise  fairly  entitled.  On  the  other  hand,  there  may 
be  a  valid  patent  for  a  new  combination  of  materials  previously  in 
use  for  the  same  purpose,  or  for  a  new  method  of  applying  such 
materials.  But,  in  order  to  its  being  effectual,  the  specification 
must  clearly  express  that  it  is  in  respect  of  such  new  combination 
or  application,  and  of  that  only,  and  not  lay  claim  to  the  merit  of 
original  inveotion  in  the  use  of  the  materials.  If  there  be  a  patent 
both  for  a  machine  and  for  an  improvement  in  the  use  of  it,  and 
it  cannot  be  supported  for  the  machine,  although  it  might  for 
the  improvement  merely,  it  is  good  for  nothing  altogether,  on 
account  of  its  attempting  to  cover  too  much."  (1  Web.  P.  C.  237  ; 
'6  Mer.  629.) 

(«)  Bloxam  v.  Elsee.    [1827] 

The  patent  was  for  a  machine  for  making  paper  in  single  sheets, 
without  seam  or  jointing,  from  one  to  twelve  feet  and  upwards 
wide,  and  from  one  to  forty-five  feet  and  upwards  in  length: — 
Heldf  that  this  imported  that  paper,  varying  in  width  between 
those  extremes,  should  be  made  by  the  same  machine,  and  that  the 
patentee  at  the  time  of  taking  out  the  patent,  not  having  any 
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machine  capable  of  producing  paper  of  different  widtlis,  the  patent 
was  void.    (6  B.  d  0.  169 ;  9  D.  d  E.  216.) 

(t)  Lewis  v.  Mauling.    [1829] 

A  patent  is  not  voided  by  the  specification  claiming  as  part,  bnt 
not  as  an  essential.part  of  the  invention,  something  which  proves 
useless.  (5  M.  d  B.  66;  10  J5.  d  C.  22;  4  0.  d  P.  56.;  1  Web. 
P.  a  493.) 

(it)  MiNTER  17.  Mower.    [1837] 

**  Patent  for  an  improvement  in  the  construction,  making,  or 
manufacturing  of  chairs."  The  specification  thus  ooncludes: 
*^  What  I  claim  as  my  invention  is,  the  application  of  a  self-adjusting 
leverage  to  the  back  and  seat  of  a  cnair,  whereby  the  weight  on 
the  seat  acts  as  a  counter-balance  to  the  pressure  against  the  back 
of  such  chair  as  above  described."  It  appeared  from  the  evidence, 
that  a  chair,  acting  upon  the  same  principle  as  that  which  the 
patentee  claimed,  had  been  constructed  and  sold  by  a  person  of  the 
name  of  Brown,  before  the  date  of  the  patent ;  this  chair  had,  how- 
ever, been  encumbered  by  additional  machinery : — Held^  that  the 
specification  was  bad.  (6  A.  d  E.  735 ;  iN.dP.  595  ;  W.W.d  'P. 
262 ;  1  Web.  P.  C.  142.)  Denman,  C.J.,  said :  "  The  specification 
claimed  more  than  the  plaintiff  had  invented,  and  would  have 
actually  precluded  Brown  from  continuing  to  make  the  same  chair 
that  he  had  made  before  the  patentee's  discovery.  We  are  far 
from  thinking  that  the  patentee  might  not  have  established  his 
title  by  showing  that  a  part  of  Brown's  chair  could  have  effected 
that  for  which  the  whole  was  designed.  But  his  claim  is  not  for 
an  improvement  upon  Brown's  leverage,  but  for  a  leverage  so 
described  that  the  description  comprehended  Brown's."  (6  A,  d  JEL 
745.) 

(v)  Gibson  i;.  Brand.    [1842] 

If  the  patentee  claims  as  his  invention  improvements  in  ma- 
chinery, or  a  new  combination  of  machinery,  and  the  jury  find  that 
he  has  only  invented  an  improved  process,  the  patent  is  void. 
(1  W^.  P.  C.  631 ;  4  M.dG.  179;  4  Scott,  N.  B.  844.) 

(it)  Gamble  v.  Kurtz.    [1846] 

Where  a  patent  was  granted  for  improvements  in  apparatus  for 
the  manufacture  of  certain  chemical  substances,  and  the  jury 
found  that  the  apparatus  itself  was  not  new,  but  that  the  patentee's 
mode  of  connecting  the  parts  of  that  apparatus  was  new,  the  Court 
directed  the  verdict  to  be  entered  for  the  defendant,  as  the  patentee 
had  claimed  more  than  was  new.     (3  C,  B.  425.) 

(x)  Beard  v.  Egerton.    [1849] 

Maule,  J. :  "  If  you  describe  in  a  specification  two  ways  of  doing 
a  thing,  and  by  one  way  it  cannot  be  done,  the  specification  is  bad." 
(19X. /.,  aP.40.) 
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(y)  E.  V.  CuTLEB.    [1849] 

The  specification  of  a  patent  for  "improvements  in  the  con- 
struction of  the  tnbnlar  fines  of  steam  boilers,"  described  two  modes 
of  performing  one  part  of  the  inyentlon,  either  of  which  it  was 
stated  would  produce  the  effect.  At  the  trial  the  judge  told  the 
jury  that,  if  either  mode  succeeded,  the  patent  might  be  good, 
notwithstanding  the  imperfection  of  the  others  : — Held,  that  this 
was  a  misdirection.  Denman,  C.J.,  deliverrng  the  judgment  of  the 
Court,  said  :  "  I  told  the  jury  that  if  either  of  those  metho'^s  were 
proved  satisfactorily  to  do  the  work,  the  patent  might  be  good, 
notwithstanding  the  imperfection  of  the  other.  The  case  of  Lewis 
V.  Marling  had  been  quoted  as  establishing  that  doctrine,  but  on 
examination  we  find  that  the  Court  then  only  said  that  the  claim 
of  some  part  of  the  machine  which  turned  out  to  be  useless,  did  not 
vitiate  the  patent.  This  is  certainly  a  very  difierent  thiug  from 
describing  a  part  of  the  machine  as  capable  of  co-operating  in  the 
work,  when  in  fact  it  is  incapable,  even  though,  at  the  same  time, 
other  means  are  described  which  might  be  effectually  employed. 
The  reader  of  the  specification,  relying  upon  it,  might  attempt  to  use 
the  former  mode  in  constructing  the  machinery,  which  would  fail 
of  its  purpose  from  being  too  accurately  made  according  to  the 
patentee's  instructions."     (Jtfocr.  P.  0.  137 ;  14  Q.  B.  372  (n.)) 

(z)  Tefley  v.  Easton.    N.  P.    [1852] 

By  making  a  general  claim,  a  patentee  cannot  include  in  his 
patent  improvements  of  which  he  was  ignorant  at  the  date  of  his 
patent.     {Macr.  P.  C.  77.) 

(a)  Crosslby  i;.  Potteiu    N.  P.     [1853] 

Pollock,  C.B. :  ''  In  my  mind,  the  safest  course  for  patentees  to 
adopt  in  framing  their  specifications  is,  instead  of  including  every- 
thing, to  confine  themselves  specially  to  one  good  thing,  and  a  jury 
will  always  take  care  that  if  tnat  be  a  real  invention,  no  man,  under 
colour  of  improvement,  shall  be  allowed  to  interfere  with  that  which 
is  the  offspring  of  their  genius."     {Macr,  P.  0.  256.) 

(b)  Booth  v.  Kbnnard.     [1857] 

Action  for  the  infringement  of  a  patent  for  '*  improvements  in 
the  manufacture  of  gas.  The  specification  stated  that  the  mode 
of  using  seed,  and  constructing  the  apparatus,  might  be  the  same 
as  the  apparatus  used  in  the  ordinary  mode  of  making  gas  with 
coal,  but  that  the  inventor  preferred  placing  the  seed  in  a  red-hot 
retort,  of  which  a  plan  was  given.  The  claim  was  as  follows :  "  I 
claim  for  making  gas  direct  from  seeds,  and  matter  herein  named, 
for  practical  illuminations,  or  other  useful  purposes,  instead  of 
making  it  from  the  oils,  resins,  or  gums,  previously  extracted  from 
such  substances."  A  previous  patentee  had,  by  hiH  specification, 
proposed,  for  the  manufacture  of  gas,  to  use  fatty  substances,  such 
as  greaves  or  graves;  also  the  residuum  after  the  oil  had  been 
expressed  from  seeds,  such  as  oil-cake ;  also  beech-nuts,  mast,  cocoa- 
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UTits,  and  other  matters  abounding  in  oil,  and  he  proposed  to  use 
these  sabstanoea  separately  and  in  combination : — Held^  that  the 
claim  was  too  large,  being  a  claim  to  make  gas  direct  from  seeds 
by  any  mode  after  a  prior  patent  for  making  it  by  a  particular 
mode,  and,  Semble^  that  irrespective  of  the  prior  patent,  the  speci- 
fication was  bad.     (2  H.  <fc  JV.  84 ;  20  L.  J.  Ex.  305.) 

(c)  Thomas  ».  Foxwell.    Ex.  Ch.    [1859] 

The  patentee  of  a  sewing-machine,  in  bis  specification,  claimed 
.**  the  application  of  a  shuttle  in  combination  with  a  needle,  as  shown 
in  sheet  1 ,  for  forming  and  sewing  loops  of  thread  or  other  substance, 
for  the  purpose  of  producing  stitches  either  to  unite  or  ornament 
fabrics,  whatever  may  be  the  means  employed  fur  working  such 
shuttle  and  needle  when  employed  together:" — Heldy  that  thiA 
claim  was  not  confined  to  the  single  application  of  a  shuttle  in  com- 
bination with  a  needle,  as  shown  in  sheet  1,  but  extended  generally 
to  the  application  of  a  shuttle  with  a  needle  for  the  attaining  the 
object  therein  stated ;  and,  as  the  shuttle  and  needle  had  been  used 
together  previously,  the  patent  was  void.  (5  c/ttr.,  N,  S.  37 ;  affirmed 
in  Ex.  Ch  ,  6  Jur.,  N.  S.  271.) 

(d)  Seed  v.  Hiqoins.    H.  L,    [1860] 

The  plaintiff  took  out  a  patent  for  an  improvement  in  machinery- 
used  for  roving  cotton.  His  specification  claimed  the  discovery 
of  the  application  of  the  principle  of  centrifugal  force  for  such 
purpose,  but  he  filed  a  disclaimer,  declaring  that  he  intended  to 
claim  only  the  application  of  centrifugal  force  in  the  particular 
manner  represented  in  drawings  attached  to  the  specification : — 
Held,  that,  taking  the  specification  and  disclaimer  together,  they 
sustained  the  patent  for  the  invention,  of  the  particular  machine 
described  in  the  drawings.  (8  E,  d  B.  755,  771 ;  27  L.  /., 
Q.  B.  148,  411.)  Affirmed  in  the  House  of  Lords  (8  H,  of  L,  Cos. 
550.)  Lord  Chelmsford,  in  delivering  his  judgment  in  the  House 
of  Lords,  said  :  *'  Assuming  that  the  specification  had  been  origi- 
nally bad,  on  account  of  the  generality  of  the  claim,  I  see  nothing 
in  the  Act  of  Parliament  which  prevents  such  an  objectiun  as  this 
being  removed,  the  only  limitation  to  a  disclaimer  of  any  part  of 
the  specification  being  that  it  shall  not  extend  the  exclusive  right 
granted  by  the  letters  patent."     (8  K  L.  Cos.  568.) 

(c)  Simpson  v.  Holliday.    H.  L.    [1866] 

A  patent  for  '*  improvements  in  the  preparation  of  red  and 
purple  dyes,"  thus  described  the  process :  "  I  mix  aniline  with  dry 
arsenic  acid,  and  allow  the  mixture  to  stand  for  some  time,  or  I 
accelerate  the  operation  by  heating  it  to,  or  near  to,  its  boiling 
point,  until  it  assumes  a  rich  purple  colour."  It  was  proved  (and 
not  denied  by  the  patentee)  that  it  was  necessary  to  apply  heat  in 
order  to  produce  the  colour ;  but  evidence  was  given  that  a  com- 
petent workman  would  apply  heat: — Held,  however,  that  this 
description  in  the  specification  was  bad,  and  the  patent  founded 
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thereon  was  invalid.  (13  W.  B.  bll  \  12  L.  T.  Bep,,  N.  8.  99. 
Affirmed  in  the  House  of  Lords,  L.  B^.^  1  H,  L.  S15;  35  L.  J., 
Ch.  811.)  Westbury,  L.C.,  hearing  the  case  on  appeal  from  Wood, 
V.-C,  in  the  course  of  his  judgment,  said:  "If  the  true  con- 
struction of  ttie  specification  be,  that  two  distinct  processes  are 
described  as  being  both  efficient,  and  are  both  .claimed  as  part  of 
the  invention,  but  one  is  found  U))on  trial  to  be  inefficient  and 
useless,  it  is  plain  that  the  patent  has  been  granted  on  a  false 
suggestion,  and  is,  therefore,  invalid  and  bad  at  law."  (13  W.  B. 
578. 

(/)  KusHTON  v.  Crawley.    Ch.     [1870] 

Sir  K.  Malins,  V.-C. :  "  The  public  must  be  told  in  very 
distinct  language  in  every  specification,  what  are  the  articles 
they  may  use,  and  what  they  may  not  use.  Therefore,  if  a  man 
makes  a  discovery,  and,  instead  of  limiting  himself  in  his  speci- 
fication to  that  which  properly  is  the  discovery  (if  it  be  one), 
makes  his  specification  too  extensive,  and  claim  more  than  he 
is  entitled  to  claim,  that  is  calculated  to  embarrass  the  public, 
and  is,  I  apprehend,  a  fatal  objection  to  the  patent."  (L,  i^., 
10  Eq.  527.) 

((/)  Arnold  v.  Bradbury.     Ch,    [1871] 

Where  a  patentee,  in  his  specification,  professes  to  do  by  ma- 
chinery what  has  never  been  done  before  by  machinery,  and 
describes  the  machinery  by  which  he  does  it,  his  claim  is  not  too 
large  on  the  face  of  it,  because  it  claims  generally  to  perform  the 
operation  **  by  machinery."  A  patentee  in  his  specification  described 
an  improved  ruffle  or  frill,  and  the  machinery  by  which  he  pro- 
posed to  make  such  improved  ruffle,  and  to  fasten  it  to  a  plain 
fabric  by  a  single  series  of  stitches.  By  his  claim  he  claimed  '*the 
production  by  machinery  of  ruffles,  and  the  simultaneous  attach- 
ment of  them  to  a  plain  fabric  by  a  single  series  of  stitches : " — 
Heldj  that  the  claim  was  not,  on  the  face  of  it,  too  large.  (L,  B,, 
6  Ch.  706.) 

(K)  Gandy  v.  Riddaway.     C.  A.     [1885] 

The  plaintiff's  claim  was  for  constructing  belts  or  bands  for 
driving  machinery  of  cotton  canvas  or  duck  woven  hard.  There 
were  ten  kinds  of  hard-woven  canvas,  and  belts  for  the  purposes 
specified  could  not  be  made  out  of  all  of  those  kinds,  but  only  out 
of  some  of  them : — Held,  that  the  specification  was  bad,  as  the 
claim  was  for  making  belts  out  of  the  whole  class,  whereas  for 
business  purposes  they  could  only  be  made  from  a  part  of  that 
class.     (2  0.  iJ.  49.) 

(t)  Watling  v.  Stevens.    C.  A.     [1886] 

The  plaintiff's  patent  was  for  improvements  in  spring  tip  vans, 
and  was  claimed  as  applicable  to  vans  on  two  or  four  wheels.  It 
was  proved  that  the  invention  was  useful  in  the  case  of  four- 
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■wheeled  vans,  and  that  it  was  applicable,  bnt  not  that  it  was  an 
improvement,  in  the  case  of  two-wheeled  vans : — Held^  that  the 
claim  was  not  too  wide.     (3  0.  B.  147.) 

(/)  Kurtz  v.  Spence.    [1887] 

Although  a  patentee  is  not  bound  to  prove  his  invention  to  be 
commercially  useful,  nor  to  explain  which  of  several  methods  is 
the  best,  yet  he  is  bound  to  state  what  methods  are  possible,  and 
to  avoid  stating  as  possible  the  methods,  if  any,  which  are  not. 
The  plaintiffs  had  claimed  the  use  of  peroxide  of  manganese, 
whether  hydrated  or  anhydrous,  and  it  appeared  that  the  anhy- 
drous oxide  was  for  commercial  purposes  useless  : — HM^  that  the 
patent  was  void.    (5  0. 12.  161.) 

(g)  Cole  v,  Saqui.    [1888] 

A  patentee  may  say  in  his  specification  tbat  his  invention  is 
capable  of  application  to  other  purposes  beyond  those  specified 
without  thereby  invalidating  his  patent.  (5  0,  B.  489.)  Beversed 
on  Appeal,  but  on  another  ground.    (6  0.  ^.  41.) 

Construction  of  Complete  Specification. 

Patents  Act,  1883,  Fonn  D;  'ITie  Form  of  Patent  cc»nchidc8  as  follows: 
*^  And  lastly  we  do  by  thefte  presents  for  us,  our  heirs  and  successors  grant 
unto  the  bald  patentee  that  these  our  letters  ])atent  shnll  be  construed  in  tne 
most  beneficial  sense  for  the  advantage  of  the  said  patentee.*' 

(A)  Forsyth  v.  Riviere.    [1819] 

Patent  for  a  "  method  of  discharging  or  giving  fire  to  artillery, 
and  all  other  fire-arms,  mines,  chambers,  cavities  and  places  in 
which  gunpowder,  or  other  combustible  matter,  is  or  may  be  put 
for  the  purpose  of  explosion."  The  specification  pointing  out  how 
the  invention  was  to  be  carried  out : — Hdd^  that  the  patentee  was 
entitled  to  the  exclusive  application  of  the  detonating  mixture  as 
priming,  whatever  the  construction  of  the  lock  by  which  it  was 
discharged.    (1  Web.  P.  C.  97.) 

(i)  HuLLETT  V.  Hague.    [1831] 

Lord  Tenterden,  C.J. :  "  I  cannot  forbear  saying,  that  I  think 
a  great  deal  too  much  critical  acumen  has  been  applied  to  tho 
construction  of  patents,  as  if  the  object  was  to  defeat  and  not  to 
sustain  them."     (2  B.  d  Ad.  377.) 

(j)  Haworth  v.  Hardcastle.    [1834] 

Tindal,  C.J. :  "  There  can  be  no  rule  of  law  which  requires  the 
Court  to  make  any  forced  construction  of  the  specification,  so  as  to 
extend  the  claim  of  the  patentee  to  a  wider  range  than  the  facts 
would  warrant ;  on  the  contraryi  such  construction  ought  to  be 
made  as  will,  consistently  with  the  fair  import  of  the  language 
used,  make  the  claim  of  invention  co-extensive  with  the  new 
discovery  of  the  grantee  of  the  patent."     (1  Web.  P.  C.  485.) 

A  patentee  is  to  be  presumed  not  to  claim  things  which  ho 
must  have  known  to  be  in  general  use.     ( J6.  484.) 
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(*)  MiNTEB  V,  Wells.    [1834] 

In  summing  up  bis  invention,  a  patentee  stated  it  thns  : — "  My 
invention  is  the  application  of  a  self-adjusting  levei-age  to  the  back 
and  seat  of  a  chair,  whereby  the  weight  on  the  seat  acts  as  a  counter-^ 
balance  to  the  pressure  against  the  back  of  such  chair,  as  above 
described :" — Held^  that  this  was  not  a  claim  to  the  principle  of  the 
lever,  but  to  an  application  of  that  principle  to  a  certain  purpose, 
by  certain  means,  and  that  the  patent  was  good.  (1  C  if.  A  B, 
605 ;  6  Tyr.  163 ;  1  Web.  P.  G.  134.) 

(l)  Derosnb  v.  Fairie.    [1835] 

The  patentee,  who  was  a  Frenchman,  used  in  his  specification 
the  word  "  discolouring  "  to  signify  depriving  of  colour,  and  the 
word  *'  baked,**  instead  of  the  word  crystallized  : — Held,  that  this 
did  not  render  the  specification  void.  (5  Tyr,  393 ;  2  Cr.  M.  A  B, 
476;  1  Web.  P.  C.  158;  1  Gale,  109.)  Matters  of  construction 
that  arise  on  the  face  of  the  specification  are  for  the  Court,  subject 
to  the  sense  put  upon  the  terms  of  art  by  the  jury.  (1  Web.  P.  G. 
156.) 

(m)  MiNTER  V.  Mower.    N.  P.    [1835] 

It  is  quite  indifferent  whether  a  word  used  in  a  specification  is 
the  correct  description  of  the  thing,  provided  it  describes  it  so  that 
no  man  can  doubt  what  it  is.    (1  Web,  P.  0.  141.) 

(n)  Russell  v.  Cowley.    [1835] 

A  patent  claimed  the  invention  of  manufacturing  tubes  by 
drawing  them  through  rollers,  using  a  mandrel  in  the  course  of 
the  operation.  A  later  patent  claimed  the  invention  of  manu- 
facturing tubes  by  drawing  them  through  fixed  dies  or  holes,  but 
the  specification  was  silent  as  to  the  use  of  the  mandrel : — Held, 
that  the  Court,  taking  the  whole  of  the  latter  specification  together, 
would  infer  that  the  mandrel  was  not  to  be  used,  and  that  the 
latter  patent  was  good.  (1  G.  M.  d  B.  864;  1  Web.  P.  G.  463.) 
Parke,  B. :  "  In  the  construction  of  a  patent,  the  Court  is  bound 
to  read  the  specification  so  as  to  support  it,  if  it  can  fairly  be  done." 
(1  Web.  P.  G.  470.) 

(o)  BiCKFORD  ».  Skbwes.     [1841] 

The  language  of  the  specification  ought  not  to  be  astutely 
construed,  so  as  to  overthrow  a  patent.  (1  Q.  B.  950;  1  TFeo. 
P.  G.  219.) 

(p)  Neilson  17.  Harford.    [1841] 

The  construction  of  the  specification  is  for  the  Court,  the  mean- 
ing of  the  words  and  surrounding  circumstances  having  been  ascer- 
tained by  the  jury.  Parke,  B.,  delivering  the  judgment  of  the 
Court  of  Exchequer,  held  it  a  just  rule  of  construction,  to  judge  of 
the  meaning  of  a  particular  phrase  by  taking  the  whole  instrument 
together ;  and  he  construed  the  word  **  effect  *'  in  one  part  of  the 
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Bpecification  as  meaning  beneficial  effect,  because  it  was  evidently 
used  in  that  sense  in  some  other  parts  uf  the  specification.  (1  Wth. 
P.  a  372.) 

(q)  Gibson  v.  Brand.     [1842] 

A  patent  was  obtained  for  a  new  and  improved  process  or  mann- 
facture  of  silk,  and  silk  in  combination  with  certain  other  fibrous 
substances.  By  the  specification,  the  inventors  declared  the  nature 
of  the  invention  to  consist  of  eight  several  and  distinct  parts  or 
heads,  the  sixth  being  "  the  application  of  an  improved  process  to 
the  throstle  machine,  on  the  principle  of  the  long-ratch,  for  the 
new  and  useful  purpose  of  spinning  silk  waste ;  "  and  the  seventh, 
**  certain  improvements  effected  by  them  in  the  throstle  machine, 
by  which  the  utility  in  spinning  silk  waste  was  greatly  augmented." 
After  describing  the  old  process  of  converting  silk  waste  into  yam, 
the  specification  proceeded  to  describe  the  novel  process  by  which 
the  plaintiffs  produced  their  new  or  improved  manufacture ;  and 
concluded  thus  : — '*  We  desire  it  to  be  understood  that  we  disclaim 
those  parts  of  the  process,  or  mechanism,  which  were,  or  may  have 
been,  previous  to  the  granting  of  our  patent,  well  known  or  in 
use  for  the  same  purposes;  but  we  restrict  our  claims  to  the 
eight  several  heads  of  invention  mentioned  in  the  early  part  of 
the  specification,  all  of  which  we  believe  to  be  new,  and  of  great 
public  utility : " — Held,  that  this  was  a  claim,  either  of  a  new 
invention,  or  a  new  combination  of  parts  of  the  throstle  machine ; 
and  the  jury  having  found  "  that  the  invention  was  not  new,  but 
an  improved  process,  not  a  new  combination,'*  that  the  patent 
could  not  be  supported.  (4  Scott,  N.  B.  SU;  4  M.  d:  G.  179; 
1  Web  P.  a  631.) 

(r)  Macnamara  v.  Hulse.    N.  P.     [1842] 

Action  for  the  infringement  of  a  patent  for  *'  certain  improve- 
ments in  paving,  pitching,  or  coverinj^  streets,  roads,  and  other 
ways."  The  patentee,  in  his  specification,  said :  "  My  invention 
consists  in  an  improved  mode  of  cutting  or  forming  stone,  or  other 
8uitahle  material,  for  paving  or  covering  roads."  The  infringe- 
ment complained  of  was  the  manufacture  of  wooden  blocks 
according  to  the  improvement  of  the  plaintiff.  Abinger,  G.B., 
said:  ''I  think  that  the  words  'any  other  suitable  material' 
include  a  wood  pavement,  though  probably  the  plaintiff  never 
contemplated  it."     (Car.  &  Marsh.  477  ;  2  Web.  P.  C.  129.) 

(«)  The  Househill  Company  v.  Neilson.    [1843] 

The  letters  patent  and  specification  constitute  one  instrument, 
and  are  to  be  interpreted  according  to  the  ordinary  sense  of  the 
terms.     (1  Web.  P.  0.  679.) 

(t)  MuNTz  V.  Foster.    N.  P.     [1844] 

Action  for  the  infringement  of  a  patent  for  '*an  improved 
manufacture  of  metal  plates  for  sheathing  the  bottoms  of  ships  and 
other  such  vessels."    The  patentee,  in  his  specification,  said :  ^  I 
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take  that  quality  of  copper  known  in  the  trade  by  the  appellation 
of  'best  selected  copper,'  and  that  quality  of  zinc  known  in 
England  as  '  foreign  zinc«' "  Tindal,  C.  J.,  in  samming  up  to  the 
jury,  said  :  "  You  have  had  evidence  before  you  that  *  best  selected 
copper '  is  the  very  purest  that  can  be  had.  What  I  understand, 
therefore,  when  he  says, '  I  take  that  quality  of  copper  known  in 
the  trade  by  the  appellation  of  "  best  selected  copper," '  he  takes  it 
of  that  degree  of  purity  of  which  the  best  selected  copper  wa^ 
known  at  the  time  to  consist.  He  adds  also,  *  and  that  quality  of  zino 
known  in  England  as  foreign  zinc'  I  do  not  understand  him  to 
mean  it  should  be  made  of  foreign  zinc  alone,  but  of  zino  of  that 
quality  wherever  it  was  made."    (2  Web.  P.  0.  104.) 

(ti)  Elliott  v.  Tubnee    Ex.  Ch.    [1845] 

The  specification  described  the  invention  to  consist  in  the 
application  to  the  covering  of  buttons,  of  such  figured  woven 
fabrics  "wherein  the  ground,  or  the  face  of  the  ground  thereof,  is 
produced  by  a  warp  of  soft  or  orgamine  «7t,  such  as  is  used  in 
weaving  satin  and  the  classes  of  fabrics  produced  therefrom." 
The  jurv  asked  how  they  were  to  understand  the  word  "or"  in 
the  specification ;  whether  it  was  used  disjunctively,  or  whether 
**  organzine "  was  the  construction  of  the  word  "  soft."  The 
judge  told  them,  that,  in  his  opinion,  unless  the  silk  was  organzine, 
it  was  not  wiUiin  the  patent: — Held,  that  this  direction  was 
erroneous;  for  that  the  judge  should  not  have  told  the  jury, 
absolutely,  that  soft  and  organzine  silk  were  the  same,  but  that 
the  words  were  capable  of  being  so  construed,  if  the  jury  were 
satisfied  that,  at  the  date  of  the  patent,  there  was  only  one 
description  of  soft  silk, — and  that  organzine, — used  in  satin 
weaving ;  but,  otherwise,  that  the  proper  and  ordinary  sense  of 
the  word  ''  or  "  was  to  be  adopted,  and  the  patent  held  to  apply  to 
every  species  of  soft  silk,  as  well  as  to  organzine  silk.  (2  C,  B, 
446;  16  X. /.,  0.  P.  49.) 

Words  of  a  specification  are  to  be  construed  according  to  their 
ordinary  meaning,  unless  it  be  shown  by  something  in  the  context 
(which  may  be  explained  by  evidence)  that  a  different  construc- 
tion ought  to  be  adopted.    (lb.) 

(V)  M* Alpine  ».  Manqnall.    [1846] 

Patent  for  ''improvements  in  machinery  or  apparatus  for 
stretching,  drying,  and  finishing  woven  fabrics."  The  specifi- 
cation, after  explaining  the  mode  of  conductiug  the  operation, 
continues : — "  We  are  perfectly  aware  that  many  simple  contriv- 
ances might  be  devised  for  effecting  the  object  of  our  improve- 
ments, viz.  giving  vibrating  motion  to  the  selvages  of  the  cloth, 
for  the  purposes  above  stated;  but  as  it  is  not  practicable  to 
describe  every  possible  method  in  detail,  we  desire  it  to  be  under- 
stood that  any  mode  even  of  moving  one  side  or  selvage  of  the 
cloth  whilst  the  other  remains  stationanr,  we  shall  consider  to  be  an 
evasive  imitation  of  our  invention,  if  for  the  purpose  of  drawing 
the  threads  into  diagonal  positions  by  mechanical  means  instead 
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of  manual  labour : " — Reld,  that  the  patentee  claimed,  not  the 
whole  machine,  but  only  those  improvements  which  gave  the 
vibrating  motion  to  the  fabric  while  in  the  course  of  drying. 
(3  a  B.  496 ;  16  L.  J.,  G.  P.  298.) 

(w)  Barber  v.  Grace.    [1847] 

The  specification  of  a  patent  for  ''  improvements  in  the  process 
of  finishing  hosiery,  and  other  goods  manufactured  from  lambV 
wool,  <&c.,*'  stated  the  invention  to  consist  in  submitting  hofdery, 
and  other  similar  ^oods,  to  the  finishing  process  of  a  press  heated 
by  steam,  &c.,  in  me  manner  hereinafter  mentioned.  A  description 
was  then  given,  by  letters,  of  a  drawing  which  represented  a 
press,  which  consisted  of  a  box  heated  by  steam,  up  to  which 
another  box  similarly  heated  was  to  be  pressed  by  means  of 
hydraulic  pressure,  or  by  screws  or  other  well-known  means. 
After  describing  the  method  of  pressing  the  goods  between  these 
hot  boxes,  the  specification  concluded  by  confining  the  inventor's 
claim  to  the  submitting  hosiery  and  similar  goods  to  the  pressure 
of  hot  boxes  or  surfaces  heated  by  steam  as  above  described : — 
HeMy  that  the  specification  did  not  claim  a  general  mode  of 
applving  hot  surfaces  to  fabrics,  but  that  it  was  merely  for  the 
particular  machine  described  in  the  specification,  and  that  a 
method  of  finishing  hosiery  goods,  by  passing  them  through 
heated  rollers,  was  not  included  in  the  patent.  (1  Eocch.  339;  17 
L.  J.,  Exch.  122.)  Pollock,  C.B.,  said  :  "Were  the  Court  to  hold 
that  rollers  are  included  in  this  patent,  the  effect  of  it  would  be, 
that  if  the  party  could  have  kept  his  process  a  secret  in  point  of 
fact,  and  have  given  the  public  nothing  but  what  they  could 
gather  from  the  specification,  he  might  have  had  the  exclusive 
use  of  rollers  under  the  protection  of  the  law  for  fourteen  years, 
and  at  the  end  of  that  period  the  public  would  be  wholly  ignorant 
that  rolleiis  were  capable  of  being  used,  and  had  been  used,  for 
such  a  process,  or  that  they  were  the  object  of  the  patent." 
(1  Exch.  344.) 

(if)  Stevens  v.  Keating.    Exch.    [1848] 

Patent  for  *'  a  process  or  method  of  combining  various  materials 
so  as  to  form  stuccoes,  plasters,  and  cements,  and  for  the  manufac- 
ture of  artificial  stones,  marbles,  <&c.,  used  in  buildings."  The 
specification  described  the  process  of  making  a  cement  from 
gypsum  to  consist  in  mixing  with  powdered  gypsum,  strong 
alkali  (ex.  gr.  best  American  pearl-ash)  dissolv^  in  a  certain 
proportion  of  water ;  this  solution  to  l>e  neutralized  with  acid 
(sulphuric  acid  being  the  best),  the  mass  to  be  kept  in  agitation, 
and  the  acid  to  be  added  gradually  till  the  effervescence  should 
cease;  and  then  a  certain  proportion  of  water  to  be  added  (if 
other  alkali  were  used,  the  quantity  to  be  varied  in  proportion  to 
its  strength)  t  and  the  mixture  having  been  brought  to  a  proper 
consistence  by  the  further  addition  of  powdered  gypsum,  to  be 
dried  in  moiUds,  and  finally  subjected  to  a  furnace  capable  of 
producing  a  red  heat.     The  specification  concluded  by  stating 
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that  other  alkalies  and  acids  beside  those  before  mentioned  would 
answer  the  purposes  of  the  indention,  thongh  not  so  well,  and 
that  the  inventor  claimed  the  method  or  process  thereinbefore 
described : — Held^  that  the  specification  was  bad.  ''  It  must  either 
be  a  claim  of  all  acids  and  alkalies,  or  of  all  acids  and  alkalies 
that  will  answer  the  purpose.  If  it  be  a  claim  of  all  acids 
and  alkalies,  it  is  clearly  bad,  as  there  are  some  which  will  not 
answer  the  purpose.  If  it  be  a  claim  of  thone  only  which  will 
answer  the  purpose,  it  is  as  clearly  bad,  in  consequence  of  not 
stating  those  which  will  answer  the  purpose,  and  distinguishing 
them  from  those  which  will  not,  and  so  preventing  the  public 
from  being  under  the  necessity  of  making  experiments  to  ascertain 
which  of  them  will  succeed  and  which  will  not."  (2  Exck.  772 ; 
19  X.  jr.,  Ex.  67.) 

At  Nisi  Prius  Pollock,  C.B.,  said  :  *•  Some  observations  have  been 
made  at  the  bar  on  the  subject  of  patents  and  specifications,  and  the 
difierent  rules  of  construction  that  have  been  maintained  at  different 
periods.  I  take  the  rule  to  be,  that  you  are  not  to  intend  anything  in 
favour  of  a  specification  or  patent,  and  certainly  not  to  intend  any- 
thing against  it ;  you  are  to  deal  with  it  just  as  you  find  it ;  you  are 
to  put  the  true  and  right  and  fair  construction  upon  every  allega- 
tion and  every  fact  connected  with  it,  and  you  are  to  find  what  is 
the  true  and  fair  and  just  result.  You  are  not  to  lean  in  favour 
of  the  public  against  the  patent,  which  it  is  to  be  regretted  was 
many  years  ago  rather  the  fashion  of  the  courts  of  justice,  under 
the  notion  that  it  was  a  monopoly,  that  all  monopolies  were 
odious,  and  that,  therefore,  you  were  to  intend  everything 
against  them;  although,  on  the  other  hand,  in  modern  times, 
it  is  said  the  leaning  is  the  other  way,  I  do  not  think  there 
ought  to  be  any  leaning  one  way  or  the  other."  (2  Web. 
P.  a  187.) 

(z)  Beard  v.  Egerton.    [1849] 

A  specification  of  a  patent  for  "  a  new  and  improved  method  of 
obtaining  the  spontaneous  reproduction  of  all  the  images  received 
on  the  focus  of  the  camera  obscura,"  in  describing  the  process, 
stated  :  It  is  to  be  divided  into  five  operations.  The  first  consists 
in  polishing  and  cleaning  the  silver  surface  of  the  plate,  in  order 
to  properly  prepare  or  qualify  it  for  receiving  the  sensitive  layer 
or  coating  (iodine),  upon  which  the  action  of  the  light  traces  the 
design  ;  the  second  oj)eration  in  the  applying  that  sensitive  layer 
or  coating  to  the  silver  surface ;  the  third,  in  submitting,  in  the 
camera  obscura,  the  prepared  surface  or  plate  to  the  action  of  light, 
so  that  it  may  receive  the  images.  The  description  of  the  first 
operation — preparing  the  silver  surface  of  the  plate — directed  that 
nitric  acid  dissolved  in  water  should  be  applied  three  different 
times,  the  plate  being  each  time  sprinkled  with  pounce,  and  lightly 
rubbed  with  cotton  ;  adding,  "  When  the  plate  is  not  intended  for 
immediate  use  or  operation,  the  acid  may  be  used  only  twice  upon 
its  surface  after  being  exposed  to  heat ;  the  first  part  of  the  opera- 
tion, that  is,  the  preparation  as  far  as  the  second  application  of  the 
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acid,  may  l>6  done  at  any  time ;  this  will  allow  of  a  number  of 
plates  being  kept  prepared  up  to  the  last  slight  operation ;  it  is, 
however,  considered  indispensable,  that,  just  before  the  moment  of 
using  the  plates  in  the  camera,  or  the  reproducing  the  design,  to 
put  at  least  once  more  some  acid  on  the  plate,  and  to  rub  it  lightly 
with  pounce,  as  before  stated ;  finally,  the  plate  must  be  cleaned  with 
cotton  from  all  pounce  dust  which  may  be  on  the  surface,  or  its 
edges."  In  a  subsequent  part  of  the  specification,  having  described 
the  second  operation,  viz.,  the  application  of  the  iodine,  the  inventor 
observed :  *'  After  this  second  operation  is  completed,  the  plate  is 
to  be  passed  to  the  third  operation,  or  that  of  the  camera  obscura ; 
whenever  it  is  possible,  the  one  operation  should  immediately 
follow  the  other : " — Held,  that,  taking  the  whole  specification 
together,  the  direction  as  to  the  third  application  of  acid  was  not 
to  be  understood  to  be  a  direction  to  apply  the  acid  after  the 
second  operation,  viz.,  the  coating  the  plate  with  iodine, — which, 
it  was  proved,  would  render  the  whole  process  abortive, — but  to 
apply  it  as  part  of  the  first  operation  ;  and  that  the  specification 
gave  sufficient  information  to  an  operator  of  reasonable  skill,  and 
was  therefore  sufficient.     (8  C.  B.  166 ;  13  Jur.  1004 ;  19  L.  /., 

a  p.  36.) 

(a)  Sellers  v.  Dickinson.    [1850] 

Pollock,  C.J. :  **  The  specification  should  be  met  with  candour 
and  indulgence."  (5  Ex.  324.)  Rolfe,  B. :  "  The  Court  bbould 
read  a  specification  as  a  person  of  ordinary  understanding  would 
do,  not  loosely  conjecturing  anything,  but,  at  the  same  time,  not 
scanning  it  as  if  it  were  a  special  plea."    {lb,  326.) 

(5)  The  Electric  Telegraph  Company  v.  Brett.    [1851] 

Patent  "  for  improvements  in  giving  signals  and  sounding 
alarums  in  distant  places,  by  means  of  electric  currents  transmitted 
through  metallic  circuits."  Subsequently  to  the  patent,  it  was  dis- 
covered that  the  return  current  could  be  conducted  back  to  the 
battery  through  the  earth  as  effectually  as  through  a  continuous 
metallic  circuit.  The  defendant  contended  that,  by  using  this 
method,  they  did  not  infringe  the  plaintiff's  patent.  Cresswell,  J., 
delivering  the  judgment  of  the  Court  of  Common  Pleas,  said: 
"  With  respect  to  the  specification,  it  is  to  be  observed,  that  the 
claim  of  the  patentees  being  for  improvements  not  all  immediately 
connected  with,  or  dependent  on,  each  other,  but  all  applicable  to 
giving  signals,  &c.,  by  means  of  electric  currents,  the  plan  adopted 
in  the  specification,  was,  to  give  an  account  of  the  whole  system  or 
mode  of  transmission  of  electric  currents  for  the  purpose  of  giving  , 
signals,  and  the  modes  of  giving  those  signals,  specifying  afterwards 
those  parts  claimed  as  improvements,  and  either  expressly  disclaim- 
ing, or  leaving  unclaimed,  all  that  was  not  expressly  claimed.  It  is 
obvious,  that  in  such  a  specification,  that  part  which  describes  the 
matter  claimed,  is  to  be  much  more  strictly  consttued  than  that 
which,  though  necessarily  mentioned,  is  not  spoken  of  as  a  new 
matter,  or  as  the  subject  of  a  grant,  but  only  as  something  known, 
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and  necessary  to  be  referred  to  for  the  purpose  of  explaining  the 
claim.  Considered  in  this  view,  we  think  the  specification,  in 
speaking  of  metallic  circuits,  may  properly  be  considered  as  com- 
prehending all  circuits  which  are  metallic,  as  far  as  it  is  material 
to  the  improvements  claimed  that  they  should  be  bo  ;  and  that  the 
expression  in  question  is  not  to  be  construed  with  more  strictness 
and  precision  than  is  necessary  to  enable  it  to  fulfil  that  purpose 
of  explanation  for  which  it  was  introduced."  (10  Com.  B.  880.) 
''It  appears  to  us  reasonable  to  hold  that  a  claim  for  a  patent 
for  improvements  in  the  mode  of  doing  something  by  a  known 
process,  is  sufficient  to  entitle  the  claimant  to  a  patent  for  his 
improvements,  when  applied  either  to  the  process  as  known  at  the 
time  of  the  claim,  or  to  the  same  process  altered  and  improved  by 
discoveries  not  known  at  the  time  of  the  claim,  so  long  as  it  remains 
identical  with  regard  to  improvements  claimed,  and  their  appli- 
cation."    (J6.  881.) 

-(c)  Newton  v.  Vaucher.    [1861] 

Specifications  are  to  be  read  in  connection  with  their  titles. 
(6  Exch.  864.) 

(fi)  Holmes  v.  The  London  and  North  Western  Railway  Company. 
[1852] 

The  plaintiff  obtained  a  patent  for  "an  improved  turning- 
table,"  all  the  component  parts  of  which,  except  one,  were  com- 
pi-ised  in  a  prior  patent,  the  specification  of  which  was  not  enrolled 
until  after  tiie  date  of  the  plaintiff 's  patent.  The  plaintiff,  in  his 
specification,  claimed  "the  improved  turning-table  hereinbefore 
described,"  without  showing  that  any  part  of  it  was  old.  The 
jury  found,  that  the  introduction  of  certain  suspending  rods  made 
the  table  a  new  instrument.  Jervis,  C.J.,  in  delivering  judgment, 
said  :  "  The  claim  in  substance  is  this — ^  for  an  improved  turning- 
table.'  Now,  that  will  not  have  the  effect  of  making  everything 
that  follows  a  combination,  merely  because  he  claims  the  turning- 
table."  (MacT.  P.  C  27.)  Maule,  J.,  after  pointing  out  that  the 
patentee  had  not  distinguished  what  was  new  from  what  was  old, 
said :  "  If  it  be  impliedly  said  in  the  specification,  that  the  sus- 
pension rods  are  new,  and  an  improvement  on  what  existed  before, 
the  same  implication  arises  as  to  every  other  part."     (i5.  29.) 

{e)  Tetley  v.  Eastfon.    N.  P.    [1852] 

Pollock,  C.B. :  Specifications  are  to  be  construed  in  a  candid 
and  fair  spirit,  and  if  any  mistake  in  one  part  can  be  corrected  by 
other  parts  of  the  specifiuatiou,  such  correction  should  be  made. 
{Macr.  P.  0.  74.) 

(/)  Hastings  v.  Brown.    [1853] 

A  specification  in  a  patent,  for  a  particular  construction  of 
windlasses,  stated  that  the  object  was  "  to  hold,  without  slipping, 
a  chain  cable  of  any  size."     Before  the  date  of  the  patent,  con- 
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structioDS  were  known  by  which  a  windlass  might  be  made  to 
hold  a  single  chain  cable  of  any  assigned  size : — Heldy  that  the 
specification  did  not  nnequivocally  ishow,  that  the  object  was  to 
construct  a  single  windlass  which  might  hold  different  chain 
cables,  whatever  their  size,  and  that  6uch  a  windluss  was,  therefore, 
not  protected  by  the  patent.  (1  E.  d  B,  450  ;  22  L.  /.,  Q.  B.  161 ; 
17  Jut.  647.) 

(g)  Palmer  v.  Wjlqstaff.    [1854] 

Pollock,  C.B. :  '*  A  patent  or  specification  should  be  constrned 
in  the  sense  which  the  patentee  intended,  and  if  any  expressions 
are  ambignons,  we  should  endeavour  to  give  effect  to  the  intention ; 
and,  moreover,  I  think  that  every  patent  should  be  expounded 
favourably  to  the  patentee.  But  we  ought  not  to  violate  the 
obvious  meaning  of  the  language,  unless  it  is  quite  clear  that  the 
patentee  intended  something  different  from  that  which  the  expres- 
sions indicate."     (9  Exch.  501.) 

(h)  Unwin  17.  Heath.    H.  L.     [1855] 

Crompton,  J. :  "I  think  that  it  would  be  a  narrow  and  danger- 
ous construction  to  limit  the  invention,  claimed  in  express  words, 
by  the  mode  and  process  of  working  which  the  plaintiff  sets  forth, 
as  a  means  of  carrying  his  invention  into  effect."     (25  L.   /., 

a  p.  12.) 

(t)  BoviLL  V.  Pimm.    [1856] 

The  oonstniction  of  a  specification  is  a  question  of  law  when 
the  facts  are  not  disputed.     (11  Exch.  740.) 

(/)  Hills  v,  London  Gas  Light  Company.    [1857] 

Though  the  construction  of  a  patent  or  specification  is  ordinarily 
for  the  judge,  yet  where  a  specification  mentioned  **  the  precipi- 
tated or  hydrated  oxides  of  iron,"  and  there  was  (on  the  issue  of 
novelty)  a  prior  patent  proved,  the  specification  of  which  men- 
tioned carbonate  of  iron,  and  the  scientific  evidence  showed  that 
real  carbonate  of  iron  was  difficult  to  be  preserved,  that  it  was  not 
commonly  sold  in  the  shops  (though  it  existed  as  a  chemical 
substance),  and  what  was  sold  for  it  would  be,  in  fact,  a  hydrate, 
through  absorption,  but  that  carbonate  would  not  be  understood 
chemically  as  meaning  hydrate ;  the  judge,  having  ruled  that  the 
specification  was  to  be  construed  commercially  not  scientifically, 
that  carbonate  commercially  meant  the  **  hydrate,"  and  that,  on 
the  issue  of  novelty,  the  plaintiff  must  be  nonsuited,  the  Court, 
after  great  doubt,  set  aside  the  nonsuit,  and  granted  a  new  trial. 
(27  L.  J.,  Exch.  60.)     See  same  case,  infra,  469  (I). 

(k)  Thomas  v.  Foxwell.    Ex.  Ch.    [1859] 

The  patentee  of  a  sewing  machine  in  his  specification,  claimed 
"  the  application  of  a  shuttle  in  combination  with  a  needle,  as 
shown  in  sheet  1,  for  forming  and  sewing  loops  of  thread  or  other 
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substance,  for  the  purpose  of  producing  stitches  either  to  unite  or 
ornament  fabrics,  whatever  may  be  the  means  employed  for 
working  such  shuttle  and  needle  when  employed  together."  By  a 
disclaimer  he  stated,  **  I  do  not  claim  the  use  in  a  machine  of 
several  needles  and  shuttles,  nor  do  I  claim  any  of  the  mechanical 
parts  separately  of  which  the  machinery  shown  in  the  drawing  is 
composed :  " — Held  (affirming  the  judgment  of  the  Court  of  Queen's 
Bench  (5  Jur.,  N.  S.  37)),  that  the  claim  was  not  confined  to  the 
single  application  of  a  shuttle  in  combination  with  a  needle,  as 
shown  in  sheet  1,  but  extended  generally  to  the  application  of  a 
shuttle  with  a  needle,  for  attaining  the  object  therein  stated. 
(6  Jur.,  N.  S.  211.) 

(J)  Hills  v.  The  London  Gas  Light  Company.    [1860] 

In  a  patent  for  an  improved  mode  of  manufacturing  gas,  the 
plaintiff  claimed  a  mode  of  purifying  gas  by  means  of  "  hydrated 
or  precipitated  oxide  of  iron : " — Held,  that  this  included  only 
precipitated  hydrates.  (5  H.  &  N,  312;  29  L.  J.,  Ex.  409.) 
Bramwell,  B. :  "  It  appears  to  us,  upon  looking  at  the  specification, 
that  the  plaintiff  uses  those  equivalent  expressions,  because  he 
says,  *  hydrated  or  precipitated,'  and  that  oxide  of  iron  may  be 
conveniently  prepared  for  these  purposes,  and  so  on ;  and  therefore 
it  is  obvious  that  when  he  uses  that  word  hydrated,  he  uses  it  as 
synonymous  with  precipitated ;  and  consequently,  when  he  speaks 
of  using  hydrated  or  precipitated  oxides,  he  means  such  hydrated 
oxides  as  are  precipitated."     (5  H.  d  N.  368 ;  29  L.  J.,  Ex.  424.) 

(w)   OXLEY  V.  HOLDEN.      [1860] 

Patent  for  "certain  improvements  in  the  doors  and  sasbes  of 
carriages."  One  part  of  the  invention  consisted  of  a  metal  plate, 
with  a  slot  and  a  stud  or  pin  working  in  a  groove  on  each  side  of 
the  sash  or  frame ;  and  the  patentee  claimed  *'  the  metal  fittings 
and  the  mode  of  applying  the  same,  described  herein  as  the  second 
part  of  my  invention."  The  description  of  the  metal  fittings  was 
inseparably  interwoven,  throughout  the  specification,  with  the 
mode  of  applying  them  : — Held,  that  this  was  a  claim,  not  for  the 
metal  fittings  themselves,  but  for  the  mode  of  applying  them,  and 
consequently,  that  the  patent  was  sustained  by  proof  that  the 
application  was  new,  though  the  stud  and  plates  themselves  were 
old.  (8  a  jB.,  JV.  8.  666 ;  30  L.  J.,  C.  P.  68 ;  8  W.  B.  626 ; 
2  L.  T.  Bep.,  N.  8.  464.) 

(n)  Seed  v.  Higgins.     H.  L.     [1860] 

Lord  Campbell,  L.C. :  "  Where  novelty  or  infringement  depend 
merely  on  the  construction  of  the  specification,  it  is  a  pure  question 
of  law  for  the  judge ;  but  where  the  consideration  arises  how  far 
one  machine,  or  a  material  part  of  one  machine,  imitates  or  re- 
sembles another  in  that  which  is  the  alleged  invention,  it  gene- 
rally becomes  a  mixed  question  of  law  and  fact  which  must  be  left 
to  ti^e  jury."     (8  H.  L.  Ca8.  561.) 
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(o)  Betts  ».  Menzies.    H.  L.    [1862J 

Blackburn,  J.,  said ;  **  I  agree  with  what  was  said  by  Mr. 
Justice  Crompton,  in  the  Court  below,  that  if  the  general  claim  to 
the  use  of  an  invention  were  cut  down  and  limited  to  the  use  of 
the  invention  in  the  particular  way  pointed  out  by  reason  of  the 
words  '  as  herein  described,'  it  would  be  a  narrow  rule  of  construc- 
tion, generally  working  to  the  detriment  of  patentees ;  and,  what 
weighs  more  with  me,  generally  giving  an  effect  to  specifications 
different  from  what  the  persons  drawing  them  intended,  or  those 
reading  them  understand."     (10  H.  L.  Cob.  140.) 

(p)  Hills  v.  Evans.    Ch.    [1862] 

The  construction  of  a  specification,  as  the  construction  of  all 
other  written  instruments,  belongs  to  the  Court ;  but  the  explana- 
tion of  the  words  or  technical  terms  of  art,  the  phrases  used  in 
commerce,  and  the  proof  and  results  of  the  processes  which  are 
det^cribed  (and  in  a  chemical  patent  the  ascertainment  of  chemical 
equivalents)  are  matters  of  fact  upon  which  evidence  may  be  given, 
contradictory  testimony  may  be  adduced,  and  upon  whidi  it  is  the 
province  and  right  of  a  jury  to  decide.  But  when  those  portions 
of  a  specification  are  made  the  subject  of  evidence,  the  direction  to 
be  given  to  the  yiry  with  regard  to  the  construction  of  the  rest  of 
the  patent,  which  is  conceived  in  ordinary  language,  must  be  a 
direction  upon  the  hypothesis  of  the  jury  arriving  at  a  certain 
conclusion  with  regard  to  the  meaning  of  those  terms,  the  signifi- 
cation of  those  phrases,  the  truth  of  those  processes,  and  the  result 
of  the  technical  procedure  described  in  the  specification.  (31  L. 
J.,  Ch.  457  ;  8  Jttr.,  N.  8.  525.) 

{q)  Mackelcan  v.  Kennie.     [1862] 

In  construing  a  specification,  it  is  not  competent  to  the  in- 
ventor to  pray  in  aid  the  provisional  specification,  in  order  to 
explain  or  enlarge  the  meaning  of  the  complete  specification.  (13 
0.  J5.,  N.  S.  52.) 

(«)  Ealston  17.  Smith.    H.  L.    [1866] 

E.,  in  his  specification,  described  his  patent  for  improvements  in 
embossing  and  finishing  woven  fabrics,  as  enabling  him,  upon  a 
roller,  either  spirally  or  longitudinally,  or  in  a  circular  form,  to 
groove,  or  flute,  or  engrave,  or  mill,  ur  otherwise  indent  any  design. 
The  fact  was,  that  if  the  design  was  engraved  longitudinally  it 
would  destroy  the  material.  R.  therefore,  in  a  disclaimer,  altered 
"  upon  "  into  "  around  the  roller  :" — Held^  that  the  construction  of 
the  specification,  as  amended  by  the  disclaimer,  excluded  spiral 
engraving,  and  confined  it  to  circular  engraving  or  grooves.  (11 
H.  L.  Cos.  223;  35  L.  J.,  C.  P.  49;  13  L.  T.  Bep.,  N.S.I;  20  C. 
B.,  N.  S.  28.) 

(<)  Thomas  v.  Welch.    [1866] 

A  specification,  to  which  drawings  were  attached,  after  describing 
an  instrument  marked  "  g,"  continued,  "  It  is  the  arranging  an 
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instrument '  g/  as  herein  described,  which,  while  it  is  the  means  of 
holding  the  &biio  ...  is  also  the  means  by  which  the  step-by- 
step  movement  is  given  to  the  fabric,  which  constitutes  the  pecu- 
liarity of  my  invention  :" — Held^  that  this  was  not  a  claim  of  all 
instruments  which  were  at  once  the  means  of  holding  and  moving 
the  fabric  :  nor,  on  the  other  hand,  of  the  exact  machine,  with  all 
its  arrangements,  contained  in  the  drawings ;  but  a  claim  to  the 
exclusive  right  to  use  "  g,"  or  any  similar  instrument,  for  the  pur- 
pose of  holding  and  moving  the  fabric  at  the  same  time.  (L.  12., 
1  a  P.  192.) 

(tt)  Simpson  v.  Holliday.    [1864-66] 

A  patentee,  in  his  specification  of  a  patent  for  preparing  red  and 
purple  dyes,  said  :  "I  mix  aniline  with  dry  arsenic  acid,  &c.  At 
the  date  of  the  patent  an  arsenic  acid  entirely  free  from  water  was 
known  to  chemists  as  anhydrous  arsenic  acid,  but  could  not  be 
commonly  bought  in  the  trade.  This  would  not  produce  the  dyes. 
A  hydrated  acid,  containing  from  12  to  14  per  cent,  of  water  was 
commonly  sold  by  manufacturers,  which  was  dry  to  the  touch,  and 
known  in  the  trade  as  "  dry  arsenic  acid."  This  would  produce 
the  dyes.  Wood,  V.-C,  found,  on  the  ground  that  the  specification 
was  addressed  to  manufacturers,  and  not  to  scientific  chemists,  that 
**  dry  arsenic  acid  "  meant  dry  hydrated  arsenic  acid.  (20  Newt. 
Lm.  Jour.,  N.  S.  118.) 

In  the  House  of  Lords  Lord  Westbury,  L.C.,  hearing  the  case  on 
appeal  from  Wood,  V.-C,  in  the  course  of  his  judgment,  said :  **  With 
respect  to  the  rules  that  govern  the  construction  of  specifications, 
they  are  the  ordinary  rules  for  the  interpretation  of  written  instru- 
ments, having  regard  especially  to  the  fact  that  the  specification  must 
clearly  fulfil  the  obligation  imposed  on  the  patentee  by  the  proviso 
contained  in  all  letters  patent,  viz.,  that  the  grant  shall  be  void  if  the 
patentee  shall  not  particularly  describe  and  ascertain  the  nature  of 
his  invention,  and  in  what  manner  the  same  is  to  be  performed.  It 
is,  therefore,  made  a  settled  rule,  that  the  specification  must  be  so 
expressed  as  to  be  perfectly  intelligible  to  a  workman  of  ordinary 
knowledge,  and  it  must  follow,  that  if  there  be  any  obscurity  or 
ambiguity  in  the  specification  which  is  likely  to  mislead,  this  defect 
ought  not  to  be  helped  by  any  refined  or  secondary  interpretation 
of  the  language.  It  was  contended  before  me,  and  the  Vice- 
Chancellor  is  reported  to  have  said,  that  it  has  been  settled  by 
authority  that  the  most  liberal  construction  is  to  be  given  to  the 
patent  that  will  sustain  it,  especially  in  those  cases  where  the 
Court  is  satisfied  that  the  invention  is  really  new  and  useful. 
(20  NewL  Lon.  Jour.,  N.  S.  107.)  When  it  is  stated  that  an  error  in 
a  specification,  which  any  workman  of  ordinary  skill  and  experience 
would  perceive  and  correct,  will  not  vitiate  a  patent,  it  must  be 
understood  of  errors  which  appear  on  the  face  of  the  specification, 
or  the  drawings  it  refers  to ;  or  which  would  be  at  once  discovered 
and  corrected  in  following  out  the  instructions  given  for  any  process 
or  manufacture;  and  the  reason  is,  because  such  errors  cannot 
possibly  mislead.     But  the  proposition  is  not  a  correct  statement  of 
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the  law,  if  applied  to  errors  which  are  discoverable  only  by  experi- 
ment and  farther  inquiry.  Neither  is  the  proposition  true  of  an 
erroneous  statement  in  a  specification  amounting  to  a  fialse  sugges- 
tion, even  though  the  error  would  be  at  once  observed  by  a  work- 
man possessed  of  ordinary  knowledge  of  the  subject  ...  If  the 
words,  '  the  most  liberal  construction '  are  intended  to  denote  some 
principle  of  interpretation  different  from  the  ordinary  rules  for  the 
construction  of  written  instruments,  I  am  not  aware  of  any  such 
Authority."     (13  W.  B.  578;  12  L.  T.  B&p.,  N.  S.  99.) 

(y)  Jordan  r.  Moore.    [1866] 

A.  obtained  a  patent  for  *'  certain  improvements  in  the  construc- 
tion of  ships  and  other  vessels  navigating  on  water."  By  his  speci- 
fication the  patentee  claimed  as  his  invention,  amongst  others,  (1) 
the  construction  of  ships  **  with  an  iron  frame,  combined  with  an 
external  covering  of  timber  planking  for  the  sides,  bilges  and  bot- 
toms ;  (6)  the  construction  of  iron  frames  adapted  to  an  external 
<K)vering  of  timber  for  the  sides,  bilges  and  bottoms,  as  described :" 
— Held^  that  the  expression  **  iron  frame  "  in  the  first  claim,  was  not 
confined  to  an  iron  frame,  such  as  that  specified  in  the  sixth  claim, 
but  comprehended  whatever  might,  according  to  the  ordinary  use 
of  language,  be  called  "  an  iron  frame,"  and  that,  as  there  had 
existed  ships  with  iron  framings  similar  to  tliat  which  the  plaintiff 
claimed,  the  claim  was  too  large.  (L.  B&p.^  1  C.  P.  624 ;  35  L.  J., 
a  P.  268.) 

(w)  Wright  v.  Hitchcock.    [1870] 

A  patent  was  taken  out  for  "  improvements  in  the  manufacture 
of  frills  or  ruffles,  and  in  the  machinery  or  apparatus  employed 
therein."  The  specification  described  a  process  of  plaiting  fabrics 
by  means  of  a  reciprocating  knife  in  combination  with  a  sewing 
machine.  The  first  claim  was  for  the  general  construction,  arrange- 
ment and  combination  of  machinery  for  producing  plaited  frills  or 
trimmings  in  a  sewing  machine ;  the  second  was  for  the  application 
and  use  of  a  reciprocating  knife  for  crimping  fabrics  in  a  sewing 
machine ;  and  the  third,  for  the  peculiar  manufacture  of  crimped  or 
plaited  frills  or  trimmings  "  as  hereinbefore  described,"  and  illus- 
trated by  a  drawing : — Heldf  first,  that  the  patent  was  not  for  the 
manufactured  pioduct,  but  for  the  process  of  manufewturing  it; 
secondly,  that  the  patent  was  not  limited  to  the  manufacture  of 
plaited  fabrics  by  the  knife  in  combination  with  a  sewing  machine. 
(L.  Bep.,  5  Ex,  37 ;  39  L.  J.,  Ex.  97.) 

(x)  Neilson  V,  Betts.     H.  L.     [1871] 

After  a  patent  has  stood  inquiry  and  the  test  of  time,  courts  do 
not  encourage  verbal  objections  to  the  form  of  the  specification. 
(L.  Bep.,  5  H.  L.  Cos.  1 ;  40  L.  J.,  Ch.  317 ;  19  W.  B,  1121.) 

(a;*)  Newton  v.  Halbard.    [1872] 

Grove,  J. :  "A  specification  should  not  be  construed  in  a 
technical  or  captious  spirit,  but  with  a  fair  intention  to  give  it 
effect  if  it  be  reasonably  intelligible."     (John,  152.) 
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{y)  HiNKS  r.  Safety  Lighting  Company.    [1876] 

Patentees  of  lamp-burners  claimed  by  their  specification  as  their 
invention  the  construction  of  burners  "  in  the  manner  described 
and  illustrated  in  the  figures,  that  is  to  say,  the  employment  in  the 
same  burner  of  two  or  more  flat  or  curved  wick-cases  or  holders  in 
which  two  or  more  flat  wioks  are  placed,  so  as  to  produce  thereby 
one  or  more  flat  flames,  or  elliptical  or  nearly  circular  flames."  The 
figures  referred  to  showed  burners  with  two  wicks  passing  through 
a  double-slotted  cone.  The  use  of  two  wicks  with  a  single-slotted 
cone  was  old : — Held^  that  the  claim  could  not  be  read  as  limited  to 
burners  with  a  double-slotted  cone,  and  that  the  patent  was  bad  for 
want  of  novelty.     (4  Ch,  D.  607.) 

Jessel,  M.K. :  "  I  am  anxious,  as  1  believe  every  judge  is  who 
knows  anything  of  patent  law,  to  support  honest,  bond  fide  inven- 
tors who  have  actually  invented  something  novel  and  useful,  and 
to  prevent  their  patents  from  being  overturned  on  mere  technical 
objections,  or  on  mere  cavillings  with  the  language  of  their  specifi- 
cations, so  as  to  deprive  the  inventor  of  the  benefit  of  his  inven- 
tion. This  is  sometimes  called  a  '  benevolent '  mode  of  construc- 
tion. Perhaps  that  is  not  the  best  term  to  use,  but  it  may  be 
described  as  construing  a  specification  fairly,  with  a  judicial 
anxiety  to  support  a  really  useful  invention  if  it  can  be  supported 
on  a  reasonable  construction  of  the  patent.  Beyond  that  the 
*  benevolent '  mode  of  construction  does  not  go."     (A.  612.) 

(z)  Harrison  r.  Anderston  Foundry  Company.    H.  L.     [1876] 

Lord  Chelmsford:  "In  the  construction  of  a  specification,  it 
appears  to  me  that  it  ought  not  to  be  subjected  to  what  has  been 
called  a  benign  interpretation  or  to  a  strict  one.  The  language 
should  be  construed  according  to  its  ordinary  meaning — the  under- 
standing of  technical  words  being,  of  course,  confined  to  those  who 
are  conversant  with  the  subject-matter  of  the  invention — and  if 
the  specification  is  thus  sufficiently  intelligible,  it  performs  all  that 
is  required  of  it."     (L.  B,,  1  Ajpp,  Cos.  581.) 

(a)  Dudgeon  v.  Thompson.    H.  L.    [1877] 

Lord  Blackburn :  "  The  duty  of  the  Court  is  fairly  and  truly  to 
construe  the  specification,  neither  favouring  the  one  side  nor  the 
other — neither  putting  an  unfair  gloss  or  construction  upon  the 
specification  for  the  purpose  of  saving  the  patent  if  it  is  said  that 
the  patent  is  void,  nor  putting  an  unfair  gloss  or  construction  upon 
it  in  order  to  extend  the  patent  and  make  it  take  in  something 
which  you  may  think  was  an  unhandsome  taking  of  the  fruits  of 
his  invention  from  the  patentee,  if  it  is  not  really  an  infringement 
of  the  patent."    (L.  B.,  3  App,  Cos.  53.) 

(6)  Plimpton  v,  Spiller.    M.  E.    [1877] 

Jessel,  M.R.,  in  delivering  judgment,  said :  "  It  is  the  duty  oi 
the  judge  to  construe  a  specification  fairly,  with  a  judicial  anxiety 
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to  support  a  really  nsefal  inyention,  if  it  can  be  supported  upon  a 
reasonable  interpretation  of  the  patent ;  or,  as  Mr.  Aston  said,  that 
a  judge  is  not  to  be  astute  to  iind  flaws  in  small  matters  in  a  specifi- 
cation, with  a  view  to  overthrow  it When  we  come  to  read 

the  claim,  I  think  it  is  fair  to  say  that,  if  it  can  be  read  in  two 
ways,  one  claiming  something  that  has  a  merit  of  novelty,  and  the 
other  claiming  something  which  would  show  the  man  to  be  ignorant 
of  all  the  ordinary  appliances  used  in  every  workshop  in  the  world, 
it  is  the  duty  of  the  judge  to  adopt  the  construction  which  makes 
the  patent  reasonable  and  sensible,  rather  than  that  construction 
which  makes  the  patent  utterly  absurd."  (6  Ch.  D.  422.) 
James,  L.J. :  **  You  must  always  construe  a  claim  with  reference 
to  the  whole  context  of  a  specification."     (lb,  427.) 

(c)  Clark  v.  Adib  (Second  App.).    H.  L.     [1877] 

Adie  obtained  a  patent  for  "  improvements  "  in  a  horse-clipping 
machine,  and  granted  to  Clark  a  licence  to  manufacture  machines 
in  accordance  with  the  patent.  The  improvements  described  in 
Adie's  specification  comprised,  among  other  items,  the  parallelism 
of  the  teeth  of  the  comb,  and  the  addition  of  an  extra  comb-plate 
when  required,  so  as  to  regulate  the  length  to  which  the  hair  might  be 
clipped.  Clark  manufactured  clippers  not  having  parallel  teeth  nor 
an  extra  comb-plate,  but,  in  other  respects,  similar  to  those  patented 
by  Adie,  and  resisted  payment  of  the  royalties  under  the  licence  in 
respect  of  these  clippers,  on  the  ground  that  the  remaining  items 
were  old,  and  that  the  specification  mnst  be  so  construed  as  to 
exclude  these  items  from  the  claim : — Held,  that  upon  the  natural 
construction  of  the  specification  it  included  a  claim,  not  only  in 
respect  of  the  parallel  teeth  and  extra  comb-plate,  but  also  in  respect 
of  the  other  matters,  and  that,  as  the  specification  was  not  ambiguous 
or  doubtful,  prior  specifications  were  not  of  any  weight  to  control 
its  construction.  The  word  "parallel"  was  construed  in  its 
popular  and  not  in  its  mathematical  sense.     ^2  App.  Cos.  423.) 

Lord  Cairns,  L.C.,  said :  "  A  point  was  raised  in  the  course  of 
the  argument,  as  to  whether  certain  evidence  ought  or  ought  not 
to  be  admitted  in  this  case.  That  evidence  was  of  this  kind: 
there  had  been  previous  patents  granted  to  different  persons,  for 
the  purpose  of  making  horse-clippers  of  various  kinds,  and  the 
present  patent  being  a  patent  for  '  improvements  in  the  machinery 
for  clipping  horses,'  it  was  said  that  those  prior  patents  ought  to  be 
admitted  in  evidence  for  the  purpose  of  showing  the  state  of  the 
manufacture  before  the  present  patent  was  granted,  and  that,  they 
being  so  admitted,  your  lordships  would  find  in  them  descriptions 
of  the  machine  which  were  identical,  or  all  but  identical,  as  to  the 
formation  of  the  teeth,  with  the  machine  which  the  appellant,  the 
licensee,  was  using.  And  then  it  was  said,  if  that  is  so,  the  present 
patent  claiming  machinery  which  would  be  covered  by  former 
patents,  would  be  invalid,  and  you  ought  to  put  upon  this  speci- 
fication the  construction,  if  it  is  possible  to  do  so,  which  would 
deliver  it  from  the  peril  of  being  held  invalid  by  reason  of  the  prior 
specifications I  do  not  think  it  will  be  necessary  for  your 
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lordships  to  lay  down  any  precise  rule  as  to  the  reception  or  the 

rejection  of  evidence  in  this  case It  was  said  that  if  the 

specification  before  the  House  was  ambiguons  or  doubtful,  a  con- 
struction might  be  put  upon  it  which  would  save  this  specification 
from  invalidity  by  reason  of  prior  publication.  My  lords,  it  is 
unnecessary  to  consider  that  argument,  for  the  specification  appears 
to  me  not  to  be  doubtful  or  ambiguous."     (lb,  430.) 

Lord  Blackburn :  "  In  construing  the  specification,  we  must 
construe  it  like  all  written  documents,  taking  the  words  and  seeing 
what  is  the  meaning  of  those  words  when  applied  to  the  subject- 
matter  ;  and  in  the  case  of  a  specification,  which  is  addressed  not 
to  the  world  at  large  but  to  a  particular  class,  for  instance,  skilled 
mechanicians,  possessing  a  certain  amount  of  knowledge,  it  is 
material  for  the  tribunal  to  put  itself  in  the  position  of  such  a 
class,  namely,  skilled  mechanicians,  and  to  see  what  the  words  of 
the  specifi.carion  mean  when  applied  to  such  a  subject  as  skilled 
mechanicians  would  know,  and  as  the  tribunal  has  now,  by  the 
admission  of  evidence  or  otherwise,  put  itself  in  a  position  to  under- 
stand, and  then  to  say  what  the  words  of  the  specifi.cation  mean 
when  applied  to  such  a  subject-matter.  For  that  purpose  I  am  not 
at  all  prepared  to  say  that  the  other  patents  and  specification's 
would  not  in  the  present  case  be  admissible  evidence,  as  having 
more  or  less  weight  (in  this  case  I  think  they  would  have  but  little 
weight)  or  value  eis  putting  the  Courts  in  the  position  of  knowing 
what  was  the  subject-matter  they  were  dealing  with,  and  what  the 
words  meant,  and  whether  they  had  a  different  construction  from 
what  they  would  have  if  construed  without  that  knowledge.  But 
when  it  is  attempted,  as  it  certainly  was  in  argument  before  us,  to 
say  that  inasmuch  as  these  specifications  show,  or  are  alleged  to 
show,  matters  which,  upon  a  fair  construction  of  the  specification 
claimed  by  the  patentee,  were  old  at  the  time  that  the  patent  was 
taken  out,  and  were  generally  known  to  be  old,  therefore  the  speci- 
fication must  be  so  construed  as  not  to  include  them ;  that  seems  to 
me  to  be  both  contrary,  as  far  as  I- know,  to  the  course  of  decision 
and  contrary  to  principle."     (16.  436.) 

The  judgment  of  the  Court  of  Appeal  was  delivered  by  James,  L.  J., 
who  said  :  "  The  admissibility  was  put  on  some  expressions  in  the 
judgment  of  the  learned  judges  in  the  case  of  Trotman  v.  Wood  (16 
C.  B.y  N.  &,  479),  relating  to  Trotman'a  anchors.  They  are  only 
dtVto,  because  no  such  evidence  was  acted  on  in  that  case.  It  was 
never  meant  by  the  learned  judges,  and  it  cannot  be  effectually 
contended,  that  there  is  any  principle  to  be  applied  to  the  con- 
stniction  of  specifications  which  differs  from  that  applicable  to  the 
construction  of  every  written  instrument  whatever.  Of  course,  in 
ascertaining  the  meaning  of  words  used,  you  endeavour  to  put 
yourself  as  much  as  possible  in  the  position  of  the  person  using 

them You  assume  that  a  patentee  would  not  be  so  absurd 

as  to  daim  that  which  he  knew,  and  that  which  he  knew  everybody 
else  knew,  to  be  old,  and  you  would,  if  possible,  avoid  that 
absurdity,  if  by  any  legitimate  construction  of  the  words  used  you 
could  do  so."     (3  Ch.  D,  142.) 
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(d)  Wegmann  v.  Corcoran.    C.  A.    [1879] 

The  plaintiff  obtained  a  patent  for  "  an  improved  machine  or 
apparatus  for  treating  or  preparing  meal."  The  specification 
described  a  machine  by  which  meal  was  to  be  passed  from  hoppers 
between  wooden  rollers,  and  then  between  a  pair  of  rollers  called 
"  squeezing  rollers,"  and  continued  thus  : — "  The  squeezing  rolls 
are  to  have  a  surface  consisting  of  material  containing  so  much 
silica  as  not  to  colour  the  meal  or  flour.  I  prefer  to  make  them 
of  iron,  coated  with  china,  and  finely  turned  with  diamond  tools." 
The  patentee  claimed,  secondly,  "the  application  of  squeezing 
rolls  having  a  surfiice  consisting  of  material  containing  so  much 
silica  as  not  to  colour  the  meal  or  flour,  and  so  as  to  have  the  hard- 
ness required  for  the  purpose  set  forth."  The  invention  was  said 
by  the  Court  to  consist  in  the  use  of  squeezing  rollers  of  a  peculiar 
material  not  in  common  use,  and  of  a  particular  construction, 
different  from  that  of  ordinary  homogeneous  rollers,  and  to  be 
applied  under  conditions  directed  to  the  effecting  of  novel  results. 

It  was  proved  by  evidence  that  china  having  the  composition  of 
oriental  china,  which  contains  about  73  per  cent,  of  silica,  ceased 
to  be  manufactured  in  this  country,  except  in  very  small  quantities, 
at  the  end  of  last  century,  and  was  replaced  by  much  softer  china, 
containiug  only  about  40  per  cent,  of  silica.  Ko  china  softer  than 
oriental  china  was  suitable  for  the  fulfilment  of  the  objects  of  the 
patent.  It  was  also  necessary  that  the  china  should  contain  a  due 
proportion  of  alumina  (about  23  per  cent.),  to  correct  the  brittle- 
ness  due  to  the  large  quantity  of  silica.  In  practice  the  rollers 
were  constructed  by  placing  a  cylinder  of  such  china  round  an 
iron  centre,  with  a  bedding  of  sulphur  between  the  iron  and  china. 

The  only  other  practicable  method  of  construction  was  to  leave 
the  cylinder  hollow,  being  attached  to  an  iron  axis  by  flanges  : — 
Heldj  that  the  specification  was  insufficient  and  misleading,  inas- 
much as — 

(1)  The  term  "china"  would  include,^ if  not  primarily  import, 

the  material  manufactured  under  that  name  in  this  country 
at  the  present  time,  and  that  would  not  answer  the 
purpose. 

(2)  The  material  particularly  described  is  described  by  a  generic 

term,  which  comprises  a  variety  of  species,  the  large 
majority  of  which  would  be  unsuitable  for  the  purpose 
required. 

(3)  The  expression  "iron   coated  with  china,"  would  import 

something  like  an  enamelling  with  china,  but  a  roller  so 
constructed  would  not  answer  the  purpose. 

(4)  The  material  used  not  being  the  subject  of  manufacture  in 

this  country,  and  the  construction  of  the  rollers  novel,  the 
patentee  ought  to  have  described  both  with  particularity, 
but  this  was  not  done. 

(5)  Every  Btep  in  the  application  of  the  invention,  as  specified, 

would  necessitate  experiment. 
(13  Ck  D,  65.) 
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(e)  Roberts  v.  Hbywood.    V.-C.  H.    [1879] 

The  inventor  of  a  painting  machine,  by  his  final  specification, 
claimed  the  yarions  parts  of  the  machine,  and,  by  his  eighth  claim, 
*'  the  shallow  sliding-tray,  T,  arranged  and  used  substantially  in 
the  manner  and  for  the  purpose  specified,"  being,  in  fact,  an  ordi- 
nary moveable  tray,  used  for  catching  the  drippings  of  the  paint 
from  the  brushes  and  other  parts  of  the  machine,  and  being  a  thing 
commonly  known  and  used  before  the  date  of  the  patent.  He  also 
claimed  the  general  consti'uction  and  combination  of  the  several 
parts  of  the  machine : — Held,  in  an  action  for  infringement,  that  the 
patent  was  bad  for  want  of  novelty,  inasmuch  as  it  was  impossible 
to  construe  the  claim  for  the  sliding-tray  otherwise  than  as  a 
distinct  claim  for  a  separate  invention,  and  that  the  plaintiffs 
cause  of  action  must  fail  on  that  ground.  Hall,  V.-C. :  **  Mr,  Aston 
put  to  me  the  test  case  of  a  purchaser  of  one  of  the  machines  not 
having  got  the  tray,  and  he  might  also  have  put  the  case  of  a 
purchaser  having  got  the  tray,  but  it  had  become  worn  out  or 
broken ;  then,  if  this  patent  were  good,  it  would  be  impossible  for 
him  to  replace  it  without  buying  it  from  the  plaintiff  or  infringing 
the  patent;  he  would  be  precluded  by  the  eighth  claim.  That 
shows  that  the  specification  does  claim  the  tray  as  a  separate 
invention  and  novelty."     (27  W,  B,  454.) 

(/)  Westinghouse  v.  Lancashire  and  Yorkshike  Railway  Company. 

[1882-4] 

Grove,  J. :  "  Practically  •  substantially  as  herein  described  ' 
oome  to  nothing ;  .  .  .  .  they  do  not  alter  the  law  or  carry  it  a  step 
farther  because  the  patentee,  when  he  claims  his  invention,  claims 
in  connection  with  the  drawings,  and  when  he  describes  the  nature 
of  his  invention,  any  person  who  substantially  adopts  that  invention 
as  claimed  by  him  infringes  his  patent,  and  not  a  bit  the  more  or 
the  less  because  the  patentee  puts  in  the  word  substantially." 
{Griff.  244 ;  10.  B.  98,  229  at  p.  241.) 

(/*)  Cropper  v.  Smith  and  Hancock.    C.  A.    [1884] 

The  idea  that  a  benignant  construction  was  one  that  ought  to 
be  invoked  arose  from  the  fact  that  judges  were  at  one  time 
supposed  to  be  astute  to  defeat  patents ;  but  it  was  only  an  appli- 
cation of  a  principle  of  construction  which  is  not  at  all  special  to 
the  subject-matter  of  patents,  viz.,  that  when  you  can  see  what 
the  true  construction  of  the  document  is — or,  in  other  words,  what 
the  true  intention  of  the  parties  is  as  expressed  in  their  language 
— ^you  must  not  allow  yourself  to  be  drawn  away  from  the  true 
view  by  over  nicety  in  criticism  of  expression.    (1  O.  B.  at  p.  89.) 

(y)  CoucHMAN  V.  Greener.    C.  A.  and  H.  L.    [1884] 

Where  in  an  action  for  royalties  the  defendant  is  estopped  from 
disputing  the  validity  of  the  plaintiff's  patent,  if  there  is  any  doubt 
on  the  construction  the  Court  may,  notwithstanding  the  estoppel. 
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look  at  former  patents,  for  the  purpose  of  seeing  what  is  the  proper 
construction  of  the  plaintiff's  patent,  but  when  once  the  patent  is 
cunstrued,  the  only  question  is,  was  the  article  in  question  within 
the  patent  or  not.     (1  O.  B,  197  at  p.  199.) 

(g)  Jackson  v.  Wulstenhulmes.    C.  A.    [1884] 

The  plaintiff's  patent  was  for  improvements  in  the  construction 
of  segmental  toothed  wheels : — Heldy  on  the  construction  of  the 
specification  that  the  patentee  did  not  claim  the  turning  or  fitting 
of  the  exterior  rim  or  doing  the  same  process  to  the  wheel,  which 
was  what  he  relied  on  in  the  Court  of  Appeal  as  constituting  an 
infringement.     (1  0.  B.  105.) 

(K)  Needham  v.  Johnson.    C.  A.    [1884] 

Lindley,  L.J. :  "I  do  not  like  the  expression  *  benevolent ' 
interpretation.  I  do  not  believe  in  it.  The  question  is  whether 
a  given  construction  is  the  true  construction ;  but,  of  course,  if 
any  patent  is  capable  of  more  constructions  than  one,  the  general 
rule  would  be  applied,  that  you  would  put  upon  it  that  construc- 
tion which  makes  it  a  valid  patent,  rather  than  a  construction 
which  renders  it  invalid.  There  is  no  particular  benevolence  in 
that.  It  is  a  general  principle  of  interpretation  applicable  to  all 
documents,  but  of  course  tiiose  who  talk  about  the  benevolent 
interpretation  do  not  mean  more  than  that.  They  do  not  mean 
that  you  are  to  put  on  a  specification  an  interpretation  which  will 
turn  that  into  an  infringement  which  is  not  an  infringement.  Be- 
nevolent interpretation  has  nothing  to  do  with  infringement ;  it 
has  to  do  with  the  validity  of  specifications."  (Griff.  168;  1  O.  B. 
49  at  p.  58.) 

(%)  PmLPOTT  V.  Hanbuey.    [1884-5] 

A  patentee  must  give  the  nature  of  his  invention  in  reasonably 
accurate  language.  Grove,  J. :  '^  I  do  not  say  that  he  can  possibly 
do  it  so  as  to  prevent  a  critic  finding  some  fault  with  it.  Therefore 
I  should  read  the  specification  liberally,  and  apply  my  mind  to  it 
in  this  way :  Is  this  specification  such  that  a  fair  man,  willing  or 
wishing  to  understand  the  specification,  can  reasonably  gather 
from  it  what  the  patentee  considers  his  invention,  and  what  he 
says  he  prohibits  the  public  from  using  ?  "  (Griff.  185  ;  2  O.  B.  33 
at  p.  38.) 

(i*)  Otto  v.  Steel.    [1886] 

Inasmuch  as  it  is  the  province  of  the  Court  to  construe  the 
specification,  a  judge  of  first  instance  is  bound  by  a  decision  of  the 
Court  of  Appeal  upon  the  proper  construction  of  the  same  specifi- 
cation, although  given  in  an  action  between  different  parties. 
(3  0.  B.  109.) 

(j)  Hocking  v,  Hocking.     C.  A.  and  H.  L.    [1886] 

In  certain  circumstances  it  may  be  admissible  to  refer  to  an 
existing  specification  in  order  to  show  what  was  the  state  of  public 
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knowledge,  and  what  was  the  public  use  then  going  on  of  certain 
things,  in  order,  knowing  that,  properly  to  construe  the  words 
which  are  in  use  in  the  specification  in  question.  If  the  words  of 
the  specification  are  clear,  of  course  these  specifications  cannot 
help  in  any  way,  nor  could  the  public  knowledge  at  the  time  help 
in  any  way ;  but  if  they  are  doubtful,  then  it  may  be  legitimate 
and  useful  to  look  to  all  matters  which  would  help  the  judge  to 
determine  what  was  the  state  of  public  knowledge  at  the  time 
when  the  patent  was  granted.  (Griff.  129 ;  Z  0.  B.  291.)  Where 
there  has  been  a  discl^mer  the  Court  must  look  at  and  construe 
fairly  the  disclaimer  with  the  claim  which  still  remains,  and  not 
because  something  is  disclaimed  give  a  hard  construction  to  that 
which  is  still  claimed.  (4  0.  B,  439.)  Although  it  is  true  that 
a  grantor  should  not  defeat  his  own  grant,  jet  this  principle 
cannot  be  allowed  to  induce  the  Court  to  construe  a  specification 
difierently  because  the  defendant  is  the  patentee  and  assignor  to 
the  pLiintiff.     (6  0.  B.  69.) 

(i)  United  Telephone  Company  v.  Bassano.    C.  A.    [1886] 

Looking  to  the  context  (in  the  Edison  patent.  No.  2909,  of  1877), 
the  scientific  witnesses  said  that  they  thought  the  words  diaphragm 
or  tympan  must  mean  a  diaphragm  capable  of  being  acted  upon, 
and  being  made  to  vibrate  by  the  motion  of  the  air  caused  by  the 
human  voice,  or  in  some  other  way.  That  was  their  construction, 
of  the  specification,  but  the  Court  itself  must  look  really  at  the 
specification,  and  give  it  its  true  construction,  having  got  such 
help  as  it  can  find  from  the  scientific  witnesses  as  to  the  meaning 
in  art  of  the  words  used.     (Griff.  220 ;  ^  0.  B.  295.) 

(J)  Fletcher  v,  Glasgow  Gas  Cohhissionebs.    [1887] 

Lord  Maclaren :  "  Where  an  invention  consists  in  the  discovery 
of  something  that  can  be  called  a  principle  with  a  mode  of  making 
it  effective  in  practice,  the  courts  are  always  very  indulgent  in  the 
couBtruction  of  a  specification,  and  very  liberal  towards  the  inventor 
in  the  inclusion  within  the  scope  of  the  patent  of  anything  that 
can  be  regarded  as  a  mechanical  or  chemical  equivalent  of  the 
process."     (4  0.  B.  386  at  p.  388.) 

(m)  Hutchison  v,  Pattullo.     [1888] 

The  patentee  limited  his  first  claim  in  clear  and  distinct  terms 
to  the  subjecting  of  oils  and  fat  in  shallow  layers  to  the  joint 
action  of  air  and  heat,  substantially  as  and  for  the  purposes 
described: — Held,  on  the  construction  of  the  specification,  that 
the  second  claim,  which  was  "the  combining  of  oxidised  or 
thickened  vegetable  or  animal  oils  or  fats  with  mineral  oils, 
substantially  as  and  for  the  purpose  hereinbefore  described,"  did 
not  cover  every  method  of  oxidation  by  heat  and  air,  but  only  the 
mixing  of  fat  oils  already  treated  in  the  manner  described  or  in 
some  equivalent  manner.     (5  0,  B,  351.) 
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(n)  Automatic  Wkiohing  Machine  Company  v.  Knight.      C.  A. 

[1889] 

Lindley,  L.J. :  "  We  are  told  by  the  statute  that  we  are  to 
oonstrue  all  patents  in  the  most  beneficial  sense  to  the  advantage 
of  the  patentee.  Why  that  clause  should  have  been  put  in  I  do 
not  know.  I  should  have  thought  the  true  rule  was  to  ascertain 
the  real  meaning  of  the  sx)ecification.  .  .  .  We  certainly  shall  not 
be  obeying  that  command  if  we  give  to  any  specification  so  wide 
a  construction  as  to  render  the  patent  good  for  nothing.  That 
will  not  do.  We  must  construe  it  so  as  to  uphold  the  patent,  and 
make  it  good  so  far  as  we  can.  With  regard  to  this  specification, 
as  with  regard  to  almost  all  others  that  come  before  us,  they  are 
so  drawn  uiat  it  is  conceivable  to  put  a  construction  on  them  so 
wide  as  to  render  them  worthless.  But  then  on  the  other  hand  it 
is  generally  possible  to  construe  them  so  narrowly  as  to  render 
them  useless.  But  we  must  ascertain  the  real  meaning,  and  must, 
in  obedience  not  only  to  this  command,  but  common  sense,  construe 
it  so  as  to  uphold  it  if  it  can  be  reasonably  done."  (6  0.  B,  297  at 
p.  307.) 

(o)  Kaye  v.  Chubb.    H.  L.     [1888] 

Although  it  is  not  for  a  witness  to  construe  a  specification,  it  is 
quite  allowable  to  ask  him  in  an  ordinary  way  what  he  under- 
stands by  it.     (5  0.  E,  660.) 

(p)  VoRWERK  &  Son  v.  Evans.    [1890] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
waist  bands,  and  in  the  means  of  weaving  webs  suitable  for  such 
uses,  the  specification  stated  that  although  three  rollers  were 
shown  in  the  drawings,  it  was  to  be  understood  that  two  rollers, 
or  any  suitable  number  greater  than  three,  might  be  used.  The 
claims  were — ^first,  for  the  waist  band ;  secondly,  for  the  taking-up 
motion  with  conically-formed  rollers  arranged  as  described  : — Heldy 
that  the  patentee  claimed  the  waist  band  only  wben  made  by  the 
means  described;  that,  having  regard  to  the  state  of  knowledge, 
the  second  claim  must  be  taken  to  be  for  the  means  of  weaving 
described;  and  that,  seeing  that  the  use  of  two  rollers  was  well 
known,  and  that  no  express  description  of  how  to  use  two  rollers 
was  given,  the  specification  did  not  cover  tbe  use  of  two  rollers,  so 
that  the  defendants  who  had  used  two  rollers  had  not  infringed. 
(7  O.  B.  167,  265.) 

How  affected  hy  subsequent  Discoveries, 
(q)  Crossley  v.  Beverley.    N.  P.    [1829] 

Action  for  the  infringement  of  a  patent  for  "  an  improved  gas 
apparatus."  In  the  specification  the  patentee  said  :  "  My  improved 
gas  apparatus  is  for  the  purpose  of  extracting  inflammable  gas  by 
heat  from  pit-coal,  or  tar,  or  any  other  substance  from  which  gas 
or  gases  capable  of  being  employed  for  illumination  can  be  ex- 
tracted by  heat."     It  was  objected  to  the  sufficiency  of  the  speci- 
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fication,  that  the  retort  deBcrihed  would  not  do  for  making  gas 
from  olL  Before  the  date  of  the  specifioation,  however,  oil  had 
never  been  employed  for  that  pttrpose : — Hdd^  that  thespeoiflcation 
was  sufficient.  (3  0.  d  P.  613 ;  Mo.  dt  Mai.  288  ;  1  TFefe.  P.  0. 106.) 
Tenterden,  C.  J.,  said :  *'  I  think  it  quite  clear  in  this  specification,  . 
when  he  speaks  of  coal  and  other  matters,  he  means  matters  ejusdem 
generis.  The  patentee  must  be  understood  to  mean  things  that  were 
in  use,  and  not  things  which  would  produce  gas,  as  everything 
inflammable  would,  but,  from  being  so  expensive,  were  never 
expected  to  be  in  use."    (1  Web.  P.  O.  107.) 

(I)  Lewis  v.  Makling.    [1829] 

A  party  took  out  a  patent  for  an  improved  shearing  machine, 
to  shear  woollen  cloth,  and  claimed  four  things  as  his  invention 
— one  of  them  was  a  proper  substance  (plush)  to  brush  the  cloth. 
In  describing  the  machine  in  the  specification,  he  directed  plush 
to  be  used  for  this  purpose,  but  he  nowhere  stated  that  this  waa 
an  essential  part  of  his  machine.  Bayley,  J.,  said:  *'At  the 
period  when  tbis  specification  was  made,  the  plush  was  in  use,  and 
there  is  no  reason  to  believe  that  this  patentee  did  not  think  it 
was  a  useful  part  of  the  machine.  His  patent  is  for  an  instrument 
where  something  of  that  kind  was  always  thought  material ;  and 
I  am  of  opinion  that  the  subsequent  discovery,  that  the  plush  was 
tinnecessary,  is  no  objection  to  the  validity  of  the  patent."  (4  0.  d  P* 
67 ;  10  JB.  da  27;  1  Web.  P.  C.  496.) 

(m)  Neilson  v.  Harford.    [1841] 

If  the  apparatus,  described  in  a  specification,  can  be  used  bene* 
fioially  in  its  simplest  form,  it  is  no  objection  that  great  improve- 
ments may  have  been  made.    (8  M.  d  W.  806.) 

(«)  Heath  v.  Unwin,    H.  L.    [1865] 

Parke,  B. :  **  The  specification  must  be  read  as  persons  acquainted 
with  the  subject  would  read  it,  at  the  time  it  was  made ;  and  if  it 
could  be  construed  as  containing  any  chemical  equivalents,  it  must 
be  such  as  are  known  to  such  person  at  that  time ;  but  those  which 
are  not  known  at  the  time  as  equivalents,  and  afterwards  are  found 
to  answer  the  same  purpose,  are  not  included  in  the  specification." 
(26  L.  J.,  0.  P.  19.) 

(o)  Simpson  v.  Hollidat.    Ch.    [1864] 

Where  a  patentee  describes,  in  his  specification,  his  invention  in 
the  best  form  that  science  could  then  give  it,  it  is  immaterial  that 
a  cheaper  way  of  carrying  out  the  invention  has  been  subsequently 
discovered.    (20  Newt  Lon.  Jour.^  N.  8.  116.) 

The  Claim. 

(p)  Kat  v.  Marshall.    Ch.    [1836] 

Lord  Cottenham,  L.C.,  said  :  '*  It  (the  claim)  is  introduced,  lest 
in  describing  and  ascertaining  the  nature  of  his  invention,  and  by 
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what  means  the  same  is  to  be  performed  (particularly  in  the  case 
of  a  patent  for  an  improvement^  the  patentee  should  have  inad- 
vertently described  something  which  is  not  new,  in  order  to  render 
his  description  of  the  improvement  intelligible.  The  claim  is  not 
.  intended  to  aid  the  description,  but  to  ascertain  the  extent  of 
what  is  claimed  as  new.  It  is  not  to  be  looked  to  as  the  means 
of  making  a  machine  according  to  the  patentee's  improvements. 
If,  therefore,  the  specification,  as  containing  the  description,  be 
sufficiently  precise,  it  cannot  be  of  any  consequence  that  expres- 
sions are  used  in  the  claim  which  would  be  too  general  if  they 
professed  to  be  part  of  the  description."  (2  TTefc.  P.  0.  39 ;  1  JKy. 
d  Or.  383.) 

(q)  Walton  v.  Batkman.    N.  P.    [1842] 

Action  for  the  infringement  of  a  patent  for  "  certain  improve- 
ments in  cards  for  carding  wool,"  <&c.  The  claim  was  for  *'  the 
application  and  adaptation  of  caoutchouc  or  india-rubber  as  the 
fillet  or  sheet,  or  medium  in  which  the  dents  or  teeth  are  to  be 
set  together  in  the  manufacture  of  cards,  and  thereby  obtaining 
a  superior  elasticity  and  durability  to  cards  as  above  described. 
In  describing  the  method  of  carrying  out  the  invention,  the 
patentee  recommended  that  a  piece  of  linen  should  be  fastened  to 
the  back  of  the  india-rubber.  Cresswell,  J.,  said  to  the  jury  :  "  I 
W&8  called  on  to  express  some  opinion  as  to  whether  the  plaintiff 
claimed,  as  an  essential  part  of  his  patent,  the  application  of  linen, 
but  I  cannot  help  thinking  there  is  some  little  confusion  in  the 
use  of  the  term, '  what  he  claims  as  an  essential  part  of  his  patent.' 
He  claims,  as  dibtinctly  as  possible,  the  application  of  india- 
rubber  as  a  substitute  for  leather  in  making  the  backs  of  cards 
in  order  to  get  an  elastic  bed ;  that  is  what  he  claims,  and  there 
is  nothing  about  the  cloth  in  tliat.  But  it  is  not  sufficient  that  a 
man  should  claim  a  principle.  He  must  add  to  it  in  his  specifica- 
tion a  mode  of  working  out  that  principle  practically,  and  that  he 
does  now;  for  you  will  find  he  recommends,  as  the  best  mode 
of  working  that  out,  the  application  of  the  cloth,  but  he  does  not 
profess  to  say  it  cannot  be  done  without.  If  he  had  said,  it  cannot 
be  done  without,  I  should  have  thought  he  would  have  said  the 
linen  was  essential  to  the  working  out  of  his  principle."  (1  TFe6. 
P.  a  622.) 

(r)  Heath  v.  Unwin.    H.  L.    [1865] 

Pollock,  C.B. :  '*  The  right  of  the  plaintiff  does  not  turn  upon  the 
extent  of  his  claim,  but  upon  the  commimication  made  to  the  public 
as  to  the  mode  of  accomplishing  his  object,  and  he  has  no  right  to 
claim  anything  but  that  which  he  has  communicated  to  the  puf^lic, 
however  large  in  point  of  language  his  claim  may  appear  to  be." 
(5  H.  L.  Cos.  640;  26  L.  J.,0.  P.  20.) 

(«)  Tetley  v.  Easton.    [1867] 

A  patentee  describing  his  invention  in  the  specification,  is  to 
be  taken  to  claim  as  part  of  his  invention  all  that  he  describes  a« 
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the  means  by  which  it  is  to  be  carried  into  effect,  unless  he  clearly 
expresses  a  contrary  intention.  (2  0.  £.,  N.  S.  706 ;  26  L.  J.,  C.  P. 
269.) 

(/)  HiNEs  V.  Safety  LioHTiNa  CoMPAmr.    M.  E.    [1876] 

Jessel,  M.E. :  '*  It  is  for  the  patentee  to  tell  the  world  that 
of  which  he  claims  a  monopoly;  to  tell  them,  *  You  may  do 
everything  but  this;  but  this  you  must  not  do,  this  is  my 
invention.' 

**  With  the  view  of  getting  this  into  a  narrow  compass,  it  has 
long  been  the  practice  of  patent  agents  to  insert  in  specifications 
the  distinct  claim  of  what  they  say  is  comprised  in  the  patent, 
meaning  that  nothing  else  is  comprised,  that  everything  else  is 
thrown  open  to  the  public,  or,  to  put  it  in  other  words,  if  a  man 
has  described  in  his  specification  a  dozen  new  inventions  of  the 
most  useful  character,  but  has  chosen  to  confine  his  claim  to  one,  he 
has  given  to  the  public  the  other  eleven,  and  he  has  no  right  to  be 
protected  as  regards  any  one  of  the  other  eleven  if  he  wishes  to 
recall  that  gift  which  he  has  made  by  publishing  the  specifica- 
tion."   (4  Ch.  D.  612.) 

(tf)  Plimpton  r.  Spiller.    C.  A.  [1877] 

James,  L.J. :  *'  The  real  object  of  what  is  called  a  claim, 
which  is  now  much  more  commonly  put  in  than  it  used  to  be 
formerly,  is  not  to  claim  anything  which  is  not  mentioned  in  the 
specification,  but  to  disclaim  something.  A  man  who  has  invented 
something  gives  in  detail  the  whole  of  the  machine  in  his 
specification.  In  doing  that  he  is  of  necessity  very  frequently 
obliged  to  give  details  of  things  which  are  perfectly  known  and 
in  common  use — ^he  describes  new  combinations  of  old  things  to 
produce  a  new  result,  or  something  of  that  kind.  Therefore, 
having  described  his  invention,  and  the  mode  of  carrying  that 
invention  into  effect,  by  way  of  security,  he  says:  *But  take 
notice,  I  do  not  claim  the  whole  of  that  machine,  I  do  not  claim 
the  whole  of  that  modwi  operandi,  but  that  which  is  new,  and  that 
which  I  claim  is  that  which  I  am  now  about  to  state.'  That 
really  is  the  legitimate  object  of  a  claim,  and  you  must  always 
construe  a  claim  with  reference  to  the  whole  context  of  a  specifi- 
cation."   (6  Ch.  D.  426.) 

(y)  Westinqhouse  v.  Lancashire  and  Yorkshire  Eailway  Company. 
[1884] 

It  is  necessary  to  look  at  the  whole  of  the  speoifioation,  and  at 
the  state  of  knowledge  at  the  time  of  its  publication,  in  order 
to  decide  whether  a  particular  claim  is  a  claim  to  a  combination 
of  several  things  some  new  some  old,  or  a  claim  to  several  distinct 
inventions,    (Griff.  244;  10.  B.  98,  229.) 

(«;)  Jackson  v.  Wolstenhulmes.    C.  A.  [1884] 

Patent  for  improvements  in  the  construction  of  segmental 
toothed  wheels.     Bowen   L.J.:  "The   fitting  and  turning  is  not 
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really  treated  as  part  of  the  invention  nor  is  it  claimed.  It  id 
xnentioned  in  the  previous  part  of  the  specification,  bat  when  we 
oome  to  the  claim  at  the  end  the  claim  omits  it.  It  must  be 
remembered  that  claims  are  for  the  security  of  patentees,  to 
prevent  it  being  said  that  the  patentee  has  claimed  more  than 
can  be  really  supported  as  his  invention."  Fi^,  L.J. :  "  I  put 
the  question  to  myself  in  another  way.  Supposing  it  were  old, 
and  supposing  it  were  claimed,  how  could  you  disclaim  it?" 
(1  0.  E.,  105  at  p.  109.) 

(a)  Gandy  v.  Reddaway.     C.  A.    [1885] 

The  claim  was  for  *' constructing  belts  or  bands  for  driving 
machinery,  of  cotton  canvas  or  duck,  woven  hard  and  stitched  and 
saturated  and  soaked  with  oil,  such  as  linseed  oil,  or  any  combina- 
tion thereof,  as  herein  described  or  set  forth,  or  any  modification 
thereof."  It  was  proved  that  there  were  ten  kinds  of  cotton 
canvas  woven  hard,  and  that  some  of  them  were  not  sufficiently 
pliable  for  use  with  small  pulle^  s. 

Esher,  M.R. :  "  What  do  you  find  in  this  claim  ?  ...  It  means 
this,  that  if  you  take  any  of  that  class  of  cotton  canvas,  known  in 
the  market  as  '  hard  woven  canvas '  to  make  belting  for  machinery 
in  the  ordinary  way  for  an  ordinary  machine,  that  will  do.  There 
is  no  distinction  pointed  out  that  it  will  only  do  for  machinery  of 
one  particular  size,  and  that  it  will  not  do  for  another.  It  is  that 
that  will  do  for  belting.  If  that  is  the  construction  on  the  face  of 
it,  could  that  construction  be  altered  or  modified  by  evidence  ?  I 
think  it  might.  If  it  could  be  shown  that  although  those  words 
*  cotton  canvas  woven  hard '  do,  on  the  face  and  surface  of  them, 
claim  the  whole  cla^s,  yet  no  ordinary  workman  of  ordinary  skill 
and  knowledge  would  think  of  taking  any  more  than  one  part  of 
that  class,  why  then  I  should  say  that  the  eflFect  would  be  that  this 
would  be  a  claim,  not  for  that  pait  which  no  ordinary  workman 
would  ever  take,  because  that  would  be  absurd  and  make  it  bad 
at  once,  but  it  would  bring  the  true  construction  of  the  specifica- 
tion and  claim,  with  that  knowledge  to  be  only  for  that  part 
which  an  ordinary  workman  might  take.  .  .  .  But  if  that  was  the 
true  solution,  it  was  for  the  plaintiflF  to  show  it,  and  they  never 
asked  a  question  to  show  it.  .  .  .  The  claim  is  too  large  and  the 
specification  must  be  held  to  be  bad."  {Oriff.  101 ;  2  O.  B.,  49  at 
p.  52.) 

(y)  Lucas  v.  Miller,    [1885] 

The  claim  is  in  point  of  fact  a  disclaimer ;  it  shows  what  parts 
and  what  parts  only  of  the  whole  invention  you  mean  to  protect 
by  your  patent.     (Griff,  156;  2  0.  B.,  155.) 

(z)  Easterbrook  17.  Great  Western  Eailway  Company.    [1886] 

The  office  of  the  claim  is  to  protect  the  patentee  from  the 
danger  of  being  supposed  to  make  claims  beyond  those  which  he 
elects  to  make,  and  it  must  therefore  limit  his  paterit  rights  to 
what  it  fairly  embraces.     (Griff,  81 ;  3  0.  B.  94.) 
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(a)  Fairbuebt  v.  Household,    C.  A.    [1886] 

In  an  action  for  infringement  of  a  patent  for  improvementa 
in  tram-car  engines,  the  main  question  was  whether  the  patentee 
had  sufficiently  indicated  that  in  the  water-lifting  part  of  his 
apparatus  the  water  was  to  rise  into  the  vacuum  chamber  in  a 
divided  column.  Lindley,  L.J. :  "Not  only  has  he  not  claimed  it, 
but  he  has  never  pointed  out  the  importance  of  it.  .  .  .  And  it 
appears  to  me  it  would  extend  the  scope  of  patents  to  a  degree 
which  would  be  alarming  to  inventors  and  otner  persons  engaged 
in  scientific  pursuits,  if  you  were  to  hold  with  regard  to  a  patent 
like  this,  that  a  small  portion  of  it,  adopted  by  somebody  else 
not  in  combination  with  the  rest  of  the  invention,  but  solely  and 
separately  and  without  in  fact  ever  having  pointed  out  that  the 
part  so  taken  solely  and  separately  was  of  the  essence  of  the 
invention,  is  to  be  held  to  be  infringement."  {Griff'  96 ;  3  0.  B,<, 
128,  263  at  p.  267.) 

(h)  Edison  v.  Woodhouse.    (No.  2.)    C.  A.    [1887] 

Every  claim  in  every  patent  must  be  read  and  construed  with 
reference  to  the  specification,  and  not  as  if  the  claim  were  an 
isolated  sentence  having  no  Ciiunection  with  or  reference  to  what 
precedes  it.  To  see  what  is  meant  by  carbon  gas  or  liquid  we 
must  turn  to  the  specification,  and  when  we  do  so  we  cannot 
conceive  that  anyone  reading  the  patent  with  a  view  to  under- 
stand it  would  ever  dream  that  carbonic  oxide  or  carbonic  acid 
could  ensure  the  pur(x>se  or  could  be  meant  by  carbonic  gas 
{Qriff.  90;  3  0.  B.  183;  4  O.  B.  99.) 

(c)    SiDDBLL  V.  ViCKBRS.      C.  A.      [1888] 

By  sub-sect.  5  of  sect.  5  of  the  Patents  Act,  1883,  it  is  now  for 
the  first  time  required  that  the  complete  specification  must  end 
with  a  distinct  statement  of  the  invention  claimed.  "Distinct" 
here  means  independently  and  apart  from  the  mere  description 
of  the  nature  of  the  invention,  and  of  the  way  in  which  it  is 
to  be  carried  into  effect.  But  this  subsection  is  a  mere  direction 
to  be  attended  to  by  the  comptroller  and  the  law  officer  when  the 
matter  comes  before  them ;  and  if  they  are  satisfied,  then  unices 
independently  of  this  provision,  the  specification  is  so  indefinite 
as  to  make  the  patent  bad,  the  mere  fact  that  there  is  not  a 
compliance  with  this  or  with  other  provisions  of  section  5,  will  not 
make  the  patent  bad.     (39  Ch.  D.  92.)     Affd.  in  H.  L.  (7  O.  B.  292.) 

(c^)  Kelly  v.  Heathman.     [1890] 

The  patentee  claimed  for  his  telescopic  ladder  (1)  that  two 
ladders  occupy  the  place  of  one ;  (2)  the  working  by  a  cord ;  (3)  the 
simple  bracket  lever : — Heldy  that  he  meant  to  claim  the  combination 
of  ttie  three  things,  and  that  the  claim  was  sufficiently  distinct,  or 
if  not,  that  the  patent  was  not  thereby  invalidated.    (7  0.  B,  343.) 

{d)  Leadbeateu  V,  KiTOHiN.     C.  A.     [1890] 

In  order  to  interpret  the  claim  you  must  look  at  the  claim  and 
all  the  rest  of  the  specification  together.     (7  0.  B.  235.) 
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Effect  of  Dratoings  awnexed  to  Speetfication. 

(d)  BouLTON  17.  Bull.    [1795] 

Kooke,  J.:  "I  am  not  aware  of  any  rule  of  law  which  re- 
quires a  model  or  a  drawing  to  be  set  forth,  or  which  makes  Toid 
an  intelligible  specification  of  a  mechanical  improTement,  merely 
because  no  drawing  or  model  is  annexed."    (2  H.  BL  481.) 

(e)  Ex  parte  ¥oj..    Ch.     [1812] 

A  Bpfecification  must  be  sufficient  independently  of  the  drawings, 
(1  F.  d  B.  67 ;  1  Web.  P.  C.  431.)  [But  see  Foupard  v.  FardeUy 
p.  487  (n).] 

(/)  BoviLL  V.  Moore.    N.  P.    [1816] 

The  drawings  annexed  to  the  specification  need  not  be  well 
executed,  or  skilfully  drawn ;  they  are  sufficient  if  they  enable  a 
workman  of  fair  and  competent  skill  in  mechanism  to  make  the 
patented  machine.    {Dew.  P.  C.  369.) 

(g)  Brttnton  v.  Hawkes.    N.  P.    [1820] 

Abbott,  C.J. :  "If  a  drawing,  or  figure,  enables  workmen  of 
ordinary  skill  to  construct  the  improvement,  it  is  as  good  as  any 
written  description."     (1  Carp.  P.  C.  410.) 

{h)  Bloxam  v.  Elsee.    N.  p.    [1826] 

Abbott,  C.  J.,  said :  "  An  inventor  of  a  machine  is  not  tied  down 
to  make  such  a  specification,  as,  by  words  only  would  enable  a 
skilful  mechanic  to  make  the  machine,  but  he  is  to  be  allowed 
to  call  in  aid  the  drawings  which  he  annexes  to  the  specification ; 
and  if,  by  a  comparison  of  the  words  and  the  drawings,  the  one 
will  explain  the  other  sufficiently  to  enable  a  skilful  mechanic  to 
perform  the  work,  such  a  specification  is  sufficient."    (1  G.  d  P.  564.) 

(»)  Morgan  v.  Seaward.    N.  P.    [1836] 

Drawings  are  to  be  taken  as  part  of  the  specification.  (1  Web. 
P.  a  173.) 

0')  Hastings  v.  Brown.    [1853] 

A  drawing  may  be  taken  to  explain  an  ambiguity  in  the 
written  description  of  the  invention  contained  in  the  specification. 
(1  E.  d  B.  454.) 

(k)  Morton  v.  Middleton.    [1863] 

Drawings  connected  with  the  specification,  and  referred  to  in 
the  letter-press,  are  to  be  examined  and  construed  in  connection 
with  the  specification;  and,  therefore,  their  intelligibility  is  a 
matter  for  the  jury.  (1  Gr.  &,  3rd  Ser.  722.)  The  absence  of  a 
scale  attached  to  drawings  with  a  specification  is  an  imperfection ; 
and  when  any  question  as  to  identity  of  proportions  arises,  their 
absence  becomes  a  matter  of  importance.     (26.  724.) 

(/)  Foxwell  v.  Bostock.     Ch.     [1864] 

Lord  Westbury,  C. :  "It  was  contended  by  the  plaintiflTs 
counsel,  and  perhaps  justly,  that  a  patent  for  a   new  machine 
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would  be  good  if  the  specification  contained  nothing  bnt  clear 
drawings  of  the  machine  and  a  description  of  them."  (4  De  O.^ 
J.  &  S.  303 ;  10  L.  T.  Bep.,  N.S.  146.) 

(w)  Daw  ff.  Elky.    Ch.    [1867] 

Where  a  specification  in  the  first  instance  describes  the  inven- 
tion in  too  general  terms,  but  afterwards,  in  describing  the 
method  of  performing  the  invention,  refers  to  certain  figures  in 
drawings  annexed  thereto,  and  the  claim  made  is  for  the  manu* 
&ctare  of  the  invention  described  with  reference  to  those  figures, 
the  specification  is  sufficient.  (L.  B.  3  Eq,  600  (n.) ;  14  W,  B.  126  ; 
13  L.  T,  Bep.,  N.  8.  399.) 

(n)  PoupAED ».  Faedell.    Ch.    [1869] 

Malins,  Y.-C. :  *'  A  specification  may  consist  of  a  drawing  alone, 
and  ExparU  Fox  is  clearly  overruled."    (18  W.  B.  129.) 

(o)  Claek  v.  Adie  (First  App.).    H.  L.    [1877] 

In  the  drawing  of  a  machine  attached  to  a  specification  there 
was  shown  an  intervening  space,  or  opening,  between  two  parts  of 
the  machine,  the  subject  of  the  patent ;  it  was  intended  as  the 
arching  of  a  cutter-plate,  but  this  was  not  referred  to  and 
explained  in  the  specificatioa.  In  the  specification  there  was  the 
statement  of  an  evil  in  existing  machines,  and  upon  careful 
examination  by  a  skilful  person,  he  might  suppose  that  the  space 
exhibited  in  the  drawings  was  intended  to  obviate  this  evil,  but 
there  was  no  statement  to  that  effect,  nor  was  the  form  of  the 
opening  described,  and  described  as  a  necessary  quality  of 
improvement  in  the  machine.  This  form  was  afterwards  relied 
upon  as  one  of  the  great  improvements  in  the  combination  of  the 
patented  apparatus: — Hddy  that  as  it  had  not  been  properly 
explained,  described,  and  claimed,  the  specification  was  defective. 
(2  App.  a  315.) 

(o^)  Stbwaet  and  Brioos  v.  Bell's  Trustee.    [1883] 

An  inference  from  the  drawings  cannot  be  held  to  control  the  clear 
language  of  the  specification.    (11  OrL  of  Bess.  (7.,  Uh  aeriea,  236.) 

(o*)  Fairburn  «.  Household.    C.  A.    [1886] 

It  is  not  sufficient  for  a  patentee  to  insert  in  his  drawing  an 
important  part  of  bis  invention,  if  he  neither  claims  it  nor  points 
out  the  importance  of  it  in  the  specification.     (3  0.  B,  263.) 

Comparison  of  Specifications. 

(p)  MuNTZ  17.  Foster.    N.  P.    [1844] 

Tindal,  C.J. :  "The  identity  of  the  inventions  described 
in  two  specifications  is  a  question  for  the  jury.''  (2  Web. 
P.  C.  106.) 

(3)  Allen  v.  Eawson.    [1845] 

Coltman,  J.,  delivering  the  judgment  of  the  Court,  said :  "  It 
was  objected  that  it  should  have  been  left  to  the  jury  to  say 
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■whether  the  present  patent  and  Bobertson's  patent  were  the  samd 
es  to  the  method  of  diagonal  or  cross  felting.  On  looking  at  the 
judge's  notes,  it  appears  that  there  was  no  evidence  jgiven  to  show 
that  the  two  were  the  same :  and,  standing  as  the  question  did 
nakedly  on  the  two  specifications,  the  constnictions  of  them, 
according  to  the  authority  of  Neilson  v.  Harford^  was  for  the  judge, 
and  not  for  the  jury."     (1  C.  B.  671.) 

(r)  Tetley  v.  Easton.    N.  P.    [1852] 

Pollock,  C.B. :  "  The  question  as  to  the  identity  of  two  inven- 
tions described  in  the  specifications  is  for  the  Court."  (Ifoer. 
P.  a  68.) 

(«)  Bush  «.  Fox.    H.  L.    [1856] 

In  an  action  for  an  alleged  infringement  of  a  patent,  where  the 
defence  is  that  the  supposed  invention  is  not  new,  the  jndge  may 
compare  the  plaintiff's  specification  with  the  specification  of  a 
previous  patent,  and  may  on  such  comparison  direct  the  jury  to 
find  a  verdict.  (5  K  L.  Cos.  707  ;  Macr,  P.  C.  178  ;  2  Jur.,  N.  8. 
1029  ;  25  L.  J.,  Ex.  251.) 

(t)  Booth  v.  Kennard.     [1857] 

Held,  upon  the  authority  of  Bush  v.  Fox,  that  as  the  want  of 
novelty  in  the  plaintiff's  invention  appeared  clearly  from  the  two 
epecifications  in  evidence,  it  was  for  the  Court,  and  not  for  the 
jury,  to  determine  the  identity  of  the  two  supposed  inventiona. 
(2  H.  d:N.S4;  26  L.  J.,  Exch.  805.) 

(tt)  Thomas  v.  Foxwell.    [1858] 

Lord  Campbell,  C.J. :  "  We  by  no  means  lay  down,  as  a  general 
ride,  that  upon  a  question  of  novelty  of  invention  such  as  this, 
raised  by  the  comparison  of  two  specifications,  it  must  necessarily 
be  a  pure  question  of  law  for  the  Court.  The  specifications  may 
contain  expressions  of  art  and  commerce,  upon  which  experts 
must  be  examined,  and  there  may  be  conflicting  evidence  raising  a 
question  of  fact  to  be  determined  by  the  jury.  But  it  is  quite 
clear  that  there  may  be  cases  in  which  the  Court  would  be  bouud 
to  decide  the  quebtion  of  novelty  exclusively :  for  the  two 
fipocifications  might  be,  in  ipsissimia  verbis,  the  same ;  and,  if  they 
be  in  such  plain  and  common  language  that  the  judge  is  sure  he 
understands  their  meaning,  he  is  bound  to  construe  them  as  he 
does  other  written  documentis.  (5  Jur,,  N.  S.  38  ;  afi&rmed  on  appeal, 
6  Jur.,N.S.  271.) 

(v)  Hills  v.  London  Gas  Light  Company.    [1860] 

The  plaintiff  obtained  in  1849  a  patent  for  the  purification  of 
coal  gas  by  means  of  hydrated  oxides  of  iron.  In  1847,  JF. 
having  obtained  a  patent  for  the  purification  of  gas  by  chloride  of 
calcium,  specified  a  mode  of  making  the  chloride  of  calcium  by 
decomposing  muriate  of  manganese,  iron  or  zinc,  and  said,  "  the 
oxides  or  carbonates  which  result  are  useful  for  the  said  purifica^ 
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tion  of  gas,  and  need  not  be  removed."  Tiie  oxides  (So  prepared 
would  be  Hydrates : — Held^  that  the  Court,  on  a  comparison  of  F.'s 
specification  with  that  of  the  plaintiff,  conld  not  say,  as  a  matter 
of  law,  that  F.  had  anticipated  the  plaintifTs  invention.  (5  H.  db 
N.  312;  29  L.  /.  Ex.  409.)  Bramwell,  B.,  in  delivering  the 
judgment  of  the  Court,  said:  "We  hold  that  there  are  certain 
oases  in  which,  upon  the  mere  collocation  of  the  two  specifications, 
or  the  specification  of  a  patent  and  a  previous  written  document, 
the  Court  may  say  that  the  patentee  has  been  anticipated. 
.Undoubtedly  that  is  so ;  the  process  may  be  described  in  identii- 
oally  the  same  words,  or,  if  there  be  -  a  variety  in  the  words,  there 
may  be  no  variety  in  the  process.  Probably  it  will  be  found  that 
in  the  case  of  what  are  called  mechanical  patents,  the  Court  can 
do  so  more  readily  than  in  the  case  of  chemical  patents,  or  iii 
■other  cases  where  the  invention  depends  on  what  may  be  called  the 
occult  qualities  of  matter — those  in  fact  which  arc  not  the  subject 
of  popular  knowledge."     (5  K  &  N.  363.) 

(to)  Bettb  v.  Mbnzies.    H.  L.     [1862] 

As  specifications  describe  external  objects,  though  the  language 
in  two  specifications  be  identically  the  same,  it  would  be  im- 
possible to  predicate  of  the  two  that  they  described  exactly  the 
same  identical  external  object,  unless  the  terms  of  art  used  in 
both  the  specifications  could  be  ascertained  to  have  been  the  same 
at  the  date  of  both  the  patents.  The  question  of  identity  of 
signification  belongs  to  the  province  of  evidence,  and  not  to  the 
'province  of  constraction.  (10  B.  L.  Cos.  117;  31  L,  c/".,  Q.  B, 
233;  11  W.  B.  1;  7  L.  T.  Bep,,  N,  S.  110.)  Wilde,  B.,  in  his 
answers  to  the  House  of  Lord^,  said :  ''  If  the  terms  of  the  two 
specifications  are  identical,  and  if  it  is  not  disputed  that  the  terms 
x>f  art  used  in  the  one  have  the  same  meaning  as  the  same  terms 
used  in  the  other,  which,  from  the  lapse  of  time  between  the  dates 
of  the  two  patents  may  not  always  be  the  case,  the  Court  ought  to 
determine  that  the  first  publication  anticipated  the  second,  'With- 
out evidence,  and  without  any  proof  that  either  the  first  or  second 
was  practicable.  If,  though  not  identical,  the  language  used  in 
the  two,  when  construed  by  the  Court,  describes  identically  the 
same  process,  machine,  or  manufacture,  the  Court  may,  subject  to 
the  same  remark  as  to  the  terms  of  art,  decide  at  once  upon  the 
question  of  anticipation.  But  if  after  construction,  and  after  the 
meaning  of  the  parties  in  the  two  documents  has  been  ascertained 
by  the  Court,  there  be  auy  difference  between  the  two  things 
described,  which  may  be  essential  or  material  to  the  invention, 
and  which  is  contended  by  either  of  the  parties  to  be  essential  or 
material  to  the  invention,  the  Court  cannot  decide  such  a  contro- 
versy ;  it  has  neither  materials  nor  means  for  so  doing,  and  it  must 
go  to  a  jury.  In  a  word,  the  Court  can  pronounce  two  identical 
descriptions  to  portray  two  identical  inventions ;  but  when  the 
descriptions  are  different,  the  identity  in  substance  of  the  two 
inventions  is  a  matter  to  be  established  by  extrinsic  evidence," 
(10  H,  L.  Cos.  134.) 
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(a)  HiLLB  f>.  EvAWS.    Ch.    [1862] 

In  the  oompariaon  of  two  specifioatioiis,  each  of  which  is  filled 
with  termB  of  art,  and  with  the  deecription  of  technical  processes, 
the  duty  of  the  Court  is  confined  to  giving  the  legal  construction 
of  such  documents  taken  independently,  but  the  comparison  of 
the  two  instruments,  and  ascertaining  whether  the  words,  as 
interpreted  by  the  Court,  and  contained  in  one  specification, 
do  or  do  not  denote  the  same  external  matter  as  the  words,  as 
interpreted  and  explained  by  the  Court,  contained  in  the  oliier 
specification,  is  a  matter  of  fact,  and  within  the  proyince  of  a  jury, 
(31  L.  /.,  Ch.  467 ;  8  Jur.,  N.  8.  626 ;  6  L.  T.  Bep.,  N.  &  90.) 

Stamp  on  notice  of  Appeal 

(y)  AiRB  AND  Calder  Works.    [1888] 

The  stamp  being  £6,  sufficient  costs  were  allowed  to  cover  it. 
(6  0.  B.  145.) 

Stay  of  Proceedings,  p.  381  (a),  (c). 
Snbject-Matter. 

Manufacture, 

privilege  of  sole  working  of  new,  may  be  granted  under  the  Statute  of 

Monoix)lie8,  p.  491 
InyeDtion  means  new  manufiicture  within  that  Statute,  Patents  Act, 

1883,  sect.  46,  p.  491 
includes  a  machine,  pp.  492  (6),  495  (g\  497  (n),  499  (0 
or  a  mode  of  constructing  it,  p.  495  (g) 
new  combination,  pp.  500-511 
vendible   manufactured  article,  pp.  492  (6),  493  (rf)»  494  (/% 

498  0>),  500  {w*\  517  (r) 
new  process,  pp.  492  (6),  493  (d),  498  (p\  499  (0,  511  to  518 
new  use  of  an  old  material  where  there  is  invention,  p.  522 
the  application  of  principles  with  the  modes  of  applying  them,  pp. 
495  (A),  496  (0  (k\  498  (o)  (g),  499  (i«),  504  (0,  512  (c),  533  (k), 
540  («),  541  (a)  (b),  544  (c) 
practical  application  of  a  known  chemical  reaction,  p.  498  (r) 
every  useful  discovery  is  not  patentable,  p.  499  (t) 
words  "  method  **  and  "  process  "  synonymous,  p.  493  (d) 
amount  of  invention,  pp.  529  (6),  534  (»),  576  («) 
labour,  paius  and  expense  of  inventor,  p.  529  (b) 
delay  in  obtaining  patent  for,  p.  497  (m) 

when  result  only  attainable  by  experiment,  pp.  531  (/),  525  (u),  573  (y) 
satisfying  an  existing  demand,  p.  500  (v). 
Combination, 
if  new,  component  parts  may  be  old,  pp.  225  (A),  500  (ac),  501  (y)  («) 

(a),  503  (/),  (A),  504  0'),  505  (m) 
producing  an  improved  article,  pp.  493  (d),  499  («),  502  (c),  505  (n) 
a  cheaper  article,  pp.  493  (d),  502  (e),  505  (n) 
same  article  more  expeditiously,  pp.  605  («),  515  (k) 
need  not  produce  a  new  result,  p.  505  (w^ 
an  improvement  on,  pp.  501  (d),  504  (^y) 

when  claimed,  protects  new  and  material  parts,  pp.  171, 503  (A),  537  (g) 
slight  alteration  in,  is  sufficient  if  uftefnl,  pp.  508  (t),  522  (f) 
three  requisites  of  novelty,  utility  and  diminished  cost,  pp.  509  (u),  510(5) 
novelty  and  utility  usually  sufficient,  p.  508  (0 
provided  there  is  some  exercise  of  inventive  faculty,  p.  510  (z)  (bi) 
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ftlteration  which  invokes  a  law  of  nature  otherwise  unutilised,  pp.  499  (n) 
509  (v). 
ProcesSf 

method  synonymous  with,  p.  493  (d) 

meaning  of,  p.  511  (d) 
new,  to  obtain  old  result,  pp.  512  (&),  514  (h) 
application  of  old,  to  new  purpose,  p.  525  (u) 

each  set  of  means  to  obtain  old  result  patentable,  pp.  512  (a),  513  (e),  516  (j) 
but  patent  confined  strictly  to  means,  p.  515  (I) 
for  commercial  manufacture  of  chemical  substance  before  only  known 

to  science,  p.  516  (p) 
omission  of  part  of,  pp.  513  (d),  514  (»),  515  (J) 
change  in  order  of  performing,  p.  514  (g) 
improvements  in,  pp.  496  (0,  499  (Ot  613  (/),  520  (c) 
patent  for,  to  obtain  new  result  protects  against  other  processes  for  same 

result,  p.  517  (w) 
for  obtaining  product  previously  unknown,  p.  518  (v). 
Addition  to  a  known  machine  or  process, 

where  known  machine  or  process  is  patented,  pp.  502  (c),  520  (a)  (b)  (d} 
improvement  in  mode  of  manuDEicture,  without  invention,  p.  530  (c) 
one  test  is  would  old  machine  have  been  infringement  of  new,  p.  521  (/)• 
Application  to  a  new  use, 

of  a  known  machine,  pp.  522  (Z),  523  (p),  524  (0,  525  (v),  526  (u;) 

material,  with  invention,  pp.  496  (%),  501  («),  522  (m),  623  (q)  (r\ 
529  (6) 
without  invention,  pp.  527  (y),  528  (a),  530  (d) 
process,  pp.  512  (6),  524  (s),  525  (t*) 
tools  to  work  untried  materials  or  to  produce  new  forms,  pp.  526  (x)^ 

627  (y) 
result  nmst  be  new  and  not  analogous,  p.  529  (h) 
one  test  is,  given  required  result,  could  anyone  say  that  known 

machine  would  produce  it,  p.  531  (/) 
or  would  it  require  some  exertion  of  mind,  p.  529  (6). 
Application  to  an  analogous  purpose, 
of  a  known  machine,  pp.  532  (/),  536  Co) 

contrivance,  pp.  532  (t),  534  (w)  (n),  537  (j) 
material,  p.  537  Cp) 
process,  pp.  525  lu\  534  (?). 
Principle, 

meaning  of,  pp.  540  (y),  541  (h) 

not  patentable,  pp.  515  (Z)  516  (o),  540  (y),  541  (5),  542  (c) 
but  application  of,  by  specified  means  is,  pp.  495  (A),  496  (t)  (k),  498 
(o)  (q),  499  (u%  504  (0,  512  (c),  633  (k),  540  (2),  541  (a)  (6),  542  (c), 
544  (e)  (/) 
theoretical  discovery  not  patentable,  p.  542  (d) 
unless  resulting  in  improvement,  p.  542  (d) 
may  be  material  to  essence  of  the  inventiou,  p.  544  (g). 
Evidence  of.    See  Practice,  p.  361  (z). 
Index  of  oases  according  to,  pp.  583,  seqq. 

Manufacture, 

Patents  Act,  1883,  sect.  46.  In  and  for  the  purposes  of  this  Act, 
**  Invention  "  means  any  manner  of  new  manufacture  the  subject  of  letters 
patent  and  grant  of  privilege  within  section  six  of  the  Statute  of  Monopolies 
(that  is,  the  Act  of  the  twenty-first  year  of  the  reign  of  King  James  the 
First,  chapter  three,  intituled  **  An  Act  concerning  monopolies  and-dispensa^ 
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tions  with  penal  laws  and  the  forfeiture  thereof)  and  includes  an  alleged 
invention  (a). 

(a)  The  6th  section  of  the  Statute  of  Monopolies  is  as  follows : — "  Provided 
also,  and  be  it  declared  and  enacted,  that  any  declaration  before  mentioned 
(against  monopolies)  shall  not  extend  to  any  letters  patents  and  gjrants  of 
privilege  for  the  term  of  fourteen  years  or  under,  hereafter  to  be  made,  of  the 
sole  working  or  making  of  any  manner  of  new  manufactures  within  thin 
realm,  to  the  true  and  first  inventor  and  inventors  of  such  manufactures,  which 
others  at  the  time  of  making  such  letters  patents  and  grants  shall  not  use, 
so  as  also  they  be  not  contrary  to  the  law,  nor  mischievous  to  the  State,  by 
raising  prices  of  commodities  at  home,  or  hurt  of  trade,  or  generally  incon- 
venient :  the  said  fourteen  years  to  be  accompted  from  the  date  of  the  first 
letters  patents  or  grant  of  such  privilege  hereafter  to  be  made,  but  that  the 
same  shall  be  of  such  force  as  they  should  be,  if  this  Act  had  never  been 
made,  and  of  none  other." 

(y)  Darcy  v.  Allin.    [1602] 

"  Where  any  man,  by  his  own  charge  and  indtifitry,  or  by  his 
own  wit  or  invention,  doth  bring  any  new  trade  into  the  realm, 
or  any  engine  tending  to  the  furtherance  of  a  trade  that  never 
was  used  before,  and  that  for  the  good  of  the  realm,  that  in 
such  cases  the  king  may  grant  to  him  a  monopoly  patent,  for 
some  reasonable  time,  until  the  subjects  may  learn  the  same,  in 
consideration  of  the  good  that  he  doth  bring  by  his  invention  to 
the  commonwealth,  otherwise  not."     (Noy'a  i2. 182 ;  1  Web,  P.  C.  6). 

(z)  The  Clothworkers  op  Ipswich.    [1616] 

**  If  a  man  hath  brought  in  a  new  invention,  and  a  new  trade 
within  the  kingdom  in  peril  of  his  life,  and  consumption  of  his 
estate  or  stock,  or  if  a  man  hath  made  a  new  discovery  of  any- 
thing; in  such  cases  the  king,  of  his  grace  and  favour,  in  re- 
compense of  his  costs  and  travail,  may  grant  by  charter  unto  him, 
that  he  only  shall  use  such  a  trade  or  traffic  for  a  certain  time, 
because  at  £rst  the  people  of  the  kingdom  are  ignorant,  and  have 
not  the  knowledge  or  skill  to  use  it;  but  when  the  patent  is 
expired,  the  king  cannot  make  a  new  grant  thereof.  For  when 
the  trade  is  become  common,  and  others  have  been  bound 
apprentices  in  the  same  trade,  there  is  no  reason  that  such  should 
be  forbidden  to  use  it."     {GodhoU'a  B.  252  ;  1  BoU  B.  4.) 

(a)  Mitchell  t;.  Keynolds.     [1713] 

*'  The  grant  of  the  sole  use  of  a  trade  is  void,  but  a  grant  of  a 
trade  newly  invented,  and  for  a  time,  is  good  ;  for  the  public  has 
an  advantage  in  the  invention  of  a  useful  ti-ade,  which,  after  a 
limited  time,  is  to  be  public ;  and  the  inventor's  industry  is 
sufficiently  encouraged  by  the  sole  use  of  it  secured  to  him  by 
charter  for  such  a  time ;  but  a  second  grant  would  •  be  void,  even 
in  this  case ;  and  the  statute  21  Jac.  1,  c.  3,  limits  the  time  for 
which  such  grant  may  be  made  to  fourteen  years."  (10  Mad,  B. 
130 ;  1  P.  Wms.  181.) 

(h)  BouLTON  V.  Bull.     [1795] 

Heath,  J.,  speaking  of  the  word  '*  manufacture  "  in  21  Jac.  1, 
c.  3,  8.  6,  said  :  '^  What  then  falls  within  the  scope  of  the  proviso  ? 
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Such  mannflftcytiiTes  as  are  rediicible  to  two  classes.  The  firdt 
class  includes  machinery,  the  second  substances  (such  as  medicines) 
formed  by  chemical  &nd  other  processes,  where  the  vendible 
substance  is  the  thing  produced,  and  that  which  operates  preserves 
no  permanent  form.  In  the  first  class  the  macnine,  and  in  the 
aecond  the  substance  produced,  is  the  subject  of  the  patent.  I 
approve  of  the  term  manufacture  in  the  statute,  because  it 
precludes  all  nice  refinements ;  it  gives  us  to  understand  the 
reason  of  the  proviso  that  it  was  introduced  for  the  benefit  of 
trade.  That  which  is  the  subject  of  a  patent,  ought  to  be 
specified,  and  it  ought  to  be  that  which  is  vendible,  otherwise  it 
cannot  be  a  manufacture."  (2  H.  Bl,  482.)  Chief  Justice  Eyre 
said,  when  referring  to  the  same  subject :  *'  It  was  admitted  in  the 
firgument  at  the  bar,  that  the  word  *■  manufacture  *  in  the  statute 
was  of  extensive  signification,  that  it  applied  not  only  to  things 
made,  but  to  the  practice  of  making,  to  principles  carried  into 
practice  in  a  new  manner,  to  new  results  of  principles  carried  into 
practice.  Let  us  pursue  this  admission.  Under  things  made,  we 
may  class,  in  the  first  place,  new  compositions  of  things,  such  as 
manufactures  in  the  mobt  ordinary  sense  of  the  word ;  secondly,  all 
mechanical  inventions,  whether  made  to  produce  old  or  new  effects : 
for  a  new  piece  of  mechanism  is  certainly  a  thing  made.  Under 
^he  practice  of  making  we  may  class  all  new  artificial  manners  of 
operating  with  the  hand,  or  with  instruments  in  common  use,  new 
processes  in  any  art  producing  effects  useful  to  the  public.  When 
the  effect  produced  is  some  new  substance  or  composition  of  things, 
it  should  seem  that  the  privilege  of  the  sole  working  or  making, 
ought  to  be  for  such  new  substance  or  composition,  without  regard 
io  the  mechanism  or  process  by  which  it  has  been  produced,  which, 
though  perhaps  also  new,  will  be  only  useful  as  producing  the  new 
substance.  .  .  .  When  the  effect  produced  is  no  substance  or  com-r 
position  of  things,  the  patent  can  only  be  for  the  mechanism,  if 
new  mechanism  is  used,  or  for  the  process,  if  it  be  a  new  method  of 
operating,  with  or  without  old  mechanism,  by  which  the  effect  is 
produced."  (16.  493.) 

(c)  HORNBLOWER  ».  BOULTON.      [1799] 

Kenyon,  C.J. :  "  I  have  no  doubt  in  saying,  that  this  (Watt's 
patent)  is  a  patent  for  a  manufacture,  which  I  understand  to  be 
something  nutde  by  the  hands  of  man."  (8  T.  Bep,  99 ;  Bav.  P.  C7, 
226.) 

(d)  Rex  v.  Wheeler.    8ci.  Fac    [1819] 

Abbott,  C.J.,  delivering  the  judgment  of  the  Court  of  King's 
Bench,  said :  '<  It  is  well  known  that  the  granting  of  monopolies 
was  restrained  by  the  statute  21  Jac.  1,  c.  3,  to  the  sole  working  or 
making  of  any  manner  of  new  manufactures,  and  to  the  true  and 
first  inventor  of  such  manufactures.  Now  the  word  '  manufactures ' 
has  been  generally  understood  to  denote  either  a  thing  made,  which 
is  useful  for  its  own  sake,  and  vendible  as  such,  as  a  medicine,  a 
stove,  a  telescope,  and  many  others,  or  to  mean  an  engine  or  in- 
strument, or  some  part  of  an  engine  or  instrument,  to  be  employed^ 
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either  in  the  making  of  some  pTevionsly  known  article,  or  in  some 
other  useful  purpose,  as  a  stocking-frame,  or  a  steam-engine  for 
raising  water  from  mines.  Or  it  may,  perhaps,  extend  also  to  a 
new  process  to  be  carried  on  by  known  implements,  or  elements, 
acting  upon  known  substances,  and  ultimately  producing  some 
other  known  substance,  but  producing  it  in  a  cheaper  or  mora 
expeditious  manner,  or  of  a  better  and  more  useful  kind.  But  no 
merely  philosophical  or  abstract  principle  can  answer  to  the  word 
manufactures.  Something  of  a  corporeal  and  substantial  nature, 
«omething  that  can  be  made  by  man  from  the  matters  subjected  to 
his  art  and  skill,  or  at  the  least  some  new  mode  of  employing  prac- 
tically his  art  and  skill,  is  requisite  to  satisfy  this  word."  Sup- 
posing a  new  process  to  be  the  lawful  subject  of  a  patent,  the  word 
•'  method  "  may  be  properly  used  as  synonymous  with  process.  (2 
B.  A  Aid.  349  ;  1  Carp.  P.  C.  397.) 

(e)  MiNTER  V.  Wells.    [1834] 

The  patentee  claimed  '^  the  application  of  a  self-adjusting  lever- 
age to  the  back  and  seat  of  a  chair,  whereby  the  weight  on  the  seat 
acts  as  a  counter-balance  to  the  pressure  against  the  back  of  such 
chair,  as  above  described  :" — Held,  that  the  patent  was  good,  as  the 
claim  was,  not  for  a  principle,  but  for  the  application  of  a  principle 
ao  as  to  produce  a  specified  effect  in  a  specified  manner.  (5  Tyr» 
163;  1  0.,  -ftf.  dt  B.  605;  1  Weh.  P.  G.  134;  1  Carp.  P.  C.  639.) 

(/)  Cornish  v.  Keenk.    [1837] 

The  patent  was  '*  for  an  improvement  or  improvements  in  the 
making  or  manufacturing  of  elastic  goods  or  fabrics  applicable  to 
various  useful  purposes."  The  patentee,  in  his  specification,  said : 
**  The  third  object  is  to  produce  cloth  from  cotton,  flax,  or  other 
suitable  material,  not  capable  of  felting,  in  which  shall  be  inter- 
woven elastic  cords  or  strands  of  india-rubber,  coated  or  wound 
round  with  a  filamentous  material"  To  produce  such  a  cloth,  the 
patentee  introduced  into  the  fabric  threads  or  strands  of  india- 
rubber,  which  had  been  previously  covered  by  winding  filaments 
tightly  round  them ;  they  were  then  applied  as  warp  or  weft,  or 
as  bo^,  according  to  the  direction  of  the  elasticity  required.  The 
strands  of  india-rubber  were,  in  the  first  instance,  stretched  to 
their  utmost  tension,  and  rendered  non-elastic ;  and  being  in  that 
state  introduced  in  tiie  fabric,  they  acquired  their  elasticity  by  the 
application  of  heat  after  the  fkbric  was  made.  Tindal,  C. J.,  in  de- 
livering the  judgment  of  the  Court  of  Common  Pleas,  said :  *•  Now 
the  first  objection  made  to  the  patent  so  described  is,  that  the  in- 
vention is  not  the  subject-matter  of  a  patent ;  that  it  is  neither  a 
new  manufacture,  nor  an  improvement  of  any  old  manufacture,  but 
is  merely  the  application  of  a  known  material  in  a  known  manner, 
to  a  purpose  known  before.  The  question,  therefore,  as  to  this 
point  is,  does  it  come  under  the  description  of  '  any  manner  of  new 
manufacture,'  which  are  the  terms  employed  in  the  statue  of  James  ? 
That  it  is  a  manufacture,  can  admit  of  no  doubt;  it  is  a  vendible 
article,  produced  by  the  art  and  hand  of  man,   and  of  all  the 
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instances  tbat  would  oocnr  to  the  mind  when  inqniring  into  the 
meaning  of  the  terms  employed  in  the  statute,  perhaps  the  very 
readiest  would  be  that  of  some  fabric  or  texture  of  cloth.  Whether 
it  is  new  or  not,  or  whether  it  is  an  improvement  of  an  old  manu- 
£BM}ture,  was  one  of  the  questions  for  llie  jury,  upon  the  evidence 
before  them ;  but  that  it  came  within  the  description  of  a  manu- 
facture, and  so  far  is  an  invention  which  may  be  protected  by 
a  patent,  we  feel  no  doubt  whatever.  .  .  .  The  use  of  elastic 
threads  or  strands  of  india-rubber,  previously  covered  by  filaments 
wound  round  them,  was  known  before ;  the  use  of  j'ams  of  cotton, 
or  other  non-elastic  material,  was  also  known  before ;  but  the 
placing  them  alternately  side  by  side  together  as  a  warp,  and  com* 
Dining  them  by  the  means  of  a  weft  when  in  extreme  tension,  and 
deprived  of  their  elasticity,  appears  to  be  new,  and  the  result,  viz., 
a  cloth  in  which  the  non-elastic  threads  form  a  limit,  up  to  which 
the  elastic  threads  may  be  stretched,  but  beyond  which  they  cannot, 
and  therefore  cannot  easily  be  broken,  appears  a  production  alto- 
gether new.  It  is  a  manufacture  at  once  ingenious  and  simple.'' 
(3  Bing.  N.  a  670 ;  6  L.  /.,  C.  P.  226 ;  4  ScoU,  337 ;  2  J3odtfe8, 
281 ;  1  Web.  P.  C.  513 ;  2  Carp.  P.  C.  371.) 

(g)  Morgan  v.  Seaward.    [1837] 

Parke,  B.,  in  delivering  the  judgment  of  the  Court,  said :  *'  The 
word  *  manufacture '  in  the  statute  (21  Jac.  1,  c.  3,  s.  6)  must  be 
construed  in  one  of  two  ways :  it  may  mean  the  machine  when 
completed,  or  the  mode  of  constructing  the  machine."  (2  M,  d  W. 
668 ;  1  Jur.  628 ;  1  Web.  P.  C.  193 ;  2  Oarp.  P.  G.  100.) 

(K)  Neilson  v.  Harford.    [1841] 

Patent  for  an  invention  "  for  the  improved  application  of  air  to 
produce  heat  in  fires,  forges,  and  furnaces,  where  bellows  and  other 
blowing  apparatus  are  required."  The  patentee,  in  his  specifica^ 
tion,  described  his  invention  thus : — "  A  blast  or  current  of  air 
must  be  produced  by  bellows  or  other  blowing  apparatus  in  the 
ordinary  way,  to  which  mode  of  producing  the  blast  or  current  of 
air  this  patent  is  not  intended  to  extend.  The  blast  or  current  of 
air  so  produced,  is  to  be  passed  from  the  bellows  or  blowing  appa- 
ratus into  an  air  vessel  or  receptacle  made  sufficiently  strong  to 
endure  the  blast,  and  through  or  from  that  vessel  or  recep^le 
by  means  of  a  tube,  pipe,  or  aperture,  into  the  firo,  forge,  or  furnace. 
The  air  vessel  or  receptacle  must  be  air  tight,  or  nearly  so,  except 
the  apertures  for  the  admission  or  emission  of  the  air ;  and  at  the 
commencement  and  during  the  continuance  of  the  blast,  it  must  be 
kept  artificially  heated  to  a  considerable  temperature."  Parke,  B., 
in  delivering  the  judgment  of  the  Court,  said  :  "  It  is  very  difficult 
to  distinguish  it  (the  patentee's  specification)  from  the  specification 
of  a  patent  for  a  principle,  and  this,  at  first,  created  in  the  minds 
of  some  of  the  Court  much  difficulty;  but,  after  full  consideration, 
we  think  that  the  plaintiff  does  not  merely  claim  a  principle,  but  a 
machine  embodying  a  principle,  and  a  very  valuable  one.  We 
think  the  case  must  be  considered  as  if,  the  principle  being  well 
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^nown,  the  plaintiff  had  first  invented  a  mode  of  applying  it  by  ift 
mechanical  apparatus  to  furnaces ;  and  his  invention  then  consists 
in  this — the  interposing  a  receptacle  for  heated  air  between  the 
blowing  apparatus  and  the  fdmace.  In  this  receptacle  he  directs 
the  air  to  l^  heated  by  the  application  of  heat  externally  to  the 
receptacle,  and  thns  he  accomplishes  the  object  of  applying  the 
blast,  which  before  was  of  cold  air,  in  a  heated  state  to  the  furnaoe." 
(8  Jtf.  &  W.  806 ;  11  i.  /.,-Eb.  20 ;  1  Fe6.  P.  C.  331.) 

(t)  Walton  r.  Batbman.    N.  P,    [1842] 

Action  for  the  infringement  of  a  patent  for  '*  improvements  in 
cards  for  carding  wool,  cotton,  silk,  and  other  fibrous  substances, 
and  for  raising  the  pile  of  woollen  and  other  cloth."  After  de- 
scribing the  manner  in  which  the  invention  was  to  be  carried  out, 
the  patentee  continued :  ''  And  I  do  hereby  confine  my  claim  of 
invention  to  the  application  and  adaptation  of  caoutchouc  or  india- 
rubber  as  the  fillet  or  sheet,  or  medium  in  which  the  dents  or  teeth 
are  to  be  set  tc^ether  in  the  manufacture  of  cards,  and  thereby 
obtaining  a  superior  elasticity  and  durability  to  cardn  as  above 
described.'*  Cresswell,  J.,  in  summing  up  to  the  jury,  said :  "  There 
is  sufficient  of  a  new  manufacture  in  this  case  to  justify  and  main- 
tain the  patent  that  has  been  granted.  I  think  that  there  is  a  new 
principle  developed,  carried  out,  and  embodied  in  the  mode  of  using 
that  principle."     (1  Fe6.  P.  C.  613.) 

(y)  Crane  «.  Price.    [1842] 

If  the  result  produced  by  a  previously  unknown  combination  of 
two  previously  known  methods  is  either  a  new  article  or  a  better 
article,  or  a  cheaper  article  to  the  public  than  that  produced  before, 
such  combination  is  an  invention  or  manufacture  intended  by  the 
statute,  and  may  be  the  subject  of  a  patent  (see  p.  502).  (12  L.  /., 
C.  P.  81.) 

(i)  Stead  v.  Williams.    N.  P.    [1843] 

Cresswell,  J.,  stated  it  as  his  opinion  that  there  might  be  a  valid 
patent  for  a  method  of  paving  with  wood.     (2  Weh.  P.  C.  134.) 

{I)  Heath  it.  XJNwm.    N.  P.    [1843] 

The  plaintiff  obtained  a  patent  for  certain  improvements  in  the 
manufekcture  of  iron  and  steel.  The  specification  described  the  in- 
vention as  consisting  in  **  the  use  of  carburet  of  manganese  in  any 
process  whereby  iron  is  converted  into  cast  steel,"  and  directed  the 
unfused  carburet  of  manganese  to  be  put  into  the  pot  containing 
the  steel  in  a  fused  state.  The  patentee  claimed  as  his  invention 
**  the  use  of  carburet  of  manganese  in  any  process  for  the  conver- 
sion of  iron  into  steel."  The  defendant  manufactured  cast  steel  by 
placing  oxide  of  manganese  and  carbonaceous  matter  into  the  pot 
at  the  same  moment  as  the  steel.  They  produced  the  same  effect 
upon  the  steel  as  the  carburet  of  manganese,  but  at  a  cheaper  rate. 
This  method  of  producing  the  effect  was  not  known  at  the  time  of 
taking  out  the  patent.    Abinger,  C.B. :  *^  llie  materials  or  elements 
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of  carburet  of  manganese,  as  need  by  the  defendant,  being  out  of 
all  proportion  cheaper  than  the  carburet  of  manganese  itself,  the 
nse  of  such  materials  in  the  said  composition  is  a  new  discovery  or 
invention,  and  not  within  the  letters  patent."  (2  TTefr*  P.  (7.  217.) 
Parke,  B.,  in  the  course  of  his  answer  to  the  question  proposed  by 
the  House  of  Lords,  said  that  the  defendant  in  this  case  might  have 
taken  out  a  patent  for  this  new  mode  of  working.  (25  L.  /., 
C.  P.  20.) 

(m)  Bentley  r.  Fleming.    N.  P.    [1844] 

A  machine  does  not  cease  to  be  the  subject  of  a  patent,  merely 
because  of  the  length  of  time  during  which  the  inventor  may  keep 
it  by  him,  after  it  has  been  made  a  complete  workable  machine. 
(I  C.dK.  587.) 

(n)  The  Electric  Telegraph  Company  r.  Brett.    [1851] 

Patent  *'  for  improvements  in  giving  signals  and  sounding 
alarums  in  distant  places  by  means  of  electric  currents  transmitted 
through  metallic  circuits."  Subsequently  to  the  patent,  it  was  dis- 
covered that  the  return  current  could  be  conducted  back  to  the 
battery  through  the  earth  as  effectually  as  through  a  continuous 
metallic  circuit,  and  this  was  the  method  used  by  the  defendants. 
The  defendants  contended  that  the  patent  would  protect  the  im- 
provements of  the  patentee  only  when  such  improvements  were 
applied  to  circuits  that  were  metallic  throughout,  and  therefore  that 
they  were  entitled  to  employ  the  patentees  improvements.  Cress- 
well,  J.,  delivering  the  judgment  of  the  Court,  said :  *'  It  appears  to 
us  reasonable  to  hold,  that  a  claim  for  a  patent  for  improvements  in 
the  mode  of  doing  something  by  a  known  process,  is  sufficient  to 
entitle  the  claimant  to  a  patent  for  his  improvements,  when  applied 
either  to  the  process  as  known  at  the  time  of  the  claim,  or  to  the 
same  process  altered  and  improved  by  discoveries  not  known  at  the 
time  of  the  claim,  so  long  as  it  remains  identical  with  regard  to  the 
improvements  claimed  and  their  application.*'  One  of  the  claims 
of  the  patentee  was  an  improvement  "  whereby  a  set  of  combined 
conducting  wires,  as  aforesaid,  having  a  voltaic  battery  and  a  set 
of  buttons  or  finger  keys,  and  also  a  dial  with  magnetic  needJes  for 
giving  signals,  as  well  as  an  apparatus  for  sounding  alarums  at 
each  end  of  the  set,  may  also  have  duplicates  of  such  dials,  with 
needles  and  apparatus  for  alarums  at  intermediate  places  between 
the  two  ends ;  all  such  duplicates  operating  simultaneously  with 
each  other,  and  with  the  two  end  dials  and  alarums,  to  give  like 
signals,  and  to  sound  like  alarums.'*  The  jury  found  ''  that  the 
sending  of  signals  to  intermediate  stations  was  new  to  the  plain- 
tiffs." The  defendants  contended  that  this  was  a  claim  to  the  in- 
vention of  a  principle,  and  therefore  that  it  was  not  the  subject 
matter  of  a  patent.  Cresswell,  J.,  said:  '*We  think  that  the 
patentees  not  only  communicated  the  idea  or  principle  that  dupli- 
cate signals  might  be  given,  but  showed  how  it  might  be  done,  i.e., 
by  duplicate  apparatus  at  each  station,  and  that  this  is  a  fit  subject 
of  a  patent.     It  was,  iftdecd,  contended  that  it  was  obvious  and 
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self-evident  that  a  circuit  having  a  distant  coil  could  have  inter- 
mediate ones  also,  which  would  operate  in  the  same  manner ;  but 
it  appears  to  us,  that  though  it  might  be  probable  a  priori  that  such 
would  be  the  case,  it  was  matter  of  experiment  that  it  could  prac- 
tically be  done,  and  that  the  invention  of  the  patentees,  though 
simple,  was  one  for  which  a  patt^nt  mi^ht  be  granted."  (10  Com, 
B.  838 ;  20  L.  J.,  C,  P.  123 ;  15  Jur.  579.) 

(o)  Newton  v,  Vaucher.    [1851] 

The  defendant  had  obtained  a  patent  for  an  improvement  in 
packing  hydraulic  and  other  machines,  by  means  of  a  lining  of  soft 
metal,  the  effect  of  which  was  to  make  certain  parts  of  the  machine 
air  and  fluid  tight.  Subsequently  to  this  the  plaintiff  discovered 
that  soft  metal  had  the  effect  of  diminishing  friction,  and  of  pre- 
venting the  evolution  of  heat  when  applied  to  the  surfaces  in  con- 
tact of  machines  in  rapid  motion,  and  subject  to  pressure.  And  he 
accordingly  obtained  a  patent  "for  ceitain  improvements  in  the 
construction  of  boxes  for  the  axles  or  axle-trees  of  locomotive 
engines,  <fec.,  and  also  for  improvements  in  oiling  or  lubricating  the 
same."  (6  Exch.  859;  21  L.  J".,  Exch.  306.)  Parke,  B.,  said: 
"  Upon  looking  at  his  (the  plaintiff's)  specification,  which  embodies 
a  new  principle  in  a  new  machine,  it  differs  materially  from  the 
defendant's,  which  is  for  the  purpose  merely  of  packing;  for  in 
the  plaintiff's  invention  it  is  essential  that  there  should  be  not 
only  the  intervention  of  soft  metal,  but  that  there  should  also  be 
a  hard  rim  covered  in  part  with  that  soft  metal,  or  some  other 
means,  to  prevent  the  soffc  metal  from  expanding,  and  getting  out 
of  its  place.  But  any  other  hard  rim,  covered  with  soft  metal,  or 
substances  covered  with  soft  metal,  are  part  of  that  machine. 
That  is  no  part  of  the  defendant's  invention.  Therefore,  I  think 
the  discovery  of  the  peison  under  whom  the  plaintiff  claims,  is 
not  merely  a  discovery  of  a  new  principle,  but  a  new  principle 
embodied  in  a  new  machine.  Then,  that  being  so,  if  the  plaintiff 
claims  a  patent  for  that  new  principle  embodied  in  a  new  machine, 
and  that  only  for  the  purpose  of  diminishing  friction,  and  the 
application  of  it  is  only  to  cases  where  there  is  pressure  as  weU 
as  motion,  that  patent  is  perfectly  good."     (6  Eosch,  865.) 

(p)  Bush  r.  Fox.    [1854] 

Coleridge,  J. :  '*  Manufacture  includes  both  process  and  result." 
(Macrory's  P.  0.  176.) 

{q)  Harwood  v.  Great  Northern  Railway  Company.    [1860] 

Blackburn,  J. :  "  The  word  *  manufacture  *  extends  not  only  to 
principles  that  may  be  supposed  to  be  patented,  but  to  the  modes 
of  applying  those  principles,  in  practical  use,  in  the  result."  (29 
L.  J.,  Q.  B.  202.) 

(r)  Hills  r.  London  Gaslight  Co.     [1860] 

Before  the  date  of  the  plaintiff's  patent,  it  was  known  that 
hydiated  oxides  of  iron  would  absorb  sulphuretted  hydrogen  ;  but 
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it  was  not  known  that  they  oonld  be  praotioally  used  in  the  puri- 
fication of  coal-gas  from  snlphnretted  hydrogen : — RM^  that  a 
patent  might  be  had  for  applying  hydrated  oxides  to  absorb 
eulphn retted  hydrogen  from  coal-gas.  It  was  also  known  that 
sulphuret  of  iron,  produced  by  the  action  of  sulphuretted  hy- 
drogen upon  hydrated  oxide  of  iron,  would  be  re-oxidised  by 
being  exposed  to  the  action  of  atmospheric  air.  But  it  was  not 
known  that  when  the  sulphuret  was  produced  by  exposure  of 
hydrated  oxide  of  iron  to  the  action  of  sulphuretted  hydrogen, 
mixed  with  coal-gas,  the  re-oxidation  of  the  iron  might  not  be 
prevented  by  cyanogen,  compounds  of  ammonia,  and  tarry  matter 
which  would  be  mixed  with  it: — J9eZ^,  that  a  patent  might  bo 
had  for  ro-oxidising  the  iron  by  exposure  to  the  air  after  it  had 
been  used  in  the  purification  of  coal-gas.  (5  B,,  d  N.  312 ;  29 
L.  /.,  Ex.  409.) 
(«)  Morton  v.  Middlkton.    [1863] 

Action  for  the  infringement  of  a  patent  for  improvements  in  the 
construction  of  pillars,  &c.,  applicable  to  the  construction  of  gate- 
posts, &c.  Lord  President :  "  Although  the  object  of  other  pillars 
that  have  been  used  may  have  been  the  same  as  the  object  con- 
templated by  this  one,  yet,  if  the  invention  here  in  a  great  and 
material  de^e  attains  that  object  better,  then  we  must  hold  that 
there  is  novelty  in  it,  and  that  it  might  be  protected  by  a  patent" 
(1  Cr.  a,  3rd  SerieB,  722.) 

(t)  Kamton  v.  Smtih.    H.  L.     [1865] 

It  is  not  every  useful  discovery  that  can  be  made  the  subject  of 
a.  patent,  but  the  words  "new  manufacture,'*  in  21  Jac.  1,  c.  3, 
will  comprehend  not  only  a  production,  but  a  means  of  production. 
It  will  comprehend  a  new  machine,  or  a  new  combination  of 
machinery,  a  new  process,  or  an  improvement  of  an  old  process 
(11  H.  L.  Cos.  223;  13  L.  T.  Bep.,  N.  8.  I;  35  L.  J.,  C.  P.  49; 
20  a  JB.,  N.  8.  28.) 

(<*)  Arnold  v.  Bradbury.    [1871] 

On  a  motion  for  issues  the  defendants  objected  that  the  patent 
was  bad  for  want  of  subject-matter.  Hatherley,  L.C. :  "  If  he 
(the  patentee)  produces  a  machine  and  dispenses  with  a  process 
which  is  avowed  to  be  injurious,  I  cannot,  in  the  absence  of 
evidence,  take  on  myself  to  say  that  that  would  not  be  the 
subject-matter  of  a  patent.'*    (L.  B.  6  Ch.  App.  706,  at  p.  714.) 

(tt)  Cannington  v.  Nuttall.    H,  L.    [1871] 

The  appellants  were  the  assignees  of  a  patent  for  "  improve- 
ments in  the  manufacture  of  glass."  All  the  principles  upon 
which  the  patentee's  method  was  based  were  well  known,  but  their 
combination  was  both  new  and  useful : — Held,  that  the  combina- 
tion was  the  subject-matter  of  a  valid  patent,  (i.  Bep,,  5  H,  L. 
205 ;  40  L.  J.y  Ch,  739.)  Lord  Westburv  ;  "  Now,  the  only  thing 
that  appears  to  have  been  regarded  by  the  patentee,  Mr.  Pucheron, 
as  a  new  discovery,  was  the  application  of  the  external  air  to  the 
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sides  of  tbe  tank.  My  lords,  it  was  a  discoveiy  certainly,  but  it 
was  a  thing  for  which,  independently  of  the  other  apparatus, 
probably  no  patent  could  have  been  obtained.  I  may  oonstmct 
an  apparatus,  and  may,  in  point  of  fact,  make  the  merit  and 
benefit  of  that  apparatus  depend  upon  the  application  of  some 
dynamic  force  which  is  perfectly  well  known,  but  my  invention 
consists  in  the  construction  of  the  apparatus  in  such  a  manner  as 
to  bring  some  natural  agency  or  natural  power  to  bear  upon  and 
effect  the  object  which  I  desire  to  effect,  and  that  I  do  by  means 
of  an  apparatus  constructed  so  as  to  bring  into  action  that  dynamic 
power.  .  .  •  Now  here  the  refrigerating  effect  of  the  air  upon  the 
sides  of  the  tank  was  not  a  thing  for  which  a  patent  could  be 
obtained;  but  an  apparatus  so  constructed  as  to  bring  into 
operation  that  particular  property  of  the  external  atmospheric 
air,  so  as  to  produce  a  most  useful  effect,  constitutes  an  invention 
to  which  the  merit  attaches. of  novelty,  and  for  which  a  patent 
may  be  taken  out"     (L.  Bep.,  5  H.  L.  225.) 

(t?)  GosNELL  V.  Bishop.    C.  A.     [1888] 

Patent  for  improvements  in  stretchers  for  trousers  held  good. 
Bowen,  L.J. :  "  Where  there  has  been  for  some  time  a  long 
unsatisfied  demand,  and  then  suddenly  an  article  springs  into 
existence  and  satisfies  it,  the  length  of  time  during  which  the 
demand  has  remained  uncomplied  with  is  matter  from  which  it 
may  be  inferred  that  it  is  ingenuity  alone  which  has  enabled  the 
inventor  to  surmount  the  obstacle  that  otherwise  would  seem, 
from  the  mere  existence  of  the  long  unsatisfied  demand,  to  have 
existed  somewhere  or  in  some  shape.  But  it  may  be  that  the 
demand  itself  is  quite  new,  and  that  the  novelty  of  the  demand 
has  produced  immediately,  and  without  any  operation  of  ingenuity, 
an  obvious  article  to  satisfy  it."    (5  0.  B.  151,  at  p.  158.) 

(tr)  Thomson  i?.  Batty.    [1889] 
.  The  partially  filling  a  bowl  with  viscous  fluid  for  the  purpose 
of  steadying  a  compass  card  might  by  itself  properly  be  subject- 
matter  for  a  patent.    (6  0.  B.  96.) 

(tr*)  VoRWERK  &  Sons  v.  Evans.    C.  A.    [1890] 

Kekewich,  J.:  "In  examining  any  suhjeot-matter  of  patent 
you  must  regard  it  with  reference  either  to  the  thing  that 
produces  it  or  the  thing  which  it  produces.  You  must  regard 
it  either  as  a  machine  that  will  produce  some  work  or  you  must 
regard  it  as  the  production  of  some  machine."  (7  O.  M.  176,  at 
p.  171.)  Doubted  by  the  Court  of  Appeal,  because  if  there  is  a 
new  thing  produced  and  that  is  useful  and  complies  with  other 
requirements  there  may  be  a  good  patent  for  that.    (7  O.  B,  265.) 

Combination. 

(x)  BouLTON  V.  Bull.    [1795] 

Buller,  J.,  said :  "  Mechanical  and  chemical  discoveries  all 
come  within  the  description  of  manufactures;   and  it  is  no  ob- 
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jection  to  either  of  them  that  the  articles  of  which  they  are 
composed  were  known  and  were  in  nse  before,  provided  the  com- 
pound article,  which  is  the  subject  of  the  invention,  is  new." 
(2  H.  Bl.  487.) 

(y)  HuDDART  V.  GRiMSHi.w.    N.  F.     [1803] 

Lord  Ellenborongh :  **  I  suppose  it  will  not  now  be  disputed  that 
a  new  combination  of  old  materials,  so  as  to  produce  a  new  effect, 
may  be  the  subject  of  a  patent.'*     (Bav,  P.  C.  267.) 

(z)  Hill  v.  Thompson.    Ch.    [1817] 

Lord  Eldon :  "  There  may  be  a  valid  patent  for  a  new  com- 
bination of  materials  previously  in  use  for  the  same  purpose, 
or  for  a  new  method  of  applying  such  materials."  (1  Web,  P.  C. 
237.) 

(a)  Brunton  v.  Hawkes.    [1821] 

A  machine,  each  part  of  which  was  in  nse  before,  but  in  which 
the  combination  of  the  different  parts  is  new,  and  a  new  result 
produced,  is  good  subject-matter  for  a  patent.    (4  P.  ik  AM.  550.) 

(h)  Lewis  v.  Davis.    N.  P.    [1829] 

The  shearing  of  cloth  from  list  to  list  by  shears,  and  the  shearing 
it  from  end  to  end  by  means  of  rotary  cutters  were  known  and  in 
use  before  the  date  of  the  patent.  The  patentee  constructed  a 
machine  to  shear  from  list  to  list  by  means  of  rotary  cutters,  and 
this  was  held  to  be  a  new  manufacture  within  the  statute  of  James, 
and  a  sufficient  invention  to  sustain  a  patent.  (3  Car.  d  P.  502 ; 
1  Web.  P.  C.  488 ;  1  Carp.  P.  C.  471.) 

(c)  Saunders  v.  Aston.    [1832] 

Patent  for  '*  certain  improvements  in  constructing  or  making 
buttons."  The  specification  stated  the  improvements  to  consist  in 
the  substitution  of  a  flexible  material  for  metal  shanks  on  buttons. 
It  then  described  the  modes  in  which  this  material  might  be  fixed 
to  the  button.  Several  of  these  modes  were  old,  but  one  method, 
which  consisted  in  the  use  of  a  metal  collet  or  ring  with  teeth, 
was  new.  Littledale,  J.,  agreeing  with  the  rest  of  the  Court, 
said :  "  Neither  the  button  nor  the  flexible  shaft  was  new,  and 
they  did  not,  by  merely  being  put  together,  constitute  such  an 
invention  as  could  support  this  patent.  It  is  contended  that  the 
operation  of  the  collet,  under  the  present  patent,  is  new  ;  but  that 
is  not  stated  in  the  specification  as  the  object  of  the  invention,  and 
it  is  in  fact  only  one  mode  of  carrying  it  into  effect ;  it  appears  on 
the  plaintiff's  case  that  there  were  other  ways  of  producing  the 
same  result."  (3  B.  &  Ad.  881 ;  1  L.  J.,  K.  B.  265 ;  1  Carp.  P.  C. 
510.) 

(d)  Carpenter  v.  Smith.    N.  P.    [1841] 

There  may  be  a  valid  patent  for  a  new  and  improved  combination 
of  mechanical  parts  which  are  already  known  in  combination. 
(1  Weh.  P.  a  538.) 
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(e)  Crakb  v.  Pbice.    [1842] 

Patent  for  •*  an  improvement  in  the  mannfacture  of  iron."  The 
inTention  consisted  in  the  application  of  anthracite,  or  stone  coal, 
combined  with  a  hot  air  blast,  in  the  smelting  or  mannEetctiire  of 
iron  from  ironstone,  mine,  or  ore.  The  patentee  in  his  claim  said : 
''I  do  not  claim  the  using  of  a  hot  air  blast  separately  in  the 
smelting  and  manufactnre  of  iron  as  of  my  invention,  when  nncom- 
bined  with  the  application  of  anthracite,  or  stone  coal,  and  culm ; 
nor  do  I  claim  the  application  of  anthiacite,  or  stone  coal,  in  the 
manufacture  or  smelting  of  iion,  when  uncombined  with  the  using 
of  hot  air  blast.  But  what  I  *  do  claim  as  my  invention  is,  the 
application  of  anthracite,  or  stone  coal,  and  culm,  combined  with 
the  using  of  hot  air  blast  in  the  smelting  and  manufacture  of  iron, 
from  ironstone,  mine,  or  ore,  as  above  described."  The  applica- 
tion of  a  hot  blast  to  the  smelting  of  iron  had  previously  been 
patented  by  Neilson.  Tindal,  C.J.,  in  delivering  the  judgment  of 
the  Court  said,  the  question  is,  "  whether,  admitting  the  using  of 
the  hot  air  blast  to  have  been  known  before  in  the  manufacture  of 
iron  with  bituminous  coal,  and  the  use  of  anthracite,  or  stone  coal, 
to  have  been  known  before  in  the  manufacture  of  iron  with  cold 
blast,  but  that  the  combination  of  the  twg  together  (the  hot  blast 
and  the  anthracite)  were  not  known  to  be  combined  before  in  the 
manufacture  of  iron,  whether  such  combination  can  be  the  subject 
of  a  patent. 

"  We  are  of  opinion,  that  if  the  result  produced  by  such  a  com- 
bination is  either  a  new  article,  or  a  better  article,  or  a  cheaper 
article  to  the  public,  than  that  produced  before  by  the  old  method, 
that  such  combination  is  an  invention  or  manufacture  intended  by 
the  statute,  and  may  well  become  the  subject  of  a  patent.  Such 
an  assumed  state  of  facts  falls  clearly  within  the  principle  exempli- 
fied by  Abbott,  C.J.,  where  he  is  determining  what  is  or  what  is 
not  the  subject  of  a  patent,  namely,  it  may,  perhaps,  extend  to  a 
new  process  to  be  carried  on  by  known  implements  or  elements 
acting  upon  known  substances,  and  ultimately  producing  some 
other  known  substance,  but  producing  it  in  a  cheaper  or  more 
expeditious  manner,  or  a  better  or  more  useful  kind.  And  it  falls, 
also,  within  the  doctrine  laid  down  by  Lord  Eldon,  that  there  may 
be  a  valid  patent  for  a  new  combination  of  materials  previously  in 
use  for  the  same  purpose,  or  even  for  a  new  method  of  applying 
such  materials.  But  the  specification  must  clearly  express  that  it 
is  in  respect  of  such  new  combination  or  application. 

*' There  are  numerous  instances  of  patents  which  have  been 
granted,  where  the  invention  consisted  in  no  more  than  in  the  use 
of  things  already  known,  and  acting  with  them  in  a  manner  already 
known,  and  producing  effects  already  known,  but  producing  those 
effects  BO  as  to  be  more  economically  or  beneficially  enjoyed  by  the 
public."  Eeferring  to  the  validity  of  a  patent  for  an  improve- 
ment on  a  prior  patent,  his  lordship  said,  the  defendants  contend 
"  that  the  taking  out  of  a  patent  for  an  invention,  which  invention 
cannot  bo  used  or  enjoyed  by  the  public  except  by  means  of  the 
former  invention  of  another  person,  which  former  invention  is  itself 
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the  subject-matter  of  a  patent  still  in  force,  is  void  by  law. 
Undoubtedly,  if  the  second  patent  claims,  as  part  of  the  invention 
described  in  it,  that  which  nad  been  the  subject-matter  of  a  patent 
then  in  force,  it  would  be  void,  on  the  double  ground  that  it 
claimed  that  which  was  not  new  {which  indeed  would  equally  be 
the  case  if  the  former  patent  had  expired),  and  also  that  it  would 
be  an  infiingement  of,  and  inconsistent  with,  a  former  grant  of  the 
king  still  in  force,  which  latter  consideration  alone  would  make  a 
new  grant  void.  But  in  this  case  there  is  an  express  disclaimer  of 
any  part  of  the  invention  extending  to  the  use  of  the  hot  air  blast 
which  was  covered  by  Neilson's  patent,  the  specification  describing 
that  the  application  of  the  hot  air  blast  was  well  understood  and 
extensively  applied  in  many  places  where  ordinaiy  fuel  is  em- 
ployed.    The  validity,  therefore,  of  the  plaintiff's  patent  cannot 

be  impeached  on  either  of  the  grounds  above  adverted  to 

Kow  it  is  further  argued  that,  in  point  of  law,  no  patent  can  be 
taken  out  which  includes  the  subject-matter  of  a  patent  still 
running  or  in  force.  No  authority  was  cited  to  support  this  propo- 
sition  And  upon  reason  and  principle  there  appears  to  be 

no  objection.  The  new  patent,  after  the  expiration  of  the  old  one, 
will  be  free  from  every  objection,  and  whilst  the  former  exists,  the 
new  patent  can  be  legally  used  by  the  public  by  procuring  a  licence 
from  Neilson,  or  by  purchasing  the  apparatus  from  him  or  some  of 
his  agents ;  and  the  probability  of  the  refusal  of  a  licence  to  anyone 
applying  for  it,  is  so  extremely  remote,  that  it  cannot  enter  into 
consideration  as  a  ground  of  legal  objection."  The  patent  was 
held  to  be  good.  (4  M.  d  G.  680;  6  Scott,  N.  B.  338;  12  L.  /., 
a  p.  81 ;  1  Web.  P.  0.  393 ;  2  Carp.  P.  C.  669.) 

(/)  Allen  v.  Rawson.    [1845] 

Where  the  use  of  soap  and  water  in  the  process  of  felting,  instead 
of  acidulated  water,  was  known,  and  the  use  of  rollers  was  also 
known,  it  was  held  that  a  patent  for  the  application  of  soap  and 
water  in  combination  with  rollers,  was  a  good  subject-matter  for  a 
patent.    (1  C.  B.  551.) 

(g)  BoviLL  V.  Keyworth.     [1857] 

The  plaintiff's  invention  consisted  in  exhaus tine: -the  air  from  the 
cases  of  millstones,  combined  with  the  application  of  a  blast  to  the 
grinding  surfaces.  The  patentee  specifically  disclaimed  the  precise 
details  of  carrying  out  his  invention  as  described  in  his  specification. 
It  was  proved  by  the  defendants  that  both  the  blast  and  the 
exhaust  had  previously  been  used  separately  in  working  mills, 
llie  Court  Held,  that  '*  the  whole  of  the  plaintiffs  process,  if  the 
combination  be  new,  is  certainly  the  subject  of  a  patent.'*  (7  E,dB. 
725;  3  Jur.,N.  8.  S17.) 

(h)  Lister  v.  Leather.    [1858] 

Lord  Campbell,  C. J.,  in  delivering  the  judgment  of  the  Court  of 
Queen's  Bench,  said :  "If  the  combination,  the  subject  of  the 
patent,  was  new  and  useful,  though  each  of  the  parts  which  entered 
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into  it  were  old,  still  the  combination  might  be  the  subject  of  a 

valid  patent A  patent  for  a  combination  is  not  a  claim  that 

each  part  thereof  is  new«  On  the  contrary,  each  part  may  be  old, 
and  yet  a  new  and  useful  combination  of  such  old  parts  may  be 

Talid,  as  has  been  often  decided A  valid  patent  for  an  entire. 

combination  for  a  process  gives  protection  to  each  part  thereof  that 
is  new  and  material  for  that  process,  without  any  express  claim  of 
particular  parts,  and  notwithstanding  that  parts  of  the  combination 
are  old."  (8  E.  d  B.  1004 ;  aflBbrmed  in  Exchequer  Chamber,  SE.it 
B.  1031 ;  27  L.  J.,  Q.  B.  295 ;  4  Jur.,  N.  S.  947.) 

(t)  Potter  v.  Parr.    [1860] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
spinning  machinery,  it  appeared  that  the  patentee  had  in  a  pre- 
vious patent  described  a  conical  drum,  which  had  turned  out  to  be 
in  parts  defective.  The  patentee  alleged  that  he  had  cured  these 
defects,  by  employing  a  radiating  apparatus  combined  with  an 
improved  system  of  curves,  and  contended  that  he  might  take  out 
a  patent  for  the  radiating  apparatus,  which  he  had  in  this  way 
made  perfect: — Heldy  that  as  he  had  already  made  known  the 
principal  part  of  the  machine,  he  could  not  take  out  a  fresh  patent 
for  a  combination,  including  that  and  the  improvements,  without 
expressly  stating  that  the  patent  was  for  a  new  combination  only. 
(2  B.  d  8.  216  (n.).) 

(j)  Morton  v.  Middleton.    [1863] 

Lord  President :  "  "f  here  can  be  no  doubt  as  to  the  general  law, 
that  there  may  be  a  new  arrangement  and  combination  of  things 
that  were  formerly  in  use,  but  which  are  to  be  so  arranged  in  a 
novel  way  as  to  produce  either  a  new  effect  or  a  better  effect  than 
before."    (1  Cr.  S.,  3rd  Series,  721.) 

(j*)  FOXWELL  V,  BOSTOCK.      [1864] 

Lord  Westbury  said :  "  If  a  combination  of  machinery  for 
effecting  certain  results  has  previously  existed,  and  is  well  known, 
and  an  improvement  is  afterwards  discovered,  consisting,  for 
example,  of  the  introduction  of  some  new  parts,  or  an  altered 
arrangement  in  some  particulars  of  the  existing  constituent  parts 
of  the  machine,  an  improved  arrangement  or  improved  combination 
may  be  patented,"    (12  W.  B.  725.) 

(i)  Spencer  17.  Jack.    [1864] 

The  jury  having  found  that  the  invention,  which  was  a  com- 
bination of  things  previously  well  known,  was  "a  substantial 
improvement " : — Heldy  that  the  question  whether  it  could  be  the 
subject  of  a  patent  must  be  answered  in  the  affirmative.  (11 L.  T. 
JBcp.,  K  S.  242.) 

(l)  Dangerfield  v.  Jones.    [1866] 

Patent  for  '*  an  improved  mode  of,  and  apparatus  for,  bendinff 
wood  for  the  handles  of  walking  sticks,  umbrella  and  parasol 
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fiticks,  and  other  purposes."  The  patentee,  in  his  specifioation^ 
said,  that  after  softening  the  end  of  the  stick  which  is  to  be  bent, 
by  placing  it  in  moist  sand,  with  the  application  of  heat  when 
necessary,  it  is  to  be  held  secnrely  in  the  jaws  of  a  clamp  or  vice,  and 
the  extremity  of  the  stick  then  drawn  rouud  or  bent  over  a  tube  or 
hollow  mandrel,  provided  with  an  annular  half-round  recess. 
Inside  this  tube  or  hollow  mandrel  a  gas  jet  or  burner  is  intro- 
duced for  imparting  heat  to  the  tube  or  mandrel,  which  heat  is 
itransmitted  to  the  stick  from  its  being  drawn  in  close  contact 
therewith.  The  stick  is  kept  in  this  position  by  means  of  a  band 
of  steel,  which  is  bent  over  the  stick  to  retain  it  in  a  bent  position. 
The  patentee  claimed  "  the  application  of  a  flame  of  gas  or  other 
combustible  fluid  or  liquid  as  described,  for  softening  the  fibres  of 
the  wood  while  being  bent  in  combination  vtdth  a  clamping 
apparatus  for  securing  the  wood  in  its  bent  form  until  the  fibres 
are  set,  so  that  the  hook  may  remain  permanently  as  hei*ein  set 
forth  " : — Heldj  that  this  was  a  proper  subject  for  a  patent.  Yice^ 
OhanceUor  Wood,  in  the  course  of  Ids  judgment,  said :  **  If,  having 
a  particular  purpose  in  view,  you  take  the  general  principles  of 
mechanics,  and  apply  one  or  other  of  them  to  a  manufacture  to 
which  it  has  never  been  before  applied,  that  is  a  sufficient  ground 
for  taking  out  a  patent,  provided  that  the  Oourt  sees  that  that 
which  has  been  invented  is  new,  desirable,  and  for  the  public 
benefit"     (13  L.  T.  Bep.,  N.  S.  142.) 

(m)  Wright  v,  Hitchcock.    [1870] 

The  plaintiff  obtained  a  patent  **  for  the  invention  of  improve- 
ments in  the  manufacture  of  frills  or  ruffles,  and  in  the  machinery 
or  apparatus  employed  therein."  His  specification  described  the 
invention  as  relating  to  a  peculiar  manu&cture  of  frills  or  ruffles, 
and  a  peculiar  kind  of  mechanism  to  be  applied  to  a  sewing 
machine  for  producing  the  same,  by  which  the  fietbric  was  folded, 
or  crimped  by  a  reciprocating  knife,  and  the  folds  stitched  by  the 
sewing  machine,  so  as  to  be  kept  permanently  in  their  place. 
Anterior  to  the  date  of  the  patent,  fnlls  or  ruffles  were  made  by 
hand,  the  materials  being  folded  by  a  knife,  and  then  sewn.  The 
Court  Held  the  plaintiff's  invention  to  be  a  good  subject-matter  of 
a  patent.    {L.  Bep.^  5  Ex.  37  ;  39  L.  J.,  Ex.  97.) 

(n)  Murray  v.  Clayton.    [1872] 

Bacon,  Y.-C. :  **  A  combination  of  thin^  not  in  themselves  new, 
but  which  combination  is  perfectly  new  m  the  form  in  which  the 
inventor  has  cast  it,  and  producing  new  and  more  beneficial  results, 
may  be  the  subject  of  a  patent.  {Huddart  v.  OritMhaw^  Web.  P.  C. 
85.)  But  I  am  aware  of  no  case  in  which  it  has  been  held  that 
the  mere  arrangement  of  common  elementary  mechanical  materials, 
and  the  construction  by  means  of  such  arrangement  of  a  machine 
which  produces  no  o&er  result  than  that  which  had  been  pre- 
viously accomplished  by  other  mechanical  arrangements  and  con- 
structions, would  support  a  patent.  If  it  were  so,  there  would  be 
no  protection  to  the  public  or  to  earlier  patents  against  the  inge- 
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nuity  of  any  artizan  who  might  have  the  skill  to  arraDge  the  old 
meohanism  in  a  new  shape,  and  thereby  to  appropriate  to  himself 
the  fruits  of  previous  inventors  in  the  proper  sense  of  that  tenn« 
80  that  the  privilege  and  reward  which  the  law  only  concedes  to 
art  and  wit  and  invention  might  be  bestowed  upon  mere  skill  in 
handicraft."  (L.  B,,  7  Ch.  677.)  James,  L.J.,  in  reversing  this  judg- 
ment, said :  "  I  find  it  very  difficult  to  reconcile  this  proposition 
with  what  has  been  said  by  many  judges  in  many  cases,  and  more 
particularly  in  the  case  of  Crane  v.  Price.  Now,  no  doubt  Crane  v. 
Price  has  been  questioned,  and  if  I  may  bo  permitted  to  say  so, 
with  all  respect  to  the  very  powerful  tribunal  whioh  decided  that 
case,  I  have  never  been  satisfied  with  the  decision.  That,  how- 
ever, was  simply  because  I  could  not  see  how  the  word  *  combination' 
could  be  properly  applied  to  the  introduction  of  a  particular  kind 
of  fuel  into  a  machine  which  had  been  patented  for  the  use  of  every 
kind  of  fuel  in  the  making  of  iron  ;  and  neither  I  nor,  so  far  as  I 
am  aware,  any  other  judge  has  ever  questioned  the  principles  upon 
which  that  case  was  decided.  •  •  •  That  being  so,  I  cannot  ooucnr 
with  the  Yice-Ghancellor  in  saying  that  the  patent  of  the  plaintiff 
was  to  be  invalidated  upon  the  principle  which  he  has  laid  down, 
because,  if  the  evidence  is  to  be  believed,  what  the  plaintiff  has 
done  is,  that  he  has  produced  a  thing  in  a  more  expeditious  manner, 
in  a  more  economical  manner,  and  of  a  better  quality.'*  (L.  £., 
7  OA.  684;  20  W.  B.  650,) 

(o)   BaMLETT  f?.  PiCKSLET,      [1876] 

The  plaintiff's  patent  was  for  improvements  in  machines  for 
mowing,  by  which  the  cutting-knife  might  be  made  to  revolve 
quicker  for  mowing  grass  than  for  cutting  corn.  The  shaft  which 
drove  the  knife  was  mounted  parallel  to  the  axle  of  the  wheels^ 
and  on  this  axle  were  mounted  toothed-wheels  of  different  diame- 
ters. The  shaft  could  be  moved  longitudinally,  so  as,  by  the  aid  of 
pinions,  to  be  driven  by  the  large  or  small  wheel  as  required. 
An  identical  arrangement  of  shaft  and  wheels  had  already  been 
used  in  haymaking  for  driving  the  tossing-rakes  faster  or  slower : 
— Hdd,  that  this  was  not  a  combination,  although  it  was  called  a 
oombined  reaping  and  mowing  machine,  but  merely  an  application 
of  a  known  machine  to  an  analogous  purpose.  Grove,  J. :  "  Crane 
V.  Price  has  been  cavilled  at,  and  can  only  be  upheld  on  the  ground 
that  there  a  new  product  was  produced  of  a  different  class  and  cha- 
racter. Whether  it  i  s  supportable  on  that  ground  or  not  some  learned 
judges  have  doubted"  (at  p.  43).  A  patentee  cannot  make  a 
combination  within  the  meaning  of  the  patent  law  by  calling  it  a 
combination.  A  combination,  in  point  of  law,  must  bo  a  com- 
bination producing  a  new  and  useful  result.     (Griff.  40.) 

(p)  BiNNKY  V.  Feldtman.    H.  L.     [1871-6] 

Where  the  invention  claimed  was  **a  packing  (for  joints  of 
engines)  composed  of  dry  powdered  substances,  combined  with 
braided,  twiwted,  or  plaited  fibrous  material  substantially  as  set 
forth,"  it  was  Held,  that  as  the  ubc  of  fibrous  material  for  packing 
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was  not  new,  and  the  use  of  mineral  labricants  for  such  a  purpose 
was  not  new,  it  could  not  be  the  subject  of  a  patent  to  use  fibrous 
strands,  or  any  other  fabric  combined  with  mineral  lubricant,  in 
the  sense  of  mainly  using  the  two  things  together.  And  if  the 
claim  is  limited  by  the  words  "  substantially  as  set  forth  "  to  a 
particular  process  of  manufacture,  by  which  the  two  materials  are 
combined,  the  patentee  cannot  thereby  prevent  a  conjoint  use  of 
the  two  materials  together,  which  will  result  in  the  ordinary  course 
of  use  in  producing  the  same  thing  which  the  patentee  claims  to 
produce  intentionally.     {Qriff.  p,  49.) 

(5)  HiNKS  V.  Safety  Lighting  Company.    M.  R.    [1876] 

It  was  contended  that  a  patent  for  a  lamp  was  anticipated  by  a 
prior  patent  for  a  lamp,  the  only  material  diflference  between  the 
two  being  that  one  used  a  round  wick  and  the  other  a  flat  wick. 
Jessel,  M.R. :  "  On  the  one  hand  it  was  said  you  can  never  support 
a  patent  by  substituting  a  round  wick  for  a  flat  wick,  as  there  is  no 
invention  in  that.  On  the  other  hand  it  was  said.  Why  not  ?  If 
it  is  a  combination  patent,  the  very  essence  of  a  combination  patent 
is  that  it  is  a  new  combination  of  known  parts,  and,  in  fact,  very 
few  machines  are  now  invented  which  contain  any  new  part.  As 
a  general  rule,  every  machine  invented  is  made  up  of  parts  which 
'are  previously  known.  A  new  part  of  a  machine  is  very  uncom- 
mon indeed  ;  consequently  that  is  an  objection  which,  per  «c,  is  not 
of  great  weight.  Bat,  like  every  combination  which  is  i)ew,  it 
must  have  merit,  and  now  how  is  a  judge  to  apportion  the  merit  ? 
I  do  not  know.  As  far  as  I  can  ascertain  from  the  authorities,  the 
merit  very  much  depends  on  the  result  produced.  Where  a  slight 
alteration  in  a  combination  turns  that  which  was  practically  useless 
before  into  that  which  is  very  useful  and  very  important,  judges 
have  considered  that,  though  the  invention  was  small,  yet  the 
result  was  so  great  as  fieiirly  to  be  the  subject  of  a  patent ;  and, 
as  far  as  a  rough  test  goes,  I  know  of  no  better."     (4  Ch.  D,  615.) 

(r)  Clark  v.  Adie  (First  App.)    H.  L.    [1877] 

Lord  Blackburn,  speaking  of  the  case  of  Crane  v.  Price  (4 
M,  d  Or.  580),  said :  '*  That  was  a  case  where  a  hot  blast,  which 
had  been  applied  as  a  means  of  melting  iron  by  the  use  of  ordinary 
ooal,  was  first  applied  to  melting  iron  m  Wales  by  anthracite  coal, 
and  thereby  produced  an  enormous  benefit,  for  it  utilized  the  whole 
of  the  great  Welsh  ooal-field.  In  that  case  there  was  a  considerable 
difficulty  in  saying  whether  the  patent  was  good  or  not,  but  it  was 
held  to  be  good.  That  case  has  gone  as  near  the  extreme  end  as 
any  decided  case  has  gone ;  it  shows  that  an  old  combination,  if 
producing  a  new  and  beneficial  result,  may  be  the  subject  of  a 
patent.  Whether  it  is  so  or  not  must  depend  upon  the  facts  of  the 
particular  case ;  and  again,  whether  it  is  properly  described  or  not 
depends  upon  the  facts  of  the  particular  case.  In  those  cases  there 
is  great  difficulty  in  saying  how  much  must  be  descri>)ed  in  the 
specification,  and  to  what  extent  the  combination  must  be  de- 
scribed."    (2  App.  Cas.  335.) 
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(«)  Sykes  v.  Howarth.    Pry,  J.    [1879] 

MachineB  for  carding  wool,  <&o.,  consisted,  prior  to  the  invention 
of  the  plaintiff,  of  a  series  of  large  cylinders  on  which  smaller 
cylinders  revolved,  the  last  of  the  series  of  smaller  cylinders  termed 
a  "  fancy  roller,"  being  used  to  raise  the  fibre  on  the  surface  of  the 
larger  roller.  The  rollers  were  covered  with  "  cards "  (strips  of 
leather  thickly  studded  with  short  wires).  These  cards  were 
cleaned  by  means  of  a  hand-scraper,  an  objectionable  method, 
inasmuch  as  from  the  fact  of  the  person  using  the  scraper  having 
to  stand  at  a  side  of  the  machine,  and  thus  being  unable  to  draw 
the  scraper  in  an  exact  line  with  the  gates  of  the  cards  (passages 
between  the  wires),  the  cards  were  liable  to  be  injured.  The 
plaintiff  obtained  a  grant  of  letters  patent  for  improvements  in 
fancy  rollers,  by  the  introduction  of  wide  spaces  between  the  cards, 
which  produced  an  exhaust  current  of  air,  and  made  the  rollers 
operate  in  their  function  as  fancy  rollers.  In  addition  to  this,  the 
fancy  rollers  were  applicable  and  employed  for  cleaning  the  other 
card-covered  cylinders :—  Held^  on  the  principle  of  Murray  v.  ClayUm 
(Xr.  B.f  7  Ch,  577),  that  the  improvements  were  a  proper  subject- 
matter  for  a  patent    (12  Ch.  D.  826.) 

(t)  Hayward  17.  Hamilton.    C.  A.    [1879-1881] 

The  plaintiff  was  the  proprietor  of  a  patent  for  improvements  in 
pavement  lights.  In  his  specification  he  stated  that  he  glazed  the 
frame  of  the  pavement  light  with  glass  of  a  prism-like  form  under- 
neath, resembling,  to  some  extent,  the  glasses  which  are  inserted 
into  ships'  decks  to  give  light  below,  but  differing  entirely  in  the 
form  and  arrangement  of  the  prism,  in  order  that  the  light  might 
be  thrown  forward  in  one  direction.  The  jury  found  that  it  was 
not  a  new  thing  to  form  and  arrange  a  prism  so  that  the  light 
might  be  thrown  forward  in  one  direction,  but  that  it  was  a  new 
thing  to  elaze  lights  as  the  plaintiff  had  done : — Hdd^  that  as  the 
plaintiff  had  not  tried  to  patent  his  idea,  but  had  pointed  out  a 
combination  by  which  it  could  be  carried  into  execution,  such  com- 
bination was  a  proper  subject  of  a  patent.  Per  Brett,  L.  J. :  ''  A 
point  was  raised  and  discussed,  which  for  a  time  did  seem  to  me 
to  present  a  difficulty,  namely,  whether,  although  this  was  new 
and  useful,  it  could  be  said  to  be  an  invention.  ...  I  did  not 
recollect  of  myself  any  case  in  which,  where  a  thing  had  been 
pronounced  to  be  new  and  useful,  the  question  of  whether  it 
was  an  invention  had  been  ever  discussed,  or  even  left  to  a  jury 
for  instance.  It  seemed  to  me,  in  all  previous  cases,  it  had  been 
taken  for  granted,  that  if  the  thing  were  new  and  useftd,  there 
must  have  been  an  invention  in  order  to  arrive  at  a  thing  that 
can  be  so  described ;  and  I  should  say,  that  in  nine  hundred  and 
ninety-nine  cases  out  of  a  thousand,  that  must  be  so.  I  say,  if 
the  thing  is  new  and  useful,  it  is  impossible  to  suppose  there  is 
not  sufficient  to  make  an  invention;  but  I  do  not  think,  as  a 
matter  of  law,  that  could  be  predicated  as  an  absolute  rule  of 
law ;  because  I  think  it  is  possible,  although  a  thing  wore  new 
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and  useful,  it  might  be,  under  certain  ciroumstances,  that  there 
was  no  invention  in  it."  {Griff'  121,  at  p.  121.)  (But  see  Blakey 
V.  Latham^  p.  510  («).) 

(tt)  Reynolds  v.  Amos*    [1886] 

A  patentee  claimed,  in  the  manufacture  of  ensilage,  a  combination 
of  chains  and  cross-beams  with  means  for  anchoring  or  securing 
the  chains,  by  which  fodder  might  be  compressed  and  retained  in 
the  compressed  state.  Bacon,  Y.-C. :  "  Its  novelty  is  established 
beyond  all  doubt ;  its  utility  is  proved,  among  many  other  things, 
by  the  defendants  themselves  who  have  adopted  it;  that  it  is 
cheaper,  the  evidence  enables  me  to  say.  So  that  if  I  take  what 
are  upon  authority  the  unquestionable  requisites  necessary  to 
sustain  a  patent,  I  find  that  it  is  new,  .  .  .  that  it  is  better  than 
any  other  as  the  witnesses  have  proved,  and  that  it  is  beyond 
all  question  very  much  cheaper.  .  .  .  There  is  no  novelty  in  a 
chain ;  there  is  no  novelty  in  pinning  a  chain  so  that  it  cannot 
shift  its  position  ;  there  is  no  novelty  in  shortening  the  chain  by 
means  of  a  pin ;  but  the  man  who  invented  this  mode  of  dealing 
with  the  chain  for  the  purpose  of  manufacturing  ensilage,  says 
that  he  is  entitled  to  a  patent,  and  I  have  not  heard  a  word  of 
argument  nor  of  authority  that  should  induce  me  to  doubt  that 
that  is  the  plain  law."     {Griff.  201 ;  3  0.  2^.  215,  at  p.  219). 

(i;)  Edison  and  Swan  United  Electric  Company  v,  Woodhousb  and 
Eawson  (No.  1).    C.  A.    [1886] 

It  is  usually  true  to  say  that  the  mere  change  of  size  of  a  part 
of  a  combination  cannot  constitute  a  new  manufacture  so  as  to  be 
good  subject-matter ;  but  where  a  filament  was  substituted  for  a 
rod  with  the  definite  purpose  of  making  a  physical  law  subserve 
the  end  in  view,  and  the  filament  produced  a  result  which  the  rod 
could  not: — Held^  that  the  substitution  was  good  subject-matter. 
The  introduction  into  an  old  combination  of  a  new  shape  of  one  of 
the  old  elements  of  that  combination,  which  invokes  a  law  of  nature 
otherwise  left  on  one  side,  may  be  the  subject  of  a  patent.  (4 
O.ii.  79.) 

(w)  MosELBY  f?.  Victoria  Kubber  Company.    [1887] 

The  plaintiff's  invention  consisted  in  a  new  combination  of  old 
processes  for  the  production  of  designs  upon  waterproof  fabrics, 
and  included  an  application  of  farina  for  the  purpose  of  fixing 
or  absorbing  colouring  matter  which  was  previously  unknown. 
Held^  to  be  good  subject-matter.    (4  0,  B.  241.) 

{x)  BowcLiFFE  V.  Longford  Wire  Company.    [1887] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
frames  for  woven  or  elastic  wire-web  mattresses,  it  appeared  that 
the  framework  claimed  was  substantially  that  of  the  old  four-post 
bedstead,  and  differed  from  it  only  (1)  in  not  having  any  legs  or 
posts ;  (2)  in  having  the  transverse  sliding-piece  on  the  top  of  the 
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sides  instead  of  in  grooves  along  the  sides ;  and  (3)  ill  hairing  the 
foot  and  head  raised  above  instead  of  being  flush  with  the  sides : — 
jQTeZeJ,  that  the  alleged  invention  was  not  subject-matter  for  a  patent, 
and  had  been  anticipated.     (4  0.  B.  281.) 

(y)  Boyd  v.  Horrocks.     [1888] 

The  plaintiff's  patent  was  for  improvements  in  machinery  far 
winding,  doubling  and  twisting  yarn  or  thread.  Held^  to  be 
good  subject-matter,  as  being  ''  a  new  method  of  adapting  in  a 
practical  and  useful  form  something  well  known  by  itself  with 
something  equally  well  known  by  itself,  but  so  as  in  the  combi- 
nation to  make  something  new  and  useful."  (5  0.  B,  557  at  p.  578.) 
The  judgment  was  reversed  on  another  ground.     (6  0.  JB.  162.) 

(z)  Blaket  v.  Latham.    C.  A.     [1889] 

Per  Cotton,  L.J. :  "  We  were  much  pressed  with  two  cases,  one 
of  which  was  Hay  ward  v.  Hamilton.  ...  I  doubted  about  it  for  a 
considerable  time,  and  I  do  not  agree  with  all  that  the  Master  of 
the  Rolls  says  there ;  but  I  pointed  out  that  there  whs  invention 
in  that  case."     See  p.  522  (/).     (6  0.  B.  184,  at  p.  188.) 

(a)  Edison  and  Swan  Electric  Light  Company  v.  Holland.    C.  A. 

[1889] 

The  plaintiffs'  second  claim  was  for  the  combination  of  a  carbon 
filament  within  a  receiver  made  entirely  of  glass,  through  which 
the  leading  wires  pass,  and  from  which  receiver  the  air  is  ex- 
hausted for  the  purposes  set  forth.  The  patent  had  already  been 
before  the  Court.  Held^  that  the  questions  whether  this  claim 
was  too  wide  or  was  properly  subject-matter  were  questions 
depending  partly  on  fact,  and  that  it  was  not  too  wide  and  was 
good  subject-matter.     (6  0.  B.  243.) 

(h)  Thomson  v,  American  Braided  Wire  Company.    H.  L.    [1889] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
bustles  or  dress  improvers,  it  appeared  that  the  patentee's  bustle 
was  composed  of  tubular  sections  of  braided  wire,  the  ends  of  which 
were  secured  by  clamping  as  described,  and  that  the  bustle  was 
thereby  rendered  very  light,  and  was  a  considerable  improvement, 
.  as  evidenced  by  the  public  demand.  It  was  shown  that  bustles 
had  long  been  made  of  horsehair,  whalebone,  and  other  elastic 
materials;  that  prior  patents  had  been  granted  to  Jenkins  for 
pillows  and  cushions  made  of  braided  wire;  and  to  Lake  for 
making  pillows,  (fee.,  from  strands  of  wire,  woven  or  plaited  into  the 
form  of  a  cylinder ;  and,  in  the  Court  of  Appeal,  further  evidence 
was  admitted  to  show  that  soft  wire  had  been  braided  and  used  in 
tubular  sections  for  various  articles : — Held,  by  the  Court  of 
Appeal  and  the  House  of  Lords  (Lords  Watson,  Herschell,  and 
Macnaghten,  Halsbury,  L.C.,  and  Fitzgerald,  L.,  diss),  that  the 
invention  was  good  subject-matter  lor  a  patent.  Herschell,  L. : 
''  It  is  clear  that  no  such  bustle  had  ever  been  made  before  the 
date  of  the  patent,  and  that  as  soon  as  this  bustle  became  known 
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there  was  a  large  demand  for  it.  .  .  .  This  is  cerfaii)Iy  a  fact 
to  which  Rome  weight  may  be  attributed.  Apart,  from  that, 
however,  the  mode  in  which  the  tube  of  braided  wire  is  made 
available  as  a  bustle,  by  the  use  of  clamps  applied  and  fixed  in 
the  manner  described,  appears  to  me  to  be  simple  and  efficient, 
and  not  so  obvious  as  to  occur  to  every  one  contemplating  the  use 
of  braided  wire  for  the  purpose  of  a  bustle.  The  result  is  a 
complete  article,  light,  effective,  not  likely  to  get  out  of  order, 
and  capable  of  being  manufactured,  and  therefore  sold  cheaply. 
And  I  am  unable  to  say,  that  to  produce  a  new  thing  combining 
these  qualities,  required  no  invention.  ...  If  the  demand  of 
the  public  for  a  particular  article  of  dress  be  better  met  by  a 
new  combination  than  it  has  been  by  the  articles  previously  in 
use,  and  if  this  new  combination,  though  its  component  parts  be 
not  new,  required  some  exercise  of  the  inventive  faculty  to 
produce  it,  I  think  it  can  be  protected  by  a  patent,  though  it 
may  be  impossible  to  say  that  the  invention  is  important  or 
necessary  for  the  public  good."     (6  0.  JB.  618,  at  p.  528.) 

(c)  Williams  v.  Nye.    C.  A.    [1890] 

In  an  action  for  infiingement  of  a  patent  for  an  improved 
mincing  machine,  it  appeared  that  the  plaintiff  in  his  machine 
had  continued  the  shaft  of  the  screw  in  Nye's  machine  and 
utilised  it  for  the  purpose  of  filling.  Nobody  had  previously 
succeeded  in  producing  a  combined  mincing  and  filling  machine^ 
Held,  that  there  was  not  sufficient  invention  to  support  a  patent- 
Cotton,  L.J. :  **  It  is  difficult  to  express  in  words  with  preeiseness 
what  is  meant  by  ingenuity  and  what  is  meant  by  invention ;  but 
I  express  my  opinion  that  in  order  to  maintain  a  patent  there 
must  be  a  substantial  exercise  of  the  inventive  power  or  inventive 
faculty."     (7  0.  B.  62,  at  p.  67.) 

(c*)  Newsum  v.  Mann.    [1890] 

The  plaintiff's  patent  was  for  improvements  in  printing  machines, 
the  first  and  second  claims  being  for  the  combination  of  certain 
brackets  and  an  intermediate  frame  cast  together.  The  invention 
was  alleged  to  consist  in  the  construction,  which  gave  greater 
stability,  but  held,  that  the  first  and  second  claims  were  for  the 
mere  casting  together  of  things  well  known  and  were  not  subject- 
matter,  and  that  therefore  the  patent  was  invalid.     (7  0.  B.  307). 

Process. 

(d)  HORNBLOWEB  17.  BoULTON.      [1799] 

A  patent  was  granted  for  a  *'  method  o^  lessening  the  con- 
sumption of  steam  and  fuel  in  fire-engines."  The  specification 
stated  that  the  "method  consisted  of  the  following  principles" 
(describing  the  mode  in  which  those  principles  were  applied  to 
the  purposes  of  the  invention) : — Hdd,  that  the  invention  was  the 
subject  of  a  patent.  (8  T.  Eep.  95 ;  Dav.  P.  C.  221 ;  1  Carp.  P.  C. 
lbQ.^     Grose,  J. :  '*  I  am  inclined  to  think  that  a  patent  cannot  be 
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granted  for  a  mere  ptinciple;  but  I  think  that,  although  in 
words  the  privilege  granted  is  to  exercise  a  method  of  making  or 
doing  anything,  yet  if  that  thing  is  to  be  made  or  done  by  a 
manufacture,  and  the  mode  of  making  that  manufacture  is  de> 
scribed,  it  then  becomes  in  effect  (by  whatever  name  it  may  be 
called)  not  a  patent  for  a  mere  principle,  but  for  a  manufacture  of 
the  thing  so  made,  and  not  merely  for  the  principle  upon  which  it 
is  made."  (8  T.  Bep.  105.)  Lawrence,  J.,  said :  "  Engine  and 
method  mean  the  same  thing,  and  may  be  the  subject  of  a  patent. 
*  Method,'  properly  speaking,  is  only  placing  several  things  and 
performing  several  operations  in  the  most  convenient  order;  but 
it  may  signify  a  contrivance  or  device ;  so  may  an  engine,  and 
there  I  think  it  may  answer  the  word  'method.*  So  'principle' 
may  mean  a  mere  elementary  truth,  but  it  may  also  mean  con- 
stituent parts;  and  in  effect  the  specification  is  this:  'the  con- 
trivance by  which  I  lessen  the  coubumption  of  steam  consists  in 
the  following  principles — that  is,  constituent  or  elementary  parts ; 
a  steam  vessel,  in  which  the  powers  of  steam  are  to  operate,  to  be 
kept  as  hot  as  the  steam  by  a  case ;  a  distinct  vessel  to  condense 
the  steam;  and  pumps  to  draw  off  such  vapour  as  is  likely  to 
impede  the  motion  of  the  fire-engine,'  &c."     (lb.  106.) 

(a)  HuDDART  V.  Grimshaw.    N.  p.    [1803] 

There  may  be  several  patents  granted  for  several  methods  of 
obtaining  the  same  object,  provided  the  methods  of  obtaining  that 
object  are  not  identical.     (1  Web  P.  C.  92.) 

(6)  Hall  v.  Jarvis,    N.  P.    [1822] 

The  patent  was  granted  for  a  "method  of  improving  every  kind 
of  lace,"  &o.  The  invention  consisted  in  causing  lace  to  pass 
through  a  flame  of  gas,  in  order  to  singe  off  the  projecting  fibres^ 
and  the  specification  desciibed  the  means  by  which  the  invention 
was  to  be  performed.  The  patentee  claimed  the  application  of  the 
flame  of  inflammable  gas  to  the  purposes  described  in  the  specifi- 
cation. It  was  proved  that  before  the  date  of  the  patent,  muslin 
had  been  passed  over  rollers  of  heated  iron,  and  that  mits  «uid 
stockings  had  been  passed  through  oil  and  alcohol  flames  for  a 
similar  purpose.  It  was  objected  that  the  mere  doing  that  with 
the  flame  of  gas  which  had  long  before  been  done  by  means  of 
other  kinds  of  flame,  was  not  such  an  invention  as  to  constitute 
the  subject-matter  of  a  patent.  The  patent  was,  however,  held  to 
be  good.    (1  Web.  P.  C.  100;  1  Carp.  P.  C.  423.) 

(c)  Jones  v.  Pearce.,  N.  P.    [1832] 

The  plaintiff's  patent  was  for  "  a  certain  improvement  or  im- 
provements on  wheels  for  carnages."  The  patentee,  in  his  specifi- 
cation, said  :  "  I  hereby  claim  as  my  invention,  and  declare  that  my 
improvement  or  improvements  on  wheels  fur  carriages  consibt  in 
substituting  suspending  rods  made  of  iron  or  other  suitable  metal 
in  lieu  of  spokes,  by  which  suspending  rods  I  hang  or  suspend  the 
weight  or  load  from  that  part  of  the  wheel  which  happens  to  be 
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Tippemioflt,  and  prevent  any  support  being  given  to  fhe  said  weight 
or  load  by  the  rods  which  happen  to  be  immediately  nnder  the 
axletree."  At  the  trial  the  defendant's  counsel  contended  that  the 
specification  did  not  confine  the  claim  to  any  particular  m<»de  of 
constructing  wheels  on  the*  suspension  principle,  but  expressly 
claimed  the  invention  of  the  principle  itself.  Patteson  J.,  was  of 
opinion  that,  on  the  specification  taken  as  a  whole,  the  claim  waa 
for  the  invention  of  a  method  of  making  wheels  on  the  principle, 
of  suspension,  which  method  was  described  in  the  specification. 
(1  Web.  P.  a  122;  1  Carp.  F.  G.  524.) 

{d)  BussKLL  V.  Cowley,    [1836] 

Before  the  patent,  for  the  infringement  of  which  the  plaintiff 
sued,  iron  tubes  were  made  by  drawing  them  through  rollers,  a 
mandrel  being  placed  inside  the  tube  so  as  to  form  an  internal 
support.  The  patent  in  question  was  granted  for  a  process  of 
manufacturing  iron  tubes  by  drawing  them  through  fixed  dies  or 
holes  without  the  use  of  a  mandrel.  The  tubes  made  by  this 
process  were  of  greater  length,  were  more  uniform,  and  could  be 
manufactured  at  a  cheaper  rate  than  by  the  old  process,  'ilie 
Court  held  this  to  be  a  good  subject-matter  for.  a  patent.  (1  C.j  H/L 
&  B.  864;  1  Weh.  F.  C.  463;  I  Carp,  F.  CL  557;  16  jBep.  ArU., 
N.  8.  116.) 

(e)  Walton  v.  Potter,    N.  P.    [1841] 

Tindal,  C.J. :  "  There  can  be  no  doubt  whatever  that,  althOugli 
one  man  has  obtained  a  patent  for  a  given  object,  there  are  many 
modes  still  open  for  other  men  of  ingenuity  to  obtain  a  patent  for 
the  same  object ;  there  may  be  many  roads  leading  to  one  place, 
and  if  a  man  has,  by  dint  of  his  own  genius  and  discovery,  after  a 
patent  has  been  obtained,  been  able  to  give  to  the  public,  without 
reference  to  the  former  one,  or  borrowing  from  the  former  one,  a 
new  and  superior  mode  of  arriving  at  the  same  end,  there  can  be 
no  objection  to  his  taking  out  a  patent  for  that  purpose."  (1  Web. 
F.  C.  590.) 

(/)  Gibson  v.  Bkand,    [1842] 

Tindal,  C.J. :  "The  patent  is  taken  out  *  for  a  new  or  improved 
process  or  manufacture  of  silk,  and  silk  in  combination  with 
certain  other  fibrous- substances  :  *  taken  out,  therefore,  strictly  for 
a  process.  On  the  present  occasion  it  is  not  necessary  to  go  into 
the  question  (upon  the  view  I  take  of  this  specification),  whether  a 
patent  can  be  granted  for  a  process,  in  the  strict  and  proper  senses 
of  that  term,  of  not.  Undoubtedly  there  is  a  very  strong  reas<m  to 
suppose,  if  the  specification  is  carefully  and  properly  prepared,  so 
as  to  point  out,  with  great  distinctness  and  minuteness,  what  the 
process  is,  that  such  a  patent  may  be  good  in  law."  (j[  Web.  F.  C^ 
633.)  Erskine,  J. :  "  Although  it  may  be  true,  that  a  party  may 
have  a  patent  for  an  improved  process,  under  circumstances  which 
vould^how  that  the  improvement  in  the  process  really  amounted 
to  a  new  invention,  and  a  jnew  pianufacture,  withip  the.  terms 
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of  the  Act  of  PiBkrliament,  I  think  the  evidence  in  this  cane 
doee  not  show^  that  here  there  has  been  such  an  improvement.'* 
(Jt.  638.) 

(0)  HsLUWiiLL  V.  Deabmak.    [About  1842] 

The  object  of  the  plaintiff's  invention  was  the  rendering  fabrics 
waterproof,  but  at  the  same  time  leaving  such  fabrics  pervious  to 
air.  Before  the  plaintiff's  patent  a  solution  of  alum  and  soap  was 
made,  and  the  fabric  to  be  rendered  waterproof  was  immersed 
therein.  By  this  means  a  waterproof  surface  was  produced  on  the 
fabric,  but  it  was  not  of  a  lasting  nature :  it  wore  off.  According 
to  the  plaintiff's  invention,  the  fabric  was  immersed  first  in  a 
mixture  of  a  solution  of  alum  with  some  carbonate  of  lime,  and 
then  in  a  solution  of  soap.  The  effect  was,  that  by  the  first 
immersion  every  fibre  became  impregnated  with  the  alum,  the 
sulphuric  acid  of  the  alum  being  neutralized  by  the  carbonate  of 
lime^  and  by  the  second  immersion  the  oily  quality  rendering  it 
repellant  of  water  was  given  to  every  fibre,  so  that  every  fibre 
l¥as  rendered  waterproof  instead  of  the  surface  only;  but  the 
whole  fabric  continued  pervious  to  air : — Hdd^  that  this  was  such 
a  change  in  the  modus  operandi  as  to  constitute  a  new  manu- 
facture.   (1  Web.  P.  a  401  (n).) 

(A)  Stevens  v.  Keating.    N.  P.    [1847] 

Pollock,  C.B.:  **The  word  *  manufacture '  is  introduced,  and 
all  patents  must  be  for  a  manufacture.  The  real  invention  may 
be  not  so  much  for  the  thing  when  produced,  as  for  the  mode 
in  which  it  is  produced;  and  its  novelty  may  consist,  not  so 
much  in  its  existence  as  a  new  substance,  as  in  its  being  an  old 
substance*  but  produced  by  a  different  process.  In  one  sense,  an 
old  substance  produced  by  a  new  process  is  a  new  manufacture ; 
of  that  there  cannot  be  a  doubt;  and  therefore,  although  the 
language  of  the  Act  has  been  said  to  apply  only  to  manufactures 
and  not  to  processes,  when  you  come  to  examine  it,  either  literally 
or  even  strictly,  it  appears  to  me  the  expression  *  manufacture '  is 
free  from  objection,  because,  though  an  old  thing,  if  made  in  a 
new  way,  the  very  making  of  it  in  a  new  way  makes  it  a  new 
manufacture.  Therefore,  although  I  think  this  is  a  patent  for  the 
process  rather  than  the  product,  I  think  it  may  be  a  patent  for  the 
product."     (2  WA.  P.  d  182.) 

(t)  Walunoton  v.  Dale.    [1852] 

Previous  to  the  plaintiff's  patent  being  granted,  gelatine  was 
obtained  by  submitting  large  pieces  of  hides  to  the  action  of 
caustic  alkali,  or  by  reducing  them  to  pulp  in  a  paper  machine,  and 
employing  blood  to  purify  the  product.  The  invention  claimed 
consisted  in  cutting  the  hides  into  shavings,  thin  slices,  or  films, 
whereby  the  use  of  blood  in  the  process  of  purification  became 
unnecessary : — HM,  that  the  invention  was  the  subject-matter  of  a 
patent    (7  Exch.  888 ;  23  X.  /.,  Ex.  49.) 
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(J)  Booth  v.  Kbnnard.    [1856] 

Patent  for  *' improvements  in  tHe  manafactnre  of  gas."  The 
patentee,  in  his  specification,  said:  "Hitherto  in  mannfacturing 
gas  from  oils,  oily  or  resinous  matter,  it  has  been  usual  to  go 
through  the  costly  procoKs  of  obtaining  the  oils,  <&c.,  from  seeds 
and  other  substances,  and  to  use  the  same  in  a  fluid  or  semifluid 
state  .  •  .  •  Now,  my  invention  consists  in  the  direct  use  of 
seeds,  leaves,  flowers,  branches,  nuts,  fruits,  and  other  substances, 
and  mattei-s  containing  oil  or  oily  or  resinous  matter,  or  other 

matter  useful    in  the  manufacture  of  vegetable  gas I 

claim  for  makius;  gas  direct  from  seeds  and  matters  herein  named, 
instead  of  making  it  from  oils,  resins,  and  gums,  previously 
extracted  from  such  substances  : " — Heldy  that  assuming  the 
invention  to  be  new,  it  was  a  good  subject-matter  for  a  patent. 
(I  Hurl  d  N.  527 ;  26  L.  J.,  Ex.23;  3  Jtir.,  N.  S.  21.)  The  patent 
was  afterwards  set  aside  for  want  of  novelty.  (2  Hurl.  A  ir.  84 ; 
26  L.  J.,  Ex.  305.) 

(k)  Bbwlet  <?.  Hancock.    [1856] 

Lord  Cran worth:  "A  discovery  that  the  mixture  of  two  or 
more  simple  substances,  in  certain  definite  proportions,  will  form 
a  compound  substance  valuable  for  medical  or  other  qualities, 
would  aflbrd  a  good  ground  for  a  patent.  A  discovery  of  some' 
machinery,  whei-eby  such  a  mixture  may  be  more  quickly  or  more 
effectually  accomplished,  might  be  the  foundation  of  another 
patent"     (6  De  0.,  M.  d  O.  402.) 

(I)  BoviLL  V.  Pimm.    [1856] 

Where  the  subject  of  an  invention  is  not  new,  any  patent  taken 
out  for  a  method  of  performing  the  operation  is  substantially 
confined  to  that  method,  and  cannot  be  extended  to  other  methodui 
obviously  different,  because  they  involve  some  common  principle 
applied  to  the  common  object,  and  may  apparently  be  described  by 
the  same  general  phrase.    (11  Exck.  739.) 

(to)  BoviUi  V.  Kbyworth.    [1857] 

If  the  specification  of  a  patent  does  not  point  out  the  mode  bv 
which  a  patented  process  is  to  be  performed,  so  as  to  acoomplish 
the  object  in  view,  it  wiU  be  a  statement  of  principle  only,  and  the 
patent  will  be  invalid.    (7  J^.  dt.  B.  735.) 

(»)  HiGos  V.  Goodwin.    [1858] 

The  invention  for  which  the  patent  was  granted  was  '' treating 
chemically  the  collected  contents  of  sewers  and  drains  in  cities, 
towns,  and  villages,  so  that  the  same  mi^  be  applicable  to 
agricultural  and  other  useful  purposes."  In  the  specification 
^e  patentee  said :  *^  For  the  purpose  of  precipitating  the  animal 
and  vegetable  matter  contained  in  the  sewage  water,  I  prefer  to 
employ  hydrate  of  lime,  commonlv  termed  'slacked  lime.'  .  .  . 
What  I  claim  as  my  invention  is,  the  precipitation  of  animal  and 
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vegetaHe  matter  from  sewage  water  by  means  of  the  chemical 
agent  liereinbefore  described."  Lord  Campbell,  C.J.,  said:  "It 
seems  to  me  that  the  invention  of  the  plaintiff  is  a  subject  for  a 
patent,  as  the  invention  was  for  producing  an  article  of  com- 
mercial profit."  (El.  Bl  d  El.  529;  5  Jur.,  N.  S.  97;  27  L.  J^ 
Q.  B.  421.) 

(o)  Hills  r.  London  Gas  Light  Company,    [1860]  ,  .  . 

An  invention  consisted  in  the  purification  of  ooal  gas  by 
employing  the  hydrated  oxides  of  iron  to  remove  the  sulphuretted 
hydr6gen  from  tiie  gas.  On  an  action  for  the  infringement  of  a 
patent  for  this  invention,  it  was  contended  by  the  defendants  that 
this  was  not  the  subject  of  a  patent.  Baron  Bramwell,  delivering 
the  judgment  of  the  Court,  said :  "  If  a  man  were  to  say  *  I  claim 
the  use  of  hydrated  oxide  of  iron  for  the  purification  of  coal  gas^* 
without  saying  how  it  is  to  be  applied,  it  is  possible  the  objection 
might  be  well  founded  ;  but  here  the  plaintiff  says,  *  I  claim  it  in 
the  manufacture  of  gas  in  the  way  I  have  described,'  and  he  shows 
how  it  may  be  used.  Therefore  this  objection  fails."  (5  JBTurZ.  d  If* 
312  ;  29  Ir.  J.,  Ex,  409.) 

(j))  Young  v,  Pernie.    [1864] 

Vice-Chancellor  Sir  John  Stuart  said :  **  What  the  law  looks  ta 
is  the  inventor  and  discoverer  who  finds  out  and  introduces  a 
manufacture  which  supplies  the  market  for  useful  and  economical 
purposes  with  an  article  which  was  previously  little  more  than  the 
ornament  of  a  museum.  It  has  been  established  to  my  satisfaction, 
by  the  evidence  in  this  cause,  that  the  plaintiff  Young  is  an 
inventor  of  this  class,  and  that  his  patent  is  entitled  to  the 
protection  of  the  law.  I  find  that  he  has  ascertained,  by  a  course 
of  laborious  experiments,  a  particular  class  of  materials  among 
many,  and  a  particular  ^process  among  many,  which  has  enabled' 
him  to  create  and  introduce  to  the  public  a  useful  mannfactiire,> 
which  amply  supplies  the  market  with  that  which,  until  the  use  of 
the  materials  and  process,  and  temperature  indicated  by  him,  had 
never  been  supplied  for  commercial  purposes.  At  the  date  of  his 
patent  something  remained  to  be  ascertained,  which  was  necessary 
for  the  useful  application  of  the  chemical  discovery  of  paraffine, 
and  paraffine  oils.  This  brings  it  within  the  principle  stated  by 
the  Lord  ChanceUor  in  the  late  case  of  HilU  v.  Evans.  The 
manufacture,  with  the  materials  and  process  indicated  by  him, 
according  to  the  sense  in  which  I  understand  the  word  *  manu- 
facture '  to  be  used  in  the  statute,  was  a  new  manufacture,  not  in 
use  at  the  date  of  his  patent."  (4  Giff.  611 ;  10  Jur.,  N.  S.  936 ; 
12  W.  B.  903 ;  10  L.  T.  Bep.,  N.  S.  865.) 

(q)  Curtis  v.  Platt.     [1864] 

Where  an  invention  consists  of  the  discovery  of  particular  means 
for  attaining  a  result,  which  result  is  already  perfectly  well 
known,  the  invention  is  only  for  the  means ;  and  the  invention  of 
one  set  of  particular  means  does  not  interfere  with  the  invention  of 
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another  Bet  of  means  to  tHe  same  end',  provided  that  the  two  sets  of 
means  are  distinct,  and  the  latter  does  not  involve  a  colourable 
imitation  of  the  former,  or  an  incorporation  of  the  former,  with 
additions.     (11  L.  T.  Bep.,  N.  8.  245 ;  3  Ch.  D.  138  (n).) 

(r)  Nbwall  v.  Eluott.    [1864] 

The  plaintiff  obtained  a  patent  for  "  improvements  in  apparatus 
employed'  ini  laying  down  submarine  electric  telegraph  wires,'* 
which  he  effected  by  a  combination  of  a  wire  or  cable  round  a 
cone  of  supports,  placed  oyjindrically  outside  the  coil,  and  the  qs© 
pf  rings  in  combination  with  them : — Held^  to  be  a  good  subject 
for  a  patent.  (10  Jttr.,  N.  S.  954;  13  W.  B.  11;  10  L.  T.  Bep,, 
N.  8.  792.) 

Bramwell,  B.,  said :  *'  Two  other  matters  remain.  One  is,  the 
point  that  was  pressed  by  Mr.  Cleasby,  but  which  I  confess  I- 
nave  considerable  difficulty  in  understanding,  that  this  is  not 
the  subject  of  a  patent,  because  the  thing  is  not  prepared  and 
vendible — because,  for  the  convenience  of  buyer  and  seller,  instead 
of  being  ready  made  and  afterwards  fitted  up  in  the  ship,  it  is 
fitted  into  the  ship  by  the  owner  of  the  ship,  or  the  user  of  the 
$hip,  when  he  uses  it.  I  confens  I  am  unable  to  understand  that. 
It  seems  to  me*  to  be  an  argument  equally  good  to  say  that  you' 
could  not  have  a  patent  for  a  smoke-jack,  because  the  size  ot  the 
smoke-jack  depends  upon  the  size  of  the  chimney,  and  because  it 
is  more  convenient  that  it  should  be  put  up  by  a  country  smith." 
(10  Jur.,  N.  8.  959.) 

(«)  Simpson  v.  Hollidat.    H.  L.    [1866] 

Patent  for  "  improvements  in  the  preparation  of  red  and  purple 
dyes."  The  specification  thus  declares  the  nature  of  the  invention : 
**  I  mix  aniline  with  dry  arsenic  acid,  and  allow  the  mixture  to 
i^tand  for  some  time ;  or  I  accelerate  the  operation  by  heating  it  to, 
er  near  to,  its  boiling  point,  until  it  assumes  a  rich  purple  colour." 
The.  patentee  claimed  '*  the  manufacture  or  preparation  of  red  and 
purple  dyes,  by  treating  aniline  dyes  with  arsenic  acid,  as  herein- 
before described."  Chelmsford,  L.O.,  said :  **  There  is  nothing  upon 
the  face  of  the  specification  to  show  that  the  invention  described  is 
not  in  every  part  of  it  the  subject  of  a  patent."  (L.  B.,  1  JBT.  L. 
315  ;  36  L.  J.,  Oh.  811.) 

(t)  Bailey  «.  Roberton.    H.  L.    [1878] 

A  patent  may  be  obtained  for  the  use  of  a  solution  of  one  or  more 
chemical  substances  for  a  particular  purpose,  without  confining 
the  claim  to  any  particular  mode  of  use  or  application.  (^Per  Lord 
Cairns,  L.C.,'  3  App.  Gas.  1064 ;  and  per  Lord  Blackburn,  26. 1077.) 

(tt)  Badisghe  Anilin  und  Soda  Fabrik  t?.  Levinstein.     H.  L. 

[1887] 

'  Where  a  patent  is  taken  out  for  a  process  for  arriving  at  a  known 
result,  any  other  person  may  take  out  a  patent  for  another  process. 
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or  may  use  another  prooess,  withont  any  infringement  of  tlie  finrt 
patent.  But  where  a  patent  is  taken  out  for  a  new  resnlt,  and  there 
IS  one  procesB  in  the  patent  which  is  effectual  for  the  purpose  of 
arriving  at  that  new  result  at  the  time  when  the  patent  is  taken 
out,  the  patentee  is  entitled  to  protection  against  all  other  processes 
for  the  same  result.  It  is  no  ohjection  to  a  patent  to  say  that  the 
inventor  only  completed  hy  one  step  the  route  to  which  chemical 
discoveries  had  heen  tending  without  his  aid.  (24  Ck,  D,  171 ;  12 
App.  a  710.) 

(v)  Badische  Akiun  ukd  Soda  Fabrie  v.  Dawson.    [1889] 

In  an  action  for  infringement  of  a  patent  for  the  preparation  of 
yellow  colouring  matters  soluble  in  water  and  suitable  for  dyes,  it 
was  shown  that  dinitronaphthol,  which  was  known  as  Manchebter 
yellow,  had  long  been  in  use,  but  that  it  was  not  very  soluble  in 
water.  In  trying  to  correct  this  and  other  defectn  the  patentee 
discovered  that  b^  treating  alpha  naphtho)  with  additional  sul- 
phuric acid,  an  acid  was  obtained  which,  when  ti-eated  with  nitric 
acid,  retained  one  or  more  of  its  bulpho  groups.  This  product  was. 
completely  new,  and  no  one  had  eVer  discovered  liefore  how  to 
procure  a  sulpho  acid  of  alpha  naphihol  which  kept  one  or  more 
of  its  sulpho  groups  under  the  action  of  nitric  acid.  The  mode  of 
preparation  was  also  new,  and  it  was  held,  by  Charles,  J^  that  the 
mode  of  preparation  and  production  was  just  as  much  subject- 
matter  of  a  patent  as  the  production  of  the  sulpho  acids  of  oxyazo* 
naphthaline,  which  had  already  been  held  to  be  good  subject-matter. 
(t>  O.  B.  387.) 

Addition  to  a  known  Maekine  or  Process. 

(w)  Morris  v.  Branson.    N.  P.    [1776] 

An  addition  made  to  an  old  machine  is  a  good  subject-matter  for 
a  patent,  if  it  were  the  law  that  there  could  be  no  patent  for  an 
addition,  it  would  go  to  repeal  almost  every  patent  that  was  ever 
granted.     (BuH.  N.  P.  76;  1  Carp.  P.  0.30;  1  Web.  P.  C.  61.) 

{x)  R.  V.  Arkwright.    Sci.  Fac.    [1785] 

BuUer,  J.,  in  addressing  the  juiy,  said :  **  In  the  case  of  an 
invention,  many  parts  of  a  machine  may  have  been  known  before, 
yet  if  there  be  anything  material  and  new,  which  is  an  improve- 
ment of  the  trade,  that  will  be  sufficient  to  support  a  patent ;  but 
whether  it  must  be  for  the  new  addition  only,  or  for  the  whole 
machine,  would  be  another  (|uestion."    (1  Web.  P.  C.  71.) 

(y)  BouLTON  V.  Bull.    [1795] 

Buller,  J.,  said :  "  That  a  patent  for  an  addition  or  improvement 
may  be  maintained,  is  a  point  which  has  never  been  directly 
decided;  and  BircoCs  case^  3  Inst.  184,  is  an  express  authority 
against  it,  which  case  was  decided  in  the  Exchequer  Chamber. 
What  were  the  particular  facts  of  that  case  we  are  not  informed, 
and  there  seems  to  me  to  be  more  quaintness  than  solidity  in  the 
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Reason  assigned,  wbioh  is»  that  it  was  to  pnt  hut  a  new  button  to 
an  old  coat,  and  it  is  much  easinr  to  add  than  to  invent.  If  the 
button  were  new,  I  do  not  feel  the  weight  of  the  objection  that  the 
coat  on  which  the  button  was  to  be  put,  was  old.  But  in  truth, 
arts  and  sciences  at  that  period  were  at  so  low  an  ebb,  in  com* 
parison  with  that  point  to  which  they  have  been  since  advanced, 
and  the  effect  and  utility  of  improvements  so  little  known,  that  I 
do  not  think  that  case  ought  to  preclude  the  question.  In  later 
times,  whenever  the  point  has  arisen,  the  inclination  of  the  Court 
has  been  in  favour  of  the  patent  for  the  improvement,  and  the 
parties  have  acquiesced,  where  the  objection  might  have  been 
brought  directly  before  the  Court.  In  Morris  v.  Branson^  which 
was  tried  at  the  sittings  after  Easter  term  1776,  the  patent  was  for 
making  oilet  holes,  or  net-work  in  silk,  thread,  cotton  or  worsted ; 
and  the  defendant  objected  that  it  was  not  a  new  invention,  it 
being  only  an  addition  to  the  old  stocking-frame.  Lord  Manofield 
said :  *  After  one  of  the  former  trials  on  this  patent,  I  received  a 
very  sensible  letter  from  one  of  the  gentlemen  who  was  upon  the 
jury,  on  the  subject  whether  on  principles  of  public  policy,  there 
could  be  a  patent  for  an  addition  only.  I  paid  great  attention  to 
it,  and  mentioned  it  to  all  the  judges.  If  the  general  point  of  law» 
viz.,  that  there  can  be  no  patent  for  an  addition,  be  with  the  de- 
fendant, that  is  open  upon  the  record,  and  he  may  move  in  arrest 
of  judgment.  But  that  objection  would  go  to  repeal  almost  every 
patent  that  was  ever  granted.'  There  was  a  verdict  for  the  plain- 
tiff with  5002.  dama«<es,  and  no  motion  was  made  in  arrest  of 
judgment.  Though  his  lordship  did  not  mention  what  were  the 
opinions  of  the  judges,  or  give  any  direct  opinion  himself,  yet  we 
may  safely  collect  that  he  thought,  on  great  consideration,  the 
patent  was  good,  and  the  defendant's  counsel,  though  they  had 
made  the  objection  at  the  trial,  did  not  afterwards  persist  in  it. 
Since  that  time,  it  has  been  the  genei-ally  received  opinion  in 
Westminster  Hall,  that  a  patent  for  an  addition  is  good.  But  then 
it  must  be  for  the  addition  only,  and  not  for  the  old  machine  too. 
In  Jessop^s  case,  as  quoted  by  my  brother  Adair,  the  patent  was  held 
to  be  void  because  it  extended  to  the  whole  watch,  and  the  inven- 
tion was  of  a  particular  movement  only."     (2  JET.  BL  489.) 

(z)  HORNBLOWEB  ».  BOULTON.      [1799] 

Grose,  J. :  **  A  doubt  is  entertained,  whether  there  can  be  a 
patent  for  an  addition  to  an  old  manufacture.  This  doubt  rests 
altogether  upon  Bircot^s  case,  3  Inst.  184 ;  and  if  that  were  to  be 
considered  as  law  at  this  day,  it  would  set  aside  many  patents  for 
very  ingeniuus  inventions,  in  cases  where  the  additions  to  manu- 
factures before  existing  are  much  more  valuable  than  the  original 
manufactures  themselves.  I  shall  content  myself  with  referring  to 
what  Lord  Chief  Justice  Eyre  said  in  this  cause,  in  the  Court  of 
Common  Pleas,  in  answer  to  this  passage,  and  to  the  case  of  Morris 
V.  Branson,  cited  by  my  Brother  Bnller  upon  the  same  point.  If 
indeed  a  patent  could  not  be  granted  for  an  addition,  it  would  be 
depriving  the  public  of  one  of  the  best  benefits  of  tiie  statute  of 
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Jamofi.  tiord  Coke's  opinion,  therefore,  seems  to  have  beien  formed^ 
ivithont  due  oonsideration ;  and  modem  ezperienoe  shows  that  it  i» 
not  well  founded."     (8  T.  Bep.  104;  Dav.  P.  C.  233.) 

(a)  Ex  parte  Fox.    [1812] 

The  petitioners  having  applied  for  a  patent  in  respect  of  certain 
improvements  in  steam-engines,  a  caveat  was  entered  under  an 
existing  patent,  from  which  it  was  alleged  the  new  patent  was 
borrowed,  and  with  which  it  would  interfere*  The  affidavit  of  aa 
engineer  was  put  in,  stating  that  they  were  not  the  same,  nor  in 
any  respect  resembling  each  other. 

'.  Lord  Chancellor  Eldon  said  :  **  If  the  petitioners  have  invented 
certain  improvements  upon  an  engine  for  whioh  a  patent  has  been 
grauted,  and  those  improvements  could  not  be  used  without  the  ori- 
ginal engine,  at  the  end  of  fourteen  years  the  petitioners  could  make 
use  of  a  patent  taken  out  under  their  improvements,  though  before 
that  period  expired  they  would  have  no  right  to  make  use  of  the 
other's  substratum.  At  the  end  of  that  time,  the  public  has  a 
choice  between  the  patents.  My  present  opinion  is,  that  this* 
patent  must  go."  Patent  granted.  (1  V.  d  B.  67 ;  I  Web.  P.  C. 
431.) 

(h)  Lister  o.  Leather.    [1857] 

Lord  Campbell,  C. J.,  said :  **  The  second  argument  was  that,  if 
a  subsequent  patent  for  a  combination  includes  a  part  of  an  inven- 
tion already  protected  by  patent,  it  infringes  on  the  property  of 
another,  and  so  is  a  violation  of  his  right,  and  ought  to  be  neld 
illegal  on  account  of  his  interest.  The  answer  is  that  the  patent 
for  an  improvement  on  an  invention  already  the  subject  of  a  patent^ 
if  confined  to  the  improvement,  is  not  an  infringement  of  the  former 
patent.  The  use  of  the  improvement  with  the  former  invention, 
during  the  existence  of  the  former  patent,  without  licence,  would 
be  an  infringement ;  but,  with  licence,  that  also  would  be  lawful, 
as  is  in  constant  experience.  Indeed  the  objection  was  carried  to 
the  extent  that  a  patent  for  an  improvement  on  a  patent  invention 
of  the  same  patentee  would  be  void ;  but  this  resta^  only  on  the 
assumption  that  the  improvement  cannot  be  distinguished  from  the 
invention  on  which  it  is  made.  The  assertion,  that  all  patents  for 
improvements  on  existing  patents  must  be  void^  is  obviously 
untenable."     (8  El.  d  B.  1017.) 

<c)  Balston  v.  Smith.    H.  L.    [1865] 

The  word  "manufacture"  comprehends  a  new  process  or  an 
improvement  of  an  old  proces?*.  (ll  H.  L,  Cos.  223;  20  Com,  B., 
JV;  S.  28;  35  X.  J.,  a  P.  49;  13  L.  T.  iJ«p.,  N.  S.  1.) 

(d)  Fox  V.  Dellestable.    [1866] 

Malins,  V.-C. :  "  No  doubt  a  man  may  make  an  invention  which 
is  partly  covered  by  an  existing  patent,  but  he  cannot  use  it  with- 
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out  the  licence  of  tHe  patenteie*  He  may  wait  for  the  expitation. 
of  the  patent,  and  take  out  one  himself  if  his  invention  be  novel, 
and  that  patent  will  be  valid."     (15  W.  B.  195.) 

(e)  Eades  v.  Starbuck  Waaon  Company,    [1881] 

Eades  was  owner  of  a  patent  for  an  invention  described  as  being 
a  method  of  making  the  body  of  a  tramcar  so  as  to  swivel  upon 
the  underframe  or  carriage.  There  was  an  existing  patent  for  the 
same  purpose  from  which  Eades'  patent  differed  only  in  the  addi^ 
tion  of  a  l^t^^hening  of  the  truck  and  the  addition  of  two  extra 
segmental  circles  for  the  purpose  of  better  supporting  the  car : — 
Held,  that  these  additions  did  not  constitute  such  an  invention  as 
to  entitle  the  plaintiff  to  a  patent.    (TF.  N.  1881,  160.) 

(/)  Jensen  «.  Smith.    [1885] 

The  question  being  whether  there  is  sufficient  invention  in  the 
difference  between  the  plaintiff's  machine  and  the  alleged  antioi'^ 
pation  to  be  the  subject  of  a  proper  patent,  the  fair  way  to  try 
that  question  is,  supposing  the  plaintiff  to  have  been  first,  and  that 
some  one  had  then  made  the  machine  now  alleged  to  be  an  antici* 
pation,  would  the  plaintiff  have  submitted  to  that,  or  would  he  not 
have  said  that  it  was  an  infringement  of  his  patent  ?  (Oriffm 
136 ;  2  0.B.  249.) 

(/*)  Philpott  v.  Hanbury.    [1885] 

The  plaintiff's  patent  was  for  improvements  in  apparatus  for 
use  in  drafting;  patterns  for  dresses  : — Held,  that  as  patents  already 
existed  by  which  you  could  supplement  measurements  by  applying 
curves,  you  could  not  get  a  valid  fresh  patent  by  putting  new 
curves  or  slightly  changed  curves  to  the  measurements.  (2  O.  R, 
33.) 

Qi)  United  Horseshoe  and  Nail  Company  v,  Swedish  Hobsenail 
"  Company.    [1888] 

The  substitution  of  a  pivot  for  a  hin^e  in  connection  with  a 
movable  plate  for  the  conductor  of  a  finishing  machine  for  nails 
'is  not  good  subject-matter.     (6  0.  JB.  1.) 

(h)  Cole  t;.  Saqui.    C.  A.    [1888] 

The  introduction  into  an  automaton  toy  of  a  free  top  spun  in  a 
cup  as  the  motor  in  place  of  a  top  spun  on  a  fixed  bearing  is  merely 
the  substitution  of  one  known  mechanical  equivalent  for  another, 
and  is  not  patentable.     (6  0.  B,  41.) 

(t)  HeRBUROEB  SCUWANDER  EI  ClE  V.  SguiRB.     C.  A.     [1889] 

A  method  of  modifying  the  action  of  a  lever  in  pianoforte 
actions  by  using  an  arm  at  right  angles  or  nearly  so,  and  placing 
.  the  centre  of  the  damper  at  the  end  of  the  arm  is  not  good  subject- 
matter.     (6  0.  B.  194.) 
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(j)  Blaket  v.  Latham  akd  Company.    C.  A.    [1889] 

The  plaintiflF  claimed  an  improved  heel  pTate  properly  shaped  to 
fit  the  heel  of  a  boot  or  shoe,  and  formed  or  provided  with  pegis, 
spikes,  or  teeth,  whereby  it  is  secured  on  the  heel  as  described. 
The  invention  was  said  to  consist  in  making  the  spikes  solid  with 
the  plate,  whereas  formerly  holes  were  made  in  the  plate  and 
spikes  driven  through.  Smaller  plates  called  clinkers  with  two 
prongs  solidly  attached  had  long  been  known  and  used  to  protect 
the  toes  of  boots.  Held^  by  the  Court  of  Appeal  that  the  patent 
was  bad  for  want  of  subject-matter.  Cotton,  L.J. :  **•  We  were 
much  pressed  with  Hayward  v.  Hamilian.  I  doubted  about  it  for 
a  considerable  time,  and  I  do  not  agree  with  all  that  the  Mabter  of 
the  Rolls  says  there,  but  there  really  was  invention  in  that  case.'* 
(6  O.  B.  184.) 

(k)  Slazenger  v.  Feltham.    C.  A.    [1889] 

Eekewich,  J.,  following  North,  J.,  in  Mos$  v.  Malings  had  held 
that  a  patent  for  making  grooves  down  the  handles  of  lawn  tennis 
racquets  and  adding  a  knob  to  make  an  enlargement  at  the  end 
was  good  so  far  as  subject-matter  was  concerned : — Held^  by  the 
Court  of  Appeal,  that  it  was  merely  a  roughing  of  the  handle  similar 
to  the  grooves  made  on  the  stock  of  a  gun,  or  the  twine  on  a 
cricket  bat,  and  the  knob  at  the  end  of  the  handle  of  a  hammer,  and 
was  not  the  subject-matter  of  a  patent.  (5  T.  X.  JB.  364 ;  6  O.  £. 
232.) 

A]pplication   of  a  known  Machine^  Process  or  Material  io  a  New 

Purpose* 
(I)  Habtley's  Case. 

A  method  of  disposing  plates  of  iron  so  as  to  produce  a  useful 
effect,  viz.,  to  secure  buildings  from  fire,  is  a  good  subject -matter, 
(2  E.  Bl  493.) 

(m)  Macintosh  v.  Everington. 

A  claim  for  the  application  of  indiarubber,  in  a  state  of  solution,, 
as  a  cement  between  two  fabrics  to  make  a  waterproof  covering  is 
good,  notwithstanding  the  application  of  other  substances,  and  of 
indiarubber  in  other  states,  to  the  same  purpose.  (6  JB^.  Arts, 
N.  8.  317,  366.) 

(n)  Brunton  v.  Hawkes.    [1821] 

Patent  for  improvements  in  ships'  anchors,  &o.  Abbott,  C.J., 
in  speaking  of  the  anchors,  says :  "  Formerly  three  pieces  were 
united  together,  the  plaintiff  unites  only  two ;  and,  if  the  union 
of  those  two  had  been  effected  in  a  mode  unknown  before,  as 
applied  in  any  degree  to  similar  purposes,  I  should  have  thought 
it  a  good  ground  for  a  patent.'*    (4  B.  &  Aid.  550.) 

(o)  Lose  v.  Hague.    N.  P.    [1838] 

There  is  a  material  difference  between  applying  a  new  con- 
trivance to  an  old  object,  and  an  old  contrivance  to  a  new  object. 
(1  Web.  P.  C.  207.) 
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(p)  Kay  v.  Marshall.    H.  L.    [1841] 

Lord  Cottenbam,  L.C.»  said,  in  the  House  of  Lords :  "  If  he 
(the  patentee)  has  discovered  any  means  of  nsing  the  machine, 
which  the  world  had  not  known  before  the  benefit  of,  that  he  has 
a  right  to  secure  to  himself  by  means  of  a  patent;  but  if  this 
mode  (described  in  the  specification^  of  using  the  spinning  machine 
was  known  before,  then  the  plaintiff  cannot  deprive  them  of 
having  the  benefit  of  that  which  they  enjoyed  before."  (2  Weh» 
P.  C.  82.) 

(5)  Walton  v.  Potter.    [1841] 

The  adaptation  of  a  substance  of  known  properties  to  a  parti-* 
cular  purpose  may  be  the  subject  of  a  patent.  An  invention  of 
improvements  in  cards  for  carding  wool,  cotton,  silk  and  other 
fibrous  substances,  and  for  raising  the  pile  of  woollen  and  other 
cloths  by  the  application  and  adaptation  of  caoutchouc  or  india- 
rubber,  as  a  substitute  for  the  fillets  or  sheets  of  leather,  is 
patentable. 

Coltman,  J.,  said ;  **  It  appears  to  me  that  it  is  a  very  useful 
application  and  adaptation  of  a  substance,  the  properties  and 
qualities  of  which  for  the  purpose  had  never  been  known  before, 
a^d  therefore  that  it  was  properly  the  subject  of  a  patent.'* 
(4  Scotes  N.  JR.  91 ;  3  Jf .  <fc  Q.  411 ;  1  Weh.  P.  G.  597.) 

(r)  MuNTZ  t;.  Foster.    N.  P.     [1844] 

Action  for  the  infringement  of  a  patent,  granted  to  the  plaintiff 
in  1832,  for  "  an  improved  manufacture  of  metal  plates  for  sheathing 
the  bottoms  of  ships  or  other  such  vessels."  The  defendants 
pleaded  (inter  alia)  want  of  novelty  in  the  invention.  Tindal, 
C.J.,  **  I  look  upon  the  invention  to  consist  in  this,  that  he  has  by 
an  experiment  ascertained  that  a  certain  mixture  of  the  alloy  of 
zinc  with  copper  will  have  the  effect  of  producing  a  better  sheath- 
ing, by  reason  and  by  means  of  its  oxydating  just  in  sufficient 
quantity ;  that  is,  not  too  much,  so  as  to  wear  away  and  impair 
the  sheathing,  and  render  the  vessel  unsafe,  but  enough  at  the 
same  time  to  keep,  by  its  wearing,  the  bottom  of  the  vessel  clean 
from  those  impurities  which  before  attached  to  it.  That  I  con- 
sider to  be  the  meaning  of  the  patent,  and  the  object  with  which 
it  was  taken  out.  And  I  cannot  think,  as  at  present  advised,  that 
if  it  was  shown  (as  possibly  it  may  be),  that  sheets  had  been  made 
of  metal  before,  in  the  same  proportions  which  he  has  pointed  out ; 
that  if  this  hidden  virtue  or  quality  had  not  been  discovered  or 
ascertained,  and  consequently  the  application  never  made,  I  cannot 
think  the  patent  will  fail  on  that  ground.  .  .  .  When  I  come  to 
that  part  of  the  case  in  which  they  (the  defendants)  seek  to  show 
this  is  not  so  (a  proper  ground  of  a  patent),  because  these  metal 
plates  have  been  invented  before — that  is,  persons  have  used  them 
before — in  my  judgment  it  will  not  go  far  enough,  unless  they 
can  show  there  has  been  some  application  of  them  before  to  thia 
very  useful  purpose."     (2  Weh.  P.  C.  103.) 
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(«)  Pow  V.  Taunton.    [1845]  ... 

Patent  for  the  invention  of  a  nippitig  lever  for  causing  the 
rotation  of  wheels,  shafts  or  cylinders,  under  certain  circumstances. 
The  specification  claimed  as  the  invention  "the  nipping  lever, 
wiUi  its  tusk  and  sliding  box,  applied  to  a  rimmed  wheels  or  to  a 
ximmed  flange,  for  the  purpose  of  causing  the  same  to  rotate  or 
move  together  with  any  shaft,  cylinder,  or  other  suitable  machi- 
nery which  may  be  attached  thereto."  The  nipping  lever  was  not 
new,  but  the  application  of  it  by  means  of  the  sliding  box  was  new. 
Denman,  C.J.,  said :  '*  As  the  plaintiff  did  not  claim  the  invention 
of  the  nipping  lever,  but  only  the  application  of  it  to  a  subject- 
matter,  to  which  it  had  not  been  applied  before,  it  was  contended, 
for'the  defendant,  that  the  mere  application  of  a  known  instrument 
to  a  new  purpose  will  not  support  a  patent,  unless  the  means  or 
method  of  the  application  is  also  new.  The  application  of  a 
nipping  lever  to  the  surface  of  a  wheel,  for  the  purpose  of  making 
it  revolve,  may  be  new,  but  the  mere  novelty  of  the  application  is 
not  enough ;  it  must  also  appear  that  the  means,  essential  for 
carrying  the  application  into  effect,  are  new  also.  In  the  present 
case,  the  means  for  applying  the  old  invention  to  the  new  purpose 
are  the  sliding  boxes ;  and,  if  they  are  essential  to  the  applicatioo, 
and  novel  as  means  for  the  purpose,  the  patent  may  be  supported." 
(9  Jur.  1066.)  .  . 

(<)  Beg.  v.  Cutler.    N.  P.    [1847]      -    • 

Scire  facias  to  repeal  letters  patent  granted  to  the  defendant  for 
*'  Improvements  in  the  construction  of  the  tubular  flues  of  steam 
boilers."  The  specification  described  two  methods  of  welding 
iron  tubes,  and  a  method  of  making  iron  tubes  coated  with  copper, 
brass,  &c.  The  patentee  after  claiming  the  two  methods,  de- 
scribed in  the  specification,  of  welding  iron  tubes,  and  disclaiming 
the  method  of  coating  iron  tubes  with  copper,  <fec.,  proceeded 
thus :  "  Thirdly ;  I  claim  the  application  of  either  iron  or  steel 
tubes,  when  coated  with  copper,  brass,  or  other  alloys  of  copper, 
in  the  construction  of  tubular  flues  for  steam  boilers.  And, 
fourthly :  I  claim,  in  the  construction  of  tubular  flues  of  steam 
boilers,  the  application  of  welded  iron  or  steel  tubes,  which  have 
been  drawn  through  a  circular  hole  or  die,  or  between  rollers, 
and  which  have  been  drawn  over  a  mandrel."  Among  other 
suggestions  of  grounds  for  the  repeal  of  the  patent,  it  was  con- 
tended for  the  Crown  that  the  supposed  invention  described  in 
these  claims,  was  not  a  principle  of  working  or  making  any 
manner  of  new  manufacture.  Lord  Denman,  C.J.,  said :  "  With 
regard  to  the  third  and  fourth  claims,  in  which  the  defendant 
Cutler  claims  the  application  of  tubes  in  the  construction  of 
tubular  flues,  it  appears  to  me  that  he  has  no  right  to  take  out 
a  patent  for  the  mere  application  of  particular  things  to  any 
particular  purpose.  If  he  had  made  a  new  combination,  that 
might  have  been  a  new  discovery,  and  a  proper  subject  for  a 
patent;  but  I   think  Lord   Abinger*B  illustration  is  a  striking 
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one,  and  applicable  to  the  present  case.  *It  is  like  sweeping 
a  carpet  of  a  new  manufacture  with  an  old  broom.'  If  he  had 
introduced  a  new  article  which  required  the  application  of  a  new 
principle  to  the  production  of  it,  it  might  have  formed  a  subject 
of  a  patent ;  but  the  mere  application  of  a  thing  which  existed 
before  does  not  appear  to  me  to  be  a  subject  for  a  patent.  And, 
in  general  terms,  I  think  that  the  application  of  an  article  to 
produce  any  particular  result,  the  party  having  no  claim  either 
to  the  mode  of  producing  the  article  or  to  the  mode  of  applying 
it  for  attaining  that  result,  forms  no  ground  for  a  patent.  It 
appears  from  the  specification,  and  indeed  it  is  admitted  by  the 
defendants,  that  the  coated  tubes  mentioned  in  the  specification 
are  not  new ;  and  I  think,  therefore,  that  the  third  part  of  the 
invention  which  is  claimed  in  this  specification  cannot  be  made 
the  subject  of  a  patent.  It  seems  to  me,  also,  that  the  same 
objection  applies  to  the  fourth  part — nothing  more  is  claimed 
-than  the  mere  application  of  the  tubes."  At  a  new  trial,  which 
was  granted  on  another  point,  Wightman,  J.,  said :  "  I  entertain 
a  strong  opinion  on  this  question,  as  to  whether  a  mere  appli- 
cation can  be  made  the  subject  of  a  patent ;  for  when  once  you 
have  got  a  material,  you  may  apply  it  as  you  may  think  fit." 
(Macrory,  P.  C.  124 ;  ^  C.  &  K.  216 ;  14  Q.  B.  372,  (n).) 

(tt)  Steinbr  V,  Hbald.    [1861]  -  -  • 

Prior  to  the  date  of  the  plaintiff's  patent,  granted  to  him  in 
J 843,  madder  dye  had  been  obtained  from  fresh  madder  by  the 
application  of  hot  water,  but  there  still  remained  in  the  dye-vata 
b  residuum,  called  **  spent  madder,"  which  was  known  to  contain 
^me  colouring  matter,  but  which  had  never  been  extracted  from 
it,  and  the  "  spent  madder "  was  consequently  thrown  away  as 
useless.  Some  time  prior  to  the  plaintiff's  patent  a  process  was 
.discovered,  which,  by  the  application  of  hot  water  and  acid  to 
fresh  madder,  produced  a  dye  called  garancine,  which  possessed 
different  properties  to  the  old  madder  dye.  This  process  ex- 
tracted the  whole  colouring  matter  from  the  fresh  madder.  The 
plaintiff,  by  his  patent,  claimed  the  application  of  this  process  to 
"spent  madder,"  whereby  he  obtained  garancine.  And  the 
•*  spent  madder  "  thereby  became  of  much  value : — Hddj  that,  as 
*' spent  madder"  might  be  in  its  nature  and  properties  the  same 
as  or  different  from  *^  fresh  madder,"  it  did  not  follow,  as  matter 
of  law,  that  the  plaintiff's  patent  was  void ;  but  that  it  was  a 
question  of  fact  for  the  jury,  whether  the  plaintiff's  invention  was 
a  new  manufacture  of  garancine.  (6  Ex<^.  607  ;  17  Jur,  876;  20 
L:  J.,  ExcK  410.) 
(»)  Bush  v.  Fox.    H.  L.    [1852—1856] 

Patent  for  "Improvements  in  the  means  of,  and  in  the  ap- 
paratus for,  building  and  working  under  water."  The  patentee, 
in  his  specification,  says :  "  My  invention  relates  to  means  and 
apparatus  for  working  under  water,  in  order  to  produce  excava- 
tions and  building  foundations  of  lighthouses,  piers,  jetties,  and 
other  structures  under  water,"     Ai^d    the  patentee  continued: 
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**  What  I  claim  is,  the  mode  of  constructing  the  interior  of  a 
caisson,  in  such  manner  that  the  workpeople  may  be  supplied 
with  compressed  air,  and  be  able  to  raise  the  materials  excavated, 
and  to  make  or  construct  foundations  and  buildings,  as  above 
described."  At  the  trial  it  was  proved  that  the  apparatus 
described  in  a  prior  patent  was  the  same  in  all  material  respects 
as  the  plaintiff's  caisson,  the  mode  of  working  was  the  same  in 
both  cases,  and  they  differed  only  in  their  application,  the  prior 
patent  being  for  excavating  and  sinking  shafts,  &c.,  on  land,  the 
plaintiff's  for  sinking,  excavating,  and  constructing  foundations 
under  water.  Pollock,  C.B.,  in  directing  the  jury,  said :  •*  I  think 
that  an  invention  must  be  a  production  of  something  that  can 
be  used  or  sold  or  made  use  of  for  some  purpose,  or  some  method 
which  results  in  something  of  the  same  sort.  And  I  think  that 
a  man  cannot,  if  he  has  applied — supposing  this  to  be  a  new 
application — an  old  invention,  or  part  of  an  old  invention,  to  a 
new  purpose,  obtain  a  patent  for  such  an  application.  Now,  if 
the  construction  of  this  caisson,  or  pile,  or  whatever  it  is  to 
be  called,  is  to  be  looked  upon  as  old,  and  the  object  of  the  patent 
is  for  applying  it  to  a  new  purpose,  that  is  not  a  manufacture ; 
and  the  application  is  such  an  operation  (if  so  it  can  be  called) 
that  nothing  new  which  results  from  it  can,  I  think,  be  the 
subject  of  a  patent.  ...  If  a  man  were  to  take  out  a  patent 
for  a  telescope,  to  be  used  to  make  observations  on  land,  I  do 
not  think  any  one  could  say,  *I  will  take  out  another  patent 
for  that  telescope,  to  be  used  for  making  observations  on  the  sea.' 
1  therefore  direct  you,  that,  in  point  of  law,  in  my  judgment,  the 
supposed  invention  was  not  an  invention  of  any  manner  of  new 
manufacture  in  manner  and  form  as  the  plaintiff  has  alleged.'* 
(Ma4yr.  P.  C.  164.)  Aff.  in  Exch.  Ch.  Maule,  J. :  "  Assuming  that 
the  machine  itself  is  old,  the  learned  judge  held  that  a  mere  appli- 
cation is  not  a  new  manufacture,  and  therefore,  not  the  subject  of 
a  patent ;  and  my  present  opinion  is  that,  on  the  evidence,  he  was 
right  in  so  directing  the  jury."  (Macr.  P.  €.  166 ;  23  L.  J.  Ex, 
257.  Aff.  in  H.  of  L.,  5  H,  L.  Cos.  707  ;  25  X.  J.,  Ex.  251 ;  2  Jwr. 
N.  S.  1029 ;  Macr.  P.  C.  178.) 

(v)  Martin  and  Hyam's  Patent.    [1855] 

A  patent  was  granted  for  improvements  in  goloshes  or  over- 
shoes, on  the  ground  that  the  application  of  gutta-percha  to  such 
a  purpose  might  be  good  subject-matter.     (3  W,  B,  433.) 

(w)  Tetlby  v.  Easton.    [1857] 

The  discovery  that  a  particular  advantage  may  be  attained  by 
the  use  of  a  machine  known  before,  in  a  manner  known  before,  is 
not  an  invention  or  application  which  can  be  made  the  subject  of 
a  patent.     (2  Comb,  B.,  N.  8.  706 ;  26  L,  J.,  C.  P.  269.) 

(x)  The  Patent  Bottle  Envelope  Company  v,  Seymer.    [1858] 

Infringement  of  a  patent  for  '*  improvements  in  the  manufac- 
ture of  cases  or  envelopes  for  covering  bottles."  The  invention 
consisted  in  an  arrangement  of  apparatus  by  which  lengths  of 
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rush,  strawy  or  other  suitable  material^  may  be  tied  together  bo 
as  to  form  cases  or  oovers  to  protect  bottles  from  breakage 
when  packed.  For  this  purpose  the  plaintiff  employed  moulds 
or  mandrels,  corresponding  in  form  to  the  bottle  for  which  the 
case  or  cover  is  intended,  over  which  he  tied  the  lengths  of  rush, 
&c*  After  describing  the  manner  of  performing  his  invention, 
the  patentee  claimed  **  the  combination  of  mechanism  and  the 
making  of  envelopes  for  bottles,  as  herein  described."  The 
defendants  also  worked  a  patent  for  *' improvements  in  the 
manufacture  of  oases  or  packings  for  bottles  or  jars,"  in  which 
they  employed  a  similar  mould  or  mandrel,  and  this  was  the 
infringement  complained  of  by  the  plaintiffii.  Willes,  J.  de- 
livering the  judgment  of  the  Court  of  Common  Pleas,  said : 
*'  The  fact  that  the  model  or  mandrel  constitutes  part  only  of 
ihe  plaintiff's  process  does  not  of  itself  affect  the  question.  The 
infringement  of  any  part  of  a  patent  process  is  actionable,  if 
that  part  is  of  itself  new  and  useful,  so  as  that  it  might  be 
the  subject-matter  of  a  patent,  and  is  used  by  the  infringer  to 
effect  the  object,  or  part  of  the  object,  proposed  by  the  patentee. 
The  question,  theref«>re,  is  whether  the  plaintiffs  coidd  have 
taken  ottt  a  patent,  simply  for  applying  a  model  or  mandrel  in 
the  form  of  a  bottle,  or,  indeed,  a  bottle  itself,  in  making 
lenvelopes  for  bottles.  We  are  of  opinion  that  they  could  not. 
The  use  of  a  model  or  mandrel,  for  producing  given  forms  of 
pliable  materials,  was  admitted  at  the  trial,  and,  indeed,  without 
such  admission,  is  well  known  to  have  been  for  ages  common  and 
usual  in  various  arts.  Such  use  was  part  of  common  knowledge, 
and  a  model  or  mandrel  for  purposes  similar  to  that  of  this  patent 
was  an  t)rdinary  and  well-known  tooL  It  is  merely  in  respect  of 
the  sort  of  material  to  which  it  is  applied,  and  the  form  of  the 
utensil  produced  by  it,  that  the  plaintifiTs  application  of  the 
model  possesses  any  novelty.  The  application  of  a  well-known 
tool  to  work  previously  untried  materials,  or  to  produce  new 
forms,  is  not,  in  our  opinion,  the  subject-matter  of  a  patent. 
The  observations  of  the  Court  in  giving  judgment  in  the  recent 
case  of  Teiley  v.  EcuUm  sustain  this  proposition.  Indeed,  to  hold 
the  contrary  might  tend  to  produce  oppressive  monopolies  in 
the  application  of  old  and  well-known  implements  to  new 
materials,  without  any  further  novelty  or  merit  than  the  dis- 
covery of  the  material,  or  the  form  into  which  it  is  to  be  worked. 
Such  a  discovery  is  not,  in  our  opinion,  one  of  a  new  *  manufao* 
ture'  vdthin  the  statute  of  James;  and  a  patent  for  it  alone 
cannot  be  maintained."  (5  Com.  B.,  N.  S.  164;  28  i.  J^  C.  P. 
22 ;  5  Jtir.,  JVl  8.  174.) 

(jf)  Bbook  ».  AsrroK.    [1859] 

A  patent  was  obtained  in  1856  for  **  An  improvement  in  finishing 
yams  of  wool  or  hair,  and  in  the  finishing  of  woven  fisibrics,  or 
piece  goods."  The  specification  stated  the  improvement  to  consist 
of  causing  yams  of  wool  or  hair,  whilst  distended  and  kept  sepa- 
rate, to  be  subjected  to  the  action  of  rotatory  beaters  or  bumiahers. 
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l)y  which  such  yams  will  behumished  or  polished  on  all  sides; 
and  in  subjecting  woven  fabrics  or  piece  goods  of  cotton,  linen, 
silk,  wool,  hair  or  other  fabrics  to  a  similar  process.  •  The  separate 
parts,  as  well  as  the  exact  details  of  machinery  employed,  were 
disclaimed,  the  patentee  claiming  as  his  invention  merely  the 
application  of  the  above  process  to  the  yams  and  fabrics  specified. 
The  defendants  at  the  trial  proved  that  a  patent  had  been  obtained 
in  1853  for  the  same  improvement  in  finishing  cotton  and  linen 
yams  by  a  similar  process  similarly  applied: — Held^  that  the 
plaintiffs  patent  was  bad,  as  the  mere  application  of  known 
machinery  by  the  same  means  to  some  new  subKtanoe  is  not  the 
subject  of  a  patent  (8  El  d  Bl  478 ;  27  L.  J.,  <?.  B.  145 ;  4  J«r., 
-A^.  8.  279.)  This  judgment  was  affirmed  in  the  Exchequer 
Chamber.  Cockbum,  C. J.,  said :  "  It  seems  to  me  that  the 
material  to  which  the  process  under  the  respective  patents  are  to 
be  applied  are  of  so  similar  a  nature,  that  where  a  patent  is  taken 
out  for  a  process  as  to  one,  another  patent  cannot  be  taken  out  for 
applying  the  same  process  to  the  other."  Martin,  B. :  ♦'The 
•application  of  a  well-known  tool  to  work  previously  untried 
materials,  or  to  produce  new  forms,  is  not  the  subject  of  a  patent. 
When  a  machine  is  well  kno^n  it  becomes  in  fact  a  tool.  I  am 
therefore  of  opinion  that  the  application  of  this  machinery  to 
woollen  yams  is  not  the  subject  of  a  patent."  (28  L.  J.,  Q.  B, 
175 ;  5  Jur.,  N.  8.  1025.) 

(z)  Maceelgan  v.  Eennib.    [1862] 

The  plaintifi^s  patent  was  for  "  Improvements  in  floating  docks.** 
;It  was  proved  at  the  trial  that  the  construction  of  the  floating 
docks  was  not  new.  The  plaintiff  then  taid  that  his  invention 
consisted,  not  in  the  construction  of  floating  docks,  but  in  the 
application  of  iron,  in  the  place  of  wood,  to  their  manufacture. 
The  Court,  having  determined  that  this  claim  was  not  borne 
out  by  the  specification,  continued :  "  We  think  it  right  to  add, 
that  it  must  not  be  inferred  that  the  Couit  entertains  an  opinion 
that  the  alleged  invention,  even  if  it  were  appropriately  claimed, 
could  properly  be  the  subject  of  letters-patent.  It  is  unnecessary 
on  this  occasion  to  give  any  opinion  upon  that  point ;  but  we  wish 
not  to  be  supposed  to  sanction  such  a  notion."  (13  Com.  JB., 
N.  8.  52.) 

(a)  Thompson  v.  Jambs.    Ch«    [1863] 

Hoops  of  whalebone,  cane,  and  other  substances,  suspended 
frotQ  the  teaist  and  fornling  a  petticoat^  had  long  since  been  used 
by  ladi^.  The  plaintiffs  took  out  a  patent  for  using,  for  the  same 
purpose,  hoops  made  of  steel  watch  springs.  The  Master  of  the 
Eolls  said:  '*If  the  plaintiffs'  claim  is  bimply  to  use  steel  springs 
in  a  position  where  formerly  whalebone  was  used,  that  does  not 
appear  to  me  to  be  the  subject  of  a  patent ;  there  is  no  invention, 
and  nothing  that  can  properly  be  called  an  invention  in  that,  and 
nothing  which  can  properly  form  the  subject  of  a  patent.  •  .  •  To 
constitute  the  subject  of  a  patent  there  must  be  some  real  novelty 
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in  the  inventioii,  either  by  a  new  combination  of  old  existing 
materials,  or  else  by  the  discovery  of  something  that  did  not  exist 
before."     (32  Beav.  570.) 

(h)  Penn  v.  Bibby;  Penn  v.  Jack.     [1866] 

The  plaintiffs  patent  was  granted  for  an  improYoment  in  the 
bearings  and  bushes  for  the  shafts  of  screw  and  submerged  pro- 
pellers. The  specification  described  the  invention  as  foUows: 
**  The  inner  surfaces  of  these  bearings  are  grooved  to  receive  fillets 
of  wood,  which  project  to  some  extent  beyond  the  inner  surfaces 
of  the  metal  bearings  so  as  to  prevent  the  shaft  coming  into 
contact  with  the  metal  of  the  bearings,  and  these  spaces  admit  of 
the  water  flowing  freely  between  the  shaft  and  the  inner  surfaces 
of  the  metaJ  bearings."  At  the  end  of  the  specification  the 
patentee  said :  "  What  I  claina  is  the  employing  of  wood  in  the 
construction  of  the  bearings  and  bushes  for  the  shafts  of  screw 
and  submerged  propellers  as  herein  described."  It  was  objected 
that  this  was  not  the  subject-matter  of  a  patent,  because  the  alleged 
invention  was  merely  a  new  application  of  an  old  and  well-known 
thing.  The  only  examples  of  old  use  alleged  by  the  defendants 
were  in  grindstones  and  water-wheels.  The  Lord  Chancellor 
said:  "It  is  very  difficult  to  extract  any  principle  from  the 
various  decisions  on  the  subject  which  can  be  applied  with  cer- 
tainty to  every  case ;  nor  indeed  is  it  easy  to  reconcile  them  with 
each  other.  The  criterion  given  by  Lord  Campbell  in  Brooh  v. 
Aston  has  been  frequently  cited  (as  it  was  in  the  present  argument ), 
that  *a  patent  may  be  valid  for  the  application  of  an  old  invention 
to  a  new  purpose ;  but  to  make  it  valid  there  must  be  some 
novelty  in  the  application.'  I  cannot  help  thinking  that  there 
must  be  some  inaccuracy  in  the  report  of  his  lordship's  words ; 
because,  according  to  the  proposition  as  he  states  it,  if  the  inven- 
tion is  applied  to  a  new  purpose,  there  must  be  some  novelty  in  the 
application.  Lord  Chief  Justice  Cockbum  approaches  much  nearer 
to  the  enunciation  of  a  principle,  or,  at  least,  of  a  rule,  for  judging 
in  these  cases,  in  Harvoood  v.  The  Great  Northern  Bailtoay  Company  ; 
there  he  says, '  Although  the  authorities  establish  the  proposition 
that  the  same  means,  apparatus,  or  mechanical  contrivance  cannot 
be  applied  to  the  same  purposes,  or  to  purposes  so  nearly  cognate 
and  similar  as  that  the  application  of  it  in  the  one  case  naturally 
leads  to  the  application  of  it  when  required  in  some  otiier,  still 
the  question  in  every  case  is  one  of  degree,  whether  the  said 
amount  of  affinity  or  similarity  which  exists  between  the  two 
purposes  is  such  that  they  are  substantially  the  same,  and  that 
determines  whether  the  invention  is  sufficiently  meritorious  to  be 
deserving  of  a  patent.'  In  every  case  of  this  description,  one 
main  consideration  seems  to  be,  whether  the  new  application  lies 
so  much  out  of  the  track  of  the  former  use  as  not  naturally  to 
suggest  itself  to  a  person  turning  his  mind  to  the  subject,  but  to 
require  some  application  of  thought  and  study."  Applying  this 
test  to  the  present  case,  his  lordship  held,  that  the  patented  in- 
vention was  not  merely  an  application  of  an  old  thing  to  a  now 
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purpose,  but  that  it  waB  a  suffioient  invention  to  support  a  patent. 
(L.  Sep.,  2  Ch.  127;  36  L.  J.,  Ch.  465 ;  15  W.  B.  208;  15  L.  T. 
Bep.,  N.  S.  399.) 

(c)  White  v.  Toms.     Ch.    [1867] 

Ladies'  mourning  bonnet  and  hat  falls  having  previously  been 
made  with  the  ornamental  folds  on  the  outside  only,  so  that  -when 
turned  up  a  "wrong  side"  was  exposed  to  view,  the  plaintiff  in- 
troduced and  patented  an  improved  mode  of  making  them  with 
the  folds  on  the  inner  side  also,  so  as  to  form  both  sides  alike,  but 
there  was  no  novelty  in  the  process  of  manufacture.  Malins,  V.-C, 
held,  that  this  was  not  a  subject  for  a  pateit,  for  *' where  there  is 
merely  an  improvement  in  the  mode  of  manufacture  and  no  in- 
vention, that  is  not  a  proper  subject  for  a  patent."  (37  X.  Jl,  Ch 
204 ;  17  L.  T.  B^,,  N.  8,  348.) 

(d)  EusHTON  V.  Crawlet.    Ch.    [1870.] 

The  plaintiff  obtained  a  patent  for  the  use  of  animal  fibre,  by 
preference  Kussian  wool,  or  wool  of  a  coarse  texture,  in  tlie  manu- 
facture of  artificial  hair  to  be  made  up  as  ladies'  head-dresses,  and 
for  upholstery,  and  other  like  purposes.  Upon  bill  filed  to  restrain 
an  infringement  of  the  patent,  Vice-chancellor  Sir  B.  Malins  said : 
"  It  is  a  gross  violation  of  the  privilege  conferred  upon  inventors 
for  a  person  to  take  out  a  patent  for  a  known  article  which  has 
been  used  for  years,  because  he  finds  he  can  produce  a  thing 
cheaper  or  better  by  a  new  material,  or  to  suppose  that  directly 
he  uses  the  new  material  it  can  be  a  subject  for  a  patent  Sup- 
pose any  one  should  discover  some  other  well-known  material  for 
making  these  things,  such  as  paper,  is  he  to  take  out  a  patent  for 
it?  And  afterwards  someone  else  should  find  out  they  could  be 
made  of  straw,  is  he  also  to  have  a  patent  ?  So  far  as  my  opinion 
goes,  and  I  desire  it  to  be  ^distinctly  understood,  the  use  of  a  new 
material  to  produce  a  known  article  is  not  the  subject  of  a  patent, 
but  thei*e  must  be  some  invention,  something  really  new,  isome- 
thing  more  valuable  to  the  public  than  the  simple  use  of  a  new 
material  to  produce  a  known  article.  I  do  not  think  it  is  neces- 
sary to  go  through  the  various  authorities  which  were  cited.  The 
case  of  Crane  v.  Price  was  a  patent  fur  the  use  of  anthracite  coal. 
The  patent  was  established,  but  it  is  now  generally  considered 
that  such  a  case  would  not  succeed  in  the  present  day.  The  case 
of  Brook  V.  Aston  is  conclusive  against  the  plaintiff.  That  was  a 
patent  for  simply  using  some  machinery  for  wool  which  had  been 
previously  used  for  linen,  yam,  or  cotton.  That,  therefore,  was 
using  the  same  thing  for  a  new  material ;  this  is  using  a  new  material 
for  an  old  thing,  according  to  the  statement  of  the  plaintiff.  But 
it  turns  out  from  the  evidence  that  it  is  not  a  new  material,  but  a 
perfectly  old  material.  Assuming,  however,  that  it  was  new,  and 
that  wool  had  never  been  used  before  for  making  these  articles, 
upon  that  assumption,  in  mv  opinion,  the  patent  would  be  wholly 
void."     (L.  Bep.,  10  Eq.  522.) 


Digitized  by  VjOOQ  IC 


Application  to  a  New  Pwrfose.  531 

(0)  JoHNSOH  V.  Bylakds.    Ezoh.  Ch.    [1873] 

A  patent  for  improvements  in  testing  the  strength  of  wire, 
claimed  the  passing  wire  for  that  purpose  over  surfaces,  one  of 
which  is  caused  to  draw  it  forward  at  an  accelerated  rate.  A 
similar  apparatus  had  been  previously  in  use  for  the  purpose  of 
straining  and  taking  the  kinks  out.  Blackburn,  J. :  "  It  appears 
to  me  that  if  the  plaintiff  had  made  a  claim  of  this  sort  knowing 
that  the  defendant  had  strained  wire  and  it  had  been  done  and 
used  openly  and  knowingly,  and  said  'I  claim  two  drums  for 
straining  the  wire  and  talong  the  kinks  out,  using  the  same  mode 
of  straining  and  the  same  mode  for  the  purpose  of  ascertaining 
and  testing  the  strength  of  the  weakest  part  of  the  wire,'  that 
would  not  have  been  the  subject  of  a  patent  at  alL  That  would 
have  been  applying  it  to  effect  an  old  purpose  in  a  way  it  had  not 
been  done  before,  and  it  is  not  because  it  happened  that  nobod}"^ 
had  used  it  before  in  that  way,  that  that  therefore  would  have 
made  it  the  subject  of  a  patent."  The  patent  was  however  held 
good  on  the  ground  that  the  drums  being  so  arranged  that  there 
was  uniform  expansion  of,  say,  two  per  cent  in  the  wire  before  it 
was  wound  on  the  second  drum,  the  invention  was  valuable  as 
showing  that  all  the  wire  was  capable  of  bearing  that  percentage 
of  expansion*    {Griff,  138.) 

(/)  Croysdalb  r.  Fishxb.    [1884] 

The  patent  was  for  improvements  in  the  manufacture  of  manure. 
Pollock  B. :  "  If  an  inventor  comes  forward  and  does  not  claim  too 
widely,  but  claims  honestly  an  invention  as  an  invention,  and 
gives  to  the  public  for  the  first  time  the  result  obtained  by  the 
admixture  of  different  processes,  although  these  prooesses  had  been 
known  before  for  some  purposes,  and  although  the  product  had 
been  known  before,  still  if  the  process  is  new  in  the  sense  that 
some  hitherto  unknown  result  is  produced  by  a  known  process, 
and  that  such  result  is  useful  and  of  commercial  value,  in  that 
case  he  is  entitled  to  a  patent."  The  test  whether  the  object 
attained  is  new  or  only  cognate,  is  in  this  case:  '*  Given  the 
desideratum  of  manufacturing  this  powder,  given  the  existence  of 
Forrest's  machine,  given  the  knowledge  which  previously  existed 
with  regard  to  what  could  be  effected  by  the  admixture  of 
sulphuric  acid  in  any  proportions  with  shoddy,  given  all  these  as 
data,  is  there  any  one  who  could  say  that  the  application  of 
Forrest's  machine  in  the  mode  in  which  it  was  specified  for  by  the 
plaintiff  would  produce  not  only  that  which  he  claims  but  which 
he  proves  by  his  witnesses  to  have  been  carried  out."  (1  0.  ii.  17 
at  p.  19.) 

(jf)  Lister  v.  Norton.    [1886] 

The  glossiness  and  softness  of  silk,  and  the  resiliency  of  mohair 
were  well  known  and  the  two  had  been  used  together  in  making 
g1ac6  goods,  but  held  that  the  use  of  the  two  together  in  a 
specified  manner  so  as  to  attain  a  more  perfect  imitation  of  sealskin 
involved  suffioient  invention  to  support  a  patent.    (3  0. 12.  199.) 
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(h)  Edison  and  Swan  Electric  Light  Company  v,  WoodhouseJ 
(No.  2.)  C.  A.  [1887] 
The  patent  claimed,  Becondly,  a  material  for  the  manufacture  of 
illuminating  conductors  produced  by  electrically  heating  carbon 
in  a  carbon  gas,  and  was  attacked  on  the  ground  of  the  prior 
production  of  a  similar  material  by  Despretz  experimentally. 
The  Court  came  to  the  conclusion  that  for  all  useful  and  practical 
purposes  the  processes  and  the  products  were  different,  and 
expressed  no  opinion  whether,  in  case  they  had  been  in  all 
respects  the  same,  the  patent  would  have  been  bad,  although  it 
showed  how  to  apply  to  a  useful  purpose,  carbon  which  neither 
Despretz  nor  any  one  else  was  aware  had  the  special  useful 
qualities  discovered  by  the  patentee.  {Griff.,  1>.  94 ;  3  O.  B.  183  ; 
4  0.  B.  99.) 

(A*)  Ehrlich  V,  Ihlee.     C.  A.    [1888] 

The  plaintiff's  patent  was  for  improvements  in  musical  instru- 
ments, in  which  the  notes  are  produced  by  the  passage  of  a 
perforated  sheet  across  levers  operating  valves,  and  the  invention 
consisted  substantially  in  employing  a  perforated  disk  instead  of 
a  band.  A  disk  had  already  been  applied  in  looms  to  operate  on 
levers  instead  of  a  band,  but  in  that  case  the  motion  was  dis- 
continuous, whereas  here  it  vr&a  continuous : — Held^  that  the 
application  of  the  disk  to  a  musical  iuBtrument  was  new,  and 
was  good  subject-matter.     (6  0.  B.  437.) 

(t^)  DOWLING  V.  BlLLINQTON.      [1890] 

A  new  method  of  using  existing  machinery  for  the  weaving  of 
wire  mattresses,  so  as  to  produce  a  new  and  useful  result,  viz.,  the 
more  even  distribution  of  strength : — Held,  to  be  good  subject- 
matter.     (7  0.  B.  191.) 

Application  of  a  known  Machine,  Process  or  Material  to  an  Analogous 

Purpose. 

(i)  LosH  V.  Hague.    N.  P.    [1838] 

The  application  of  a  well-known  thing  to  an  operation  analogous 
to  that  for  which  it  has  already  been  used  is  not  the  subject  of  a 
patent     (1  Web.  P.  C.  208.) 

(J)  Kay  v.  Marshall.    [1839—1848] 

Patent  for  "  a  new  and  improved  machinery  for  preparing  and 
spinning  flax,  hemp,  and  other  fibrous  substances,  by  power." 
The  first  part  of  the  invention  claimed,  consisting  of  machinery  for 
macerating  flax,  &c.,  was  held  to  be  new,  and  a  proper  subject  for 
a  patent.  The  second  part  of  the  invention  consisted  in  placing 
the  drawing  rollers  only  two  and  a  half  inches  from  the  retaining 
rollers.  It  was  proved  that  before  the  date  of  the  patent  flax  and 
other  fibrous  substances  were  spun  with  machines  by  which  the 
reach  was  varied  according  to  the  staple  or  fibre  of  the  article  to 
be  spun,  and  that  that  had  been  a  fundamental  principle  of  dry 
spinning.     Cotton  had  also  been  spun  at  a  short  reach.     The  use 
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6f  moisture  in  eipilining  flax  had  been  adopted  under  a  prior 
patent,  though  in  a  manner  different  from  that  proposed  by  the 
plaintiff.  The  question  before  the  Court  therefore  was,  whether 
the  application  of  the  short  reach  to  the  spinning  of  flax,  when  in 
a  state  of  maceration,  was  a  proper  subject  for  a  patent.  Tindal, 
C.  J.,  held,  that  it  was  not,  being  merely  "  the  application  of  a 
piece  of  machinery  already  known  and  in  use,  to  the  new  mace- 
rated state  of  the  flax.  .  «  .  .  Suppose  a  patent  to  have  been  flrst 
obtained  for  some  entirely  new  method,  either  chemical  or 
mechanical,  of  reducing  the  fibres  of  flax  to  a  short  staple,  we 
think  that  a  second  patent  could  not  be  taken  out  for  an  improved 
mode  of  machinery  in  spinning  flax,  which  consisted  of  nothing 
more  than  the  spinning  of  the  short  staple  of  flax  by  a  spinning 
machine  with  a  reach  of  a  given  length,  not  less  than  that  already 
in  use  for  the  spinning  of  cotton ;  the  effect  of  which  would  be,  to 
prevent  the  first  patentee  from  working  his  invention  with  the 
old  machine  at  the  proper  reach.  If  a  patent  taken  out  for  that 
object  separately  would  be  invalid,  so  also  a  patent  taken  out  for 
an  invention  consisting  of  two  distinct  parts,  one  of  which  is 
that  precise  object,  would  be  void  also."  (5  Bing,  N.  C.  492; 
7  Scott,  548;  8  L.  /.,  C,  P.  261 ;  2  Weh.  P.  C.  71.  Judgment 
affirmed  in  the  House  of  Lords,  S  0.  dt  F.  245 ;  West,  682 ;  5  Jur. 
1028 ;  2  Weh.  P.  C.  79.) 

(t)  Calvert  r.  Ashbubn. 

The  application  of  caustic  alkalies  for  the  purpose  of  dissolving 
the  gluten  contained  in  flour,  employed  in  the  manufacture  of 
size,  is  not  good  subject-matter,  inasmuch  as  they  had  been  pre- 
viously employed  for  the  purpose  of  dissolving  gluten  in  the 
manufacture  of  starch.     (John.  84.) 

(/)  Hyde  v.  Trent. 

The  principal  part  of  an  invention  for  separating  the  fibres  of 
cocoa-nut  husks  consisted  in  passing  the  split  husks  between 
crushing  rollers  such  as  had  previously  been  employed  in  treating 
hemp : — Held,  that  their  application  to  crushing  cocoa-nut  fibre 
was  not  good  subject-matter.     (John.  79.) 

(I)  HoRTON  17.  Mabon.    [1862] 

The  plaintiff  in  his  patent  claimed  the  application  of  double^ 
angle  iron  to  the  construction  of  the  troughs  of  the  hydraulic 
joints  of  telescope  gasholders.  Before  the  date  of  the  patent  these 
troughs  were  constructed  of  two  long  pieces  of  single-angle  iron, 
which  were  attached  to  a  sheet  of  iron  of  equal  length  by  means 
of  a  double  row  of  rivets.  The  jury  found,  first,  that  a  trough  of 
double-angle  iron  had  not  been  applied  to  the  purpose  of  gas- 
holders before  the  date  of  the  patent.  Secondly,  that  double- 
angle  iron  was  a  known  article  of  commerce,  of  a  variety  of  sizes^ 
and  applied  to  a  variety  of  purposes  in  the  form  in  which  the 
plaintiff  claimed  to  use  it.  Willes,  J. ;  **  I  do  not  deny  that  a  new 
combination  of  old  materials  producing  a  new  effect  may  be  the 
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6abj6ct  of  a  patent,  but  there  must  be  some  iiiyention.  Here  all 
that  was  done  was  the  application  of  an  old  idea  to  the  snbject  of 
teleflcopic  gasholders.  That  is  no  invention  at  all.  The  inTention 
consists  in  the  idea,  and  the  mode  in  which  the  idea  is  made  of 
practical  utility.  Bnt  the  merit  of  that  invention  belongs  to  the 
person  who  first  moulded  iron  in  one  piece  into  the  form  of  doable- 
angle  iron,  and  applied  it  to  such  purposes  as  this."  (31  L.  J.y 
a  p.  225;  12  Com.  B.,  N.  8.  437;  10  ^W.  B.  5S2;  6  L.  T.  Sep., 
JV.  8.  289  ;  affirmed  on  appeal,  16  Cam.  B.,  N.  8. 141 ;  12  W.  B.  491 ; 
9  L.  T.  Bip.,  N.  8.  816.) 

({)  Ormson  v.  Clarke.    [1862] 

The  patent  was  for  an  improvement  in  the  manufacture  of  cast 
tubular  boilers  for  the  heating  of  horticultural  buildings.  Boilers 
of  the  same  form  had  been  made  previously  to  the  plain tilFs 
patent,  the  several  parts  being  cast  separately  and  afterwards 
fixed  together.  The  plaintifiTs  improvement  consisted  in  casting 
the  boiler  in  one  piece;  there  was  no  claim  as  to  the  mode  of 
casting.  The  Court  held,  upon  the  authority  of  Hartoood  v.  The 
Great  Northern  Bailtcay  Company^  and  Sorton  v.  Mcibon,  that  this 
was  not  the  subject  of  a  patent,  being  a  mere  application  of  the 
well-known  process  of  casting  to  an  article  previously  well- 
known.  (32  L.  /.,  C.  P.  8 ;  13  Com.  JB.,  N.  8.  337 ;  9  Jur.,  N.  8. 
749;  11  W.  B.  118;  7  L.  T.  Bep.,  N.  8.  361;  affirmed  in  the 
Exchequer  Chamber,  where,  however,  it  was  stated  that  if  the 
patent  had  been  taken  out  for  an  improved  mode  of  casting 
tubular  boilers  in  one  piece,  probably  it  might  have  been 
supported ;  32  L.  /.,  C.  P.  291 ;  14  Com.  B.,  N.  8.  475 ;  10  Jur., 
N.8.12S;  11  TT.  JB.  787.) 

(m)  Willis  v.  Davison.    [1863] 

The  pneumatic  lever  (a  kind  of  bellows)  was  used  in  organs 
before  1851 ;  the  compensating  valve  was  used  in  the  pedal 
bellows  of  organs  before  1851,  for  the  purpose  of  easing  their 
working,  but  had  never  been  applied  to  the  pneumatic  lever :  the 
plaintiff,  in  1851,  took  out  a  patent  for  the  application  of  the 
compensating  valve  to  the  pneumatic  lever,  for  the  purpose  of 
easing  the  working  of  the  latter : — Held^  that  plaintiff's  contrivance 
was  not  such  a  new  invention  as  was  capable  of  becoming  the 
subject  of  a  patent.    (1  N.  B.  234.) 

(«)  Harwood  v.  The  Great  Northern  Eailway  Company.    [1860 — 

1865] 

The  plaintiffs  were  the  executors  of  Wild,  to  whom  a  patent  had 
been  granted  for  '*  improvements  in  fishes  and  fish-joints  for 
connecting  the  rails  of  railways,"  which  consisted  in  forming  a 
recess  or  groove  in  one  or  botii  sides  of  each  fish,  so  as  to  reduce 
the  quantity  of  metal  at  that  part,  and  to  be  adapted  to  receive  the 
square  heads  of  the  bolts.  (The  facts  are  more  folly  sot  out  at  p.  238 
(r.)  In  the  House  of  Lords,  in  answer  to  the  Lord  Chancellor,  Black- 
bum,  J.,  delivering  the  opinion  of  Mr.  Justice  Shoe  and  himself. 
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after  reading  sect.  6  of  the  Statute  of  Monopolies,  said :  *'  In  order 
to  bring  the  sabject-matter  of  a  patent  within  this  exception  there 
must  be  invention  so  applied  as  to  produce  a  practioal  result.  And 
-we  quite  agree  with  the  Court  of  Exchequer  Chamber,  that  a  mere 
application  of  an  old  oontiivance  in  the  old  way  to  an  analogous 
subject,  without  any  noTelty  or  invention  in  the  mode  of  applying 
such  old  contrivance  to  the  new  purpose,  is  not  a  valid  subject- 
matter  of  a  patent.  There  are  many  decisions  to  that  effect,  which 
were  referred  to  at  your  Lordships'  bar ;  and,  if  the  matter  were 
now  for  the  first  time  to  be  decided  on  the  construction  of  the 
statute,  without  reference  to  the  cases,  we  should  think,  on  principle, 
that  such  should  be  the  conclusion  of  the  Court.  But  then,  in 
every  caHc,  arises  a  question  of  fact,  whether  the  contrivance  before 
in  use  was  so  similar  to  that  which  the  patentee  claims,  that  there 
is  no  invention  in  the  differences,  if  any,  between  the  old  con- 
trivance, and  that  for  which  the  patentee  claims  a  monopoly ;  and 
if  there  be  none,  there  arises  a  further  question  of  fact,  viz.,  whether 
the  purpose  to  which  the  contrivance  was  before  applied  and  the 
new  purpose  are  so  analogous  or  cognate,  that  there  is  no  discovery 
or  invention  in  the  new  application ;  whether,  in  short,  it  is  a  mere 
application  or  not  ?  For,  if  there  is  invention  or  discovery  pro- 
ducing a  practical  benefit,  as  in  the  case  of  Orane  v.  Price,  it  is  the 
valid  subject  of  a  patent.  And  we  think  it  always  must  be  a 
question  of  degree ;  a  question  of,  more  or  less,  whether  the  analogy 
or  cognateness  of  the  purposes  is  so  close  as  to  prevent  there  being 
an  invention  in  the  application."  (35  L.  J.,  Q.  B.  33.)  Channell, 
B.,  delivering  the  opinion  also  of  Keating,  J.,  and  Pigott,  B.,  said, 
it  was  argued  *'that  there  was  invention  at  all  events  in  this 
— that,  whereas  the  grooved  iron,  as  used  in  the  bridges,  had  been 
applied  for  the  purpose  of  binding  t(^ether  pieces  of  material  laid 
upon  one  another  horizontally,  the  grooved  iron  in  fishing  the  rails 
was  applied  laterally,  binding  together  the  material,  and  that  its 
great  merit  consisted  in  its  performing  the  novel  function  of 
resisting  the  vertical  pressure  to  which  it  was  exposed,  and  did  so 
by  means  of  a  plate  equally  strong,  but  rendered  lighter  than  that 
previously  in  use  by  the  removal  of  that  portion  of  the  plate  which 
was  useless  in  resisting  such  pressure.  We  do  not  find  that  any 
allusion  to  such  an  invention,  as  that  now  suggested,  was  made 
either  at  Nisi  Frius,  or  in  any  of  the  judgments  in  the  Court  of 
Queen's  Bench  supporting,  or  in  that  of  the  Exchequer  Chamber 
invalidating,  the  patent  right ;  nor  do  we  think,  looking  to  the  teims 
of  the  specification,  that  Wild  ever  intended  to  claim,  or  did  claim 
any  such.  .  .  .  There  is  no  novelty  or  invention  to  support  the 
patent."  (36  X.  /.,  Q.  B.  36.)  The  Lord  Chancellor,  in  delivering 
the  judgment  of  the  House  of  Lords,  said :  **  The  question  is, 
whether  there  can  be  any  invention  of  the  plaintiff  in  having  taken 
that  thing,  which  was  a  fish  for  a  bridge,  and  having  applied  it  as 
a  fish  to  a  railway.  Upon  that  I  think  the  law  is  wdl  and  rightly 
settled,  for  there  would  be  no  end  to  the  interferences  with  trade, 
and  with  the  liberty  of  any  mechanical  contrivance  being  adopted, 
if  every  slight  difference  in  the  application  of  a  well-known  tiling 
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were  held  to  ooBstitnte  a  patent.  •  •  .  No  sonnder  or  more  whole- 
fiome  doctrine,  I  think,  was  ever  established  than  that  which  was 
established  by  the  decisions  which  are  referred  to  in  the  opinions 
of  the  four  learned  judges,  who  concur  in  the  second  opinion  de- 
livered to  voiir  Lordships,  namely,  that  you  cannot  have  a  patent 
for  a  well-known  mechanical  contrivance  merely  because  it  is 
applied  in  a  manner  or  to  a  purpose  which  is  analogous  to  the 
manner  or  to  the  purpose  in  or  to  which  it  has  been  hitherto  noto- 
riously used.  The  channelled  iron  was  applied  in  a  manner  which 
was  notorious,  and  the  application  of  it  to  a  vertical  fish  would  be 
no  more  than  the  application  of  a  well-known  contrivanoe  to  a 
purpose  exactly  analogous  or  corresponding  to  the  purpose  to 
which  it  had  been  previously  applied."     (36  L.  /♦,  Q.  B,  38.) 

(o)  Ralston  v.  Smith.    H.  L.    [1865] 

The  discovery  of  one  particulsir  use  of  a  known  machine,  although 
more  advantageous  than  that  formerly  known,  is  not  the  subject 
of  a  patent. 

Before  the  date  of  the  plaintiff's  patent,  a  roller  and  a  bowl  were 
employed  for  calendering  and  for  embossing  woven  goods.  In  the 
process  of  calendering  the  cloth  was  passed  between  a  roller  and  a 
bowl ;  the  roller  was  smooth,  and  the  surface  velocities  of  the  roller 
and  the  bowl  were  unequal.  In  embossing,  the  cloth  passed  between 
a  roller  which  had  the  pattern  to  be  transmitted  to  the  cloth 
engraved  upon  it,  and  a  bowl,  the  two  moving  with  equal  sur&ce 
velocity.  The  object  of  the  calendering  was  to  produce  a  gloss 
upon  the  cloth.  The  plaintiff  obtained  a  patent  for  *'  Improve- 
ments in  embossing  and  finishing  woven  fabrics  and  in  the  machi- 
nery or  apparatus  employed  therein."  This  title  was  subsequently 
amended,  so  as  to  be  in  these  words,  "  Improvements  in  embossing 
and  finishing  woven  fabrics."  The  specification  enrolled  by  the 
plaintiff  alleged  the  invention  to  consist  in  the  use  of  rollers  having 
any  design  grooved,  fluted,  engraved,  milled,  or  otherwise  indented 
upon  them.  A  disclaimer  was  afterwards  filed,  and  stated  that  the 
effect  desired  could  only  be  produced  by  the  use  of  a  certain  species 
of  roller  not  particularly  described  in  the  specification,  namely,  a 
roller  having  circular  grooves  round  its  sur&ce  ;  and  the  use  of  all 
other  rollers  was  disclaimed.  The  amended  claim  was  for  "the 
employment  of  grooved,  fluted,  or  indented  rollers  of  hard  metal, 
or  other  suitable  material,  driven  at  a  greater  speed  than  the  bowl 
or  bowls  connected  with  them,  so  as  to  exert  a  rubbing  or  friction 
upon  the  fabric  submitted  to  their  action,  and  thereby  produce  an 
indefinite  variety  of  pattern,  as  well  as  a  bright  finish  or  lustre," 
&c.  Lord  Cranworth :  '*  It  is  not  every  useful  discovery  that  can 
be  made  the  subject  of  a  patent,  but  you  must  show  that  the  dis- 
covery can  be  brought  within  a  fair  extension  of  the  words,  '  a  new 
manufacture.'  Now  how  is  this  possible  to  be  caUed  *  a  new  manu- 
facture '  ?  I,  as  a  manufacturer,  have  my  roller,  which  I  am  in  the 
habit  of  rolling  upon  a  bowl  (if  that  is  the  proper  expression) ;  the 
fabric  passing  between  the  two  at  equal  velocities.  Then  I  can 
impress  my  pattern  upon  it.     I  have  my  roller  without  any  pattern 
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engrayed  upon  it ;  I  can  impress  tliat  at  an  unequal  velocity,  and 
it  will  calender.  But  I  do  not  do  them  both  at  the  same  time, 
because  I  suppose  that  in  so  doing  I  shall  tear  my  fabric ;  and  I 
rightly  so  suppose,  until  the  plaintiff  makes  the  disoovery  that 
there  is  one  particular  sort  of  pattern  which  may  be  produced 
without  tearing  the  fabric.  Now  that  is  a  very  useful  disoovery ; 
but  it  would  be  strange  to  say  that  that  is  a  new  manufacture,  and 
that,  therefore,  I  am  to  be  deprived  of  the  most  useful  way  of  using 
my  roller.  There  is  nothing  new  in  the  invention,  except  that  I 
now  know  what  I  did  not  know  before,  that  by  a  particular  use  of 
it  I  shall  obtain  a  result  which  I  did  not  know  before,  that  I  could 
obtain."  (11  H.  L.  Cos.  223  ;  20  Com.  B.,  N.  8.  28 ;  13  L.  T.  B^.^ 
N.8.1;  35  X. /.,  O.  P.  49.) 

(p)  Jordan  v.  Moore.    [1866] 

The  plaintiff  obtained  a  patent  for  "  certain  improvements  in  the 
oonstruction  of  ships  and  other  vessels  navigating  on  water."  The 
first  and  most  important  claim  in  the  specification  was  *'  for  the 
combination  of  an  iron  frame,  with  an  external  covering  of  timber 
planking  for  the  sides,  bilges,  and  bottoms."  The  Court  construed 
this  claim  to  be  a  claim  for  planking  with  timber  any  iron  frame 
of  a  ship.  Byles,  J.,  delivering  the  judgment  of  the  Court,  said : 
**  Iron  and  wood  being  both  of  them  materials  long  used  for  the 
construction  of  the  frame  and  coating  of  vessels,  can  the  application 
of  wooden  planking  to  the  iron  frame  of  a  vessel  (without  any 
peculiarity  in  the  nature  of  that  planking)  be  the  subject  of  a 
patent  ?  We  think  it  cannot.  It  is  not  only  the  substitution  of 
one  well-known  and  analogous  material  for  another,  that  is,  wood 
for  iron,  to  effect  the  same  purpose  on  an  iron  vessel,  but  it  is  the 
application  of  the  same  old  invention,  namely,  planking  with 
timber,  which  was  formerly  done  on  a  wooden  frame  to  an  analo- 
gous purpose,  or  rather  the  same  purpose,  on  an  iron  frame.  In 
this  view  of  the  case  the  recent  decision  of  the  Exchequer  Chamber, 
and  of  the  House  of  Lords,  in  Harwood  v.  The  Cheat  Northern  Bail- 
way  Company,  appears  to  us  to  be  in  point,  and  decisive  for  the  de- 
fendant." (L.  JBep.,  1  a  P.  624;  12  Jitr.,  N.  S.  766;  35  L.  J., 
0.  P.  268 ;  14  W.  B.  769.) 

(g)  Parkbs  v.  Stevens.    Ch.    [1869] 

James,  V.-C,  said :  "  I  am  clearly  of  opinion  that  there  can  be 
no  patent  right  in  the  substitution  of  a  slide  for  a  hinge,  whether 
applied  to  the  door  of  a  house,  tlie  door  of  a  carriage,  or  the  door 
of  a  lamp  or  lantern,  whether  large  or  small,  suspended  or  not 
suspended.  It  was  hardly  contended  before  me  that  the  introduc- 
tion of  the  door  alone  would  have  been  sufficient  to  sustain  a 
patent ;  but  it  was  contended  that  because  it  was,  as  alleged,  a 
novel  part  of  a  novel  combination  and  arrangement,  it  was  so  pro- 
tected. To  say  that  a  patent  for  an  entire  combination  is  a  valid 
patent  for  a  part,  when  that  part  woidd  not  of  itself  be  patentable^ 
is,  in  my  judgment,  a  reductio  ad  absurdum  of  the  supposed  principle 
of  Lister  v.  Leather.''    (L.  B.,  8  Eq.  367 ;  38  L.  J.,  Ch.  631.) 
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Judgment  affirmed  on  appeal. — ^Hatherley,  L.O.,  held,  that  the 
adaptation  of  a  sliding  door  to  a  spherical  lamp,  sliding  doors 
haying  previously  been  applied  to  oylindrioal  lamps  and  to  other 
glazed  surfaces,  cannot  of  itself  be  the  subject  of  a  patent.  (L.  B^ 
5  0h.S6;  18  W.  B.  233 ;  22  L.  T.  Bep.,  N.  8.  635.) 

(r)  Tatham  v.  Dakia.    [1869] 

A  patentee  must  show  not  merely  newness,  in  the  sense  of  doing 
a  thing  which  has  not  been  done  before,  but  he  must  show  newness 
in  the  shape  of  novelty  by  producing  a  thing  which  requires  some 
exertion  of  mind  that  could  properly  be  called  invention.  To  apply 
an  old  tool  to  a  new  materisd  could  not  be  the  subject  of  a  patent, 
although  all  mankind  had  been  previously  using  another  sort  of 
tool  which  produced  a  much  inferior  effect,  and  although,  therefore, 
the  application  of  the  other  tool  had  the  merit  in  it  that  it  produced 
a  useful  result  in  the  easier  working  of  a  material  to  which  that 
tool  had  not  been  applied  before,  but  inasmuch  as  the  tool  has  been 
used  for  an  analogous  purpose  to  that  which  all  mankind  knew  it 
was  useful  for  before,  although  the  application  was  new,  yet  it  was 
not  a  novelty  in  the  sense  of  invention  so  as  to  sustain  a  patent. 
((?ny.  213.) 

(»)  Bamlett  v.  Piokslet.    [1876] 

Where  the  invention  claimed  is  the  application  of  a  known 
machine  to  a  fresh  purpose,  the  question  is.  Is  that  or  is  it  not  a 
cognate  purpose  ?  Orane  v.  Price  (see  p.  502)  can  only  be  upheld, 
if  at  all,  on  the  ground  that  there  a  new  product  was  produced  of 
a  different  class  and  character.    (jGriff>  40.) 

(t)  Bill  v.  Tombs.    [1881] 

The  use  of  a  guide  in  a  frilling  machine  for  the  purpose  of 
keeping  down  the  work  is  not  good  subject-matter,  because  guides 
of  similar  character  have  been  employed  in  many  other  machines. 
(John.  82.) 

(tt)  Cboppek  v.  Smtth  and  Hancock.    C.  A.    [1884] 

The  plaintiff's  patent  was  for  improvements  in  lace  machines^ 
and  the  third  claim  was  for  a  central  longitudinal  plate  connecting 
the  end  standards: — Held,  that  what  was  claimed  was  a  mere 
application  of  a  plate  to  tie  standards,  and  not  an  intelli^nt  re- 
arrangement of  the  lace  machine  to  effect  that  application,  and 
that  l£e  patent  was  therefore  void.     (1  0.  B.  81.) 

(v)  Sharp  v.  Braueb.    [1886] 

The  application  of  cardboard  to  the  construction  of  window 
blinds  is  not  good  subject-matter.     (3  0.  B,  193.) 

(to)  Albo  Cabbon  Light  Company  ».  Kidd.    [1887] 

In  an  action  for  infringement  of  a  patent  relating  to  the  use  of 
solid  naphthaline  for  enriching  gas,  it  appeared  that  other  forms  of 
naphthaline  were  in  common  use  for  that  purpose,  and  that  solid 
naphthaline  was,  at  the  date  of  the  patent,  a  well-known  commercial 
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artide,  and  oould  be  used  for  enriobing  gas  in  tbe  form  in  which  it 
was  on  the  market : — Heldj  that  the  alleged  invention  was  not  the 
sabject  of  a  patent.    (4  0.  B.  535.) 

(«)  Oddy  v.  Smith.    [1888] 

A  method  of  holding  strips  of  leather  for  ooToring  metallic  rollers 
by  means  of  spiked  bars  held  not  to  be  subject-matter  for  a  patent. 
(6  O.  B.  503.) 

(v)   SlDDKLL  17.  ViCKKES.      C  A.      [1888] 

Cotton,  L. J. :  *'  None  of  the  oases  which  have  held  that  yon 
cannot  claim  a  patent  for  applying  an  old  machine  to  an  analogous 
purpose  will  apply  where  there  is  a  new  machine^  although  that 
new  machine  does  contain,  as  most  new  machines  must  do,  old  and 
well-known  mechanical  appliances."    (5  0.  JS.  416  at  p.  430.) 

(w)  TicKBLPENNY  ©.  Army  AND  Navy  Co-operattvb  Storbs.    [1888] 
The  use  of  iron  columns,  with  water-tight  joints  hollow  and 
filled  with  water  to  support  the  girders  carrying  the  floors  of  a 
building,  is  not  good  subject-matter.     (5  0.  B.  405.) 

(x)  LoNaBOTTOM  V.  Shaw.    0.  A.    [1889] 

The  plaintiffs  patent  was  for  improvements  in  frames  for  holding 
pile  or  other  fabrics.  Such  machines  had  long  been  made  of  a 
frame  with  a  triangle  at  the  end,  in  the  inside  of  which  hooks  were 
fixed,  from  which  the  pile  or  material  was  suspended.  These  hooks 
were  liable  to  bend,  and  so  cause  risk  in  fastening  up  the  pile  fabric 
on  them,  and,  to  avoid  this,  the  plaintiff  proposed  to  make  rows  of 
hooks  firmly  fixed  on  a  bar  in  either  of  three  ways  described,  and 
then  to  fasten  the  bar  to  the  frame.  It  was  proved  that  the  new 
machine  was  a  cheaper  and  better  article : — Heldy  that  there  was 
not  sufficient  subject-matter  in  it  to  support  a  patent,  as  the 
fastening  of  hooks  firmly  on  to  a  bar  was  old,  and  that  this  was, 
therefore,  only  a  new  application  of  an  old  thing  to  produce  an  old 
result.    (5  0.  B.  497 ;  6  0.  B.  143,  510.) 

(a?*)  Morgan  v.  Windoveb.    H.  L.    [1890] 

The  mere  adaptation  to  a  new  purpose  of  a  known  material  or 
appliance,  if  that  purpose  be  analogous  to  a  purpose  to  which  it 
has  already  been  applied,  and  if  the  mode  of  application  be  also 
analogous,  so  that  no  inventive  faculty  is  requij^,  and  no  inven- 
tion is  displayed  in  the  manner  in  which  it  is  applied,  is  not  the 
subject-matter  of  a  patent,  although  it  may  be  true  that  it  is 
accompanied  by  advantages  not  thought  of  or  practised  before. 
At  the  date  of  the  plaintiff's  patent  for  improvements  in  carriages 
there  were  in  common  use  three  different  arrangements  of  springs ; 
in  one  the  body  rested  on  four  C-shaped  springs,  the  two  front 
springs  being  secured  to  a  perch  rigidly  connected  with  the  fore 
axle ;  in  another  the  body  rested  on  four  elliptical  springs,  two 
being  in  rigid  connection  with  each  axle ;  in  the  third  the  front 
rested  upon  two  elliptical  springs,  while  the  back  rested  upon  two 
composite  springH,  half  C-shaped  and  half  elliptical,  which  were 
fastened  to  the  axle  in  the  same  manner  as  the  elliptical  springs, 
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the  elliptical  ends  being  placed  below  the  body  of  the  carriage* 
The  alleged  inYeBtion  substantially  consisted  in  the  substitution 
of  composite  for  elliptical  springs  in  the  fore  part  of  the  carriage, 
and  in  attaching  them  to  the  fore  axle  in  the  same  way  in  which 
they  were  previously  attached  to  the  hind  axle,  except  that  the 
G  end  of  the  spring  was  turned  forwards : — Held,  that  this  involved 
no  ingenuity,  and  was  not  good  subject-matter*    (7  0.  B.  131.) 

(x)  Leadbeatbr  V,  KiTCHiN.    C.  A.    [1890] 

The  plaintiff's  specification  described  improvements  in  guards  to 
prevent  accidents  where  belts  and  pulleys,  and  also  where  geared 
wheels  were  used : — Held,  that  the  claim  included  guards  both  for 
geared  wheels  and  belts,  and  was  therefore  too  wide,  and  that  even 
if  confined  to  guards  as  applied  to  belts,  it  was  only  for  the  use  of 
an  old  thing  for  an  analogous  purpose.    (7  O.  B,  235.) 

Prindjple. 

(y)  BouLTON  V.  Bull.     [1795] 

Booke,  J. :  "  The  term  *  principle '  is  equivocal ;  it  may  denote 
either  the  radical  elementary  truths  of  a  science,  or  those  conse- 
quential axioms  which  are  founded  on  radical  truths,  but  which 
are  used  as  fundamental  truths  by  those  who  do  not  find  it  expe- 
dient to  have  recourse  to  first  principles."  (2  H.  BL  479.) 
Heath,  J. :  '^  The  Marquis  of  Worcester  discovered,  in  the  last 
century,  the  expansive  force  of  steam,  and  first  applied  it  to 
machinery.  As  the  original  inventor  he  was  clearly  entitled  to  a 
patent.  Would  the  patent  have  been  good  applied  to  all  machinery, 
or  to  the  machines  which  he  had  discovered  ?  The  patent  decides 
the  question.  It  must  be  for  the  vendible  matter,  and  not  for  the 
principle.  Another  objection  may  be  urged  against  the  patent, 
upon  the  application  of  the  principle  to  an  old  machine,  which  is, 
that  whatever  machinery  may  be  hereafter  invented  would  be  an 
infringement  of  the  patent,  if  it  be  founded  on  the  same  principle. 
If  this  were  so  it  would  reverse  the  clearest  positions  of  law 
respecting  patents  for  machinery,  by  which  it  has  been  always 
holden,  that  the  organisation  of  a  machine  may  be  the  subject  of  a 
patent,  but  principles  cannot.  .  .  .  Indeed  it  seems  impossible  to 
specify  a  principle,  and  its  application  to  all  cases,  which  furnish^ 
an  argument  that  it  cannot  be  the  subject  of  a  patent."  (Ib»  483.) 
Mr.  Justice  Buller :  "  The  very  statement  of  what  a  principle  is, 
proves  it  not  to  be  a  ground  for  a  patent.  It  is  the  first  ground 
and  rule  for  arts  and  sciences,  or  in  other  words,  the  elements  and 
rudiments  of  them.  A  patent  must  be  for  some  new  production 
I'rom  those  elements,  and  not  for  the  elements  themselves."  (Ib» 
485.)     (2  H.  Bl.  463 ;  1  Carp.  P.  O.  117  ;  Dav.  P.  C.  162.) 

(z)  JuPE  V.  Peatt.     [1837] 

Alderson,  B.,  said :  "  You  cannot  take  out  a  patent  for  a  prin- 
ciple ;  you  may  take  out  a  patent  for  a  principle  coupled  with  the 
mode  of  carrying  the  principle  into  effect,  provided  you  have  not 
only  discovered  the  principle,  but  invented  some  mode  of  carrying 
it  into  effect.     But  then  you  must  start  with  having  invented 
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some  mode  of  canying  the  principle  into  effect;  if  yon  have  done 
that>  then  yon  are  entitled  to  protect  yourself  from  all  other  modes 
of  carrying  the  same  principle  into  effect,  that  being  treated  by  the 
jury  as  piracy  of  your  original  invention."     (1  Weh  P.  C.  146.) 

(a)  Neilson  v.  Harford.    [1841] 

Alderson,  B. :  "I  take  the  distinction  between  a  patent  for  a 

Erinciple  and  a  patent  which  can  be  supported,  is,  that  you  must 
ave  an  embodiment  of  the  principle  in  some  practical  mode 
described  in  the  specification  of  carrying  the  principle  into  actual 
effect,  and  then  you  take  out  your  patent,  not  for  the  principle,  but 
for  the  mode  of  carrying  the  principle  into  effect."  (1  Web.  P.  0. 
342.)  "  There  is  no  difference  between  (claiming)  a  principle  to 
be  carried  into  effect  in  any  way  you  will,  and  claiming  the  prin- 
ciple itself."     (A  356.) 

(b)  Thb  Househill  Company  v.  Neilson.    [1843] 

Lord  Justice  Clerk  Hope :  "  A  patent  cannot  be  taken  out  solely 
for  an  abstract  philosophical  principle — for  instance,  for  any  law  of 
nature,  or  any  property  of  matter,  apart  from  any  mode  of  turning 
it  to  account  in  the  practical  operations  of  manufactare,  or  the 
business,  and  arts,  and  utilities  of  life.  The  mere  discovery  of 
such  a  principle  is  not  an  invention,  in  the  patent-law  sense  of  the 
term.  Stating  such  a  principle  in  a  patent  may  be  a  promulgation 
of  the  principle,  but  it  is  no  application  of  the  principle  to  any 
practical  purpose.  And  without  that  application  of  the  principle 
to  a  practical  object  and  end,  and  without  the  application  of  it  to 
human  industry,  or  to  the  purposes  of  human  enjovment,  a  person 
cannot  in  the  abstract  appropriate  a  principle  to  himself.  But  a 
patent  will  be  good,  though  the  subject  of  the  patent  consists  in 
the  discovery  of  a  great,  general,  and  most  comprehensive  prin- 
ciple in  science  or  law  of  nature,  if  that  principle  is  by  the  specifi- 
cation applied  to  any  special  purpose,  so  as  thereby  to  effectuate  a 
practical  result  and  benefit  not  previously  attained.  (1  Web.  P,  G. 
683.)  ...  A  claim  for  all  modes  of  applying  the  principle  to  the 
purpose  specified,  according  to  or  within  a  general  statement  of 
the  object  to  be  attained,  and  of  the  use  to  be  made  of  the  agent  to 
be  so  applied,  is  no  objection  whatever  to  the  patent.  That  the 
application  or  use  of  the  agent  for  the  purpose  specified,  may  be 
carried  out  in  a  great  variety  of  ways,  oidy  shows  the  beauty,  and 
simplicity,  and  comprehensiveness  of  iJie  invention,  {lb.  684)  •  .  . 
I  state  to  you  the  htw  to  be,  that  you  may  obtain  a  patent  for  a 
mode  of  carrying  a  principle  into  effect ;  and  if  you  suggest  and 
discover,  not  only  the  principle,  but  suggest  and  invent  how  it 
may  be  applied  to  a  practical  result  by  mechanical  contrivance  and 
apparatus,  and  show  that  you  are  aware  that  no  particular  sort  or 
modification,  or  form  of  apparatus,  is  essential,  in  order  to  obtain 
benefit  from  the  principle,  then  you  may  take  your  patent  for  the 
mode  of  carrying  it  into  effect,  and  are  not  under  the  necessity  of 
describing  and  confining  yourself  to  one  form  of  apparatus.  If 
that  were  nocessaiy,  you  see  what  would  be  the  result?  Why,  that 
a  patent  could  hardly  ever  be  obtained  for  any  mode  of  carrying 
a  newly-discovered  principle  into  practical  results,  though  the 
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most  valuable  of  all  discoTeries.  For  the  beet  form  and  sliape  or 
modification  of  apparatus  cannot,  in  matters  of  such  vast  range, 
and  requiring  observation  on  such  a  great  scale,  be  attained  at 
onoe ;  and  so  the  thing  would  become  known,  and  so  the  right 
lost,  long  before  all  the  various  kinds  of  apparatus  could  be  tried. 
Hence  you  may  generally  claim  the  mode  of  carrying  the  principle 
into  effect  by  mechanical  contrivance,  so  that  any  sort  of  apparatus 
applied  in  the  way  stated  will,  more  or  less,  produce  the  benefit, 
and  you  are  not  tied  down  to  any  form."  {lb.  685.)  (1  Weh,  P.  C. 
673 ;  9  C.dF.  788.) 

(c)  Crossley  v.  Potter.    N.  P.    [1853] 

The  title  was  for  "certain  improvements  in  weaving  figured 
fabrics."  The  patentee  in  his  specification  says  :  "  My  improve- 
ments in  weaving  figured  fabrics  apply  to  those  particular  kinds 
of  fabric  which  have  a  terry  or  raised  loop  surface,  such  as  ooach 
lace,  Brussels  carpeting,  velvets,  and  other  woven  goods  having 
terry  or  raised  surfaces,  either  plain  or  figured."  The  evidence 
went  to  show  that  without  additional  parts,  which  were  not  men- 
tioned, the  machine  described  in  the  specification  was  capable  of 
making  coach  lace,  but  not  of  making  either  carpet  or  velvet 
goods.  Pollock,  O.B.,  in  directing  the  jury,  said:  ''The  truth 
appears  to  me  to  be  this,  that  the  patent  is  veiy  much  like  what 
has  often  been  attempted,  viz.,  to  take  out  a  patent  for  a  principle, 
which  the  law  will  not  allow.  Any  man  who  takes  out  a  patent 
must  take  it  for  a  manufacture.  It  is  very  true  that  patents  are 
continually  taken  out  for  what  are  called  'methods,'  or  'pro- 
cesses ' ;  but  the  real  object  of  the  patent,  the  real  end  that  is 
secured  by  the  statute,  the  matter  that  is  alone  mentioned  in  it 
capable  of  being  made  the  subject  of  a  patent,  is  a  new  manu- 
facture ;  and  everybody  who  takes  out  a  patent  under  the  name  of 
a  process,  really  takes  it  out  for  that  which  is  the  result  of  the 
process,  for  the  thing  that  is  manufactured,  or  the  process  by 
which  it  is  produced.       (Macronfs  P.  C.  240.) 

(d)  Patferson  v.  The  Gas  Light  and  Coke  Comp.    H.  L.    [1877] 

The  discovery  of  a  more  skilful  and  efficient  mode  of  working  a 
process,  already  known  and  in  use,  is  not  the  proper  subject  of  a 
patent.     (2  Ch.  D.  812.     Affirmed  in  H.  of  L.,  3  App.  Cos.  239.) 

A  patentee  claimed,  **  First :  The  employment  of  sulphides  of 
calcium  in  separate  purifiers,  as  a  means  of  purifying  coal  gas 
from  sulphur  existing  in  other  forms  than  in  that  of  sulphuretted 
hydrogen.  Secondly :  A  method  or  system  of  employing  lime  puri- 
fiers in  the  manner  hereinafter  described,  whereby  the  contents  of 
all  the  said  purifiers,  or  of  any  required  number  of  them,  can  be 
converted  into  sulphides  of  calcium,  and  also  (if  required)  be 
maintained  in  that  condition."  James,  L.J.,  delivering  the 
judgment  of  the  Court  of  Appeal  (James,  Baggallay,  L.JJ.,  and 
Lusn  J.),  said:  "There  is  noUiing  in  this  (the  first  claim)  but 
the  enunciation  of  a  chemical  truth,  that  pure  sulphides  of  calcium 
will  absorb  the  sulphur  compounds.  The  plaintiff  believed  that 
he  had  discovered  that  chemical   truth,  although  it  had  been 
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taught  for  many  years  in  many  books,  and  was  well  known  to 
chemists.  There  is  no  invention  of  any  particular  process  or 
means  of  employing  the  pure  sulphide  of  calcium.  If  pure 
sulphide  of  calcium  is  to  be  used,  it  must  be  used  in  some  separate 
holder  of  it,  and  the  thing  holding  it  would  be  a  separate  purifier, 
and  there  is  nothing,  therefore,  in  any  previous  part  of  the 
specification  to  limit  the  universality  of  the  claims  to  the  employ- 
ment of  sulphides  of  calcium  for  the  removal  of  sulphur  in  other 
forms  than  sulphuretted  hydrogen.  It  is  obviously  impossible  to 
support  such  a  claim  as  that,  which  was  plainly  based  on  the 
plaintiff's  mistaken  idea  that  he  had  discovered  that  peculiar 
property  in  sulphide  of  calcium."     (2  Ch.  1).  833.) 

Beferring  to  the  second  claim,  tne  Court  said :  "  There  is  in 
that  no  suggestion  of  any  new  apparatus — of  any  new  process. 
There  is  no  device  or  scheme  of  any  kind.  Lime  purifiers  in 
succession  were  in  general,  almost  universal  use,  wherever  lime 
could  be  freely  used.  .  .  .  What  he  (the  plaintiff)  claims  to  . 
have  discovered  is,  that  if  the  carbonic  acid,  which  is  the  first 
thing  taken  up  by  the  lime,  is  not  wholly  taken  up  at  the  begin- 
ning, and  is  allowed  to  enter  the  last  purifier  or  purifiers,  it  in 
fact  poisons  the  latter,  decomposes  the  sulphide  of  calcium  already 
formed,  disengages  the  other  sulphur  absorbed  by  the  sulphide, 
and  of  course  fills  the  gas  again  with  the  sulphur  impurities 
which  had  been  removed.  This  is  a  very  valuable  working 
caution  and  direction,  but  it  is  impossible  to  make  anything 
more  of  it  than  a  working  caution  and  direction.  It  really 
amounts  to  nothing  more  than  a  direction  to  be  sufiQciently  liberal 
in  the  use  of  the  caustic  lime  in  the  first  stage,  and  an  instruction 
that  the  moment  it  is  so  far  carbonated  as  not  to  arrest  the 
carbonic  acid,  it  should  be  removed  and  a  fresh  supply  of  lime 
got.  It  may  be  a  direction  and  instruction  of  the  greatest  possible 
value  and  utility,  but  it  is  utterly  impossible  to  make  such  a 
direction  and  instruction,  however  valuable,  the  subject  of  a 
patent'*    (JR.  834.) 

In  the  House  of  Lords,  Lord  Blackburn  said  :  "  The  appellant 
appears,  from  what  he  says  in  his  specification,  to  be  of  opinion 
that,  if  he  first  discovered  the  theory  and  reason  of  that  which 
had  before  been  done  empirically,  he  is'  entitled  to  a  patent. 
I  need  hardly  point  out  that  this  is  a  mistake;  if,  by  reason 
of  knowing  the  theory,  he  is  enabled  to  make  some  improve- 
ments, he  may  take  out  a  patent  for  the  improvements,  but 
he  cannot  take  out  a  patent  to  prevent  others  using  what  they 
had  used  before,  though  only  empirically."     (3  App.  Cos.  246.) 

(e)  Badischk  Anilih  und  Soda  Fabbik  v.  Levinstein.  H.  L.   [1887] 

A  patent  cannot  be  granted  for  a  principle  alone,  but  may  be 
granted  for  a  principle  coupled  with  a  process  by  which  the 
principle  may  be  carried  into  effect : — Heldy  therefore,  that  the 
principle  on  which  the  plaintiff's  method  of  producing  colouring 
matters  was  based  being  new,  and  the  process  being  sufficiently 
described  to  be  commercially  worked,  the  patent  was  valid.  (24 
Ch,D,  156;  \2App.  C.  710.) 
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(/)  Automatic  WmohingMachinb  Company  r.  Knight.  C.  A.  [1889] 

Cotton,  L.J. :  You  cannot  take  out  a  patent  for  a  principle, 
you  may  take  out  a  patent  for  a  principle  coupled  with  the  mode 
of  carrying  the  principle  into  effect,  provided  you  have  not  only 
discovered  the  principle  but  invented  some  mode  of  carrying  it 
into  effect.  •  .  .  Where  there  is  a  principle  first  applied  in  a 
machine  capable  of  carrying  it  into  effect,  the  Court  looks  more 
narrowly  at  those  who  carry  out  the  same  principle  and  say 
they  do  it  by  a  different  mode,  and  looks  to  see  whether  in  effect, 
although  the  mode  is  not  exactly  the  same,  it  is  only  a  colourable 
difference."     (6  0.  B,  297,  at  p.  304.) 

(g)  Thomson  v.  Moore.    Ir.  C.  A.    [1889] 

Palles,  L.C.6. :  *'  Although  a  principle,  as  distinct  from  the 
machine  by  which  it  is  proposed  to  be  applied,  cannot  be  the 
subject  of  a  patent,  the  consideration  of  the  principle  sought  to 
be  so  applied  may  be  material  in  determining  the  essence  of  that 
invention."  (6  0.  B.  426,  at  p.  460.)  Affirmed  in  H.  of  L.  (7  0.  B. 
326) 

Substitute  for  Attorney-Grcneral  may  petition  for  re  vocation  if  authorised. 
Patents  Act,  1883,  sect.  26  (4)  6.,  p.  402. 

Ccues  as  to  AppliecUiofu  for  Authority » 

(A)  Bell  and  Coleman's  Patent. 

Authority  was  refused  while  an  action  for  infringement  was 
pending  in  Scotland.     {Oriff.  320.) 

(t)  Martin's  Patent. 

Where  an  application  for  authority  is  abandoned  the  law  officer 
has  no  power  to  give  costs,     (priff,  320.) 

(J)  Siddell's  Patent. 

The  application  for  authority  was  directed  to  stand  over  on 
SiddelFs  undertaking  to  bring  an  action.     (Oriff,  320.) 

(h)  Watling's  Patent. 

.  The  patentee  had  notice  and  did  not  appear,  and  authority  was 
granted.     (^Griff.  320.) 

(T)  Goulard  and  Gibbs'  Patent. 

Authority  was  given  without  notice  to  the  patentees.  (Oriff. 
320.) 

(m)  Rothwell's  Patent. 

Although  an  application  to  amend  was  pending,  authority  was 
given  without  notice  to  the  patentee,  who  had  abandoned  an  action 
for  infringement  against  the  applicant.     (Griff,  320.) 

Substituted  Service  granted,  p.  40  (k). 

Substitution  of  new  iugredieuts  is  not  patentable,  pp.  528  (a),  r)30  (^/),  538 
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Sufficiency  of  Spedfication.    See  under  Specification,  pp.  421^6. 

Superiority  of  Materials  is  not  good  subject-matter,  pp.  530  (d)f  537  (p). 

Supply  of  anticipating  publication,  p.  545  ($r). 
(g)  PiCKAKD  AM)  CURET  f7.  PeBSCOTT.      [1890] 

A  French  periodical  containing  what  was  admittedly  an  antioi* 
pation,  was  supplied  to  one  person  before  the  date  of  the  plaintiff's 
patent.  Hddj  that  in  the  absence  of  farther  evidence  this  was 
&taL    (7  0.JB.361.) 

Tenants  in  Common,  risht  to  sue  descends  to  survivor,  p.  287  (si) 
right  to  work  patent  vested  in  trustee  for,  p.  207  (I). 

Terms  of  grant  of  letters  patent,  pp.  148»  149. 

Terms  imposed  on  extension,  pp.  136~139« 

Terms  in  specification  to  be  explained  by  jury,  pp.  461  (p),  470  (p). 

Threats. 

person  aggrieved  by,  may  bring  action.  Patents  Act,  1883,  sect.  32,  p.  546 
section  not  to  apply  if  person  making,  prosecutes  action  with  due  dili- 
gence, sect.  32,  p.  546. 

Cases  as  to,  he/ore  the  Act  of  1883,  p.  546 
action  formerly  did  not;  lie  unless  mala  fides  was  shown,  p.  546  (h) 
or  if  defendant  bond  fide  iDtended  to  follow  up  his  threats,  p.  547  (t)  (k) 
or  if  he  undertook  to  do  so,  p.  547  (j) 
or  if  made  with  reasonable  and  probable  cause,  p.  547  (k) 
or  if  threatening  statements  were  true,  p.  547  (I) 
or  if  defendant  believed  them  to  be  true,  p.  548  (m) 
circular  issued  bond  fide  not  restrained  by  interim  injunction  imless  in 

violation  of  contract,  p.  548  (n) 
validity  of  patent  was  not  in  issue,  p.  552  (y). 

Casfis  since  the  Act  </ 1883,  p.  549 
plaiDtiff  is  person  aggrieved  when  he  is  threatened,  sect.  32,  p.  546 

or  his  customers,  p.  553  (a) 

or  when  customers  of  his  licensees  are  threatened,  p.  553  (z) 
injunction  granted, 

where  threats  were  admitted,  p.  554  (c) 

where    plaintiff   made  prinia  facie    case   of    non-infringement, 
p.  551  (tt)  (x) 

although  not  proved,  p.  551  (»)  (») 

motion  adjourned  where  defendants  had  commenced  action  first» 
p.  550  (s) 

or  where  aefendant  commenced  cross-action,  pp.  550  (r),  554  (e) 
threats  by  advertisement,  p.  553  (a) 

or  by  circular,  p.  551  (w) 

or  by  solicitor's  letter,  pp.  553  (z*),  554  (c) 

or  by  private  letter,  p.  550  (t) 
action  to  bring  defendant  within  the  proviso,  p.  551  (w)  (x) 

must  be  prosecuted  without  delay,  pp.  549  (p),  550  (r),  554  (d),  555  (g) 

must  be  of  same  character  as  that  threatened,  pp.  551  (x),  554  (e) 

need  not  be  against  person  aggrieved,  p.  551  (x) 

but  must  test  validity  of  patent  or  fact  of  infringement,  p.  551  (x) 

abandonment  of  when  clear  that  it  would  ful,  p.  555  (g) 
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y&Hdity  of  patent  is  in  issue,  p.  552  ^) 

procedure  in  action  to  restrain, 

particulars  of  objection  to  be  given  by  plaintiff,  p.  553  (a) 
after  defendants  have  stated  on  what  patents  they  rely,  p.  553  (a) 
certificate  that  validity  came  in  question  granted,  p.  553  (z*) 
071U8  on  defendants  when  threats  were  admitted,  p.  554  (c) 
form  of  order  for  injunction,  pp.  551  («),  553  (h) 

delay,  three  months  is  primd facie  not  too  great,  p.  555  {g) 

damages,  pp.  550  (0,  562  (y),  554  (c) 

costs,  pp.  552  (y),  554  (c). 

Patents  Act,  1883,  sect.  32.  Where  any  person  c1aanin$^  to  he  the 
patentee  of  an  invention,  by  circulars,  advertisements,  or  otherwise,  threatens 
any  other  person  with  any  legal  proceedings  or  liability  in  respect  of  any 
alleged  manufacture,  use,  sale  or  purchase  of  the  invention,  any  person  or 
persons  s^grieved  thereby  may  bring  an  action  against  him,  and  may  obtain 
an  injunction  against  the  continuance  of  such  threats,  and  may  recover  such 
damage  (if  any;  as  may  have  been  sustained  thereby,  if  the  alleged  manu- 
facture, use,  sale,  or  purchase  to  which  the  threats  related  was  not  in  £Kt  ao 
infringement  of  any  legal  rights  of  the  person  making  such  threats: 

Provided  tliat  this  section  shall  not  apply  if  the  person  makins:  such 
threats  with  due  diligence  commences  and  prosecutes  an  action  for  mfringe- 
ment  of  his  patent. 

Ca8e9  before  the  Act  of  1883. 
(K)  Wrbn  v.  Weild.    [1869] 

Eule  to  set  aside  a  nonsuit.  The  declaration  contained  oonnts  to 
the  effect  that  the  plaintiffs  made  and  sold  spooling-machines,  and 
that  the  defendant  falsely  and  maliciously  wrote  to  persons  in 
treaty  with  the  plaintiffs  for  such  machines  ^at  they  were  infringe- 
ments of  a  patent  of  the  defendant's,  and  that  if  they  were  used 
he  would  claim  royalties  for  their  use,  and,  if  not  paid,  take  legal 
proceedings  ;  in  consequence  of  which  the  plaintiffs  lost  the  sale  of 
their  machines.  There  was  no  allegation  that  the  defendant  did 
this  without  reasonable  or  probable  cause,  nor,  except  indirectly, 
that  the  defendant  had  any  patent.  Flea,  not  guilty,  and  issue 
thereon.  At  the  trial  the  plaintiffs,  after  proving  the  facts  stated 
in  the  declaration,  tendered  evidence  to  show  that  the  defendant's 
patent  was  void  for  want  of  novelty,  that  the  defendant  himself 
knew  the  facts  which  would  render  his  patent  void,  and  that  the 
plaintifib'  machines  were  no  infringement  of  the  defendant's  patent. 

Lush,  J.,  was  of  opinion  that,  inanmuch  as  the  defendant's  patent 
was  still  subsisting  and  not  set  aside  on  eeire  faeioM  or  otherwise, 
this  evidence  was  immaterial.  A  rule  for  a  new  trial  was  subse- 
quently diBcharged,  when  it  was  Held,  (1)  that  the  evidence  in 
question  was  immaterial  to  the  issue  raised;  and  (2)  that  the 
action  would  not  lie  unless  the  plaintiflGa  couLl  affirmatively  prove 
that  the  defendant's  claim  was  made  mold  fide,  (L.  £.»  4  Q.  JB. 
730 ;  38  L.  J.,  Q.  B.  327 ;  20  L.  T.  Sep.,  N.  8.,  1007.) 

(t)  Dalziel  v.  Bailwat  Garrugb  akd  Steamboat  Gasuqht  Company. 

Malins,  Y.C.,  expressed  an  opinion  :  '^  that  a  man  has  no  right 
to  go  about  boasting  of  a  patent  and  not  attempt  to  try  its 
validity."     (Not  reported.     Cited  L.  B.,  13  Eq.  358.) 
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($)  BoLLiNS  V.  HiNKS.    Ch.    [1872] 

There  is  no  presumption  in  law  in  favonr  of  the  validity  of  a 
patent,  and  therefore  a  patentee  is  not  entitled  to  publish  state- 
ments of  his  intention  to  institute  legal  proceedings,  in  order  to 
deter  persons  from  purchasing  alleged  infringements  of  his  patent, 
if  he  hsfi  no  hond  fide  intention  to  follow  up  his  threats  by  taking 
such  proceedings,  and  the  Court  will  in  such  case  restrain  him 
from  making  such  publication.  (jL.  JB.,  13  Eq.  355 ;  41  jL.  J.,  Ch, 
368.) 

A  person  alleging  the  invalidity  of  a  patent  is  not  bound  to 
assert  his  claim  by  scire  facias,  in  order  to  establish  his  right  to 
restrain  the  publication  of  statements  by  the  patentee,  threatening 
with  legal  proceedings  persons  buying  ai*ticles  of  his  manufacture 
alleged  to  be  infringements  of  the  patent.     (I&O 

(/)  AxMANK  r.  LtJNi).     Ch.     [1874] 

The  Court  wiU  restrain  a  patentee  from  issuing  circulars  threat- 
ening legal  proceedings  against  infringers,  unless  he  will  undertake 
to  commence  proceedings  to  assert  the  validity  of  his  patent ;  and 
the  fact  that  the  party  seeking  the  aid  of  the  Court  was  formerly  a 
licensee  of  the  patent  under  the  patentee,  and  had  himself  con- 
curred in  issuing  similar  circulars,  does  not  prevent  the  Court 
interfering  after  the  expiration  of  the  licence.  BoUins  v.  JELinhs 
followed.     (L.  B.,  18  Eq.  330.) 

(I)  Halset  9.  Brotherhood.    C.  A.     [1881] 

A  patent  is  primd  fade  good  as  long  as  it  stands,  and  the  person 
who  alleges  it  is  not  good  must  prove  it.  Therefore,  a  patentee 
who  issues  notices  threatening  actions  for  infringement,  cannot  be 
restrained  merely  because  he  refuses  to  follow  up  his  threats  by  an 
action,  but  only  if  the  statement  that  there  is  an  infringement  is 
untrue  to  his  knowledge,  or  is  not  made  hand  fide,  or  is  proved  to  be 
imtme  at  the  time  of  the  action  at  which  the  injunction  was  sought. 
(15  Ch.  D.  514 ;  19  Ch.  D.  386.)  The  defendant  was  the  holder  of 
a  patent  for  engines,  the  validity  of  which  was  not  impeached. 
Baggallay,  L. J. :  "  I  take  it  to  be  the  result  of  the  case  to  which 
I  have  referred  (Wren  v.  Weild),  that  he  (the  defendant)  was 
entitled  to  state  that  the  engines  manufactured  by  the  plaintiffs 
were  infringements  of  his  patent,  and  to  threaten  proceedings 
against  any  person  in  respect  of  such  infringement,  provided  he 
observed  the  rule  that  those  threats  must  have  been  made  with 
reasonable  and  probable  cause;  unless  they  are  made  with 
reasonable  and  probable  cause,  there  would  be  the  inference  that 
they  were  maliciously  made."    (19  Ch.  D.  390.) 

(Z)  BuRNBTT  ».  Tak.     [1882.] 

The  plaintiff  brought  an  action  to  restrain  the  defendant  from 
issuing  notices  to  plaintiff's  customers,  that  plaintiff,  in  selling 
goods,  was  infringing  defendant's  rights,  and  from  threatening 
such  customers  with  legal  proceedings  in  case  they  should  purchase 
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such  goods,  and  applied  for  an  interim  injunction : — HM^  that  aa 
the  plaintiff  had  not  satisfied  the  Court  that  the  statements  made 
by  the  defendant  were  false,  there  was  no  evidence  of  maldjldes^ 
and  therefore  the  injunction  was  refused.    (45  L.  T.  743.) 

(«i)  Sugg  v.  Brat.    [1881-6] 

In  1881  the  plaintiff  brought  an  action  for  an  injunction  to 
restrain  the  repetition  of  statements  by  the  defendants  that  the 
plaintiff  infringed  the  defendants*  patent,  which  the  plaintiff 
alleged  were  false  and  maliciously  made,  and  for  damages.  In 
1883  the  plaintiff  applied  for  leave  to  amend,  by  adding  a  claim 
for  a  declaration  that  he  had  not  infringed  the  defendants'  patents, 
or  if  he  had,  that  those  patents  were  bad.  Leave  was  refused,  with 
costs.  The  defendants  did  not  commence  any  action  in  respect  of 
the  alleged  infringements,  but  they  conteLded  that  they  had 
reasonable  and  probable  cause  for  making  the  statements  : — HeUL^ 
that  the  plaintiffs  had  not,  in  fact,  infringed  the  defendants'  patent, 
and  that  the  statements  were  unfounded ;  but  that  the  plaintiffs 
had  not  proved  that  the  defendants  had  not  made  the  statements 
hondfidey  in  support  of  rights  which  they  believed  they  had,  and 
that  therefore  the  plaintiff  were  not  entitled  to  damages  nor  to  an 
injunction. 

The  32nd  section  of  the  Act  of  1883  does  not  apply  to  threats 
made  before  it  came  into  operation.  (1  O.  B.  45;  2  0.  B.  223 ; 
GHff.  210.) 

(n)  Soci]6t6s  Anontmes  des  Manufactures  de  Glaces  v.  Tilghman's 
Patent  Sand  Blast  Company.    C.  A.    [1883] 

The  defendants,  who  were  owners  of  patents  in  Belgium  and 
England  for  an  invention  for  making  globes,  by  deed  granted  a 
licence  to  plaintiffs  to  use  and  employ  the  invention  at  their  manu- 
factory (which  was  in  Belgium),  but  not  elsewhere.  The  plaintiff 
manufactured  articles  under  this  licence  in  Belgium,  and  sold  them 
in  England,  and  the  defendants  issued  a  circular  to  the  trade, 
warning  persons  that  such  importation  and  sale  would  be  a  viola- 
tion of  the  English  patent.  The  plaintiffs'  application  for  an 
injunction  to  restrain  such  issue  was  refused.  Where  a  trade- 
circular  is  issued  hondfide^  an  interim  injunction  will  not  be  granted 
to  restrain  it,  unless  it  is  in  violation  of  some  contract,  however 
much  the  balance  of  convenience  may  be  in  favoxir  of  granting  it. 
(26  Ch.D.l;  53  L,  J.  Ch.  1.) 

(o)  Sharp  ».  Brauer.    Brauer  v.  Sharp.    [1885-6]. 

The  plaintiff,  Sharp,  issued  a  circular,  threatening  proceedings 
against  persons  infringing  his  patent  for  folding-screens.  Brauer, 
a  maker  of  folding-screens  in  Germany,  commenced  an  action  to 
restrain  the  issue  of  this  circular  to  his  customers,  or  persons  who 
might  become  his  customers,  whereupon  Sharp  commenced  an 
action  against  Brauer,  and  his  agent  in  England,  for  infringement. 
The  latter  action  was  heard  first,  and  the  patent  was  held  invalid 
for  want  of  novelty.    On  the  first  action  coming  on  for  trial,  Hdd^ 
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"that  at  the  time  the  circular  was  issned,  the  defendant  had  a  right 
to  advertise  himself  as  patentee,  and  that  there  was  no  eyidenoe 
of  malice  on  his  part.  That,  therefore,  there  could  he  no  damages, 
and  no  injunction.  Section  32  was  not  referred  to  in  the  judg- 
ment. In  the  circumstances,  the  action  was  dismissed  without 
costs,     (a  O.  B.  193;  Oriff.  205.) 

Cases  since  the  Act  of  1883. 

(p)  Barnett  V,  Barrbtt's  Scrkw-Stoppkr  Company.    [1884] 

•  The  defendant  company  issued  a  circular,  stating  that  a  **so 
called  "  patent  stopper  of  Barnett  and  Foster  was  an  infringement 
of  their  patent,  and  that  they  were  ahout  to  take  proceedings 
against  Barnett  and  Foster,  and  every  one  who  used  the  stopper. 
Barnett  and  Foster  commenced  an  action  under  section,  32,  and 
moved  for  an  interlocutory  injunction.  It  appeared  that  the 
defendants  were  exclusive  licensees  of  the  patent  for  an  area  of 
twelve  miles  round  London,  and  that  the  patentee  had  commenced 
an  action  against  Barnett  and  Foster  for  infringement,  and  that 
the  defendants  were  to  he  joined  as  co-plaintiffs  in  that  action. 
Pearson,  J.,  said  :  **  I  do  see  this,  that  a  motion  of  this  kind  heing 
made  a  defendant  might,  simply  to  stave  off  proceedings,  issue  a 
writ  and  nothing  more,  and  then,  when  it  had  served  his  purpose, 
he  might  discontinue  the  action  and  the  Court  might  he  in  great 
difficulties  to  know  what  to  do.  If  a  new  motion  were  made,  he 
might  say,  *  I  do  not  mean  to  continue  writing  any  more  letters 
or  circulars.  Tou  cannot  get  an  injim.ction,  hecause  we  have  told 
you  we  do  not  mean  to  write  any  more.*  Therefore  I  think  the 
better  course  will  be  to  adjourn  this  motion  until  the  result  of  the 
action  is  known,  with  liberty  to  apply,  and  reserving  all  questions 
of  costs."    (1  0.  B.  9,  at  p.  10 ;  Griff.  47.) 

(g)  Barnet  17.  United  Telephone  Company.    [1885] 

The  plaintiff  having  advertised  that  he  was  prepared  to  supply 
the  Boult  telephone,  the  directors  of  the  defendant  company  issued 
an  advertisement,  warning  the  public  that  they  were  advised  that 
the  Boult  telephone  was  an  infringement  of  their  patent  rights, 
and  that  proceedings  would  be  taken  to  protect  their  rights.  The 
defendants'  solicitors  had  refused  to  make  the  plaintiff  sole 
defendant  in  an  action  for  infringement,  on  the  ground  that  he  was 
not  in  a  position  to  pay  damages  or  costs.  On  motion  for  an  inter- 
locutory injunction,  Chitty,  J.,  said :  '*  I  will  assume,  for  the  pur- 
pose of  thiB  judgment,  that  it  comes  within  section  32.  Under 
that  section  the  Court  can  grant  an  injunction  against  the  con- 
tinuance of  this  threat,  and  that  I  am  now  a«ked  to  d«».  But  the 
section  contains  this  condition :  '  If  the  manufacture,  use  or  sale 
to  which  the  threat  relates  is  not,  in  fact,  an  infringement  of  any 
legal  right  of  the  person  making  the  threats.'  Now  it  appears  that 
there  is  a  serious  question  between  the  parties  as  to  whether  there 
is,  in  fact,  an  infringement  or  not,  .  .  .  and  that  is  a  question  which 
I  cannot  decide  on  the  present  materials.    That  being  so,  there  can 
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be  no  injnnotion  granted,  beoanse  the  plaintiff  is  unaMe  to  prore 
that  there  was  not,  in  fact,  an  infringement,  and  he  is  not  aUe 
even  to  present  to  the  Court  snoh  a  case  as  would  show  that,  pro- 
bably even  at  the  trial,  that  result  would  be  brought  about. 
That  being  so,  I  have  nothing  to  do  with  the  proviso  at  the  end." 
(28  Ch.  D.  394;  62  L,  T.  573;  33  W.  B.  576;  2  O.  B.  173; 
QHff.  48.) 

(r)  Household  and  Bosheb  «.  Fairbijrn  and  Hall.    [1884r-5] 

The  plaintiffs,  who  were  the  makers  of  water  elevators,  oom* 
menced  an  action  to  restrain  the  defendants  from  continuing  to 
issue  a  circular  cautioning  the  public  against  the  use  of  such 
elevators,  as  being  infringements  of  the  defendants'  patents,  and 
gave  notice  of  motion  for  an  injunction.  The  defendants  com- 
menced  a  cross  action  to  restrain  the  plaintiffs  from  infringing 
their  patents : — Held,  that  as  there  was  no  evidence  of  maid  fide$ 
on  the  part  of  the  defendants,  they  ought  not  to  be  restrained 
from  issuing  the  circular  until  the  action  had  been  disposed  o£^ 
but  that  they  must  undertake  to  prosecute  their  action  with  due 
diligence.  The  defendants,  in  fact,  prosecuted  their  action  as 
leisurely  as  they  could,  and  the  plaintifia  again  moved  in  the 
original  action  for  an  injunction  to  restrain  the  issue.  The  in- 
junction was  granted.  (51  L.  T.  J2cp.,  N.  &,  498 ;  1  O.  JB.  109  ; 
2  O.B.  140;  Griff.  131.) 

(«)  Wilson  and  Co.  v.  Walter  E.  Church  Enqineering  Company. 

[1885.] 

The  defendant  company  had  commenced  an  action  for  infringe- 
ment against  the  plaintiffs.  The  plaintiffs  subsequently  com- 
menced an  action  under  sect.  32,  and  applied  for  an  injunction  e9 
jparte  on  an  affidavit  that  the  defendants  had  claimed  royalties  on 
machines  supplied  by  the  plaintiffs : — Held  not  to  be  a  case  for  an 
ex  parte  injunction,  but  that  notice  of  motion  must  be  given. 
(2  0.  B.  175.) 

(t)  Driffield  Linseed  Cake  Company  t;.  W^aterloo  Mills  Caes 

Company.     [1886] 

The  words  "  Threats  by  circulars,  advertisements,  or  otherwise," 
in  sect.  32,  include  threats  by  private  letter  to  the  person  chai^ged 
with  infringement,  the  words  '*  or  otherwise  "  not  being  restricted 
to  communications  ejusdem  generis  with  circulars  or  advertisements. 
The  solicitor  to  the  defendimts  sent  a  letter  to  the  plaintiffs  alleging 
an  infringement  of  defendants'  patents,  and  threatening  pro- 
ceedings. The  plaintiffs  asked  for  particulars.  The  defendants' 
solicitors  refused  to  give  the  details  asked  for,  but  again  threatened 
proceedings.  No  proceedings  were  taken,  and  in  their  defence  to 
this  action  the  defendants  at  first  alleged  an  infringement,  but 
afterwards  struck  out  the  allegation.  A  perpetual  injunction  was 
granted,  with  costs.  The  plaintiffs  further  claimed  damages,  and 
alleged  that  since  the  defendants'  threats,  they  had  stopped  the 
progress  of  certain  new  works.     Their  business  had  not  been  bus- 
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pended : — J3«^,  that  there  was  no  case  for  an  inqnirj  as  to  damages. 
(31  Gh.  D.  638 ;  55  L.  J.,  Oh.  391 ;  54  L.  T.  Bep„  N.  8^  210 ; 
34  W.  B.  360;  3  O.  B.  46 ;  Griff.  80;  2  T.  L.  B  314.) 

(tt)  Walkbe  v.  Clakkk.    [1887] 

On  a  motion  for  an  interim  injunction,  under  sect.  32,  to  restrain 
threats,  it  is  not  necessary  for  the  plaintiff,  in  every  case  as  a 
oondition  precedent,  to  prove  that  he  has  not  infringed  the  de- 
fendant's patent;  bnt  the  question  is  one  of  the  balance  of  con- 
venience and  inconvenience,  and  the  Court  will  decide  according 
to  its  opinion  whether  more  harm  will  be  done  by  granting  or 
refusing  an  injunction.  (66  L.  J.,  Ch.  239  ;  56  L.  T.  Sep., ^^.  &  111 ; 
3  T.  L.  B.  297  ;  4  0.  JB.  Ill ;  35  W.  B.  245.) 

(v)  CrOULARD  V.  LiNDSAY.      [1887] 

The  plaintiffs,  having  brought  an  action  for  infrin^ment, 
pending  the  trial  issued  advertisements,  stating  that  in  con- 
sequence of  the  continued  infringement  of  their  patent  by  the 
defendants  they  had  commenced  an  action  against  the  defendants, 
and  that  actions  would  be  commenced  against  all  persons  em- 
ploying or  using  apparatus  which  was  not  according  to  the  letters 
patent  without  the  leave  of  the  patentees : — Held,  that  notwith- 
standing the  proviso  at  the  end  of  sect.  32,  the  plaintiffs  were 
not  justified  in  issuing  advertisements  containing  a  positive 
statement  that  defendants  had  infringed.  (56  L.  T.  £ep.,  N.  A, 
506  ;  4  O.  B.  189.) 

(to)  FusKK  Vesta  Company  v,  Bryant  and  May.    (No.  2.)    [1887] 

The  plaintiffs  having  commenced  an  action  for  infringement, 
asked  for  leave  to  apply  to  disclaim,  and  that,  pending  the  decisiou 
thereon,  further  proceedings  might  be  stayed.  Having  obtained, 
on  terms,  the  order  asked  for,  the  plaintiffe  sent  circulars  to  cus- 
tomers of  the  defendants,  threatening  legal  proceedings.  The 
defendants,  as  the  proceedings  were  stayed,  did  not  bring  in  a 
counter-claim,  under  sect.  32,  but  moved  for  an  injunction  to 
restrain  the  threats: — Held,  that  the  Cotirt  had  jurisdiction  to 
grant  the  injunction  asked  for.  (56  L.  T.  Bep,,  N.  8.  136; 
a  r.  L.  B.  408.) 

(x)  Challkndkr  v.  Eoylb.    C.  a.    [1887] 

Sect.  82  consists  of  two  parts :  the  first  part  contains  directions 
as  to  what  circumstances  will  enable  a  person  threatened  to  obtain 
judgment  in  an  action ;  the  second  part  contains  a  proviso  which 
excepts  certain  cases  from  the  section,  so  that  if  a  case  comes 
within  the  proviso,  it  must  be  dealt  with  under  the  old  law.  The 
first  part  contemplates  a  final  judgment,  and  in  order  to  obtain 
an  interlocutory  injunction,  the  plaintiff  must  make  out  a  primd 
facie  case,  i,e,  a  case  such  that,  if  the  evidence  remains  the  same 
at  the  hearing,  it  is  probable  that  he  will  obtain  a  decree,  and 
unless  he  makes  out  such  a  c^se,  an  injunction  will  not  be  granted 
on  the  mere  balance  of  convenience  and  inconvenience.    Primd  facie 
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the  onus  is  on  the  plaintiff  to  show  that  what  he  did  was  **  not  an 
infringement  of  any  legal  right,"  and  (semble)  for  that  purpose 
he  may  call  in  question  the  yalidity  of  the  defendant's  patent. 

GhaUender  brought  an  action  against  Boyle,  under  sect.  32, 
to  restrain  Boyle  fiom  issuing  threats  against  persons  selling 
Challender's  patent  articles.  After  the  issue  but  before  service 
of  the  writ,  Boyle  commenced  an  action  for  infringement 
against  a  company  who  were  selling  Challender's  articles: 
— HeJdf  that  the  case  was  within  the  proviso,  for  that  in  order 
to  bring  the  case  within  the  proviso,  the  action  need  not  be 
against  the  person  aggrieved,  but  may  be  any  action  to  test 
the  validity  of  the  patent,  or  the  fact  of  infringement  honestly 
brought  with  reasonable  diligence  against  any  of  the  persons  to 
whom  the  threats  have  been  made,  and  that  in  considering  whether 
such  action  is  brought  with  due  diligence,  the  time  of  issuing  the 
threats,  and  not  the  time  when  the  party  bringing  the  action  first 
knew  of  the  alleged  infringements,  is  the  period  to  be  looked  at 
(36  Ch.  D.  425 ;  3  T.  L.  B.  790 ;  4  0.  B.  363.) 

In  this  case  the  order  made  by  Bristowe,  V.-C,  was  substantially 
in  the  terms  of  the  notice  of  motion,  viz.,  to  restrain  the  defendant^ 
personally  or  by  his  servants,  agents  and  workmen,  by  circulars, 
letters,  or  otherwise,  from  threatening  any  person  with  legal 
proceedings  or  liability  in  respect  of  the  manufacture,  use,  sale,  or 
purchase,  of  a  certain  tap-union,  of  which  the  plaintiff  was 
patentee,  and  from  interfering  by  such  threats,  or  otherwise,  with 
the  manufacture,  use,  sale,  or  purchase,  of  the  plaintiff's  invention.. 
(36  a.  D.  427.)       • 

(if)  Kurtz  v.  Spbnce.    C.  A.    [1887] 

Formerly,  in  an  action  for  an  injunction  against  threats  by  a 
person  claiming  the  benefit  of  a  patent,  the  two  issues  were :  first, 
the  good  faith  of  the  person  making  the  threat ;  second,  whether 
the  person  threatened  was  in  fact  infringing  the  patent  The 
validity  of  the  patent  was  not  in  issue.  (33  Ch.  D.  ^81.)  In  an 
action  under  sect.  32,  the  plaintiffs  aUeged  that  the  defendant's 
patent,  which  they  were  accused  of  infringing,  was  invalid. 

Ghitty,  J.,  being  of  opinion  that  the  words  in  sect.  32,  **  not  in 
fact  an  infringement  of  any  legal  rights,"  did  not  allow  the 
plaintiff  to  put  in  issue  the  validity  of  the  patent,  ordered  the 
allegation  to  be  struck  out.  (33  Ch.  D.  679.)  Subsequently  the 
case  was  transferred  to  Kekewich,  J.,  and  the  remarks  in  the  case 
of  ChaUender  v.  Boyle  having  meantime  established  a  contrary 
view  of  the  law,  and  the  time  for  appeal  being  passed,  the 
plaintiffs  applied  for  leave  to  amend  by  again  alleging  the  in- 
validity of  the  patent.  The  application  was  refused,  but,  on 
appeal,  leave  to  amend  was  given  by  the  majority  of  the  Court 
of  Appeal  on  the  terms  that  the  plaintiffs  should  pay  ^licitor  and 
client's  costs  of  the  application,  and  all  costs  incurred  and  wasted, 
and  that  the  defendants  should  have  the  same  notice  of  objections, 
and  the  same  rights  of  beginning  and  replying  as  they  would 
have  had  if  they  had  brought  an  action  for  violation  of  their 
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patent  (36  Oh.  2>.  770;  3  T.  L.  B.  827;  4  0.  B.  427.)  Ulti- 
mately it  was  held  that  the  patent  was  void,  on  the  ground  of 
part  of  the  invention  claimed  being  impracticable,  ana  that  the 
plainti£k  were  entitled  to  an  injunction,  and  forty  shillings 
damages.  (6  O.  B.  161.)  (33  Ch.D.  579;  36  Ch.I).  770;  55  L.J., 
Ch.  919 ;  3  T.  L.  B.  827 ;  55  L.  T.  Bep.,  N.8.,  317 ;  35  W.  B.  26 ; 
3  O.-B.  368;  5  0.  JR.  161.) 

(z)  BuBT  V,  Morgan  and  Co.    [1887] 

The  plaintiff  was  a  patentee  of  an  invention  for  improvements 
in  carriage  springs.  The  defendants  wrote  to  customers  of  licensees 
of  the  plaintiff,  who  had  fitted  the  plaintiff's  springs  to  carriages, 
stating  that  the  springs  were  infringements  of  the  defendants' 
patents.  The  defendants  were  prosecuting  an  action  for  infringe- 
ment against  certain  persons  other  than  the  plaintiff : — Hdd^  that 
the  plaintff  was  a  person  aggrieved,  within  sect.  32,  and  was 
entitled  to  an  injunction,  or  an  undertaking  to  abstain  from: 
threatening.     (4  O.  B.  278  ;  W.  N.  1887,  123 ;  3  T.  L.  B.  666.) 

(«•)  Crampton  v.  Patents  Investment  Company.    C.  A.    [1888] 

In  an  action  to  restrain  threats,  the  Court  having  held  that  the 
defendants'  patent  was  valid,  and  had  been  infringed,  gave  a 
certificate  that  the  validity  of  the  patent  came  in  question  without 
prejudice  to  the  validity  of  such  certificate.  (5  0.  B,  382.)  The 
words  "  or  otherwise  **  in  section  32  of  the  Patents  Act  are  not 
confined  to  matters  ejuadem  generis  With  circulars  or  advertise- 
ments, and  may  include  threats  made  by  a  solicitor's  letter. 
(lb,  393.)  An  appeal  as  to  the  question  of  validity  was  dismissed. 
(6  0.  B.  287.) 

(a)  Union  Electrical  Power  and  Lioht  Company  v.  Electrigal 
Storage  Company.    C.  A.    [1888] 

The  defendant  company  caused  a  notice  to  be  inserted  immedi^ 
ately  below  the  plaintifb'  advertisement  in  the  Standard^  to  the 
effect  that  the  defendants  were  the  owners  of  patents  for  various 
specified  modes  of  construction  of  secondary  batteries,  and  that 
every  manufjetcturer  or  individual  user  of  secondary  batteries  of 
such  construction,  without  licence  from  the  defendants,  rendered 
l^imself  responsible  for  such  unlawful  manufacture  or  use.  The 
defendants  also  sent  threatening  letters  to  the  plaintiffs'  cus- 
tomers. The  plaintiffs  alleged  that  the  defendants'  patents 
were  all  invalid,  and  applied  for  an  injunction  to  restrain  the 
threats.  The  defendants  applied  for  particulars  of  objections  to 
their  patents.  Ordered,  that  on  the  defendants  giving  a  list  of 
the  patents  on  which  they  intended  to  rely,  the  plainti£&  should 
within  three  ^eeks  deliver  particulars  of  objections  to  the  validity 
of  those  patents.     (38  Ch.  D.  325 ;  5  0.  B.  329.) 

(h)  CoLLEY  V.  Hart.    [1888  and  1890.) 

Form  of  order  to  restrain  threats  in  OhaUender  v.  BoylOj  (36  Ch»  2>. 
427),  followed  by  North,  J.    In  an  action  to  restrain  threats,  when 
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there  i^  ^'  doubt  whether  the  thing  does  infringe  tehat  the 
defendant  oalls  his  rights,  the  fact  that  the  defendant  doee  not 
biing  an  action  to  assert  his  rights  is  a  fact  to  be  considered 
in  forming  an  opinion  whether  he  has  snch  rights  or  not.  (6 
0.  B.  17.) 

(c)  Unoak  v.  Sugg  and  Co,    [1889] 

Action  for  an  injunction  to  restrain  threats  in  respect  of  some 
lamps  snppliod  by  the  plaintiff  and  alleged  to  be  infringements  of 
the  Sagg  patent.  The  threats  were  admitted,  and  it  was  held  hy 
Huddleston,  6.,  that  on  the  pleadings  the  onus  was  on  the 
defendants.  The  lury  was  asked  whether  the  lamps  supplied  by  the 
plaintiff  were  substantially  copies  of  the  Sugg  patent,  and  gave  a 
verdict  for  the  plaintiff,  and  an  injunction  was  granted  ¥rith  an 
inquiry  as  to  damages.     (5  T.  L.  B.  373 ;  6  0.  B,  337.) 

(d)  Hebbubger  Schwakber  et  Cib.  v.  Squibb.    [1889] 

The  defendant.  Squire,  in  an  action  to  restrain  threats,  made 
the  threats  in  October,  1886,  and  September,  1887.  The  actian 
was  commenced  in  October,  1887.  In  November,  1887,  the  de- 
fendant commenced  two  actions  against  other  persons,  and  in 
December  he  counterclaimed  for  infringement : — Meld^  that  he  bad 
not  shown  due  diligence.  An  injunction  to  restrain  was  granted 
under  sect.  32,  although  the  claim  was  framed  as  if  for  slander  of 
title,  and  not  under  sect.  32.     (5  0.  B.  589 ;  6  0.  B.  194w) 

(e)  Combined    Weighikg    and  Advertising  Machine  Company   v. 

Automatic  Weighing  Machine  Company.    [1889] 

In  oonsequence  of  two  letters,  dated  September  21st,  1887,  sent 
by  the  solicitors  of  the  defendant  company,  the  plaintiff  company, 
on  September  27th,  1887,  having  simply  acknowledged  the  receipt 
of  one  of  the  letters  whicdi  was  addressed  to  them,  commenced  ilus 
action  to  restrain  threats.  On  September  30th  the  defendant  com- 
pany commenoed  an  action  against  the  plaintifb  for  infringement. 
The  defendants  having  written  another  threatening  letter  to  one 
of  the  plaintiffis'  customers,  the  plaintiffs  applied  to  North,  J.,  for 
an  interim  injunction,  but  were  refused,  and  given  liberty  to  apply 
if  the  infringement  action  were  not  prosecuted  with  due  diligence. 
On  April  27  th,  1888,  the  plaintiffs  in  this  action  offered  to  stay 
proceedings  until  the  action  for  infringement  was  concluded ;  but 
the  defendants  refused,  and  threatened  to  apply  for  judgment,  and 
accordingly  the  plaintiffs  set  the  action  down  for  trial,  and  the  two 
actions  were  tried  together.  Eekewich,  J.,  held  that  the  infringe- 
ment was  proved,  and  accordingly  dismissed  the  action  for  threats 
with  costs.  The  Court  of  Appeal  held  that  the  combined  company 
had  not  infringed,  and  reversed  the  judgment  in  the  action  for 
threats,  and  referred  it  back  to  Kekewich,  J.,  to  deal  with  the  costs. 
(6  O.  B,  367.)  The  Automatic  Company  had,  prior  to  the  threats 
in  question,  instituted  and  prosecuted  an  action  against  another 
defendant  for  other  infringements : — Heldy  by  Kekewich,  J.,  (1) 
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that  this  latter  action  did  not  bring  tbe  defendants  within  the 
proviso  in  section  32,  because  it  was  not  an  action  for  an  infringe- 
ment of  the  same  character  as  that  which  was  threatened ;  (2)  that 
the  solicitors'  letters  were  *'  threats ;"  (^3)  that  there  was  no  impro- 
priety in  the  plaintifib  commencing  this  action  to  restrain  threats, 
without  first  communicating  with  the  defendants'  solicitors;  (4) 
that  although  this  action  was  properbr  commenced,  yet  the  action 
for  infringement  against  the  plaintifra  was  commenced  and  prose- 
cuted with  due  diligence,  and  that  therefore  section  32  ceased  to 
apply ;  (5)  that  it  was  therefore  impossible  to  make  the  defendants 
pay  costs,  but  that,  owing  to  their  conduct,  th^  ought  not  to  have 
them.  (6  O.  B.  602;  42  Oh.  D.  666;  68  L.  /  Oh.  709.)  [As  to 
staying  the  payment  of  costs  in  the  infringement  action  pending 
the  other  action,  see  37  W.  B.  636;  67  L.  J.  Oh.  647.] 

(/)  Day  v.  Fosteb  :  Barrktt  and  Elebs,  Ldoted,  v.  Day. 

Day  being  a  patentee  of  an  improved  bottle,  gnmted  an  exdu- 
nve  licence  to  Foster  to  use  part  of  the  invention,  called  the 
trigger-opener.  Subsequently  Foster  obtained  a  licence  from 
Barrett  and  Elers,  who  were  the  owners  of  a  later  patent  for 
improvements  in  the  opening  of  internally-stoppered  bottles,  and 
claimed  to  make  trigger-openers  under  this  latter  licence  without 
paying  royalties  to  Day.  Day's  solicitors,  in  December,  1888, 
wrote  to  Foster's  solicitors,  that  Barrett  and  Elers'  specification 
was  clearly  an  infringement  of  Day's  patent,  and  that,  in  the  action 
against  Foster,  claims  would  be  made  in  respect  of  this  patent. 
Barrett  and  Elers,  who  were  assisting  Foster,  and  employing  the 
same  solicitors,  required  Day  to  withdraw  such  threats,  or  to 
commence  an  action  to  make  them  good.  In  April,  1889,  Day 
commenced  an  action  against  Foster  only  to  restrain  infringement, 
and  alleged  therein  that  the  trigger-openers  of  Barrett  and  Elers' 
patent  did  not  differ  materially  from  his  (Day's)  invention. 
Barrett  and  Elers  asked  to  be  jomed  as  defendants  in  this  action, 
but  were  refused,  and  in  August,  1889,  oommenced  an  action 
against  Day  to  restrain  threats.  Gross  summonses  to  stay  pro- 
ceedings were  then  taken  out  by  Day  in  the  last,  and  by  Foster  in 
the  first  action : — Heldy  that  the  letter  to  Foster's  solicitors  gave  a 
cause  of  action,  under  section  32,  to  any  person  aggrieved  thereby, 
but  that  Day's  action  was  an  action  for  infringement  within  the 
proviso ;  that  it  was  not  necessary  that  such  an  action  for  infringe- 
ment should  be  brought  after  the  action  for  threats,  nor  ^at  it 
should  be  an  action  in  which  the  validity  of  the  patent  oovld  be 
tried ;  that  Day's  action  was  brought  with  due  diligence,  and  that 
therefore  Barrett  and  Elers  had  no  cause  of  action : — HM^  also,  that 
Barrett  and  Elers'  action  was  vexatious,  and  must  be  stayed ;  it 
being  clear  that  no  relief  coidd  be  granted  at  the  tnal.  (7 
O.  JR.  64;  43  Ci.  D.  435.) 

{g)  CoLLEY  V.  Hart.    [1890] 

The  plaintiff  asked  for  an  injunction  to  restrain  threats  by  a 
circular  which  the  defendant  had  issued  on  September  15th,  1888. 
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The  writ  was  iasned  on  S6pteml)er  22nd.  In  Novembet,  X8B8;tHd 
defendant  oommenoed  an  aotlon  for  infringement ;  bnt.  being  sub- 
sequently advised  that  he  would  fail,  in  November,  1889,  he 
disoontinued  the  action,  and  paid  the  costs  : — Held^  that  although 
it  was  impossible  to  fix  any  rule  as  to  the  time  within  which  an 
^u)tion  would  be  commenced  with  due  diligence,  according  to 
section  32,  yet  that  primd  fade  three  months  was  not  too  long,  and 
this  action  was  within  that  period.  A  defendant,  in  an  action  to 
restrain  threats,  is  entitled  to  wait  until  the  statement  of  claim  is 
delivered,  in  order  to  see  if  he  can  coimterclaim  for  infringement : 
— Hdd^  further,  that  as  the  action  had  only  been  abandoned  when 
it  was  seen  that  it  would  probably  fail,  it  had  been  prosecuted  with 
due  diligence,  aud  that  therefore  the  defendant  came  within  the 
proviso  of  section  32,  and  must  succeed.  (44  Ch.  2>.  179; 
7  O.  B.  101 ;  62  L.  T.  424 ;  38  W.  B.  601.) 

(A)  Law  t7.  Ashworth.    [1890] 

The  plaintiffs  in  an  action  to  restrain  threats  alleged  that  the 
defendants  had  by  letters  and  by  advertisements  in  newspapers 
and  otherwise  threatened  the  plaintiff  company  and  other  persons 
with  proceedings  for  infringement.  The  defendants  applied  for 
particulars  of  the  threats  alleged  before  delivering  their  defence. 
Hdd,  that  the  defendants  ought  to  be  enabled  at  the  earliest 
possible  moment  to  stop  the  advertisements,  and  that  full  par- 
ticulars should  be  given.     (7  0.  B.  86.) 

Time, 

for  application  for  international  patent,  within  aeven  months  from  foreign 
application,  Patents  Act,  1883,  sect.  103,  p.  61 

for  application  by  pei-sonal  representatives  of  inventor,  six  months  from, 
death,  sect.  34  (2),  p.  81 

for  appeal  from  comptroller,  notice  to  be  filed  within  fourteen  days  of 
decision,  Rule  5,  p.  380 

but  comptroller  or  law  officer  may  allow  further  time.  Rule  5,  p.  380 

for  opposition  to  grant,  notice  to  be  given  within  two  months  of  adver- 
tisement of  acceptance  of  complete  specification,  sect  11,  p.  38 

for  notice  of  opposition  to  amendment,  within  one  month  from  advertise^ 
ment,  sect.  18  (2),  p.  10 

for  opponent  of  grant  to  file  evidence,  fourteen  days  from  end  of  two. 
'  months,  Rule  37,  p.  39 

for  applicant  to  file  evidence  in  answer,  fourteen  days  from  delivery  of 
liBt  of  opponent's  evidence,  Rule  38,  p.  39 

for  opponent  to  file  evidence  in  reply,  fourteen  days.  Rule  38,  p.  39 

for  patentee's  evidence  in  opposition  to  petition  for  compulsory  licence, 
fourteen  days,  Rule  64,  p.  78 

for  petitioner  for  compulsory  licence  to  reply,  fourteen  days.  Rule  66,  p.  78 

when  Patent  Office  is  open.  Patent  Rules  7,  p.  558 

of  notice  by  comptroller  to  applicant  of  hearing  upon  question  of  amend- 
ment, ten  days,  Rule  11,  p.  36 

by  law  officer  of  hearing  ol  appeal,  seven  days,  Rule  6,  p.  380 
by  comptroller  of  hearing  on  opposition,  ten  days.  Rule  41,  p.  39 

for  payment  of  renewal  fees.  Rules  45  to  48,  p.  658 

enlargemenc  of.  Patent  Rule  49,  p.  558 

prescribed  by  Rules  may  be  enlarged.  Rule  51,  p.  558. 
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Fiyr  filing  and  ualing — 
for  leaving  complete  specification,  within  nine  months  from  application, 
sect.  8,  p.  557 
may  be  extended  by  comptroller  for  one  month,  Patents  Act,  1885, 
sect.  3,  p.  557 

for  accepting  complete  specification,  twelve  months,  sect.  9  (4),  p.  557 
may  be  extended  by  comptroller  for  three  months,  Patents  Act, 
1885,  sect.  3,  p.  557 
for  sealing  patent,  fifteen  months  from  application,  sect.  12  (3),  p.  557 
may  be  extended  by  compft-oller  for  four  months.  Patents  Act,  1885, 
sect.  3,  p.  557 
computation  of,  whether  exclusive  or  inclusive,  p.  58  (jg) 
extension  of  when  delay  due  to  opposition,  p.  558  (J) 
or  to  non-delivery  of  letter,  p.  558  (Jc) 
not  where  there  nas  been  neglect,  p.  59  (A). 

Of  expiration  of  Patent — 
fourteen  years  from  date.  Patents  Act,  1883,  sect.  17  (1),  p.  559 
or  on  failure  to  make  payment,  sect.  17  (2),  p.  559 
unless  enlargement  granted  by  comptroller,  sect  17  (3)  and  (4),  p.  559 
fourteen  years  reckoned  inclusively  of  day  of  date,  p.  559  (/) 
three  years  reckoned  exclusively,  p.  559  (k). 

For  Filing  and  Sealing. 

Patents  Act,  1883,  sect.  8.  (1)  If  the  applicant  does  not  leave  a  complete 
specification  with  his  application,  he  may  leave  it  at  any  subsequent  time 
within  nine  months  from  the  date  of  application. 

(2)  Unless  a  complete  specification  is  left  within  that  time  the  application 
shall  be  deemed  to  be  abandoned. 

Sect.  9  (4).  Unless  a  complete  specification  is  accepted  within  twelve 
months  from  the  date  of  application,  then  (save  in  the  case  of  an  appeal 
having  been  lodged  against  the  refusal  to  accept),  the  application  shall  at  die 
expiration  of  those  twelve  months,  become  void. 

Sect.  12  (3).  A  patent  shall  be  sealed  as  soon  as  may  be,  and  not  after 
the  expiration  of  fifteen  months  from  the  date  of  application,  except  in  the 
cases  hereinafter  mentioned,  that  is  to  say — (a)  Where  the  sealing  is  delayed 
by  an  appeal  to  the  law  officer,  or  by  opposition  to  the  grant  of  the  patent, 
the  patent  may  be  sealed  at  such  time  as  the  law  officer  may  direct. 
(h)  If  the  person  making  the  application  dies  before  the  expiration  of  the 
fifteen  months  aforesaid,  the  patent  may  be  granted  to  his  legal  repre- 
sentative and  sealed  at  any  time  within  twelve  months  after  the  death  of  the 
applicant. 

Patents  Act,  1885,  sect  3  (recites  these  sections,  and  that  it  is  expedient 
to  empower  the  comptroller  to  extend  in  certain  cases  the  said  times  and 
enacts):  A  complete  specification  may  be  left  and  accepted  within  such 
extended  times,  not  exceeding  one  month  and  three  months  respectively 
after  the  said  nine  and  twelve  months  respectively  as  the  comptroller  may 
on  payment  of  the  prescribed  fee  allow,  and  where  such  extension  of  time  has 
been  allowed,  a  further  extension  of  four  months  after  the  said  fifteen  months 
shall  be  allowed  for  the  sealing  of  the  patent ;  and  the  principal  Act  shall 
have  effect  as  if  any  time  so  allowed  were  added  to  the  said  periods  specified 
in  the  principal  Act. 

Patents  Act,  1883,  sect.  98.  Whenever  the  last  day  fixed  by  this  Act,  or 
by  any  rule  for  the  time  being  in  force,  for  heaving  any  document  or  paying  any 
fee  at  the  Patent  Office  shall  fall  on  Christmas  Day,  Qood  Friday,  or  on  a 
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Saturday  or  Sunday,  or  any  day  observed  as  a  holiday  at  the  Bank  of 
England,  or  any  day  obeerved  as  a  day  of  public  fast  or  thanksgiving,  herein 
referred  to  as  excluded  days,  it  shall  be  lawful  to  leave  such  document  co* 
to  pay  such  fee  on  the  day  next  following  such  excluded  day,  or  days  if 
two  or  more  of  them  occur  consecutively. 


Patent  Rules,  1890,  7.  The  Patent  Office  shall  be  open  to  the  public 
overy  week  day  between  the  hours  of  ten  and  four,  except  on  the  days  and 
times  following : — Christmas  Day.  Goo^  Friday.  The  day  obperved  as  Her 
Idajesty's  birthday.  The  days  observed  as  days  of  public  fast  or  thanks- 
giving, or  as  holidays  at  the  Bank  of  England. 

45.  If  a  patentee  intends  at  the  expiration  of  the  fourth  or  eighth  year 
from  the  date  of  his  patent  to  keep  the  same  in  force,  he  shall,  before  the 
expiration  of  such  fourth  or  eighth  year,  as  the  case  may  be,  subject  as  here- 
inafter provided,  pay  the  prescribed  fee  of  60/.  or  100?.,  as  the  case  may  be. 

46.  In  the  case  of  patents  granted  before  the  commencement  of  the  taid 
Acts,  the  above  Bule  shall  be  read  as  if  the  words  '* seventh  year"  were 
therein  written  instead  of  the  words  **  eighth  year." 

47.  If  the  patentee  intends  to  pay  annual  fees  in  lieu  of  the  above 
mentioned  fees  of  601.  and  100?.,  he  shall,  before  the  expiration  of  the  fourth 
and  each  succeeding  year  during  the  term  of  the  patent,  until  and  inclusive 
of  the  13th  year  thereof,  pay  the  prescribed  fee.  The  form  J  in  the  second 
schedule,  duly  stamped,  should  be  used  for  the  purpose  of  this  abd  the 
payment  referred  to  in  Bule  45. 

48.  On  due  compliance  with  these  Bules,  and  as  soon  as  may  be  after  such 
respective  periods  as  aforesaid,  or  any  enlargement  thereof  respectively  duly 
granted,  the  comptroller  shall  issue  a  certificate  that  the  prescribed  payment 
has  been  duly  made. 

49.  An  application  for  an  enlargement  of  the  time  for  making  a  prescribed 
payment  shall  state  in  detail  the  circumstances  in  which  the  patentee  by 
accident,  mistake  or  inadvertence  has  failed  to  make  such  payment,  and 
the  comptroller  may  require  the  patentee  to  substantiate  by  such  proof  aa 
he  may  think  necessary  the  allegations  contained  in  the  application  for 
enlargement. 

50.  An  application  for  enlargement  of  time  for  leaving  or  accepting  a 
complete  specification  shall  state  in  detail  in  what  circumstances  and  upon 
what  grounds  such  extension  is  applied  for,  and  the  comptroller  may  require 
the  applicant  to  substantiate  such  allegations  by  such  proof  as  the  comp- 
troller may  think  necessary. 

51.  The  time  prescribed  by  these  Rules  for  doing  any  act,  or  taking  any 
proceeding  thereunder,  may  he  enlarged  by  the  comptroller  if  he  think  fit, 
and  upon  such  notice  to  other  parties,  and  proceedings  thereon,  and  upon 
such  terms,  as  he  may  direct. 

(j)  In  re  SmpsoN  and  Isaacs*  Patent.    [1853] 

A  petition  for  a  patent  was  lodged  on  the  2nd  October,  and  the 
warrant  to  seal  the  patent  was  issued  on  the  9th  of  February 
following.  By  reason  of  objections  having  been  filed  to  the  appli- 
cation, and  to  the  warrant  to  seal,  the  patentees  were  unable  to  file 
their  specification  within  six  months  from  the  date  of  the  letters 
patent.  Time  extended,  on  petition,  to  seven  months.  (21  L.  T. 
Bep.  81.) 

(h)  In  re  Harris'  Patent.    [1855] 

Leave  was  granted  to  file  a  specification  after  the  time  for  that 
pnrx)06e  had  expired,  when  the  delay  had  arisen  solely  from  the 
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non-delivery  of  the  letter  oontaining  the  proper  instruction  for 
fiUng.    (25  L.  T.  Bep.  90.) 

Time  of  Expiration  of  Patent 

Patents  Act,  1883,  sect.  17.  (1.)  The  term  limited  in  every  patent  for 
the  duration  thereof  shall  be  fourteen  years  from  its  date. 

(2.)  But  every  patent  shall,  notwithstanding  anything  therein  or  in  this 
Act,  cease  if  the  patentee  fails  to  make  the  prescribed  payments  within  the 
prescribed  times. 

(3.)  If,  nevertheless,  in  any  case,  by  accident,  mistake  or  ioadvertence, 
a  patentee  fail*)  to  make  any  prescribed  payment  within  the  prescribed  time, 
he  may  apply  to  the  comptroller  for  an  enlargement  of  the  time  for  making 
that  payment. 

(4.)  Thereupon  the  comptroller  shall,  if  satisfied  that  the  failure  has 
arisen  from  any  of  the  above-mentioned  causes,  on  receipt  of  the  prescribed 
fee  for  enlargement,  not  exceeding  ten  pounds,  enlarge  the  time  accordingly, 
subject  to  the  following  conditions : — 

(a.)  The  time  for  making  any  payment  shall  not  in  any  case  be  enlarged 

for  more  than  three  months. 
(&.)  If  any  proceeding  shall  be  taken  in  respect  of  an  infringement  of 
the  patent  committed  after  a  failure  to  make  any  payment  within 
the  prescribed  time,  and  before  the  enlargement  thereof,  the  Court 
before  which  the  proceeding  is  proposed  to  be  taken  may,  if  it 
shall  think  fit,  refuse  to  award  or  give  any  damages  in  respect 
of  such  infringement. 

(J)  EtJSSBLL  V.  Lbdsam.    [1846] 

Original  letters  patent  were  granted  on  the  26th  Febmary,  1825» 
and  renewed  letters  patent  were  dated  on  the  26th  February,  1839 : — 
Heldy  that  the  day  of  the  date  mnst  be  reckoned  inclusively,  and 
that  the  former  term  expired  on  the  25th  February,  1839,  and  con- 
sequently the  renewed  letters  patent  were  granted  after  the  original 
letters  patent  had  expired.     (14  if.  d  W.  574 ;  14  L.  J.  Exch.  353.) 

(*)  Williams  v.  Nash.    [1859] 

The  day  of  the  date  of  the  letters  patent  is  excluded,  and  the 
three  years  do  not  expire  until  twelve  o'clock  at  night  of  the  anni- 
versary of  the  day  on  which  the  letters  patent  are  granted.  (28 
Beav.  93 ;  28  L.  J.  Ch.  886.) 

Title, 

OeneraUp — 
specification  must  commence  with,  Patents  Act,  1883,  sect.  5  (5),  p.  560 
examiner    to    report  whether  it  sufficiently  indicates  suhject-matter, 

sect.  6,  p.  560 
if  not  comptroller  may  require  application,  specification  or  drawings  to  be 

amended,  Patents  Acts,  1883,  sect.  7  and  1888,  sect.  2,  p.  560 
to  be  read  with  specification,  pp.  560  (A?),  561  (n\  666  (c),  567  (/"),  568  (0 
discloses  object  of  invention,  pp.  560  (2),  566  (e) 
how  affected  by  subsequent  discoveries,  p.  560  (m). 

Largene89  of— 
ambiguity,  pp.  562  (a),  567  (/)  (h) 


vagueness,  pp.  563  («),  564  (r)  (w),  567  (/)  (9)  (h) 

Variaacefrom  ^peo^ftoati4m — 
by  introducing  inproKrement,  p.  566  (d) 
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Title  GenerdUi/. 

Patents  Act,  1883,  sect  5  sub-sect.  (5).  A  specification,  whether  pio- 
Tisional  or  complete,  must  commence  with  the  title,  and  in  the  case  of  a 
complete  specification  must  end  with  a  distinct  statement  of  the  invention 
claimed. 

Sect.  6.  The  comptroller  shall  refer  every  application  to  an  examiner,  who 
shall  ascertain  and  report  to  the  comptroller  whether  the  natnre  of  the 
invention  has  been  fairly  described,  and  the  application,  specification,  and 
drawings  (if  any)  have  been  prepared  in  the  prescribed  manner,  and  the  title 
sufficiently  indicates  the  subject-mntter  of  the  invention. 

Sect.  7  amended  by  Patents  Act,  1888,  sect.  2.  For  sect.  7  of  the  principal 
Act  the  following  section  nhall  be  substituted,  namely : — 

^  7.  (1.)  If  the  examiner  reports  that  the  nature  of  the  invention  is  not 
&irly  described,  or  that  the  application,  specification,  or  drawings 
has  not,  or  have  not,  been  prepared  in  the  prescribed  manner,  or 
that  the  title  does  not  sufficiently  indicate  the  subject-matter  of 
the  invention,  the  comptroller  may  refuse  to  accept  the  applica- 
tion, or  require  that  the  application,  specification,  or  drawings  be 
amended  before  he  proceeds  with  the  application;  and  in  the 
latter  case  the  application  shall,  if  the  comptroller  so  directs, 
bear  date  as  from  the  time  when  the  requirement  is  complied 
with. 
"  (2.)  Where  the  comptroller  refuses  to  accept  an  application  or  requires 
an  amendment,  the  applicant  may  appeal  from  his  decision  to 
the  law  officer. 
''(3.)  The  law  officer  shall,  if  required,  hear  the  applicant  and  the 
comptroller,  and  may  make  an  order  determining  whether,  and 
subject  to  what  conditions  (if  any),  the  application  shall  be 
accepted. 
''  (4.)  The  comptroller  shall,  when  an  application  has  been  accepted,  give 

notice  thereof  to  the  applicant. 
'*  (5.)  If,  after  an  application  for  a  patent  has  been  made,  but  .before 
the  patent  thereon  has  been  sealed,  another  application  for  a 
patent  is  made,  accompanied  by  a  specification  bearing  the  same 
or  a  similar  title,  the  comptroller,  if  he  thinks  fit,  on  the 
request  of  the  second  applicant,  or  of  his  legal  representative, 
may,  within  two  months  of  the  grant  of  a  patent  on  the 
first  application,  either  decline  to  proceed  with  the  second 
application  or  allow  the  surrender  of  the  patent,  if  any,  granted 
thereon." 

(h)   HORNBLOWER  V.   BOULTON.   [1799] 

Grose,  J.,  said :  ''  I  consider  the  patent  (title)  and  specification 
so  connected  together  as  to  make  a  part  of  each  other,  and  that  to 
learn  what  the  patent  is  I  may  read  the  specification,  and  consider 
it  as  incorporated  with  the  patent."    (Dav.  P.  0.  230.) 

(Z)  Thb  Househill  Company  v.  Nbilson.    N.  P.    [1843] 

The  title  of  a  patent  discloses  the  object  of  the  invention.  (1 
Web.  P.  a  678.) 

(m)  Thb  Electric  Telegraph  Company  u.  Brett.    [1851] 

Patent  ''for  improvements  in  giving  signals  and  sounding 
alarums  in  distant  places,  by  means  of  electric  currents  transmitted 
through  metallic  circuits."    Subsequently  to  the  patent,  it  was 
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discovered  that  the  retnm  cnrrent  oonld  be  coliducted  back  to  the 
battery  through  the  earth  as  effectually  as  through  a  contmuous 
metallic  circuit,  and  this  was  the  method  used  by  the  defendants. 
Cress  well,  J.,  delivering  the  judgment  of  the  Court,  said  :  **  With 
regard  to  the  use  of  the  words  '  metallic  circuits '  in  the  title  of  the 
patent,  it  was  urged  that  the  patentees,  by  using  those  words,  would 
mislead  a  person  who  waH  in  possession  of  improvements  identical 
with  the  plaintiff's,  but  which  he  intended  to  use  in  giving  signals  by 
non-metallic  circuits,  and  who  might  have  opposed  the  grant  of  a 
patent  of  a  more  comprehensive  title,  but  would  acquiesce  in  one 
confined  to  metallic  circuits.  But  it  appears  to  us,  that,  whatever 
might  be  the  case,  supposing  currents  transmitted  in  the  manner 
used  by  the  defendants  to  have  been  known  at  the  time  of  granting 
the  patent,  or  of  giving  notice  of  the  application  for  it,  the  title  did» 
in  the  actual  circumstances  of  the  case,  that  is  to  say,  the  earth- 
circuit  not  being  publicly  known,  give  sufficient  notice  to  any 
|>erson  secretly  acquainted  with  that  discovery,  or  thinking  it 
probable  that  some  such  discovery  might  be  made,  and  having  also 
invented  improvements  like  those  of  the  patentees,  to  put  him  on 
his  guard,  and  on  an  inquiry  how  far  the  proposed  patent  mi(>;ht 
interfere  with  him."  (10  Com.  B.  Rep.  881 ;  20  L.  J.,  a  P.  130; 
15  Jttr.  582.) 

(n)  Nbwton  9.  Vaucher,     [1851] 

The  title  of  a  patent,  which  should  be  read  in  conjunction  with 
the  specification,  may  limit  a  patentee's  claim,  which  would  other- 
wise have  voided  the  patent  as  being  too  large.  (6  Ex.  866;  21 
L,  J.,, Ex.  SOS.) 

(n*)  Hills  v.  The  London  Gas  Light  Company.    [1860] 

'  The  title  of  a  patent  was  for  '*  an  improved  mode  of  manufac- 
turing gas."  The  invention  consisted  in  the  application  of  the 
hydrated  oxides  of  iron  in  purifying  gas  from  sulphuretted  hydro- 
gen, and  in  renovating  the  oxides  so  used  by  exposure  to  the  air. 
The  Court  held  this  to  be  an  improved  mode  of  manufacturing 
gas.    (5  fl.  4ife  N.  370 ;  29  L.  J.,  Ex.  424.) 

(o)  Brown's  Patent.    [1887] 

The  title  being  for  ^'improvements  in  casks  and  tubs,"  the 
specification  described  the  invention  as  applicable  to  tubs  and 
analogous  vessels  in  which  the  staves  were  formed  with  a  groove. 
Hddy  by  the  law  officers  that  the  title  was  sufficient.     (2  Oriff.  1.) 

Largeness  of  Title. 

(o*)  Bex  v.  Elsb.     [1785] 

The  patent  was  for  a  newly  invented  manufacture  of  lace,  called 
French,  or  wire-ground  lace.  The  specification  went  generally  to 
the  invention  of  mixing  silk  and  cotton  thread  upon  the  frame.  It 
was  proved  that  this  was  not  new.  It  was  contended,  in  answer, 
that  the  former  use  was  inadequate  to  the  purpose  of  making  lace 
on  account  of  its  coarseness,  and  that  the  x^ateutee  was  the  first  to 
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BUooeed  in  uniting  strength  and  fineness.  Buller^  J.,  held  the 
patent  void,  as  the  claim  (expressed  in  the  title)  went  to  the  excla- 
sive  liberty  of  making  lace  composed  of  silk  and  cotton  thread 
mixed,  and  not  to  any  particular  mode  of  making  it.  (1  Web,  P.  C. 
76  ;  Dae.  P.  C.  144 ;  BuU,  N.  P.  76.) 

(p)  Cochrane  v.  Smethubst.    [1816] 

A  patent  was  granted  for  **  a  method  or  methods  of  more  com- 
pletely lighting  cities,  towns,  and  villages."  The  invention  de- 
scribed consisted  of  improvements  in  street  lamps  : — Rddy  that  the 
patent  was  void,  on  the  ground  of  the  title  being  too  large.  The 
patent  ought  to  have  been  taken  for  an  improvement  in  street 
lamps.     (Dav.  P.  0.  354 ;  1  Stark,  N.  P.  205.) 

(q)  Campion  v.  Benyon.    [1821] 

Where  a  patent  was  obtained,  for  "  a  new  and  improved  method 
of  making  and  manufacturing  double  canvas  and  bail  cloth  with 
hemp  and  flax,  without  any  starch  whatever,"  and  the  specification 
described  the  invention  to  consist  in  an  improved  texture,  or  mode 
of  twisting  the  threads,  to  be  applied  to  the  making  of  un-starched 
cloth  J  on  its  being  proved  that  the  exclusion  of  starch  had  been 
before  adopted  : — Held,  that  such  patent  was  void,  as  being  taken 
out  for  more  than  the  patentee  had  really  discovered.  Dallas,  C.J. : 
"  If  there  be  any  ambiguity,  either  in  the  patent  itself,  or  in  the 
specification,  in  any  material  point,  it  is  of  itself  a  ground  for 
rendering  the  patent  absolutely  void."  (6  B,  Mo,  71 ;  SB.dB.  5.) 

(r)  Brunton  v.  Hawkes.     [1821] 

A  patent  was  granted  for  improvements  in  the  construction  of 
ships'  anchors,  windlasses,  and  chain  cables.  It  was  proved  at  the 
trial,  that  the  windlasses  and  chain  cables  were  new,  but  that  the 
anchors  had  been  before  constructed  and  used.  The  patent  was  held 
bad  for  want  of  a  consideration,  upon  tlie  authority  of  Hill  v. 
Thompson,  Abbott,  C.J.,  said  :  "  The  consideration  is  the  entirety 
of  the  improvement  of  the  three ;  and  if  it  turns  out  there  is  no 
novelty  in  one  of  the  improvements,  the  consideration  fails  in  the 
whole,  and  the  patentee  is  not  entitled  to  the  benefit  of  that  other 
part  of  his  invention."     (4  B.  &  Aid,  552.)     Best,  J.,  based  his 

i'udgment  expressly  upon  the  ground  of  fraud.  He  said  the  patentee 
lad  "  taken  out  his  patent  for  more  than  he  is  entitled  to ;  and  I 
am  of  opinion  that  that  avoids  the  patent  in  toto.  For  the  King  is 
deceived ;  the  patentee  is  represented  to  have  the  merit  of  inventing 
two  things,  whereas  he  has  discovered  only  one ;  and  the  Crown 
might  have  considered  the  discovery,  as  to  both,  a  sufficient  ground 
for  granting  a  patent,  when  it  would  not  have  thought  so  of  the 
discovery  of  one  alone.  .  .  .  The  united  consideration  upon  which 
the  whole  grant  was  made,  is  therefore  void,  and,  consequently, 
the  grant  itself  is  void."     (Jb,  558.) 

(«)  Bloxam  V,  Elsee.     [1827] 

Action  for  the  infringement  of  a  patent  for  "a  machine  for 
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tnaking  paper  in  single  sheets,  without  seam  or  joinings,  from 
1  foot  to  12  feet  and  upwards  wide,  and  from  1  foot  to  45  feet 
and  upwards  in  length."  It  appeared  in  evidence,  that  the 
machine  was  so  constructed  as  to  be  capable  of  producing  paper  of 
one  definite  width  only,  and  that  in  order  to  vary  the  width  a 
new  machine  was  required.  It  was  held  by  the  Court  of  King's 
Bench,  that  the  meaning  of  the  patentee's  representation  was^ 
that  paper  of  various  widths  might  be  obtained  by  one  and  the 
same  machine ;  and,  as  that  representation,  which  was  a  material 
one,  was  not  true,  the  consideration  for  the  grant  had  failed,  and 
the  patent  was  void.     (6  B.  &  C,  169  ;  9  Bow.  &  By.  215.) 

(«)  Sturtz  V,  Db  la  Eue.    [1828] 

The  patent  was  "  for  certain  improvements  in  copper  and  other 
plate  printing."  The  specification  declared  that  '*  the  nature  of 
the  invention  consisted  in  putting  a  glazed  or  enamelled  surface 
on  paper,  to  be  used  for  copper  and  other  plate  printing,  by  means 
of  whitelead  and  size,  whereby  the  finer  lined  of  the  engraving  are  • 
better  exhibited  than  heretofore,  and  also  in  a  mode  of  polishing 
the  said  enamel,  and  the  impression  after  it  has  been  drawn  from 
the  plate.  Lord  Lyndhurst,  L.C. ;  "  The  description  in  the  patent 
must  unquestionably  give  some  idea,  and,  so  far  as  it  goes,  a  true 
idea  of  the  alleged  invention,  though  the  specification  may  be 
brought  in  aid  to  explain  it.  The  title  in  this  patent  is  for 
*  certain  improvements  in  copper  and  other  plate  printing.* 
Copper-plate  printing  consists  of  processes  involving  a  great 
vaiiety  of  circumstances ;  the  paper  must  be  of  a  particular 
description  :  before  it  m  used,  it  must  be  damped ;  it  mubt  remain 
damp  a  cei-tain  time,  and  must  be  placed  in  a  certain  temperature ; 
the  plate  must  be  duly  prepared,  and  duly  applied,  and  various 
processes  must  be  gone  through,  before  the  impression  is  drawn  off 
and  brought  to  a  finished  state.  An  improvement  in  any  one  of 
those  circumstances, — in  the  preparation  of  the  paper,  for  instance, 
or  the  damping  it,  &c. — may  truly  be  called  an  improvement  in 
copper-plate  printing."     (5  Buss.  322.) 

(t)  Felton  v.  Greaves.    N.  P.    [1829] 

A  patent  was  granted  for  "a  machine  for  an  expeditious  and 
correct  mode  of  giving  a  fine  edge  to  knives,  razors,  scissors,  and 
other  cutting  instruments."  As  the  machine  described  in  the 
specification  would  not  do  for  sharpening  scissors,  the  patent  was 
held  void.     (3  C.  d  P.  611.) 

(tt)  Morgan  v.  Seaward.     [1837] 

The  patent  was  taken  out  "  for  certain  improvements  in  steam 
engines  and  in  machinery  for  propelling  vessels ;  which  improve- 
ments are  applicable  to  other  purposes."  The  jury  found  that  the 
alleged  invention  was  not  an  improvement  in  steam  engines. 
Parke,  J.,  delivering  the  judgment  of  the  Court,  said  :  **  Upon  the 
authorities  we  feel  obliged  to  hold  that  the  patent  is  void,  upon 
the  ground  of  fraud  on  the  Crown.  .  .    A  patent  for  two  or  more 
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inventiiosB,  when  ooe  is  not  new,  is  void  altogether,  as  was  held  in 
MiU  Y.  Thompson,  and  Brunton  y.  Hawkes ;  for,  although  the 
statute  invalidates  a  patent  for  want  of  novelty,  and,  oonsequentlj, 
by  force  of  the  statute,  the  patent  would  be  void  as  far  as  related 
to  that  which  was  old,  yet  the  principle  on  which  the  patent  has 
been  held  to  be  void  altogether,  is,  that  the  consideration  for  the 
grant  is  the  novelty  of  all,  and  the  consideration  failing,  or,  in 
other  words,  the  Ciown  being  deceived  in  its  grant,  the  patent  is 
void,  and  no  action  maintainable  upon  it."  (1  Web,  P.  O.  196; 
2M,d  W,  561 ;  Mur.  dH.60;  1  Jur.  529.) 

(v)  Stead  v.  Williams.    N.  P.    [1843] 

Action  for  the  infringement  of  a  patent  "for  making  or 
paving  public  streets  and  highways,  and  public  and  private 
roads,  courts  and  bridges,  with  timber  or  wooden  blocks."  The 
defendants  pleaded,  inter  alia,  "  that  the  title,  in  its  claim,  was  too 
large,  uncertain,  inapplicable,  inexplicable,  inconsistent,  vague  and 
ambiguous,  and  at  variance  with  the  specification."  CressweU,  J.^ 
referring  to  this,  said  :  "  Whether  it  is  too  vague  or  not  is  rather 
a  matter  of  law  than  anything  else,  and  upon  that  I  also  say  that 
I  am  in  favour  of  the  plaintiff.  I  think  that  it  is  not  too  vague,  and 
therefore  I  advise  you  to  find  that  issue  for  the  plaintiff."    (2  Wd>. 

P.  a  137.) 

(w)  Cook  v,  Pearcb.    [1844] 

The  patent  was  taken  out  "for  improvements  in  carriageB," 
and  the  invention  was  an  improvement  in  German  shutters, 
which  could  only  be  used  in  some  kinds  of  carriages: — Held^ 
that,  by  reason  of  the  title  of  the  invention  being  too  large  and 
general,  the  patent  was  void.  (8  Q.  B.  1050 ;  12  L,  J.,  Q.  JB.  190 ; 
7  Jur.  765.)  This  decision  was  reversed  on  appeal,  Tindal,  C.J., 
delivering  the  judgment  of  the  Exchequer  Chamber,  said :  "  The 
^ere  vagueness  of  the  title  appears  to  us  to  be  an  objection  that 
may  well  be  taken  on  the  part  of  the  Crown,  before  it  grants  the 
patent,  but  to  afford  no  ground  for  avoiding  the  patent  after  it  haa 
been  granted.  If  such  title  did  not  agree  with  the  specification 
when  enrolled,  or  if  there  had  been  any  fraud  practised  on  the 
Crown,  in  obtaining  the  patent  with  such  title,  the  patent  in 
those  cases  might,  undoubtedly,  be  held  void.  Any  evidence  of  a 
design  on  the  part  of  the  inventor  to  choose  a  vague  and  general 
title,  in  order  that  he  might  avail  himself,  at  the  time  of  the 
enrolling  of  the  specification,  of  an  invention  not  discovered  by 
him  at  the  time  of  taking  out  the  patent,  or  in  order  to  prevent 
other  subjects  of  the  Queen  from  availing  themselves  of  a  dis- 
covery made  by  them,  upon  the  ground  of  its  falling  within  the 
range  of  the  general  terms  of  the  title,  although  such  invention 
was  different  from  that  for  which  the  patent  was  recJly  and  in 
truth  taken  out,  might  afford  such  proof  of  fraud  upon  the  Crown 
and  such  injury  to  the  subject,  as  that  the  vagueness  and 
generality  of  the  title  in  such  case  might  avoid  the  patent. 
But,  in  the  present  case,  no  such  evidence  was  given,  nor  was 
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the  existence  of  fraud  suggested ;  but  the  patent  has  been  held 
void  (in  the  Court  below),  upon  the  mere  ground  of  the  title  being 
8o  large  as  to  be  capable  of  comprising  a  different  invention  from 
that  which  is  described  in  the  specification,  and  from  no  other 
cause.'*    (8  Q.  B.  1064 ;  8  Jur.  500  :  13  X.  J.,  Q.  B.  192.) 

(x)  Crossley  v.  Potter.    N.  P.    [1853] 

Pollock,  C.6.,  in  summing  up  to  the  jury,  said :  '*  In  the  year 
1842,  Mr.  Thompson,  a  weaver  and  machinist,  takes  out  a 
patent  for  an  improvement  in  weaving  figured  fabrics;  and  one 
of  the  objections  of  the  defendants  to  the  patent,  stated  in  the 
notice  of  objections,  is,  that  the  patentee  has  taken  out  his  patent 
for  an  invention  entitled,  *  Improvements  in  weaving  figured 
fabrics,'  and  that  these  improvements  are  applicable  to  a  certain 
olass  of  figured  fabrics  only,  namely,  those  which  have  a  terry 
surface.  That  objection,  in  my  opinion,  is  not  well  founded.  The 
improvement  in  a  particular  portion  of  figured  fabrics  may  be 
well  called,  I  think,  an  improvement  in  weaving  figured  fabrics. 
Though  it  be  not  applicable  to  all,  it  is  an  improvement  in  the 
general  weaving  of  figured  fabrics ;  though  it  may  not  apply  itself 
to  any  particular  individual  case,  I  think  there  is  nothing  wrong 
in  that."     CMacr.  P.  C.  242.) 

(y)  Newall  v.  Eluott.    [1864] 

Pollock,  C.6.,  stated  that  he  had,  when  Attorney-General, 
refused  an  application  for  a  patent  for  ''an  improvement  in 
locomotion,"  such  a  title  being  too  general.  (13  W.B,  15 ;  10  Jur.^ 
N.  8.  955.) 

(y*)  Brown's  Patent.     [1887] 

The  patentee  is  entitled  to  frame  his  title  in  his  own  way,  pro- 
vided he  does  not  infringe  the  rules  of  the  statute.     (2  Qriff.  1.) 

Variance  between  Title  and  Specification, 

(z)  Bainbridge  v.  Wigley.    N.  P.    [1810] 

Action  for  the  infringement  of  a  patent  for  improvements  on 
the  flageolet.  The  specification  stated  that  by  the  improvements 
the  instrument  produced  notes  not  before  produced  on  the  old 
instrument.  It  appeared  also  in  evidence,  that  the  invention  was 
a  great  improvement,  but  that  only  one  new  note  was  produced. 
Elienborough,  C.J.,  held,  that  this  was  fatal  to  the  patent,  the 
consideration  on  which  it  was  granted  not  being  truly  stated. 
For  the  patentee  had  stated  that,  by  his  improvements,  he  had 
given  new  notes,  when  in  fact  he  had  given  but  one  new  note. 
{Pari  Bep.  Pat.  1829,  p.  197;  18  Bep.  Arts.  127;  1  Carp.  P.  C. 
270.) 

(a)  Eex  ».  Metgalf.    Sci.fac,    [1817] 

This  was  a  scire  facias  brought  to  repeal  a  patent,  obtained  by 
the  defendant,  for  the  manu&cture  of  hair  brushes,  which  were 
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described  to  be  tapering  bniBhes.  The  specifiofltion  diiBcted  ^^ 
method  of  making  brushe't  in  which  the  bristles  wonld  be  of 
tmeqiial  lengths.  Lord  EUenborough :  "If  the  word  tapering 
be  used  in  its  general  sense,  the  description  is  defective;  there 
is  no  converging  to  a  point.  If  the  term  has  had  a  different 
meaning  annexed  to  it  by  the  usage  of  trade,  it  may  be  received 
in  its  perverted  sense."  No  such  evidence  being  given  there 
was  a  verdict  for  the  Crown.  The  Court  subsequently  refused  a 
rule  nisi  for  a  new  trial.  (2  Stark.  N.  P.  249;  1  Web.  P.  C. 
141  (n).) 

(6)  Hill  v.  Thompson.    [1818] 

A  patent  had  been  obtained  for  "  the  invention  of  certain  im- 
provements in  the  smelting  and  working  of  iron."  The  specifi- 
cation claimed  certain  improvements  by  which  the  iron  in  slags  or 
cinders  could  be  brought  into  the  state  of  bar  iron;  an«i  also  the 
discovery  of  the  employment  of  lime,  to  prevent  that  quality  in 
iron  called  **  cold  short."  At  the  trial  for  an  infringement  of  the 
patent  it  was  proved  that  the  lime  had  been  used  for  the  above 
purpose  before  the  date  of  the  patent.  And  further,  that  the  iron 
from  slags  and  cinders  had  been  before  obtained  when  those  ma- 
terials were  used  in  various  proportions : — Heldy  that  the  patent 
was  void,  as  the  specification  claimed,  not  an  improvement  upon 
the  previous  use  of  lime,  but  the  discovery  of  its  power  of  pre- 
venting cold  short ;  and  "  if  any  part  of  the  alleged  discovery, 
being  a  material  part,  fail  (the  discovery  in  its  entirety  forming 
one  entire  consideration),  the  patent  is  altogether  void."  (8  Taunt. 
376 ;  1  Weh  P.  0.  239  ;  2  B  Moore,  424.) 

(c)  Eex  «7.  Wheeleb.     Sci.fac.     [1819] 

Patent  for  "a  new  and  improved  method  of  drying  and  pre- 
paring malt."  The  specification  described  an  invention  which 
consisted  in  submitting  malt,  prepared  by  the  ordinary  process, 
to  a  high  degree  of  temperature,  and  thus  producing  a  colouring 
material  for  heeri—Held,  that  the  patent  was  void,  on  the  ground 
(inter  alia),  that  the  patent  was  for  a  different  thing  from  that 
described  in  the  specification.  Abbott,  C.J. :  "  The  language  of 
the  patent  may  be  explained  and  reduced  to  certainty  by  the 
specification ;  but  the  patent  must  not  represent  the  party  to  be 
the  inventor  of  one  thing,  and  the  speciH cation  show  liim  to  be 
the  inventor  of  another ;  because,  perhaps,  if  he  hAd  represented 
himself  as  the  inventor  of  that  other,  it  might  have  been  well 
known  that  the  thing  was  of  no  use,  or  was  in  common  use,  and 
he  might  not  have  obtained  a  grant  as  the  inventor  of  it.  .  .  . 
It  was  contended  that  this  process  was  in  truth  a  preparation  of 
malt  to  answer  a  particular  purpose,  and  that  the  purpose  need 
not  bo  noticed  in  the  grant.  It  may  be  true  in  general  that  the 
purpose  need  not  be  mentioned  in  the  grant;  but  if  in  any 
pai'ticular  case  the  mention  of  the  purpose  be  necessary  to 
explain  the  words  previously  used,  to  show  that  they  were  not 
used  in  their  ordinary  and  obvious  sense,  but  in  a  sense  limited 
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and  confined  to  that  particular  purpose;  in  bqcIi  a  case,   we 
think  the' purpose  ought  to  be  mentioned."    (2  B,  d  Aid.  345.) 

(d)  Crosslby  v.  Beverley.    [1829] 

In  moving  for  a  nonsuit  it  was  objected  that  the  patent  was 
void,  as,  between  the  date  of  the  patent  and  the  specification,  the 
patentee  had  invented  improvements  in  the  apparatus,  which 
he  described  in  the  specification  as  part  of  his  invention : — Held, 
that  the  insertion  of  these  improvements  in  the  specification  not 
only  did  not  render  the  patent  void,  but  that  it  was  the  duty  of 
the  patentee  to  communicate  them  to  the  public.  (9  B.  d  C.  63; 
1  Weh.  P.  a  112.) 

(e)  Fisher  v.  Dewick.    [1838] 

The  patent  was  for  improvements  in  machinery  for  making 
bobbin  net  lace.  The  invention  was  for  making  a  spot  duriag 
a  particular  part  of  the  process,  and  was  useless  where  that 
addition  was  not  wanted.  The  judge  at  nisi  prius  held  the  title 
to  be  sufficient,  and  the  Court  of  Common  Fleas  refused  a  rule 
nisi  for  a  new  trial,  on  the  ground  of  misdirection ;  Tindal,  C. J., 
observing  that  it  coald  not,  without  great  refinement,  be  said,  that 
the  invention  was  not  an  improvement  in  the  manufacture  ot 
bobbin  net  lace.  (Not  reported  on  this  point.  Cited  in  the  argu- 
ment in  Cook  V.  Pearce,  8  Q.  B.  1066.) 

(/)  Neilson  V.  Harford.    [1841] 

The  patent  was  granted  for  "an  invention  for  the  improved 
application  of  air  to  produce  heat  in  fires,  forges,  and  furnaces, 
where  bellows  and  other  blowing  apparatus  are  required."  The 
invention  consisted  in  passing  the  air,  from  the  blowing 
apparatus,  into  an  artificially-heated  receptacle,  and  from  thence 
to  the  furnace.  It  was  objected,  that  it  was  doubtful  whether 
the  patent  was  for  the  invention  of  the  application  of  hot  air, 
or  only  for  an  improved  mode  of  applying  hot  air.  Abinger,  C.B., 
said :  "  If  the  specificati(m  is  consistent  with  the  title,  that 
would  be  sufficient."  Parke,  B.,  delivering  the  judgment  of 
the  Court,  said  :  "  The  title  of  the  patent  is  for  *  the  improved 
application  of  air.'  Though  that  is  ambiguous,  it  is  sufficiently 
explained  by  the  specification,  and  is  not  at  variance  with  it, 
as  was  the  case  in  Bex  v.  WheelerJ'  (8  M.  d  W.  806 ;  1  Web. 
P.  0.  331.) 

(J)  Nickels  v.  Haslam.    [1844] 

The  plaintiff  obtained  letters  patent  for  "improvements  in  the 
manufacture  of  plaited  fabrics."  The  specification  described  that 
which  together  amounted  to  but  a  single  improvement  in  the 
mode  of  manufacture : — Reld^  upon  the  authority  of  Cook  v.  Pearce^ 
that  this  was  not  such  an  inconsistency  between  the  title  of  tiie 
patent,  and  the  description  in  the  specification,  as  to  invalidate 
the  patent.  (8  Scott,  N.  B.  97 ;  7  M.  d  O.  378;  8  Jur.  474;  13 
X.  J.,  C.  P.  146.) 
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(*)  Beard  v.  Egerton.    [1846] 

The  title  described  the  patent  to  be  for  "a  new  or  improved 
method  of  obtaining  the  spontaneons  reproduction  of  all  the 
images  received  in  the  focus  of  the  camera  obscura."  The  title 
was  held  to  be  sufficient,  on  the  authority  of  Neilson  v.  Harfardy 
and  Nickels  v.  Haslam.  Cresswell,  J.,  said :  '*  If  part  of  the' 
method  be  new,  so  as  to  produce  a  result  that  as  a  whole  is  new, 
surely  it  may  be  called  a  new  or  improved  method.  If  the 
method  be  altogether  new,  may  it  not  be  properly  called  an 
improved  method?  They  seem  to  be  convertible  terms."  (3  C.B.' 
97  ;  15  L.  /.,  0.  P.  270.) 

(f)  Croll  V,  EixJE.     [1850] 

A  patent  was  granti  d  "  for  certain  improvements  in  the  manu- 
facture of  gas  for  the  purpose  of  illumination,  and  in  the  apparatus 
used  when  transmitting  and  measuring  gas."  In  the  specification, 
the  words  "  therein  and"  were  interpolated  between  "used"  and 
"  when.**  So  that  the  specification  was  represented  to  be  "  fur 
improvements  in  the  manufacture  of  gas  for  the  purpose  of 
illumination,  and  in  the  apjaratns  used  therein  and  when  trans- 
mitting and  measuring  gas."  The  patent  was  held  bad,  as  the 
patentees  specified  for  *^  a  more  extensive  and  different  patent  from 
that  which  was  granted  to  them."  (9  0.  B.  479 ;  14  Jur.  553  ;  19 
£.  J.,  a  P.  261.) 

0')  Eegina  «.  Mill.    [1850] 

The  title  of  the  patent  was  "  for  improvements  in  instruments 
used  for  writing  and  marking,  and  in  the  construction  of  ink* 
stands ; "  and  the  specification,  as  amended  by  the  disclaimer, 
described  pens  and  pencils,  and  improvements  in  the  construction 
of  inkstands  : — fleW,  that  there  was  no  variance.  (10  (7.  B,  379 ; 
lL.M.d  P.  695 ;  15  Jur.  69 ;  20  L.  /.,  C.  P.  16.) 

(Jfc)  Patent  Bottle  Envelope  Company  v.  Sbymer.    [1858] 

A  patent  was  granted  for  **  improvements  in  the  manufacture 
of  cases  or  envelopes  for  covering  bottles."  The  specification, 
after  describing  the  apparatus,  in  the  arrangement  of  which  the 
invention  was  stated  to  consist,  claimed  the  combination  of 
mechanism,  and  the  making  of  envelopes  for  bottles  as  described  : 
— Heldy  that  the  specification  was  for  the  mode  of  making,  and 
not  for  the  envelope ;  and  that  it  was,  therefore,  not  larger  than  the 
grant.     (28  L.  /.,  G  P.  22;  5  C.  -B.,  N.  S.  164;  5  Jur.  N.8.  174.) 

(Z)  Oxley  v.  Holden.     [1860] 

The  title  was  ''for  certain  improvements  in  the  doors  and 
sashes  of  carriages."  The  specification  stated,  that  the  improve- 
ments were  applicable  '*  in  any  position  where  windows  and 
doors  are  subject  to  jar  and  vibration."  Erie,  C.J.,  delivering 
the  judgment  of  the  Court,  said :  '*  It  seems  to  us  reasonable  that 
the  claim  should  be  construed  with  reference  to  the  title,  and 
confined  accordingly  to  the  doors  and  windows  of  carriages.  The 
present  case  has  no  analogy  to  the  decision  of  this  Court  in  Croll 
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T.  Edger    (8  0.  B.,  N.  S.  707  ;  30  L.  J.,  0.  P.  74 ;  8  W.  B.  627  ; 
2  L.  T.  Bep.,  N.  S.  464.) 

(m)  Penn  v.  Bibby  :  Penn  v.  Jack.    [1866] 

Evidenoe  may  be  given,  under  an  issue  as  to  the  sufficienoy 
of  the  specification,  to  prove  a  variance  between  the  complete 
specification  and  the  title,  or  provisional  specification.  (£.  B. 
2  CK  130;  36  L.  J.  Ok  458 ;  15  X.  T.  Bep.,  N.  S.  401 ;  15  V.  B. 
211.) 

(n)  Parkes  r.  Stevens.    [1869] 

A  patent  was  entitled  for  *'  improvements  in  the  manufacture 
of  railway  station  and  other  gas  lamps,"  but  the  specification 
claimed  only  (bv  reference  to  a  former  specification)  improve^ 
ments  in  '*  that  class  of  lanterns  suitable  for  suspension  in  railway 
stations  and  other  public  places."  Whether  the  patent  was  confined 
to  lamps  suspended,  gusere.     (X.  B.j  8  Eq.  358 ;  38  X.  /.,  Ch.  627.) 

(o)  Wright  v.  Hitchcock.    [1870] 

Patent  "  for  the  invention  of  improvements  in  the  manufacture 
of  frills  or  ruffles,  and  in  the  machinery  or  apparatus  employed 
therein."  The  provisional  specification  described  the  invention^ 
as  relating  to  the  manufacture  of  frills  or  ruffles,  but  the  complete 
specification  extended  the  invention  to  the  manufacture  of  frills« 
ruffles,  or  trimmings.  Held,  that  as  the  words  *'  frills,  ruffles,  and 
trimmings,"  are  all  ejusdem  generis^  and  as  they  are  only  important 
as  showing  what  it  is  that  is  ultimately  to  be  made  by  the 
machinery  of  which  alone  the  plaintiff  claims  to  be  the  inventor, 
ihe  variation  is  not  such  as  to  render  the  patent  invalid.  (X.  B. 
6  Ex.  37  ;  39  X.  /.,  Ex.  97.) 

Tools,  application  of  known,  to  new  purpose,  pp.  526  {x\  527  (y). 

Trade  known  not  prohibited,  p.  492  (y). 

Trade  Secrets,  disclosure  of,  hy  inspection,  pp.  325  (w\  328  (J^y  330  (n*) 
by  dihcovery,  pp.  320  (x),  (a),  324  (?*) 
to  assessor  of  Court,  p.  65  (c),  95  (c). 

Transmission  of  Patents  to  be  entered  on  Register,  sect.  23,  p.  397. 

True  and  First  Inventor. 

the  person  who  discovers  a  new  manufacture,  p.  273  (n),  243  if), 
the  importer  from  abroad  of  a  new  manufacture,  p.  272  (^r),  277  (hi), 
person  who  makes  joint  application  with  inventor,  p.  206. 
le^al  representative  of  inveutor,  Patents  Act,  1883,  sect.  34,  p.  272. 
declaration  as  to,  sect.  5  subs.  (2),  p.  81. 

patent  to,  not  invalidated  by  fraudulent  application.  Patents  Act,  1883, 
sect.  35,  p.  569. 

Patents  Act,  1883,  sect  35.  A  patent  granted  to  the  true  and  first 
inventor  shall  not  be  invalidated  by  an  application  in  fraud  of  him,  of.  by 
provisional  protection  obtained  thereon,  or  by  any  use  or  publication  of 
the  invention  subsequent  to  that  fraudulent  application  during  the  period  of 
provisional  protection* 
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Trust  not  to  be  entered  on  BegUter.    Intents  Act,  1883,  8ec^  85,  p.  56a     - 

Patents  Act,  1883,  sect.  85.  There  shall  not  be  entered  in  any  register 
kept  under  this  Act,  or  ha  receivable  by  the  comptroller,  any  notice  of  any 
trust  expressed  implied  or  constructive. 

Trustee. 

of  foreign  inventor  may  petition  for  extension,  102  («). 

o£  joint  stock  company  may  petition  for  extension,  pp.  101  (m),  102  (p) 

of  foreigner  may  obtain  patent  in  England,  p.  278  (d). 

Unpatentable  invention.    See  under  Subjcct-Matter,  pp.  532  ae^. 

Useless  part»  is  not  cUimed  as  essential  does  not  invalidate  patent,  p.  439  (/>). 

User, 

between  expiry  and  renewal  of  patent,  no  infringement, pp.  154  (^),570(«>) 
prior,  relation  to  infringement,  pp.  154  (/),  192  (o),  226  (j),  365  (y) 
sale  of  patent  articleH  carries  with  it  right  of,  unless  limited  by  agree- 
ment, pp.  214  (d)y  216  (i) 
public,  not  ground  of  opposition  to  grant  of  paten',  Patents  Act,  sect.  11,  p.  38 
prior  to  date  of  patent.    See  under  Novelty,  pp.  232-242. 

(o)   EUSSELL  V.   LeDSAM. 

User  between  expiry  and  renewal  of  patent  is  no  infringement. 
(16  M.  &  W.  641.) 

(p)  Unwin  v.  Heath. 

Proof  of  a  user  of  an  invention  snch  as  before  the  patent  was 
granted  wonld  be  evidence  that  there  was  no  novelty,  if  taking 
place  after  the  patent  is  evidence  of  an  infringement.  (25  X.  J., 
C.  P.  13.3 

Utility  of  Invention. 

Generally — 
of  improvement  considered  irrespecti  ve  of  that  of  original  invention,  p.  572(6) 
absence  of,  makes  patent  mischievous  to  state,  p.  573  (e) 
not  considered  on  application  for  patent,  p.  40  (h) 
cheapness  to  be  considered,  pp.  576  (g),  577  (^*) 
of  invention  should  extend  to  its  general  uses,  pp.  576  (y),  578  (i;) 
obstructing  patents,  p.  574  (J) 
an  invention  not  getting  into  use,  a  presumption  against,  pp.  116  (A), 

117  (A:),  (n),  118  (p),  (r),  128  (m) 
rebutted  by  pecuniary  embarrassment  of  patentee,  pp.  116  (h\  129  {q) 
nature  of  invention,  pp.  117  (/),  118  (j>) 
market  being  limited,  p.  118  (t) 
proved  by  evidence  of  scientific  persons,  p.  577  (t) 
a  ground  for  extension,  pp.  116-119 
sale  of  patented  article,  evidence  of,  p.  117  (i) 
may  be  tested  without  publication,  p.  242  (d) 
probable  commercial  demand  not  a  correct  test  of,  pp.575  (n),577  (w\(xy 

Degree  of  utility — 

must  produce  some  beneficial  results,  p.  577  (f) 
mav  be  very  slight  indeed,  pp.  574  (w),  576  (r) 
and  on  any  occasion,  p.  577  (<*). 
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Want  of  in  part  of  an  inventior^-^ 
does  not  invalidate  patent,  pp.  578,  579. 
if  it  is  useful  on  the  whole,  p.  578  (x) 
aliter  w^here  use  is  slight  and  danger  great,  p.  579  (a) 

or  unnecessary  waste  is  involved,  p.  579  (&). 

Question  for  the  jury — 
whether  invention  claimed  is  useful  or  not,  p.  580. 

UtiHtff  generally, 

(q)  Daecy  «•  Alum.    [1602] 

"  Where  any  man  by  his  own  charge  and  industry,  or  by  his  own 
wit  or  invention,  doth  bring  any  new  trade  into  the  realm,  or  any 
engine  tending  to  the  furtherance  of  a  trade  that  never  was  used 
before :  and  that  for  the  good  of  the  realm  :  that  in  snoh  cases  the 
King  may  grant  to  him  a  monopoly  patent  for  some  reasonable 
time,  until  the  subjects  may  learn  the  same,  in  consideration  of  the 
good  that  he  doth  bring  by  his  invention  to  the  commonwealth : 
otherwise  not."     (Noy,  B.  182.) 

(r)  Edgebbrry  v.  Stephens.    [1691] 

The  Act  21  Jac.  I.  intended  to  encourage  new  devices  useful  to 
the  kingdom.     (1  Web.  P.  C.  36;  Dav.  P.  C.  36.) 

(a)  Rex  r.  Arkwright.     Scire  facias.     [1786] 

When  an  invention  is  proved  to  be  new,  the  question  of  its 
materiality  or  utUity  arises.     (Dav.  P.  0.  138 ;  1  Weh.  P.  C.  72.) 

(t)  Turner  v.  Winter.    [1787] 

Ashurst,  J.,  said :  *'  I  think  that,  as  every  patent  is  calculated  to 
give  a  monopoly  to  the  patentee,  it  is  so  far  against  the  principles 
of  law,  and  would  be  a  reason  against  it,  were  it  not  for  the  advan- 
tage which  the  public  derive  from  the  communication  of  the 
invention."     (Dav.  P.  C.  161 ;  1  T.  B.  606;  1  Weh.  P.  0.  80.) 

(tt)  BouLTON  V.  Bull.     [1796] 

Rooke,  J.,  in  the  course  of  his  judgment,  said,  that  the  public 
have  a  right  to  receive  a  meritorious  consideration  in  return  for  the 
protection  which  a  patentee  claims.  (2  H.  Bl.  478.)  Buller,  J^ 
said:  "The  invention  professes  to  lessen  the  consumption  (of 
steam),  and,  to  make  the  patent  good,  the  method  must  be  capable 
of  lessening  the  consumption  to  such  an  extent  as  to  make  the 
invention  useful.  More  precision  is  not  necessary,  and  absolute 
precision  is  not  practicable."     (Ih.  498.) 

(«)  HuDDART  V.  Grimshaw.    N.  P.     [1803] 

Ellenborough,  C.J.,  told  the  jury  that  if  an  invention  "  be  pro- 
ductive of  a  new  end,  and  beneficial  to  the  public,  it  is  that  species 
of  invention  which,  protected  by  the  King's  patent,  ought  to  con^ 
tinue  to  the  person  the  sole  right  of  vending."  (1  Web.  P.  C.  86 ; 
Dav.  P.  C.  278.) 
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(u>)  Manton  v.  Parkbr.    N.  P.    [1814] 

The  patent  was  for  **  a  hammer,  on  an  improved  oonstniction, 
for  the  locks  of  all  kinds  of  fowling-pieces  and  small  arms."  A 
material  pcui;  of  the  invention  consisted  in  a  means  of  letting  out 
the  air  from  the  barrel,  and  causing  a  communication  between  the 
powder  in  the  pan  and  in  the  barrel,  without,  at  the  same  time, 
letting  out  the  powder.  The  witnesses  for  the  defendant  haying 
proved  that  the  powder  passed  through  the  same  hole  as  the  air, 
Thomson,  C.B.,  held  :  *'  That  the  utility  of  the  invention,  and  the 
purpose  of  the  patent,  wholly  fail ;  for  the  purpose  of  the  hole,  as 
^escribed  in  the  specification,  is  to  let  the  air  pass  through,  and  at 
the  same  time  secure  the  powder  from  passing  through ;  that  of 
itself  would  be  an  answer  to  the  action."  {Dav.  P.  C.  327 ;  1  Web. 
P.  a  192,  (n).) 

(ps)  Maistton  v.  Manton.    N.  P.    [1816] 

Gibbs,  C.  J.,  held  that  •*  in  order  to  support  a  right  to  the  exclu- 
sive enjoyment  of  any  invention,  it  is  necessary  that  the  party  who 
takes  out  the  patent  should  show  that  the  invention  is  new,  that 
it  was  unknown  to  the  trade  and  to  the  world  before ;  that  it  ia 
not  only  new,  but  that  it  is  useful  to  the  public."    (Da©.  P.  (7.  348.) 

(y)  BoviLL  r.  Mooee.    N.  P.    [1816] 

Action  for  the  infringement  of  a  patent.  Gibbs,  C.J. :  *^  In 
point  of  law  it  is  necessary  that  the  plaintiff  should  prove  that  this 
is  a  new  and  useful  invention,  in  order  to  entitle  himself  to  thq 
present  action."    {Dav.  P.  C.  399.) 

(«)  Hill  v.  Thompson.     [1817-8] 

A  patent  can  be  supported  only  for  an  invention  which  is  useful. 
(3  Mer.  629 ;  Web,  P.  G.  237.)  Dallas,  J.,  delivering  the  judgment 
of  the  Court  of  Common  Pleas,  said :  ''  If  any  part  of  an  sJleged 
discovery,  being  a  material  part,  fail  (the  discovery  in  its  entirety 
forming  one  entire  consideration),  the  patent  is  altogether  void.'* 
(8  Taun.  401 ;  2  B.  Moore,  457  ;   Web.  P.  C.  249.) 

(a)  Lewis  v*  Marung.    [1829] 

Parke,  J.,  in  the  course  of  his  judgment,  said :  •*  The  preroga- 
tive of  the  Crown  as  to  granting  patents  was  restrained  by  the 
statute  21  Jac.  1,  c.  3,  s.  6,  to  cases  of  grants  '  to  the  true  and  first 
inventors  of  manufactures,  which  others  at  the  time  of  granting 
the  patent  shall  not  use.'  The  condition  therefore  is,  that  the 
thing  shall  be  new,  not  that  it  shall  be  useful ;  and  although  the 
question  of  its  utility  has  been  sometimes  left  to  a  jury,  I  think 
the  condition  imposed  by  the  statute  has  been  complied  with  when 
it  has  been  proved  to  be  new."  (10  JB.  cfc  C.  28  ;  4  Car.  dP.5S; 
1  TFc5.  P.  a  497.) 

(b)  Lewis  v.  Davis.    N.  P.    [1829] 

A  patent  being  for  an  improvement  on  a  former  patent,  it  is  not 
material  whether  a  machine  made  according  to  the  first  patent 
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woxQd  be  useful  or  not,  if  it  be  shown  that  a  machine  oonstracted 
according  to  the  subsequent  patent  is  useful.  (3  Car*  d  P.  504 ; 
1  Web.  P.  a  489.) 

(c)  MiKTER  V.Wells.    N.  P.    [1834] 

Alderson,  B. :  **  The  plaintiff,  in  order  to  establish  his  right, 
must  show  that  the  invention  is  new^  and  that  it  is  usefal." 
(1  Web.  P.  a  129.) 

{d)  KussKLL  V.  Cowley,    [1836] 

Lyndhurst,  C.J. :  **  The  first  question  is,  is  this  a  new  and  useful 
invention?"    (1  Web.  P.  C.  467.) 

le)  Morgan  v.  Seaward.    [1837] 

In  delivering  the  judgment  of  the  Court,  Parke,  B.,  said  :  "  A 
grant  of  a  monopoly  for  an  invention  which  is  altogether  useless, 
may  well  be  considered  as  '  mischievous  to  the  State,  to  the  hurt  of 
trade,  or  generally  inconvenient,'  within  the  meaning  of  the 
statute  of  James  I.,  which  requires,  as  a  condition  of  the  grant, 
that  it  should  not  be  so,  for  no  addition  or  improvement  of  such  an 
invention  could  be  made  by  anyone  during  the  continuance  of  the 
monopoly,  without  obliging  the  person  making  use  of  it  to  pur- 
chase a  useless  invention ;  and  on  a  review  of  the  cases,  it  may  be 
doubted  whether  the  question  of  utility  is  anything  more  than  a 
compendious  mode,  introduced  in  comparatively  modem  times,  of 
deciding  the  question,  whether  the  patent  be  void  under  the  statute 
of  monopolies."    (2  M.  &  W.  562 ;  Mur.  dH.^lil  Jur.  529 ;  1  Web. 

P.  a  197.) 

(/)  Be  Cutler's  Patent.    Ch.    [1839] 

This  was  a  petition  to  the  Lord  Chancellor,  to  affix  the  great  seal 
to  letters  patent,  obtained  by  Cutler,  against  which  a  caveat  had 
been  lodged.  It  was  urged  that  Cutler's  invention  was  not  useful, 
and  that,  therefore,  the  great  seal  ought  not  to  be  affixed  to  his 
letters  patent.  Lord  Cottenham,  L.C.,  referring  to  this  objection, 
said :  **  It  is  not  very  easy  sitting  here  to  form  any  very  conclusive 
opinion  as  to  the  usefulness,  nor  is  it  very  necessary  to  inquire 
into  that  (particularly  considering  from  whom  the  objection 
emanates),  because  if  it  be  so  perfectly  useless  as  is  represented,  it 
will  interfere  with  no  man's  rights,  and  it  will  be  a  mere  dead 
letter,  which  no  man  would  wish  to  imitate  if  they  had  the  right." 
(1  Web.  P.  a  426.) 

(g)  Crane  v.  Price.    [1842] 

Tindal,  C.J.:  **If  the  invention  be  new  and  useful  to  the 
public,  it  is  not  material  whether  it  be  the  result  of  long  experi- 
ments and  profound  research,  or  whether  by  some  sudden  and 
lucky  thought,  or  mere  accidental  discovery. '  (4  M.  dt  O.  605 ; 
1  Web.  P.  a  411.) 
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(A)  Walton  r.BATESfAK.    N.  P.    [1842] 

Cresswell,  J. :  **  Then,  gentlemen,  wo  come  to  another  objection— 
I  really  do  not  know  what  plea  it  applies  to — that  the  invention 
claimed  by  the  patent  is  not  of  any  public  nse  or  benefit.  It  is 
supposed  that  that  may  be  a  question  under  the  '  new  manufacture/ 
I  entertain  great  doubts  upon  that,  because  a  thing  may  be  a  new 
manufacture,  and  perhaps  may  not  be  of  any  public  Ufie  or  benefit." 
(1  Web.  P.  a  623.) 

(f)  Pow  V.  Taunton.    [1845] 

Patent  for  the  invention  of  a  nipping  lever,  for  causing  the 
rotation  of  wheels,  shafts,  or  cylinders,  under  certain  circum* 
stances.  The  specification  claimed  as  the  invention  **the  nipping 
lever,  with  its  tusk  and  sliding-box,  applied  to  a  rimmed  wheel,  ox 
to  a  rimmed  flange,  for  the  purpose  of  causing  the  same  to  rotate  or 
move  together  with  any  shaft,  cylinder,  or  other  suitable  machinery 
which  may  be  attached  thereto."  The  nipping  lever  was  not  new ; 
but  the  application  of  it  by  means  of  the  sliding-box  was  new : 
— Held,  that  it  must  also  appear  that  the  use  of  a  sliding-box  was 
essential  to  the  invention.     (9  Jur,  1056.) 

(/)  Crossley  v.  Potter.    N.  P.     [1853] 

Pollock,  C.B.,  in  addressing  the  jury,  said :  "  A  patent  for  an 
invention  which  is  merely  to  obstruct  every  subsequent  improve- 
ment, which  is  to  step  in  and  prevent  the  exercise  of  the  ingenuity 
of  mankind,  and  the  introduction  of  other  inventions  adapted  to 
the  particular  subject  to  which  the  invention  may  be  applicable. .  . . 
a  patent,  the  object  of  which  is,  not  to  benefit  the  world  by  its 
communication,  but  to  obstruct  by  the  very  general  character  of 
the  claims  made  for  conferring  peculiar  privileges  on  the  patentee ; 
such  a  patent  as  that,  in  my  judgment,  cannot  be  supported." 
(Macr.P.  0.245.) 

(h)  Simpson  v.  Holliday.    Ch.     [1864] 

It  appears  to  be  necessary  that  a  patented  invention  should 
be  useful,  not  only  at  the  time  the  patent  is  granted,  but  also 
during  the  whole  term  of  the  grant.  (20  New  Lon,  Jour.,  N,  S. 
107,  120.) 

(I)  Young  v,  Eosenthau    [1883-4] 

In  law,  utility  means  an  invention  better  than  the  preceding 
knowledge  of  the  trade  as  to  a  pai-tioular  fabric.  It  does  not  mean 
abstract  utility.  Thus  in  the  case  of  improved  stays,  the  question 
is  not  whether  stays  are  useful,  but  whether,  taking  stays  as  they 
were  before,  there  is  anything  in  the  plain tiflTs  invention  which  is 
more  useful  than  the  stays  people  had  before.  The  juiy  found 
that  the  invention  was  not  useful.     (Griff,  249 ;  1  O.  B.  29.) 

(«•)  Philpott  v.  Hanbury.    (1884-5] 

Grove,  J. :  "It  has  been  decided  over  and  over  again  that  the 
slightest  amount  of  utility  (I  will  not  say  an  infinitesimal  scintilla, 
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but  a  veiy  sliglit  amount  of  utility)*  is  sufficient  to  sustain  a 
patent,  and  that  for  the  purpose  of  utility,  as  indeed  for  the 

furposes  of  most  of  the  other  issues,  you  must  take  it  by  itself." 
Griff.  185  ;2  0.B.  33  at  p.  37.) 

(»)  6AD190HX  Anilin  und  Soda  Fabrik  «.  Levinstein.    H.  L.    [1887] 

In  a  patent  ''for  improvements  in  colouring  matters  suitable 
for  dyeing  and  printing,"  the  specification  began,  "  The  invention 
consists  in  the  producti^m  of  red  and  brown  colouring  matters, 
which  in  chemical  language  may  be  termed  the  sulpho-acids  of 
oxyazo  naphthaline,"  and  then  described  four  processes.  All  the 
processes  were,  in  fact,  found  to  produce  sulpho-acids  of  oxyazo 
napthaline  applicable  to  dyeing  and  printing  which  varied  in 
colour,  but  within  the  limits  of  red  and  brown.  The  specifica- 
tion did  not  point  out  what  particular  shade  would  be  produced 
by  either  of  the  processes,  nor  did  it  indicate  which  would 
be  of  the  greatest  pmctical  utility  either  from  the  colour 
produced  being  in  demand,  or  from  greater  economy  in  the 
cost  of  production;  but  it  appeared  from  the  evidence  that 
when  once  a  desired  shade  had  been  obtained  there  would  be 
no  practical  difficulty  in  repeating  the  process  with  a  reasonable 
certainty  of  producing  the  same  result.  The  majority  of  the 
Court  of  Appeal  (Bowen  and  Fry,  L.JJ.),  held,  that  as  there 
was  only  one  shade  of  red  colouring  matter  which  had  any 
commercial  value,  and  as  it  was  impossible  to  discover  without 
experiment  which  of  the  processes  was  to  be  used,  and  how  it 
was  to  be  conducted,  in  order  to  produce  that  shade,  the  patent 
was  invalid,  since  either  the  specification  intended  to  claim  the 
production  of  the  sulpho-acid  of  oxyazo  naphthaline  in  all  its 
isomeric  modifications,  in  which  case  it  was  only  an  important 
step  towards  a  useful  discovery,  but  was  not  in  itself  useful,  or  the 
specification  intended  to  claim  the  production  of  the  particular 
isomer  which  was  of  commercial  value,  in  which  case  it  did  not 
show  without  further  experiment  how  to  arrive  at  the  desired 
result.  (24  Ch.  D.  156;  29  Ch.  D.  366.)  Held,  by  the  House  of 
Lords,  that  the  patent  was  not  invalid.  That  the  specification 
intended  to  claim  the  production  of  all  the  isomeric  forms,  that 
it  was  not  possible  to  difierentiate  the  isomeric  forms  except  by  a 
description  of  the  colour  produced,  and  that  it  was  not  incumbent 
on  the  inventor  in  such  a  case  to  indicate  the  respective  commer- 
cial advantages  of  the  varying  shades.  (12  App.  C.  710.)  Per 
Lord  Herschell :  It  is  not  "  a  correct  test  of  utility  to  inquire 
whether  the  invented  product  was  at  the  time  of  the  patent  likely 
to  be  in  commercial  demand,  or  capable  of  being  produced  at  a 
cost  which  would  make  it  a  profitable  fepeculation  to  manufacture 
it."    (J6.  710.) 

(o)  Deutsche  Nahmaschinen  Fabeik  v.  Pfaff.    [1889] 

A  largely  increased  sale  of  a  machine  owing  to  an  improvement, 
is  much  more  cogent  evidence  of  the  utility  than  it  is  of  the  novelty 
of  the  improvement.    (7  0.  B,  16.) 
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(j?)  WraBY  r.  Manchester  Steam  Tramways  Company.    [1889] 

In  a  patent  for  improvements  in  points  and  crossings  for 
tramways: — Held^  by  Brbtow,  V.-C,  that  the  invention  of  a 
movable  bar  or  point  piece,  which  is  actuated  by  a  spring  in  a 
vertical .  instead  of  a  horizontal  direction,  and  is  automatic  and 
eflfective  to  guide  the  cars  on  to  the  left  hand  track  without  any 
drop,  is  sufficiently  usefal  to  be  good  subject-matten  (6  0.  £.  359 ; 
7  0.  B.  30.) 

Degree  of  Utility » 

(q)  CoRNlSH  0.  Eeene.    N.  p.    [1836] 

Action  for  the  infringement  of  a  patent  for  "  an  improvement 
or  improvements  in  the  making  or  manufacturing  of  elastic 
goods  or  fabrics,  applicable  to  various  useful  purposes."  Tindal, 
0. J. :  "  It  is  a  circumstance  in  the  case  that  it  is  found  useful  for 
surgical  purposes.  The  patent,  however,  is  not  taken  out  for 
that  purpose,  and  it  would  not  be  sufficient  in  order  to  maintain 
the  patent,  on  the  ground  of  its  being  an  improvement,  to  show 
that  it  was  an  improvement  in  surgical  cases  for  bandages  only, 
because  the  patent  is  not  only  confined  to  that,  but  they  must 
•prove  also  lliat  it  is  generally  an  improvement  with  respect  to 
the  general  uses  of  that  fabric  or  manufacture  which  was  in- 
tend^— that  is,  with  respect  to  braces,  garters,  and  other  articles 
that  are  made  of  it  The  evidence  on  the  part  of  the  plaintifib 
states  that  it  is  cheaper,  and  cheapness  is  an  improvement,  and  not 
to  be  laid  aside  and  thought  nothing  of,  and  you  are  to  consider 
it  among  other  things  ;  but  that  is  not  the  only  thing  to  be  con* 
sidered,  because  they  may  have  a  thing  too  cheap  to  be  useful, 
and  you  must  see  whether  it  combines  with  it  the  other  property 
of  utility  which  the  former  fabric,  when  used  for  uie  same 
purpose,  possesses."    (1  Web.  P.  C.  606.) 

(r)  Morgan  i;.  Seaward.    N.  P.    [1836] 

Action  for  infringement.  Defendants  denied  the  utility  of 
the  plaintiffs  invention.  Alderson,  B.,  directing  the  jury  upon 
this  point,  said :  "  It  is  not  for  you  to  consider  to  what  extent 
the  thing  is  usefal.  If  it  is  a  useful  invention,  then  it  is  a 
subject  to  be  protected  by  patent;  and  if,  on  the  other  hand, 
it  is  of  no  use,  then  it  is  no  subject  to  be  protected  by  patent. 
The  issue  is,  whether  it  is  of  any  use  at  alL"  (1  Web.  P.  C. 
172.) 

(«)  LosH  V.  Hague.    N.  P.    [1888] 

Action  for  the  infringement  of  a  patent  for  **  certain  improve- 
ments in  the  construction  of  wheels  for  carriages  to  be  used  on 
railways."  Plea,  inter  alia,  "  that  the  said  supposed  improve- 
ments, &c.  .  .  .  are  only  trifling  and  insignificant  alt'Crations 
in  the  mode  of  making  wheels  before  then  known  and  in  public 
use,  and  are  not  legal  subjects  for  the  grant  of  the  said  letters 
patent."     Abinger,  C.B.,  in  directing  the  jury,  said :  **  I  observe 
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one  of  the  pleas  states,  that  the  improyements  are  something 
trifling  and  insignificant.  If  that  is  the  improvement,  you  will 
consider  whether  it  is  worth  a  patent  or  not."  (1  Web,  P.  C: 
202.) 

(0  Neilson  v.  Harford.    N.  P.    [1841] 

An  invention  to  support  a  patent  must  be  productive  prac- 
tically of  some  beneficial  result,  no  matter  how  great,  provided 
it  is  sufficient  to  make  it  worth  while  (the  expense  being  taken 
into  consideration)  to  adopt  it.  (1  Web.  P.  C,  SlO  It  is  not 
necessary  that  esuoh  part  should  have  been  actually  tried  and 
proved  to  answer ;  the  evidence  of  scientific  persons  that  it  would 
answer  may  be  sufficient,     (il.  316.) 

(<*)  Tetley  v.  Easton.    N.  P.    [1852] 

When  a  machine  can  do  that  which,  apparently,  no  other 
machine  can  be  got  to  do,  it  must  be  pronounced  useful,  even 
though  its  cost  is  very  considerable.  It  is  not  necessary  that  a 
patent  should  be  so  useful  as  to  exclude  everything  else;  it 
is  quite  sufficient  if  on  any  occasion  it  is  useful.  (Macr. 
P.  a  63.) 

(«)  HiNKS  V.  Safety  LioHTiNa  Company.    M.  R.    [1876] 

The  legal  meaning  of  the  term  "  useful "  is  very  slight  utility 
indeed.    (4  Ch.  D.  616.) 

(»)  Lawrence  i;.  Perry.    [1883] 

North,  J. :  '*  Under  these  circumstances  I  have  felt  some  diffi- 
culty in  seeing  how  the  plaintiff's  invention  can  be  useful  when  it 
only  differs  from  an  earlier  one  by  an  ingredient  which  does 
neither  harm  nor  good."     {Griff.  143 ;  2  0.  B.  180  at  p.  184.) 

(w)  United  Telephone  Company  v.  Bassano.    [1886] 

The  defendants  objected  that  the  telephone  in  question,  and 
especially  the  tension  regulator  portion  thereof,  was  not  com- 
mercially useful,  and  had  never  been  in  actual  use : — Held^  that  it 
did  not  necessarily  follow  that  the  patent  was  bad,  for  even  the 
most  original  and  valuable  inventions  might  be  immediately 
superseded  by  simpler  constructions  involving  the  same  principle. 
(3  0.  B.  295.) 

(a?)  SiDDELL  V.  Vickers.     C.  a.     [1888] 

Eekewich,  J.,  foWoYnng  Badische  AnUin  v.  Levinstein,  held,  that  it 
was  no  answer  to  the  plaintiff  to  say  that  two  of  his  processes  were 
not  immediately  likely  to  be  commercial  successes,  and  on  the 
evidence  held,  that  the  invention  was  useful.  (5  O.  iJ.  81.)  The 
Couit  of  Appeal  refused  to  disturb  the  finding  as  being  not 
incoiTCct,  and  as  being  a  finding  of  fact.     (5  0.  B.  430.) 

2  p 
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Want  of  UHliiy  in  a  Part  of  Invention. 
(tr)  Lbiwis  V.  MARLiNa.    [1829] 

Wbere  a  patentee  of  an  improved  machioe  claimed  as  his  inven- 
tion a  part  of  it  wHcli  turned  out  to  be  useless,  it  was  held  that  this 
did  not  vitiate  the  patent,  the  specification  not  describing  it  as 
essential  to  the  machine.  Bayley,  J.,  said :  ^'  If  the  party  knew 
that  it  (the  useless  part  of  the  machine)  was  unnecessary,  the 
patent  would  be  bad  on  the  ground  that  this  was  a  deception  ;  but 
if  he  thought  that  it  was  proper,  and  only  by  a  subsequent  dis- 
covery finds  out  that  it  is  not  necessary,  I  think  that  it  forms  no 
ground  of  objection."     (1  Weh.  P.  C.  496.) 

(a?)  Haworth  v.  Hardcastle.     [1834] 

In  an  action  for  the  infringement  of  a  patent  the  jury  found  as 
follows :  "  The  invention  is  new  and  useful  upon  the  whole,  .  .  . 
they  also  find  that  the  machine  is  not  useful  in  some  cases  for 
taking  off  goods."  Verdict  for  the  plaintiff.  The  Court  subse- 
quently refused  to  make  absolute  a  nde  nisi  for  a  nonsuit,  on  the 
ground  that  the  jury  had,  by  their  special  finding,  negatived  the 
usefulness  of  the  invention  to  the  full  extent  of  what  the  patent 
and  specification  had  held  out  to  the  public.  Tindal,  CJ.^  de- 
livering the  judgment  of  the  Court,  said:  "The  jury  find  'the 
invention  is  new  and  useful  upon  the  whole ;  .  .  .  but  they  also  find 
that  the  machine  is  not  useful  in  some  cases  for  taking  off  goods.' 
.  .  .  But  we  think  we  are  not  warranted  in  drawing  so  strict  a 
conclusion  from  this  finding  of  the  jury,  as  to  hold  that  they 
have  intended  to  negative,  or  that  they  have  thereby  negatived, 
that  the  machine  was  useful  in  the  generality  of  the  cases  which 
occur  for  that  purpose.  After  stating  that  the  machine  was  useful 
on  the  whole,  the  expression,  that '  in  some  cases  it  is  not  useful  to 
take  up  the  cloths,'  appearH  to  us  to  lead  rather  to  the  inference 
that  in  the  generality  of  cases  it  is  found  useful.  And  if  the  jury 
think  it  useful  in  the  general,  because  some  cases  occur  in  which  it 
does  nut  answer,  we  think  it  would  be  much  too  strong  a  conclu- 
sion to  hold  the  patent  void.  .  .  .  We  think  that  we  should  act 
with  great  hazard  and  precipitation  if  we  were  to  hold  that  the 
plaintiff  ought  to  be  nonsuited,  upon  the  ground  that  his  machine 
was  altogether  useless  for  one  of  the  purposes  described  in  his 
specification."    (1  Web.  P.  C.  483 ;  4  Jtf.  <fc  Sc.  732 ;  1  Bing.  N.  C.  189.) 

(y)  Morgan  v.  Seaward.    [1837] 

Alderson,  B. :  "  We  do  not  mean  to  intimate  any  doubt  as  to  the 
validity  of  a  patent  for  an  entire  machine  or  8ubject  which  is, 
taken  altogether,  useful,  though  a  part  or  parts  may  be  useless, 
always  supposing  that  such  patent  contains  no  false  suggestion." 
(1  Web.  P.  a  197.) 

(z)  Frearson  v.  Loe.    M.  R.     [1878] 

*'It  is  not  because  a  patentee  has  attempted  to  claim  as  an 
advantage  something  else  to  which  ho  is  not  entitled,  that  the 
improvement  he  has  made  is  to  be  held  not  worthy  of  a  patent.     I 
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am  not  to  say  that,  because  even  half  of  the  advantages  said  to 
arise  irom  his  invention  may  not  be  new,  he  is  not  to  be  protected 
in  respect  of  the  other  half."    Per  Jessel,  M.R.     (9  Ch.  D.  64.) 

(z)  Bailst  v.  Eoberton.    H.  L.    [1878] 

Patent  for  "improvements  in  preserving  organic  substances." 
The  patentee  (Rattray),  in  his  specification,  described  his  invention 
to  consist  of  "  the  use  of  the  alkaline  and  earthy  sulphites."  Lord 
Blackburn :  The  patentee  says,  "  he  will  take  any  sulphite,  and 
that,  as  it  is  pointed  out  in  the  evidence,  is  a  matter  which  would 
prevent  the  operation  of  his  patent  from  being  beneficial.  It  is 
well  known  that  some  of  the  earthy  sulphites  in  a  dry  form  are 
rank  poison,  and  that  would  be  a  very  serious  objection  indeed  to 
their  use  for  the  preservation  of  meat — others  while  not  poisonous 
are  objectionable.  We  know  that  the  alkaline  sulphite  of  soda,  for 
instance,  tarns  into  Glauber  salts,  the  sulphite  of  magnesia  turns 
into  Epsom  salts,  and  we  know  what  the  effect  of  that  upon  the 
human  body  would  be,  and  sulphite  of  lime  turns  into  plaster  of 
Paris.  These  are  all  objections  which  may  be  very  strong  ones 
against  Rattray's  specification."    (3  App.  Cos.  1078.) 

(a)  Easterbrook  i;.  Grbat  Wkstbrn  Railway  Company.    [1886] 

In  an  action  for  infringement  of  a  patent  for  improvements  in 
signalling  apparatus  for  railways,  it  was  shown  that  it  was 
possible  without  straining  to  lower  simultaneously  the  signals 
protecting  the  main  up,  the  main  down,  and  the  branch  line.  The 
patent  was  held  bad  on  the  ground  of  want  of  utility.  Wills,  J. : 
"The  specification  here  points  to  its  universal  application  for 
railway  signalling,  including  its  use  at  the  most  complicated 
junctions  and  sidings.  If  it  be  useful  for  one  very  small  and 
insignificant  section  of  its  proposed  work,  and  for  the  rest  is,  as  in 
my  opinion  it  is  proved  to  be,  fraught  with  danger  and  death,  the 
specification  is  bad,  as  not  distinguishing  between  its  useful  and 
its  useless  applications.  It  is  as  consonant  with  good  sense  as  I 
believe  it  to  be  with  good  law,  that  an  inventor  who  invites  the 
indiscriminate  use  of  apparatus  sure  to  bring  about  disaster  in  the 
long  run  if  generally  applied  according  to  his  invitation,  cannot 
maintain  a  patent  for  his  invention  because  it  will  do  some  use- 
ful work  at  places  and  under  circumstances  where  mechanical 
appliances  for  {preventing  conflict  of  signals  are  scarcely  necessary 
at  all,  while  elsewhere  it  is  full  of  danger  to  the  public."  (Oriff* 
85;  2  0.  B.  201  at  p.  210;  3  O.  B.  94.) 

(6)  United  Horseshoe  and  Nail  Company  v.  Swedish  Uorsenail 
Company.    [1888] 

The  invention  claimed  in  the  plaintiffs*  sixth  claim,  consisted 
exclusively  in  making  the  nail  blanks  cut  from  one  edge  of  the 
plate  wider  at  or  near  the  head  than  those  cut  from  the  other  edge 
of  the  plate: — Held,  that  as  this  could  not  be  done  without 
unnecessary  waste,  the  invention  was  of  no  utility,  and  that 
therefore  the  whole  patent  was  invalid.     (6  0.  -B.  1.) 
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(c)  Ehrlich  v.  Ihlbb.    C.  A.    [1888] 

Where  there  is  general  utility  in  an  invention,  it  is  necessary 
to  show  very  little  utility  in  order  to  support  a  second  claim  which 
is  only  subsidiary.     (6  0.  B.  437.) 

Qusatum  for  the  Jury. 

(d)  Hill  v.  Thompson.    [1817] 

The  utility  of  an  invention  is  a  question  for  the  jury.  (3  Jtfer. 
630 ;  Weh.  P.  G.  237.) 

(e)  Bloxam  v.  Elsee.    K  P.    [1825] 

Abbott,  C.  J.,  left  it  to  the  jury  to  say  whether  the  invention  waa 
usefuL     (i  0.  (fcP.  666.) 

(/)  Cornish  v.  Keene.    N.  P.    [1836] 

The  evidence  respecting  the  utility  of  a  patented  article  being 
conflicting,  and  the  article  itself  being  produced,  it  is  for  the  jury- 
to  use  their  own  judgment  of  the  matter,  and  determine  whether 
it  is  useful  or  not.     (1  Web.  P.  C.  606.) 

{g)  Macnamara  v,  Hulse.     N.  P.     [1842] 

•Where,  in  an  action  for  infringing  a  patent  for  blocks  for 
pavement,  the  plaintiff  claimed  as  his  invention  that  his  blocks 
were  bevelled  both  inwards  and  outwards  on  the  same  side,  but 
the  specification  did  not  state  at  what  angle  the  bevels  should  be 
made ;  and  one  witness  stated  that  the  angle  was  material,  but 
another  witness  stated  that  any  angle  would  be  of  some  benefit. 
Lord  Abinger,  C.  J.,  said  :  **  It  will  be  for  the  jury  to  say  whether 
any  particular  angle  is  essential,  or  whether  any  angle  whatever 
is  useful  and  beneficial."     {Car,  d  M.  471.) 

Validity  of  Patent, 

effect  of,  on  petition  for  extension,  pp.  130-132 
considered  on  motion  for  interim  injunction,  pp.  334-345 
matters  affectinj;  to  be  entered  on  register,  p.  397 
considered  in  action  to  restrain  threats,  p.  552  (y). 

Variance, 

between  title  and  specification,  pp.  565-569 

between  provisional  and  complete  specification,  pp.  4W-421. 

Variations  in  Rules. 

Patents  Act,  1883,  sect.  101.  (1)  The  Board  of  Trade  may  from  time 
to  time  make  such  general  rules  and  do  such  things  as  they  think  expedient, 
subject  to  the  provisions  of  this  Act  — 

(c)  For  making  or  requiring  duplicates  of  specifications,  amendment, 

drawings,  and  other  documents ; 

(d)  For  securing  and  regulating  the  publishing  and  selling  of  copies,  at 
such  prices  and  in  such  manner  as  the  Board  of  Trade  think  fit,  of 
specifications  drawings  amendments  and  other  docmnents; 

(c)  For  securing  and  regulating  the  making  printing  publishing  and 
selling  of  indexes  to,  and  abridgments  of,  specifications  and  other 
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documents  in  the  Patent  Office ;  and  providing  for  the  inspection  of 

indexes  and  abridgments  and  other  docmnents ; 
(/)  For  regulating  (with  the  approval  of  the  Treasury)  the  presentation 

of  copies  of  Patent  Office  publications  to  patentees  and  to  public 

authorities,  bodies,  and  institutions  at  home  and  abroad ; 
{<g)  Generally  for  regulating  the  business  of  the  Patent  Office,  and  all 

things  by  this  Act  placed  under  the  direction  or  control  of  the 

comptroller,  or  of  the  Board  of  Trade. 

(2)  Any  of  the  forms  in  the  first  schedule  to  this  Act  may  be  altered  or 
amended  by  rules  made  by  the  Board  as  aforesaid. 

(3)  General  rules  may  be  made  imder  this  section  at  any  time  after  the 
passing  of  this  Act,  but  not  so  as  to  take  efifect  before  the  conmiencement  of 
this  Act,  and  shall  (subject  as  hereinafter  mentioned)  be  of  the  same  et!ect  as 
if  they  were  contained  in  this  Act,  and  shall  be  judicially  noticed. 

(4)  Any  rules  made  in  pursuance  of  this  section  shjdl  be  laid  before  both 
Houses  of  Parliament,  if  Parliament  be  in  session  at  the  time  of  making 
thereof,  or,  if  not,  then  as  soon  as  practicable  after  the  beginning  of  the  then 
next  session  of  Parliament,  anid  they  shall  also  be  advertised  twice  in  the 
official  journal  to  be  issued  by  the  comptroller. 

(5)  If  either  House  of  Parliament,  within  the  next  forty  days  after  any 
rules  have  been  so  laid  before  such  House,  resolve  that  such  rules  or  any  of 
them  ought  to  be  annulled,  the  same  shall  after  the  date  of  such  resolution 
be  of  no  efifect,  without  prejudice  to  the  validity  of  anything  done  in  the 
meantime  under  such  rules  or  rule  or  to  the  making  of  any  new  rules  or 
rule. 

Sect.  115.  All  general  rules  made  by  the  Lord  Chancellor  or  by  any  other 
authority  tmder  any  enactment  repealed  by  this  Act,  and  in  force  at  the 
commencement  of  this  Act,  may  at  any  time  after  the  passing  of  this  Act  be 
repealed  altered  or  amended  by  the  Board  of  Trade,  as  if  they  had  been  made 
by  the  Board  uuder  this  Act,  but  so  that  no  such  repeal  alteration  or  amend- 
ment shall  take  efifect  before  the  commencement  of  this  Act ;  and,  subject  as 
aforesaid,  such  general  rules  shall,  so  far  as  they  are  consistent  with  and  are 
not  superseded  by  this  Act,  continue  in  force  as  if  they  had  been  made  by  the 
Board  of  Trade  under  this  Act. 

Vending, 

patented  article.    See  under  Infringement,  pp.  163-171. 

Venue, 

motion  to  change,  refused,  p.  353  (/) 
affidavit  in  support  of,  p.  353  (%) 
changed  to  assizes,  p.  353  (J)  (m) 

of  petition  for  revocation,  pp.  353  (m),  403  (i) 
of  infringement  by  posting  from  Scotland  to  Engluid,  p.  353  (k). 

Verbal  errors  in  specification,  p.  430  (t). 

Waiver  of  forfeiture  by  acceptance  of  licence  rent,  p.  213  (y). 

War,  munitions  of,  Patents  Act,  1883,  sect.  44,  pp.  406,  407. 

Words, 

in  specification  to  be  construed  according  to  their  ordinary  meaning, 

p.  473  (z) 
and  read  as  by  a  person  of  ordinary  understanding,  p.  466  (a). 

Workman  is  not  liable  for  infringement  committed  by  order  of  master, 
p.  165  (t»). 
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CASES    CLASSED   ACCOEDING  TO  THEIR  SUBJECT- 
MATTER. 


The  following  Table  is  given  to  facilitate  the  finding  of  a  case  of  which  the 
name  is  forgotten,  while  the  nature  of  the  ioTention  is  known.  The  clnoooo 
are  those  under  which  the  abridgments  of  Specifications  are  grouped  by  the 
Patent  Office,  and  the  numbers  and  letters  following  each  class  indicate 
some  cases  in  which  inyentions  belonging  to  that  class  have  been  before 
the  Courts. 


Acids,  alkalies,  oxides  and  salts 

Agriculture : — 

I.  Field  implements     

II.  Bam  and  farmyard  implements    .. 
Air  engines  and  other  motive  power  engines 

Anchors 

Artist's  instruments  and  materials    .. 
Bleaddng,  dyeing  and  printing  fistbrics    . . 


Books,  portfolios,  card-cases,  &C.       ..     .. 
Brewing,   wine    making    and    distilling 

alcohoUc  liquids 
Bricks  and  tiles 

Bridges,  Tiaducttf  and  aaneducts 
Carriages  and  other  Tehicles  for  common 
roads 

Casks  and  barrels         

Chains,  chain  cables,  &c 

Cooking,  bread-making  and  confectionery 
Cork,  preparation  of,  bottling  liquids,  &c. 

Drains  and  sewers,  indndin^  the  manu- 
fiicture  of  drain  tiles  and  pipes 

Dressing  and  finishinR  woven  fabrics,  and 
manufacturing  felted  fabrics 


Electricity  and  magnetism : — 

I.  Generation  of 

II.  Conducting  and  insulating  ..  .. 
III.  Transmitting  and  receiving  sig- 
nals, controlling  mechanical 
action  and  exhibiting  electrical 
effects 
lY.  Electric  lighting,  igniting  and 
heating 


458  (e);  496  (t);  517  (0 ;  542  (d)  ; 
552  (y) 

176(«);  506  (o) 
214(a)';  509  (it) 
68 (n);  199(g);  524  (•);  547  (k); 

567  (/) 
123  (r);  148  (p) ;  522  (n) 
436(0;  439  (n);  444(A) 
53  (d);   136  (»);  154  (c);  242  (c)  ; 

818  (as);  820  (a);  443  (0):  575 

(n);  518(1?);  525  (t») 
128  (n) 
241  (x);  423  (tf) 

46  (m);  49  (h);   109  (e);   183  (I); 

852  (/) 
625  («) 
3030);  403(A);  459(0;  469  (m); 

512  (c);  539(«»);  553(«);  564(w) 
87(c);  45(g) 

49(/);  223(6);  306(0;  531  («) 
126  (a>);  444(/») 
160(d);  196(tt);  238(g);  526(«); 

549  (p);  555  (/) 
21  (d);   118  (0;  241  (y)  (h);  515 

(n) 
70(«);  489  (p);  459  (A);   463(6); 

464  (w);   470  (0  (0;   487  (g); 

501  (5);  514  (g);  527  (y);  531 

(g);  539(«);  576(g) 

63(a;);  271(/);  420  0*);  553(a) 
192  (p);  295  (y);  411  (n) ;  466  (6) 
95(6);    162(0;   170(0:   182(0; 

199  (/);  292  (n)  (p);   298  (n); 

349  (0;    382  (0  0');   411  (n); 

417(c);  466(6);  479  (fc);  549(g) 
52  (0 ;  315  (d) ;   404  O) ;  435  (/) ; 

444(g);  532  (fc) 
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Eleotridty  and  magnetism  (oontd.) : — 
V.  Eleotro  depoeition  and  el6otrol3rBiB 
VL  Electric  motive  power  engines  and 
similar  apparatus 
Farriery,  including  medical  and  snigioal 

treatment  of  animals 
Fire-arms  and  other  weapons,  ammuni- 
tion and  aooontrements 


Fire  engines,  extinguishers,  escapee,  &o. 

Food,  preservation  of 

Fuel,  preparation  and  combustion  of 


Furniture  and  upholstery  ..     ..     .. 

Gas,  production  and  applications  of  .. 


Grinding  grain  and  dieesing   flour   and 
meal 

Harbours,  docks,  canals,  &c 

Hinges,  hinge  joints,  and  door  springs     . . 
Hydraulics 

Ice-making  machines,  ice  safes,  and  ice 

houses 
Indiarubber  and  guttapercha,  preparation 

of 
Instruments,  philosophical,  nautical  and 

meteorological 
Iron  and  steel,  manufacture  of 

Lace-making,  knitting,  netting,  braiding 
and  plaiting 

Lamps,  candlesticks,  and  other  illuminating 

apparatus 
Locks,  latches,  bolts  and  similar  fastenings 
Locomotion,  aids  to     

Manure 

Marine  propulsion        

Masts,  sails,  rigging,  Ac 

Medicine,  surgery  and  dentistry       ..     .. 
Metals  and  alloys        

Mining,  quarrying,  tunnelling  and  well- 
sinkiog 

Music  and  musical  instruments 

Nails,  rivets,  bolts,  screws,  nuts  and  washers 

Needles  and  pins 

Oilcloth,   oilskin    and    other   waterproof 

fabrics,  and  artificial  leather 
Oils,  fats,  lubricants,  candles,  and  soaps  .. 

Paints,  colours  and  varnishes     

Pti  per,  pasteboard  and  papier  mache 
Photography         


3290') 

291  (m);  906  (n) 

451  (k) 

59  (k);  117  (n):  138  (d);  169  (v); 

1840?);  196(w);  198(a);  2160*); 

297?/);  S32(r);  432(6);  449(d); 

460  (i);  572  (»)(«) 
46  (m);  522  (Z);  539  (tu) 
111(*);  403(/);  415(6) 
7  0);   14  W;   129  (o);   174  (n); 

185(aj);  218  (p);  224(d);  445(fc); 

495  Qi) 
44  (c);  246  (s);  826  (6);  453  (0; 

456(tt);  494(«);  509(a!);  538(t7); 

548(0) 
53  (a);  89 (^);  121  (fc);  159(a); 

200  (0  O"):  258  (•);  312  (g); 

424  (x);  457(6);  469(0;  533 (S); 

538 (fo);  568(0 
177  M   (w);  191  (ifc);  251  (d); 

264  (A);  476(d);  503 (^) 
116  (^);  237  (p);  412  (o) ;  525  {v) 
537(5) 
127  (^);  171(6);  173  (t);  179(c); 

182  0*);  189(0;  550  (r) 
323  (n) 

52  (t»);  188  (^);  mj{j)x   333(«»); 
494(/);509(w);  522  (m) 

201  (p);  272  (fc);  445(0 

8(m);  88(d);  189  (J)-,   237  (o); 

372(c);  496(0;  502(a);  566(6) 
50(0;  198(6);  299  (o);  415(a); 

429  (a) ;  447 (p);  454 (o) ;  459 {g) ; 

512(6);  538  (0(«);  567 (c) 
128(0;  418(d);  431  (y);  537(g); 

548(n);  554(c);  562  (p) 
200  (fe»);  235  0);  308  (d) 
217  (o);  218(g);  240  («);  292  (r) 

50  (m);  323(0) 
89(&);  130  (r»);  163  Cn);  531  (/) 
55  0*);  157  (x) ;  414  (y);  563  (u) 
113  ix) ;   342  O) ;  467  (/) ;  562  (g) 
436  (jf);  438  (m) 
18(»);  114(d);  137  (y);  172(c); 

222  (w^ 
17(4);  42  (r);  49(g);  72(6);  156 

(0;  162  (h);   209  (p);  441  (r); 

432(6) 
521  (0 ;  532  (A») ;  534  (m) ;  565  («) 
240  (0 ;  376  (r) ;  521  (g) ;  579  (6) 
100(d) 
419  (p);  70  (r)  ;  522  (m) 

69  (r) ;  132  (d) ;  257  (n) ;  349  (w) ; 

365  (a?) ;  402(e);  420  (A>) 
477(c);  436(0 

53  (6) ;  112  (0 ;  439  (o) ;  455  («) 
295(2);  465(0 


Digitized  by  VjOOQ  IC 


584 


Cases  Classed  according  to  Subject-Maiter, 


Pipee  and  tubes,  metallio 

PlatiDg  or  coating  metals  with  metals 
Pottery 


Printing,  typographic 

Jlailway  cazriageB  and  other  Tehidee 


Bailway     signals     and    commnoicatiDg 
apparatus 

Railways        

Baising,  lowering,  and  weighing      ••     .. 


Roads  and  ways 

Saddlery,  harness,  stable  fittings,  ko. 

Safes,  strong  rooms,  tills,  &c 

Sewing  and  embroidering 


Ships     building,     repairing,     sheathing, 

launching,  &c. 

Skins,  hides  and  leather     

Spinning,  including    the   preparation    of 

fibrous  materials  and  doubling  of  yams 

and  threads 

Starch,  gum,  size,  glue,  and  other  stiffen- 
ing and  adhesive  materials 
Steam  engines      ..      ^     


Steering  and  manoeuvring  vessels 
Sugar      


Toys,  games  and  exercises 

UmbrSlas,  parasols  and  walking  sticks 
Watches,  clocks  and  other  time-pieces 

Water-purifying 

Water-closets,  earth-closets,  urinals,  &a 
Wearing  apparel : — 

1.  Head  coverings 

2.  Body 


3.  Foot 

4.  Dress-fiistenings  and  jewellery 

Weaving        

Writing  instruments  and  materials   . . 


213(e);  461  (n);  524(0;  539  (»> 

25(0;  174  (fc);  194(0 

49  {d) ;  156  iq) ;  264  (m)  ;  464  (y) ; 

499  (ft) 
123  (n);  327(c);  442(c);  4450") 
21(c);    114(c);  137  (tc);   173  0"): 

348(n);  452 (0 ;  485 (a) ;  521(0; 

576  (0 
179  (ft);  243  (*);  321  (g);  579  (a) 

448(»);  534  (n);  576  (p) 

51  (r)  (0;  200  (m);  201   (n)  (o); 

554(6) 
428  (V) ;  499  (0 ;  508  (Q ;  564  (r) 
451  {K) 

200  (fc>) 

261(c);  311  (to»);  320  («);  328(c): 

343(5);  415(0;  458(c) 
322(0;  428(0;  472(0 

318(0;  344  (x);  348  (r);  514(0 
18  («?);  45(/');  177  («);  184(9); 

213 (o);  418(/);  454(n);  458(d); 

462  (q) ;  482  (g) ;  504  (0 ;  508  (O; 

532  0);  5330);  6ti7(^) 
533(0 

12(0;  28  (fe);  182(A);  183  (fc); 
421  (n) ;  445  (0 ;  457  (y) ;  498  (o); 
506  (p);  520  (o) 

201  (J));  234(0 

121  (/) ;  171  (a) ;  225  (/) ;  424  (O ; 

453  (^) 
193  (5);  231  (d);  521  (A);  522  (fc) 
241(a);  371  (i*);  504(0 
149(0;  50(0 
127(c);  197(2;);  306  (tc) 
228  (tt);  305  (p);  333(0 


242  (6) ;  273  Qc) ;  530  (c)  (d) 
182(/);  200(0;  463  (ft);  480 (p); 

510  (6) ;  521  (/O;  528 (o);  574  (0 
21(c);  522  0) 
52  (r);  601(c);  463  (tt) 
44(d);  230(6);  567(g) 
20  (y);   174  (m);  21^  (0 ;  258  (p) ; 

295  (aj);  568  (;) 


9 
l-^^* 


LOHOOK  :  PKIMTKl)  BT  WILLIAM  CLOWES  AMD  SOM6,   UmTKO 
OTAllirujU)  STKKKr  AVD  GUABINO  CBOflft. 
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